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PRELIMINARY  ANALYSIS. 

§  846.  Xaaws  for  the  Protection  and  Vindication  of  the  Rights 
of  Owners  of  Patented  Inventions  Uberally  Construed 
and  Applied. 

The  yarious  rights  created  by  the  exercise  of  inventiye  skill, 
by  the  grant  of  letters-patent,  and  by  the  contract  relations 
entered  into  between  patentees  and  other  parties,  are  subject 
to  invasion  by  numerous  wrongs,  differing  widely  in  their 
character  and  in  the  nature  and  application  of  the  remedies 
by  which  they  are  redressed.  The  law  aims  to  afford  com- 
plete protection  to  those  from  whom  the  public  receive  such 
signal  benefits  as  are  conferred  upon  them  by  inventors  ;  and 
where,  from  the  intrinsic  difficulties  of  the  case,  adequate 
protection  cannot  be  secured,  it  endeavors  to  compensate  them 
fully  for  the  injuries  they  have  sustained.  In  this  department 
of  remedial  justice,  therefore,  is  the  liberal  spirit  of  our  modern 
jurisprudence  toward  inventors  especially  displayed.  Not  only 
are  their  rights  clearly  and  minutely  defined  and  each  variety 
of  wrong  against  them  met  by  an  appropriate  remedy,  but  in 
administering  these  remedies  the  courts  are  uniformly  gov- 
erned by  the  principle  that  an  inventor,  having  performed  his 
part  of  his  agreement  with  the  public,  is  entitled  to  a  perfect 


4  TREATISE  ON  THE  LAW  OF  PATENTS.    [BOOK  IV. 

yindication  of  his  rights  and  to  an  exhaustive  satisfaction  for 
his  wrongs.  The  operation  of  this  principle  is  particularly 
apparent  in  the  adjustment  of  protective  measures  to  actual 
or  threatened  injuries,  in  the  flexibility  with  which  the  rules 
of  practice  are  adapted  to  the  exigencies  of  each  individual 
controversy,  in  the  weight  given  to  the  presumptions  in  favor 
of  the  inventor,  and  in  the  methods  by  which  damages  are  as- 
certained ;  but  every  detail  of  procedure  is  characterized  by  tiie 
same  leaning  toward  the  inventor  and  against  those  by  whom 
his  rights  have  been  infringed.  In  that  discussion  of  these  vari- 
ous wrongs  and  remedies,  which  is  to  form  this  concluding  por- 
tion of  our  treatise,  it  will  be  necessary  to  consider  separately 
the  rights  arising  from  the  exercise  of  inventive  skill  alone, 
the  rights  created  by  the  grant  of  letters-patent,  and  the 
rights  resulting  from  contracts  between  the  owner  of  the 
patent  and  third  persons,  with  the  wrongs  by  which  each  is 
invaded,  and  the  remedies  by  which  those  wrongs  may  be 
redressed. 

§  847.    Protection  of  the  Rights  of  an  Inventor  in  his  Unpat- 
ented Invention. 

By  the  performance  of  an  inventive  act  the  inventor  ac- 
quires a  property  in  the  invention  which  he  thus  creates, 
irrespective  of  its  future  protection  by  a  patent.  This  prop- 
erty vests  in  him  by  the  law  of  nature,  and  by  the  same  law 
may  be  divested  in  any  manner  which  places  it  in  the  posses- 
sion of  the  public.  Before  the  establishment  of  patent  sys- 
tems the  knowledge  of  the  public  was  equivalent  to  the 
possession  of  the  public,  and  an  inventor  could  retain  the 
property  in  his  invention  only  while  he  preserved  his  secret. 
Under  the  Patent  Law  he  can  disclose  the  nature  and  the 
mode  of  use  of  his  invention  without  surrendering  it  until  his 
patent  has  expired  ;  and  under  our  American  law  he  can  use 
it  publicly  for  a  certain  period  before  applying  for  a  patent 
without  the  risk  of  thereby  forfeiting  his  exclusive  rights. 
The  property  which  thus  vests  in  him  by  the  law  of  nature, 
enlarged  in  its  enjoyment  by  the  provisions  of  our  Patent 
Law,  is  recognized  as  entitled  to  the  same  protection  as  any 
other  form  of  property;  and  whether  attacked  by  force  or 


PBELDC.]  OF  WBONGS  AND  BEMEDIEB.  6 

fraud  his  rights  therein  are  yindicated  hj  the  courts,  and  the 
wrongs  committed  against  them  are  adequately  redressed. 

§  848.    Protection  of  the  Blsfats  of  an  Inventor  in  his  Patented 
ZnTention. 

The  issue  of  a  patent  confers  on  the  inventor  additional 
rights  of  extraordinary  scope  and  value.  Not  only  is  he  now 
empowered  to  use  his  invention  in  public,  and  to  permit  others 
to  use  it,  without  abandoning  his  own  dominion  over  it,  but 
he  is  clothed  with  an  authority  whereby  he  can  prohibit  the 
enjoyment  of  the  invention  to  all  persons  whomsoever,  even 
although  they  are  original  inventors  like  himself.  The  mo- 
nopoly created  by  his  patent  prevails  over  all  the  rights  which 
later  inventors  of  the  same  invention  would  otherwise  acquire 
by  the  exercise  of  their  inventive  skill,  and  renders  their  use 
of  their  own  inventions,  whether  openly  or  in  secret,  equally  an 
infringement  of  his  rights  as  if  they  were  mere  imitators  of 
his  results.  The  patentee,  under  a  valid  patent,  thus  owns  the 
invention  as  his  exclusive  property,  whose  value  is  capable  of 
being  lessened  or  destroyed  by  any  act  which  impairs  its  com- 
mercial importance,  or  converts  the  proceeds  of  its  enjoyment 
into  other  channels;  and  for  any  such  injury,  of  whatever 
character,  the  law  provides  a  remedy  as  ample  and  efficient 

it  is  in  the  nature  of  human  jurisprudence  to  afford. 


§  849.   Proteotion  of  the  Contraot  Rlehti  of  the  Inventor  and 
his  Transferees. 

An  invention,  whether  patented  or  unpatented,  being,  like 
other  property,  subject  to  conveyance  by  its  owner  in  such  in- 
terests  and  upon  such  terms  as  he  may  deem  expedient, 
various  relations  may  arise  between  him  and  his  transferees, 
to  each  of  which  attach  certain  rights  and  obligations,  sus- 
ceptible of  violation  in  numerous  modes  and  requiring  pro- 
tection and  vindication  according  to  the  nature  of  the  injuries 
threatened  or  received.  These  relations  are  divisible  into  two 
groups,  —  one  characterized  by  a  conveyance  which  transfers 
the  monopoly  as  well  as  the  invention,  and  embracing  as- 
signors and  assignees  and  grantors  and  grantees ;  the  other  by 
a  conveyance  which  operates  upon  the  invention  alone,  leav- 


6  TREATISE  ON  THE  LAW  OF  PATENTS.    [BOOK  IT. 

ing  the  monopoly  unaffected  in  the  hands  of  its  former  owner 
except  by  an  estoppel  in  favor  of  the  transferee,  and  includes 
all  such  parties  as  are  known  by  the  general  names  of  licensors 
and  licensees.  The  rights  and  duties  of  the  different  members 
of  each  of  these  two  groups  are  so  far  similar  that  they  may 
be  properly  treated  together  with  reference  to  the  wrongs  by 
which  they  are  invaded  and  the  remedies  applied  for  their 
redress. 

§  850.    Protectioii    of    the   Contraot   Rie^ts    of   AsslgnorB    and 
Assignees. 

The  rights  of  the  assignor  against  the  assignee  and  of  the 
grantor  against  the  grantee  are  few  and  simple.  The  princi- 
pal one  is  the  right  to  recover'  the  price  which  the  assignee  or 
grantee  has  agreed  to  pay  for  the  interests  transferred  to  him. 
The  others  grow  out  of  special  stipulations  contained  in  the 
conveyance,  or  from  the  general  law  which  limits  the  enjoy- 
ment of  the  transferee  to  the  precise  privileges  conferred 
upon  him  by  the  owner  of  the  invention.  The  rights  of  the 
assignee  against  the  assignor,  and  similarly  of  the  grantee 
against  the  grantor,  are  more  numerous  and  complex.  He 
has  a  right  to  the  transfer  to  him  of  the  invention  and  the 
patent  according  to  the  terms  of  the  contract  made  between 
them.  Upon  a  total  failure  of  the  consideration  moving 
toward  him  he  has  a  right  to  recover  back  the  purchase- 
money  which  he  has  already  paid.  If  the  conveyance  con- 
tains covenants  of  warranty  he  is  entitled  to  their  fulfilment, 
or  to  damages  for  their  breach,  as  well  as  that  of  the  implied 
warranty  of  title  which  enters  into  all  transfers  of  property. 
He  has  a  right  also  to  good  faith  and  fair  dealing  on  the  part 
of  his  grantor  or  assignor,  and  to  a  remedy  for  any  fraud  that 
may  be  practised  upon  him. 

§  851.   Protection   of    the    Contraot    Bleats   of    Licensors    and 
Zdcensees. 

The  rights  of  the  licensor  against  the  licensee  resemble 
those  of  assignors  against  their  assignees.  He  is  entitled  to 
the  license  fee  or  royalties  which  the  licensee  agrees  to  pay 
for  the  enjoyment  of  his  privilege,  and  to  the  compliance  of 
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the  licensee  with  those  restrictions  which  the  license  or  the 
law  itself  imposes  on  him.  The  licensee,  under  certain  cir- 
cumstances, has  a  right  to  repudiate  the  license  and  to  recover 
back  the  license-fees  which  he  has  paid.  He  has  a  right  to 
be  defended  by  the  licensor  against  infringers  whose  practice 
of  the  invention  is  injurious  to  his  interests.  He  acquires 
rights  also  under  the  covenants  in  his  license,  whether  express 
or  implied,  and  to  the  estoppel  by  virtue  of  which  he  is  pro- 
tected against  an  assertion  of  the  monopoly  by  the  licensor  in 
derogation  of  the  privilege  that  his  license  has  conferred. 
For  a  violation  of  any  of  these  rights,  and  for  any  fraud  or 
imposition  of  which  the  licensor  is  guilty  in  obtaining  his  sub- 
mission to  the  patent,  he  has  his  remedy  in  an  appropriate 
and  effective  form. 

• 

§  852.  Oeneral  Division  of  the  Subjeot  of  Wrongs  and  Remedies. 
This  outline  of  the  rights  connected  with  inventions  indi- 
cates the  topics  to  which  a  discussion  of  wrongs  and  remedies 
must  relate  and  the  order  in  which  they  must  be  pursued. 
Hence  we  shall  consider  in  the  following  pages :  — 

I.  Wrongs  against  the  owners  of  unpatented  inventions. 
II.   Wrongs  against  patentees. 
III.   Wrongs  between  contracting  parties. 

And  in  connection  with  each  class  of  wrongs  the  remedies 
provided  by  the  law  for  their  redresa 

§  853,  Remedies  for  Certain  Wrongs  Afforded  by  Federal 
Conrts:  for  Other  Wrongs  by  State  Courts:  this 
Distinction  Preliminary. 

Before  entering  upon  this  discussion  a  collateral  topic,  af- 
fecting to  a  certain  extent  the  details  of  each  of  these  main 
topics,  must,  however,  be  examined.  In  the  United  States 
every  person  resides  under  two  different  governments,  and  is 
subject  to  two  different  systems  of  jurisprudence.  His  rights 
are  protected  by  two  distinct  bodies  of  law,  and  his  wrongs 
are  redressed  in  the  courts  of  two  independent  sovereignties. 
In  reference  to  every  group  of  wrongs  and  remedies  the  ques- 
tion, therefore,  arises  whether  the  wrongs  invade  the  rights 
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protected  by  the  State  or  by  the  Federal  law,  and  whether  the 
remedies  are  to  be  applied  by  the  Federal  or  by  the  local 
courts.  This  question  is  particularly  important  in  connection 
with  the  rights  in  patented  inventions,  since  some  of  these 
rights  depend  upon  the  laws  of  the  United  States,  and  others 
on  the  laws  of  individual  States ;  and  thus  in  instituting  any 
action  for  a  violation  of  these  rights  it  must  be  first  deter- 
mined whether  the  cause  is  one  of  State  or  Federal  jurisdic- 
tion. To  avoid  the  discussion  of  this  question  in  connection 
with  each  wrong  and  its  remedy,  the  entire  snbject  will  be 
here  considered  in  a  preliminary  chapter. 
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CHAPTER  I. 

OP  THE  JTTBISDICTION  OF  THE  FEDERAL  AND  STATE  COURTS  OYER 
ACTIONS  WHICH  RELATE  TO  PATENTED  INVENTIONS. 

§  854.    Federal  Jmjedictioii  where  Parties  are  CitlBena  of  Differ- 
ent States :  thia  JnriadictiGfii  not  Bzclnaive. 

Courts  derive^  their  jurisdiction  over  actions  either  from 
the  residence  of  the  parties  or  from  the  subject-matter  of  the 
controversy.  The  Federal  courts  having  no  jurisdiction  other 
than  that  conferred  upon  them  by  the  Acts  of  Congress  in 
pursuance  of  the  Constitution,  the  State  courts  retain  sole 
cognizance  of  all  actions  not  thus  specifically  placed  under 
the  jurisdiction  of  the  Federal  courts.  Jurisdiction  has  been 
bestowed  upon  the  Federal  courts  in  certain  cases,  on  the 
ground  of  Uie  residence  of  the  parties,  if  the  plaintiff  and  de- 
fendant are  citizens  of  different  States.  In  such  cases  the 
nature  of  the  subject-matter  of  the  controversy  is  of  no 
importance.^  The  rules  which  determine  whether  juris- 
diction on  this  ground  exists,  being  conmion  to  all  wrongs 
and  remedies,  will  not  be  here  discussed,  the  reader  having 
access  to  them  in  works  particularly  devoted  to  that  subject. 
In  the  following  examination  of  the  other  ground  of  jurisdic- 
tion it  will  be  assumed  that  the  citizenship  of  the  parties  to 
the  controversy  is  the  same. 

§  855.   Federal   JurlBdiction   BzoXoaiTe  over   all  Caaea    Arising 
under  the  Patent  Ziawa. 

Jurisdiction,  on  the  ground  of  subject-matter,  has  been 
vested  in  the  Federal  courts  over  all  cases  arising  under  the 

§  854.  1  That  whbre  the  parties  on  tion,  see  Campbell «.  James  (1880),  18 

one  aide  of  the  controveny  differ  in  dti-  0. 0. 1111 ;  2  Fed.  Rep.  888 ;  18  Blatch. 

aendiip  from  the  parties  on  the  other  92 ;  5  Bann.  &  A.  854. 
stde,  tiie  Federal  courts  hare  jnrisdio- 
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Patent  Laws.^  This  jurisdiction  is  exclusive,  and  hence  no 
suit  arising  under  the  Patent  Laws,  whatever  may  be  the  resi- 
dence of  the  parties,  can  fall  within  the  cognizance  of  any 
local  court.^  In  any  given  case,  therefore,  the  jurisdictional 
question  is  determined  as  soon  as  it  is  ascertained  whether  or 
not  the  case  itself  is  included  in  the  class  above  described. 
The  line  which  divides  this  class  from  all  that  lie  outside  it  is 
now  clearly  defined,  both  upon  principle  and  by  the  concurrent 
decisions  of  the  State  and  Federal  courts. 

§  856.    Cases  Arising  nnder  the  Patent  Laws  are  Cases  Affecting 
the  Monopoly  Created  by  such  Laws. 

The  purpose  and  effect  of  the  Patent  Laws  is  to  create  and 
preserve  a  monopoly  in  the  patented  invention  in  favor  of  the 
patentee.    They  are  not  concerned  with  the  invention  as  dis- 

§  855.  ^  That  the  Federal  courts  patent  cases  wherever  the  parties  may 
have  exclusive  jurisdiction  over  all  reside,  see  Celluloid  Mfg.  Co.  v.  Good- 
cases  arising  nnder  the  Patent  Laws,  year  Dental  Vulcanite  Co.  (1876),  10 
see  WUlis  v.  McCoUin  (1886),  88  O.  G.  41 ;  IS  Blatch.  375 ;  2  Bann.  & 
0.  G.   1017;   Brown  v,   Texas  Cactus  A.  884. 

Hedge  Co.  (1885),  64  Tex.  896  ;  Page  That  the  jurisdiction  of  the  Federal 

V.  Dlckerson  (1871),  28  Wis.  694  ;  Slem-  courts  over  patent  cases  is  not  depend- 

mer's  Appeal  (1868),  58  Pa.  St.  155.  ent  on  the  amount  involved,  see  St. 

Thatundertheactof  1819  the  juris-  Paul  Plow  Works  v.  Starling  (1888), 

diction  of  the  Federal  courts  was  not  127  U.  S.  876 ;  48  O.  G.  1850. 

exclusive,  see  Burrall  v.  Jewett  (1880),  That  under  the  act  of  March  8, 1887, 

2  Paige  (N.  Y.)  184  ;  qualiaed  by  Gib-  the  $2,000  limitation  does  not  apply  to 

son  r.  Woodworth,  8  Paige  (N.  Y.),  jurisdiction  over  patent  cases,  see  Miller 

182.  Megee  Co.  v.  Carpenter  (1887),  48  O.  G. 

'  That  the  Federal  courts  have  ex-  1118. 
elusive  jurisdiction  over  any  contro-  That  the  object  of  conferring  juris- 
versy  as  to  the  patent  right  without  diction  over  all  patent  cases  on  the  Fed- 
regard  to  the  citizenship  of  the  parties,  era]  courts  was  to  secure  uniformity  in 
see  Duke  v,  Graham  (1884),  19  Fed.  the  law  on  all  points  as  to  rights  and 
Rep.  647;  Campbell  v.  James  (1880),  remedies,  see  Read  v.  Miller  (1867),  3 
18  O.  G.  1111 ;  2  Fed.  Rep.  888;  18  Fisher,  810  ;  2  Bissell,  12. 
Blatch.  92 ;  5  Bann.  &  A.  354;  Allen  That  the  Supreme  Court  will  not 
V,  Blunt  (1849),  1  Blatch.  480.  reverse  a  decree  for  want  of  jurisdiction 

That  where  the  subject-matter  con-  in  the  court  below,  if  the  court  had 

fers  jurisdiction  any  issue  as  to  citizen-  jurisdiction,  though  on  narrow  grounds, 

ship  is  immaterial,  see  Fischer  v.  Neil  when  the  bill  was  filed,  and  the  de- 

(1881),  6  Fed.  Rep.  89  ;  19  O.  G.  603.  fendant  did  not  then  except,  see  Clark 

That   the   act  of  March  8,   1875,  v.  Wooster  (1886),  119  U.  &  822;  87 

changed  the  law  of   1789,  and   gave  0.  G.  1477. 
jurisdiction  to  the  Circuit  Court  over  all 
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tinguished  from  the  monopoly,  nor  with  the  mode  and  extent 
of  the  enjoyment  of  tlie  privileges  which  the  monopoly  con- 
fers. They  vest  in  the  patentee  an  exclusive  right  to  practise 
the  invention  and  thereby  forbid  all  other  persons  to  employ 
it  except  with  his  consent ;  and  while  this  right  exists  and 
remains  uninvaded  by  the  wrongful  use  of  the  invention  their 
object  is  accomplished.  The  rights  of  the  patentee  in  the 
patented  invention  considered  as  an  article  of  property,  and 
the  obligations  into  which  he  enters  with  others  as  to  its 
ownership  or  enjoyment,  are  matters  collateral  to  the  exist- 
ence and  continuance  of  the  monopoly,  dependent  upon  it 
indeed  but  not  affecting  it,  and  capable  of  assertion  or  repu* 
diation  without  impairing  the  exclusive  privilege  which  it 
bestows.  Until,  therefore,  a  controversy  arises  involving  the 
existence  or  preservation  of  the  monopoly,  there  can  be  no 
case  under  the  Patent  Laws.^  All  other  controversies  re« 
late  to  property  rights  or  contract  rights  which  fall  within 
the  purview  of  the  general  laws,  and  are  thus  to  be  deter- 
mined by  the  tribunals  having  ordinary  jurisdiction  over 
such  subjects.^ 

i  856.  1  That  the  Federal  courts  loid  Mfg.  Co.  v.  Goodyear  Dental  Vol- 
have  no  jurisdiction  unless  the  rights  canite  Co.  (1876),  10  0.  G.  41 ;  13 
of  the  patentee  under  the  Patent  Laws  Blatch.  875  ;  2  Bann.  &  A.  384. 
of  the  United  States  are  directly  in  ^  That  a  question  of  contract  con- 
issue,  see  Teas  v.  Albright  (1882),  22  ceming  a  patent-right  or  a  patented 
0.  6.  2069 ;  18  Fed.  Rep.  406.  invention  is  not  a  question  under  the 
That  a  patent  matter,  conferring  ju-  Patent  Laws,  see  Ingalls  v.  Tice  (1882), 
risdiction,  is  a  matter  regulated  by  the  14  Fed.  Rep.  852  ;  Hartell  v.  Tilghman 
Patent  Laws  of  the  United  States,  see  (1878),  99  U.  S.  547 ;  Tilghman  o,  Har- 
Blanchard  v.  Sprague  (1859),  1  Clifford,  tell  (1876),  9  0.  G.  886 ;  2  Bann.  &  A. 
288.  260  ;  Hill  v.  Whitcomb  (1874),  5  O.  G. 

That  the  Federal  courts  do  not  have  430 ;  1  Bann.  &  A.  84 ;  Holmes,  817; 

jurisdiction  over  a  suit  merely  because  Green  v,  Wilson  (1870),  6  C.  K  Green, 

it  may  become  necessary  in  it  to  attack  (N.  J.)  211;  Bloomer  v.  Gilpin  (1859),  4 

or  defend  a  patent,   see  Merserole  v.  Fisher,  50 ;  Goodyear  v.  Union  Rubber 

Union  Paper  Collar  Ca  (1869),  8  Fisher,  Co.  (1857),  4  Blatch.  68;  Nesmith  v. 

488  ;  6  Blatch.  856.  Calvert  (1845),  1  W.  &  M.  34  ;  2  Robb, 

That  the  existence  and  validity  of  811. 

the   monopoly,  as  claimed  under  the  That  a  bill  to  subject  a  patent  to  an 

patent,  are  the  only  questions  arising  execution  does  not  present  a  case  under 

under  the  Patent  Laws,  see  Blakeney  v.  the  Patent    Laws,  see    Ryan    v.    Lee 

(Soode  (1876),  80  Ohio  St.  850 ;  Cellu-  (1882),  10  Fed.  Rep.  917. 
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§  857.   Tbrae  Classes  of  Cues  Alfeot  the  Monopoly. 

Controversies  involving  the  existence  and  preservation  of 
the  monopoly  may  assume  any  one  of  three  forms :  (1)  An 
affirmation  and  denial  as  to  the  legal  existence  of  the  mon- 
opoly in  favor  of  any  person ;  (2)  An  affirmation  and  denial 
as  to  the  existence  of  the  monopoly  in  favor  of  the  patentee ; 
(3)  An  affirmation  and  denial  concerning  the  character  of  the 
matters  embraced  in  the  monopoly.  In  the  first  form,  the 
patentability  of  the  invention  is  the  subject  of  dispute ;  in  the 
second,  the  title  of  the  patentee  or  his  assignee ;  in  the  third, 
the  scope  of  the  monopoly,  or  in  other  words  its  existence  as 
to  certain  instruments  or  operations  claimed  by  the  patentee 
to  lie  within  it.^    None  of  these  controversies  can  be  decided 

{  857.  ^  That  any  issue'  concerning  defendant  in  the  letters-patent  tbem- 
the  validity  of  a  patent,  the  title  of  selves,  and  as  between  the  oo-partners 
the  alleged  owner  of  the  patent,  or  the  themselves.  The  bill  seeks  to  set  aside 
fact  of  infringement,  involves  the  mo-  the  rights  conferred'  npon  defendant  as 
nopoly  itself,  and  is  consequently  under  one  of  the  partners,  and  to  vest  the 
the  exclusive  jurisdiction  of  the  Federal  entire  right  in  complainant.  This,  it 
courts,  has  been  recognized  in  a  multi-  seems  to  me,  affects  the  patent,  and 
tude  of  cases,  both  Federal  and  State,  of  also  seeks  to  restrain  the  defendant 
which  the  following  are  examples :  —  from  using  in  any  way  the  rights  con- 
As  to  validity :  ferred  under  the  Swift  patent,  and 
Dale  Tile  Mfg.  Co.  v.  Hyatt  (1888),  which,  by  the  understanding  of  the 
125  U.  S.  46  ;  43  0.  G.  249  ;  Brown  v.  parties,  was  to  become,  in  connection 
Texas  Cactus  Hedge  Co.  (1885),  64  Tex.  with  complainant's  improvement  there* 
896;  Maurice  v,  Devol  (1888),  28  W.  on,  the  joint  property  of  complainant 
Ya.  247 ;  Rawson  v.  Harger  (1878),  48  and  defendant,  — the  rights  secured  by 
Iowa,  269  ;  Green  v.  Willard  Improved  the  letters-patent  issued  by  the  gorem- 
Barrel  Co.  (1876),  1  Mo.  Ap.  202  ;  Page  ment  Nov.  16, 1880,— and  is  essentially 
V.  Dickerson  (1871),  28  Wis.  694 ;  Mer-  different  from  rights  growing  out  of  con- 
serole  v.  Union  Paper  Collar  Co.  (1869),  tracts  between  the  patentees  and  third 
8  Fisher,  483  ;  6  Blatch.  356  ;  Tomlin-  parties.  I  am  of  opinion  that  this  court 
son  V.  Battell  (1857),  4  Abb.  Pr.  266  ;  has  jurisdiction  to  determine  the  ques- 
Bich  V.  Atwater  (1844),  16  Conn.  409.  tion  as  to  the  right  of  the  parties  to  the 
As  to  title :  rights  and  benefits  conferred  by  the 
In  Duke  v.  Graham  (1884),  19  Fed.  patent  issued  to  them  by  the  govem- 
Rep.  647,  Hill,  J.  :  (648)  "If  this  had  ment,  and  enforce  their  rights  by  a 
been  a  transaction  accruing  after  the  proper  decree." 

issuance  of  the  letters-patent,  the  par-         In  Hyatt  v.  Ingalls  (1883),  49  Sup. 

ties  both  being  citizens  of  this  State,  it  Ct.  (N.  Y.),  875,  Freedman,  J. :  (878) 

is  clear  that  this  court  would  have  no  "A  grant  to  a  patentee  of  an  exclusive 

jurisdiction  of  the  subject-matter  of  the  right  to  manufacture  and  vend  an  ar- 

suit ;  but  it  is  a  question  involving  the  tide  described  therein  is   a  grant  of 

property  rights,  so  to  speak,   of  the  property;   and  if  the  validity  of  the 
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without  affecting  the  monopoly  and  enforcing,  enlarging^  or 
curtailing  the  rights  created  and  bestowed  under  the  Patent 
Laws ;  while  if  the  patentability  and  scope  of  the  invention 
and  the  title  of  the  patentee  are  conceded,  there  can  be  no 
question  in  relation  to  the  ezbtence  and  continuance  of  the 
monopoly.  Gases  not  presenting  one  or  more  of  these  three 
forms  of  controversy  are,  therefore,  not  cases  arising  under 
the  Patent  Laws, 

patent   is   anqtteetioned.   State  courU  547.  J"     2  Fed.  Rep.   S88  (844);    18 

will  protect  the  owner  of  such  property  Blatch.  92  (98) ;   5  Bann.  k  A.  354 

in  the  enjoyment  thereof,  by  means  of  (360). 

a  decree  of  injunction,  to  the  same  ex-         That  the  Federal  courts  have  jnris- 

tent  as  they  would  do  were  the  subject-  diction  over  a  controversy  as  to  what 

matter  of  the  litigation  of  any  other  patents  are  covered  by  the  assignment 

description.    But  where  the  validity  of  of  an  invention  before  patent,  see  Puetz 

the  plaintifTs  patent  is  put  in  question  v.  Bransford  (1887),  41  0.  O.  853  ;  82 

by  the  pleadings  in  a  State  court,  and  Fed.  Bep.  818. 
the  defendants  present  such  proofs  upon         As  to  infringement : 
the  trial  as  render  it  necessary  for  the         That  the  jurisdiction  of  the  Federal 

court  to  examine  and  pass  upon  con-  courts  over  the  question  of  infringe- 

flicting  patents  or  claims  of  priority  in  ment  Ib  exclusive,  see  Kayser  v.  Arnold 

invention,  in  order  to  determine  whether  (1886),  41  Hun,  275  ;  Continental  Stor« 

the  plaintiff  has  such  a  property  in  the  Service  Co.  v.  Clark,  (1885),  100  N.  Y. 

subject-matter  of  the  grant  as  entitles  365 :  Kelly  v,  Kelly  Scroll  Mfg.  Co. 

him  to  the  exclusive  and  unmolested  (1884),  15  Bradwell  (111.),  547  ; Smith  t*. 

use  of  it,  and  an  olgeetion  is  taken  to  Standard  laundry  Mach.  Co.   (1882), 

the  jurisdiction  of  the  court  for  that  22  O.  G.  587;  20  Blatch.  860 ;  19  Fed. 

reason,  the  bill  must  be  dismissed  ;  for  Rep.  825  ;  Campbell  v.  James  (1880), 

in  such  eases  the  jurisdiction  is  in  the  18  O.  G.  1111;  2  Fed.  Bep.  838 ;  18 

courts  of  the  United  States  exclusively.  Blatch.  92  ;  5  Bann.  &  A.  854  ;  Satter- 

(Hovey  v.   Rubber  Tip  Pencil  Co.,  83  thwait  v.  Marshall  (1872),  4  Del.  Cb. 

Sup.  Ct.  522  ;  affirmed  57  N.  Y.  119.)*'  337;   Merserole  v.  Union  Paper  Collar 

In  Campbell  v,  James   (1880),    18  Co.  (1869),  8  Fisher,  483;   6  Blatch. 

0.  6.  1111,  Wheeler,  J.  :  (1113)  "It  356;    Bloomer    v.    GUpin    (1859),    4 

is  quite  obvious  from  this  statement  Fisher,  50. 

that  all  these  questions  are  questions  of  That  actions  under  the  Patent  Laws 
title  to  the  patent  which  arise  under  are  only  for  the  purpose  of  protecting 
the  Patent  Laws.  ...  It  has  never  the  patentee  from  infringements,  see 
been  doubted  but  that  the  Circuit  courts  Celluloid  Mfg.  Co.  v.  Goodyear  Dental 
have  jurisdiction  of  all  such  questions.  Vulcanite  Co.  (1876),  10  0.  G.  41  ;  13 
whatever  the  doubts  and  decisions  may  Blatch.  375  ;  2  Bann.  &  A.  334. 
have  been  when  neither  the  title  itself  That  a  proceeding  to  enforce  a  Con- 
nor any  question  as  to  whether  there  tract  is  totally  different  from  an  in- 
was  an  infringement  was  before  the  fringement  suit,  see  Brown  v.  Shannon 
court.     (HarteU  v,  Tilghman,  99  U.  S.  (1857),  20  How.  55. 
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§  858.  ControvanleB  Collateral  to  Casea  not  Bmbraoad  in  one 
of  theae  Tbree  Oaaaea  are  not  Casea  Affeoting  the 
Monopoly. 

Furthermore,  a  case  or  cause  is  a  controversy  in  which  the 
rights  of  the  parties  are  judicially  determined.  The  affirma- 
tions and  denials  constituting  the  controversy  must  result  in 
one  or  more  issues  which  by  the  judgment  of  the  court  are  to 
be  conclusively  and  permanently  settled,  so  far  as  the  parties 
and  their  privies  are  concerned.  A  controversy  which  arises 
collaterally  to  some  other  controversy,  and  whose  decision 
enters  into  the  adjudication  of  the  latter  only  as  a  matter  of 
evidence  and  not  as  an  essential  element  in  the  judgment,  is 
not  a  cause,  nor  is  its  decision  binding  even  on  the  same  par- 
ties when  engaged  in  a  different  litigation.  Subordinate  con- 
troversies of  this  character  constantly  arise  in  the  course  of 
legal  proceedings,  such  as  the  controversy  as  to  title  in  actions 
quare  clausum^  or  as  to  the  truth  of  the  publication  in  actions 
for  slander,  but  they  are  no  part  of  the  cause  itself,  and  the  find- 
ing of  the  court  concerning  them  is  simply  the  determination 
of  a  fact  which  serves  as  the  basis  of  an  inference  regarding 
some  essential  matter  covered  by  the  issue.  The  mere  pres- 
ence in  the  cause  of  a  controversy  relating  to  the  patentability 
or  the  scope  of  an  invention,  or  the  title  of  the  patentee,  does 
not  bring  the  case  among  those  whicli  arise  under  the  Patent 
Laws.  The  existence  or  continuance  of  the  monopoly  must 
be  put  in  issue,  and  submitted  to  the  judgment  of  the  court 
for  permanent  and  conclusive  settlement  between  the  parties, 
and  not  as  a  subordinate  or  collateral  matter  whose  decision 
paves  the  way  to  that  of  the  real  controversy.^ 

§  858.  1  In  Tomlinson  v.  Battell  patent  concerning  the  process,  by  which 
(1857),  4  Abb.  Pr.  266,  Daer,  J. :  (268)  are  produced  the  pictures  to  which  alone 
"  It  is  not  necessary  to  deny  that  when  the  name  of  ambrotypes  can  properly  be 
a  question  as  to  the  construction,  and,  given,  lie  at  the  very  foundation  of  the 
perhaps,  as  to  the  validity,  of  a  patent  plaintiff's  claim.  They  are  facts  con- 
arises,  collateraUy,  in  the  progress  and  stituting,  in  part,  the  cause  of  action ; 
upon  the  trial  of  a  cause,  the  necessity  as  such  they  are  averred  in  the  oom- 
of  its  determination  will  not  oust  a  plaint,  and  as  such  are  put  at  issue  by 
State  court  of  the  jurisdiction  which  it  the  answer.  It  is  upon  an  exclusive 
derived  from  the  nature  of  the  action  right  secured  by  a  patent  that  the  ac- 
and  the  state  of  the  pleadings.  But  tion  is  founded.  It  is  this  exclusive 
here  the  existence  and  validity  of  a  right  that  the  answer  denies,  and  it  is 
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§  859.   An  Action  to  Repeal  a  Patent  la  a  Caae  Alfeotlng  the 
Monopoly. 

The  principal,  if  not  the  only,  cases  in  which  the  existence 
or  continuance  of  the  monopoly  are  directly  in  issue  and  de- 
termined by  the  judgment  are  actions  brought  to  repeal  a 
patent,  actions  to  annul  an  interfering  patent,  and  actions  for 
infringement.  An  action  to  repeal  a  patent  is  instituted  for 
the  purpose  of  destroying  the  monopoly.  It  is  an  effort  of  the 
sovereign  power  to  frustrate  the  creative  act  in  which  the 
monopoly  originated,  and  to  return  the  invention  to  its  former 
unpatented  condition.  It  puts  in  issue  the  right  of  the  gov- 
ernment to  grant  or  of  the  patentee  to  receive  the  patent,  and 
if  successful  terminates  in  a  judgment  which  conclusively  and 
permanently  deprives  the  patentee  of  his  exclusive  rights. 
Such  actions  are,  therefore,  pre-eminently  cases  arising  under 
the  Patent  Laws,  and  consequently  are  within  the  exclusive 
jurisdiction  of  the  Federal  courts.^ 

§  860.  An   Action  to  Annul  an   Interfering   Patent   Ui  a   Case 
Affectiui;  the  Monopoly. 

An  action  to  annul  an  interfering  patent  does  not  aim  at 
the  entire  destruction  of  all  monopoly  in  the  invention,  but  at 
the  discontinuance  of  that  created  in  favor  of  the  defendant 
patentee.  It  can  be  instituted  only  between  parties  who  con- 
cede the  patentability  of  the  invention  and  the  right  to  a  mon- 
opoly in  some  one  as  against  the  public,  but  each  of  whom 
claims  for  himself  the  right  to  that  monopoly  to  the  exclusion 
of  the  others.  Before  its  institution  at  least  two  patents  cov- 
ering the  same  invention  must  have  been  granted  to  two  inde- 

tliis  denial  which  raises  a  question  that,  ment,  see  Teas  v,  Albright  (1882),  22 
when  thns  raised,  neither  this  nor  any  O.  G.  2069  ;  18  Fed.  Rep.  406 ;  Blake- 
other  State  conrt,  in  my  judgment,  has  ney  v,  Ooode  (1876),  80  Ohio  St  850 ; 
aothority  to  determine,— a  question  Satterthwait  v.  Marshall  (1872),  4  Del. 
which  I  have  no  right  to  determine,  Ch.  887;  Green  v.  Wilson  (1870),  6 
and  must  refuse  to  consider."  C.  £.  Green  (N.  J.),  211 ;  Rich  t.  At- 

Further,    that   the    Federal   courts  water  (1844),  16  Conn.  409. 
obtain    jurisdiction,    on    the    ground         §  869.  ^  That  a  suit  for  the  repeal 

of   the  subject-matter  of  the  oontro«  of  a  patent  is  within  the  exclusive  ju- 

yersy,  only  when  validity,  title,  or  in-  risdiction  of  the   Federal  courts,   see 

fringement  are  put   in    issue   by  the  Merserole  v.  Union   Paper  Collar  Co^ 

pleadings  and  must  enter  into  the  judg-  (1869),  8  Fisher,  488  ;  6  Blatcb.  866. 
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pendent  patentees,  thereby  apparently  creating  two  distinct 
concurrent  monopolies  in  the  same  art  or  article,  one  of 
which  only  can  be  valid,  the  prior  inventor  having  the  sole 
right  to  a  patent  protecting  him  in  its  exclusive  usa^  This 
proceeding,  being  intended  to  avoid  the  patents  granted  to  his 
later  rivals,  denies  the  legal  existence  of  the  monopolies  which 
they  appear  to  have  received,  and  seeks  the  cancellation  of 
their  letters-patent  in  order  to  deprive  them  of  their  prima 
facie  title  to  tiie  invention,  and  to  remove  the  cloud  which  their 
possession  of  these  patents  casts  upon  his  own.  The  fact 
in  issue  is  the  title  of  the  patentee  to  his  monopoly,  and  the 
judgment  rendered,  in  accordance  with  the  issue,  conclusively 
confirms  or  destroys  this  monopoly  as  between  the  parties  to 
the  action.  An  action  to  annul  a  patent  is  thus  a  case  arising 
under  the  Patent  Laws,  and  hence  is  within  the  exclusive 
jurisdiction  of  the  Federal  courts.' 

§  861.    An   Action   for   Infringement   !■    a   Case   Affecting   tiie 
Monopoly. 

An  action  for  infringement,  though  an  action  of  tort  de- 
manding compensation  for  the  past' invasion  of  the  patentee's 
exclusive  rights,  nevertheless  directly  involves  the  existence 
or  the  scope  of  the  monopoly  or  the  title  to  the  patent.  An 
infringement  can  be  committed  only  by  the  practice  of  the 
patented  invention  without  the  permission  of  the  patentee. 
An  allegation  of  infringement,  therefore,  includes  an  averment 
that  the  invention  is  the  proper  subject  of  a  monopoly,  an 
averment  that  the  monopoly  has  been  properly  conferred  upon 
the  patentee  as  the  first  and  true  inventor,  and  an  averment 
that  the  monopoly  embraces  the  invention  practised  by  the 
alleged  infringer.  A  denial  of  infringement  controverts  the 
patentability  of  the  invention,  or  the  title  of  the  patentee,  or 
the  scope  of  the  monopoly,  and  thus  puts  in  issue  the  exist- 

S  860.  1  As  to  the  nature  of  an  ac«  v,  Woodworth  (1840),  8  Paige  (N.  T.), 

tion  to  annul  an  interfering  patent,  Ac,  182. 

lee  SS  721-724,  and  notes,  ante.  That  the  Federal  coarts  have  ezdn- 

'  That  the  Federal  courts  have  ex-  sive  jurisdiction  over  aU  actions  be- 

dusire  jurisdiction  over  actions  to  an-  tween  adverse  patentees  as  to  infringe- 

nul  an  interfering  patent,  see  Rice  v,  ment  or  priority,  see  Rice  v,  Qamhart 

Gamhart  (1874),  84  Wis.  468 ;  Gibson  (1874),  84  Wis.  458. 
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ence  of  the  inonopolj  so  far  forth  as  the  acts  of  the  alleged 
infringer  are  concerned.  A  judgment  on  this  issue  deter- 
mines, as  between  the  parties,  either  that  the  monopoly  does 
or  does  not  legally  exist  at  all ;  or  does  or  does  not  legally 
exist  in  favor  of  the  patentee ;  or  does  or  does  not  legally 
exist  as  against  the  acts  performed  by  the  defendant;  none 
of  which  questions  can  arise  except  under  the  Patent  Laws, 
or  be  decided  elsewhere  than  in  the  Federal  courts.^ 

§  861.   ^  That   the    Federal   courts  diction  over   a  suit  for  infringement 

have  ezdnsive  jorisdiction  over  all  ac-  brought   by   the  licensee  sgainst  the 

tions  for  infringement,  see  De  Witt  v.  licensor,  see  Stanley  Rule  k  Level  Co. 

Elmira  Nobles  Mfg.  Co.    (1876),    66  v.  Bailey  (1878),  14  Blatch.  510;    8 

N.  Y.  459 ;  Smith  v.  McClelland  (1875),  Bann.  &  A.  297. 
11  Bush,  528  ;  Rice  v.  Gamhart  (1874),         That  when  a  licensor  annuls  the  li- 

84  Wis.  458 ;  Stone  v.  Edwards  (1872),  cense  and  obtains  a  decree  for  a  rescis- 

85  Tex.  556;  Slemmer*8  Appeal  (1868),  sion  and  an  account  to  that  date,  a 
58  Pa.  St.  155 ;  Kendall  v.  Winsor  future  use  of  the  invention  by  the 
(1860),  6  R.  I.  458 ;  Elmer  v.  Pennel  licensee  will  be  an  infringement  of 
(1855),  40  Me.  480 ;  Dudley  v.  Mayhew  which  only  the  Federal  courts  can  take 
(1849),  3  Comst.  (N.  Y.),  9 ;  Burrall  v,  cognizance,  see  Hyatt  v,  Ingalls  (1883), 
Jewett  (1830),  2  Paige  (N.  Y.),  134 ;  49  Sup.  Ct.  N.  Y.  375. 

Parsons  v.  Barnard  (1810),  7  Johns.  That  a  State  Court  cannot  restrain 

144  ;  and  cases  cited  in  }  857,  note  1,  a  licensee  from  using   the    invention 

ante.  pending  a  suit  by  the  patentee  against 

That  one  coH)wner  of  a  patent  cannot  him  for  royalties,  see  Hat  Sweat  Mfg. 

sue  for  compensation  for  its  use  by  an  Co.  v.  Remoehl  (1886),  102  N.  Y.  167. 

infringer  in  a  State  court,  the  cause  of  That    a  State  court  cannot   enjoin 

action  not  being  contract  but  infringe-  against  a  suit  for  infringement  in  the 

ment,  see  De  Witt  v.  Elmira  Nobles  Federal  courts,  see  Kendall  v.  Winsor 

H%.  Co.  (1876),  66  N.  Y.  459.  (1860),  6  R.  I.  458. 

That  the  purchaser  of  an  exclusive  That  a  State  statute  caunot  deprive 

right  to  sell  must  sue  an  infringer  in  a  Federal  court  of  jurisdiction  by  con- 

the  Federal  courtSi  see  Stone  v.  Ed-  ferring  power  on  local  officers  to  ac^ust 

wards  (1872),  85  Tex.  556.  claims  sgainst  their  local  governments, 

That  the  Federsl  courts  have  juris-  see  May  v.   Saginaw  Co.    (1887),   82 

diction  over  a  suit  for  infringement  by  Fed.  Rep.  629. 

a  licensor  against  his  licensee  though  That  in  a  suit  for  infringement  in 
both  are  citizens  of  the  same  State,  and  the  Federal  courts  the  rights  of  the 
the  licensee  denies  that  the  license  is  parties  will  be  determined  under  the 
terminated  and  that  he  infringes,  see  Patent  Laws  without  regard  to  the  de- 
Smith  V.  Standard  Laundry  Mach.  Co.  cision  of  a  State  court  in  a  suit  con- 
(1882),  19  Fed.  Rep.  825;  20  Blatch.  ceming  their  contract  relations,  see 
860  ;  22  O.  G.  587.  Oliver   v.    Rumford    Chemical   Works 

That  the  Federal  courts  have  juris-  (1888),  109  U.  S.  75  ;  25  0.  6.  784. 

VOL.  III.  —  2 
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§  862.  Cues  Affecting  the  Monopoly  are  within  the  BzclnsiTe 
Jnriediction  of  the  Federal  Courta  though  Involving 
CrOllateral  Controveraiea  not  Arialng  under  the  Patent 
Laws. 

The  exclusive  jurisdiction  of  the  Federal  courts  over  all 
cases  which  involve  the  existence  or  continuance  of  the  mon- 
opoly is  not  affected  by  the  complication  of  this  question  with 
others  which,  if  presented  independently,  these  courts  would 
have  no  power  to  decide.^  Claims  of  infringement  growing 
out  of  contract  relations  between  the  parties  are  no  less 
proper  subject-matter  for  the  Federal  Courts  than  similar 
claims  based  on  wanton  and  malicious  interference  with  the 
patented  invention.  Where,  for  example,  a  co-owner,  under 
an  agreement  to  procure  a  re-issue  in  the  names  of  all,  accepts 
the  title  to  the  patent  and  fraudulently  obtains  a  re-issue  to 
himself,  under  the  color  of  which  he  employs  infringing  arti- 
cles, his  breach  of  contract  and  of  trust,  though  affording  his 
co-owners  other  grounds  of  action,  do  not  deprive  them  of 
their  right  to  sue  him  for  infringement  in  the  Federal  courts.' 
Or  where  a  licensor,  who  should  protect  his  licensee  against 
infringement,  himself  becomes  the  infringer  and  consequently 
cannot  vindicate  the  rights  he  has  conferred,  the  licensee, 
although  he  has  a  remedy  upon  his  contract,  is  not  deprived 
of  his  right  to  have  the  infringer  punished  or  restrained,  and 
is  permitted  to  proceed  against  him  in  his  own  name,  ex  ne- 
cessitate reij  in  the  Federal   tribunals.'    Or  again,  where  a 

§  862.    1  That  the  Federal    courts  Co.  v.  Manning  (1887),  82  Fed.  Bep. 

have    exclusive    jurisdiction    over   all  625. 

questions  of  validity,  title,  or  infringe-  *  That  the  Federal  courts  have  jurb- 

ment,   though  other  matters  are  col-  diction  over  a  bill  to  eigoin  a  co-owner 

laterally  involved,  see  Teas  v,  Albright  from   using  the  invention,   under  an 

(1882),  22  0.  G.  2069 ;  18  Fed.  Rep.  agreement   to    re-issue  in  their  joint 

406 ;  Smith  v.  Standard  Laundry  Mach.  names  as  such  co-owners,  see  Duke  v, 

Co.  (1882),  22  0.  G.  687;   20  Blatch.  Graham  (1884),  19  Fed.  Rep.  647. 

860;    19  Fed.   Rep.   825;    Brooks   v.  «  In  Stanley  Rule  &  Level  Co.  •. 

StoUey    (1845),    3    McLean,    523;    2  Bailey  (1878),  14  BUtch.  610,  Ship- 

Robb,  281.  man,  J. :  (511)  "It  is  not  necessary  in 

That  the  Federal  courts  have  juris-  this  case,  the  patentee  and  legal  owner 

diction  over  a  suit  to  prevent  the  viola-  of  the  patent  being  the   aUeged    in- 

tion  of  a  patent  though  the  defence  fringer,   to  determine  whether,  under 

may  rest  on  a  contract  between  the  the  recited  agreement,  the  plaintiff  is 

parties,  see  Seibert  Cylinder  Oil-Cup  the  grantee  of  such  an  exclusive  right 
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license  has  existed  but  has  been  annulled  and  the  licensee 
continues  to  practise  the  invention,  or  where  the  licensor  al- 
leges that  the  license  has  expired  and  the  licensee  insists  that 
it  is  still  in  force,*  and  in  all  other  cases  where  the  existence 
and  scope  of  the  monopoly  are  put  in  issue  and  decided,  what- 
ever may  have  been  the  circumstances  out  of  which  the  al- 
leged infringement  has  arisen  and  by  whatever  implications 
or  agreements  it  may  now  be  justil&ed  or  excused,  the  contro- 
versy is  a  cause  under  the  Patent  Laws  of  the  United  States, 
and  the  exclusive  jurisdiction  of  the  Federal  courts  on  this 
issue  draws  after  it  the  power  to  decide  all  other  matters 
which  are  necessary  to  its  full  determination.* 

§  863.    Cases  Affaoting  the   Monopoly  not  Brought  within  the 
Jurisdiction  of  State  Courts  by  Consent  of  Parties. 

Where  jurisdiction  is  exclusively  conferred  on  one  tribunal 
on  the  ground  of  subject-matter,  no  other  tribunal  can  in  any 
manner  obtain  cognizance  thereof.  Neither  the  convehience 
nor  consent  of  the  parties  can  bestow  a  power  which  the  law 
has  expressly  or  impliedly  withheld,  and  though  for  want  of 
this  the  interests  of  parties  are  imperilled,  it  is  a  defect  in 
practical  jurisprudence  which  the  law  itself  and  not  the  courts 

that  it  can  bring  soit  in  its  own  name  is  expired,  claiming  it  to  be  still  in 

alone   against   strangers  who   are   in-  force,  the  question  is  one  for  the  Fed- 

firingers,  or  is,  as  is  claimed  by  the  end  courts,  being  a  question  of  infringe- 

defendant,  merely  a  licensee.     In  this  ment,  see  Smith  v.  Standard  Laundry 

case  the  patentee  is  the  alleged   in-  Mach.  Co.  (1882),  20  Blatch.  860 ;  22 

liinger,  and  the  Circuit  Court  has  juris-  0.  G.  587;  19  Fed.  Bep.  825. 
diction  of  the  cause,  whether  the  plain-         That  an  action  for  royalties  in  which 

tiff  is  grantee  or  licensee.     When  the  the  validity  of  the  patent  and  the  fact 

patentee  has  infringed  his  license,  and,  of  infringement  are  in  issue  and  must 

while  holding  the  legal  title  to  the  pat-  be  decided,  is  within  the  jurisdiction 

ent  in  trust  for  his  licensee,  has  been  of  the  Federal  courts,  see   St.    Paul 

faithless  to  his  trust, 'Courts  of  equity  Plow  Works  v.  Starling  (1888),   127 

are  always  open  to  the  relief  of  such  a  U.  S.  876  ;  43  0.  G.  1850. 
wrong.    This  wrong  is  an  infringement.         *  That  jurisdiction  having  been  once 

Its  redress  inTolves  a  suit,  therefore,  acquired   on  the  ground  of  infringe- 

arising  under  the  Patent  Laws,  and  of  ment,   the  court  may  grant  complete 

that  suit  tlie  Circuit  Court  has  juris-  relief  and   settle    all    other   matters, 

diction.'     Littlefield  v.  Perry,  21  WalL  though  they  are  not  original  grounds 

205,  223."    8  Bann.  &  A.  297  (299).  of  jurisdiction,  see  Bloomer  v.  Gilpin 

^  That  when  a  licensee  continues  to  (1859),  4  Fisher,  50 ;  Brooks  v.  StoUey 

practise  the  invention  after  his  license  (1845),  8  McLean,  528 ;  2  Robb,  281. 
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must  remedy.^  Thus  in  regard  to  cases  which  arise  under 
the  Patent  Laws,  and  over  which  exclusive  jurisdiction  has 
been  vested  in  the  Federal  courts,  no  State  court  can  under 
any  circumstances  assume  to  exercise  its  judicial  powers. 
Under  whatever  guise  an  action  may  be  brought,  if  in  reality 
it  is  a  case  which  puts  in  issue  and  requires  a  judgment  upon 
the  existence  or  continuance  of  the  monopoly  created  by  a 
patent,  it  is  the  duty  of  the  local  court  to  dismiss  it  or  pro- 
vide for  its  removal  to  the  courts  by  whom  alone  such  issues 
can  be  lawfully  determined. 

§  864.   Actions  for  Braaoh  of  Contract  or  for  Tort  to  the  Patantad 
Article  are  not  Cases  Aifaoting  the  Monopoly. 

The  existence  and  sco])e  of  the  monopoly  conferred  by 
letters-patent  rest  entirely  upon  the  provisions  of  the  Patent 
Law.  Whether  or  not  the  invention  possesses  the  several 
requisites  for  patentability,  whether  or  not  the  patentee  is  the 
first  and  true  inventor,  and  whether  or  not  the  monopoly 
embraces  any  given  art  or  article  are  facts  which  no  act 
of  the  patentee  or  other  parties  can  in  any  manner  change ; 
and  when  the  law  acting  in  view  of  these  facts  has  bestowed 
the  monopoly  and  defined  its  limits,  its  existence  and  its 
scope  are  fixed  beyond  the  power  of  individuals  to  alter. 
Hence  no  contract  entered  into  between  the  patentee  and  other 
persons,  either  before  or  after  the  issue  of  the  patent,  can  in 
any  degree  affect  the  nature  or  extent  of  the  monopoly.  No 
injury  to  the  property  of  the  patentee  in  the  invention,  other 
than  its  unauthorized  appropriation  in  violation  of  the  patent, 
is  an  invasion  of  the  monopoly.  Neither  the  breach  of  such  a 
contract,  nor  the  commission  of  such  an  injury,  can,  there- 
fore,  form  the  basis  of  an  action  arising  under  the  Patent 
Laws,  although  the  subject-matter  of  the  one  and  the  property 
affected  by  the  other  is  a  patented  invention.    The  wrongs 

§  868.   ^  That  a  defendant   cannot  parties  can  be  witnesaea  nnder  State 

waire  an  objection  to  the  want  of  juris-  laws,  see  Kendall  v.  Winsor  (1860),  6 

diction  of  a  State  coort  oyer  an  action  R.  I.  453. 

for  infringement,  see  Dudley  v.  May-         That  no  laches  of  the  defendant  can 

hew  (1849),  8  Comst.  (N.  Y.),  9.  waire  an  objection  to  the  jurisdiction 

That  a  State  court  cannot  assume  over  the  subject-matter,  see  Creamer  v. 

jurisdiction  on  the  ground   that  the  Bowers  (1887),  80  Fed.  Rep.  185. 
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are  in  both  cases  wrongs  at  common  law,  and  are  to  be  re* 
dressed  in  the  tribunals  and  by  the  methods  ordinarily  pro- 
vided for  such  injuries.  Over  these,  therefore,  the  State 
courts  have  exclusive  jurisdiction,  unless  a  difference  in  the 
citizenship  of  the  opposing  litigants  confers  it  also  on  the 
Federal  courts. 

§  869.  Actions  for  Breaoh  of  Contract;  and  for  Torts  to  the 
Patented  Article,  are  witliin  the  Jurisdiction  of  State 
Courts. 

Citizenship  being  the  same,  the  State  courts  have  sole  cog- 
nizance of  all  actions  based  on  contracts  between  the  par- 
ties, whether  to  compel  their  performance,  to  rescind  them,  or 
to  award  damages  for  their  violation.^  Actions  for  breach  of 
warranty,  for  fraud,  for  royalties  or  purchase-money,  and  for 

§  865.  1  That  an  action  to  compel  488  ;  6  Blatch.  856;  Goodyear  v.  Union 

■pecifie  performance  U  within  the  ex-  Rubber  Co.  (1857),  4  Blatch.  68. 

elnsiTe  joriadiction  of  State  ooarta  un-  That  the  Federal  courts  have  no  ju- 

lees  the  parties  are  of  different  citizen-  risdiction  of  a  bill  to  enforce  a  contract 

ship^  see  Wren  v,  Annin  (1888),  84  as  to  the  use  of  a  patent  where  both  of 

Fed.   Bep.   485 ;    Perry  v,   Littlefield  the  parties  are  citizens  of   the  same 

(1879),  4  Bann.  &  A.  624 ;   17  0.  O.  State,  though  they  may  protect  the  pat- 

51;  17  Blatch.  272 ;  Brown  v.  Shannon  entee  from  infringement  by  injunction, 

(1857),  20  How.  55.  see  Brooks  v.  StoUey  (1845),  8  McLean, 

That  the  fact  that  the  subject-matter  528  ;  2  Robb,  281. 

of  the  suit  is  a  contract  concerning  a  That  Federal  courts  have  no  juris* 

patent-right  does  not  gire  the  Federal  diction  by  virtue  of  the  Patent  Laws 

eonrta  jurisdiction,  and  that  a  bill  for  over  a  suit  to  enforce  or  rescind  a 

specific  performance  of  such  a  contract  license-contract,  see  Dale  Tile  Mfg.  Co. 

must  contain  ayerments  showing  other  o.  Hyatt  (1888),  125  U.  S.  46  ;  48  0.  G. 

grounds  of  jurisdiction,  see  Nesmith  v.  249  ;  Hammacher  v,  Wilson  (1886),  86 

CalTcrt  (1845),  1  W.  &  M.  84  ;  2  Robb,  O.  O.  288  ;  26  Fed.  Rep.  289  ;  Kartell  v. 

811 ;  Burr  v.  Gregory  (1828),  2  Paine,  Tilghman  (1878),  99  U.  S.  547. 

426.  That  if  a  subaisting  license  is  proved. 

That  a  breach  of  contract  between  and  the  parties  are  citizens  of  the  same 

assignor  and  assignee  as  to  the  mode  of  State,  the  Federal  courts  have  no  juris- 

eigoying  the  patent  is  not  within  Fed-  diction,  see  Jencks  v,  Langdon  Mills 

eral  jurisdiction,  see  Williams  v.  Star  (1886),  86  O.  G.  847  ;  27|Fed.  Rep.  622. 

Sand  Co.  (1888),  85  Fed.  Rep.  869.  That  the  Federal  courts  may  decide 

That  a  suit  to  cancel  or  enforce  a  whether  there  is  a  subsisting  license,  or 
license  is  not  within  the  jurisdiction  of  whether  a  license  hss  been  forfeited,  but 
the  Federal  courts  unless  the  parties  cannot  enforce  or  avoid  it  where  citizen- 
reside  in  different  States,  and  this  must  ship  is  the  same,  see  Hammacher  v. 
be  alleged  in  the  bill,  see  Merserole  v.  Wilson  (1886),  86  0.  G.  288 ;  26  Fed. 
Union  Paper  Collar  Co.  ( 1869),  8  Fisher,  Rep.  289. 
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the  non-fulfilment  of  other  collateral  contracts,  are  also  within 
their  exclusive  jurisdiction.^  In  such  actions  the  validity  of 
the  patent,  and  consequently  the  existence  of  the  monopoly, 
may  be  disputed  and  incidentally  decided  as  preliminary  to 
some  point  in  issue,  and  thus  the  court  may  pass  upon  the 
same  matters  as  are  involved  in  cases  arising  under  the  Patent 
Laws ;  but  upon  these  the  judgment  has  no  effect  even  be- 
tween the  parties,  and  the  same  questions  are  still  open  in 
any  other  litigation  in  which  they  may  engage.^    An  action 

3  That  where  the  validity  of  the  pat-  State  court  may  take  cognizance.     In 

ent  and  the  use  by  the  defendant  are  them  the  question  concerning  the  val- 

admitted,  and  all  the  rights  are  covered  idity  of  the  patent  is  merely  a  queation 

by  contracts,  the  case  does  not  arise  collateral  to  the  main  issue,  and  goes 

under  the  Patent  Laws,  and  the  Fed«  only  to  the  question  whether  there  is  a 

eral  courts  have  no  jurisdiction  unless  consideration  to  support  the  promise  to 

the  citizenship  of  the  parties  is  differ-  pay.    A  case  arising  on  a  contract  to 

ent,  see  Ingalls  v.  Tice  (1882),  14  Fed.  pay  royalties,  or,  in  other  words,  a  case 

Rep.  852 ;  Hartell  v.  Tilghman  (1878),  between  patentee  and  licensee,  falls  gen- 

99  U.  S.   547  ;   Tilghman   v.   Hartell  erally  within  the  class  last  referred  to." 

(1876),  9  O.  G.  886 ;  2  Bann.  k  A.  260 ;  In  Merserole  v.  Union  Paper  Collar 

Lockwoodv.Lockwood  (1871),  38  Iowa,  Co.  (1869),  8  Fisher,  488,  Blatchford, 

509 ;  Green  v.  Wilson  (1870),  6  C.  £.  J.  :  (487)  "A  State  court  has  jurisdic- 

Green  (N.  J.),  211 ;  Bloomer  v,  Gilpin  tiou  to  decree  the  license  and  agreement 

(1859),  4  Fisher,  50.  to  be  void  and  inoperative  for  fraud,  or 

That  Federal  courts  have  no  juris-  any  other  adequate  reason ;    and  the 

diction   over   suits   for   royalties,   see  fact  that  in  the  investigation  the  State 

Albright  V.   Teas   (1883),    106    U.   S.  court  will  be  obliged  to  inquire  whether 

613  ;  23  O.  G.  829.  there  was  anything  new  in  the  patents 

That  the  Federal  courts  have  no  ju-  which  could  operate  as  a  consideration 

risdiction  over  contracts  between  paten-  for  the  license  and  the  agreement,  can« 

tees  and  their  licensees,  see  Willis  v,  not  deprive  the  State  court  of  jurisdie* 

McCoUin  (1886),  38  O.  G.  1017;   Hill  tion,  or  confer  it  on  this  court.     It  is 

«.   Whitcomb  (1874),   5    O.   G.   480 ;  true  that  a  State  court   cannot  take 

Holmes,  317;  1  Bann.  &  A.  34.  cognizance  of  a  suit  brought  for  the 

That  one  holding  an  exclusive  li-  infringement  of  a  patent,  nor  of  a  direct 

cense  may  be  protected  against  injuries  suit  brought  to  decree  a  patent  to  be 

by  injunction  in  a  State  court,  unless  void.     But,  as  is  well  said  by  Chief 

the  patent  is  In  question,  see  Hyatt  v.  Justice  Williams,  in  Rich  v.  Atwater, 

Ingalls  (1883),  49  Sup.  Ct  N.  Y.  375.  16  Conn.  409,  414,  *That  the  validity 

*  In  Hyatt  v.  Ingalls  (1883),  49  Sup.  of  patent  rights  is  a  subject  peculiarly 

Ct.  N.  Y.   375,   Freedman,  J.  :   (378)  within  the  jurisdiction  of  the  courts  of 

"  There  is,  however,  a  class  of  cases  in  the  United  States  is  true ;   but  it  is 

which  the  defendant  cannot  question  equally  true  that  when  they  come  in 

the  validity  of  the  plaintiff's  patent,  question  collaterally  their  validity  must 

because  by  his  contract  he  has  estopped  become  a  subject  of  inquiry  in  the  State 

himself  from  so  doing,  and  of  these  a  courts.    Thus,  in  a  suit  upon  a  note,  if 
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for  the  purchase-money  of  a  patent  right,  for  instance,  may  be 
defeated  by  proving  that  the  patent  was  invalid  and  the  con- 
it  is  claimed  that  the  note  was  gireu  for  411,  was  one  of  the  same  character.  It 
a  patent-right,  and  the  patent  is  in-  can  make  no  diiference  whether  the 
TaUd,  and  so  there  was  no  consideration  payee  of  the  note,  or  the  licensor  in 
for  the  note,  the  State  courts  constantly  the  license,  brings  the  suit  to  enforce 
exercise  jurisdiction.'  In  Bich  o.  At-  the  note  or  the  license,  or  whether  the 
water  the  plaintiff  owned  a  patent  for  a  suit  is  brought  by  the  maker  of  the 
machine  which  the  defendant  was  in-  note,  or  the  licensee  in  the  license,  to 
fringing.  The  defendant,  by  a  cove-  cancel  the  instrument.  The  State  court 
nant,  agreed  not  to  use  the  infringing  has  jurisdiction  in  either  case  to  in- 
machine  any  longer,  but  nevertheless  quire  collaterally  into  the  validity  of 
went  on  using  it,  and  the  plaintiff  liie  patent.  It  is  true  that  a  State 
brought  a  suit  founded  on  the  agree-  court  cannot  entertain  jurisdiction  of 
ment  for  an  account  and  an  injunction,  a  direct  suit  to  repeal  a  patent.  Every 
The  defendant  offered  to  prove  that  the  citizen  has,  abstractly,  the  same  in- 
patent  was  invalid  for  want  of  novelty,  terest  with  every  other  citizen  that  a 
The  plaintiff  objected  to  the  evidence,  void  patent  shall  not  be  in  existence, 
and  took  the  point  before  the  full  court,  Tet  such  interest  is  not  suflScient  to  war- 
which  held  that  the  evidence  was  ad-  rant  the  maintenance  of  a  suit  to  repeal 
missible.  In  Cross  v.  Huntley,  13  a  patent.  Such  a  suit  cannot  be  brought 
Wend.  885,  the  suit  was  brought  on  a  in  a  State  cx>urt.**  6  Blatch.  866  (360). 
note  given  on  the  sale  of  the  patent  for  Further,  that  validity,  title,  and  in- 
a  machine.  In  defence  it  was  proved  fringement  may  be  collaterally  ques- 
that  the  machine  was  not  new,  and  that  tioned  in  a  State  court,  see  Continental 
the  specification  of  the  patent  was  so  Store  Service  Co.  v.  Clark  (1885),  100 
defective  as  to  avoid  the  patent  Mr.  N.  Y.  865  ;  Brown  v,  Texas  Cactus 
Justice  Nelson,  in  delivering  the  opin-  Hedge  Co.  (1885),  64  Tex.  896 ;  Keith 
ion  of  the  court,  says  :  "It  is  insisted  v,  Hobbs  (1878),  69  Mo.  84  ;  Green  v. 
by  the  defendant  below  that  the  patent  Wilson  (1870),  6  C.  £.  Green  (N.  J.), 
is  void,  on  the  grounds  (1),  that  the  211;  Slemmer's  Appeal  (1868),  58  Pa. 
machine,  for  the  making  and  vending  St.  155;  Billings  v.  Ames  (1862),  82 
of  which  the  patent  was  granted,  is  not  Mo.  265  ;  Lindsay  v,  Roraback  (1858)| 
a  new  invention ;  and  (2)  if  new  in  4  Jones  £q.  (N.  C),  124 ;  Tomlinson 
parts  the  patent  is  void,  inasmuch  as  it  v.  Battell  (1857),  4  Abb.  Pr.  266  ;  Van- 
is  for  the  whole  machine  and  not  for  nini  v,  Paine  (1838),  1  Harr.  (Del.)  65. 
the  improvement.  If  either  of  these  That  a  State  court  may  collaterally 
positions  were  sustained  by  the  proof,  inquire  into  identity  of  purpose  and 
the  defendant  was  entitled  to  judgment  result,  and  into  the  utility  of  the  in- 
in  the  court  below,  as  in  such  case  a  vention,  see  Hunt  v.  Hoover  (1868),  24 
failure  of  the  consideration  of  the  note  Iowa,  281. 

was  shown.    From  the  evidence,  there  That  if  the  plaintiff  must  show  the 

cannot  be  a  doubt  but  that  the  patent,  validity  and  existence  of  a  patent  in 

in  both  respects,  is  defective  and  void,  order  to  make  out  his  case,  the  State 

.  .  .  The  patent  being  void,  nothing  courts  have  no  jurisdiction,  see  Tomlin- 

passed  to  the  plaintiff  in  error,  and  the  son  v.  Battell  (1857),  4  Abb.  Pr.  266  ; 

note  was  given  without  consideration.'  Rich  v.  Atwater  (1844),  16  Conn.  409. 

The  case  of  Head  v.  Stevens,  19  Wend.  That  a  State  court  cannot  go  behind 
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tract  therefore  without  consideration,  but  the  judgment  ren« 
dered  affects  only  the  contract,  not  the  patent,  and  leaves  the 
latter  to  stand  or  fall  by  the  decision  of  the  Federal  courts.^ 
The  same  rules  apply  to  actions  ex  delicto,  as  for  a  libel  on  a 
patent,  —  whatever  the  defendant  may  deem  it  expedient  to 
allege,  in  excuse  or  justification  of  his  acts,  concerning  the 
patentability  of  the  invention,  or  the  title  of  the  patentee, 
being  but  collateral  matter  belonging  to  the  field  of  evidence 
rather  than  to  that  of  pleading,  and  in  no  wise  determined  by 
the  judgment  in  that  cause. 

§  866.  Original  Jurlsdlotlon  over  Cases  Arialng  under  the  Patent 
Laws  Is  Vested  in  the  CSironit  Coorts,  and  other  Conrts 
having  Circuit  Court  Powers. 

The  entire  original  jurisdiction  of  the  Federal  courts  over 
cases  arising  under  the  Patent  Laws  is  vested  in  the  Circuit 
courts,  in  the  Supreme  Court  of  the  District  of  Columbia,  and 
in  such  District  courts  as  are  endowed  with  Circuit  court 
powers.^  The  Supreme  Court  of  the  United  States  obtains  its 
jurisdiction  by  appeal  from  the  Circuit  Court.^    These  courts 

a  patent  to  inquire  into  its  validity,  aee  of  the  court,  and  though  sncli  contempt 

Cowan  o.  Mitchell  (1872),  11  Heisk.  is  also  an  infringement,'8ee /n  r«  Woven 

(Tenn.)  87.  Tape  Skirt  Co.  (1877)/l2  Hun,  111. 

That  it  is  doubtful  whether  a  State  *  That  actions  for  royalties  or  pur- 
court  can  pass  upon  novelty,  see  Raw-  chase-money  are  within  the  jurisdiction 
son  0.  Harger  (1878),  48  Iowa,  269.  of  State  courts  though  the  validity  of 

That  it  is  doubtful  whether  State  the  patent,  and  the  consequent  want  of 
courts  of  equity  have  concurrent  juris-  consideration  for  the  contract,  are  de- 
diction  where  the  Patent  Laws  are  col-  nied,  see  note  S,  anU,  and  §  1257  and 
laterally  questioned,  or  where  the  relief  notes,  po8t»  But  see  coiUro,  St.  Paul 
would  not  invalidate  the  patent,  see  Plow  Works  v.  Starling  (1888),  127 
Gibson  v.  Woodworth  (1840),  8  Paige  U.  S.  376  ;  48  O.  G.  1360. 
(N.  Y.),  132;  qualifying  Burrall  v.  $866.  ^  That  the  jurisdiction  of  the 
Jewett  (1830),  2  Paige  (N.  Y.),  184.  Circuit  courts  in  patent  cases  is  not 

That  a  State  court  may  punish  for  changed  by  the  Revised  Statutes,  see 

contempt   in  interfering  with  the  re-  Cochrane  v.  Deener  (1876),   94  U.  8. 

ceiver  of  a  corporation  appointed  by  the  780 ;  11  0.  G.  687. 
court,  though  the  interference  consists         That  the  Supreme  Court  of  the  Dii* 

in  the  purchase  of  a  new  license  by  a  trict  of  Columbia  has  the  same  powers 

member  of  the  corporation  for  the  mak-  in  patent  cases  as  a  Circuit  court,  see 

ing  of  an  article  which  the  corporation  Cochrane  v.   Deener  (1876),  94  U.  S. 

had  an  exclusive  right  to  make,  and  780 ;  11  0.  G.  687. 
which  the  receiver  is  making  under  order        *  That  the  Supreme  Court  has  no 
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will  always  consider  the  question  of  their  jurisdiction,  and  a 
case  improperly  instituted  will  be  dismissed  or  remanded  to 
the  appropriate  tribunal.^  Objections  to  jurisdiction  must  be 
taken  before  the  pleadings  are  closed  and  the  evidence  pub- 
lished, or  they  will  be  waived  as  far  as  the  parties  have  power 
to  waive  them ;  but  the  want  of  jurisdiction  on  the  ground  of 
subject-matter  is  incurable  by  any  laches  of  the  parties,  and 
whenever  it  may  be  discovered  the  case  will  be  dismissed.^ 

origmal  jurisdictioa  over  qaestionR  of  tion,  where  the  want  of  jurisdiction  ap- 

fiict,  snch  as  infringement,   &c.,    see  pears,  see  Teas  v,  Albright  (1882),  22 

Wilson   V.    Barnum   (1850),    8    How.  0.  6.  2069 ;  18  Fed.  Rep.  406. 
268.  *  That  an  objection  to  jurisdiction 

That   the   Supreme   Court  of  the  should  be  taken  before  the  pleadings  are 

United  States  has  no  jurisdiction  over  closed  and  the  evidence  is  published, 

a  bill  to  enforce  a  contract  for  a  patent  see  Nesmith  v.  Calvert  (1845),  1  W.  ft 

unless  the  amount  is  over  two  thousand  M.  34  ;  2  Robb,  811. 
dollars,  see  Brown  v.  Shannon  (1857),         That  when  the  court  has  no  jurisdic- 

20  How.  55.  tion  the  cause  will  be  dismissed,  sea 

*  That  the  Federal  courts  will  always  Blanchard  v.  Sprague  (1859),  1  Clifford, 

consider  the  question  of  their  jurisdio-  288. 

tion,  see  Spring  v.   Domestic  Sewing         That  laches  of  the  defendant  cannot 

Mach.  Co.  (1882),  22  O.  G.  1445;  18  confer  jurisdiction  over  the  subject-mat- 

Fed.  Bep.  446.  ter,  nee  Creamer  o.  Bowers  (1887),  80 

That  a  case  erroneously  brought  from  Fed.  Rep.  185. 
a  State  court  will  be  remanded,  on  mo* 
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CHAPTER  IL 

OP  WBONOS  AGAINST  UNPATENTED  INVENTIONS. 

§  867.    The  Right  of  an  Inventor  to  Preserve  the  Secret  of  his 
Invention  Reste  on  Natnral  Law. 

Whatever  rights  an  inventor  maj  possess  in  his  unpatented 
invention  vest  in  him  by  virtue  of  his  inventive  act  alona 
The  conception  of  an  idea  of  means  makes  that  idea  the  abso- 
lute and  exclusive  property  of  its  conceiver  until  in  some 
manner  he  communicates  it  to  others.^  Although  he  embodies 
it  in  tangible  materials  and  reduces  it  to  practical  operation  it 
still  belongs  to  him,  unless  its  embodiment  or  operation  dis- 
closes its  essential  characteristics  to  his  fellow-men.  In  this 
condition  of  affairs  the  security  of  the  inventor's  property 
depends  upon  his  preservation  of  his  secret.  While  he  suc- 
cessfully conceals  the  principle  of  his  invention  it  is  incapa- 
ble of  imitation,  and  his  exclusive  enjoyment  of  the  fruits  of 
his  inventive  skill  must  be  as  perfect  and  as  certain  as  if 
sheltered  under  the  most  rigorous  provisions  of  positive  law. 

§  868.    Forcible  or  Fraudolent  Discovery  of  a  Secret  Invention 
Violates  the  Inventor's  Rights. 

The  only  wrong  which  an  inventor  can  sustain  in  respect 
to  his  entirely  undisclosed  inventions,  is  that  by  which  his 
secret  is  wrested  from  him  against  his  will.  This  wrong  may 
be  committed  either  by  force  or  fraud.  Through  physical 
compulsion,  in  the  form  of  violence  or  threats,  he  may  be 
driven  to  divulge  the  idea  which  he  would  otherwise  have 
concealed,  and  be  thus  deprived  of  that  exclusive  knowledge 
which  rendered  his  property  in  this  idea  secure.     Or  by  a 

§  867.  ^  That  an  inventor  preserving  a  right  to  its  undisturbed  eigoyment^ 
his  secret  has,  under  the  law  of  nature,    see  §  24  and  notes,  ante. 
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forcible  inTasion  of  his  premises,  or  the  asportation  of  the 
device  in  which  his  idea  is  embodied ,  the  same  result  may  be 
effected.  Or  by  deceit  and  imposition  he  may  be  induced  to 
yield  the  secret  which  he  intended  to  preserve,  and  lose 
beyond  recovery  that  dominion  over  it  which,  in  the  nature  of 
things,  was  previously  his. 

§  869.   Remedies  for  the  Foroible  or  Frandiilent  Disoovery  of  the 
Inventor's  Seoret. 

The  remedies  for  this  wrong,  in  whatever  way  it  may  be 
committed,  must  be  sought  in  the  local  courts  having  juris- 
diction over  the  defendant,  and  in  the  ordinary  forms  of  civil 
or  equity  procedure.  The  tort  involved  in  either  of  its 
methods  calls  for  compensation  in  damages,  which  are  to  be 
measured  by  the  ordinary  rules  followed  in  other  civil  actions, 
and  into  which  the  violation  of  the  inventor's  secret  may  enter 
as  a  necessary  element.  The  power  which  the  wrong-doer 
has  acquired  to  work  him  further  injury  through  the  posses* 
sion  and  employment  of  his  idea  of  means  demands  the  inter* 
ference  of  a  court  of  equity,  enjoining  the  defendant  against 
the  use  of  the  invention  and  the 'communication  of  its  princi- 
ples to  others.  By  these  remedies,  although  the  secret  can- 
not be  restored  to  the  inventor  nor  the  knowledge  of  it  be 
obliterated  from  the  memory  of  the  wrong-doer,  the  dis- 
astrous consequences  of  the  wrong  to  the  inventor  may  be 
averted,  and  his  practical  enjoyment  of  his  property  be 
henceforth  secured.^ 

§  869.  ^  Although  direct  aathorities  mer.    That  the  author  has  his  remedies 

in  support  of  these  positions  cannot  be  both  at  law  and  in  equity  is  undoubted, 

adduced,   analogy  and  principle  both  see  Jeffreys  v,  Boosey  (1854),  4  H.  L. 

require  that  this  protection  should  be  815,  and  other  cases  cited  in  Kerr  on 

afforded  to  inyentors  who  are  not  yet  Injunctions,   182,  kc.      On  principle, 

patentees.      The  case  of  an  inventor  also,  an   inventor  whose  rights   have 

whose  process  or  device  is  wrongfuUy  been  invaded  by  force  or  fraud  without 

appropriated  by  another,  without  any  contract  is  certainly  entitled  to  protec- 

prior  contract  between  himself  and  the  tion  and  redress,  although  courts   of 

wrong-doer,  so  closely  resembles  that  of  equity,   in    adherence   to  the  ancient 

an  author  whose  productions  are  for-  theories  concerning  their  own  jurisdic- 

dbly  or  fraudulently  converted,  that  tion  in  matters  of  tort,  have  formerly 

the  rights  and  remedies  of  the  latter  been  inclined  to  refuse  their  assistance 

may  properly  be  predicated  of  the  for-  unless  a  trust  relation  of  some  character 
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§  870.  The  Right  of  an  Inventor  to  the  Preeenration  of  hla  Seoret 
by  those  to  whom  he  hae  Confidentially  Conununi- 
oated  it. 

Not  every  voluntary  disclosure  of  his  secret  impairs  the 
right  of  the  inventor  to  an  exclusive  property  in  his  un- 
patented invention.  His  confidential  communication  of  it  to 
.  others,  through  motives  of  friendship  or  of  business,  does  not 
make  it  any  less  his  secret  or  deliver  it  from  his  personal 
control.^  It  may  be  necessary  to  his  practical  enjoyment  of 
its  benefits  that  he  should  impart  it  to  his  co-partners  or  his 
employees,  and  if  he  does  this  under  pledges  of  their  secrecy, 
or  with  restrictions  as  to  their  power  of  using  it  or  revealing 
it  to  others,  he  is  entitled  to  have  his  confidence  respected, 
and  the  limits  he  has  fixed  to  the  disclosure  faithfully  ob- 
served. An  invention  thus  communicated  does  not  cease  to 
be  a  secret  invention,  however  numerous  the  individuals  may 
be  on  whom  the  knowledge  of  its  essential  characteristics  is 
bestowed.  They  hold  their  knowledge  in  trust  for  the  uses 
and  purposes  for  which  it  was  received,  and  are  responsible 
to  the  inventor  for  their  exact  compliance  with  the  conditions 
that  he  has  imposed  upon  them. 

§  871.  The  Discloeore  or  IfisQee  of  an  Inventor's  Seoret  by 
those  to  whom  it  was  Confidentially  Commnnioated  is 
a  Breaoh  of  Trast  and  Actionable. 

The  rights  of  an  inventor  in  a  secret  invention,  confiden- 
tially communicated  to  others,  are  capable  of  violation  either 
on  the  part  of  those  to  whom  it  has  never  been  disclosed  by 
the  inventor  or  on  the  part  of  those  to  whom  he  has  entrusted 
it.  With  reference  to  the  first  class  of  persons  it  is  still  an 
entire  secret,  the  knowledge  of  which  they  can  obtain  only  by 
force  or  fraud.  The  wrongful  acts  by  which  they  acquire 
possession  of  the  secret  are,  therefore,  as  was  stated  in  a  pre- 
ceding paragraph,  torts  to  be  compensated  for  in  an  action  at 

was  diflcemible  between  the  inventor  fidence,  without   losing  his  exclusive 

snd   the  defendant.     See  §  872  and  rights  therein,  see  Salomon  v,   Herts 

noXM,  post.  (1886),   85  O.  Q.  1109;    Peabody  sl 

S  870.  1  That  an  inventor  may  com-  Norfolk  (1868),  98  Mass.  452. 
municate  his  secret  to  others,  in  con- 
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law  for  damages,  while  the  practical  enjoyment  of  the  stolen 
secret  is  prevented  by  injunction.^  With  reference  to  the 
second  class  of  persons  the  invention,  though  no  longer  secret, 
is  known  only  for  certain  definite  purposes,  within  the  scope 
of  which  their  employment  of  their  knowledge  must  be  con- 
fined. Any  use  of  their  knowledge  for  a  different  purpose, 
and  any  communication  of  it  to  others  beyond  the  limits  of 
the  authority  conferred  upon  them  by  the  inventor,  is  a  breach 
of  trust,  and  an  invasion  of  the  rights  expressly  or  impliedly 
reserved  to  him  in  the  disclosure  through  which  their  own 
knowledge  of  the  invention  was  obtained. 

§  872.    Remedies  for  the  Discloenre  or  Misuse  of  the  Inventor's 
Seoret. 

The  remedy  for  wrongs  already  committed  against  an  in- 
ventor by  persons  entrusted  with  his  secret  is  an  action  at 
law  for  damages  in  the  State  courts,  or,  where  citizenship 
confers  the  necessary  jurisdiction,  in  the  Federal  courts.  This 
action  has  been  variously  regarded  as  one  of  tort  based  on 
the  fraud  involved  in  the  breach  of  trust  or  as  one  of  contract 
on  the  express  or  implied  agreement  to  respect  the  reserved 
rights  of  the  inventor,  but  in  one  form  or  the  other  adequate 
compensation  is  awarded  for  the  injury  sustained.  Against  a 
future  and  expected  invasion  of  the  inventor's  rights  equity 
will  interpose  an  injunction,  forbidding  the  unauthorized  use 
of  the  knowledge  of  the  defendant  or  his  disclosure  to  others 
of  the  secret  of  the  invention.^  The  latter  remedy  is  open  to 
the  personal  representatives  of  a  deceased  inventor,  and  to 

§  871.   ^  See  S  S69,  ante*  closing  the  secret  invention  of  his  em- 

§  872.  ^  That  equity  will  protect  an  ployer,  see  Salomon  v.  Hertz  (1886),  35 

inventor  who  preserves  his  secret  against  0.  G.  1109. 

its  fraadnlent  discloeore  by  another,  see         That  whenever  the  disclosnre  of  a 

Peabody  v.  Norfolk  (1868),  98  Mass.  secret  invention  involves  a  breach  of 

462.  trust  or  contract,  equity  will  prevent  it 

That  the  contract  of  a  workman  to  by  injunction,  see    Morison    v.   Moat 

preserve  his  employer's  secret  can  be  (1^51),  9  Hare,  241;  21  L.  J.  Ch.  248 ; 

enforced  in  equity,  see  Peabody  v.  Nor-  Green  «.  Folgham  (1823),  1  S.  &  St. 

foUc  (1868),  98  Mass.  452.  898  ;  Yovatt  v.  Winyard  (1820),  IJ.  & 

That  an  injunction  will  issue  to  pre-  W.  394  ;  Williams  v.  Williams  (1817), 

vent  an  employee  from  fraudulently  dis-  8  Mer.  157;  Smith  v.  Dickenson  (1804), 
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those  whose  fiduciary  relations  toward  the  defendant  are 
derived  from  and  identical  with  his.' 


§  873.    The  Right  of  an  Inventor  to  hie  Seoret  Protected  though 
the  Secret  Invention  is  not  Patentable. 

As  the  rights  of  an  inventor  to  his  secret  invention,  and  to 
a  remedy  for  the  wrongs  by  which  his  property  therein  is 
injured,  are  not  dependent  upon  the  provisions  of  Patent  Law, 
they  exist  equally  whether  the  invention  is  or  is  not  in  its 
nature  patentable.  It  must  indeed  be  the  product  of  inven- 
tive skill,  for  otherwise  no  title  to  it  could  vest  in  its  inven- 
tor. But  numerous  products  of  inventive  skill  lie  outside  the 
field  of  those  six  classes  of  inventions  which  the  Patent  Law 
has  undertaken  to  protect,  and  these  are  often  as  meritorious 
and  valuable  as  those  for  which  a  patent  can  be  legally  granted. 
If  the  creator  of  these  unpatentable  inventions  chooses  to  pre- 
serve his  secret  he  has  a  right  to  do  so,  as  also  to  communi- 
cate it  confidentially  under  such  restrictions  as  he  deems 
expedient,  and  for  an  invasion  of  his  rights  he  has  the  same 
redress  as  if  the  subject-matter  of  his  invention  were  entitled 
to  the  protection  of  a  patent.^ 

8  Bo8.  &  Pul.  630 ;  Kerr  on  Injnnc-  court  of  chancery  will  protect  against 

tions,  181 ;  Coryton  on  Patents,  80 ;  one  who,  in  violation  of  contract  and 

Phillips  on  Patents,  883-341 ;  Godson  breach   of  confidence,    andertakes   to 

on  Patents,  170.  *Pply  it  to  his  own  nse,  or  to  disclose  it 

CoTUra^  Newberry  v,  James  (1817),  to  third  persons.    The  jurisdiction  in 

2  Mer.  446.  equity  to  interfere  by  injunction  to  pre- 

3  That  an  executor  may  maintain  a  rent  such  a  breach  of  trust,  when  the 

bill  in  equity  to  protect  the  secret  of  iiynry  would   be  irreparable  and  the 

hut  decedent,  see  Peabody  v,  Norfolk  remedy  at  law  inadequate,  is  well  estab- 

(1868),  98  Mass.  462.  lished  by  authority." 

§  873.    ^  In    Peabody   o.    Norfolk  That  a  secret  scientific  invention  im- 

(1868),  98  Mass.  452,  Gray,  J.  :  (468)  proving  a  process  may  be  protected  by 

"  If  he  invents  or  discovers,  and  keeps  an  iiy  unction  in  the  State  courts,  though 

secret  a  process  of  manufacture,  whether  it  is  not  of  a  patentable  nature,  and 

a  proper  subject  for  a  patent  or  not,  he  persons  who   are   intrusted  with   the 

has  not  indeed  an  exclusive  right  to  it  secret  may  be  eigoined  from  disclosing 

as  against  the  public,  or  against  those  it,   see  Hammer  «.  Barnes  (1863),  26 

who  in  good  faith  acquire  knowledge  of  How.  Pr.  174. 
it ;  but  he  has  a  property  in  it  which  a 
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§  874.  The  Right  of  an  Inventor  to  his  Unpatented  Invention 
Forfeited  by  its.  Unreetrioted  Dlsoloeore  to  Others 
unless  Protected  by  Statute. 

In  the  absence  of  any  provision  of  positive  law  relating  to 
the  subject,  the  unrestricted  disclosure  of  his  secret  by  the 
inventor  is  destructive  to  his  property  therein.  His  idea  of 
means  then  passes  into  the  possession  of  mankind,  becomes  a 
portion  of  the  common  stock  of  knowledge,  is  open  to  the  en- 
joyment of  all  who  choose  to  use  it,  and  thus  escapes  entirely 
from  the  ownership  and  control  of  the  inventor.^  It  is  im- 
material whether  such  disclosure  be  made  to  one  person  or  to 
many,  since  an  unrestricted  communication  to  a  single  indi- 
vidual gives  him  the  right  to  disseminate  his  information 
without  limit  and  thereby  effectually  and  permanently  deprives 
the  inventor  of  his  dominion  over  the  invention.  Nor  is  the 
method  by  which  the  disclosure  is  accomplished  of  any  conse- 
quence provided  that  it  be  complete  and  voluntary.  Verbal 
descriptions,  drawings,  models,  the  practical  employment  of 
the  invention,  the  gift  or  sale  of  articles  in  which  it  is  embod- 
ied, alike  render  it  accessible  to  the  general  public  and  termi- 
nate the  exclusive  rights  of  its  inventor. 

§  875.  The  Right  of  an  Inventor  to  his  Unpatented  Invention, 
Notwithstanding  its  Unrestricted  Disclosure  to  Others, 
Protected  by  Statute  during,  and  for  Two  years  Prior 
to,  his  Application  for  a  Patent. 

Under  the  laws  of  the  United  States,  however,  an  exception 
to  this  general  rule  has  been  established.  A  patentable  in- 
vention  may  be  used  openly  by  the  inventor,  and  freely  com- 
municated by  him  to  others,  for  the  space  of  two  years  before 
his  application  for  a  patent  as  well  as  during  the  pendency  of 
his  application,  without  the  dedication  of  his  invention  to  the 
public,  and  consequently  without  forfeiting  his  right  to  its 
protection  by  a  patent.  Concerning  the  effect  of  this  provi- 
sion upon  the  right  of  the  inventor  to  a  patent  and  upon  the 
completeness  of  the  protection  afforded  him  after  the  patent 
has  been  granted,  there  can  be  no  question.  In  reference  to 
these  points,  his  situation  is  the  same  as  if  he  had  preserved 

S  874.   1  See  §S  24,  71,  845>360  and  notes,  aiUe. 
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his  secret  until  his  patent  had  been  issued.  But  oonceming 
the  nature  of  his  property  in  the  invention  during  this  period 
of  open  use  before  the  patent,  the  mode  by  which  his  rights  in 
it  are  vindicated,  and  the  forum  in  which  his  remedies  for 
their  invasion  must  be  sought,  some  doubts  exist  which  only 
future  decisions  or  legislation  can  resolve.  Yet  reason  and 
analogy  indicate,  sufficiently  to  warrant  their  discussion,  the 
principles  upon  which  these  doubts  must  be  settled,  and  the 
results  at  which  the  legislaiiuFes  and  the  courts  must  eventu- 
ally arrive. 

§  876.  Three  Tiewa  of  the  Inventoz's  Rin^t  to  his  DlBcloted 
Inventioii,  under  this  Statnte,  Dnxlxig  and  Prior  to  his 
AppUcatlon  for  a  Patent. 

As  to  the  nature  of  the  inventor's  property  in  his  unpatented 
invention  during  this  period  of  unrestricted  disclosure,  three 
views  are  possible :  (1)  That  such  disclosure  deprives  him  of 
his  vindicable  property  in  the  invention  until  the  patent  issues, 
leaving  it  open  meanwhile  to  the  public  use,  without  power  on 
his  part  to  prevent  it  or  liability  on  theirs  for  its  employment, 
and  that  the  issue  of  the  patent  revests  in  him  this  property 
with  all  the  other  rights  of  the  monopoly  ;  (2)  That  such  dis- 
closure does  not  afiFect  the  property  of  the  inventor  nor  confer 
upon  the  public  the  right  to  use  the  invention,  but  suspends 
his  power  to  protect  and  vindicate  it  until  his  patent  has  been 
granted,  the  remedies  then  afforded  relating  back  and  cover- 
ing  the  wrongs  committed  before  the  issue  of  the  patent ;  (3) 
That  notwithstanding  such  disclosure  the  invention  still  pos- 
sesses all  the  attributes  of  a  secret  invention,  remaining  under 
the  inventor's  entire  control  and  entitled  to  the  same  protec- 
tion as  if  it  continued  undisclosed, 

§  877.    First   Tiew, —  Temporary   Abandonment   and    Reaomp- 
tlon,  —  Untenabla 

The  first  of  these  views  is  evidently  untenable.  A  tempo- 
rary abandonment  of  the  invention,  followed  by  its  resumption 
at  the  issue  of  the  patent,  is  in  opposition  to  the  fundamental 
notion  of  abandonment,  which  consists  in  an  irrevocable  dedi- 
cation to  the  public.    It  confers  no  important  benefit  on  the 
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commiinitj  at  large  to  allow  them  to  enjoy  an  invention  of 
which  they  may,  at  any  moment,  be  deprived,  while  it  im- 
poses an  unnecessary  and  unreasonable  burden  on  the  inven- 
tor as  the  condition  of  his  own  privilege  of  public  use  and 
sale.  It  was,  of  course,  within  the  power  of  Congress  to  sep- 
arate, for  the  time  being,  the  right  to  a  patent  from  the  prop- 
erty in  the  invention,  and  permit  its  disclosure  to  suspend  the 
latter  in  favor  of  the  public,  though  it  preserved  the  former  in 
full  force  against  them.  But  nothing  in  the  spirit  of  the  law, 
or  in  the  language  or  the  object  of  this  particular  provision,  is 
in  harmony  with  this  position.  Before  the  insertion  of  this 
clause  in  the  statutes  the  inventor  was,  as  he  still  is,  com- 
pletely protected  in  his  ownership  of  the  invention,  unless  he 
voluntarily  and  without  restrictions  communicated  it  to  others, 
in  which  case  his  invention  was  abandoned  without  the  possi- 
bility of  a  recovery.  This  clause  prevents  the  public  from 
taking  advantage  of  such  unrestricted  disclosure  as  an  aban- 
donment of  the  invention,  except  when  it  has  continued  beyond 
a  certain  period  or  was  accompanied  by  other  circumstances 
which  established  an  intention  to  abandon ;  and  though  the 
principal  relief  expected  was  imdoubtedly  to  be  afforded  by 
still  permitting  the  inventor  to  obtain  a  patent,  there  is  no 
indication  that  in  other  respects  the  invention  was  to  lie  at 
the  mercy  of  the  public.  On  the  contrary,  the  whole  doctrine 
of  public  use  and  sale,  as  expounded  by  the  courts,  regards 
the  invention  as  within  the  dominion  of  the  inventor,  however 
freely  he  may  part  with  his  control  over  the  articles  in  which 
it  is  embodied.  Until,  therefore,  this  first  view  has  been  ex- 
plicitly adopted  by  competent  authority  as  truly  presenting 
the  rights  of  the  inventor  during  this  period  of  unrestricted 
disclosure,  it  must  be  presumed  to  be  erroneous  and  deserving 
of  no  serious  attention. 

§878.  Second  ▼law, — that  TiolatlonB  of  this  Rin^t  are  In- 
fringements for  which  an  Action  wiU  lie  after  the  Patent 
is  Ghranted* — Objectionable. 

According  to  the  second  view,  the  property  of  the  inventor 
is  not  affected  by  his  disclosure,  but  his  pursuit  of  a  remedy 
for  its  invasion  is  postponed  until  his  patent  has  been  granted. 

VOL.  IIL  —  8 
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In  support  of  this  view  certain  reasons  may  be  urged  which 
are  entitled  to  consideration.  The  first  grows  out  of  the  un- 
certainty whether  the  inventor  will  procure,  or  even  attempt 
to  procure,  a  patent,  and  the  injustice  of  allowing  him  to  re* 
tain,  for  any  period,  his  control  over  an  invention  which  he 
has  fully  communicated  to  the  public  and  for  which  he  is  un- 
able, or  does  not  purpose,  to  secure  the  exclusive  privileges  of 
a  patentee.  Opposed  to  this  reason,  however,  is  the  rule  that 
the  presumption  that  the  inventor  does  not  intend  to  abandon 
his  invention  can  be  rebutted  only  by  conclusive  evidence 
that  he  has  such  an  intention,  that  his  disclosure  unaccom- 
panied by  other  acts  within  the  period  prescribed  is  not  such 
evidence,  and  therefore  that  until  this  period  has  elapsed  he 
must  be  regarded  as  expecting  to  obtain  a  patent  and  perpetu- 
ate his  rights.  Another  reason  rests  upon  the  fact  that  his 
rights  after  disclosure  subsist  only  by  virtue  of  the  positive 
provisions  of  the  Patent  Laws,  under  which  he  can  have  no 
remedy  until  the  patent  has  been  granted.  This  reason  can- 
not prevail ;  first,  because  wherever  the  law  creates  or  declares 
a  right  and  does  not  provide  a  remedy,  the  owner  of  the  right 
may  have  recourse  to  any  appropriate  existing  remedy,  —  of 
which  in  this  case  there  are  several,  both  at  law  and  equity  ; 
second,  because  although  this  right  depends  upon  the  Patent 
Law,  it  is  not  a  right  under  or  collateral  to  a  patent,  but  the 
prolongation  and  enlargement  of  a  natural  right,  which  is 
capable  of  protection  and  vindication  in  the  same  manner  as 
if  no  disclosure  had  been  made.  Other  reasons  of  less  weight 
than  the  foregoing  might  be  suggested  in  support  of  this  view, 
but  to  each  of  them  the  answer  is  so  clear  that  in  the  absence 
of  express  decisions  in  its  favor  adherence  to  it  as  the  true 
statement  of  the  inventor's  rights  must  be  withheld. 

§  879.  Third  Tiaw,  —  that  the  Right  of  the  Inventor  under  this 
Statute  is  a  Continuation  of  his  Natural  Right  and 
Xbititled  to  the  same  Protection,  —  Probable. 

According  to  the  third  view  the  inventor's  property  in  his 
invention  and  his  right  to  an  immediate  remedy  in  case  of 
its  actual  or  threatened  invasion  are  not  affected  by  its  un- 
restricted  disclosure,  unless  such   disclosure  is   protracted 
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beyond  the  lawful  period  or  is  accompanied  bj  other  acts 
establishing  his  intention  to  abandon  it.  In  other  words,  his 
mvention,  though  universally  known,  has  all  the  legal  attri- 
butes of  a  secret  invention  until  the  lapse  of  time  or  other 
circumstances  make  it  apparent  that  the  inventor  has  dedi- 
cated it  to  the  public.  This  view  is  the  most  simple,  the 
most  intelligible,  and  the  most  consistent  with  the  liberal 
spirit  of  our  laws  toward  the  inventor.  That  it  is  also  the 
correct  one  is  shown  by  the  purpose  and  character  of  this 
provision  of  the  law  itself,  and  by  its  agreement  with  the 
other  rights  which  are  already  recognized  as  vesting  in  him. 
At  the  time  of  the  introduction  of  this  provision  into  our 
Patent  Law,  the  inventor  did  not  lose  liis  property  in  his  in- 
vention, nor  his  right  to  protect  it  by  immediate  remedies  and 
to  secure  for  it  the  ultimate  protection  of  a  patent,  by  any  in- 
voluntary disclosure  or  by  any  voluntary  disclosure  in  the 
confidence  of  business  or  of  friendship.  As  this  provision 
was  evidently  not  intended  to  restrict  the  rights  of  the  inven- 
tor it  must  have  been  intended  to  extend  them,  and  to  extend 
them  in  such  directions  as  would  relieve  him  from  existing 
difficulties.  His  principal  difficulties  at  that  time  were  these : 
the  difficulty  of  proving  that  a  given  disclosure  was  confiden- 
tial or  restricted  by  conditions  ;  the  difficulty  of  ascertaining 
whether  his  invention  had  sufficient  commercial  value  to  war- 
rant him  in  patenting  it,  unless  it  could  be,  to  some  extent, 
subjected  to  the  test  of  public  use ;  and  the  difficulty  of  deter- 
mining whether  the  instrument  or  operation  produced  by  the 
inventor  were  original  with  him,  and  due  to  his  inventive 
lather  than  his  imitative  skill,  until  it  had  been  submitted  to 
those  acquainted  with  the  art,  among  whom  alone  its  prior 
existence  and  its  patentable  merit  could  be  known.  Congress 
removed  these  difficulties  by  fixing  a  period  within  which  it 
should  be  immaterial  whether  the  disclosure  were  confidential 
or  unrestricted,  and  during  which  the  commercial  importance 
of  the  invention  and  its  patentable  merit  could  be  fully  ascer- 
tained. But  it  had  no  occasion  to  interfere  with  the  property 
or  the  remedies  already  conferred  on  the  inventor,  or  to  intro- 
duce  new  theories  of  ownership,  or  to  establish  new  relations 
between  him  and  the  public.    The  simple  provision  that  two 
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years  of  unrestricted  disclosure  should  be  allowed  to  the  in- 
ventor without  affecting  his  rights  in  his  invention  was  suffi- 
cient to  accomplish  all  the  objects  for  which  this  alteration  in 
our  law  was  then  designed. 

§  886.  Third  View  Alone  Consistent  with  the  Other  Rights  of 
the  Inventor  In  hie  Unpatented  Xn^entlon. 
Moreover,  the  character  of  this  provision  itself  indicates 
that  this  view  is  correct.  It  fixes  a  limit  onlj  to  use  or  sale 
with  the  inventor's  knowledge  and  consent.  Under  it  an  un- 
authorized use  or  sale  for  any  period  of  time,  however  long, 
confers  no  rights  upon  the  public  and  curtails  no  rights  of  the 
inventor.^  Although  a  single  instance  of  authorized  use  or 
sale  may  place  the  invention  within  the  knowledge  of  the 
public,  the  possession  of  such  knowledge  does  not  empower 
them  to  employ  it  without  the  inventor's  acquiescence  or  con- 
sent. The  language  of  this  provision  thus  contemplates  a 
complete  dominion  of  the  inventor  over  the  enjoyment  of  his 
invention  except  so  far  as  he  relinquishes  it  in  favor  of  indi- 
vidual vendees  or  licensees,  —  a  dominion  which  would  be 
practically  valueless  were  he  not  able  to  assert  it  by  the  im- 
mediate application  of  remedies  for  its  invasion. 

§  881.  Third  View  Alone  Coneletent  with  the  Contract  Rights 
of  the  Inventor  In  Reference  to  his  TTnpatented  IiiTen- 
tlon. 

Again,  during  this  period  of  unrestricted  disclosure,  the 
law  recognizes  the  contract  rights  of  the  inventor  over  his  in- 
vention as  unimpaired,  and  affords  him  ample  and  immediate 
remedies  for  their  violation.  He  can  assign  it  with  or  with- 
out the  right  to  obtain  a  patent ;  he  can  license  its  employ- 
ment in  such  a  manner  as  to  bind  him  as  well  after  as  before 
the  patent  has  been  granted ;  and  the  obligations  growing  out 
of  these  conveyances  can  be  enforced  irrespective  of  the  issue 
of  a  patent.  It  would  be  indeed  a  strange  anomaly  in  our 
law  if  property  thus  the  subject  of  a  contract  were  not  also 

§  880.  ^  It  will  be  perceived  that  which  was  recognized  in  all  onr  coarts 
in  this  connection  the  author  adheres  prior  to  the  new  departare  discussed  in 
to  the  view  of  public  use   and   sale    §  857  and  notes,  ante. 
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regarded  as  liable  to  tortious  injurj,  or  if  the  remedies  for  the 
latter  class  of  wrongs  were  suspended  while  the  remedies  for 
the  former  were  applied.  Analogy  requires  that  the  owner- 
ship of  the  inventor  should  be  protected  against  invasion  by 
the  tort-feasor  as  well  as  against  breaches  of  contract,  and 
that  his  action  for  either  injury  should  be  at  once  available. 

§  882.  Third  View  Indicates  that  the  Inventor  ■  Right,  nnder 
this  Statute,  ia  Subject  to  the  eame  Violationa  and  Bn- 
titled  to  the  Same  Redress  as  his  Right  to  his  Secret 
Invention. 

It  may,  therefore,  be  safely  predicted  that  when  the  law  on 
this  point  becomes  settled,  the  third  view  of  the  inventor's 
rights  will  be  the  one  adopted  by  the  courts,  and  that  pending 
this  period  of  unrestricted  disclosure  his  invention  will  be 
treated  as  within  his  own  control  as  fully  as  while  he  still 
preserved  his  secret.  In  this  event  the  wrongs  by  which  his 
property  in  it  may  be  violated,  and  the  remedies  by  which 
those  wrongs  may  be  redressed,  must  be  the  same  as  those 
already  discussed  with  reference  to  secret  inventions.  For  its 
unauthorized  employment  an  action  for  damages  must  lie  at 
law,  the  damages  being  computed  on  the  same  general  basis 
as  if  the  suit  were  brought  for  the  infringement  of  a  patent. 
For  a  threatened  infraction  of  his  rights  an  injunction  must 
be  obtainable  in  equity.^ 

§  888.  Inventor's  Right  in  his  Unpatented  Invention  not  Vio- 
lated by  the  Independent  Inventive  Acts  of  Others, 
nor  by  the  Enjoyment  of  their  Results. 

It  is  to  be  remembered  that  the  wrongs  considered  in  this 
chapter  can  be  committed  only  by  the  unauthorized  appro- 
priation of  the  fruits  of  the  inventor's  own  inventive  skill. 
His  property  vests  in  him  by  virtue  of  his  inventive  act,  and 
is  invaded  only  when  the  results  of  that  inventive  act  are 

S  882.  ^  That  an  infringement  after        That  an  iqjunction  will  lie  to  pre- 

the  patent  has  been  applied  for,  and  vent  the  unauthorized  use  of  an  un- 

pending  proceedingR  in  the  Patent  Of-  copyrighted  production,  see  Goldmark 

fice,  may  be  prevented  by  injunction,  v.  Kreling  (1885),  25  Fed.  Rep.  349  ; 

Bee  Butler  V.  Ball  (1886),  28  Fed.  Bep.  11  Sawyer,  215  ;  Kerr  on  Iqjunctions, 

754  ;  38  0.  G.  420.  182. 
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*  forcibly  or  fraudulently  converted  to  the  use  of  others.  An 
independent  exercise  of  inventive  skill  by  a  different  inventor, 
though  developing  and  embodying  the  same  idea  of  means,  is 
not  a  violation  of  his  rights,  but  on  the  contrary  confers  on 
that  inventor  the  same  property  and  privileges  that  he  enjoys. 
Bival  inventors  in  their  use  of  their  own  inventions  are,  there- 
fore, not  tort-feasors  as  against  each  other,  nor  is  the  invader 
of  the  rights  of  one  necessarily  a  transgressor  against  the 
other.  To  be  liable  to  either,  the  wrong-doer  must  not  only 
have  appropriated  the  invention,  but  appropriated  it  from  him. 
It  is  not  until  a  patent  has  been  granted  that  the  question  of 
priority  of  invention  can  be  settled,  and  the  first  and  true 
inventor  can  monopoUze  the  invention  against  aU  mankind. 
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CHAPTER  III. 

OF  WRONGS  AGAINST   PATENTEES. 

§  884.    'Wrongs  against  a  Patentee  are  Violations  of  bis  Right  in 
his  Monopoly. 

Bj  the  issue  of  letters-patent  the  inventor  is  endowed  with 
a  monopoly  in  the  invention  against  all  other  persons, — 
rival  inventors  as  well  as  mere  imitators,  —  and  is  entitled  to 
its  uninterrupted  enjoyment,  without  loss,  diminution,  or  con- 
trol,  except  by  due  process  of  law.  Any  act  of  others  by  which 
its  value  to  him  is  wrongfully  decreased  is  an  injury  to  his 
rights  as  patentee  for  which  the  law,  whereby  these  rights 
are  created  or  declared,  is  bound  to  provide  an  ample  and 
appropriate  remedy.  No  act,  however,  constitutes  a  wrong 
against  the  patentee  unless  it  embraces  both  elements  of  a  tort, 
the  damnum  and  injuria,  A  lawful  act,  such  as  the  original 
invention  of  a  superior  art  or  instrument,  may  entirely  destroy 
the  commercial  importance  of  his  patent  and  render  all  his 
labor  and  expenditure  in  connection  with  it  utterly  unproduc- 
tive. This  is  damnum  ah»que  injuriaj  for  which  of  course  no 
action  lies.  In  order  to  invade  his  rights  as  patentee  such 
acts  must  be  directed  against  the  monopoly  conferred  upon 
him  by  the  patent,  attacking  the  franchise  which  it  purports 
to  bestow,  and  destroying  or  curtailing  the  privileges  which, 
by  virtue  of  it,  he  alone  is  authorized  to  enjoy .^ 

§  884.  1  Injuries  to  a  patented  ar-  nmple  torts,  not  affecting  the  existence 

tide  by  force  .or  negligence,  and  in-  or  title  to  the  monopoly,  and  are  reme- 

jnries  to  a  patented  art  or  instmment  diable,  if  at  |dl,  under  the  provisions  of 

by   acts    or    representations    creating  the  common  law,  in  the  courts  having 

doubts  as  to  its  industrial  value,  are  jurisdiction  over  the  pi^es. 
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§  885.  Rights  In  a  Monopoly  Violated  by  Injuring  the  Reputa- 
tion of  the  Patented  Invention  or  by  its  Unanthorixed 
Use. 

The  rights  conferred  by  a  patent  are  subject  to  two  forms 
of  injury.  One  is  committed  by  maliciously  and  publicly 
injuring  the  reputation  of  the  patented  invention,  and  does 
not  involve  the  use  of  the  invention  itself ;  the  other  consists 
in  an  unauthorized  use  of  the  invention  in  violation  of  the 
exclusive  privilege  granted  by  the  patent,  with  or  without  a 
denial  of  its  validity.  The  latter  wrong,  commonly  called 
infringement,  is  by  far  the  most  important,  and  is  the  oo* 
casion  of  nearly  all  the  actions  brought  by  patentees  in 
vindication  of  their  rights.  But  the  former  is  of  not  infre- 
quent occurrence  and  is  often  sufficiently  disastrous  in  its 
consequences  to  the  patent^ee  to  warrant  his  pursuit  of  the 
remedies  which,  in  such  cases,  the  law  affords.  These  two 
wrongs  we  shall  now  consider,  giving  attention  first  to 
slander  or  libel  against  a  patented  invention,  and  second, 
to  infringement. 


SECTION  I. 

OP  SLANDER  OR  LIBEL  AGAINST  A  PATENTED   INVENTION. 

§  886.    Nature  of  the  Injury  Inflioted  by  Slander  or  Libel  against 
a  Patented  Indention. 

The  commercial  value  of  his  patent  to  the  patentee  depends, 
in  a  great  degi*ee,  upon  the  opinion  entertained  by  other  men 
concerning  its  validity.  A  patent  is  valid  when  its  subject- 
matter  is  patentable  and  when  the.  patentee  is  the  first  and 
true  inventor.  An  opinion  that  the  subject-matter  is  not 
patentable  tends  to  promote  infringements  of  the  patent  and 
to  deprive  the  patentee  of  that  dominion  over  his  invention 
which  it  is  the  purpose  of  the  patent  to  secure.  An  opinion 
that  the  patentee  is  not  the  first  and  true  inventor  destroys 
that  confidence  in  his  power  to  confer  indisputable  titles  on 
his  assignees  and  licensees  without  which  it  is  often  impossi- 
ble for  him  to  profit  by  his  own  invention.  The  dissemina- 
tion of  either  of  these  opinions  is  thus  an  injury  to  the  patentee, 
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and  if  malicious  and  unlawful  is  a  wrong  for  which  he  is 
entitled  to  receive  redress.^ 

§  887.    Blander  or  Libel  a§;ainst  a  Patented  ZnTentlon  by  Deny* 
ing  itB  PatentabiUty. 

The  publication,  verbal  or  in  writing,  of  statements  impugn- 
ing the  validity  of  a  patent  on  the  ground  of  the  non-patenta- 
bility of  its  subject-matter,  are  prima  facie  wrongful.  The 
issue  of  a  patent  constitutes  presumptive  evidence  that  the 
invention  comes  in  all  respects  within  the  purview  of  the  law 
and  is  entitled  to  protection,  and  any  private  individual  who 
publicly  avers  the  contrary  does  so  at  his  peril.^  Like  other 
slanders  against  business  interests  this  is  actionable  only 
when  it  causes  special  damage,  and  it  may  be  justified  or  ex- 
cused by  the  defendant  in  the  usual  modes  pertaining  to  this 
class  of  injuries.^ 

§  888.    Slander  or  Libel  against  a  Patented  Indention  by  Deny- 
ing tliat  the  Patentee  was  the  First  and  True  Inventor. 

Statements  derogatory  to  the  title  of  the  patentee,  as  the 
first  and  true  inventor,  occupy  a  somewhat  different  position. 
When  made  by  persons  having  no  claim  of  right  to  the  inven- 
tion as  the  product  of  their  own  creative  skill,  they  are  slan- 
ders or  libels  for  which  a  proper  remedy  may  be  obtained.^ 

§  886.    1  Tfhat   a   libel  or  slander  title  to  a  patented  invention,  if  nialici* 

against  a  patent  right  is  an  injury  for  one,  ia  actionable,  see  Bigelow  Leading 

which  the  courts  will  afford  an  ade-  Cas.  Torts,  42  ;  2  Addison  on  Torts, 

qnate  redress,   see   Palmer  v.  Travers  §  1137,  p.  969,  ed.  1876. 
(1884),  20  Fed.  Rep.  501 ;  22  Blatch.         >  That  a  libel  or  slander  against  the 

185 ;  Bell  v.  Singer  Mfg.  Co.  (1880),  65  title  to  an  invention  is  not  actionable 

Ga.  452 ;  Whitehead  v.  Kitson  (1876),  unless  causing  special  damage,   see  2 

119  Mass.  484.  Addison  on  Torts,  §  1187,  p.  969,  ed. 

That  it  is  a  libel  to  charge  a  man  1876 ;  1  Hill.  Torts,  842,  w>U. 
with  infringing  a  patent,  see  Watson  v.         §  888.  ^  That  the  public  denial  that 

Trask  (1834),  6  Ohio,  531.  the  patentee  or  his  assignor  was  tlie 

That  an  infringer  will  not  be  pro-  first  and  true  inventor,  if  malicious 
tected  against  ciroulars  warning  the  and  causing  special  damage  to  the  owner 
public,  and  the  burden  of  proof  as  to  of  the  patent,  is  actionable,  see  Emack 
his  non-infringement  is  on  him,  see  «.  Kane  (1888),  84  Fed.  Rep.  46  ;  Hal- 
Barney  v.  United  Telephone  (Do.  (1884),  sey  V.  Brotherhood  (1879),  L.  R.  15 
L.  R.  28  Ch.  D.  894.  Ch.  D.  514  ;   19  Ch.  D.  886  ;  Wren  v. 

S  887.  1  That  a  public  denial  of  the  Weild  (1869),  L.  B.  4  Q.  B.  730. 
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But  rival  inventors,  whether  patentees  or  not,  may  protect 
their  own  interests  and  warn  the  public  against  infringing  on 
their  rights  bj  giving  notice  of  their  claims  and  denying  the 
validity  of  a  rival  patent.*  Such  notices,  however,  must  be 
couched  in  moderate  language,  and  having  conferred  upon 
the  public  the  necessary  information  must  refrain  from  su- 
perfluous adverse  commentary  on  the  existing  patent.^  Any 
excess,  even  in  this  case,  becomes  a  libel  for  which  the  patentee 
may  have  redress. 

§  889.    Remedy  for   Blander  or   Libel  .against  a  Patented   In- 
vention. 

The  remedy  at  law  for  slander  against  a  patent  is  an  action 
on  the  case  praying  damages  according  to  the  injury  actually 
sustained.  Whether  equity  affords  relief  by  interfering  to 
prevent  the  repetition  of  the  wrongful  publication  has  been 
variously  held,  —  in  some  States  the  patentee  being  left  to  his 
legal  remedy,  in  others  being  protected  by  injunction.^    Where 

*  lliat  a  patentee  may  circulate  no-  Chase  v.  Tattle  (1886),  27  Fed.  Bep. 

tices  warning  the  public  not  to  buy  the  110. 

invention  except  from  hiin,  see  Hovey         That   it   is   doubtM  whether  the 

V.  Rubber  Tip  Pencil  Co.   (1871),  83  Circuit  Court  has  power  to  enjoin  the 

Sup.  Ct  N.  Y.  622.  publishing   of    circulars   warning  the 

That  parties  claiming  rights  under  public    against  certain    infringements, 

patents  may  publish  their  own  claims  see  Chase  v.  Tuttle  (1886),  27  Fod.  Bep. 

and  warn  others,  and  if  they  act  in  good  110. 

faith  they  will  not  be  restrained,  see  That  equity  cannot  restrain  a  plain- 
Croft  V.  Richardson  (1880),  59  How.  tiff  from  publishing  the  fact  that  the 
Pr.  856.  defendant  has  been  enjoined,  see  West- 

That  a  circular  forbidding  persons  inghouse  Air  Brake  Co.  v.  Carpenter 

to  buy  articles  claimed  to  be  infringe-  (1887),  82  Fed.  Rep.  545. 
ments  is  not  a  libel  calling  for  damages         >  That  in  publishing  the  claims  of 

or  iigunction  if  in  good  faith,  and  the  patentees  ezcossive  language  must  not 

circulator's  patent  is  apparently  valid,  be  used,  beyond  what  is  necessary  to 

see  Soci^t^  Anonyme  v.  Tilghman's  Pat-  give  the  proper  information,  and  any  ' 

ent  Sand  Blast  Co.  (1883),  L.  R.  25  excess  wiU  be  enjoined,   see  Croft  «• 

Ch.    D.    1  ;    Halsey   v.    Brotherhood  Richardson  (1880),  59  How.  Pr.  856. 
(1879),  L.  R.  19  Ch.  D.  886.  §  889.    ^  That   equity   wUl    enjoin 

That  a  patentee  will  not  be  enjoined  against  a  libel  on  a  patent  right,  see 

from  circulating  notices  that  his  patent  Emack  v.  Kane  (1888),  34  Fed.  Bep.  46 ; 

is  infringed  where  the  question  of  in-  Bell  v.  Singer  Mfg.  Co.  (1880),  65  Ga. 

fringement  had  never  been  decided,  and  452.     Contra,  Baltimore  Car  Wheel  Co. 

the  patentee  was  guilty  of  no  fraud,  see  t;.  Bemis  (1886),  29  Fed.  Bep.  95  ;  88 
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the  alleged  offender  is  a  rival  inventor,  but  not  a  patentee, 
good  faith  requires  him  to  make  a  speedy  application  for  a 
patent  in  order  that  the  question  of  priority  between  himself 
and  the  subsisting  patentee  may  be  determined ;  and  his  fail- 
ure so  to  do  deprives  him  of  the  excuse  for  his  attack  upon 
the  patent  which  a  diligent  protection  of  his  interests  would 
otherwise  afford.^  The  forum  in  which  these  remedies  of  the 
patentee  are  to  be  sought  is  that  of  the  State  having  jurisdic- 
tion of  the  defendant,  the  Federal  courts  having  no  cognizance 
of  such  actions  except  in  cases  between  citizens  of  different 
States.^ 


SECTION  n. 

OF  INFRINGEMENT. 

§  890.    Znfringemant  Defined. 

The  issue  of  a  patent  confers  upon  the  patentee  the  exclu- 
sive right  to  make,  use,  and  vend  the  patented  invention, 
throughout  the  United  States  and  the  Territories  thereof, 
during  the  period  for  which  the  patent  has  been  granted. 
The  infringement  of  a  patent,  being  the  invasion  of  this  exclu- 
sive right,  therefore  consists  in  the  manufacture,  use,  or  sale 
of  the  invention  protected  by  the  patent  within  the  area  and 
time  described  in  the  patent,  by  any  person  not  duly  author- 

O.  G.  1182 ;  Eidd  v.  Horry  (1886),  28  That  bo  injunction  will  issue  against 
Fed.  Rep.  778.  one  who  falsely  represents  that  the  pat- 
That  equity  has  no  jurisdiction  of  entee's  invention  is  an  infringement  of 
libel  or  slander  affecting  the  title  to  a  his,  and  thus  deters  purchasers,  see 
patent  right,  and  cannot  interfere  un-  Whitehead  v.  Kitson  (1876),  119  Mass. 
less  a  repetition  is  threatened  and  pre-  i84. 

yentive  measures  become  necessary,  the  '  That  one  who  claims  that  a  pat- 
remedy  for  past  injuries  being  at  law,  anted  invention  is  in  fact  his  own  dis- 
see  Palmer  v.  Travers  (1884),  20  Fed.  oovery,  must  apply  for  a  patent,  if 
Rep.  601 ;  22  Blatch.  185.  entitled   to   one,   in  order  to  justify 

That  equity  has  no  jurisdiction  over  his  claims,  see  §  722  and  notes,  ante, 

a  libel  or  slander  or  false  representa-  >  That  the  Federal  courts  have  no 

tions  that  the  plaintiffs  are  infringing  a  jurisdiction  over  actions  for  libel    or 

patent,  unless  there  is  a  breach  of  trust  slander  against  patent  rights  where  the 

or  contract,  the  remedy,  if  any,  being  parties  are  citizens  of  the  same  State, 

at  law,  see  Boston  Diatite  Co.  v.  Flor-  see  Prime  v.  Brandon  Mfg.  Co.  (1879), 

ence  Mfg.  Co.  (1873),  114  Mass.  69.  16  Blatch.  458 ;  4  Bann.  &  A.  879. 
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ized  to  do  so  by  the  patentee.^  As  this  is  the  principal  wrong 
which  an  inventor  is  able  to  sustain,  and  as  it  forms  the  cause 
of  action  in  bj  far  the  greater  proportion  of  the  suits  to  which 
the  inventor  is  a  party,  it  demands  and  will  receive  an  ex- 
tended consideration.  In  discussing  it  three  topics  require 
attention :  (1)  The  invention  whose  manufacture,  use,  or  sale 
constitutes  the  act  of  infringement;  (2)  The  nature  of  the 
act  of  infringement,  with  the  time  when,  the  place  where,  the 
persons  by  whom,  and  the  knowledge  or  intent  with  which 
it  must  be  performed ;  (3)  The  application  of  the  foregoing 
propositions  to  each  of  the  six  classes  of  inventions. 

§  891.    No  Infringement  BzIsIb  imless  the  ZnTentlon  Unla'wfiilly 
Used  is  Identioal  with  that  Protected  by  the  Patent 

The  invention  whose  manufacture,  use,  or  sale  constitutes 
the  infringement  of  a  patent  is  the  invention  covered  and 
protected  by  the  patent.^  The  theory  of  the  patentee  as  to 
the  nature  and  scope  of  his  invention  is  immaterial ;  its  ac- 
tual character  as  it  exists  practically  in  the  arts  is  equally 
unimportant ;  the  patent  protects  only  the  patentable  subject- 
matter  which  it  specifically  claims,  and  is  capable  of  infringe- 
ment only  by  an  invasion  of  the  inventor's  rights  in  that 
invention.^  Hence,  as  no  invention  can  be  claimed  in  a  patent 
unless  it  has  been  so  described  that  any  person  skilled  in  the 

f  890.     1  That   infringement   is   a  anaugh  (1882),  11  Fed.  Rep.  88 ;  20 

question  of  mixed  law  and  fact,   see  Blatch.  256. 

California  Artificial  Stone  Panng  Co.  That  a  person  who  licenses  others  to 

v.  Molitor  (1885),  118  U.  S.  600  ;  81  nse  certain  improvements  of  his  own 

O.  0.  1044.  does  not  infringe  the  original  patent, 

§  891.   1  That  an  infringement  is  a  see  Hnssey  v.  Bradley  (1868),  2  Fisher, 

copy  made  after  and  sgreeiog  with  the  862 ;  6  Blatoh.  184. 

principle  laid  down  in  the  patent,  see  *  That  the  theory  of  the  patentee  as 

Page  V.  Ferry  (1857),  1  Fisher,  298.  to  his  invention  is  of  no  oonsequenee 

That  a  device  not  covered  by  the  on  the  question  of  infringement,  see 

patent   does   not   infringe    though    it  Foes  v.  Herbert  (1856),  2  Fisher,  81 ;  1 

effects  the  same  purpose  as  the  pat-  Bissell,  121. 

ented  invention,  see  Toohey  v.  Harding  That  whether  a  device  is  an  infringe- 

(1880),  1  Fed.  Rep.   174 ;   4  Hughes,  ment  is  determined  by  the  Claims  of 

253  ;  5  Bann.  k  A.  195.  the  patent,  not  by  the  actual  invention. 

That  an  article  is  not  an  infringe-  see  Meissner  v.  Devoe  Mfg.  Co.  (1872), 

ment  unless  it  is  to  be  used  as  pointed  2  0.  G.  545  ;  9  Blatch.  868  ;  5  Fisher, 

out  in  the  patent,  see  Campbell  v.  Kav-  285. 
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art  could  practise  it  without  a  further  exercise  of  the  inven- 
tive faculties,  an  invention  which  is  not  disclosed  in  the 
patent,  or  is  only  partially  disclosed,  although  alluded  to  and 
indispensable  to  the  enjoyment  of  the  inventions  properly 
claimed,  is  not  susceptible  of  an  infringement.^  But  every 
invention  lawfully  described  and  claimed  is  covered  by  the 
patent,  and  where  a  patent  includes  two  or  more  inventions 
the  wrongful  manufacture,  use,  or  sale  of  eithef  one  is  an 
infringement  of  the  patent.^ 

§  892.    Identity,  how  Detennined. 

The  identity  of  the  invention  made,  used,  or  sold  by  the  al- 
leged infringer  with  that  described  and  claimed  in  the  patent 


That  the  uae  of  ooe  fonn  of  old  de-  89,  Learitt*  J. :  (92)  "There  can  be 

▼ices  is  no  infringement  of  a  patent  no  question  but  that  there  may  be  a 

which  claims  only  a  new  form  of  them,  claim  for  two  inventions  in  the  same 

Me  Barker  «.  Todd  (1882f),  18  Fed.  Rep.  patent,  if  they  both  relate  to  the  same 

473  ;  22  O.  G.  1448.  machine  or  structure  ;  and  an  action 

That  an  invention  which  would  not  can  be  sustained  for  the  infringement 

anticipate  will  not  infringe,  see  Cook  v.  of  either  one  or  the  other  of  these  sepa* 

Sandusky  Tool  Co.   (1884),  26  O.  G.  rate  inventions  where  claimed  as  sepa- 

1114.    This  ciian  be  true  only  where  the  rate  and  distinct  in    their  character, 

scope  of  each  invention  is  the  same,  not  There  can  be  no  doubt  if  one  of  these 

where  the  infringing  device  is  merely  be  infringed  it  is  properly  a  subject  for 

included  in  the  patented  invention.  an  action."    1  Bond,  861  (365). 

*  In  Page  v.  Ferry  (1857),  1  Fisher,         See  also  Matthews  v,  Spangenberg 

298,  Wilkins,  J.  :  (309)  "An  infringe-  (1888),  28  0.  G.  1624;   15  Fed.  Rep. 

ment  will  not  have  taken  place  unless  818 ;    Singer  v.  Walmsley  (1860),    1 

the  invention  can  be  practised   com-  Fisher,  558 ;   Waterbuiy  Bross  Co.  v, 

pletely  by  following  the  specifications.  N.  Y.  &  Brooklyn  Brass  Co.  (1858),  3 

An  infringement  is  a  copy  made  after,  Fisher,  48 ;  Emerson  v.  Hogg  (1845), 

and  agreeing  with  the  principle  laid  2  Blatch.  1 ;  Moody  v,  Fiske  (1820),  2 

down  in,  the  patent ;  and  if  the  patent  Mason,  112  ;  1  Robb,  812. 
does  not  fully  describe  everything  essen-         That  two  patents  cannot  supplement 

tial  to  the  making  of  the  thing  pat-  each  other,  but  each  by  itself  is  the  sole 

anted,  there  will  be  no  infringement  by  sutrject  of  infringement,  see  Blades  v. 

the  fresh  invention  of  processes  which  Rand,  McKally,  &  Co.  (1886),  27  Fed« 

the  patentee  has  withheld   from   the  Bep.  98 ;  87  0.  G.  99. 
public."  That  one  valid  Claim  in  a  re-issue 

That  if  the  patented  invention  ia  not  may   be  infringed   though    the   other 

operative  it  cannot  be  infringed  by  one  Claims  are  not  valid,  see  Cote  v.  Moffitt 

that  is,  see  Boyer  v.  Coupe  (1886),  29  (1883),  15  Fed.  Rep.  845;  and  §  684, 

Fed.  Rep.  358  :  89  0.  G.  289.  note  5,  anie. 

«  In  Lee  V.  Blandy  (1860),  2  Fisher, 
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is  determined  bj  the  same  tests  which  are  applied  in  ascer- 
taining the  novelty  of  an  invention  when  comparing  it  with 
things  already  known.^  Novelty  and  infringement  are  not 
precisely  the  same  questions,  since  an  invention,  however  new, 
may  include  some  patented  instrument  or  operation  and  thus 
be  an  infringement.^  But  into  both  these  questions  that  of 
identity  enters  as  an  essential  factor,  and  in  each  it  is  settled 
by  a  reference  to  the  same  standards  and  in  accordance  with 
the  same  rules.  As  these  have  been  discussed  at  great  length 
in  connection  with  the  subject  of  novelty,  a  general  review  of 
them  in  this  place  will  be  sufficient. 

§  893.    Identity  most  be  Identity  in  the  Idea  of  Means. 

In  the  first  place,  the  identity  sought  and  found  must  reside 
in  the  idea  of  means  embodied  in  each  invention.^  Whether 
the  purpose  intended,  the  effect  produced,  or  the  functions 
performed  are  the  same  is  of  no  consequence,  except  that 
functions  and  effects  which  are  essentially  distinct  indicate 

§  892.  1  That  identity  is  determined  nothing  more.    The  same  end  or  resnlt 

by  comparing  the  two  inventions,  see  may  be  produced  by  means  other  than 

Fuller  V.  Yentzer  (1876),  94  U.  S.  288 ;  those    substantially  described   in   the 

11  0.  6.  651.  specification    ¥rithout    infringing    the 

That  inventions  which  are  the  same  patent." 
in  fact  are  the  same  in  law,  see  Ex  parte         In  American  Pin  Co.  v.  Oakville  Co. 

MerrUl  (1874j,  5  0.  G.  120  ;  1  Mac-  (1864),  8  BUtch.  190,  Ingersoll,  J. : 

Arthur,  301.  (192)  "The  mice  thus  laid  down  must 

That  expert  evidence  may  aid   in  govern  this  case.    The  patent  does  not 

determining  identity,  see  Page  v.  Yenj  secure  to  the  patentee  the  result   or 

(1857),  1  Fisher,  298.  effect  produced,  but  only  the   means 

See  also  §§  228-314  and  notes,  amte,  described  by  which  such  result  or  effect 

^  That  novelty  and  infringement  are  is  produced.    The  means  which  he  spe- 

in  some  respects  different  questions  so  cifies  to  produce  the  result  or  effect 

far  as  the  relations  of  different  inven-  are  secured,  and  nothing  more.     And 

tions  to  each  other  are  concerned,  see  all  other  means  to  produce  the  same 

Union  Sugar  Refinery  Co.  v.  Matthies-  result  or  effect,  and  not  patented  to  any 

son  (1865),  2  Fisher,  600  ;  3  Clifford,  one,  are  open  to  the  public." 
689  ;  Judson  v.  Cope  (1860),  1  Fisher,         See  also  Dryfoos  v.  Wiese  (1888),  42 

616  ;  1  Bond,  827.     -  0.  G.  490  ;  Dryfoos  ».  Wiese  (1884),  26 

§  898.    ^  In  Burr  «.  Cowperthwait  0.  G.  639 ;   22  Blatch.  19 ;   19  Fed. 

(1858),   4  Blatch.  168,  Ingersoll,  J.  :  Rep.  815 ;   Hall  v.   Stem  (1882),   15 

(167)  "The  end  or  result  produced  is  Fed.  Rep.  463;  24  0.  G.  206;  Anilin 

not  secured  by  the  patent,  but  only  the  v.  Levinstein  (1888),  L.  R.  24  Ch.  D. 

substantial  means  used  and  specified  to  156.  ' 

produce  the  end  or  result,  —  these,  and 
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essential  differences  in  the  means.'  In  comparing  these  ideas 
of  means  It  must  be  borne  in  mind  that  identity,  with  refer- 
ence to  infringement,  does  not  require  that  each  idea  shall 
be  the  exact  counterpart  of  the  other.  The  idea  covered  bj 
the  patent  must  be  completely  embraced  in  the  idea  expressed 
in  the  infringement,  but  the  latter  may  be  far  more  compre- 
hensive than  the  former.'  A  familiar  instance  occurs  where 
a  patented  invention  is  employed  as  an  element  in  a  later 
combination, — the  combination  being  no  less  an  infringement 
of  the  patent  because  it  includes  many  other  subordinate  ideas 
of  means.  Identity  exists,  therefore,  with  reference  to  the 
question  of  infringement,  if  the  idea  of  means  protected  by 
the  patent  is  found,  substantially  existing,  in  the  invention 
practised  by  the  alleged  infringer.* 

§  8M.   Identity  in  Ideas  of  Meane,  how  Determined. 

Identity  in  the  ideas  of  means  subsists  where  the  compared 
inventions  perform  the  same  functions  by  the  same  modes  of 

*  That  where  the  same  advantages  which  the  plaintiff  invented,  see  Cromp- 
are  gained  by  substantially  the  same  ton  v.  Knowles  (1881),  7  Fed.  Rep.  199 ; 
means  there  is  an  infringement,  see  Crompton  v.  Knowles  (1881),  7  Fed. 
WalHcks  V.  Cantrell  (1882),  15  Phila.  Rep.  204. 

446  ;  21 0.  G.  1878  ;  12  Fed.  Rep.  790 ;  That  a  device  may  be  an  infringe* 

California  Artificial  Stone  Paving  Co.  ment  though  it  constitutes  a  new  inven- 

V.  Ferine  (1881),  8  Fed.  Rep.  821;  20  tion,  see  Zeun  v,  Ealdenbeig  (1883),  16 

O.  G.  818  ;  7  Sawyer,  190.  Fed.  Rep.  639  ;  23  0.  G.  2514. 

That  if  the  principle  of  an  invention  *  That  the  infringing  art  or  article 
18  pirated  there  is  an  infringement,  see  must  embrace  the  substance  of  the  pat- 
Page  V.  Ferry  (1857),  1  Fisher,  298.  ented  invention,  see    Sessions  v,   Ro- 

That  identity  of  ideas,  though  dif-  madka  (1884),  28  0.  G.  721 ;  21  Fed. 

ferent  in  appearance,  is  infringement.  Rep.  124 ;  Morgan  Elevated  R.  R.  Co. 

flee  Smith  «.  Higgins  (1859),  1  Fisher,  v.  Pullman  (1882),  14  Fed.  Rep.  648  ; 

537.  Henderson  v.   Cleveland    Co-operative 

*  That  a  device  employing  an  essen-  Stove  Co.  (1877),  12  0.  G.  4  ;  2  Bann. 
tial  feature  of  the  patented  invention  is  &  A.  604  ;  Sewall  v.  Jones  (1875),  91 
an  infringement,  see  Forehand  v.  Por-  U.  S.  171 ;  9  0.  G.  47 ;  Converse  v, 
ter  (1883),  15  Fed.  Rep.  256.  Cannon  (1873),  9  0.  G.  105  ;  2  Woods, 

That  wherever  the  defendants'  de-  7  ;  McComb  v.  Brodie  (1872),  2  0.  G. 
vices  require  the  use  of  those  patented  117;  5  Fisher,  384 ;  1  Woods,  153  ; 
there  is  an  infiringement,  see  Saylesv.  Carter  i^.  Baker  (1871),  4  Fisher, 
Chicago  &  Northwestern  R.  R.  Co.  404 ;  1  Sawyer,  512 ;  Smith  v,  Higgins 
(1871),  4  Fisher,  584 ;  8  Bissell,  52.  (1859),  1  Fisher,  537;  Smith  v.  Down- 
That  the  test  of  infringement  is  ing  (1850),  1  Fisher,  64. 
whether  the  defendant  uses  anything 
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operation.  If  the  efiFects  produced  are  substantially  different, 
there  is  no  identity.^  If  the  effects  are  the  same  and  the 
functions  are  essentially  distinct,  there  is  no  identity.^  If  the 
functions  are  the  same  and  the  modes  of  operation  by  which 
they  are  performed  are  radically  nnlike,  there  is  no  identity.^ 
Contrariwise,  where  the  effects  are  identical,  the  functions 
identical,  and  the  modes  of  operation  identical,  the  ideas  em- 
bodied in  the  two  inventions  must  also  be  identical.^  Identity 
being  thus  established,  all  variations  in  shape,  size,  capacity, 
arrangement,  and  materials  become  unimportant.^    The  sub- 

§  894.  1  Thai  difference  in  the  na-  Collignon  v,  Hayes  (1881),  8  Fed.  Bep. 

tore  of  the  result  shows  that  there  is  no  912  ;  20  0.  G.  447  ;  Singer  Mfg.  Co.  v, 

infringement,   see  May  v.  .County  of  Stewart  Mfg.  Co.  (1881),  8  Fed.  Bepb 

Fond  du  Lac  (1886),  27  Fed.  Rep.  691.  920  ;  20  0.  G.  524. 

That  identity  of  result   is  prima         *  That  an  infringement  is  committed 

facie  evidence  of   identity  of  process  whenever  the  defendant  avails  himself 

where  hoth  are  new,  see  Pickhardt  v.  of  the  patented  invention  without  tueh 

Packard  (1884),  80  0.  G.  179  ;  22  Fed.  variations  as  constitute  a  different  in- 

Bep.  630 ;  23  Blatch.  23.  vention,  see  May  v.  County  of  Fond  dn 

See  also  §  117  and  notes,  ante.  Lac  (1886),  27  Fed.  |tep.  691 ;  Carter 

*  That  infringement  does  not  exist  «.  Baker  (1871),  4  Fisher,  404 ;  1  8aw- 
nnless  there  is  identity  of  hinction  as  yer,  512. 

weU  as  of  parts,  see  Bacine  Seeder  Co.         That  a  mere  formal  change  is  in- 

V,  Joliet  Wire  Check  Rower  Co.  (1886),  Iringement,  see  Strofairidge  v.  lenders, 

27  Fed.  Rep.  367  ;  37  0.  G.  452  ;  Pel-  Frary,  &  Clark  (1881),  11  Fed.  Rep. 

ham  V.  Demarest  (1882),  12  Fed.  Rep.  880 ;  20  Blatch.  73 ;  21  0.  G.   1027 ; 

494  ;  22  0.  G.  772.  McKesson  v.  Camrick  (1881),  9  Fed. 

That  an  article  incapable  of  perform-  Rep.   44  ;  19  Blatch.   158  ;  21  O.  6. 

ing  the  functions  of  a  patented  device  137. 

cannot  be  an  infringement,  see  Railway         That  variations  in  size,  form,  and 

Register  Mfg.  Co.  v.  Broadway  k  Sev-  degree,   do  not  prevent  infringement, 

enth  Ave.  R.  R.  Co.  (1887),  80  Fed.  see  Asmus  «.  Alden   (1886),  27  Fed. 

Rep.  238  ;  40  0.  G.  1248.  Rep.   684  ;    36    0.   G.   231 ;    LnU  «. 

See  also  §  235  and  notes,  anU,  Clark  (1882),  13  Fed.  Repu  456  ;  22 

•  That  identity  in  mode  of  operation  0.  G.  1536  ;  21  Blatch.  95  ;  Judson  «. 
is  necessary  to  infringement,  see  Evory  Cope  (1860),  1  Fisher,  615  ;  1  Bond, 
V.  Burt  (1883),  16  Fed.  Rep.  112 ;  23  827. 

0.  G.  2121  ;  LuU  v.  aark  (1882),  13  That  an  invention  limited  to  certain 

Fed.  Rep.   456  ;  22  0.  G.   1535 ;  21  forms  is  infringed  only  by  the  use  of 

Blatch.  95.  those  forms,  see  Wright  v.  Yuengling 

See  also  §§  285,   886,   and  notes,  (1888),  42  0.  G.  829  ;  Doeh  v.  A.  J. 

ante.  Medlar  Co.    (1887),  40   0.  G.   1242; 

^  That  to  obtain  the  same  result  by  Toepfer  v,  Goetz  (1887),  41  O.  G.  983 ; 

the  same  mode  of  operation  is  infringe-  31  Fed.  Rep.  913. 

ment,  see  Shaver  i^.  Skinner  Mfg.  Co.  That  a  patent  limiting  the  invention 

(1887),  80  Fed.  Rep.  68 ;  41 0.  G.  232  ;  to  certain  materials  is  infringed  only  by 
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stitution  of  equivalents,  whether  greater  or  less  in  number 

than  the  discarded  elements,  and  though  performing  addi- 
tional functions ;  ®  the  capability  of  fewer  or  more  numerous 
uses  bj  reason  of  its  new  connections ;  ^  the  increase  or  dimi* 

the  nae  of  such  inaterul8»  see  Wetstem  of  the  same  effect*  is  a  use  of  the  pat* 

&  WeUa  M^.  Co.  r.  Rosenstock  (1887),  ented  inveution,  see  Johnson  v.  Willi- 

80  Fed.  Bep.  67  ;  41  0.  G.  354.  mantic    Linen  Co.   (1866),   83   Conn. 

That  a  change  of  arrangement  may  486. 
be  infringement,  see  BeUe  Patent  But«         That  to  make  new  devices  which  are 

ton  Fastener  Co.  v.  Lucas  (1887),  87  equivalents  of  the  patented  devioe,  but 

O.  G.  1004  ;  28  Fed.  Bep.  871.  go  beyond  it  and  include  mora,  is  in* 

That  where  the  same  result  is  ac«  fringement,   see   Loercher  v,  Crandall 

eomplished,    the   same    function    per-  (1881),  11  Fed.  Rep.  872 ;  20  Blatch. 

formed,  and  the  mode  of  operation  ia  106  ;  21  O.  G.  868. 
the  aame,  a  mere  difference  in  the  loca-         That  the  use  of  an  equivalent  is  not 

tion  of  parts  will  not  avoid  infringe-  an  infiringement  when  the  specification 

ment,  see  Kirk  v,  Du  Bois  (1887),  42  says  it  is  not  within  the  patent,  see 

O.  6.  297.  Byam  v.  Farr  (1852),  1  Curtia,  260. 

That  a  mere  formal  modification  af-         That  there  is  no  infringement  when 

feeting  only  the  quantity  of  the  result  an  essential  element  is   omitted   and 

does  not  avoid  infringement,  see  Coupe  another  substituted  accomplishing  the 

V.  Weatherhead  (1888),  28  O.  G.  1927 ;  same  result  in  a  different  manner,  see 

16  Fed.  Bep.  678.  Schmidt  v.  Freese  (1882),  12  Fed.  Rep. 

Thatthe  function  and  modeof  operation  568  ;  21  0.  G.  1876. 
of  the  plaintiff's  and  defendant's  devices         See  also  as  to  equivalents,  §§  245- 

being  identical,  the  latter  is  an  infringe-  258,  and  notes,  ante. 
ment,  though  the  means  of  oommuni-         ^  That  a  difference  in  the  purpose  for 

eating  power  may  differ,  see  Piper  o.  which  the  invention  is  used  will  not 

Shedd  (1885),  26  Fed.  Rep.  151 ;  85  prevent  an  infringement,  see  Thompeon 

0.  G.  256.  V,  Gildoreleeve  (1888),  48  0.  G.  886  ; 

See  also   aa   to   formal   diversities  Stegner  v.  Blake  (1888),  45  O.  G.  126. 
II  287-244,  and  notes,  amie.  That  a  device  may  be  an  infringi»' 

*  That  a  device  though  employing  ment  though  it  can  be  used  in  a  way  in 

eqnivalents  may  be  an  infringement,  which  the  patented  device  cannot,  see 

see  Barnes  v.  Ruthenberg  (1887),  40  Yale  Lock  Mfg.  Co. «.  Norwich  National 

O.  G.  698 ;  82  Fed.  Bep.  159 ;  Kim-  Bank   (1881),   6  Fed.   Rep.   877  ;    19 

ball  r.  Hess  (1888),  26  0.  G.  107  ;  15  Blatch.  128. 

Fed.  Rep.  893  ;  Carter  v.  Baker  (1871),         That  a  device  so  incorponted  Into 

4  Fisher,  404 ;  1  Sawyer,  512.  the  infringer's  machine  as  to  do  more 

That  the  substitution  of  one  known  effective  and  better  work,  or  even  dif- 

device  for  another,  though  complex,  is  fen^nt  work,  is  still  an  infringement, 

infringement,  see  Foster  v.  Moore  (1852),  see  Hartford  Woven  Wire  Mattress  Co. 

1  Cnrtia,  279.  «.  Peerless  Wire  Mattress  Co.  (1885), 

That  the  use  of  part  of  a  mechanical  23   Blatch.   227;  23  Fed.   Rep.   587; 

device,  invented  to  produce  a  particular  Buerk  v.   Valentine  (1872),  2  O.   G. 

general  effect,  in  connection  with  a  sub-  295  ;  5  Fisher,  366  ;  9  Blatch.  479. 
atitnted  device  to  produce  another  part         That  a  device  may  be  an  infringe- 

VOL.  IIL — 4 
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nation  of  simplicity  and  expensiveness ;  ^  the  separation  of 
the  invention  into  several  parts  or  the  consolidation  of  many 
parts  in  one ;  ^  the  addition  of  new  features,  whether  with  or 

without  improvement  in  the  operation  of  the  means ;  ^^  all 

these  are  changes  consistent  with  the  preservation  of  the 
identity  of  the  patented  invention,  and  with  its  wrongful  ap* 
propriation  by  the  alleged  infringer. 

ment  though  it  is  leas  osefal  than  tho  lofriDgement,    see   Sharer  «.   Skinner 

patented  inventioD,  see  Sewall  v.  Jones  Mfg.   Co.    (1887),   41  O.  G.   282 ;  80 

(1875).  91   U.  S.   171;  9  O.  G.   47;  Fed.    Rep.    68;    FQley    v.   LitUefield 

Union  Paper  Bag  Mach.  Co.  v.  Binney  Stove  Co.  (1887),  89  O.  G.  1208  ;  80 

(1871),  5  Fisher,  166.  Fed.    Bep.    434;    Wilson   v.    Cabley 

That  a  deyice  may  be  an  infringe-  (1886),  85  O.  G.  257 ;  26  Fed.  Rep. 

ment  though  it  only  accomplishes  in  156  ;  Hoff  v.  Iron  Clad  Mfg.  Co.  (1886), 

part  the  result  attained  by  using  the  85  O.  G.  1280  ;  27  Fed.  Bep.  307 ;  23 

patented  invention,  see  Coupe  V.  Weath-  Blatch.  481  ;  Beed  o.  Street  (1885),  34 

erhead  (1883),  16  Fed.  Bep.   673  ;  23  0.  G.  339  ;  Tate  v,  Thomas  (1885),  35 

O.  G.  1927  ;  SewaU  v.  Jones  (1875),  91  0.  G.  258  ;  27  Fed.  Bep.  806  ;  Filley 

U.  S.  171  ;  9  0.  G.  47.  r.  Littlefield  (1885),  25  Fed.  Bep.  282; 

Seealsoastodiversityofuse§§259-  Bostock  v.  Goodrich  (1884),  21  Fed. 

271,  and  notes,  anU,  Bep.    316  ;    29  O.   G.   278  ;    Frost  o. 

"  That  a  device  affecting  tho  same  Marcus  (1882),  13  Fed.  Bep.  88 ;  Union 
thing  in  the  same  way  is  an  infringe-  Stone  Co.  v,  Allen  (1882),  14  Fed. 
ment  though  it  be  simpler  and  cheaper,  Bep.  353  ;  Cross  v.  Mackinnon  (1882), 
see  Every  v.  Burt  (1883),  15  Fed.  Bep.  22  0.  G.  586  ;  11  Fed.  Bep.  601 ;  20 
112  ;  23  0.  G.  2121.  Blatch.  395  ;  Foyev.  Nichols  (1882).  18 
That  a  device  though  moreezpensively  Fed.  Bep.  125  ;  22  0.  G.  2243  ;  8  Saw- 
fitted  up  may  be  an  infringement,  see  yer,  201 ;  Brainard  v.  Gramme  (1882), 
Brown  v.  Guild  (1874),  23  Wall.  181 ;  12  Fed.  Bep.  621  ;  22  O.  G.  769  ;  20 
6  0.  G.  392.  Blatch.  530  ;  White  v.  Heath  (1882), 

That  difference  in  degree   may  be  10  Fed.  Bep.  291 ;  22  0.  G.  500  ;  Star 

infringement,  see    May   v.   County  of  Salt  Caster   Co.  o.  Alden  (1882),  10 

Fond  du  Lac  (1886),  27  Fed.  Bep.  691.  Fed.  Bep.  555  ;  Maxheimer  v.  Meyer 

9  That  to  divide  or  consolidate  parts  (1881),  20  Blatch.   17  ;  9   Fed.   Bep. 

does    not    prevent    infringement,    see  460 ;  20  0.  G.  1162 ;  Pennington  o. 

Thompson  v.   GUdersleeve   (1888),   43  King  (1881),  7    Fed.   Bep.    462  ;    19 

0.  G.  886  ;  Wheeler  v.  Clipper  Mower  O.  G.  1568  ;  Turrell  v.  Spaeth  (1878), 

&  Reaper  Co.  (1872),  2  0.  G.  442 ;  10  14  0.  G.  377  ;  3  Bann.  k  A.  458  ;  De 

Bktch.  181  ;  6  Fisher,  1  ;  Baldwin  v,  Florez  v.  Baynolds  (1878),  14  Blatch. 

Bernard  (1872),  2  0.  G.  820  ;  9  Blatch.  505  ;  3  Bann.  ft  A.  292  ;  Holbrook  i». 

509,  note  ;  5  Fisher,  442.  Small  (1876),  10  0.  G.  508  ;  Jackson 

That  if  material  parts  of  the  pat-  v.  Allen  (1876),  120  Mass.  64  ;  Bobett- 

ented  invention  are  omitted  there  is  no  son  v.  Blake  (1876),  94  U.  S.  728  ;  11 

infringement,  see  Snow  v.  Lake  Shore  0.  G.  877  ;  Carstaedt  r.  U.  S.  Corset  * 

&  Mich.  Southern  B.  B.  Go.  (1883).  25  Co.   (1876),  10   0.  G.    3  ;  13   Blatch. 

0.  G.  1280  ;  18  Fed.  Bep.  602.  871  ;  2  Bann.  &  A.  381 ;  Bichardson 

w  That  an  improvement  may  be  an  r.    Noyes    (1876),  10  0.   6.   507  ;  2 
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§  899.    Identity  may  Result  from  Use  as  well  as  from  Orlgliial 
Construction. 

The  identity  of  the  alleged  infringement  with  the  patented 
invention  is  not  to  be  determined  by  its  condition  merely  at 

Bann.  &  A.  898 ;  Westinghoiue  «.  Gani-  employed    increaBing  its   utility,    see 

ner  &  Ranson  Air  Brake  Co.  (1875),  Waterbary  Brass  Go.  o.  N.  Y.  &  Brook- 

9  O.  G.  538  ;  2  Bann.  &  A.  55  ;  La  lyn  Brass  Co.  (1858),  8  Fisher,  48. 
Baw  V.  Hawkins  (1874),  6  O.  G.  724  ;         That    an    improver   may    infringe 

1  Bann.  &  A.  428  ;  Baldwin  v.  Bernard  thoagh  his  improvement  gives  to  the 

(1872),  2  O.  G.  820  ;  5  Fisher,  442 ;  9  invention   all    its  value,   see  Gray  v. 

Blatch.  509,  note;  Woodward  v,  Mor-  James    (1817),   Peters    C.   C.   476;  1 

rison  (1872),  2  O.  G.  120  ;  5  Fisher,  Bobb,  140. 

357;  Holmes,   124;  Goodyear  Dental         That  an  improvement  has  supplanted 

Vulcanite  Co.  v.  Evans  (1868),  3  Fish-  the  patented  device  in  the  trade  does 

er,   890  ;  6  Blatch.  121 ;    Boberts  v.  not  prevent  it  from  being  an  infringe- 

Hamden  (1865),  2  Clifford,  500  ;  Forbes  ment,  see  Turrell  v.  Spaeth  (1878),  14 

V.  Barstow  Stove  Co.  (1864),  2  Clifford,  O.  G.  877  ;  3  Bann.  k  A.  458. 
879  ;  Howe  v,  Morton  (1860),  1  Fisher,         That  evidence  that  the  defendant's 

586  ;  Carr  v.  Rice  (1856),  1  Fisher,  device  is  better  than  the  plaintiff's  is 

198  ;  Pitts  V.  Wemple  (1855),  6  Mc-  only  admissible  to  show  snbetantial  dif- 

Lean,     558 ;    Wood  worth    v,    Bogers  ferenoe,   see  Alden  v,  Dewey  (1840), 

(1847),  8  W.  &  M.  185  ;  2  Bobb»  625  ;  1  Story,  836  ;  2  Bobb,  17. 
Gray  v.  James  (1817),  Peters  C.  C.  476  ;         That  if  an  alleged  original  invention 

1  Bobb,  140.  is  not  operative,  the  improver  does  not 

That  an  improvement  and  its  origi-  infringe  by  embodying  it  in  his  own, 

nal  are  separate   inventions,  and  the  see  Boyer  «.  Coupe  (1886),  39  O.  G. 

inventor  of  one  infringes  by  the  use  239  ;  29  Fed.  Bep.  358. 
of  the  other,  see  Boyer  v.  Coupe  (1886),         That  a  device  may  be  an  infringe- 

89    O.  G.    239  ;  29    Fed.   Rep.   858  ;  ment  though  it  works  better  than  the 

American  Bell  Telephone  Co.  v.  Dol-  patented  invention,  see  Howes  v,  Mc- 

bear  (1888),  23  0.  G.  535  ;  15  Fed.  Neal  (1878),  15  0.  G.  608  ;  15  BUtch. 

Rep.  448  ;  Robertson  «.  Blake  (1876),  108  ;  8  Bann.  &  A.  876 ;   Odiome  v, 

94  U.  S.  728  ;  11  O.  G.  877  ;  Fales  v.  Denney  (1878),  13  0.  G.  965  ;  8  Bann. 

Wentworth  (1872),  2  O.  G.  58 ;  Holmes,  &  A.  287  ;  Miller's  Falls  Co.  v.  Ives 

96  ;  6  Fisher,  802  ;  Whipple  r.  Baldwin  (1877),  14  0.  G.  203  ;  14  Blatch.  169  ; 

Mfg.  Co.  (1858),  4  Fisher,  29  ;  Fitter.  2  Bann.  &  A.  574  ;  McComb  «.  Brodie 

Wemple  (1855),  6  McLean,  558.  (1872),  2  0.  G.  117  ;  5  Fisher,  384 ; 

That  where  the  patentee  of  the  orig-  1  Woods,  153  ;  Carter  v.  Baker  (1871), 

inal  invention  and  the  patentee  of  the  4  Fisher,  404  ;  1  Sawyer,  512  ;  Forbes 

impfovement  make  a  contract  allowing  v.  Barstow  Stove  Co.  (1864),  2  Clifford, 

each  to  use  both  patents  in  a  different  879  ;  Cox  r.  Griggs  (1861),  2  Fisher, 

way,  if  either  uses  them  contrary  to  174 ;  1  Bissell,  862  ;  Whipple  v.  Mid- 

the  agreement  he  infringes,  see  Star  dlesex  Co.  (1859),  4  Fisher,  41 ;  Foss 

Salt  Caster  Co.  v.  Crossman  (1878),  4  v.  Herbert  (1856),  2  Fisher,  31 ;  1  Bis- 

Clifford,  568  ;  3  Bann.  k  A.  281.  sell,  121. 

That  a  device  may  be  an  infringe-         That  an  invention  may  be  an  in- 

ment  though   additional  elements  are  Iringement  though  it  does  more  than 
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the  time  of  its  original  construction.  The  cunning  of  infrin- 
gers is  not  allowed  to  circumvent  the  provisions  of  the  law 
for  the  protection  of  inventors.  An  instrument  which  in 
itself  maj  not  resemble  the  patented  inventiou,  even  in  its 
idea  of  means,  may  when  employed  in  practice  develop  new 
features  that  perform  the  functions  of  the  patented  invention 
by  the  same  mode  of  operation.  If  such  a  result  is  intended 
by  the  maker,  user,  or  seller  of  the  instrument,  or  follows 
necessarily  from  its  employment,  the  instrument  thereby  be- 
comes identical  with  the  patented  invention,  and  such  identity, 
by  virtue  of  the  intention  now  accomplished,  is  imputed  to 
the  instrument  in  its  original  condition.^    But  the  develop- 

the  patented  invention,  see  Shaver  r.  9.  Eames  (1888),  15  Fed.  Rep.  109  ;  38 

Skinner  Mfg.  Co.  (1887),  80  Fed.  Rep.  o.  G.  1128  ;  Union  Stone  Co.  v.  Allen 

68  ;  41  O.  O.  282  ;  Wilson  v.  Cnbley  ^1882),  14  Fed.  Rep.  868 ;  TuneU  v. 

(1886),  26  Fed.  Bep.  166  ;   85  0.  G.  Spaeth  (1878),  14  O.  G.  877 ;  8  Bann. 

257  ;  Zenn  v.  Kaldenberg  (1888),   16  &  a.  468 ;  Herring  r.  Nelson  (1877), 

Fed.  Rep.  689  j  28  0.  G.  2514  ;  Wilt  12  O.  G.  763 ;  14  Blatch.  298 ;  8  Bann.  A 

V,  Grier  (1881),  19  O.  G.  427  ;  6  Fed.  A.56;  Jackson  tr.  Allen  (1876),  120 Mass. 

Rep.  460;  California  Artificial  Stone  64  ;  Cochrane  v.  Deener  (1876),  94  U.  S. 

Paving  Co.  v.  Ferine  (1881),  20  O.  G.  780  ;  11  O.  G.  687  ;  McComh  v.  Brodie 

818  ;  8  Fed.  Rep.  821  ;  7  Sawyer,  190  ;  (1872),  2  0.  G.  117  ;  6  Fisher,  884  ; 

StTobridge  v.  Lindsay  (1880),  18  O.  G.  1  Woods,  163  ;  Chicago  Fruit  Honse 

62  ;  2  Fed.  Rep.  692  ;  6  Bann.  k  A.  Co.  v.  Busch  (1871),  2  Bissell,  472  ;  4 

411 ;  Williams  V.  Boston  k  Alhany  R.  R.  Fisher,  896  ;  Imlay  9,  Norwich  &  Wor- 

Co.  (1879),  16  O.  G.  906  ;  17  Blatch.  cester  R  ».  Co.  (1868).  1  Fisher,  840  ; 

21  ;  4  Bann.  &  A.  441  ;  Hart,  Bliven,  4  Bktch.  227  ;  Johnson  ».  Root  (1868), 

&  Mead  Mfg.  Co.   r.  Sargent  (1878),  1  Fisher,   851  ;  Canr  v.  Rice  (1866), 

14  O.  G.  45  ;    8  Bann.   &   A.   268  ;  1  Fisher,  198 ;  Pitte  •.  Wemple  (1856), 

Converse  v.  Cannon  (1875),  9  O.  G.  6  McLean,  558. 

105 ;  2  Woods,  7  ;  New  York  Rubber         That  a  device  may  be  an  infrioge- 

Co.  V.  Chaskel  (1875),  9  O.  G.  923  ;  nient   though    connected  with  naeleM 

Foss  V.  Herbert  (1856),  2  Fisher,  81  ;  additional  parts,   see  Poppenhnsen   v. 

1  Bissell,  121.  Falke  (1862),  2  Fisher,  218  ;  6  BktcL 

That  one  invention  may  include  46  ;  Poppenhnsen  v.  Falke  (1861),  8 
others  and  yet  infringe  the  patent  which  Fisher,  181;  4  Blatch.  498;  Water- 
protects  them,  see  Cochrane  r.  Deener  bury  Brass  Co.  v.  N.  Y.  &  Brooklyn 
(1876),  94  U.  S.  780 ;  11  O.  G.  687.  Brass  Co.  (1868),  8  FUher,  48. 

That  a  device  may  be  an  infringe*         §  896.  *  That  where  a  device  is  in- 

ment  though  used  in  oonneotion  with  tentionally  so  constructed  as  in  use  to 

other  devices  not  included  in  the  pat-  become  the  patented  invention,   it  is 

ent»  see  Wirt  v.  Brown  (1887),  80  Fed.  identical  therewith  and   an   infHnge- 

Rep.    188 ;    41    O.  G.   286 ;    Tate  v.  ment,  see   Page   v.  Ferry    (1867),    1 

Thomas  (1886),  80  0.  G.  846 ;  22  Fed.  Fisher,  298. 
Rep.  660  ;  Roemer  v.  Simon  (1884),  20         See  also  §  908  and  note  7,  poaL 
Fed.  Rep.  197  ;  28  0.  G.  194  ;  Andrews 
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ment  of  sach  new  features  without  the  intention  of  the  al- 
leged infringer,  as  by  accident  or  wear  and  tear,  does  not 
produce  an  identity  which  can  be  regarded  on  the  question  of 
infringement' 

§  896.    Identity  not  Controverted  by  the  Isene  of  a  Later  Patent 
for  the  Infringinf  InTention. 

The  fact  that  the  invention  made,  used,  or  sold  by  the  al- 
leged infringer  is  itself  the  subject  of  a  later  patent  does  not 
conclusively  establish  the  absence  of  identity.^  Every  patent  is 
prima  facie  evidence  of  the  novelty  of  the  invention  which  it 
claims,  and  every  patented  invention  is  thus  presumed  to  be  es- 
sentially different  from  every  other  until  the  contrary  appears.' 

<  Tlwt  t&  Article  which  is  not  an  0.  G.  105  ;  2  Woods,  7;  Goodyear  Deti- 

infringement  when  constructed  cannot  tal  Vulcanite  Co.  «.  Gardiner  (1871),  3 

become  such  by  accident,  or  wear  and  Clifford,  408  ;  4  Fisher,  224 ;  Goodyear 

tear,  or  ussge,  unless  so  intended,  see  Dental  Vulcanite  Co.  v,  Evans  (1868), 

Page  tr.  Perry  (1857),  1  Fisher,  298.  8  Fisher,  390  ;  6  Blatcb.  121 ;  Smith 

That  a  device  which  may  be  forced  v.  Pearce  (1840),  2  McLean,  176 ;  2 

to  operate  like  the  plaintiff's  device  is  Bobb^  18. 

not  an  infringement  if  such  use  was  That  where  a  later  patent  includes 
not  an  object  of  its  construction,  see  the  subject-matter  of  a  prior  patent 
Buzzell  r.  Andrews  (1885),  25  Fed.  Bep.  neither  patentee  can  use  the  other*8  in- 
822 ;  34  O.  G.  830.  vention  without  his  consent,  see  Can- 
See  also  |  008  and  note  7,  po§U  troll  v.  Wallick  (1886),  117  U.  S.  689  ; 
f  896.  1  That  a  patented  Invention  85  0.  G.  871. 
may  infringe  a  prior  patent,  see  Holli-  That  where  a  later  patent  includes 
dayv.  Pickhardt  (1882),  12  Fed.  Rep.  an  earlier,  a  stranger  cannot  defend 
147;  22  0.G.  420;  Brainard  v.  Gramme  against  the  second  patent  by  setting 
(1882),  12  Fed.  Rep.  621 ;  20  Blatch.  up  the  first,  see  Cantrell  o.  Wallick 
530  ;  22  0.  G.  769  ;  Stor  Salt  Caster  (1886),  117  U.  S.  689  ;  85  0.  G.  871. 
Co.  9.  Alden  (1882),  10  Fed.  Rep.  555  ;  >  That  it  is  presumed  that  use  under 
Pennington  V.  King  (1881),  7  Fed.  Rep.  one  patent  does  not  infringe  another, 
462 ;  19  O.  G.  1568 ;  Maxheimer  v.  see  Smith  v.  Woodruff  (1874),  4  0.  G. 
Meyer  (1881),  20  Blatch.  17;  20  0.  G.  635  ;  6  Fisher,  476 ;  1  MacArthur,  459. 
1162 ;  9  Fed.  Rep.  460  ;  Holly  o.  Ver-  That  the  grant  of  a  second  patent  is 
gennes  Mach.  Co.  (1880),  4  Fed.  Bep.  prima  facie  evidence  that  the  inven- 
74 ;  18  0.  G.  1177;  18  Blatch.  827;  tions  are  different,  and  that  the  later 
Nathan  v,  N.  Y.  Elevated  R.  R.  Co.  patented  invention  is  not  an  infringe- 
(1880),  2  Fed.  Rep.  225  ;  5  Bann.  &  A.  ment  of  the  former,  see  La  Baw  v, 
280  ;  Robertson  v,  Blake  (1876),  94  Hawkins  (^874),  6  O.  G.  724  ;  1  Bann. 
U.  8.  728  ;  11  O.  G.  877  ;  Cochrane  «.  &  A.  428  :  American  Pin  Co.  v.  Oak- 
Deener  (1876),  94  U.  8.  780  ;  11  0.  G.  vilk  Co.  (1854),  3  Blatch.  190. 
687;    Converse  v.   Cannon  (1875),   9 
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Where  two  patents  apparently  describe  and  claim  the  same  art 
or  article  the  question  of  identity  is  open  for  examination, 
with  the  presumption  in  favor  of  their  diversity;  but  when 
this  presumption  has  been  overcome,  through  the  application 
of  the  tests  by  which  identity  must  in  all  cases  be  finally 
determined,  the  later  patent  affords  no  protection  to  its  paten- 
tee  in  the  practice  of  the  invention,  and  does  not  in  any  degree 
relieve  him  from  liability  for  infringement  to  the  owner  of  the 
only  valid  patent. 

§  897.    Nature  of  the  Act  of  Infringement. 

The  nature  of  the  act  of  infringement  is  indicated  by  that 
of  the  exclusive  right  which  it  invades.  Hence  an  infringe- 
ment may  be  committed  either  by  making,  using,  or  selling 
the  patented  invention.^  These  words,  however,  are  inter- 
preted as  comprehending  every  method  by  which  the  inven- 
tion can  be  made  available  for  the  benefit  of  the  infringer, 
and  any  person  who  participates  in  any  wrongful  approprisr 
tion  of  the  invention  becomes  thereby  a  violator  of  the  rights 
protected  by  the  patent.'  Such  participation  may  be  direct 
or  indirect ;  it  is  sufficient  if  it  promotes  in  any  degree  the 

§  897.    1  In    Haselden    v.    Ogden         See  also  TuUle  v.  MattbewB  (1886), 

(1868),   3  Fiaher,  878,  Sberroao,   J.  :  28  Fed.  Rep.  98 ;  S6  O.  O.  694 ;  Sles- 

(880)    **An    infringement   ia  a  copy  singer  v.  BuckiDgham  (1883),  17  Fed. 

made  after  and  agreeing  sabetantially  Rep.   464 ;    8  Sawyer,  469  ;   AUis  v. 

and  in  principle  with  the  article  de-  Stowell  (1881),  19  O.  O.  727;  Carter 

scribed  in  the  letters-patent.    The  act  o.  Baker  (1871),  4  Fisher,  404 ;  1  Saw* 

of  Congress  confers  npon  the  patentee  yer,  612  ;  Waterbury  Brass  Co.  v.  N.  Y. 

and  his  assigns  the  exdosiye  right  to  &  Brooklyn  Brass  Co.  (1868),  8  Fisher, 

make,  to  use,  or  to  sell  to  others  to  be  48 ;  Boyd  v.  Brown  (1848),  8  McLean, 

used,  the  article  patented.    It  is,  there-  296  ;  2  Robb,  203. 
fore,  an  infringement  to  make  or  mann-         *  That  any  party  making  profits  by 

iacture  a  patented  article  though  it  is  an  infringement  is  a  wron^oer,  and  is 

nerer  used  by  the  maker.     It  is  like^  liable  to  the  patentee,  see  Vaughn  «. 

wise  an  infringement  to  use  a  patented  East'  Tennessee,  Viiginia,   ft   Geoigia 

article  though  made  by  another.     It  is  R.  R.  Co.  (1877),   11  O.  O.  789 ;   1 

also  an  infringement  to  sell  to  others  Flippin,  621 ;  2  Bann.  ft  A.  687. 
the  article  when  it  is  manufactured  by         That  to  share  in  the  fruits  of  an  in- 

another.    The  law  vests  the  exclusive  fringement  is  such  complicity  as  renders 

right  to  do  all  these  three  things  in  the  the  parties  jointly  liable,  see  Wells  «. 

patentee,  and  hence  for  another  to  do  Jaques  (1874),  6  0.  Q..364 ;  1  Bann.  ft 

one  or  all  of  them  is  an  infringement."  A.  60. 
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unauthorized  manufacture,  use,  or  sale  of  the  inyention.^  Thus 
when  a  patented  invention  is  inseparably  annexed  to  other 
property  without  permission  of  the  patentee,  any  one  who 
owns  or  uses  or  buys  or  sells  or  leases  such  property,  either 
as  principal  or  agent,  is  guilty  of  infringements  But  if  the 
interest  of  the  alleged  participant  is  not  dependent  on  the  in- 
vention, though  casually  enhanced  by  its  wrongful  use,  the 
enjoyment  of  such  interest  is  not  infringement.  Thus  where 
a  landlord  in  consideration  of  the  occupation  of  his  premises 
by  manufacturers,  who  employ  infringing  devices  in  their 
business,  receives  part  of  the  profits  of  their  business  in  ad- 
dition to  the  sums  paid  to  him  as  rent,  he  is  not  ipso  facto 
an  infringer,  although  he  Would  infringe  were  this  arrange- 
ment a  mere  cover  for  his  participation  in  the  operations  of 
his  tenants.^  For  while  the  law  does  not  impose  unwarrant- 
able burdens  on  the  public  by  holding  every  one  who  derives 
a  benefit  from  the  prohibited  manufacture,  use,  or  sale  of  an 
invention  responsible  as  an  infringer  of  the  patent,  it  does 
not  permit  any  one,  under  any  color  or  pretence,  to  employ 
the  patented  invention  as  a  means  of  advancing  his  own 
interest,  except  in  due  subordination  to  the  wishes  of  the 
patentee. 

§  896.   No  Act  an  Infringement  unless  it  AiFects  the  Pectmiaxy 
Interests  of  the  Owner  of  the  Patented  Invention. 

Moreover,  the  interest  to  be  promoted  by  the  wrongful  em- 
ployment of  the  invention  must  be  hostile  to  the  interest  of 

*  That  no  one  ean  infringe  anless  he  own  use,  and  who  pay  him  rent  and 
has  some  interest  in  the  making,  seU-  part  profits  of  their  business,  \b  not  an 
ing,  or  using  the  invention,  see  United  infringer,  see  Starrett  v,  Athol  Machine 
Nickel  Co.  v.  Worthington  (1882),  18  Co.  (1888),  14  Fed.  Rep.  910 ;  28  0.  O. 
Fed.  Rep.  892  ;  28  O.  O.  989.  1729. 

^  That  persons  owning,  renting,  or         That  where  sereral  parties  infringe, 

oocnp3ring  premises  on  which  an  in-  some  by  making,  others  by  selling,  the 

fringing  well  is  used,  or  buying  or  let-  infringing  articles,  the  infringement  is 

ting  such  premises  without  occupying  joint  and  several,  and  judgment  may 

them,  are  infringers,  and  liable  to  in-  be  rendered  against  each,  though  only 

junction    and   account,   see   Oreen   v,  one  satisfaction  can  be  had,  see  Jen- 

Gaidner  (1882),  22  O.G.  688.  nings  v,  Dolan  (1887),  29  Fed.  Rep. 

*  That  one  who  leases  to  persons  861 ;  88  0. 0.  1018. 
who  Infringe  by  making  tools  for  their 
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the  patentee.  The  interest  of  the  patentee  is  represented  by 
the  emoluments  which  he  does  or  might  receive  from  the 
practice  of  the  invention  by  himself  or  others.  These,  though 
not  always  taking  the  shape  of  money,  are  of  a  pecuniary 
character,  and  their  value  is  capable  of  estimation  like  other 
property.  Hence  acts  of  infringement  must  attack  the  right 
of  the  patentee  to  these  emoluments,  and  either  turn  them 
aside  into  other  channels  or  prevent  them  from  accruing  in 
favor  of  any  one.  An  unauthorized  sale  of  the  invention  is 
always  such  an  act.  But  the  manufacture  or  the  use  of  the 
invention  may  be  intended  only  for  other  purposes,  and  pro- 
duce no  pecuniary  result.  Thus  where  it  is  made  or  used  as 
an  experiment,  whether  for  the  gratification  of  scientific  tastes, 
or  for  curiosity,  or  for  amusement,  the  interests  of  the  paten- 
tee are  not  antagonized,  the  sole  effect  being  of  an  intellectual 
character  in  the  promotion  of  the  employer's  knowledge  or 
the  relaxation  afforded  to  his  mind.^  But  if  the  products  ol 
the  experiment  are  sold,  or  used  for  the  convenience  of  the 
experimenter,  or  if  the  experiments  are  conducted  with  a  view 
to  the  adaptation  of  the  invention  to  the  experimentor's  busi- 
ness, the  acts  of  making  or  of  use  are  violations  of  the  rights  of 
the  inventor  and  infringements  of  his  patent'    In  reference  to 

§  898.  1  That  to  experiment  with  a  ment,   see   TTnited   Telephone   Ca   v. 

patented   article    to   gratify    scientific  Sharpies  (1885),  L.  R.  29  Ch.  D.  164. 
tastes,  or  for  cariosity  or  amusement,         '  In    Poppenhusen    v.    New    York 

is  not  infringement,  see  Poppenhusen  Gutta    Percha    Comb    Co.    (1858),    2 

V.   Faike   (1861),    2    Fisher,    181 ;    4  Fisher,  62,  Ingersoll,  J. :  (72)   "The 

Blatch.   493 ;   Sawin  v.  Guild  (1818),  next    question,     gentlemen,    is,    Has 

1  Gallison,  485  ;  1  Robb,  47.  there  been  a  violation  or  infringement  f 

That  to  make  and  exhibit  at  a  fair.  It  is  said,  gentlemen,  that  there  has 

but  not  for  use  or  sale,  is  not  an  in-  not  been,  for  the  reason  that  whatever 

fringement,    see   Standard    Measuring  use  was  made  of  it  was  an  experimental 

Machine  Co.  v,  Teague  (1888),  15  Fed.  use,  —  a  use  merely  for  experiment,  and 

Bep.  890.  not  with  a  view  to  profit ;  and  when 

That  to  make  a  patented  article  in  there  has  been  no  profit  and  no  sale,  it 

order  to  experiment  with  it  as  a  basis  will  not  make  a  party  liable,  becauae 

for    proposed    improvements    by    the  the  patentee  would  not  be  injured  by 

maker   is    not    an    infringement*    see  it.    But  where,  gentlemen,  it  is  done 

Frearson  v,  Loe  (1878),  L.  R.  9  Ch.  as  a  matter  of  business,  where  the  prod- 

D.  48.  net  of  that  experiment  has  been  thrown 

That  to  use  for  the  experimental  in-  into  the  market  to  compete  with  the 

struction  of  pupils  may  be  an  infringe-  products  of  the  plaintiff,  although  he 
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Bttch  employments  of  a  patented  invention  the  law  is  diligent 
to  protect  the  patentee,  and  even  experimental  uses  will  be 
sometimes  enjoined  though  no  injury  may  have  resulted 
admitting  of  positive  redress.* 

§  899.   Iiililng«m«nt  not  Commlttad  by  PoMMaing;  Eatposlng  for 
8al%  Advertlsliig,  Ao. 

A  further  distinction  is  to  be  made  between  acts  which,  in 
tiiemselves  or  constructively,  are  acts  of  making,  use,  or  sale, 
and  acts  which  though  collateral  to  these  are  after  all  only 
evidence  that  these  acts  have  been  performed.  Among  the 
latter  are  the  mere  possession  of  the  patented  invention  when 
such  possession  does  not  constitute  its  use,  its  exposure  for 
sale,  its  exhibition  to  others  as  meritorious  and  effective,  ad- 
vertising it,  and  the  like ;  none  of  which,  taken  alone,  disturb 
the  enjoyment  of  his  property  by  the  patentee,  however  strong 
a  presumption  they  may  raise  of  its  invasion  by  acts  of  real 
infringement.^ 

§  900.   Inlrlngem«nt  not   Committed  by  Um   of  Part   of   the 
Patented  Invention. 

The  acts  of  manufacture,  use,  and  sale  must,  of  course, 
relate  to  the  precise  invention  claimed  in  the  patent.    To 

may  call  it  an  cocperiment,  yet,  if  it  is  tee  Palmer  v.  IJDited  States  (1885),  20 

m  matter  of  bnsmetB,  and  thrown  into  Ct  of  Claims,  482. 
the  market  for  the  pnrpoM  of  being        |  899.  ^  That  the  posseasion  of  in- 

■old,  and  ia  sold  with  his  other  prod-  fringing  articles  by  a  defendant  who 

nets,  why,  that  will  be  each  a  nse'  as  bought  them  for  use,  but  has  not  yet 

wiU  make  the  party  liable."  nsed   them,   is  an   infringement,   see 

See  also  Poppenhusen  9.  Falke(1861),  United   Telephone  Co.  v.  London    ft 

%  Fisher,  181 ;  4Blatch.  498  ;  Frearson  Globe  Telephone  Co.  (1884),  L.  R.  26 

V.  Loe  (1878),  L.  B.  9  Ch.  D.  48.  Ch.  D.  766  ;  Adair  v.  Young  (1879), 

•  That  experimental  making  and  nse  L.  R.  11  Ch.  D.  186  ;  12  Ch.  D.  18. 
ia  an  infringement  and  may  be   re-         That  exposure  for  sale  is  not  infringe- 

stiained  by  injunction,  though  no  ae-  ment,  see  Minter  v.  Williams  (1835),  4 

count  win  be  ordered,  see  Albright  v.  A.  &  K  251 ;  1  Web.  135. 
Celluloid  Harness  Trimming  Co.  (1877  )f         That   advertising  the  invention  is 

18  O.  G.  227;  2  Bann.  4  A.  629.  not  infringement,  see  AUis  v,  Stowell 

That  to  make  for  use  in  order  to  see  (1881),  19  0.  G.  727. 
whether  the  use  will  be  profitable,  and         That  advertising  the  device  is  strong 

using  for  that  puTpose,  is  an  act  de-  evidence  of  infringement,  see  Allis  v, 

manding  compensation  to^the  patentee,  Stowell  (1881),  19  0.  G.  727. 
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make  or  use  or  sell  a  part  of  the  invention,  especially  a  part 
covered  by  a  different  patent  or  disclaimed  in  the  patent 
which  protects  the  entire  invention,  is  not  an  infringement  of 
the  latter  patent.^  An  apparent  exception  to  this  rule  exists 
in  reference  to  machine  patents,  which  are  infringed  by  acts 
that  involve  so  much  of  the  invention  as  embraces  the  com- 
plete expression  of  its  structural  law ;  but  this  exception  is 
.  apparent  only,  for  such  acts  in  reality  appropriate  the  whole 
idea  of  means,  although  excluding  unessential  matters  of  con« 
struction.^  As  more  explicitly  stated  in  preceding  paragraphs, 
the  invention  made  or  used  or  sold  must  be  the  exact  patented 
invention,  —  identical  in  effect,  identical  in  function,  identical 
in  mode  of  operation. 

§  9#1.   Intention  of  Actual  Infringer  Immaterial :  When  Inten-^ 
tion  may  Bvidenoa  Infringement, 

As  a  general  proposition,  the  intention  with  which  an  act  of 
infringement  is  performed  is  immaterial.^  Tlie  rights  of  the 
patentee  are  equally  invaded  whether  or  not  the  infringer  pur- 
poses to  violate  them,  and  even  though  he  may  be  ignorant  of 
their  existence ; '  and  the  duty  of  the  law  to  redress  his  in- 

§  900.  ^  That  to  employ  a  distinct  That  to  make  and  improve  upon  a 

part  of  a  patented  invention  is  not  an  disclaimed  part  of  the  invention  is  not 

infringement,  unless  such  part  is  also  an  infringement,  see  Hatch  v.  Moffitt 

patented,  see  §§  923,  924,  and  notes,  (1883),  16  Fed.  Rep.  252. 

post.  3  That  a  machine-patent  is  infringed 

That  the  use  of  the  essential  parts  whenever  the  structural  law  of  the  ma- 

of  an  invention,  or  their  equivalents,  chine  is  employed,   though  the  parts 

is  an  infringement,  see  Sessions  v.  Ro-  vary   in   number   or   appearance,   see 

madka  (1884),  28  0.  G.  721 ;  21  Fed.  §  926  and  notes,  post, 

Bep.  124.  §  901.  1  That  the  motive  with  which 

That  it  is  no  infringement  of  a  pat-  an  infringement  is  committed  is  imma- 

ent  to  make  and  sell  that  part  of  the  terial,  see  Parker  v,  Hulme  (1849),  1 

patented  invention  which  is  not  covered  Fisher,  44. 

by  the  Claims  of  the  patent,  see  Simon  *  That  there  may  be  an  infringemoit 

V.  Neumann  (1884),  20  Fed.  Rep.  196  ;  though  the  infringer  does  not  work  by 

27  O.  G.  918.  the  patent  or  even  know  of  the  patent, 

That  there  is  no  infringement  where  see  Royer  v.  Coupe  (1886),  39  O.  G.  289 ; 

the  device  was  intended  to  be  a  repro-  29  Fed.  Rep.  858  ;  Matthews  «.  Skates 

duction  of  a  device  made  two  years  (1860),  1  Fisher,  602 ;  Parker  v.  Hulme 

before    the   patented    invention,    see  (1849),  1  Fisher,  44. 

Delamater  v.  Woodruff  (1882),  11  Fed.  That  all  persons  are  bound  to  take 

Rep.  414.  notice   of  a  patent  duly  iBsaed^  see 
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juries  is  not  affected  by  the  mental  condition  of  the  person  by 
whom  they  are  inflicted.'  But  there  are  many  actions,  equiy- 
ocal  in  character  so  far  as  the  external  operation  is  concerned, 
which  are  or  are  not  acts  of  infringement  according  to  the 
object  contemplated  by  their  actor, —  actions  otherwise  inno- 
cent thus  being  regarded  as  violations  of  the  rights  secured  by 
the  patent,  when  intended  as  parts  of  a  transaction  which 
taken  as  a  whole  would  be  an  infringement^  Like  the  specific 
intent  in  certain  criminal  cases,  the  intention  of  the  infringer 
thus  becomes  an  element  in  the  act  of  infringement,  the  men- 
tal and  physical  operations  concurring  to  complete  the  wrong 
by  which  the  exclusiye  privileges  of  the  patentee  are  violated.^ 

§  M2.   Infringement  tlurough  Ignorance  of  the  Patent,  how  Pre- 
vented. 

Tj/  guard  as  far  as  possible,  however,  against  an  ignorant 
infringement,  the  law  imposes  on  the  patentee  the  obligation 
of  notifying  the  public  of  his  claims  at  the  same  time  that  he 
informs  them  of  the  existence  and  the  mode  of  practising  his 
invention.  In  the  case  of  an  art  this  is  sufficiently  accom- 
plished by  the  patent  itself,  since  without  recourse  to  the  speci- 
fication, or  to  some  pne  whfi  had  learned  the  art  theref  rggpf  ^t 

national  Car  Biake  Shoe  Co.  «.  Terre  that  in  ita  nse  it  shaU  become  the  pat- 

Haute  Car  &  Mfg.  Co.  (1884),  28  O.  O.  ented  invention,  &c.,  &c.,  are  inMnge- 

1007  ;  19  Fed.  Rep.  514.  ments,  though  the  act  of  making  without 

*  In  Hogg  V.  Emenon  (1850)»  11  anch  intent  would  not  be,  see  {§  903, 
How.  687,  Woodbury,  J.  :  (607)  "The  924,  and  notes,  poet. 

intent  not  to  ixgure,  also,  never  ezon-  That  acts  of  user  or  sale  may  thus  be 
erates,  as  is  contended  in  these  cases,  changed  in  character  by  their  intent,  see 
from  all  damages  for  the  actual  iigury  §§  903-905,  924,  and  notes,  pott, 
or  encroachment,  though  it  may  miti-  ^  That  infringement  is  deliberate 
gate  them."  where  the  infringer  knows  of  the  pat- 
That  the  fact  that  an  infringement  ent,  though  he  supposes  that  a  patent 
aenres  the  public  does  not  excuse  it,  of  his  own  gives  him  the  right  to  use 
see  American  Bell  Telephone  Co.  v,  the  invention,  see  Burdett  v.  Estey 
Cuahman  Telephone  4b  Service  Co.  (1880),  8  Fed.  Rep.  566  ;  19  Blatch.  1 ; 
(1888),  45  0.  6.  1198.  6  Bann.  &  A.  308. 

*  That  an  act  of  making  with  intent  That  a  person  who  wrongfully  uses 
to  sell  or  use,  an  act  of  making  a  part  the  invention  under  claim  of  owner- 
with  intent  that  others  shall  make  the  ship  of  the  patent  ia  an  infringer,  see 
remainder  and  unite  them,  an  act  of  Continental  Store  Service  Co.  v.  Clark 
making  a  different  article  with  intent  (1885),  100  K.  Y.  365. 
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from  the  inventor,  the  public  could  not  gain  the  knowledge 
necessary  to  its  use.  But  in  the  case  of  a  patented  article 
the  article  itself,  being  permanent  and  susceptible  of  examina- 
tion, discloses  its  own  nature,  and  being  found  in  open  market 
communicates  to  the  public  such  knowledge  as  enables  them 
to  make  and  use  it,  and  may  thus  be  manufactured,  used,  and 
sold  by  others  without  any  intimation  of  the  exclusive  privi- 
leges of  the  patentee.  In  reference  to  patented  articles,  there- 
fore, the  law  provides  that  notice  of  the  inventor's  claims 
shall  be  given  to  the  public  by  stamping  the  word  ^^  patented  " 
with  the  date  of  the  patent  upon  each  article  itself  or  on  the 
package  which  contains  it ;  ^  and  that  upon  his  failure  so  to  do 
the  owner  of  the  patent  shall  not  recover  substantial  damages 
for  its  infringement  against  any  person  who  was  not  otherwise 
actually  notified  of  the  existence  of  the  patent  and  his  own 
violation  of  its  claims. 

§  903.    Infringement  by  Unlawfhl  Making. 

The  act  of  making  can  be  predicated  only  of  an  article  as 
distinguished  from  an  art,  —  the  latter  being  intangible  and 
fugitive,  capable  of  use  but  not  of  manufacture  or  of  sale. 
Making  may  consist  in  the  construction  of  the  article,  or  in 
such  repairs  upon  it  as  amount  to  an  entire  or  partial  re-con- 
struction.^ The  act  of  making  is  complete  when  the  article 
exists  in  a  condition  fit  for  use,  though  still  in  parts  which 

1 902.  1  That  a  defendant  oaanot  be  specially  daimi  that  part  ia  infiinge- 

held  in  damages  as  an  infringer  if  the  ment,  see  GoUfned  v.   Conrad  Seipp 

patentee  pat  his  invention  on  the  market  Brewing  Co.  (1881 ),  8  Fed.  Bep.  88S ; 

unsftampedy  nnless  he  had  notice  of  the  10  Bissell,  868. 

patent,  see  Allen  v.  Deacon  (1884),  10  That  where  the  differsnt  parts  of  a 

Sawyer,  210 ;  21  Fed.  Bep.  122.  machine  are  covered  by  different  patents 

See  also,  on  the  duty  of  stamping,  a  purchaser  of  the  machine  from  the 

etc.,  §  628  and  notes,  arUe.  patentee  cannot  replace  one  of  the  parts 

I  903.  ^  That  an  infringement  may  be  separately  patented  when  worn  ont,  see 

committed  by  repairing  asweU  as  making  Singer  Mfg.  Co.  v.  Springfield  Foundry 

the  invention,  if  repairing  involves  re-  Co.  (1888),  34  Fed.  Bep.  898. 

constmction  either  in  whole  or  in  part,  That  a  machine  wrongfally  sold  by 

see  Goodyear  Dental  Vulcanite  Co.  «.  an  infringer  cannot  be  repaired  without 

Preterre    (1878),   14  0.  G.   846 ;    15  further  infringement,  see   Graham  v. 

Blatch.  274  ;  8  Bann.  4  A.  471.  Mason  0872),  1  O.  G.  609 ;  Holmes, 

To  replace  a  part  where  the  patent  88  ;  6  Fisher,  290. 
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are  to  be  united  by  the  user.'  To  make  a  patented  article  is 
not  ipsofaeto  an  infringement'  The  intent  of  the  maker  here 
determines  the  legal  complexion  of  his  act,  the  purpose  of  the 
manufacture  being  an  essential  element  of  the  transaction. 
To  make  as  an  experiment  only,  or  for  exhibition  as  a 
specimen  of  the  manufacturer's  mechanical  skill,  is  not  in- 
fringement.^ To  make  for  practical  use  or  for  sale  is  an  in* 
fringement  although  the  article  be  never  used  or  sold,  or  be 
sold  or  used  outside  the  territorial  limits  within  which  it  is 
protected  by  the  patent.*  To  make  a  single  part  of  the  inven- 
tion with  intent  to  use  it  in  connection  with  the  other  parts 
already  made,  or  to  sell  it  to  others  by  whom  it  will  be  united 
with  the  remaining  portions  of  the  article  elsewhere  obtained, 
is  also  an  infringement.^  To  make  a  different  article  intending 
that  by  use  it  shall  become  the  patented  article,  is  likewise  an 
infringement,  —  the  maker  being  responsible  for  such  changes 
as  he  contemplates  in  making  it,  though  not  for  tliose  which 
without  his  co-operation  are  subsequently  introduced  by  those 
who  use  it.7    On  the  other  hand,  to  make  the  same  tangible 

*  That  to  oonBtTQct  the  parts  ready  to  uae  it,  or  to  seU  it  to  be  used,  ia 
for  uDton  by  the  purchaser  ui  makan^  cooneotion  with  the  other  parts  of  the 
see  §  924  and  notes,  jxmL  invention,  is  infringement,  see  CeUoloid 

*  That  a  mere  making,  without  in-  Mfg.  Co.  v.  American  Zylonite  Co. 
tent  to  sell  or  nse,  is  not  infringement,  (1887),  SO  Fed.  Rep.  487  ;  40  O.  G. 
see  §  898  and  notes,  anU.  1453 ;  TraTers  v.  Beyer  (1886),  26  Fed. 

^  That  to  make  for  experiment,  or  Kep.  450 ;  28  Bkitoh.  428  ;  Snyder  v. 

amusement,  or  exhibition  merely,  is  not  Bunnell  (1886),  29  Fed.  Bep.  47  ;  S8 

an  infringement,  see  Standard  Measur-  0.   Q.   1180;  Schneider  v.    Pountney 

ing  Machine  Co.  v.  Teague  (1888),  15  (1884),  21  Fed.  Rep.  899  ;  29  0.  O.  84. 

Fed.  Bep.  890  ;  Poppenhusen  v,  Falke  See  also  §  901  and  notes,  amie^  and 

(1861),  2  Fisher,  181 ;  4  Bktoh.  498.  §  924  and  notes,  po&l. 

See  also  |  898  and  notes,  anU.  ^  That  to  make  a  device  with  a  view 

*  That  it  is  an  infringement  to  make  to  a  result  produced  by  its  use  which 
an  article  for  use,  though  it  is  never  would  make  it  the  same  as  the  patented 
used  or  sold,  see  Haselden  v.  Ogden  device  is  infringement,  see  N.  Y.  Bung 
(1868),  8  Fisher,  878  ;  Whittemon  &  Bushing  Co.  v.  Hoffman  (1881),  20 
V.  Cutter  (1813),  1  Gallison,  429  ;  1  Blatch.  8  ;  90  0.  G.  1451  ;  9  Fed.  Rep. 
Bobb,  28.  199 ;  American  Diamond  Bock  Boring 

That  to  make  for  sale  abroad  is  an  Co.  v.  Sullivan  Mach.  Co.  (1877),  14 

infringement,   see  Ketcbum  Harvester  Blatch.    119 ;    2   Bann.    &    A.    522 ; 

Co.  «.  Johnson  Harvester  Co.   (1881),  Renwick  v.  Pond  (1872),  2  0.  G.  892 ; 

8  Fed.  Rep.  586  :  19  Blatch.  867.  10  Blatch.  39  ;  5  Fisher,  569. 

*  That  to  make  a  part  with  intent         That  an  innocent  manufacturer  does 
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article  for  use  or  sale  but  as  the  embodiment  of  a  distinct 
idea  of  means,  or  to  make  a  single  part  not  intended  by  the 
maker  for  use  in  union  with  the  other  parts,  or  to  replace  a 
part  not  covered  by  the  patent,  are  not  infringements.^  A 
patent  for  the  use  of  an  article  is  not  invaded  by  the  act  of 
making  it,  nor  is  the  maker  liable  for  its  use  by  those  to  whom 
he  sells  it.^  To  make  by  the  agency  of  others,  whether  work- 
men or  co-partners,  is  infringement,  and  though  the  maker 
pays  for  the  articles  only  by  the  piece  and  when  completed 
and  delivered.^^ 

§  904.    Infringement  by  Unlawful  Using. 

To  use  a  patented  art  or  article  for  purposes  of  experiment 
only  is  not  an  infringement.  But  to  employ  it  in  any  manner 
for  beneficial  uses  of  a  pecuniary  character  is  an  invasion  of 
the  privileges  of  the  patentee.  It  is  immaterial  that  the  arti* 
cle  was  made  by  others  and  has  been  purchased  by  the  user, 
or  now  subsists  in  an  altered  condition,  or  is  divided  into  pajrts 

not  infringe  through  changes  made  in  See  also  §  280  and  notes,  anU, 

\\b  device  after  it  leaves  his  hands  and  That  to  make  an  article  which  may 

control,  see  De  Long  v.  Bickford  (1882),  be  used  in  combination  with  others  to 

^8  Fed.  Rep.  82  ;  22  0.  O.  2242.  form  a  patented  invention  is  not  in- 

That  it  is  not  an  infringement  to  fringement,  unless  intended  for  snch 

make  a  device  which  can  be  forced  to  use,  see  Campbell  v,  Kavanaugh  (1882), 

operate  like  the  patented  invention  if  11  Fed.  Rep.  88  ;  20  Blatch.  256. 

such  was  not  the  intention  of  the  maker,  See  also  §§  900,  901,  and  notes,  ante, 

see  Buzzell  v.  Andrews   1885),  25  Fed.  and  §  924  and  notes,  poat. 

Rep.  822 ;  84  0.  G.  830.  •  That  a  patent  covering  only  the 

That  to  make  an  article,  not   in-  "use"  of  a  certain  thing  is  not  in* 

tended  to  resemble  the  patented  inven-  fringed  by  "making"  or  ''selling*'  it, 

tion,   but  which  becomes  like  it    by  nor  are  the  maker  or  seUer  responsible 

accident,   wear  and  tear,   or  usage,  is  for  its  use,  see  Keystone  Bridge  Co.  v. 

not  an  infringement,  see  Page  v.  Ferry  Phoenix  Iron  Co.  (1872),  5  Fisher,  488 ; 

(1857),  1  Fisher,  298.  1  O.  G.  471. 

*  That  if  the  article  embodies  a  dis-  ^^  That  it  is  an  infringement  to  em* 
tinct  idea  of   means  and  was  so  in-  ploy  a  workman  to  infringe,  see  Light- 
tended,   though  apparently  similar  to  ner  v.  Brooks  (1864),  2  Clifford,  287. 
the  patented  invention,  its  manufac-  That  a  manufacturer  infringes  if  his 
tnre  is  not  infringement,  see  National  men  work  by  the  pfece  in  making  the 
Car  Brake  Shoe  Co.  v,  D.,  L.  k  N.  device,  see  Wooster  v.  Marks  (1879),  17 
R.  R.  Co.  (1880),  4   Fed.  Rep.   224;  Blatch.  868. 
Pitts  r.  Wemple  (1855),  1  BiaseU,  87 ; 
2  Fisher,  10. 
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which  are  Buccessively  employed,  or  is  applied  to  different 
purposes  from  those  intended  hy  the  inventor  or  to  but  one 
of  several  purposes  for  which  it  was  designed,  or  is  joined 
with  new  elements  which  enable  it  to  perform  additional  func- 
tions, or  is  divested  of  its  non-essential  features,  —  the  use  is 
still  an  infringement  of  the  patent,  however  meritorious  may 
be  the  new  uses  or  improvements  discovered  and  made  availa- 
ble by  the  infringer.^  To  use  in  part  with  intent  that  others 
shall  complete  the  operation,  or  to  use  only  through  the  agency 

I  904.  >  That  to  nae  an  inMoging         That  to  use  a  less  quantity  of  a  pat- 

device  made  by  another  is  an  infringe-  ented  material  is  infringement,  see  Cel- 

ment,  see  Haselden  o.  Ogden  (1868),  luloid  Mfg.  Co.  v.  Chrolithion  Collar 

8  Fisher,  878.  &  Cuff  Co.  (1885),  81  0.  G.  619  ;  28 

That  the  use  of  the  device  in  an  Fed.  Rep.  897. 
altered  condition  is  infringement,  see         That  the  use  of  the  essential  fea» 

lUinois  Central  R.  R.  Co.  v.   Tunill  tures  of  the  invention  or  their  equiva- 

(1876),  94  U.  S.  695  ;  12  0.  G.  709.  lents  is  infringement,  see  Sessions  v. 

That  to  divide  a  single  part  into  Romadka  (1884),   28   0.   6.   721 ;    21 

two  parts,  doing  the  same  thing   in  Fed.  Rep.  124. 

the    same   way,   is   infringement,    see         That  the  use  of  a  device  which  is  an 

Wheeler  v,  Clipper  Mower  4b  Reaper  equivalent  for  the  patented  device  and 

Co.   (1872),  2  0.  G.  442 ;  10  Blatch.  more,  though  in  a  way  in  which  the 

181 ;  6  Fisher,  1.  patented  device  cannot  be  used,  is  in- 

That  to  use  two  dies  instead  of  one  Mngement,  see  Yale  Lock  Mfg.  Co.  v. 

may  be  an  infringement,  see  Baldwin  Norwich  National  Bank  (1881),  6  Fed« 

V.   Bemanl   (1872),   2  0.   0.   820  ;  9  Rep.  877  ;  19  Blatch.  128. 
Blatch.  509  note  ;  5  Fisher,  442.  That  the  use  of  a  separable  patented 

That  to  take  an  invention  for  one  part  of  the  invention  is  an  infringement, 

purpose  only  is  an  infringement,  see  see  Fetter  v.  Newhall  (1888),  21  Blatch. 

Adair  v,  Thayer  (1880),  4  Fed.  Rep.  445  ;  17  Fed.  Rep.  841  ;  25  0.  G.  502. 
441  ;  17  Blatch.   468  ;  5  Bann.  4b  A.         That  it  is  not  infringement  for  the 

118.  purchaser  of  a  device  to  use  it  in  a  way 

That  to  use  a  patented  device  for  a  forbidden  to  his  vendor,  see  Goodyear 

new  purpose  is  infringement,  see  Zinn  v.  Beverly  Rubber  Co.  (1859),  1  Clif- 

V.  Weiss  (1881),  7  Fed.  Rep.  914.  ford,  848.    But  see  §§  824,  826,  and 

That  the  use  of  an  invention  for  a  notes,  ante, 
purpose  not  specified  nor  contemplated         That  a  purchaser  from  a  later  inven- 

by  the  inventor  is  infringement,   see  tor  cannot  use  the  device,  pending  an  in* 

Cincinnati    Ice    Mach.    Co.    v.    Foss-  junction  against  such  inventor,  without 

Schneider  Brewing  Co.  (1887),  81  Fed.  infringing,  see  Woodworth  v.  Edwards 

Bepi  469.  (1847),  8  W.  &  M.  120  ;  2  Robb,  610. 

That  to  use  an  invention  for  a  part         That  the  use  of  an  invention  involv- 

of  an  operation,  instead  of  the  whole,  ing  a  patented  process  is  a  continuing 

*^^  is  infringement,  see  Fames  v.  Andrews  infringement,   see   Beadle   v.   Bennett 

(1887),  122  U.  a  40  ;  89  0.  G.  1819.  (1887),  122  U.  S.  71 ;  89  0.  G.  1S26. 
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of  others  who  furnish  to  their  principal  the  finished  product 
resulting  from  such  use,  is  likewise  an  infringement.^ 

§  905.    Infringement  by  Unlawful  Belling. 

To  sell  a  patented  article  without  authority  from  the 
patentee  is  always  an  infringement.  A  sale,  in  its  true 
legal  sense,  imports  a  transfer  of  the  ownership  of  property, 
accompanied  by  its  delivery  to  the  vendee,  in  consideration 
of  a  price  or  recompense  in  value.  But  any  form  of  trans- 
fer, under  whatever  disguise  concealed,  which  directly  or 
indirectly  passes  the  apparent  title  from  one  person  to  an- 
other, is  a  sale  within  the  purpose  and  construction  of  the 
Patent  Laws,  and  makes  the  transferor  an  infringer  of  the 
patent.^  To  sell  a  part  of  the  invention  with  the  intent 
that  it  shall  be  united  or  used  in  connection  with  its  other 
parts,  to  sell  a  different  article  with  the  intent  that  in  its  use 
it  shall  become  the  one  claimed  in  the  patent,  to  transport 
knowingly  for  use  and  sale  in  collusion  with  infringing  makers 
or  vendors,  are  also  acts  of  infringement'    But  a  sale  pro- 

*  That  a  partial  aae  to  be  completed         J  905.     ^  That     any     tranaactioD, 

bj  others  is  an  infringement,  see  §  901  whether  it  assomo  the  form  of  a  sale 

and  notes,  mite,  and  §  924  and  notes,  proper  or  an  exchange  or  a  judgment 

posL  and  recovery,  or  any  other  transfer  of 

That  a  merely  colorable  contract  for  ownership,  is  a  sale  within  the  intent 

the  product  by  one  who  procures  the  of  the  Patent  Laws,   see  §  1252  and 

infringing  machine  or  process  to  be  used  notes,  pod. 

for  his  benefit  is  an  infringement,  see         That  to  sell  an  inftinging  article 

Keplinger   v.   De   Young    (1825),    10  is  an  infringement  whoever  may  have 

IVheaton,  858  ;  1  Robb,  458.  been  the  maker,  see  Haselden  v.  Ogden 

That  a  person  who  makes  a  bona  fide  (1868),  8  Fisher,  878. 
contract  with  an  infringer  to  take  the         That  it  is  not  infringement  to  make 

entire  product  of  the  infringing  process  and  sell  to  one  who  has  a  license  to  use, 

or  machine  is  not  per  ae  an  infringer  where  the  invention  is  a  mere  appen- 

himself,  though  he  knows  that  the  ma-  dage  and  the  patentee  has  agreed  to 

chine  or  process  is  an  infringement,  see  license  all  makers  who  apply,  see  Saxe 

Keplinger   v,   De    Young   (1825),    10  v.    Hammond    (1875),  7  O.  6.   781; 

Wheaton,  858  ;  1  Bobb,  458.  Holmes,  456 ;  1  Bann.  &  A.  629. 

That  where  the  users  of  an  infringing        '  That  the  manufacture  and  sale  of 

machine  lease  it  to  others  who  use  it  in  a  part  of  the  device,  with  intent  that  it 

complicity  with  the  lessors,  they  may  shall  be  used  in  infringing  the  patent, 

be  joined  as  defendants,  being  joint  in-  is  itself  an  infringement,  see  Travers  v. 

fringers,  see  Wells  v.  Jaques  (1874),  5  Beyer   (1886),  26  Fed.  Rep.  460 ;   2S 

O.  Q.  864  ;  1  Bann.  &  A.  60.  Blatch.   428  ;   Schneider  v.   Pountney 
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cured  by  the  patentee  or  his  agent  is  not  an  infringement, 
although  it  furnishes  evidence  of  other  sales  which  are  in- 
fringements.^ The  sale  of  a  part  covered  by  one  patent  is  not 
an  infringement  of  a  dififerent  patent  for  the  entire  article, 

(1884),  21  Fed.  Bep.  899 ;   29  O.  G.  That  to  make  and  sell    materials, 

84.  knowing  and  intending  their  use  for 

That  a  sale  of  a  machine  to  be  nsed  infringing  purposea,  makes  the  seller  a 

in  infringing  a  patented  combination  is  joint  infringer,  see  ^Celluloid  Mfg.  Co. 

an  infringement,  see  Holly  V.  Yergennes  v.   American  Zylonite  Co.  (1887),  80 

Mach.  Co.  (1880),  4  Fed.  Bep.  74 ;  18  Fed.  Rep.  487;  40  0.  6.  1458. 

BUtch.  827;  18  0.  G.  1177.  That  knowingly  to  transport  an  in- 

That  sale  of  part  of  an  article  is  not  yention  to  be  nsed  by  consignees  in  vio- 

ipso /ado  ui  infringement,  see  American  lating  a  patent  is  an  infringement,  see 

Cotton  Tie  Co.  v.  Simmons  (1882),  106  American  Cotton  Tie    Supply  Co.   i*. 

U.  a  89  ;  22  0.  G.  1976.  McCready  (1879),   17  0.  G.  565  ;    17 

That  the  sale  of  an  article  which  can  Blatch.  291 ;  4  Bann.  &  A.  588. 

be  used  only  for  the  purpose  of  an  in-  That    infringement    by    complicity 

fringement  is  itself  an  infringement,  see  must  be  clearly  prored  both  as  to  act 

Snyder  «.  Bunnell  (1886),  29  Fed.  Bep.  and    intent,    see   Snyder   v,    Bunnell 

47;  88  0.  G.  1180  ;  Akbastine  Co.  v.  (1886),  88  0.  G.  1180  ;  29  Fed.  Rep.  47. 

Payne  (1886),  27  Fed.  Bep.  559 ;   85  *  In  De  Florez  v.  Raynolds  (1878), 

O.  G.  1488.  14  Blatch.   505,   Wheeler,   J.  :    (509) 

That  mere  capability  of  use  for  in-  "The  infringement  shown  is  by  pnx<f 

fringing  purposes  does  not  make  the  of  the  sale  of  a  can  by  the  defendants, 

wUer  an  infringer,  see  Snyder  v.  Bun-  purchased  for  and  by  the  direction  of 

nell  (1886),  88  0.  G.  1180  ;  29  Fed.  the  orators.    It  is  claimed  that  the  ora- 

Bep.  47.  tors  so  participated  in  this  transaction 

That  to  make  and  sell  an  instrument  that  the  defendants  caunot  be  liable  on 
capable  of  being  used,  and  designed  to  account  of  it.  This  is  probably  true, 
be  used,  to  effect  the  result  of  the  pat-  and  if  this  was  all  the  defendants  hare 
ented  invention  by  the  means  described  done  the  orators  would  not  be  entitled 
in  its  claims  is  an  infringement,  see  to  a  decree.  But  this  can  was  pur- 
Ren  wick  «.  Pond  (1872),  2  0.  G.  892 ;  chased  of  the  defendants  in  the  usual 
10  Blatch.  39  ;  5  Fbher,  569.  course  of  their  business,  which  is  some 

That  to  make  and  sell  a  device  which  evidence  that  they  are  dealing  in  those 
in  xuang  it  wiB  become  the  same  device  articles.  This  evidence  they  have  not 
covered  by  the  patent  is  infringement,  met  and  denied,  but  have  rather  sup- 
see  N.  T.  Bung  &  Bushing  Co.  v.  Hoff-  ported.  From  it  it  is  found  that  they 
man  (1881),  20  Blatch.  8 ;  20  0.  G.  are  dealing  in  these  infringing  cans  in 
1451;  9  Fed.  Rep.  199;  American  such  a  manner  that,  except  as  to  this 
Diamond  Rock  Boring  Co.  v.  Sullivan  one  purchased  for  the  orators,  they  are 
Mach.  Co.  (1877),  14  Blatch.  119  ;  2  liable  to  account,  and  to  prevent  which 
Bann.  k  A.  522.  they  should  be  restrained."    8  Bann.  & 

That  to  sen  with  such  directions  as  A.  292  (296). 

to  use  as,  by  the  use,  to  copy  the  pat-  See  also  Byam  v.  Bollard  (1852),  1 

ented  invention,  is  an  infringement,  see  Curtis,  100. 
Boyd  V.  Cherry  (1883),  4  McCnry,  70. 
VOL.  m.  —  5 
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nor  is  the  sale  of  a  part  not  intended  for  use  in  the  infringing 
article,  though  capable  of  such  use  as  well  as  others.^  A  sale 
bj  a  sheriff,  under  legal  process,  of  the  materials  of  a  patented 
article,  though  ready  to  be  united  and  practically  used,  is  not 
infringement.^  A  patent  for  the  use  of  the  article  is  not  in- 
fringed by  selling  it,  nor  is  the  vendor  responsible  for  its  use 
by  his  own  vendees.^  An  infringing  sale  may  be  effected 
through  the  agency  of  others,  for  whose  acts  the  principal 
must  answer  as  if  they  were  committed  by  himself.^  But  acts 
of  agents  outside  their  authority  implicate  themselves  alone ; 
and  personal  representatives,  by  wrongful  sales  of  patented 
articles  found  among  the  assets  of  the  decedent,  create  no 
liability  against  his  estate.® 

§  906.   Infringement   a  Single   Tort  though  Embracing  Acts  of 
Makings  Use,  and  Sale. 

Although  a  complete  infringement  is  committed  by  a  single 
act  of  either  making,  use,  or  sale,  yet  when  the  same  person 
performs  two  or  more  of  these,  the  number  of  the  infringe- 
ments is  not  thereby  increased.  To  make  and  use,  or  to  make 
and  sell,  or  to  make  and  use  and  sell  are  the  same  tort,  per- 
petrated through  the  medium  of  different  acts,  and  constitut 
ing  a  single  cause  of  action.^    The  measure  of  damages  may 

*  That  to  sell  a  part  covered  by  one  Keystone  Bridge  Co.  v.  Phoenix  Iron 
patent  does  not  infringe  another  patent  Co.  (1872),  5  Fisher,  468 ;  1  0.  6. 
covering  the  whole,  see  Btierk  v.  Im-    471. 

haeuser  (1876),  11  O.  G.  112  ;  2  Bann.  ^  That  a  sale  by  an  agent  is  infringe- 

&  A.  465.  ment  by  the  principal,   see  Jones  «. 

That  to  make  and  seU  a  useless  part  Sewall  (1878),  8  aifford,  568  ;  6  Fisher, 

of  a  structure,  not  sold  to  be  used  nor  843 ;   8  0.  G.   680  ;   Poppenhusen  v. 

used  in  an  infringing  structure,  is  not  N.  Y.  Gutta  Percha  Comb  Co.  (1858), 

an  infringement,  see  Campbell  v.  Eaya-  2  Fisher,  62. 

naugh  (1882),  11  Fed.  Rep.  83 ;    20  >  That  a  sale  of  infringing  articles 

Blatch.  256.  by  an   administrator  does   not   make 

*  That  a  sale  of  the  materials  of  a  the  estate  liable  for  infringement,  see 
patented  device  by  a  sheriff  on  legal  Thompson  v.  Canterbury  (1881),  2 
process  is  not  infringement,  see  Sawin  McCrary,  882. 

V.  Guild  (1813),   1   Gallison,  485  ;    1  §  906.  i  In  Steam  Stone  Cutter  Co. 

Robb,  47.  V.  Sheldon  (1884),  21  Fed.  Rep.  875, 

«  That  a  patent  for  the  "use"  is  not  Wheeler,  J.  :  (877)  "  The  orator  could 

infringed  by  a  "sale,"  nor  is  the  seller  not  in  any  mode  recover  both  for  the 

liable  for  the  use  by  the  vendee,  see  profits  of  the  sale  for  use  and  the  profits 
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differ,  as  will  be  hereafter  seen,  as  one  or  more  of  these  acts 
enter  into  the  infringement,  but  for  all  purposes  of  compensa- 
tion to  the  patentee,  and  of  judicial  restraint  on  the  infringer, 
they  are  one  wrong  demanding  but  one  redress.^ 

§  907.    No  In£ringement  can  be  Committed  before  the  laane  of 
the  Patent. 

No  act  of  making,  use,  or  sale  can  be  an  infringement  of  a 
patented  invention  unless  it  be  performed  during  the  life  of 
the  patent.  An  infringement  may  indeed  be  committed  by 
the  use,  after  the  patent  issues,  of  a  device  constructed  before 
the  creation  of  the  monopoly,  notwithstanding  the  good  faith 
of  its  purchaser  or  maker  and  his  belief  that  it  will  never  be 
protected  by  a  patent.^  But  an  unauthorized  appropriation  of 
the  invention,  before  the  patent  issues,  although  a  tort  for 
which  the  inventor  has  his  remedy,  is  not  an  infringement 

of  the  use.    Each  was  a  trespass  upon         §  907.  ^  In  ETans  v.  Weiss  (1809), 

the  orator's  exclnsive  rights,  bat  not  2  Wash.  842,  Washington,  J. :  (844)  "It 

a  separate  and  distinct  trespass.    A  re-  most  be  admitted,  that  cases  of  great 

eoTery  for  one  would  inclnde  a  recovery  hardship  may  occor,  if,  after  a  man  shall 

for  a  part,  at  least,  of  the  other,  so  that  have  gone  to  the  expense  of  erecting 

a  recovery  could  be  had  for  either,  but  a  machine,  for  which  the  inventor  has 

not  for  both.    The  orator  having  had  not  then,  and  never  may  obtain  a  pat- 

a  recovery  for  one,  cannot  now  have  ent,  he  shall  be  prevented  from  using 

another  for  the  other."      22    Blatch.  it  by  the  grant  of  a  subsequent  patent, 

484  (487).  and  its  relation  back  to  the  patentee's 

'  That  acts  of  making  by  one  per-  prior  invention.    But  the  law  in  this 

son  and  of  use  or  sale  by  another  are  case  cannot  be  termed  ex  past  faetOf  or 

distinct  iniringements,    see    Blake   v.  even  retrospective  in  its  operation  ;  be- 

Greenwood  Cemetery  (1888),  16  Fed.  cause  the  general  law  declares,  before- 

Bep.  676 ;  25  0.   G.  89 ;   21   Blatch.  hand,   that  the  right   to    the   patent 

S22.  belongs  to  him  who  is  the  first  inven- 

That  as  determining  the  measure  of  tor,  even  before  the  patent  is  granted  ; 

damages,  acts  of  making,  use,  and  sale  and,  therefore,  any  person,  who,  kuow- 

are    essentially  distinct,   and  vary  in  ing  that  another  is  the  first  inventor, 

their  effect  according  to  the  patentee's  yet  doubting  whether  that  other  will 

method  of  enjoying  his  monopoly,  Ree  ever  apply  for  a  patent,  proceeds  to 

Colgate  V.  Western  Electric  Mfg.  Co.  construct  a  machine,  of  which  it  may 

(1886),  28  Fed.  Bep.  146 ;  37  0.  G.  afterwards  appear  he  is  not  the  fn^t 

893.  inventor,  acts  at  bis  peril,  and  with 

That  where  one  party  makes  and  a  full  knowledge  of  the  law  that,  by 

another  sells  they  are  liable  jointly  and  relation  back  to  the   first   invention, 

severally,  see  Jennings  v,  Dolan  (1887),  a  subsequent  patent  may  cut  him  out 

88  0.  G.  1018  ;  29  Fed.  Rep.  861.  of  the  use  of  the  machine  thus  erected. 
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capable  of  redress  under  the  Patent  Law.*  In  the  English 
courts  a  contrary  view  has  been  taken  and  the  relief  due  to 
the  patentee  has  been  extended  to  wrongs  committed  after  the 
filing  of  the  specification  and  before  the  patent  had  been 
sealed.'  But  under  our  system  the  privilege  created  by  the 
patent  is  alone  subject  to  infringement,  and  the  invasion  of 
the  right  has  uniformly  been  held  to  be  impossible  until  the 
right  itself  has  been  conferred.  The  date  of  the  patent  is 
thus  the  earliest  moment  at  which  an  infringement  can  occur ; 
and  this  is  true  not  only  in  original  patents  but  in  re-issues 
also,  which  for  this  purpose  are  considered  new  patents  and 
cannot  be  infringed  by  acts  performed  before  they  have  been 
granted.^ 

§  906.   Infxlngement  after  the  Patent  has  Bxpired. 

As  a  general  rule,  the  act  must  also  be  committed  before 
the  term,  for  which  the  patent  issued  or  was  extended,  has 
expired.    The  termination  of  the  exclusive  privileges  of  the 

Not  only  noiy  indmdoals  be  injured  by  namg  aa  inyention   inveated   bat 

by  a  literal  constraction  of  the  words  withheld  from  the  public  by  the  pa- 

of  the  law,  bat  the  pabUc  may  saffer,  ten  tee,   see   Page  v,   Feny  (1857),  1 

if  an  obstinate  or  n^ligent  inventor  Fisher,  298. 

should  decline  obtaining  a  patent,  and  *  That  an  infringement  may  be  oom* 

at  the  same  time  keep  others  at  arm's  mitted  at  any  time  after  a  complete 

length,   so  as  to  preyent  them    from  specification  is  filed,  see  15  &  16  Viet 

profiting  by  the  invention  for  a  length  c.  83. 

of  time  during  which  the  fourteen  years  ^  That  a  re-issne  is  not  infringed  by 

is  not  running  on.    Bat  all  these  hard-  acts  committed  under  the  original  pa^ 

ships  must  rest  with  CSongress  to  correct,  ent,  see  §  696  and  notes,  anle. 

It   is   beyond  our  power  to  apply  a  That  a  re-issue  with  a  broader  Claim 

remedy."    1  Robb,  10  (12).  is  not  infringed  by  the  use  of  deyioes 

*  That  no  infringement   can   take  made  before  the  original  patent,  though 

place  before  the  issue  of  the  patent,  see  they  are  covered  by  the  new  Claim,  see 

Lyon  V,   Donaldson   (1888),   84   Fed.  Ives  &  Miller  v.  Hartford  Spring  &  Axle 

Bep.  789.  Co.    (1882),    11    Fed.   Rep.   510 ;  SO 

That  an  injunction  will  not  be  grant-  BUtch.  888  ;  22  0.  G.  1087. 

ed  where  the  evidence  shows  that  the  That  a  device  which  does  not  infringe 

defendant  is  using  the  same   devices  the  original  cannot  infringe  the  re-issue, 

or  process  which  he  employed  before  if  the  scope  of  original  is  measured  by 

the  patent  was  granted,  see  Dorian  v.  its  description  and  not  by  its  Claims 

Guie  (1885),  25  Fed.   Rep.   816;  84  alone,  see  Cammeyer  v.  Newton  (1879), 

O.  0.  702.  16  0.  G.  720  ;  4  Bann.  ft  A.  159. 

That  there  can  be  no  infringement 
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patentee  is  contemporaneous  with  the  expiration  of  the  patent 
which  creates  them,  and  the  right  to  make,  and  use  and  sell 
the  invention  is  then  vested  in  the  public  beyond  the  control 
or  interference  of  the  inventor.  To  this  rule  there  is  one  ex- 
ception. As  before  stated,  the  making  of  the  invention  is  not 
ipso  facto  an  infringement,  though  it  becomes  such  when 
coupled  with  an  intent  that  the  invention  shall  be  used  or 
sold  in  violation  of  the  patent.  Under  this  doctrine  there  is 
nothing  to  prevent  the  manufacture  of  the  patented  article  in 
unlimited  quantities  during  the  life  of  the  patent,  to  be  put 
upon  the  market  or  into  operation  as  soon  as  the  patent  ex- 
pires to  the  possible  injury  of  the  business  of  the  patentee  or 
his  licensees.  The  law  regards  such  a  transaction  as  a  fraud 
upon  the  rights  of  the  patentee,  and  an  evasion  of  the  rules  by 
which  those  rights  are  protected  ;  and  the  courts  have  there- 
fore treated  the  use  and  sale,  after  the  patent  has  expired,  ,of 
articles  made  for  that  purpose  without  due  authority  while  the 
patent  was  in  force  as  infringements  of  the  patent  and  as 
rendering  the  parties  liable  in  the  same  manner  and  to  the 
same  extent  as  if  the  acts  of  use  and  sale,  as  well  as  that  of 
making,  had  been  committed  during  tlie  existence  of  the 
patent.^    The  expiration  of  one  among  a  series  of  connected 

§  908.  ^  In  American  Diamond  Bock  against  using  infringing  machines  and 
Boring  Co.  V.  Sheldon  (1880),  1  Fed.  for  an  account,  the  vice  chancellor 
Bep.  870,  Wheeler,  J.:  (872)  "The  granted  the  iigunction,  and  directed  the 
defendants  have  machines  made  during  account,  and  the  defendants  appealed, 
the  term  of  the  patent,  and  which  were  After  argument,  the  Uord  chancellor, 
infringements  when  made.  If  they  Lyndhurst,  said  :  '  This  is  an  appeal 
could  be  made  then  and  used  now,  in  de-  from  his  honor,  the  vice  chancellor,  and 
fiance  of  the  owner  of  the  patent,  the  is  a  case  for  an  injunction  against  the 
ezclnaive  right  granted  would  not  he  invasion  of  a  patent-right  by  prevent- 
fully  enjoyed.  The  grant  of  the  exclu-  ing  the  use  of  certain  gas-meters.  This 
stve  right  is  substantially  the  same  in  case  is  very  peculiar,  and  is  distinguish- 
this  country  as  it  is  in  England.  The  able  from  all  other  cases  in  the  books, 
question  raised  here  arose  there  in  Gross-  It  appears  that  the  plaintiff  obtained 
ley  V.  Derby  Gas-light  Co.,  Webst.  Pat.  his  patent  on  the  ninth  of  December, 
Gas.  119.  The  caA  is  more  fully  re-  1815,  and  that  on  the  twenty-eighth  of 
ported  in  4  Law  Jonr.  N.  S.  Chan.  25.  November,  1829,  only  a  few  days  before 
There  the  patent  would  expire  on  the  the  patent  expired,  he  filed  a  bill.  It  was 
ninth  of  December,  1829  ;  and  on  the  objected  that  the  court  would  not  inter- 
twenty-eighth  of  November  before  a  fere,  just  on  the  eve  of  the  expiration 
bOl  was  filed  praying  for  an  injunction  of  the  patent,  and  grant  an  injunction 
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patents  does  not  release  to  the  public  any  invention  covered 
by  the  others,  and  if  the  instrument  or  operation  it  protected 
cannot  be  enjoyed  without  the  employment  of  the  associated 
inventions,  the  public  must  postpone  its  appropriation  to  their 

use  until  the  patents  for  these  have  also  terminated.' 

which  would  only  lut  a  week.  The  See  also  New  York  Belting  &  Pack- 
point  has  never  yet  been  decided ;  but  ing  Co.  v.  Magowan  (1886),  27  Fed. 
I  am  of  opinion  that  the  court  would  Rep.  Ill  ;  84  O.  G.  1278. 
interfere  after  a  patent  had  expired  That  the  sale  of  an  article  after  the 
to  retttrain  the  sale  of  articles  manufac-  patent  expires  is  not  an  infringement 
tured  previous  to  its  expiration  in  in-  though  it  were  made  under  the  patent, 
fringement  of  a  patent-right,  and  that  if  the  patentee  consented  to  the  making 
a  party  would  not  be  allowed  to  prepare  see  Reay  «.  Rau  (1883),  28  0.  G.  1928 ; 
for  the  expiration  of  a  patent  by  illegally  15  Fed.  R(ep.  749. 
manufacturing  articles,  and  immediately  *  In  McKay  u.  Dibert  (1881),  5  Fed. 
after  its  expiration  to  deluge  the  mark-  Rep.  587,  Nixon,  J.  :  (590)  ''Taking 
ets  with  the  products  of  his  piracy,  and  the  case,  then,  as  we  find  it,  the  naked 
thus  reaping  the  reward  of  his  im-  question  presented  is  :  If  an  inventor 
probous  labor  in  making  it.  The  court  embody  in  a  machine  a  new  mechanism 
would,  I  say,  in  such  case  restrain  him  to  accomplish  a  desired  and  express 
from  selling  them,  even  after  thtf  expira-  purpose,  does  the  Patent  Law  authorize 
tiou  of  the  patent*  This  doctrine  does  him  to  procure  (1)  a  patent  for  the  ma- 
not  appear  to  have  been  denied  or  ques-  chine,  (2)  a  patent  for  the  process  by 
tionod  afterwards,  and  was  frequently  which  the  result  was  achieved,  and  (3) 
carried  out,  in  effect,  by  decreeing  the  a  patent  for  the  product  of  the  process 
destruction  of  infringing  machines,  as  a  new  article  of  manufacture  ;  and 
Betts  V.  De  Yitre,  34  Law  Jour.  Ch.  if  such  patents  expire  at  different  times 
289  ;  Needham  «.  Oxley,  11  Weekly  has  the  court  the  power  to  decree  that 
Rep.  852.  In  Curtia  on  Pat.  §  436,  it  the  younger  patents  in  the  series  shall 
is  laid  down  as  clear  law  that,  *  if  the  die  when  the  older  one  runs  out  ?  Or,  to 
patent  has  expired,  the  account  and  the  state  the  proposition  more  succinctly, 
injunction  will  extend  to  all  the  articles  is  there  authority  in  the  law  to  oon- 
piratically  made  during  the  existence  tinue  to  an  inventor  the  monopoly  in 
of  the  patent,  though  some  of  them  the  product  of  a  machine  after  the 
may  remain  unsold.'  The  illegality  machine  itself  has  become  public  prop- 
attaches  to  the  things  themselves.  The  erty  by  falling  into  the  domain  of  pub- 
person  making  them  has  no  right  to  lie  use  ?  In  determining  such  a  qnes- 
make  them  —  no  right  to  them  when  tion  reference  must  be  had,  of  coune, 
made  ;  he  can  impart  none,  and  none  to  the  law  as  it  stood  when  the  several 
will  accrue  by  their  passing  into  time  patents  were  issued.  These  were  the 
when  tliey  might  be  made.  The  ordi-  acts  of  July  4, 1836,  and  March  8, 1839, 
nary  injunction  in  such  cases,  iu  effect,  which  were  substantially  the  same  as 
restrains  all  infringement  of  the  patent,  the  present  statute  in  regard  to  patent- 
and  is,  in  form,  perpetual.  It  would,  able  subjects.  By  the  sixth  aection  of 
doubtless,  cover  an  illegal  sale  or  use  the  first  recited  act  the  Commiasioner 
after  the  expiration  of  the  patent."  18  of  Patents  was  authorized  to  grant  let- 
Blatch.  50  (52);  5  Bann.ft  A.  292  (294).  ters-patent  to  any  person  who  had  dia- 
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§  909.    Infringement  can  be  Committed  only  witbin  the  Area  of 
the  United  States. 

A  patent  parports  to  protect  the  invention  throughout  the 
United  States  and  the  territories  thereof.     This  protection 

eovered  or  inYented  '  any  new  and  nae-  tion  :  (1)  Becauae  it  was  asking  the 
fal  art,  machine,  manafacture,  or  com-  court,  by  jadicial  construction,  to  ex- 
position of  matter,  or  any  new  and  tend  the  monopoly  and  life  of  a  patent 
useful  improvement  in  any  art,  nia-  for  two  years  beyond  the  time  prescribed 
chine,  manufacture,  or  composition  of  by  the  law;  (2)  because  the  machine 
matter,  not  known  or  used  by  others  patent  having  expired,  and  belonging 
before  his  or  their  discovery  or  inven-  to  the  public,  it  was  a  contradiction  in 
tion  thereof,  and  not,  at  the  time  of  his  terms  to  hold  that  its  use  could  be 
application  for  a  patent,  in  public  use  restrained  on  the  ground  that  by  its  use 
or  on  sale  with  hia  consent  or  allowance  other  patents  were  infringed.  These 
as  the  inventor  or  discoverer.'  By  the  reasons  need  not  be  considered  sepa- 
serenth  section  of  the  later  act  such  rately,  and  I  think  the  difficulties  which 
public  use  or  sale  shall  not  avoid  the  they  suggest  grow  out  of  a  misappre- 
patent,  unless  the  same  has  continued  hension  of  what  the  court  is  supposed, 
for  two  years  prior  to  the  application  in  fact,  to  do  in  the  case.  The  argu- 
for  the  patent.  It  ie  here  we  find  the  ment  was  that  if  an  inventor  procures 
scope  and  extent,  as  well  as  the  limits-  a  patent  for  a  machine,  and,  after  hold- 
tion,  of  the  power  of  the  CommiBsioner  ing  it  for  any  length  of  time  less  than 
of  Patents  in  regard  to  granting  or  two  years,  is  permitted,  without  the 
withholding  letters-patent.  If  the  in-  surrender  of  the  original  and  a  re-issue, 
Tentor,  after  obtaining  his  first  patent  to  apply  for  a  patent  for  the  process 
for  the  machine,  had  waited  for  more  employed,  and  the  product  obtained 
than  two  years  before  applying  for  the  from  the  use  of  the  machine,  and  then, 
process  and  product  patents,  there  may  after  the  expiration  of  the  machine 
have  been  such  disclosure  and  public  patent,  may  restrain  its  use  by  the  pub- 
Qse  of  the  invention  that  the  limitation  lie  until  the  process  and  product  patents 
would  have  applied,  and  the  Patent  run  out,  it  is  practically  extending  the 
Office  been  compelled,  under  the  pro-  life  of  the  first  patent,  and  giving  the 
visions  of  the  supplement  of  1889,  to  owner  a  monopoly  beyond  the  period  of 
have  rejected  the  subsequent  applica-  time  to  which  the  law  in  express  terms 
tion.  But  no  such  time  elapsed,  and  I  limited  it.  But  the  court  does  not  pro- 
am  of  the  opinion  that  it  was  competent  pose  to  restrain  generally  the  use  of  the 
for  the  patentee,  within  the  two  years,  machine  but  only  such  unlawful  use  of  it 
to  take  out  his  process  and  product  pat-  as  infringes  the  vested  rights  of  others. 
ents,  and  thus  to  guard  himself  against  As  long  as  separate  patents  for  a  ma- 
ths danger  and  loss  that  might  arise  chine,  and  the  process  and  the  product, 
from  others  using  the  process  to  ac-  are  allowable,  they  represent  distinct 
complish  other  results,  or  securing  the  inventions  (Kelleher  v.  Darling,  14  0. 
product  by  the  agency  of  other  means  G.  678),  and  each  one  may  live,  with- 
and  instrumentalities.  Two  reasons  out  interference  or  molestation,  its  whole 
were  forcibly  presented  by  the  lesmed  life,  without  regard  to  the  death  of 
counsel  for  the  defendant  why  the  art  the  others.  While  the  product  patent 
should  not  have  the  above  interpreta-  continues  in  existence,  the  manufac- 
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exhausts  the  powers  of  Congress,  so  far  as  the  place  of  its 
exercise  is  concerned.  It  also  marks  the  limits  within  which 
acts  of  infringement  must  occur.^  The  area  of  the  United 
States  for  this  purpose  as  well  as  others  is  held,  however,  to 
include  not  only  all  the  waters  which  embrace  its  shores  but 
American  vessels  sailing  upon  whatever  seas.^  To  make,  use, 
or  sell  the  patented  invention  within  the  area  thus  defined,  or 
to  make  within  the  United  States  for  sale  abroad,  is  an  in- 
fringement.^   Foreign  vessels,  though  within  our  territory,  are 

ture  of  the  product   by   any  instni-  these  cases  do  not  apply  where,  as  in 

mentality    is    prohibited,    and   it    is  this  instance,  the  veaaei  where  the  act  of 

no  answer  to  the  charge  of  infringe-  infringement  took  place  was  American, 

ment    to    say,     '  I     had    the    right  Were  it  to  be  held  that  in  cases  like  the 

to   use  the  particular  mechanism  by  present  the  plaintiff  is  not  entitled  to 

which  I  obtained  the  product'    But  recover,  patents  for  improvements  in  the 

the  defendant  insists  that  the  machine  tackle  and  machinery  of  vesseU,  or  in 

belongs  to  the  public  to  use,  and  that  their  construction,  would  be  valueless, 

nothing  can  be  manufactured  from  it  The  Patent  Laws  of  the  United  States 

except  the  product,  of  which  the  com-  afford  no  protection  to  inventions  be- 

plainant  has  yet  the  monopoly.     If  this  yond  or  outside  of  the  jurisdiction  of 

be  true,  then  the  public  must  find  out  the  United  States ;  but  this  jurisdio- 

some  other  use  to  put  it  to,  or  abstain  tion  extends  to  the  decks  of  American 

from  its  use  until  the  time  comes  in  Tessels  on  the  high  seas,  as  much  as  it 

which  it  may  be  used  without  infring-  does  to  all  the  territory  of  the  countiy, 

ing  the  rights  of  others.'*    19  0.  G.  and  for  many  purpoees  is  even  mors 

1851  (1852).  exclusive." 

But  see  McKay  v.  Jackman  (1882),         '  In  Ketchum  Harvester  Co.  v.  John- 

12  Fed.  Rep.   615  ;  22  0.  G.  85  ;  20  son  Harvester  Co.  (1881)  8  Fed.  Rep. 

Blatch.  466.  586,  Blatchford,  J.  :  (586)  "  Although 

f  909.  1  That  a  purchaser  in  Eng-  the  patent  could  give    no    protection 

land  from  the  vendee  of  the  patentee,  abroad  in  the  sale  of  machines  abroad, 

who  has  sold  the  article  without  ro-  it  gave  protection  in  the  United  States 

strictions,  is  not  an  infringer  when  he  in  making  machines  in  the  United  States 

uses  or  sells  in  the  United  States,  see  for  sale  abroad.    The  patent  prevented 

HoUlday  V.  Matheson  (1885),  28  Blatch.  all  persons  but  the  patentee  from  mak- 

289  ;  24  Fed.  Rep.  185  ;  81  O.  G.  1444.  ing  in  the  United  States.   The  privilege 

That  the  use  in  England  of  infring-  of  making  in  the  United  States,  for  sale 

ing  apparatus  pnrohased  abroad  is  in-  abroad,  was  valuable,  as  was  shown  by 

fringement   under   English   laws,    see  the  fact  that  the  defendant  made  in 

United     Telephone    Co.    v.     Sharpies  the  United  States  for  sale  abi^d.     The 

(1885),  L.  B.  29  Ch.  D.  164.  plaintiff  was  entitled  to  that  privilege 

s  In   Gardiner  «.   Howe  (1865),   2  exclusively,  and  to  damages  for  its  vio- 

Clifford,  462,  Clifford,  J.:  (464)  **Ref-  lation.     It  may  be  that  in  the  case  of 

erence  is  made  by  the  defendant  to  the  manufacture  in  the  United  States,  with- 

case  of  Brown  v.  Duchesne,  2  Cur.  871,  out  sale  anywhere,  nominal    damages 

and  Same  v.  Same,  19  How.  188  ;  but  only  aro  to  be  allowed  ;  but  where  such 
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not  within  the  jurisdiction  of  the  United  States,  and  the  use 
thereon  of  articles  procured  abroad  is  not  an  infringemcut> 
Articles  procured  here  for  use  upon  such  vessels  would  in- 
Yolve  an  act  of  infringement  on  the  part  of  the  person  bj 
whom  they  were  furnished,  although  their  use  may  be  beyond 
the  reach  of  our  judicial  powers. 

§  910.    Infringement  by  the  Oovemment  and  its  Offlclalo. 

Any  person,  whether  natural  or  artificial,  who  without  due 
authority  from  the  patentee  performs  an  act  of  making,  using, 
or  selling  a  patented  invention,  or  procures  such  an  act  to  be 
performed,  or  adopts  it  and  accepts  its  benefits  when  performed, 
is  guilty  of  an  infringement.  Even  the  government  of  the 
United  States,  from  whom  the  patent  emanates,  can  neither 
grant  to  others  the  right  to  practise  the  invention,  nor  itself 
employ  it,  without  the  permission  of  the  patentee.^    Though 

mannfactnre  is  foUowed  by  sale  abroad,  the  rights  of  an  American  patentee,  pro- 
it  cannot  be  said  that  the  damages  ought  Tided  it  was  placed  upon  her  in  a  for> 
to  be  only  nominal.  It  is  tme  that  the  eign  port,  and  anthorized  by  the  laws 
sale  is  the  fruition  and  gives  the  profit,  of  the  country  to  which  she  belongs." 
and  that  the  sale  is  abroad,  and  the  pat-  §  910.  ^  In  James  v,  Campbell  (1882), 
ent  does  not  cover  the  sale  abroad.  But  104  (J.  S.  356,  Bradley,  J.:  (857) 
the  unlawful  act  of  making  is  made  hurt*  ' '  That  the  Government  of  the  United 
ful  by  a  sale,  wherever  made.  The  legal  States,  when  it  grants  letters-patent  for 
damages  for  making  and  seUing  here  a  new  invention  or  discovery  in  tho 
may  be,  in  some  cases,  greater  than  the  arts,  confers  upon  the  patentee  an  ex- 
legal  damages  for  making  here  and  sell-  elusive  property  in  the  patented  inven- 
ing  abroad ;  but  to  deprive  the  patentee  tion,  which  cannot  be  appropriated  or 
of  aU  damages  for  unlawful  making  used  by  the  Government  itself  without 
here,  because  the  article  is  sold  abroad,  just  compensation  any  more  than  it  can 
is  to  deprive  him  of  part  of  what  his  appropriate  or  use  without  compensation 
patent  secures  to  him."  19  Blatch.  867  land  which  has  been  patented  to  a  pri« 
(867).  vate  purchaser,  we  have  no  doubt.  The 
*  In  Brown  v.  Duchesne  (1856),  19  Constitution  gives  to  Congress  power 
How.  188,  Taney,  J.:  (198)  "And  the  'to  promote  the  progress  of  science  and 
court  aro  of  opinion  that  the  rights  of  useful  arts  by  securing  for  limited  times 
property  sad  exclusive  use  granted  to  a  to  authors  and  inventors  the  exclusive 
patentee  does  not  extend  to  a  foreign  right  to  their  respective  writings  and  dis- 
vessel  lawfuUy  entering  one  of  our  ports ;  coveries, '  —  which  could  not  be  effected 
and  that  the  use  of  such  improvement  if  the  government  had  a  reserved  right 
in  the  construction,  fitting  out,  or  equips  to  publish  such  writings  or  to  use  such 
ment  of  such  vessel  while  she  is  com-  inventions  without  the  consent  of  the 
ing  into  or  going  out  of  a  port  of  the  owner."  21  0.  G.  887  (887). 
United  States,  is  not  an  infringement  of        See   also    Palmer  v.  United  States 
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the  invention  be  of  no  utilitj  except  for  governmental  purposes, 
or  pertain  to  an  art  over  which  another  grantee  of  the  United 
States  has  an  exclusive  control,  it  is  no  less  within  the  entire 
dominion  of  the  patentee,  and  cannot  be  appropriated  to  such 
uses  without  incurring  liability  to  him.'  Officers  of  the  United 
States,  contractors  on  its  public  works,  and  otliers  acting  upon 
its  behalf  but  guided  by  their  own  volition  as  distinguished 
from  superior  authority,  are  also  responsible  for  acts  com- 
mitted by  them  in  violation  of  the  patent,  although  the  ulti- 
mate benefit  of  the  infringement  accrues  not  to  themselves 
but  to  the  government  for  which  they  act.^    In  cases  of  great 

(1885),  20  Ct.  of  Claims  482 ;  CampbeU  desirable  for  government  use,  either  for 

V.  James  (1880),  18  O.  G.  1111 ;  2  Fed.  the  government  to  parchaae  them  from 

Rep.  838  ;  18  Blatch.  92  ;  5  Bann.  &  A.  the  inventors  and  ase  them  as  secrets  of 

854;  Cammeyer  v,  Newton  (1876),  94  the  proper  department,  or  if  a  patent  is 

U.  S.  225  ;  11  0.  G.  287  ;  Brady  v.  At-  granted,  to  pay  the  patentee  a  fiair  com- 

lantic  Works  (1876),  2  Bann.  &  A.  486  ;  pensation  for  their  use.     The  United 

10  0.  G.  702 ;  4  Clifford,  408  ;  United  States  has  no  such  prerogative  as  that 

States  V.  Bums  (1870),  12  Wall.  246;  i  which  is  claimed  by  the  sovereigns  of 

quere,   Heaton  v.  Quintard  (1869),   7  England,  by  which  it  can  reserve  to  it- 

Blatch.  73.  self,  either  expressly  or  by  implication,  a 

That  the  government  cannot  grant  '  superior  dominion  and  use  in  that  which 

the  right  to  use  a  patented  invention,  it   grants   by  letters-patent   to    those 

see  Colgate  v.  International  Ocean  Tele-  who  entitle  themselves  to  such  grants, 

graph   Co.  (1879),   17  0.  G.  194;    17  The  government  of  the  United  States, 

Blatch.  808  ;  4  Bann.  &  A.  609.  as  well  as  the  citizen,  ib  subject  to  the 

That  a  grant  by  the  government  of  Constitution ;    and  when  it   grants  a 

exclusive  rights  to  cany  on  a  certain  patent  the  grantee  is  entitled  to  it  ss 

business  does  not  authorize  the  use  of  a  matter  of  right,  and  does  not  receive 

a  patented  invention  in  that  business,  it,  as  was  originally  supposed  to  be  the 

see  Colgate  v.  International  Ocean  Tele-  case  in  England,  as  a  matter  of  grace 

graph  Co.  (1879),  17  O.  G.  194  ;    17  and  favor."    21  0.  G.  887  (837). 

Blatch.  808 ;  4  Bann.  &  A.  609.  *  That  it  is  not  held  in  James  v. 

>  In  James  v,  Campbell  (1882),  104  Campbell,  104  U.  S.  856,  that  an  United 

U.  S.  356,  Bradley,  J.  :  (358)  **  Many  States  official  is  not  liable  for  an  in- 

inventions  relate  to  subjects  which  can  fringement,    see    Forehand    v.    Porter 

only  be  properly  used  by  the  govern-  (1883),  15  Fed.  Rep.   256. 

ment,  sach  as  explosive  shells,  rams,  That  a  postmaster  is  liable  if  he  uses 

and  submarine  batteries,  to  be  attached  an  infringing  device  in  the  postal  ser- 

to' armed  vessels.     If  it  could  use  such  vice,  see  Campbell  v.  James  (1880),  18 

inventions  without  compensation,   the'  0.  G.  1111 ;  2  Fed.  Rep.  838 ;  18  Blatch. 

inventors  could  get  no  return  at  all  92 ;  5  Bann.  &  A.  354.     But  see  James 

for  their  discoveries  and  experiments,  v.  Campbell  (1882),  104  U.  S.  356 ;  21 

It  has  been  the  general  practice,  when  0.  G.  387. 

inventions  have  been  made  which  are  That  the  employeea  and  contnetorB 
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public  emergency,  however,  inventions  may  be  taken  by  the 
government  without  the  consent  of  the  inventor  under  a  right 
akin  to  eminent  domain,  and  in  these  cases  the  officers  through 
whom  it  acts  are  not  infringers,  although  the  patentee  is  en- 
titled to  compensation  from  the  United  States.^  In  suits 
against  the  United  States,  and  in  proceedings  instituted  in 
pursuance  of  an  act  of  Congress  for  determining  its  liability 
for  the  use  of  patented  inventions,  its  measure  of  responsibility 
is  the  same  as  that  of  private  individuals.^ 

§  911.   Infringement  by  Pnblio  CorporationB. 

A  municipal  corporation  is  responsible  for  acts  of  infringe- 
ment performed  by  its  officers  and  agents  for  its  benefit.^  It 
is  immaterial  whether  such  officers  are  appointed  by  itself  or 
constitute  an  independent  corporation  acting  on  its  behalf  by 
virtue  of  legislative  authority ;  it  is  sufficient  if  it  reaps  the 

of  the  goTernment  are  liable  if  they  in-  How.  184  ;   United  States  r.  Russell, 

innge,   see    Brady  v.   Atlantic  Works  13  Wall.  627.*'     10  0.  6.  702  (702) ; 

(1876),  10  O.  6.  702  ;  4  Clifford,  408 ;  2  Bann.  &  A.  486  (486). 
2  Bann.  &  A.  436.  *  That  the  remedy  against  the  United 

That  a  patent  for  the  application  or  States  is  to  be  sought  in  the  Court  of 

employment  of  armor  on  war  vessels  is  Claims,   where  adequate  compensation 

not  infringed  by  a  mere  workman  who  for  the  injury  inflicted  on  the  patentee 

applies  it  to  a  vessel  of  the  United  may  be  obtained,  see  §  1258  and  notes, 

States,  see  Heaton  v.  Qnintard  (1869),  pod, 
7  Blatch.  78.  That  it  is  doubtful  whether  a  govern- 

*  In  Brady  V.  Atlantic  Works  (1876),  ment  official  who  uses   an    invention 

4  Clifford,    408,   Clifford,   J.  :   (412),  solely  for  the  benefit  of  the  govem- 

'*  Private   property,    the    Constitution  ment   can  be  sued   for  infringement, 

provides,  shall  not  be  taken  for  pub-  and  whether  the  case  is  not  one  solely 

lie  use  without  just  compensation,  and  for  the  Court  of  Claims,  see  James  v, 

it  is  clear  that  that  provision  is  as  ap-  Campbell  (1882),   104  U.  S.  856  ;  21 

plicable  to  the  government  as  to  indi-  O.  6.  887. 

dividuals,  except  in  cases  of  extreme  f  911.  ^  That  a  city  may  be  sued  for 
necessity,  in  time  of  war,  and  of  im-  infringement,  see  Bliss  v.  City  of  Brook- 
mediate  and  impending  public  danger,  lyn  (1871),  4  Fisher,  596;  8  Blatch. 
Exigencies  of  the  kind  do  arise  where  588. 

the  prohibition  does  not  apply  to  the         That  a  city  is  liable  in  its  corporate 

public,  and  in  such  cases  it  must  be  capacity  for  an  infringement  by  its  of« 

conceded  that  the  officer  in  the  public  ficers  for  its  benefit,  see    Munson  v. 

service  is  not  a  trespasser,  but  it  is  Mayor  of  New  York   (1880),  8  Fed. 

equally  true  that  the   government  is  Rep.  888 ;  18  Blatch.  287 ;  5  Bann.  k 

bound  to  make   full  compensation  to  A.  486. 
the  owner.    MitcheU  v.  Harmony,  18 
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actual  or  supposed  advantages  of  their  infringement.^    But  a 

municipal  corporation  is  not  liable  for  infringements  com- 

s  In  BrickiU  v.  Mayor  of  New  York  stood   that    the    Board  of   Edaeation 

(1880),  7  Fed.  Rep.  479,  Wheeler,  J. :  wm»  and  that  the  Department  of  Pah- 

(482)  *'  It  is  urged  that  an  infringe-  lio  Instruction  is,  a  corporation  under 

ment  by  the  fire  department  of  the  city  the  laws  of  the  State,  recognized  and 

is  not  an  infringement  by  the  defend-  treated  as  such  by  the  courts  of  the 

ant,  because  that  department  was,  under  State,  and  having  exclusiye  charge  and 

the.  law,  a  corporation  of  itself,   oyer  control  of  the  schools  of  the  city,  with- 

which  the  officers  of  the  city  had  no  out  whose  action  the  city  cannot  be 

control.     It  is  understood,  however,  as  made  liable  for  anything  connected  with 

was  said  in  Allen  v.  The  Mayor,  etc,  the  schools,  and  for  whose  contracts  the 

that  the  fire  department  was  a  mere  city  cannot  be  held  liable    otherwise 

agency  of  the  city,  having  no  funds  of  than  through  proceedings  against  them, 

its  own,  and  making  no  profits  for  it-  Ham  v.  The  Mayor,  etc.,  70  N.  Y.  469; 

self  apart  from  those  of  the  city.     If  Dannatt  r.  The  Mayor,  &c.,  6  Hun,  8S. 

there  are  any  gains  and  profits  in  the  But  still  the  schools  are  the  schools  of 

hands  of  any  party  to  be  accounted  for,  the  city,  the  Board  of  Education  or  De* 

under  these  circumstances,  on  account  partment  of  Public  Instruction  takes 

of  an  infringement,  they  must  be  in  the  charge  of  them  for  the  city,  they  are 

general  treasury  of  the  city,  and  the  paid  for  with  the  money  of  the  dty, 

city  itself  must  be  liable  to  account  for  and  whatever  is  saved  in  providing  for 

them."   18  O.  G.  463(464) ;  18  Blatch.  them  is  to  the  advantage  of  the  city. 

278  (276) ;  5  Bann.  &  A.  544  (547).  The  corporation  which  that  department 

In  Allen  v.  City  of  New  York  (1879),  or  board  constitutes  is  within  that  of 
17  0.0. 1281,  Wheeler,  J.:  (1281)  "The  the  dty,  and  is  an  instrumentality 
proof  in  respect  to  infringement  is  to  through  which  the  educational  inters 
the  effect  that  seats  embodying  this  in-  ests  oi  the  city  are  cared  for  the  samo 
vention  were  bought  by  the  Board  of  as  if  done  by  officers  having  the  same 
Education  of  the  city  of  New  York  for  powers,  except  that  the  officers  could 
the  use  of  the  schools  of  the  city,  and  have  only  a  personal  and  official  period 
have  been  in  use  in  those  schools  under  of  existence,  while  that  of  the  corpora- 
the  direction  of  the  Board  of  Education  tion  is,  under  the  law,  theoretically  per> 
and  the  Department  of  Public  lustruc-  petual.  One  principal  ground  of  a  suit 
tion,  which  has  superseded  the  Board  of  in  equity  for  the  infringement  of  a  pat- 
Education.  It  is  argued  that  upon  this  ent  is  to  compel  an  account  of  the 
proof  the  city  is  not  liable  in  this  suit  gains  or  profits  accrued  to  those  pro- 
for  two  reasons.  One  is  because  these  ceeded  against  by  means  of  the  infringe- 
instrumentalities  having  chaige  of  the  ment.  Obviously  the  proper  party  to 
schools  are  corporations  themselves  over  proceed  against  ia  the  one  that  has  re- 
which  the  city  has  no  control ;  the  other  ceived  the  profits,  or  to  whom  the  gains 
is  that  the  use  is  under  sovereign  au-  have  accrued.  If  any  party  has  saved 
thority  delegated  by  the  State  of  New  or  made  anything  by  this  infringement, 
York  in  its  sovereign  capacity,  for  which  it  is  the  city,  and  the  city  seems  clearly 
the  city  or  the  Board  of  Education  or  to  be  a  proper  party  to  account  for 
the  Department  of  Public  Instruction  these  savings  or  profits.  The  board  and 
can  no  more  be  held  liable  to  suit  department  are  proper  parties  also,  for 
than  the   State   itself.      It  is  under-  they  have  been  directly  engaged  in  the 
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mitted  by  a  contractor  on  its  public  works,  nor  for  the  use  of 

articles  furnished  to  it  by  him  although  they  are  the  product 
of  infringing  processes ;  nor  can  any  agreement  between  the 
contractor  and  the  patentee  shift  the  responsibility  for  the  in- 
fringement from  the  contractor  to  the  corporation.^  Public 
bodies  which  are  not  corporations,  although  composed  of  sev- 

infringement.  It  is  aigned  that  the  Clilford,  287,  Clifford,  J. :  (298)  « Where 
&tj  as  each  ooiild  not  stop  the  infringe-  parties  contract  for  implements,  mo- 
ment nor  control  it,  and  therefore  conld  chines,  or  structures  to  contain  any  of 
not  be  guilty  of  any  tort  by  which  to  ac-  the  modem  patented  improvements, 
quire  profits  to  account  for.  Probably  without  any  knowledge  that  the  con- 
tiie  city  oould  not,  independently  of  tractor  is  an  infringer,  or  intends  to 
this  board  or  department,  stop  the  in-  use  the  improvement  without  authority* 
fringement ;  but  that  is  on  account  of  it  is  not  the  just  and  legal  implication 
the  mode  in  which  the  law  requires  the  from  the  contract  that  the  party  order- 
educational  matters  of  the  city  to  be  at-  ing  the  article  contemplates  that  the 
tended  to,  and  not  because  the  city  has  contractor  will  violate  the  rights  of  the 
ftny  just  right  to  advantages  which  the  patentee,  or  that  he  thereby  commands 
wrongful  acts  of  its  board  or  department  or  directs  an  infringement.  Such  con- 
may  acquire.  Officera  might  be  able  to  tracts  are  now  of  daily  occurrence,  and 
do  the  same,  but,  if  so,  the  city  would  unless  there  is  some  proof  of  concert,  or 
not  be  shielded.  That  the  acts  consti-  something  in  the  terms  of  the  contract 
tnting  the  infringement  were  committed  to  indicate  a  contrary  intent,  the  pre- 
in  the  exercise  of  authority  derived  from  sumption  must  be  that  the  person  or- 
the  State  cannot  shield  the  defendant  dering  the  article  either  supposed  that 
from  liability.  The  grant  of  the  ezdu-  the  contractor  had  the  riglit  to  use  the 
are  right  to  this  invention  came  from  improvement,  or,  as  part  of  the  price  to 
the  sovereign  power  of  the  general  gov-  be  paid  by  the  purchaser  of  the  article 
emment,  and  the  right  is  a  species  of  ordered,  would  procure  the  right  of  use 
property  secured  to  the  inventor  by  law.  from  some  person  autliorized  to  grant  it 
It  is  not  subservient  to  public  uses  with-  for  that  purpose." 
ovt  just  compensation,  ascertained  and  That  a  public  body,  employiug  a  con- 
ftiniished  upon  being  taken  in  a  regular  tractor  to  furnish  articles  for  its  build- 
■nd  lawful  mode,  any  more  than  other  ings,  is  not  liable  for  infringements  by 
property  of  any  kind  is.  It  has  not  the  contractor  in  supplying  patented 
been  taken  by  any  regular  proceeding,  articles  without  authority,  see  May  v. 
bat  only  by  mere  wrong-doing,  which  Juneau  Co.  (1887),  30  Fed.  Rep.  241 ; 
oould  of  itself  frimish  no  legal  right.  41  0.  G.  578. 

Cammeyer  v.   Newton,  4  Otto,   234.**  That  where  a  contractor  acting  under 

17  Blatch.  860  (360)  ;   6  Bonn.  &  A.  a  license  does  not  pay  his  royalties,  the 

57  (69).  principal  hiring  him  does  not  infringe, 

Conira,  that  a  city  is  not  liable  for  see  Stow  v.  Chicago  (1877),  8  BisseU, 

the  acts  of  a  public  board  of  education  47  ;  3  Bann.  &  A.  83. 

over  whom  it  has  no  control,  see  Allen  That  a  city  using  the  product  made 

9,  City  of  Brooklyn  (1871)  4  Fisher,  by  an  infringing  process  by  a  contractor 

598  ;  8  Blatch.  686.  does  not  infringe,  see  Brown  ».  District 

•  In  Ligfatner  «.  Brooks  (1864),  2  of  Columbia  (1884),  3  Mackey,  602. 
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eral  individuals  exercising  certain  statutory  powers,  are  not 
capable  of  committing  an  infringement  or  any  other  wrong 
except  those  specified  in  the  statute  which  creates  them> 
Contractors  and  officials  acting  for  such  bodies  are  alone  an- 
swerable for  their  unauthorized  appropriation  of  a  patented 
invention." 

§  912.   Infrlnsement  by  Private  Corporations :  Z^bUity  of  Oifl- 
oen  and  Btookholders. 

A  private  corporation  infringes  by  any  act  of  its  agents  or 
employees,  authorized  or  ratified  by  it,  which  wrongfully  ap- 
propriates the  patented  invention.  By  procuring  infringing 
devices  and  permitting  its  workmen  to  use  them,  by  hiring 
contractors  to  practise  the  invention  for  its  benefit,  and  in 
similar  ways,  it  may  commit  a  direct  act  of  infringement; 
but  it  is  not  permitted  to  escape  responsibility  by  any  disguise 
of  its  transactions,  and  to  accept,  however  indirectly,  the  bene- 
fit of  the  infringing  acts  of  its  officers  and  servants  renders  it 
liable  to  the  patentee.^    It  cannot  avoid  this  liability  although 

*  That  a  county  may  be  liable  for  Jacobs  v.   Board  of  OommissionerB  of 

infringements,  see  May  p.  Saginaw  Ca  Hamilton  Co.  (1862)  4  Fisher,  81 ;  1 

(1887),   82    Fed.    Rep.   629 ;    May  v.  Bond,  500. 

Ck)anty  of  Logan  (1887),  80  Fed.  Rep.         Contra^  May  v.   Ck>anty  of  Logan 

250 ;  41  0.  G.  1887  ;  May  v.  County  (1887),  80  Fed.  Rep.  250 ;  41  O.  G. 

of  Rolls  (1887),  81  Fed.  Bep.  478  ;  40  1887. 

0.  G.  575  ;  May  v.  Mercer  Co.  (1887),        ^  That  a  contractor  working  for  a 

41  O.  G.  815  ;  80  Fed.  Bep.  246.  body  which  cannot  be  liable  for  in- 

CofUra,  May  v,  Juneau  Co.  (1887),  fringement  is  himself  liable  and  ean- 

80  Fed.  Rep.  241  ;  41  O.  G.  578.  not  justify  under  his  contract,  though 

That  where  a  county  is  a  municipal  ignorant  that  he  did  infringe,  see  Jacobs 

corporation,   it  is  liable  for  infringe-  v.  Board  of  Commissioners  of  Hamilton 

ments  by  contractors,  see  May  v.  Mer-  Co.  (1862),  4  Fisher,  81  ;  1  Bond,  500. 
cer  Co.  (1887),  41  0.  G.  815  ;  80  Fed.         §  912.  ^  In    Poppenhusen   «.   New 

Rep.  246.  s  York  Gutto-Percha  Comb  Co.   (1868), 

That  a  State  cannot  exempt  counties  2  Fisher,  62,  IngersoU,  J.  :  (72)  '*  A 

from  liability  for  infringement,  see  May  corporation  can  act  only  by  their  agents. 

V.  County  of  Rolls  (1887),  81  Fed.  Rep.  It  can  act  only  by  those  who  are  in 

478  ;  40  0.  G.  575.  their  employ.    And  when  one  in  the 

That  a  board  of  county  commission-  employ  of  a  corporation,  in  the  busi- 

ers  in  Ohio  is  not  a  corporation  and  ness  of  his  employment,  does  an  act 

has  no  other  liability  than  that  im-  for  their  benefit,  and  which  they  adopt 

posed  by  statute,  and  can  neither  com-  and   approve  and  take  advantage  of, 

mit  a  wrong  nor  be  liable  for  one,  see  they  will  be  deemed  to  hare  authorized 
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its  stockholders  constitute  another  corporation  organized  under 
the  jurisdiction  of  a  different  State,  and  carrying  on  its  busi- 
ness with  their  own  employees  and  machinery,  —  the  corpo- 
ration whose  affairs  are  thus  conducted  is  still  the  actual 
infringer  and  is  answerable  therefor.^  How  far  the  officers, 
stockholders,  and  employees  of  a  private  corporation  partici- 
pate in  its  infringing  acts  and  thereby  share  its  liability  is 
still  an  open  question.  That  they  may  be  enjoined  whenever 
this  is  necessary  to  protect  the  patentee  against  future  in- 
fringements is  universally  conceded ;  •  but  whether  they  can 

the  act,  and  will  be  as  much  bound  by  cars,  see  York  &  Maryland  Line  R.  R. 
it  as  thoagh  expressly  aathorized.  You  Co.  v,  Winans  (1854),  17  How.  80. 
are  here  to  determine,  gentlemen,whether  >  In  Goodyear  v,  Phelps  (1853), 
these  articles,  manufactured  by  their  8  Blatch.  91,  Nelson,  J.  :  (91)  '*  A 
agent,  he  being  in  the  employment  of  point  has  been  made,  that  the  defend- 
the  corporation,  whether  he  did  it  in  ants  are  not  liable  for  the  infringement 
the  business  or  emplojrment  of  the  cor-  charged,  as  the  only  participation  al- 
poration,  whether  it  was  for  their  bene-  leged  in  the  same  is  as  stockholders  of 
fit,  and  if  they  adopted  and  approved  an  incorporated  company,  which  com- 
of  it,  by  selling  it  in  the  market,  and  pany  is  engaged  in  manufacturing  and 
thereby  took  advantage  of  it,  they  wiU  selling  the  patented  article.  However 
be  deemed  to  have  authorized  the  act,  that  may  be,  it  appears  that  the  de- 
and  wiU  be  bound  by  it."  See  also  fendants  are  either  directors  of  the  corn- 
Jacobs  V.  Commissioners  of  Hamilton  pany,  who  have  the  management  and 
Co.  (1862),  4  Fisher,  81 ;  1  Bond,  500.  superintendence  of  the  business,   and 

That  a  corporation  infringes  by  pro-  under  whose  direction  the  articles  are 

curing  the  patented  devices  and  per-  manufactured  and  sold,  or  are  the  agents 

mitting  its  employees  to  use  them,  see  of  the  same,  concerned  in  conducting 

Bansom  «.  Mayor  of  New  York  (1856),  the  business.     On  this  ground,  I  am 

1  Fisher,  252.  of  opinion   that  they  are  responsible. 

That  where  the  contractor  is  hired  and  are  properly  made  parties  defend- 
to  work  for  the  corporation  and  to  use  ants."    This  was  a  bill  for  an  injunc- 
the    infringing    device,    the   hirer   is  tion  ;  the  question  of  liability  for  dam- 
probably  liable,  see  Lightner  v.  Brooks  ages  not  being  raised. 
(1864),  2  Clifford,  287.  That  officers  of  an  alleged  infringing 

That  corporations  cannot  escape  their  corporation  may  be  joined  with  the  cor- 

liability  by  any  disguise,  see  York  &  poration  as  defendants  in  an  applica- 

Haryland  line  R.  R.  Co.  v.  Winans  tion  for  an  iigunction,  see  Consolidated 

(1864),  17  How.  80.  Safety  Valve  Co.  v,  Ashton  Valve  Co. 

s  That  where  a  railroad   company  (1886},  26  Fed.  Rep.  819.. 
was  organized  in  one  State,  and  all  its         That  the  officers  of   an  infringing 

stock  was  owned  by  a  railroad  com|)any  corporation  may  be  enjoined,  even  if 

in  another  State,   the  latter  company  not    liable    for    damages,    see    United 

operating  the  road  with  its  own  agents  Nickel  Co.  v.  Worthington  (1882),  23 

and  cars,  the  former  company  infringes  0.  6.  939  ;  18  Fed.  Rep.  892. 
by  the  use  of  a  patented  device  on  such         That  the  managing  officers  of  an  in« 
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be  held  in  damages  for  past  infringements  has  been  varioosly 
decided.  One  opinion,  following  the  doctrine  of  limited  lia- 
bility as  usually  applied  to  private  corporate  bodies,  regards 

the  infringing  act  as  the  act  of  the  corporation  alone,  and 
declares  that  none  of  its  members  or  officials  legally  parti* 
cipate  therein^    Another,  affirming  the  rale  that  every  vol-* 

fringing  corporation  may  be  made  co-  ferenoe  with  his  paramount  right.    It 

defendants  and  individually  enjoined,  is  like  th^  building  of  a  house  upon 

see  Iowa  Barb  Steel  Wire  Co.  v.  South-  a  man's  own  land,  which  diuts  out  a 

em  Barbed  Wire  Co.  (1887),  80  Fed.  light  which  his  neighbor  has  a  prescript 

Rep.  123  ;  40  O.  G.  577.  tive  right  to  ei\joy.     The  person  who 

That  an  officer  of  a  corporation  act-  is  to  pay  damages  for  a  disturbance  is 

ing  on  its  behalf  in  renting  infringing  not  eyery  one  who  has  had  anything  to 

machines  to  users  is  a  proper  party  de-  do  with  the  building,  but  he  who  owns 

fendant  with  such  users,  in  a  bill  for  it.     It  would  be  a  great  hardship  if  the 

an  injunction,  see  Nichols  v,  Pearce  directors  of  a  railway  or  manufacturing 

(1869),  7  Blatch.  5.  corporation  were  bound,  at  their  per- 

*  In  United  Nickel  Co.  v.  Worthing-  sonal  peril,  to  find  out  that  erery  ma- 
ton  (1882),  18  Fed.  Hep.  892,  Lowell,  chine  which  the  company  uses  is  free 
J. :  (393)  "  The  question,  then,  is  of  all  claim  of  monopoly.  No  case 
whether  the  directors,  stockholders,  and  precisely  in  point  has  been  cited  ;  baft 
workmen  of  the  corporation  are  liable,  the  practice  certainly  is  to  ask  for  dam- 
It  has  been  held  that  a  mere  workman  ages  only  against  the  corporation.  Join- 
who  makes  a  patented  article  is  not  an  der  in  equity  for  purposes  of  discovery 
infringer.  Delano  v,  Scott,  Gilp.  489  ;  and  injunction  is  another  matter ;  but 
Heaton  v.  Quintard,  7  Blatch.  73.  The  I  have  not  known  damages  to  be  asked 
reason  given  by  Hopkinson,  J.,  in  the  for  against  the  directors  of  a  corpora- 
first  of  these  cases  goes  far  to  decide  tion,  excepting  in  one  case,  which  did 
the  present.  He  says  that  the  statute  not  come  to  trial,  but  was  discontinued 
does  not  mean  to  class  mere  agents,  as  to  the  directors.  I  am  of  opinion 
servants,  etc.,  as  makers  and  venders  that  the  only  persons,  who  can  be  held 
of  the  patented  improvement,  but  the  for  damages  are  those  who  should  have 
principals,  for  whose  account  and  bene-  taken  a  license,  and  that  they  are  those 
fit  they  act  It  was  conceded,  but  who  own  or  have  some  interest  in  the 
without  being  decided,  in  Lightner  v.  business  of  making,  using,  or  selling  the 
Brooks,  2  Clifford,  287,  and  in  Lightner  thing  which  is  an  infringement ;  and 
V.  Kimball,  1  Low.  211,  that  a  director  that  an  action  at  law  cannot  be  main- 
who  has  acted  affirmatively,  so  to  speak,  tained  against  the  directors,  sharehold- 
and  ordered  an  infringement  by  the  ers,  or  workmen  of  a  corporation  which 
corporation,  would  subject  himself  to  infringes  a  patented  improvement."  23 
an  action.  But,  upon  further  ezamina-  0.  G.  989  (989). 
tion,  I  think  the  law  is  not  so.  In-  That  where  a  railroad  company  con* 
fringement  is  not  a  trespass.  The  form  tracted  for  cars  on  which  a  patented  in- 
of  action  is  case ;  and  this  is  because  vention  was  to  be  put,  and  the  contract 
the  act  done  is  not  of  itself  a  direct  was  signed  by  its  president,  who  did 
interference  with  the  tangible  property  not  contemplate  any  infringement  of 
of  the  plaintiffi  but  an  indirect  inter-  the  patent,  he  is  not  liable  as  an  in- 


CH.  m.]  OF  WRONGS  AGAINST  PATENTEES.  81 

untary  perpetrator  of  a  wrongful  act  of  manufacture,  use, 
or  sale  is  an  infringer,  considers  its  directors,  agents,  and 
other  servants,  actually  employing  or  authorizing  the  em- 
ployment of  the  patented  invention,  as  guilty  of  the  in- 
fringement and  personally  answerable  to  the  patentee.^  A 
third,  viewing  the  acceptance  of  the  benefit  of  the  infring- 
ing act  as  furnishing  the  test  of  liability,  treats  its  stock- 
holders as  infringers,  whether  or  not  they  are  its  officers  or 
agents,  and  exempts  the  latter  unless  they  are  also  members  of 
the  corporation.^  The  first  opinion  is  scarcely  consistent  with 
a  due  regard  to  the  rights  of  the  patentee,  whose  invention 
might  then  be  practised  with  impunity  by  an  insolvent  corpo- 
ration, nor  with  the  general  tenor  of  the  Patent  Laws,  which 
permit  no  voluntary  and  unauthorized  act  of  manufacture,  use, 
or  sale,  direct  or  indirect,  to  pass  unpunished.  The  third  con- 
fuses the  benefit  derived  by  the  stockholders  with  that  accruing 
to  the  corporation,  —  the  benefit  of  the  former  being  no  more 
closely  related  to  the  infringement  than  that  of  creditors  or 

fringer,  we  Lightner  v.  Bnx)ks  (1864),  O.  G.  1294,  Blatchford,  J.  :  (1294)  "It 
2  Clifford,  287*  is  showu  that  the  infrlDging  cheese- 
That  a  liability  for  infringement  is  hoop  was  owned  by  the  association,  and 
not  a  "  debt  '*  for  which  the  officers  of  was  used  by  its  agents  in  making  cheese 
a  corporation  may  be  liable  because  it  in  its  business  at  its  works  for  the  bene- 
waa  improperly  contracted,  see  Child  v,  fit  of  its  stockholders.  GaUoway,  Dur- 
Bo6ton&  Fairhaven  Ironworks  (1884),  fee,  and  Billings  were  shareholders. 
1S7  Mass.  516.  The  use  aforesaid  was  a  use  by  each  of 

*  That  all  who  join  in  an  infringe-  them  quite  aa  much  aa  if  there  had 
ment  are  liable  for  damages  as  defend-  been  *a  co-partnership  without  shares 
ants  though  some  are  mere  officers  of  of  stock,  or  one  with  shares  belonging 
eorporations,  see  National  Car  Brake  to  less  than  seven  shareholders  in  num- 
Shoe  Co.  V,  Terre  Haute  Car  &  Mfg.  ber.  The  use  by  each  was  a  tort,  and 
Ca  (1884),  19  Fed.  Rep.  514  ;  28  0.  G.  each  is  liable  to  be  eigoined."  13  Fed. 
1007.  Bep.  477  (478)  ;  21  Blatch.  66  (67). 

That  the  president  of  a  defendant  That  the  stockholders  of  an  infring- 
oorporation  named  aa  one  of  the  defend-  ing  incorporation  may  be  held  IndiFidu* 
anta,  but  not  personally  served,  who  owns  ally  as  infringers,  see  St.  Louis  Stamp- 
all  the  stock  and  swears  to  and  signs  ing  Co.  v.  Quinby  (1880),  18  0.  G. 
the  answer,  and  enters  a  general  ap-  571 ;  5  Bann.  &  A.  275. 
pearance  without  naming  'the  other  de-  That  a  secretary  of  an  infringing 
fendants,  is  personally  liable  for  the  corporation  is  not  liable  unless  he  is 
infringement,  see  Smith  v.  Standard  also  a  stockholder,  see  Tyler  v.  Gallo- 
LaundryMach.Co.  (1883),19Fed.  Rep.  way  (1882),  18  Fed.  Rep.  477;  22 
826  ;  25  0.  G.  893  ;  21  Blatch.  184.  0.  G.  1294 ;  21  BUtch.  66. 

•  In  Tyler  v.  Galloway  (1882),  22 
VOL.  III. —  6 
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innocent  employees,  or  that  of  dealers  in  or  users  of  the  pro- 
ducts of  infringing  processes ;  and  is  pregnant  with  evil  and 
unjust  consequences  to  all  members  of  private  corporations, 
especially  to  minorities  who  neither  acquiesce  in  the  infringe- 
ment nor  in  the  appointment  of  the  officers  or  agents  by  whom 
it  is  committed.  The  second  is  in  harmony  with  other  doc- 
trines of  the  law,  sufficiently  protects  the  patentee,  and  justly 
punishes  those  whose  wilful  acts  place  them  on  the  same  foot- 
ing with  individual  infringers.  Under  this  opinion,  all  agents 
who  perform  acts  of  infringement,  and  all  stockholders, 
directors,  and  other  officers  who  in  the  prosecution  of  the 
business  of  the  corporation  authorize  them,  participate  in 
the  infringement  and  are  personally  responsible  to  the 
patentee. 

§  913.    Infringement  by  a  Joint-Owner  of  the  Patent. 

One  of  two  or  more  co-owners  of  a  patented  invention  may 
be  guilty  of  infringement  as  against  the  others.  The  field  of 
such  infringement  is  of  course  comparatively  narrow,  since  in 
the  present  condition  of  our  law  his  right  to  profit  by  the 
patented  invention  is  unlimited.  While  he  restricts  himself 
to  the  manufacture,  use,  or  sale  of  this  invention  he  does  not, 
therefore,  incur  any  liability  to  his  co-owners.  But  his  em- 
ployment of  other  arts  or  articles,  embracing  the  substance  of 
the  patented  invention,  and  yet  possessing  different  or  addi- 
tional features  whereby  he  gains  an  advantage  over  his  co- 
owners,  is  prohibited.  The  practice  of  such  inventions  by 
non-owners  of  the  patent  would  be  an  infringement  equally 
with  that  of  the  precise  and  separate  invention  which  the 
patent  claims,  but  would  often  strike  more  deeply  at  the  inter- 
est of  the  patentee  by  driving  his  invention  from  the  market 
through  the  superior  utility  of  the  infringing  instrument  or 
operation.  If  a  co-owner  were  permitted  to  avail  himself  of 
these  by  virtue  of  his  ownership  of  part  of  the  patented  inven- 
tion, the  property  of  the  other  owners  might  easily  be  rendered 
worthless  ;  and  hence  the  courts  have  held  that  his  departure 
from  the  patented  invention,  as  described  and  claimed  in  the 
patent,  puts  him  in  the  same  position  as  a  non-owner,  and 
renders  him  liable  in  the  same  manner  to  the  other  owners 
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for  his  infringing  acts.^  The  measure  of  hia  liability,  how- 
ever, differs,  since  the  infringement  is  committed  not  only 
against  their  interest  in  the  patented  invention  but  against 
his  own  also,  and  the  injury  inflicted  and  the  compensation 
awarded  is  consequently  apportioned  to  the  other  owners  ac- 
cording to  their  respective  shares. 

§  914.    Infringement  by  AMignors,  Ghrantors,  and  Orantees. 

An  assignment  either  transfers  the  entire  interest  of  the 
assignor  in  a  patented  invention,  or  makes  him  a  co-owner 
with  the  assignee.  In  the  former  case,  the  assignor  becomes 
a  stranger  to  the  patent  and  capable  of  infringement  by  any 
act  of  unauthorized  manufacture,  use,  or  sale.^  In  the  latter 
case,  he  is  liable  to  the  same  extent  and  for  the  same  acts  as 
an  ordinary  co-owner,  and  has  the  same  right  to  protection 
against  his  assignee.  A  grantor  is  a  stranger  to  the  patent 
within  the  territory  exclusively  conveyed  to  his  grantee,  while 

§  913.  1  In  Herring  v,  Qas  Con-  self  also.  In  other  words,  he  cannot, 
muners'  Association  (1878),  9  Fed.  Re)  •  under  cover  of  his  interest  in  the  com- 
666,  Treat,  J.:  (557)  "Can  a  part-  mon  patent,  shield  every  wrong-doer 
owner  infringe  the  common  patent  and  who  may  infringe  that  patent  He  can, 
escape  aU  liability  f  If  he  can,  it  is  as  to  the  other  part-owners,  by  infring- 
obvions  that,  however  small  his  aliquot  ing,  become  liable  to  them  for  the 
part,  he  can  make  the  eigoyment  of  the  wrong  done.  The  amount  of  recovery 
patent  valueless  to  his  joint-owner,  will  be  in  ])roportion  to  their  respective 
He  has,  by  virtue  of  the  joint-owner-  interests.  Were  this  not  so,  the  door 
ship,  a  right  to  use  the  patent,  but  he  would  be  open  to  the  grossest  frauds  by 
has  no  right  more  than  a  stranger  to  one  joint-owner  against  all  other  joint- 
infringe  the  same.  If  there  is  an  in-  owners."  18  O.  G.  687  (637) ;  8  Mc- 
fringement,  the  right  of  recovery  is  in  Crary,  206  (206) ;  8  Bann.  k  A.  258 
the  party  wronged.      All   the  joint-  (254). 

owners   should   ordinarily   be    parties  That  an  owner  infringes  if  he  uses  or 
plaintiff ;  but  if  the  wrong-doer  is  one  sells  as  to  the  right  of  his  co-owner,  see 
who  is  guUty  to  the  damage  of  the  other  Pitts  v.  Hall  (1854),  8  Blatch.  201. 
joint-owner,  the  latter  should  not  be  That  one  co-owner  cannot  sue  his  co- 
left  remediless.     As  to  such  infringe-  owner  for  infringement  by  using  the 
ment  they  are  strangers.    All  the  joint-  patented  invention,  see  Aspinwall  Mfg. 
owners  are  on  the    record,   and   the  Co.  v.  Gill  (1887)  82  Fed.  Bep.  697. 
amount  of  the  recovery  determines  their  §  914.  *  That  an  assignor  may  he- 
respective  interests.    The  infringer  can-  come  liable  to  his  assignee  for  an  in- 
not    escape    the    consequences    of  his  fringement,  see  Onderdonk  r.  Fanning 
wrong  to  his  joint-owner  by  averring  (1880),  4  Fed.  Rep.  148  ;  6  Bann.  k 
that  he  was  by  his  infringement  injur-  A.  86. 
ing  not  his  joint-owner  alone,  but  him- 
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the  grantee  is  a  stranger  outside  the  limits  of  such  territory  ; 
and  each  may  thus  invade  the  other's  rights  by  any  of  the 
usual  methods  of  infringement.^  When  the  effect  of  the  grant 
is  to  make  them  territorial  co-owners,  their  liabilities  to  each 
other  for  acta  performed  within  such  territory  are  the  same 
as  those  of  other  co-owners  of  a  patent. 

§  915.    Infringement  by  LicenBees. 

A  license  transfers  an  interest  in  the  invention  and  estops 
the  licensor  from  interfering  with  the  enjoyment  of  such  in- 
terest by  asserting  his  monopoly  against  the  licensee.  If  the 
license  is  an  express  license,  the  riglits  of  the  licensee  and  the 
estoppel  against  the  licensor  are  defined  by  its  specific  terms. 
If  the  license  is  implied,  the  duties  and  obligations  of  the  par- 
ties are  defined  by  law.^  No  license  can  convey  an  interest  in 
the  invention  or  work  an  estoppel  unless  the  licensor  was  an 
owner  of  the  patent  at  the  time  the  license  was  granted. 
While  acting  under  his  license,  ^and  within  the  scope  of  the 
interest  it  confers,  the  licensee  does  not  infringe  the  patent, 
and  on  a  failure  to  perform  his  own  part  of  the  agreement  is 
liable  only  to  an  action  on4be  contract  in  the  local  courts.* 
If  the  license  is  granted  on  conditions,  it  affords  no  protection 
to  the  licensee  unless  the  conditions  are  fulfilled,  though  late 
authorities  declare  that  it  must  be  rescinded  by  agreement,  or 
by  a  decree  in  equity,  before  an  action  for  infringement  by 


^  That  a  grantor  reaerring  the  right  §  915.   ^  As  to  the  nature  of  a  li- 

to  use  is  not  gailty  of  infringement  by  oense  and   the  reciprocal   rights    and 

such  use,  see  Hobbie  v.  Smith  (1886),  duties  of  licensors  and   licensees,   see 

27  Fed.  Rep.  656.  §§  806-884  and  notes,  ante,  and  §(  979, 

That  a  grantee  infringes  by  making  1044,  1 248-1252,  and  notes,  jrast. 

outside  his  territory  for  use  outside  it.  That  the  scope  of  an  implied  license 

see  American  Paper  Barrel  Ca  v.  Lara-  to  make  and  sell  is  fixed  by  the  circum* 

way  (1886),  87  0.  G.  674  ;  28  Fed.  Rep.  stances  out  of  which  the  license  arises, 

141.  see  Montross  v.  Slabie  (1887),  80  Fed. 

That  a  sale  of  patented  articles  in  Rep.  284  ;  41  0.  G.  931. 

the  ordinary  course  of  business  beyond  ^  That  a  party  acting  under  a  license 

the   territory   of  the  grantee   by  his  is  not  an  infringer,  and  is  only  liable 

vendee  is  an  infringement,  see  Hatch  for  fees;  not  in  United  States  courts  for 

V,  Adams  (1884),  29   O.  G.   776;    22  infrinsfement,  «ee  Kelly ».  Porter  (1888), 

Fed.  Rep.  434.  17  Fed.  Rep.  519  ;  8  Sawyer,  482. 
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acts  done  under  color  of  the  license  aan  be  maintained.^  ^  A 
licensee  repudiating  the  license,  or  abandoning  it,  or  claiming 
his  right  against  the  licensor  on  other  grounds,  forfeits  the 
privilege  which  it  confers  and  can  no  longer  set  up  its  estoppel 
against  the  licensor.^  Notwithstanding  the  existence  of  a 
license,  therefore,  the  apparent  licensee  will  be  in  reality  a 
stranger  to  the  patent,  and  will  be  guilty  of  infringement  by 
any  act  of  manufacture,  use,  or  sale,  if  the  license  were  origi- 
naUy  invalid,  or  through  his  default  never  took  effect,  or  being 
once  effective  has  now  ceased  to  operate. 

§  916.    Infringement  by  a  Ziioensee  under  an  Xbcpreas  License. 

A  licensee,  having  an  express  license,  infringes  by  the  prac- 
tice of  any  other  patented  invention  than  the  one  covered  by 
his  license,  or  by  employing  that  in  any  other  manner  than 

*  That  licensees  under  oonditions  iu-  and   that   the   b'censee  may  then  be  'I 

fringe  nnlees  they  fulfil  the  conditions,  treated  as  an  infringer,  the  license  must 

see  Steam  Cutter  Co.  v.  Sheldon  (1872),  be  annulled  by  a  separate  proceeding  in 

5  Fisher,  477  ;  10  Blatch.  1.  equity  before  a  suit  for  infringement 

That  the  use  of  the  licensed  inven-  can  be  brought,  see  Adams  v.  Meyrose 

tion  beyond  the  limits  of  the  license  and  (1881),  7  Fed.  Bep.  208;  2  McCrary, 

against  the  reserved  rights  of  the  licen-  860. 

sor  is  an  infringement,  see  Chambers  v»         ^  That  a  licensee  abandoning  his  11- 

8mith  (1870),  5  Fisher,  12.  oense,  or  defending  on  other  grounds. 

That  where  a  licensee  had  the  option  forfeits  its  protection,  see  Bell  v.  Mc- 

to  use  during  the  extension  upon  paying  CuUough   (1858),    1    Fisher,    880;    1 

new  fees,  he  will  be  an  infringer  if  he  Bond,  194. 

uses  without  first  exercising  his  option         That  a  licensee  having  repudiated 

and  paying  the  new  fees,  see  England  his  license  may  be  treated  as  an  in- 

V.  Thompson  (1869),  3  Clifford,  271.  fringer,  and  his  license  will  be  no  de- 

That  a  licensee  may  be  sued  for  an  fence,  see  Hat  Sweat  Mfg.  Co.  «.  Porter 

infringement  if  his   license  were   re-  (1888),  34  Fed.  Rep.  745 ;  Cohn  v,  Na- 

■einded  by  a  notice  to  that  effect  given  tional  Rubbcn-  Co.  (1878),  8  Bann.  k  A. 

in  the  mode  prescribed  by  the  license  568 ;  15  0.  6.  829 ;  Moody  v.  Taber 

itself,  see  Hammacher  r.  Wilson  (1886),  (1874),  5  0.  G.  273 ;  Holmes,  825  ;  1 

26  Fed.  Rep.  239 ;  86  0. 6.  233.  Bann.  &  A.  41. 

That  a  licensor  cannot  sue  his  licen-         That  a  licensee  making  the  licensor's 

see  for  inMngement  upon  a  failure  to  invention  under  a  different  name,  must 

pay  royalties  unless  the  license  contains  pay  the  agreed  license  fees,  and  if  he 

a  clause  of  forfeiture,  see  Consolidated  repudiates  the  license  may  be  sued  as 

Middlings  Purifier  Co.  v.  Wolf  (1886),  an  infringer,   see  Starling  r.   St.  Paul 

38  Fed.  Rep.  814  ;  87  0.  O.  567.  Plough  Works  (1887),  41  0.  G.  818 ; 

That  though  it  is  agreed  in  a  license  82  Fed.  Bep.  290. 
that  it  is  to  be  void  in  a  certain  event, 
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his  license  specifies.^  If  he  appropriates  a  different  invention 
belonging  to  his  licensor,  whether  protected  by  the  same  or  hy 
a  different  patent,  and  not  essential  to  the  enjoyment  of  the 
licensed  invention ;  ^  or  if  he  makes,  or  sells,  or  uses  inven- 
tions of  his  own  or  of  some  other  patentee  which  in  them- 
selves are  infringements  of  the  one  that  he  is  licensed  to 
employ  ;  ^  or  if  he  performs  an  act  in  reference  to  the  licensed 
invention  which  his  license  does  not  authorize,  as  by  selling 
or  using  under  a  license  to  manufacture  only ;  ^  or  if  he  per- 

I  916.  ^  That  a  licensee  acting  out-  censed  inventions,  see  United  Nickel 

side  his  license  is  an  infringer,  see  Fet-  Co.    v,    California    Electrical    Works 

ter  V.  Newhall  (1888),  17  Fed.   Rep.  (1885),  11  Sawyer,  250;  25  Fed.  Rep. 

841 ;  25  O.  G.  502  ;  21  Blatch.  445 ;  475. 

Wood  V.  Wells  (1873),  6  Fisher,  882 ;         That  the  license  to  make  an  article 

Goodyear   v.  Providence    Rubber   Co.  described  in  the  patent  does  not  protect 

(1864),  2  Clifford,  851 ;  2  Fisher,  499.  the  licensee  if  he  makes  one  different 

That  a  licensee  merely  refusing  to  from  the  one    described,  see    Miller's 

pay  his  royalties  cannot  be  treated  as  Falls  Co.  v.  Ives  (1877),  14  0.  G.  208; 

an  infringer,  see  Seibert  Cylinder  Oil-  14  Blatch.  169 ;   2  Bann.  &  A.  574 ; 

Gup    Co.    V,   Detroit   Lubricator   Co.  Magic   Ruffle    Co.    v.    Elm  City   Co. 

(1888),  84  Fed.  Rep.  216.  (1875),  8  O.  G.  778  ;  18  Blatch.  151  ; 

That  a  licensee  violating  the  terms  2  Bann.  ft  A.  152. 
of  his  license  by  doing  acts  not  author-         That  a  licensee  anthorized  to  sell  ma- 

ized  thereby,  at  once  infringes  the  pa-  terials,  to  be  used  in  a  patented  prooesa, 

tent  and  breaks  his  contract,  see  Pope  to  the  licensees  of  such  process,   in- 

Mfg.  Co.  V,  Owsley  (1886),  27  Fed.  Bep.  fringes  by  selling  to  others  who  are 

100 ;  87  O.  G.  781.  known  not  to  be  licensees,  see  Willis 

That  a  licensee  infringes  if  he  exceeds  v.  McCullen  (1886),  29  Fed.  Bep.  641; 

the  number  of  patented  articles  covered  88  0.  G.  1017. 

by  his  license,  see  Aspinwall  Mfg.  Co.         '  That  if  the  licensee  practices  his 

V,  Gill  (1887),  82  Fed.  Rep.  697.  own  infringing  invention  under  cover  of 

That  the  covenants  in  a  license  can-  the  license,  he  is  an  infringer,  see  Mil- 

not  deprive  the  licensee  of  the  right  to  ler*s  Falls  Co.  v.  Ives  (1877),  14  0.  G. 

show  that  his  acts  do  not  infringe,  see  208  ;  14  Blatch.  169  ;  2  Bann.  ft  A.  574. 
White  V.  Lee  (1882),  23  O.  G.  1621 ;  14         That  under  a  license  to  use  six  or 

Fed.  Rep.  789.  more  of  the  patented  machines  npon 

'  That  a  license  under  one  patent  af-  certain  conditions,  the  licensee  using 

fords  no  protection  against  another,  see  one  under  the  patent  and  five  under  an 

Stuart  V.  Shantz  (1872),  6  Fisher,  35 ;  infringing  patent  infringes  as  to  the 

2  0.  G.  524 ;  Blanchard  v.   Puttnam  five,  see  Steam  Cutter  Co.  v.  Sheldon 

(1869),  8  WalL  420.  (1872),  5  Fisher,  477  ;  10  BUtch.  1. 

That  a  plaintiff  may  recover  for  the         ^  That  a  license  to  use  does  not  give 

infringement  of  one  Claim  of  a  patent  the  right  to  mske  or  sell,  see  Aiken  v. 

though  the  defendant  is  licensed  under  Manchester  Print  Works  (1865),  2  Clif- 

other  Claims,  and  though  his  infringe-  ford,   485.     See  also  §§  812,  827,  and 

ment  is  accomplished  by  using  the  11-  notes,  anU* 
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forms  the  licensed  act  outside  the  territory  or  the  period  for 
which  his  license  has  been  granted ;  ^  or  in  any  other  way 
exceeds  the  power  conferred  upon  him,  —  he  is  guilty  of  in- 
fringement.^ Where  a  license  is  assignable,  the  assignee  rests 
under  the  same  limitations  as  the  original  licensee,  and  may 
infringe  the  patent  by  the  same  modes  of  action.^  A  licensee 
may  infringe  not  only  by  his  own  personal  misappropriation 
of  the  patented  invention,  but  through  tlie  agency  of  any 
others  who  unlawfully  practise  it  with  his  consent.^ 

*  That  where  a  licenae  permits  nee  in         ^  That  where  a  license  is  assignable, 
only  one  place  it  is  an  infringement  to  the  assignee  is  not  an  infringer,   see 
use  elsewhere,  see  Steam  Cutter  Co.  v.  Wilson  v.  Stolly  (1849),  6  McLean,  1. 
Sheldon   (1872),   5    Fisher,    477  ;    10         That  a  railroad  company  being  li- 
Blatch.  1.  censed  to  use  a  device  on  their  cars. 

That  a  licensee,  having  a  right  to  seU  the  transfer  of  their  rolling  stock  and 
the  product  of  the  patented  device  only  revenues  to  a  preferred  creditor  gives 
in  the  section  where  made,  infringes  by  him  the  same  right,  he  being  the 
selling  outside  it,  see  Wilson  «.  Sher-  agent  of  the  company  and  not  a  pur- 
man  (1860),  1  Blatch.  686.  chaser,  and  his  use  is  not  an  infriuge- 

That  a  licensee  to  seU  within  certain  ment,  see  Emigh  v.  Chamberlain  (1861), 

territory  infringes  if  he  seUs  in  that  2  Fisher,  192 ;  1  Bissell,  867. 

territory  to  those  who  he  knows  will  That  an  assignee  of  a  license  is  under 

sen  outside  it,  see  Hatch  v.  Hall  (1887),  the  same  restrictions  and  subject  to  the 

80  Fed.  Rep.  613  ;  40  O.  G.  1342.  same  liabilities  as  the  original  licensee. 

That  a  licensee  practising  the  inven-  see  Moody  v,  Taber  (1874),  Holmes,  326  ; 

tion  after  his  license  has  expired  is  an  1  Bann.&  A.  41  ;  6  0.  G.  278. 

infringer,  see  Wetherill  r.  Passaic  Zinc  That  under  a  personal  and  unassign- 

Co.  (1872),  9  Phila.  886  ;  6  Fisher,  60 ;  able  license  to  make  and  sell,  the  arti- 

2  O.  G.  471.  cles  on  hand  at  the  death  of  the  licensee 

That  the  use  of  two  machines  in  may  be  sold  by  his  representatives,  see 

flDCcession  under  a  license  to  use  one  is  Montross  v.  Mabie  (1887),  80  Fed.  Rep. 

«n  infringement,  see  Bloomer  v.  Gilpin  234 ;  41  0.  G.  981. 

(1869),  4  Fisher,  60.  That  an  optional  contract  to  pur- 

*  That  it  is  not  an  infringement  to  chase  a  patent  does  not  operate  as  a 
use  a  second  time  an  article  marked,  license  to  the  vendee's  licensees  to  make 
**  Licensed  to  use  once  only,"  see  Ameri-  infringing  articles,  see  Iowa  Barb  Steel 
can  Cotton  Tie  Co.  v.  Simmons  (1878),  Wire  Co.  v.  Southern  Barbed  Wire  Co. 
18  0.  G.  967  ;  8  Bann.  &  A.  820.  (1887),  80  Fed.  Bep.  616  ;  40  0.  G.  678. 

OontrOf  American  Cotton  Tie  Co.  v.         *  That  a  licensee  infringes   by  an 

Simmons   (1882),   106  U.   S.   89  ;  22  unlawful  use  of  his  machine  by  others 

O.  G.  1976  ;  American  Cotton  Tie  Sup-  with  his  consent,  see  Steam  Cutter  Co. 

ply  Co.  V.  BuUard  (1879),  17  6.  G.  389  ;  v.   Sheldon   (1872),  6  Fisher  477;  10 

17  Blfttch.  160  ;  4  Bann.  k  A.  620.  Blatch.  1. 
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§  917.    Ziifilngement  by  a  Uo«nsee  under  an  Implied  License. 

A  license  is  implied  by  law  in  various  cases,  its  scope  being 
determined  hy  the  nature  of  the  circumstances  from  which  it 
arose.  A  patentee  who  acquiesces  in  the  practice  of  his  in- 
vention by  another  person,  receiving  compensation  or  the 
promise  of  compensation  therefor,  or  looking  to  a  different 
source  for  his  reward,  cannot  thereafter  deny  the  right  of 
such  other  person  to  practise  the  invention  in  the  manner  and 
to  the  extent  established  bj  this  actual  enjoyment.^  The  law 
here  implies  a  license  whose  limits  are  indicated  by  the  past 
conduct  of  the  licensee  as  acquiesced  in  by  the  licensor,  and 
in  these  cases  acts  outside  such  customary  employment  of 
the  invention  are  infringements.^  Again,  a  person  who,  before 
the  patent  has  been  issued,  or  before  the  grant  of  a  re-issue  or 
extension,  has  constructed  the  patented  article  for  his  own 
use  with  the  permission  of  the  patentee,  acquires  the  right  to 
use  such  article  until  it  ceases  to  exist ;  ^  though  to  replace 

§  917.  ^  That  a  long  nae,  with  the  royalties,  until  the  release  is  set  aside* 
acquiescence  of  the  patentee  and  an  see  Seibert  Cylinder  Oil-Cup  Co.  v.  De- 
agreement  to  pay  license  fees,  raises  troit  Lubricator  Co.  (1888),  34  Fed. 
an  implied  license,  see  Blanchard  v.  Rep.  216 ;  Loercher  v.  Crandall  (1881), 
Sprague  (1859),  1  Clitford,  288.  11  Fed.  Rep.  872  ;  21  O.  G.  868 ;  20 

That  a  patentee  by  taking  compen-  Blatch.  106. 
sation  for  the  right  to  make,  use,  or  sell         '  A  license  by  acquiescence  in  the 

the  invention,  impliedly  licenses  these  practice  of  an  invention  rests  either  in 

acts  and  cannot  eigoin  them,  see  Gilbert  implied  contract  or  in  estoppel.  That  in 

ft  Barker  Mfg.  Co.  v.  Bussing  (1875),  8  both  cases  the  limits  of  the  license  are 

O.  G.  144;  12  Blatch.  426;  1  Bann.  determined  by  the  conduct  of  the  parties, 

ft  A.  621.  under  the  ordinaiy  principles  governing 

That  where  a  patentee  gave  permis-  estoppels  and  implied  agreements,  and 

sion  to  the  contractors  for  a  city  to  use  any  use  of  the  invention  beyond  these 

an  invention,  saying  to  them  that  he  limits  has  the  same  legal  aspect  as  an 

.would  look  to  the  city  for  his  royalty,  infringing  use  by  an  express  licensee, 

the  city  received  an  implied  license  and  see  Montross  v,  Mabie  (1887),  30  Fed. 

was  not  liable  for  any  royalty,  see  Bige-  Rep.  234  ;  41  0.  G.  981 ;  also  $  884  and 

low  V.  City  of  Louisville  (1 869) ,  8  Fisher,  notes,  ante. 
602.  >  That  a  person  who  with  the  oon- 

That  an  absolute  release  in  presenti  sent  of  the  inventor  has  constructed 

to  an  infringer,  and  a  contract  by  him  the  invention  before  the  patent  issued, 

to  pay  royalties  for  past  infringements  may  use  it  after  the  patent  is  granted, 

in  pursuance  of  such  release,  relieves  see  Sec.  4899,  Rev.  Stat  ;  Wade  v.  Met- 

him  from  accountability  for  practising  calf  (1889),  129  U.  S.  202 ;  Brickill  v, 

the  invention  in  future,  except  as  to  the  Mayor  of  New  York  (1880),  18  O.  G. 
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it  with  another,  or  to  make  such  repairs  upon  it  as  practi- 
cally amount  to  reconstruction,  is  infringement.^  Again,  an  \ 
employee  by  applying  his  invention  to  the  business  of  his  j 
employers  and  annexing  it  to  their  apparatus,  or  otherwise 
incorporating  it  into  their  property,  confers  on  them  a  license 
to  enjoy  it  which  neither  he  nor  his  subsequent  assignees  can 
revoke.*    This  license  gives  to  the  employers  a  right  to  use 

468 ;  7  Fed.  Bep;  479 ;  18  Blatch.  278  ;  the  act  of  1870,  the  license  in  to  use  only 

5  Bonn,  k  A.  544  ;  also  1 881  and  notes,  the  precise  thing  after  patent  which  was 

ante,  and  f  §  979,  1044  and  notes,  post,  made  or  purchased  before  it,  and  to 

That  a  person  who  has  constructed  make  and  use  others  is  infringement, 

the  invention  under  a  defective  patent  see   BrickiU  o.   Mayor  of  New  York 

with  the  consent  of  the  inventor,  may  (1880),  18  0.  G.  463 ;  7  Fed.  Rep.  479 ; 

employ  it  after  a  re-issae^  see  §{  698,  18  Blatch.  278  ;  5  Bann.  k  A.  644. 
699,  881  and  notes,  anUe.  That  the  act  of  1889,  protecting  the 

That  a  person  who  has  constructed  use  of  inventions  which  were  used  be- 

the  invention  during  the  original  term,  fore   the  patent,   does   not  cover  the 

by  consent  of  the  inventor,  may  use  it  whole  patented  invention,  but  only  such 

during  an   extension,   see  Wooster  v.  parts  of  it  as  were  in  use,  see  Brickill  v. 

Sklenbeig  (1875),  10  O.  O.  244  ;   18  Mayor  of  New  York  (1880),  7  Fed.  Rep. 

Blatch.  88  ;  2  Bann.  &  A.  91  ;  Wood  479 ;  18  Blatch.  278  ;   18  O.  6.  468 ; 

V.  Michigan  Southern  k  Northern  In-  5  Bann.  &  A.  544. 
diana  R.  R.  Co.  (1868),  8  Fisher,  464  ;         That  though  an  assignee  of  the  origi- 

2  BisseU,  62.  nal  term  may  use  the  articles  constructed 

See  also  f  831,  843  and  notes,  ante,  during  the  term  after  the  extension,  he 

That  where  a  patentee  had  publicly  has  no  implied  license  to  make  them 

authorized  all  persons  to  use  his  inven«  for  any  purpose,  see  Wood  v.  Michigan 

tion,  in  connection  with  certain  others.  Southern  k  Northern  Indiana  B.  R.  Co. 

one  who  did  this  under  the  original  (1868),  8  Fisher,  464 ;  2  Bissell,  62. 
term  may  use  up»  during  the  extension,         *  That  an  employer  has  an  imfdied 

whatever  he  had  on  hand  at  the  end  license  to  use  such  inventions  of  his 

of  the  term,  see  Wooster  v.  Sidenbeig  employee  as  were  by  the  latter  applied 

(1875),  13  Blatch.  88  ;  2  Bann.  &  A.  to  the  business  of  the  former  during  the 

91;  lOO.  G.  244.  term  of   employment,  see  Herman  v. 

That  the  use  of  the  patented  inven-  Herman  (1886)  87  0.  Q.  892  ;  29  Fed. 

tion  with  impunity,  before  the  patent  Rep.  92 ;  Whiting  v.  Graves  (1878)  18 

was  amended,  does  not  work  a  license  0.  G.  455  ;  3  Bann.  ft  A.  222  ;  Conti- 

to  use  it,  see  Howe  v.  Williams  (1863),  nental  Windmill  Co.  v.  Empire  WMnd- 

2  Fisher,  896 ;  2  Cliffoid,  245.  mill  Co.  (1871),  8  Blatch.  295  ;  4  Fisher 

That  an  unauthorised  use  under  a  428. 
defective  patent  confers  no  license  to  See  also  §§  882,  888  and  notes,  ante, 
use  under  an  amended  one,  see  Mc-  That  where  a  partner  patents  a  de- 
Williams  Mfg.  Co.  V.  Blundell  (1882),  sign  and  applies  it  to  articles  made  in 
11  Fed.  Rep.  419 ;  22  O.  G.  177;  Stimp-  the  business  of  the  firm,  the  firm  may 
•on  r.  Westchester  R.  R.  Go.  (1846),  4  use  the  design  until  the  partnership  is 
How.  880  ;  2  Robb.  335.  dissolved,  and  after  dissolution  may  sell 

*  That  under  Sec.  7,  act  of  1889,  and  by  receiver  or  otherwise  the  articles  on 
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the  invention  in  the  manner  in  which  their  employee,  the  in- 
ventor, has  applied  it,  and  until  it  is  no  longer  capable  of  use. 
But  to  rebuild  it,  or  supply  its  place  with  others  of  the  same 
character,  or  to  appropriate  it  to  different  uses,  are  acts  be- 
j  yond  their  implied  authority  and  are  infringements  of  the 
[patent.  Finally,  the  purchaser  of  a  patented  article  from  one 
who  had  a  right  to  sell  it,  or  who,  having  sold  it  wrongfully, 
has  compensated  the  owner  of  the  patent  for  the  injury  in- 
flicted by  the  wrongful  sale,  has  an  implied  license  to  use  it 
for  any  purpose  and  in  any  place  until  it  is  destroyed,  unless 
the  terms  of  his  purchase  have  otherwise  provided.^  But  such 
a  licensee  cannot  reconstruct  the  article,  nor  procure  and  use 
a  new  one  in  its  stead,  nor,  if  the  purchase  be  restricted  by 
conditions,  use  it  in  violation  of  his  contract,  without  com- 
mitting an  infringement.^  These  are  the  principal  cases  in 
which  a  license  is  iipplied,  and  the  tests  of  infringement  em- 
hand  containing  such  design,  see  Mon-  (1875),  8  0.  G.  144  ;  12  Blatch.  426  ; 
tross  V.  Mabie  (1887)  80  Fed.  Rep.  234  ;  1  Bann.  &  A.  621. 
41  0.  G.  981.  See  also  g§  824-880  and  notes,  ante, 

*  That  the  purchaser  of  a  patented  That  a  purchaser  from  a  licensee,  who 
material  without  restrictions,  from  one  has  previously  repudiated  his  license^ 
who  had  a  right  to  seU  it,  may  use  it  acquires  no  right  to  use  if  he  knew  of 
for  any  purpose,  see  Metropolitan  Wash-  such  repudiation,  see  Moody  v,  Taber 
ing  Mach.  Co.  v.  Earle  (1861),  2  Fisher,  (1874),  1  Bann.  &  A.  41;  Holmes,  825  ; 
208  ;  8  Wall.  Jr.  820.  5  O.  G.  278. 

See  also  §§  824,  826  and  notes,  ante.  That  a  purchaser  from  a  wrongful 

That  such  purchaser  may  use  the  seUer,  who  has  compensated  the  owner 
article  in  any  place,  see  Roosevelt  v,  of  the  patent  for  the  wrongful  sale,  has 
Western  Electric  Co.  (1884),  20  Fed.  an  implied  license  to  use,  see  Steam 
Bcp.  724 ;  28  0.  G.  812.  Stone  Cutter  Co.  v.  Sheldon   (1884), 

That  a  purchaser  of  articles  with  22  Blatch.  484  ;  21  Fed.  Rep.  875 ; 
knowledge  of  prior  grants  cannot  use  Allis  r.  Stowell  (1888),  16  Fed.  Rep. 
the  articles  within  the  granted  territory,  788  ;  Gilbert  ft  Barker  Mfg.  Co.  r.  Bus- 
see  Sheldon  Axle  Co.  v.  Standard  Axle  sing  (1875),  8  0.  G.  144  ;  12  Blatch. 
Works  (1889),  87  Fed.  Rep.  789.  426  j    1  Bann.  ft  A  621  ;    Eunson  v. 

That  a  purchaser  of  articles  cannot  Dodge  (1878),  18  Wall.  414 ;  5  0.  G.  95. 
sell  them  in  the  way  of  trade  in  anoth-  See  also  $f  829,  880  and  notes,  ante. 
er's  exclusive  territory,  see  Standard  That  a  vendee,  under  an  unlawful 
Folding  Bed  Co.  v.  Keeler  (1889),  87  but  subsequently  legalized  sale,  may 
Fed.  Rep.  693.  himself  resell,   see  Alabastine  Co.   v. 

See  also  $§  824,  826  and  notes,  anU,     Richardson  (1886),  26  Fed.  Repu  620 ; 

That  a  purchaser  from  an  infringing    85  0.  G.  1226. 
seller  acquires  no  license  to  use,  see         ^  That  his  implied   license  to  use 
Gilbert  k  Barker  Mfg.  Co.  v.  Bussing    gives  the  purchsaer  no  right  to  rebuild, 
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ployed  in  these  will  furnish  a  sufficient  guide  for  cases  of  less 
frequent  occurrence. 

§  918.    Infringement  by  Common  Carrien. 

A  common  carrier  may  participate  in  the  infringing  acts  of 
others  by  aiding  in  their  perpetration  or  in  securing  their  un- 
warranted reward.^    Thus  if  he  conspires  with  an  infringing 

manufacturer  of  the  invention  to  transport  his  products  to  a 
market  though  beyond  the  limits  of  the  United  States,  or  with 

aee  Gottfried  v,  Philip  Best  Brewing  ants  are  only  officers  of  the  company, 
Co.  (1879X  17  0.  G.  676 ;  5  Bann.  with  distinct  duties,  and  have  no  con- 
&  A.  4.  trol  over  the  goods  and  no  power  to 
See  also  §  827  and  notes,  ante.  refuse  to  receive  them  ;  that  the  com- 
That  the  purchaser's  license  does  not  pany  ought  not  to  be  compelled,  at  its 
anthorize  him  to  replace  the  purchased  own  expense,  to  protect  the  plsintifTs 
articles  with  new  ones,  see  Aiken  v,  business ;  and  that  it  owes  no  duty  to 
Manchester  Print  Works  (1865),  2  Clif-  the  plaintiff  to  answer  for  the  diligence 
ford,  485.  which  the  plaintiff  ought  to  use  in  the 
See  also  ^  825  and  notes,  ante,  protection  of  its  own  interests.  It  is 
I  918.  ^  In  American  Cotton  Tie  entirely  clear  that  the  owners  of  the 
Supply  Co.  V,  McCready  (1879),  17  Infringing  and  unlicensed  cotton  ties, 
O.  G.  565,  Blatchford,  J.:  (567)  "It  who  are  causing  them  to  be  transported 
is  contended  for  the  defendants  that  by  the  vessels  of  the  Old  Dominion 
the  steamship  company,  as  it  acts  solely  Steamship  Company,  are  sending  them 
in  the  capacity  of  common  carrier  of  for  sale  and  use,  and  are  employing  said 
these  ties,  does  not  come  within  the  company  and  its  officers  as  agents  and 
meaning  of  the  statute  as  an  infringer  servants  in  promoting  and  effecting 
of  the  patents ;  that  it  has  nothing  to  such  sale  and  use.  It  would  seem,  on 
do  with  the  rights  of  the  plaintiff  or  the  principle,  that  there  ought  to  be  no 
invasion  of  those  rights  by  others ;  that  difficulty  in  restraining  by  ii^unction 
it  does  not  use  or  aid  others  in  using  all  persons,  whether  officers  of  a  cor> 
the  ties,  because  such  use  cannot  be  poration  or  not,  who  are  aiding  in  the 
had  until  after  transportation  and  de-  promotion  of  the  infringing  sale  and 
livery;  that  the  company,  by  trans-  use,  whether  such  persons  would  be 
porting  the  ties,  does  not  sell  them  to  liable  for  profits  or  damsges  or  not.  It 
othera  to  be  used,  or  aid  in  selling  them  has  been  so  held  by  this  court.  (Good- 
to  othen  to  be  used ;  that  as  a  common  year  v,  Phelps,  8  Blatch.  C.  C.  R. 
carrier  the  company  is  bound  to  receive  91 ;  Poppenhusen  v.  Falke,  4  Blatch. 
and  carry  all  goods  offered  by  any  per-  498)."  17  Blatch.  291  (298) ;  4  Bann. 
•on  ;  that  it  would  be  sgainst  public  k  A.  588  (595). 
policy  to  restrain  the  company  ;  that  it  That  a  steamship  company  trans- 
would  impede  its  business  and  inflict  porting  infringing  articles,  after  due 
injury  on  the  whole  community  ;  that  notice  from  the  patentee,  act  as  an  sgent 
the  suit  is  improperly  brought  against  of  the  infringer,  and  are  liable  to  in- 
the  defendants,  and  should  be  brought  Junction  unless  they  disclose  the  names 
against  the  company ;  that  the  defend-  of  the  shipper,  see  American  Cotton  Tie 
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persons  who  desire  to  use  or  sell  the  invention  in  violation  of 
the  patent  to  procure  it  and  deliver  it  to  them,  he  makes  him- 
self an  agent  in  the  wrong  and  is  responsible  as  a  direct  in- 
fringer. Whether  he  is  accountable  for  the  injury  resulting 
to  the  patentee  from  the  infringing  manufacture,  use,  or  sale, 
and  if  so  in  what  measure,  is  not  yet  determined,  though  he 
thereby  subjects  himself  to  the  restraining  process  of  a  court 
of  equity.  But  in  these  cases  the  assistance  given  must  have 
been  wilful  and  collusive;  for  service  rendered  in  the  ordi- 
nary course  of  business  and  without  illegitimate  intent  is 
merely  a  fulfilment  of  his  duty,  and  does  not  make  him  liable 
for  wrongs  committed  through  his  means  by  shippers  or 
consignees. 

§  919.    Infringemeiit  by  Contractors. 

The  obligations  under  which  a  private  individual  may  rest, 
either  to  other  individuals  or  to  the  public,  do  not  authorize 
him  to  practise  any  patented  invention  without  permission 
from  the  patentee,  even  though  his  obligations  were  created 
in  ignorance  of  the  existence  of  the  patent.^    A  contractor,  in 

Supply  Co.   V.   McCready   (1879),  17  reapoiuible  for  the  injnry  which  another 

O.  G.  565  ;  17  Blatch.  291 ;  4  Baan.  ft  may  sastain  as  the  consequence.     If  he 

A.  588.  had  foreknowledge  that  the  work  he 

That  importation  and  transshipment  had  bound  himself  to  perfonn  involved 

hy  custom-bouse  agents  of  the  import-  an  infringement  of  a  patent-right,  it 

ers,  having  no  possession  nor  control  of  was  his  business  to  have  procured  a 

the  infringing  articles,  does  not  make  license  for  the  use  of  the  improvement ; 

them  liable  for  infringement,  see  Nobel's  and,  failing  to  do  so,  he  takes  on  him- 

Explosives  Co.  v,  Jones  (1881),  L.  R.  self  the  responsibility  of  a  violation  of 

17  Ch.  D.  721 ;  8  App.  Cas.  5.  the  patent.    If  he  entered  into  the  oon- 

§  919.  ^  In  Jacobs  «.  Commissioners  tract  in  ignorance  of  the  fact  that  the 
of  Hamilton  Co.  (1862),  4  Fisher,  81,  work  he  has  agreed  to  do  would  violate 
Leavitt,  J.  :  (85)  "  There  can  be  a  patent-right,  he  is  not  therefore  pro- 
no  question  that  if  the  contractor,  in  tected  from  liability.  This  fact  may 
the  fulfilment  of  his  obligation,  violates  have  a  bearing  on  the  question  of  the 
the  patent-right  of  another,  he  is  an-  amount  of  damages  to  be  recovered,  bat 
swerable  for  the  infringement.  He  does  not  destroy  the  right  of  action  by 
cannot  defend  himself  against  the  claim  the  injured  party.  And  it  is  no  answer 
of  the  patentee  by  asserting  that  he  to  this  view  of  the  subject  that  cases 
committed  the  wrong  under  a  contract  may  occur  in  which  the  patentee  may 
with  the  county  commissioners.  It  was  faQ  in  the  enforcement  of  his  just  rights 
his  own  folly  to  have  imposed  on  him-  by  the  insolvency  or  irresponsibility  of 
self  such  an  obligation,  and  he  alone  is  the  contractor.     This  is  an  incident, 
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entering  into  an  agreement  to  perform  certain  services  or  sup- 
ply certain  articles,  assumes  the  risk  of  being  prevented  from 
the  fulfilment  of  his  contract  by  the  assertion  of  the  rights  of 
some  unknown  patentee;  and  if  he  violates  those  rights  he 
cannot  screen  himself  under  the  duty  which  he  owes  to  others. 
Where  the  public  are  interested  in  the  fulfilment  of  the  con* 
tract  the  remedies  applied  may  be  less  peremptory  than  where 
the  individual  contractor  or  his  promisee  are  alone  concerned, 
and  the  completion  of  the  contract  may  be  permitted,  leaving 
the  patentee  to  seek  bis  compensation  from  the  contractor 
after  his  contract  obligations  are  discharged  ;  ^  but  this  lenity 
is  not  extended  on  account  of  the  contractor,  who  in  some 
form  of  remedy  is  compelled  to  pay  the  full  penalty  of  his 
infringement. 

§  920.    InfrlngemeiitB  by  Agenti,  and  Workmen. 

Agents  who,  of  their  own  volition,  participate  in  an  infring- 
ing act  thereby  become  infringers,  although  in  the  perform- 
ance of  the  act  itself  they  have  no  pecuniary  interest.^  No 
act  of  a  mere  agent  is  infringement,  unless  it  would  be  such 
if  personally  perpetrated  by  his  principal.*  But  salesmen 
selling  on  commission,  and  other  servants  who  derive  a  dis- 
tinct and  independent  benefit  from  their  invasions  of  the 
patent,  incur  a  separate  liability  upon  their  own  account,  as 
well  as  in  the  capacity  of  employees.'    A  workman  acting 

often  connected  with  cases  of  legal  lia-  fiingement,  see  Potter  v.  Crowell  (1866), 

Mity,  which  can  have  no  influence  upon  8  Fisher,  112 ;  1  Abbott,  89. 

the  application  of  known  and  settled  That  an  accommodation  partner,  who 

legal  principles.    Sach  a  result  may  be  takes  no  part  in  the  business  and  allows 

a  great  misfortnne  to  a  losing  party,  his  co-partner  to  receive  all  its  benefits, 

bat  cannot  furnish  a  reason  for  casting  is  liable  as  joining  in  and  inducing  the 

responsibility  upon  another  party  not  infringement  and  may  be  sued  alone  or 

le^y  chaigeable  with  it*'     1  Bond,  jointly  with  the  active  infringer,  see 

£00  (504).  American  BeU  Telephone  Go.  v.  Albright 

•  That  a  contractor  may  be  allowed  (1887),  82  Fed.  Rep.  287. 

to  finish  a  work  of  importance  to  the  '  That  unless  the  parties  who  are 

public,  though  enjoined  as  to  all  other  primarily  liable  infringe,  those  who  are 

Tises  of  the  invention,  see  |  1200  and  secondarily  liable  do  not,  see  Bigelow  v, 

notes,  post.  City  of  Louisville  (1869),  8  Fisher,  602. 

I  920.   1  That  a  sale  by  a  salesman  *  In  Steiger  v.  Heidelbei*ger  (1880), 

having  no  interest  in  the  sale  is  an  in-  4  Fed.  Rep.  455,  Blatchford,  J.  :  (457) 
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under  orders  and  exercising  no  choice  as  to  the  objects  upon 
which  his  energies  are  expended  does  not  infringe  by  manu- 
facturing or  using  patented  inventions.^ 

§  921.   Infringement  by  PriTate  Individuals. 

All  private  individuals  who  voluntarily  engage  in  the  un- 
authorized manufacture,  use,  or  sale  of  the  patented  invention, 
whether  by  itself  or  as  a  part  of  some  more  comprehensive 
instrument  or  operation,  are  guilty  of  infringement.^  Neither 
the  motive  prompting  the  infringing  act,  nor  the  knowledge 
of  his  own  wrong-doing  on  the  part  of  the  offender,  are  ele- 
ments to  be  considered.^    Where  a  specific  intent  is  necessary 

"As  to  the  first  braDch  of  the  plea,  or  right  to  restrain  the  defendant,  by  in- 

the  first  plea,  whichever  it  may  be,  .  .  •  janction,  from  participating  in  the  way 

the  plea  must  be  overruled.    The  sub-  set  forth  in  such  sales,  although  a  bill 

stance  of  it  is  that  the  defendant  ia  not  will  also  lie  against  Loeb  &  Schoenfeld 

liable  in  this  suit  for  what  the  plea  sets  to  restrain  them  from  participating  in 

forth  as  having   been  done   by  him.  the  way  they  do   in    the  same   sales 

This  is  not  so.    The  plea  shows  that  (Maltby  v.  Boto,  14  Blatch.  53)."    18 

the  defendant  has  made  a  separate  and  0.  Q.   1468  (1468) ;    18    Blatch.  426 

independent  profit  to  himself  out  of  the  (428). 

sale  of  such  goods  as  he  has  been  instru-  ^  That  workmen,  having  no  option, 

mental  in  selling,  by  receiving  a  com-  do  not  infringe  by  obeying  orders,  see 

mission  thereon,  in  which  commission  Young  v,  Foerster  (1889),  87  Fed.  Rep. 

Loeb  ft  Schoenfeld  have  no  interest ;  203  ;  United  Nickel  Go.  v.  Worthing- 

that  his  commission  is  dependent  on  ton   (1882),   28  0.  G.  989  ;    13   Fed. 

the  sales;  that  he  has  made  the  sales  Rep.  392;  Heaton  v.  Quintard  (1869), 

for  the  purpose  of  receiving  the  com-  7  Blatch.  73 ;  Delano  v,  Scott  (1884), 

mission  ;  and  that  he  obtains  the  com-  Gilpin,  489  ;  1  Robb,  700. 

mission  by  making  the  sales.    This  is  a  That  a  son  acting  under  his  father 

distinct  profit  from  any  profits  made  by  cannot  be  sued  for  infringement  if  he 

Loeb  ft  Schoenfeld.    The  commission  to  has  no  interest  in  the  business,  see  Mc- 

this  defendant  would  not  be  included  Donald   v,  Whitney   (1885),   24  Fed. 

in  any  profits  to  be  accounted  for  by  Rep.  600 ;  82  O.  G.  1465. 

Loeb  k  Schoenfeld,  and  such  commis-  That  a  father  maybe  liable  for  the 

sion  is  a  direct  profit  to  this  defendant  infringements  of  a  minor  son  in  his  em- 

from  the  sale  of  the  goods.     Moreover,  ploy,  see  Dunks  v.  Grey  (1880),  8  Fed. 

this  defendant,  although  selling  only  Rep.  862 ;  5  Bann.  ft  A.  634. 

under  the  circumstances  set  forth,  is  |  921.  ^  That  the  voluntary  maker 

liable  to  be  restrained  in  this  court  by  is  an  infringer  though  he  is  employini 

an  injunction  from  selling  the  infring-  by  another  to  do  so,  see  Bryce  v.  Dorr 

ing  goods,   and  this  suit  is  properly  (1845),  8  McLean,  582 ;  2  Robb,  302. 

brought  against  him  for  that  purpose.  *  That  knowledge    and  intent   an 

This  court    has   obtained  jurisdiction  immaterial,  see  §  901  and  notes,  anU, 

over  his  person.     The  plaintiff  has  a  That  ignorance  of  the  patent  does 
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to  constitute  the  infringing  act,  it  must  of  course  be  present, 
but  otherwise  the  exterior  action  is  alone  regarded.^  The 
injury  to  the  patentee  and  not  the  moral  guilt  of  the  infringer 
is  the  basis  and  the  measure  of  responsibility,  and  though  the 
infringer  were  a  lunatic  the  rights  and  remedies  of  the  paten- 
tee would  be  the  same.^ 

§  922.   Infringement  of  a  Patent  for  a  Combination. 

In  applying  the  foregoing  propositions  to  the  different 
classes  of  inventions,  the  fundamental  distinction  between 
combinations  and  simple  inventions  must  be  first  considered. 
A  combination  is  a  group  of  instruments  or  operations  united 
under  a  co-operative  law.  Its  identity  depends  upon  the  pres- 
ence in  the  combination  of  each  one  of  these  elements  or  its 
equivalent,  and  upon  their  co-operation  in  this  specific  maimer 
to  produce  the  ultimate  result.  Hence  any  change  in  the 
number  of  its  elements,  or  in  their  essential  character,  or  in 
their  mode  of  co-operation,  is  a  departure  from  the  substance 
of  the  combination,  and  constitutes  a  different  invention.  A 
patented  combination  is  the  combination  described  and  claimed 
in  the  patent  which  protects  it.  Of  whatever  elements  it  may 
actually  be  composed  and  whatever  may  be  the  method  of 
their  union  as  the  inventor  conceived  and  practises  his  inven- 
tion, the  elements  specified  in  the  patent,  and  the  co-operative 
law  there  prescribed,  are  those  which  characterize  the  patented 
combination  and  form  the  subject  of  the  exclusive  privileges 
of  the  patentee.^    The  infringement  of  a  combination-patent 

not  excuse,  see  Royer  v.  Coupe  (1886),  0.  G.  1565  ;  10  BisseU,  217  ;  Coolidge 

29  Fed.  Bep.  858  ;  89  0.  G.  239.  v.  McCone  (1874),  5  0.  G.  458  ;  2  Saw- 

*  That  a  specific  intent  to  infringe  yer,  571 ;  1  Bann.  &  A.  78  ;  Westlake 

may  qualify  acts  otherwise  innocent,  v.   Cartter  (1878),   6  Fisher,   519 ;    4t 

see  §  901  and  notes,  anU^  and  §  924  0.  G.  636 ;  Yance  v.  Campbell  (1861), 

and  notes,  post,  1  Black,  427  ;  and  §§  278,  282,  527, 

^  That  a  lunatic  may  infringe  and  670,  and  notes,  ante, 
be  liable  for  profits  and  costs,  see  Avery         That  the  courts  cannot  decide  that 

p.  Wilson  (1884),  20  Fed.  Rep.  856.  any  element  in  a  combination  is  im- 

S  922.  1  That  the  patentee  of  a  com-  material,  but  merely  whether  an  omitted 

bination  cannot  aver  that  any  one  of  part  is  supplied  by  an  equivalent,  see 

its   claimed    elements    is    useless   and  Water  Meter  Co.  v.  Desper  (1879),  101 

may  be  dispensed  with,  see  Rowell  v,  U.  S.  832. 
landsay  (1881),  6  Fed.  Rep.   290  ;  19         That  if  an  inventor  regards  an  ele- 
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therefore^  consists  in  the  manufacture,  use,  or  sale  of  any  com- 
bination in  which  precisely  the  same  elements  or  their  equivsr 
lents  are  united  under  the  same  co-operative  law.^  To  make 
or  use  or  sell  a  combination  in  which  the  same  elements  are 
differently  combined,'  or  a  combination  which  comprises  only 
a  portion  of  these  elements,  though  the  discarded  elements 
are  practically  useless,  and  though  the  combination  thus 
created  was  suggested  by  the  former,  is  not  an  infringement.^ 

ment  hh  material,  those  who  claim  un-  ments  of  the  law,  that  if  the  defend- 

der  him  cannot  assert  that  it  is  imma-  ants  omit  entirely  one  of  the  elements 

terial,    see    Le    Fever    v.    Remington  of  the  complainants'  combination  with« 

(1882),   18  Fed.  Rep.   86  ;  22  0.   O.  out  substituting  any  other,  or  if  they 

1537  ;  21  Blatch.  80.  substitute  another  which    is  new,   or 

*  That  a  combination  is  infringed  which  performs  a  substantially  different 
when  the  same  elements  and  plan  of  function,  or  if  it  is  one  that  is  old,  bat 
co-operation  are  employed,  see  Dederick  was  not  known  at  the  date  of  the  com- 
V.  Cassell  (1881),  9  Fed.  Rep.  806  ;  20  plainants'  patent  as  a  proper  snbstitata 
O.  G.  1238  ;  14  PhUa.  608.  for  the  omitted  ingredient,  or  if  their 

That  a  combination  is  infringed  if  machine  consists  in  a  new  combination 
equivalents  are  used,  see  Dederick  v.  of  the  same  ingredients,  then  the  de- 
Whitman  Agricultural  Co.  (1886),  86  fendants  do  not  infringe."  19  O.  G. 
O.  G.  570  ;  26  Fed.  Rep.  763  ;  Wheeler  1566  (1567)  ;  10  Bissell,  217  (225). 
V.  Morris  (1886),  36  0.  G.  822  ;  26  Fed.  Further,  that  the  use  of  less  than  aU 
Rep.  918  ;  Reay  v,  Rajmor  (1884),  26  the  elements  of  a  combination  does  not 
O.  G.  1111 ;  22  Blatch.  18  ;  19  Fed.  infringe  a  patent  for  the  combination 
Rep.  308  ;  Mundy  o.  Lidgerwood  Mfg.  alone,  see  Byerly  v.  Cleveland  Linseed 
Co.  (1884),  20  Fed.  Rep.  114 ;  27  O.  G.  OU  Works  (1887),  81  Fed.  Rep.  78  ; 
718  ;  and  §  254  and  notes,  anie.  Thoens  o.  Israel  (1887),  81  Fed.  Repi 

That  a  combination  is  not  infringed  556 ;   Newark   Mach.   Co.   v,   Haigett 

by  a  union  of  different  mechanical  de-  (1886),  36  O.  G.  692 ;  28   Fed.  Rep. 

vices  accomplishing  the  same   result,  667;  Newark  Mach.  Co.  v.  Gaar(  1886), 

see  Good  v.  Bailey  (1887),   41  0.  G.  87  O.G.  1250;  29  Fed.Rep.  822  ;  Tobey 

935  ;  38  Fed.  Rep.  42.  Furniture  Co.  v.  Colby  (1885),  84  O.  G. 

*  That  a  different  combination  of  1276  ;  26  Fed.  Rep.  100  ;  Rowell  ». 
the  same  elements  is  not  an  infringe-  Lindsay  (1885),  118  U.  a  97  ;  81  0. 
ment,  see  Pattee  v.  Mollne  Plow  Co.  G.  120 ;  Sakdee  «.  Racine  Wagon  & 
(1881),  9  Fed.  Rep.  821  ;  22  O.  G.  Carriage  Co.  (1884),  20  Fed.  Rep.  686 ; 
178  ;  10  Bissell,  377  ;  Byam  ».  Eddy  27  O.  G.  1183 ;  Sharp  ».  Reissner  (1883), 
(1853),  2  Blatch.  521  ;  24  Vt.  666.  23  O.    G.   1530  ;    16  Fed.  Rep.   919  ; 

That  a  change  of  arrangement  may  Doane  k  Wellington  Mfg.  Co.  u.  Smith 

be  infringement,  see  Belle  Patent  But-  (1882),  24  0.  G.  802  ;  16   Fed.  Rep. 

ton  Fastener  Co.  v.  Lucas  (1886),  87  459  ;  Goss  v.  Cameron  (1882).  14  Fed. 

O.  G.  1004  ;  28  Fed.  Rep.  371.  Rep.  576  ;  11  Bissell*  889  ;  23  O.  G. 

*  In  Rowell  v.  Lindsay  (1881),  6  741 ;  Hammerechlag  v.  Garrett  (1882), 
Fed.  Rep.  290,  Dyer,  J.  :  (297)  '*  It  21  O.  G.  1199  ;  10  Fed.  Rep.  479  ;  Ful- 
foUows,    therefore,    from   these   state-  ler  v.  Yentzer  (1876),  94  U.  S.  288  ;  11 
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To  select  the  most  available  elements  in  two  distinct  patented 

combinations,  and  unite  them  in  a  third,  does  not  invade  the 

O.  G.  551 ;  Sands  v,  Wardwell  (1869),  Co.    (1883),   18    Fed.   Rep^    602 ;    25 

8  Clifford,  277  ;  Case  v.  Brown  (1862),  O.  G.  1280. 

2  Fisher,  268  ;  1  Bissell,  882  ;  Singer  That  a  combination  is  not  infringed 

V.   Walmsley   (I860),  1  Fisher,   558;  where  one  essential  element  is  omitted 

Bysm  V.  Eddy  (1858),  2  Blatch.  521;  and  another  is  substituted  accomplishing 

24  Vt.  666 ;  Foster  v.  Moore  (1852),  the  same  result  in  a  different  way,  see 

1  Curtis,  279  ;  Evans  v.  Eaton  (1816),  Schmidt  o.   Freese  (1882),   21   O.   G. 

Peters  C.   C.    822 ;  1  Kobb^   68  ;  and  1876  ;  12  Fed.  Rep.  568. 

other  cases  cited  in  {  282,  note  1,  ante.  That  a  combination  of  old  elements 

That  a  combination  is  not  infringed  is  not  infringed  by  substituting  a  new 

unless   all   its  elements,   as  they  are  element  not  known  at  the  date  of  the 

claimed,   are   used,   whether  they  are  patent,  see  Bo  well  v,  Lindsay  (1881), 

essential  or  not,  see  Boyer  v.  Schultz  6  Fed.  Rep.  290 ;  19  0.  G.  1565  ;  10 

Belting  Co.  (1886),  88  O.  G.  898 ;  28  Bissell,  217 ;  American  Bell  Telephone 

Fed.  Bep.  850.  Co.  v.   Spencer  (1881),   8  Fed.  Rep. 

That  a  combination  is  not  infringed  509 ;  20  O.  G.  299. 

by  the  use  of  less  than  all  its  elements  That  the  combination  may  be  in- 

nnless  the  elements  used  were  new  and  firinged  though  some  of  the  elements 

patentable  to  the  same  inventor,   see  now  used  were  unknown  at  the  date 

Thoensv.Israel  (1887),81Fed.Rep.  556.  of  the  patent,  see  Potter  v.  Stewart 

That  a  combination  is  not  infringed  (1881),  19  0.  G.  997  ;  7  Fed.  Bep.  215  ; 

if  one  of  its  elements  is  omitted  where  18  Blatch.  561.    For  an  explanation  of 

the  omitted  element  performs  a  func-  the  principle  on  which  this  doctrine 

tion  of  its  own  not  discharged  by  the  rests,  see  {  256,  note  2,  ante, 

remaining  elements,  see  Tobey  Fumi-  That  the  substitution  of  a  new  ele- 

ture  Co.  V.  Colby  (1885),  26  Fed.  Rep.  ment  in  a  combination  makes  it  a  differ- 

100  ;  84  O.  G.  1276.  ent  combination,  not  an  infringement, 

That  a  patent  for  a  combination  of  see  Babcock  v.  Judd  (1888),  15  Fed.  Rep. 

old  elements  is  not  infringed  by  using  160  ;  Babcock  v,  Judd  (1880),  1  Fed. 

less  than  all  the  elements,  where  the  Rep.  408  ;  17  0.  G.  1851  ;  5  Bann.  & 

two  combinations  are  not  the  same  in  A.  127.    This  can  be  true  only  where 

operation,  see  Faurot  v,  Hawes  (1880),  the  old  combination  loses  its  identity 

8  Fed.  Rep.  456.  by  the  substitution  of  the  new  element. 

That  a  Claim  for  a  combination  of  That  a  combination  is  not  infringed 

three  elements  is  not  infringed  by  the  by  using  certain  of  its  elements  in  con- 

me  of  two  only,  though  the  third  is  nection    with    others   which   are    not 

useless,  for  the  patentee  must  stand  by  equivalents    for    those    omitted,    see 

his    Claim,   see    Coolidge   v.   McCone  Archer  v.  Amd  (1887),  81  Fed.  Bep. 

(1874),  5  0.  G.  458  ;  2  Sawyer,  571 ;  475  ;  40  0.  G.  1032. 

1  Bann.  k  A.  78.  That  a  combination  is  not  infringed 

That  it  is  no  infringement  to  use  where  the  elements  used  by  the  defend- 
less  than  all  the  elements  of  a  combina-  ant  will  not  make  the  patented  combi- 
tion,  though  nearly  all  the  material  nation  in  a  practical  form,  see  Gray 
parts  of  the  alleged  infringing  device  v.  Bangs  (1887),  40  0.  G.  812 ;  81 
were  snggested  by  the  other,  see  Snow  Fed.  Rep.  842. 
«.  Lake  Shore  k  Mich.  Southern  R.  R.  That  where  a  Claim  oorers  several 

VOL.  ni.  —  7 
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rights  of  either  patentee.*  But  where  the  patented  combina- 
tion is  employed,  either  alone  or  with  improvements  or  as  an 
element  in  a  new  combination,  the  patent  which  protects  it  is 
infringed.^  A  useless  combination,  although  patented  in  vio- 
lation of  the  law,  is  not  patentable  subject-matter,  and  if  ap- 
propriated by  one  who  so  improves  or  adds  to  it  as  to  produce 
a  useful  combination,  he  may  practise  it  or  patent  it  as  his 
own  invention  J 

§  923.   Infringement  of  a  Patent  for  a  Combination  :  TTnanthor- 
ized  Use  of  its  Blementi  and  8ub-oombinations. 

A  patent  claiming  a  combination  only  does  not  protect  the 
elements  of  which  it  is  composed.^    If  these  are  old,  they  are 

old  parts  and  one  new  part,  it  ia  not  bination    is   an    infringement   thongh 

infringed  if  the  new  part  is  not  nsed,  some  of  its  details  may  be  improved, 

see  Bragg  v.  Fitch  (1887),  121  U.  S.  see  White  v.  Heath  (1882),  22  O.  G. 

478  ;  89  O.  0.  829.  500  ;    10    Fed.   Rep.   291 ;    Foster  «. 

»  That  where  two  patents  for  com-  Moore  (1852),  1  Curtis,  279. 
binatious  are  both  assigned  to  the  same  That  where  an  element  in  a  combi- 
person,  his  rights  are  not  infringed  by  nation  is  improved,  and  yet  performs 
a  combination  distinct  from  either,  but  the  same  functions  in  the  same  way, 
containing  elements  of  both,  see  Wash-  the  use  of  the  combination  is  an  in- 
bum  &  Moen  Mfg.  Co.  v.  Griesche  fringement,  see  Potter  o.  Stewart  (1881), 
(1883),  16  Fed.  Rep.  669  ;  5  McCrary,  19  0.  G.  997  ;  7  Fed.  Rep.  215  ;  18 
246.  Blatch.  561. 

That  a  patent  for  a  combination  and         ^  That  to  use   a   useless   patented 

a  process  is  not  infringed  by  the  use  of  combination  as  part  of  a  new  one  is  not 

part  of  each,  see  Howe  v,  Abbott  (1842),  infringement,  the  old  patent  being  in- 

2  Story,  190  ;  2  Robb,  99.  valid,  see  Bliss  «.  Brooklyn  (1878),  8 

That  Claims  for  a  method  and  a  com-  O.  G.  269  ;  6  Fisher,  289  ;  10  Blatch. 

bination  are  not  infringed  by  a  different  521. 

method  and  fewer  elements,  see  Goss  v.         That  the  addition  to  a  combination 

Cameron  (1882),   23  0.   G.  741 ;    14  of  an  element  which  alone  makes  it  an 

Fed.  Rep.  576  ;  11  BisseU,  889.  operative  combination,  and  the  use  of 

*  That  the  use  of  a  patented  inven-  the  whole  so  constituted,  is  not  an  in- 

tion  as  an  element  in  a  new  combina-  fringement,  see  Robertson  v.  Hill  (1878), 

tion  is  an  infringement,  see  Cleveland  6  Fisher,  465  ;  4  O.  G.  182. 
17.  Towle  (1869),  8  Fisher,  525.  As    to    various   points   concerning 

That  the  use  of  a  combination  in  a  identity,   equivalence,   etc.,  in  oombi- 

different  machine  from  that  in  which  nations,  see  §§  156,  241,  242,  254,  256, 

it  was  first  described  is  an  infringe-  267,  268,  277-282,  and  notes,  ante, 
ment,  see  Ia  Rue  v.  Western  Electric         {  923.  i  That  a  combination  is  not 

Ca  (1886),  28  Fed.  Rep.  85 ;  86  0.  G.  infringed  unless  used  aa  an  entiinty, 

*^3.  see  Fuller  v.  Yentzer  (1876),  94  U.  & 

That  to  use  the  entire  patented  com-  288  ;  11  0.  G.  551. 
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already  the  property  of  the  public  ;  if  they  are  new  inventions 
of  the  patentee,  his  failure  to  claim  them  is  a  concession,  so  far 
as  this  patent  is  concerned,  that  they  are  old.^  It  has  in- 
deed been  sometimes  stated  that  a  combination-patent  covers 
such  of  its  elements  and  sub-combinations  as  are  original  with 
the  patentee,  but  this  opinion  is  not  consistent  with  the  strict- 
ness of  the  rules  which  require  the  inventor  to  distinctly 
claim  whatever  the  patent  is  intended  to  secure.^    The  rea- 

^  That  unless  claimed  as  new  in  the  an  infringer  ;  he  most  use  all  to  subject 

patent,  the  elements  of  a  combination  himself  to  liability.     If  the  combina- 

are  regarded  as  old,  see  Rowell  v.  Lind-  tion  have  the  other  character  to  which 

say  (1881),  6  Fed.  Rep.  290  ;  19  O.  G.  1  hare  referred,   being,   to  a    certain 

1566  ;  10  Biseell,  217.  extent,  new,  but  embracing  some  old 

*  In  Lee  v.  Blandy  (1860),  2  Fisher,  parts  or  elements,  then  there  is  an 
S9,  Leavitt,  J. :  (93)  '*  There  are  two  infringement  by  the  use  of  that  part 
classes  or  kinds  of  combinations  recog-  which  is  new  and  the  invention  of  the 
nized  by  our  Patent  Laws,  which  are  patentee."  1  Bond,  S61  (365). 
prroperly  the  subject  of  a  patent.  The  In  Moody  v.  Fiske  (1820),  2  Mason, 
first  may  be  defined  to  be  one  in  which  112,  Story,  J. :  (117)  ''  Where  the  pat- 
all  the  parts  were  before  Imown,  and  ent  goes  for  the  whole  of  a  machine  as 
where  the  sole  merit  of  the  invention  a  new  invention,  and  the  machine  is  in 
consists  in  such  an  arrangement  of  them  its  structure  substantially  new,  any 
as  to  produce  a  new  and  useful  result ;  or  person  who  pirates  a  part  of  the  ma- 
where,  by  adopting  parts  of  a  machine  chine,  substantially  new  in  its  struc- 
which  may  have  been  known  for  ages,  ture,  deprives  the  inventor  so  far  of  his 
an  inventor  has  succeeded  in  making  exclusive  right  in  his  invention,  and 
snch  an  arrangement  of  them  as  that  may  in  a  great  measure  destroy  the 
they  produce  a  result  never  before  ob-  value  of  the  patent.  Where  the  patent 
tained,  and  have  in  that  point  of  view  is  for  several  distinct  improvements  in 
the  merit  of  originality,  and  are,  there-  an  existing  machine,  or  for  an  im- 
fore,  patentable.  There  is  another  proved  machine,  incorporating  sev- 
class  of  combinations,  where  some  of  eral  distinct  improvements  which  are 
the  parts  or  elements  of  the  combina-  clearly  speciQed,  then  if  a  person  pirates 
tion  are  new,  and  their  invention  one  of  the  improvements,  he  violates 
claimed,  but  where  they  are  used  in  the  exclusive  right  of  the  patentee,  for 
combination  with  parts  or  elements  that  the  patent  is  as  broad  as  the  invention, 
were  known  before.  It  is  well  settled  and  the  invention  covers  all  the  im- 
that  a  patent  may  be  obtained  for  the  provements ;  and  it  is  a  wrong  done 
first  class  of  combinations,  but  it  is  a  to  the  patentee  to  deprive  him  of  his 
principle  well  recognized  that  there  is  exclusive  right  in  any  of  his  improve- 
so  infringement  unless  the  party  has  ments.  Where  a  patent  is  for  a  new 
used  all  the  elements.  If  the  combina-  combination  of  existing  machinery  or 
tion  consists  of  A,  B,  C,  —  three  me-  machines,  and  does  not  specify  or  claim 
chanical  structures  long  known,  —  and  any  improvements  or  invention  except 
if  the  party  sued  has  only  the  parts  the  combination,  unless  that  combina- 
B,  C,  and  not  A,  he  is  not  regarded  as  tion  is  substantially  violated  the  paten- 
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gonable  and  generally  acknowledged  doctrine  recognizes  that 
elements  and  sub-combinations,  being  inventions  entirely  dis- 
tinct from  the  combination  into  which  they  enter,  must  be 
separately  claimed  in  order  to  make  their  appropriation  an 
infringement  of  the  patent.^ 

tea  is  not  entitled  to  any  remedy,  al-  oiten  referred  to  as  anthorities  for  the 

though  parts  of  the  machinery  are  used  position  that  a  patent  for  a  combina- 

by  another,  because  the  patent,  by  its  tion  embraces  such  new  elements  and 

terms,   stands  upon   the    combination  sub-combinations  as  are  due  to  the  same 

only.     In  such  a  case  proof  that  the  inventor's  creative  acts,  yet  in  some  of 

machines,  or  any  part  of  their  structure,  them,  if  not  in  all,  the  Claims  of  the 

existed  before   forms  no   objection  to  patent  were  actually  construed  to  cover 

the  patent,  unless  the  combination  has  the  subordinate  parts  as  well  as  the 

existed  before,  for  the  reason  that  the  entire  combination,  and  thus  made  the 

invention  is  limited  to  the  combination,  patent  one  for  the  elements  as  well  as 

And  yet  if  the  combination  itself  be  for  the  combination.   In  that  view  these 

not  wholly  new,  but  up  to  a  certain  cases  are  really  in  hannony  with  the 

point  has  existed  before  and  the  pat-  proper  and  generally  accepted  rule, 

entee  claims  the  whole  combination  as  4  In  KcGonnick  v,  Manny  (1865), 

new  instead  of  his  own  improvements  6   McLean,   589,   McLean,  J.  :    (547) 

only,  as  by  taking  out  a  patent  for  the  *'  A  patent  which  daima  mechanical 

whole  machine,  doubtless  his  patent  is  powers  or  things  in  combination,  is  not 

void,  for  it  exceeds  his  invention.    But  infringed  by  using  a  part  of  the  eombi- 

if  there  be  different  and  distinct  im-  nation.    To  this  rule  there  is  no  exoep- 

provements  constituting  parts  of  the  tion.** 

combination,    which    are    specified   as  In  Barrett  v.  Hall  (1818),  1  Mason, 

such  in  the  patent  and  specification,  447,   Stoiy,   J.  :  (474)   "In  the  next 

and  any  one  of  them  be  pirated,  the  place,  a  patent  may  be  for  a  new  com- 

same  rule  seems  to  apply  as  in  other  bination  of  machines  to  produce  certain 

oases   where  part  of  an  invention  is  effects ;  and  this,  whether  the  machines 

pirated,  for  the  patent  then  shows  that  constituting  the  combination  be  new 

the  invention  is  not  limited  to  the  mere  or  old.     But  in  such  case,  the  patent 

combination  but  includes  the  particular  being  for  the  combination  only,  it  is  no 

improvements  specified."    1  Robb,  812  infringement  of  the  patent  to  nae  any 

(817).  of  the  machines  separately,  if  the  whole 

See  also  Thoens  «.  Israel  (1887),  81  combination  be  not  used  ;  for  in  such 

Fed.    Rep.    556 ;    Rowell    v.   Lindsay  case  the  thing  patented  is  not  the  sepa* 

(1881),  6  Fed.   Rep,    290;  19  O.   G.  rate  machines,  but  the  combination; 

1565  ;  10  Bissell,  217;  Holly  v.  Yer-  and  the  statute  gives  no  remedy,  except 

gennes  Mach.  Co.    (1880),    18  0.   G.  for  a  violation  of  the  thing  patented. 

1177  ;  4  Fed.  Rep.  74  ;  18  Blatch.  827  ;  This  was  the  doctrine  of  Mr.  Justice 

Sharp  9,  TiSt  (1880),  2  Fed.  Rep.  697  ;  Washington  in  his  most  able  opinion 

17  0.  G.  1282  ;  18  Blatch.  182  ;  5  Bann.  in  Evans  v.  Eaton  ;  and  it  has  not  been 

&  A.  899 ;  Adair  «.  Thayer  (1880),  4  in  the  slightest  degree  shaken  in  the 

Fed.   Rep.    441 ;    17  Blatch.   468  ;    5  Supreme  Court.      I  hedtate  not  (me 

Bann.  &  A.  118.  moment  in  adopting  it,  as  established 

Although  the  foregoing   cases   are  on  solid  foundations.     It  has  indeed 
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§  924.    Infringement  of  a  Patent  for  a  Combination :  TTnanthor- 
ized  Use  of  Part  of  the  Combination. 

The  acts  by  which  a  combination-patent  is  infringed  thus 
involve  the  making,  use,  or  sale  of  the  complete  combination. 
A  combination  is  complete  when  all  its  elements,  with  their 
connecting  parts,  are  finished  ready  to  be  united.  But. here, 
as  elsewhere,  the  specific  intent  may  supply  in  some  degree 
the  place  of  the  exterior  act.  To  make  or  sell  a  single  ele- 
ment with  the  intent  that  it  shall  be  united  to  the  other 
elements,  and  so  complete  the  combination,  is  infringement.^ 

been  said,  that  where  there  is  a  patent  7  0.  0.  781,  Shepley,  J.  :  (782)  «  Dif- 
fer the  whole  of  a  machine^  whoever  ferent  parties  may  all  infringe  by  re- 
imitates  it|  either  in  whole  or  in  part,  spectively  making  or  selling,  each  of 
is  sabject  to  an  action  at  the  suit  of  the  them,  one  of  the  elements  of  a  patented 
patentee.  Bat  supposing  this  doctrine  combination,  provided  those  separate 
to  be  trae  in  any  case  and  under  any  elements  are  made  for  the  purpose  and 
qualifications  (which  may  well  be  with  the  intent  of  their  being  combined 
doubted),  it  can  apply  only  where  by  a  party  having  no  right  to  combine 
the  whole  machine  is  entirely  new,  and  them.  But  the  mere  manufacture  of  a 
cannot  apply  where  the  patent  is  lim-  separate  element  of  a  patented  combina- 
ited,  by  its  very  terms,  to  the  combi-  tion,  unless  such  manufacture  be  proved 
nation  of  several  machine&"  1  Bobb,  to  have  been  conducted  for  the  purpose 
207  (285).  and  with  the  intent  of  aiding  infringe- 
In  Evans  v.  Eaton  (1816),  Peters  ment,  is  not,  in  and  of  itself,  infringe- 
C.  C  822,  Washington,  J.  :  (846)  ment."  Holmes,  466  (459) ;  1  Bann.  & 
«'  If  the  plaintiff  is  not  the  inventor  A.  629  (682). 

of  the  parts,  he  has  no  right  to  com*  In  Barnes  «.  Straus  (1872),  2  O.G. 
plain  that  they  are  used,  if  not  in  a  62,  Blatchford,  J. :  (64)  ''The  pair  of 
way  to  infringe  his  right  to  their  com-  springs  of  the  patent — that  is,  the  two 
bined  use.  If  he  is  the  original  inven-  springs  connected  by  the  clasps — con- 
tor  of  the  different  machines  constitut-  stitutes,  as  a  whole,  a  patentable  com- 
ing the  whole  discovery,  or  any  of  bination.  The  two  springs  and  the 
them,  he  might  have  obtained  a  sepa-  clasps  connecting  them  are  all  required 
rate  patent  for  those  of  which  he  was  to  make  the  article  as  a  'corset-spring' 
the  original  inventor  ;  in  which  case,  at  all  useful  in  performing  the  functions 
the  objections  stated  would  not  have  which  it  performs  when  the  springs  are 
been  in  his  way.**  1  Robb^  68  (94).  actually  combined  by  the  clasps  when 
See  also  {(  527,  670-672,  and  notes,  the  corset  is  worn.  The  combination 
mmU,  does  not  have  its  full  effects  developed 
That  a  combination-patent  contain-  until  it  is  in  the  corset.  Yet  it  exists, 
ing  a  Claim  for  each  element  is  in-  fro  tanto,  so  as  to  be  an  infringement, 
fringed  by  the  use  of  any  one  element  when  the  springs  and  clasps  are  made, 
•lone,  see  Henderson  v.  Cleveland  Co-  ready  to  be  inserted  in  a  corset"  5 
operative  Stove  Co.  (1877),  12  0.  G.  FUher,  531  (586);  9  Blatch.  558  (558). 
4  ;  2  Bann.  &  A.  604.  In  Wallace  v.  Holmes,  Booth,  k 
i  924.  1  In  Saxev.  Hammond  0875),  Haydens  (1871),  1  0.  G.  117,  Woodruff, 
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But  to  sell  elements  suitable  for  several  different  patented 
combinations  does  not  make  the  vendor  a  partaker  in  the  in- 

J. :  (122)  "  The  rule  of  law  invoked  by  pose  to  infringe  the  patent,  and  actnaUy, 
the  defendants  ia  this :  that  where  a  by  their  concerted  action,  producing 
patent  is  for  a  combination  merely,  it  is  that  result.  .  .  .  Here  the  actual  con- 
not  infringed  by  one  who  uses  one  or  cert  with  others  is  a  certain  inference, 
more  of  the  parts,  but  not  all,  to  pro-  from  the  nature  of  the  case,  and  from 
duce  the  same  results  either  by  them-  the  distinct  efforts  of  the  defendants 
selves  or  by  the  aid  of  other  devices,  to  bring  the  burner  in  question  into 
This  rule  is  well  settled,  and  is  not  use, — which  can  only  be  done  by  adding 
questioned  in  the  trial.  The  rule  is  the  chimney.  The  defendants  have  not, 
fully  stated  by  Chief  Justice  Taney  in  perhaps,  made  an  actual  pre-arrange- 
Prouty  etaLv.  Rugglesetal.,  16  Peters,  ment  with  any  particular  person  to 
S41,  and  in  other  cases  cited  by  the  supply  the  chimney  to  be  added  to  the 
counsel ;  Ryan  v.  Feam,  1  Curtis,  265  ;  burner,  but  every  sale  they  make  is  a 
Foster  v,  Moore,  1  Curtis,  292 ;  Vance  proposal  to  the  purchaser  to  do  this, 
V.  Campbell,  1  Black,  427  ;  Godfrey  v.  and  his  purchase  is  a  consent  with  the 
Eames,  1  Wsllace,  79.  But  I  am  not  defendants  that  he  will  do  or  cause  it 
satisfied  that  this  rule  will  protect  the  to  be  done.  The  defendants  are  there- 
defendants.  If,  in  actual  concert  with  a  fore  active  parties  to  the  whole  infringe- 
third  party,  with  a  view  to  the  actual  ment,  consenting  and  acting  to  that 
production  of  the  patented  improve-  end,  manufacturing  and  selling  for  that 
ment  in  lamps,  and  the  sale  and  use  purpose."  5  Fisher,  87  (46) ;  9  Blatch. 
thereafter,    they   consented    to    menu-  65  (75). 

facture  the  burner,  and  such  other  party  See  also,  Maynard  «.  Pawling  (1880), 
to  make  the  chimney,  and  in  such  con-  18  0.  G.  244  ;  8  Fed.  Rep.  711  ;  5 
cert  they  actually  make  and  sell  the  Bann.  &  A.  551 ;  Richardson  v,  Noyes 
burner,  and  he  the  chimney,  each  ut-  (1876),  10  0.  G.  507 ;  2  Bann.  &  A. 
terly  useless  without  the  other,  and  898  ;  Coolidge  «.  McCone  (1874),  1 
each  intended  to  be  used  and  actu-  Bann.  &  A.  78  ;  2  Sawyer,  571 ;  5  O.  G. 
ally  sold  to  be  used  with  the  other,  — it  458  ;  Renwick  v.  Pond  (1872),  5  Fisher, 
cannot  be  doubtful  that  they  must  be  de-  569  ;  2  0.  G.  892  ;  10  Blatch.  89. 
creed  to  be  joint  infringers  of  the  com-  That  to  divide  a  device  into  two 
plainants'  patent  It  cannot  be  that  parts,  and  so  sell  it  to  be  combined  by 
when  a  useful  machine  is  patented  as  a  the  user,  is  an  infringement,  see  Stro- 
combinatiou  of  parts,  two  or  more  can  bridge  v.  Lindsay  (1881),  6  Fed.  Rep. 
engage  in  its  construction  and  sale,  and  510  ;  19  0.  G.  1285. 
protect  themselves  by  showing  that,  That  a  sale  of  the  materials  of  a  pat- 
though  united  in  an  effort  to  produce  ented  combination  with  an  intent  that 
the  same  machine,  sell,  and  bring  it  into  the  purchaser  should  combine  them  is 
extensive  use,  each  makes  and  sells  one  an  infringement,  see  Bowker  v.  Dows 
part  only  which  is  useless  without  the  (1878),  15  0.  G.  510;  8  Bann.  k  A. 
other,  and  still  another  person,  in  pre-  518. 

cise  conformity  with  the  purpose  in  That  to  make  and  sell  part  of  a  corn- 
view,  puts  them  together  for  use.  If  it  bination,  with  intent  that  it  be  used  in 
were  so,  such  patents  would  indeed  be  connection  with  the  other  parts,  is  in- 
of  little  value.  In  such  cases  all  are  fringeroent,  and  such  intent  may  be 
tort-feasors,  engaged  in  a  common  pur-  inferred  when  the  part  sold  is  appar- 
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fringement  of  anj  one  of  them  in  which  it  maj  eventually  be 
used,  unless  he  and  the  infringer  were  in  concert  with  each 
other.* 

§  9251   Infringement  of  a  Patent  for  an  Art. 

An  art  is  an  invention  distinct  alike  from  the  apparatus  bj 
which  it  is  practised  and  the  product  in  which  it  results,  and 
hence,  if  patented,  it  can  be  infringed  neither  bj  making  and 
selling  the  one  nor  bj  the  sale  and  use  of  the  other .^  The 
infringement  of  a  patented  art  consists  only  in  the  perform- 
ance of  all  the  acts  of  which  it  is  composed  or  their  equiva- 
lents, in  the  manner  and  in  the  order  in  which  they  are 
claimed  in  the  patent.*    If  one  of  the  steps  claimed  as  essen- 

ently    capable   of   no    other   use,    see  McKay  v.   Jackman   (1882),   12  Fed. 

Sclmeider  v.  Pountney  1884),  29  0.  G.  Rep.  615  ;  22  0.  Q.  85  ;  20  Blatch. 

84 ;  21  Fed.  Rep.  899.  466. 

3  That  the  seUer  of  parts  of  a  pat-         That  identity  of  product  shows  iden- 

ented  combination  which  are  also  oseful  tity  of  process,  prima  facie,  where  both 

in  other  connections  does  not  infringe  are   new,    see    Pickhardt   v.    Packard 

unless  acting  in  concert  with  others,  see  (1884),  30  O.  6.  179  ;  23  Blatch.  28  ; 

Bliss  V.  MerriU  (1887),  42  0.  6.  97  ;  22  Fed.  Rep.  580. 
Haynard  v.  Pawling  (1880),  18  0.  6.         *  That  to  use  a  patented  process  to 

244  ;  3  Fed.  Rep.  711 ;  5  Bann.  &  A.  perform  part  of  an  act  which  it  usually 

551 ;  Saxe  v,  Hammond  (1875),  7  0. 6.  performs  entirely  is  infringement,  see 

781 ;  Holmes,  456 ;  1  Bann.  &  A.  629.  Eames  v.  Andrews  (1887),  122  U.  S. 

That  it  is  not  an  infringement  to  40  ;  39  0.  G.  1319  ;  Andrews  v.  Eames 

make  and  sell  elements  which  are  use-  (1883),  15  Fed.  Rep.  109  ;  23  0.  G. 

ful  in  Tarious  combinations  though  the  1123. 

seller  may  expect  them  to  be  used  in         That  the  use  of  an  invention  involv- 

the  patented  combination,  see  Millner  ing  a  patented  process  is  a  continuing 

V.  Schofield  (1881),  4  Hughes,  258.  infringement,   see    Beedle    v.    Bennett 

See  also  §§  900,   903,  and   notes,  (1887),  122  U.  S.  71 ;  39  0.  G.  1326. 
atUf^  That  the  sale  of  materials  to  be  used 

I  925.  1  That  the  purchaser  of  the  in  an  infringing  process  is  infringement, 

product  of  a  pTX)cess  does  not  infringe  see  Willis  v.  McCollin  (1886),  38  O.  G. 

the   process,  see   Brown  v.  District  of  1017  ;  29  Fed.  Rep.  641. 
Columbia  (1884),  8  Mackey,  502.  That  a  patent  for  a  process  arriving 

That  where  there  are  three  patents,  at  a  known  result  is  not  infringed  by 
one  for  a  machine,  the  second  for  a  pro-  another  process  attaining  the  same  re- 
cess, and  the  third  for  a  product,  and  suit,  see  Anilin  v.  Levinstein  (1883), 
the  machine  patent  first  expires,  the  L.  R.  24  Ch.  D.  156. 
use  of  the  machine  may  infringe  the  That  the  use  of  a  patented  process 
patent  for  the  process  or  the  product,  is  an  infringement  whether  or  not  the 
see  McKay  v.  Dibert  (1881),  5  Fed.  infringer  made  or  set  up  the  apparatus, 
Rep.  587  ;  19   0.  G.    1351.     But  sec  see  Andrews  v.  Cross  (1881),  8  Fed. 
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tial  is  omitted,  and  its  place  is  left  unsupplied,  or  if  for  it  is 
sabstituted  «  step  which  the  patentee  intended  to  avoid,  or  if 
the  succession  of  the  acts  is  changed  in  any  material  degree, 
the  identity  of  the  invention  practised  with  the  patented  in- 
vention is  destroyed  and  the  former  is  not  an  infringement.' 
In  that  class  of  arts  which  express  the  idea  of  a  force  directed 
through  the  process  upon  a  specific  object,  and  thus  involve 
the  material  to  be  treated  as  an  essential  element,  the  per- 
formance of  the  acts  described  in  reference  to  other  objects 
or  materials  is  not  infringement.^ 

Kep.  269 ;  19  O.  6.  1705  ;  19  Blatch.  being  well  known,  see  Heller  v.  Baner 

294.  (1884),  19  Fed.  Rep.  96. 

That  whenever  one  aTaile   himself         That  a  process  omitting  a  patented 

of  another's  patented  discovery  and  pro-  step,  and  indading  a  step  which  the 

cess  an  infringement  exists,  see  Ameri-  patentee  intended  to  avoid,  is  not  an 

can    Bell    Telephone   Co.    v.    Dolbear  infringement,  see  Cotter  v.  New  Haven 

(1883),  15  Fed.  Rep.  448  ;  23  0.  G.  585.  Copper  Co.  (1882),  18  Fed.  Bep.  234  ; 

That  a  patent  for  a  process  is  in-  23  0.  G.  740. 
fringed  though  an  equivalent  is  used.         That  a  patent  for  a  process  and  a 

see  KimbaU  v,  Hess  (1883),  15  Fed.  combination  is  not  infringed  bj  the  use 

Rep.  893  ;  26  0.  Q.  107.  of  part  of  the  combination  and  part  of 

That  when  a  patent  describes  a  com-  the  process,  see  Howe  «.  Abbott  (1842), 

position  for  producing  a  certairi  effect  2  Story,  190 ;  2  Robb,  99. 
in  a  process,  but  does  not  give  its  in-         That  a  process   may  be   infringed 

gradients  as  essential  nor  claim  them,  though  the  order  of  the  steps  is  varied, 

the  process  is  infringed  by  the  use  of  where  the  order  is  not  essential,  see 

any  equivalent  composition,  see  John-  Hammerschlag    Mfe.   Co.  v.    Bancroft 

son  V.  Willimautic  Linen  Co.  (1866),  (1887),   40  0.  G.  1339  ;  32  Fed.  Rep. 

83  Conn.  486.  585.  « 

That  a  patent  for  a  process  is  in-         That  a  process  consisting  in  doing 

fringed  only  where  the  same  mode  of  certain  acts  at  a  certain  stage  of  events 

reaching  the  result  is  followed  as  is  is  not  infringed  by  doing  the  same  acts 

described  in  the  specification,  see  Royer  at  a  different  stage,  see  Boneless  Fish 

V.  Chicago  Mfg.  Co.  (1884),   20  Fed.  Co.  «.  Roberto  (1882),   12  Fed.  Rep. 

Rep.  853.  627. 

•  That  a  process  is  infringed  only  That  a  process  may  be  infringed 
when  every  step  claimed  as  essential  though  ito  mode  of  use  is  varied,  see 
is  used,  see  Arnold  v,  Phelps  (1884),  29  Cary  v,  Wolff  (1885),  82  0.  G.  267  ; 
0.  G.  688  ;  20  Fed.  R«p.  315  ;  Ham-  24  Fed.  Rep.  139  ;  23  Blatch.  92. 
mcrschlag  v,  Garrett  (1882),  10  Fed.  *  That  where  a  process  and  its  ma- 
Rep.  479;  21  0.  G.  1199;  15  Phila.  terial  both  enter  into  an  invention  there 
474.  is  no  infringement  unless  both  are  used. 

That  a  patent  for  a  process  is  not  see  Goodyear  Dental  Vulcanite  Co.  v, 

infringed  by  the  use  of  all  except  the  Davis  (1880),  102  U.  S.  222  ;  19  0.  G. 

first  and  last  steps,  all  the  steps  used  54SL 
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§  926.  Infringement  of  a  Patent  for  a  Maohlne. 

A  machine  is  a  mode  of  operation  permanently  embodied  in 
tangible  materials*  The  modM  operandi^  or  structural  law  of 
the  mechanism,  is  the  essence  of  the  invention,  and  its  iden- 
tity is  never  lost  whUe  this  remains.  Differences  in  its  form 
and  construction,  in  the  number  and  relation  of  its  parts,  and 
in  the  uses  to  which  it  may  be  adapted,  are  all  compatible 
with  the  preservation  of  this  essential  characteristic.  A 
patented  machine  is  thus  infringed  by  any  other  which  em- 
bodies the  same  structural  law.^  It  is  immaterial  whether  it 
resembles  the  patented  invention  in  appearance  or  in  the 
nature  and  arrangement  of  its  different  members,  or  whether 
it  is  less  perfect  or  more  perfect,  or  serves  the  same  or  addi- 
tional purposes,  or  employs  the  same  parts  or  equivalent  ones, 
—  if  the  structural  law  of  the  patented  machine  is  found  oper- 

§  926.  ^  In  Fo88  v.  Herbert  (1856),  may  be  from  the  niachine  of  the  paten- 
2  Fisher,  81,  Drummond,  J.  :  (86)  '*  An  tee,  it  may  iu  reality  embody  his  inven- 
infringement  of  a  patent  taken  place  tion,  and  be  as  much  an  infringement 
whenever  a  party  avails  himself  of  the  as  if  it  were  a  servile  copy  of  his  ma- 
invention  of  the  patentee  without  such  chine.  According  to  the  Patent  Law, 
variation  as  will  constitute  a  new  dis-  if  the  machine  complained  of  involves 
covery.  A  man  may  improve  a  pat-  substantial  identity  with  the  one  pat- 
ented machine  so  as  to  entitle  him  to  ented,  it  is  an  infringeipent.  If  the 
a  patent  for  his  improvement,  but  that  invention  of  the  patentee  be  a  machine, 
will  not  give  him  a  right  to  use  the  in-  it  is  infringed  by  a  machine  which  in- 
vention of  the  first  patentee  without  corporates,  in  its  structure  and  opera- 
his  license.  A  machine  is  an  infringe-  tion,  the  substance  of  the  invention, — 
ment  of  another  if  it  incorpora1»  in  its  that  is,  an  arrangement  which  performs 
stmctxne  and  operation  the  substance  the  same  service,  or  produces  the  same 
of  the  invention,  —  that  is,  by  an  ar^  effect,  in  the  same  way,  or  substanti- 
rangement  of  mechanism  which  petforms  ally  the  same  way." 
the  same  service,  or  produces  the  same  Further,  that  a  machine  patent  is 
effect,  in  the  same  way,  or  substantially  infringed  by  every  machine  whioh 
the  same  way.  Mere  colorable  altera-  operates  under  the  same  structural 
tions,  or  adroit  evasions  by  substitut-  law,  see  CantreU  v,  Wallick  (1886),  117 
ing  one  mechanical  equivalent  for  an-  U.  S.  689  ;  86  0.  G.  871  ;  Grier  «. 
other  in  the  combination  which  consti-  Castle  (1883),  17  Fed.  Rep.  528  ;  24 
tutes  the  machine,  should  never  be  0.  G.  1176  ;  Brett  v.  Quiutard  (1882), 
allowed  to  protect  a  party."  1  Bissell,  10  Fed.  Rep.  741  ;  20  Blatch.  820  ; 
121  (126).  Waterbury  Brass  Co.  v.  Miller  (1871), 

In    Sickels    v,    Borden    (1856),    8  5  Fisher,   48 ;  9  Bktch.   77 ;  Gaboon 

Blatch.  585,  Nelson,  J.  :  (541)  "How-  v.    Ring   (1861),    1    Clifford,    592;    1 

ever  different,  apparently,  the  arrange-  Fisher,  897. 
ments  and  combinations  of  a  machine         That   a   machine    whose   mode   of 
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ating  unchanged  in  the  other,  the  latter  is  an  infringement.* 
An  act  of  infringement  is  committed  by  the  manufactui'e  of 
the  machine  though  it  is  never  used  or  sold,  the  intent  to  put 
it  to  the  practical  use  for  which  it  is  designed  being  inferred 
from  its  construction.^  The  use  of  the  machine  in  any  man- 
ner or  for  any  beneficial  purpose  is  infringement,  and  where 
one  of  several  co-owners  of  an  infringing  machine  operates  it 
with  their  consent  the  infringing  act  is  theirs  as  well  as  his.* 

operation  is  substantially  different  does  1 ;    Waterbury    Brass    Ca    v.    Miller 

not    infringe,    see    Schmidt  v.   Freese  (1871),  5  Fisher,  48 ;   9  Blatch.  77  ; 

(1882),  12  Fed.   Bep.  563 ;  21  O.  6.  Bich  v.  Close  (1870),   4  Fisher,  279  ; 

1876  ;    Brett    v.  Qnintard   (1882),   10  8  Blatch.  41  ;  Foss  v.  Herbert  (1856), 

Fed.  Bep.  741  ;  20'BIatch.  820.  2  Fisher,  81 ;   1   Bissell,  121  ;  Wyeth 

That    a    particular    device    is    in-  v.  Stone  (1840),  1  Story,  278  ;  2  Bobb^ 

fringed    only  by  a   copy  thereof,   see  23. 

Singer  v.  Walmsley  (1860),  1  Fisher,         That  a  patent  ooTering  two  machines 

558.  is  infringed  by  the  use  of  either  one 

That  a  machine  intended  to  be  dif-  of  them,  see  Wyeth  v.  Stone  (1840), 
ferent  does  not  infringe  merely  because  1  Story,  278  ;  2  Robb,  28. 
it  may  be  forced  to  operate  like  the  That  on  the  question  as  to  the  in- 
patented  machine,  see  Buzzell  v.  An-  fringement  of  a  machine,  attention  is 
drews  (1885),  34  0.  O.  830  ;  25  Fed.  to  be  directed  to  the  parts  which  do  the 
Bep.  822.  work,  not  to  matters  of  construction. 

That  a  machine    patent  is  not  in-  see    Holly   v,  Yeigennes   Mach.    Co. 

fringed  by  the  use  of  a  different  machine  (1880),   18  0.  G.    1177;  4  Fed.  Bepu 

for  the  same  purpose,  see  Opinion  Atty.  74  ;  18  Blatch.  827. 
Gen.  (1873),  14  Op.  At  Gen.  209.  *  That  it  is  an  infringement  to  make 

'  That  the  structural  law  being  the  a  patented  machine  though  it  is  neither 

same,  differences  in  form  are  of  no  con-  used  nor  sold,  see  Butz  Thermo  Electric 

sequence,  see  Grier  v.  Castle  (1883),  Begulator  Co.  v.   Jacobs  Electric  Co. 

17    Fed.    Kep.   523  ;  24  O.    G.   1176  ;  (1888),  45  O.  G.  833  ;  Bloomer  v.  GU- 

Brett  V.  Quintard  (1882),  10  Fed.  Repu  pin  (1859),  4  Fisher,  50. 
741  ;  20  Blatch.  820  ;  Dederick  v,  Cas-         «  That  a  machine  capable  of  serving 

sell  (1881),  14  Phila.  503  ;  9  Fed.  Bep.  two  uses,  at  the  option  of  its  user,  is 

306  ;  20  O.  G.  1233  ;  Potter  v.  Wilson  an  infringement  on  the  same  device  in- 

(1860),  2  Fisher,  102.  tended  for  one  use  only,  though  it  has 

That  a  machine  may  infringe   al-  been  improved,  see  Holbrook  v.  Small 

though  it  is  less  perfect,  see  Pitto  v.  (1876),  10  0.  G.  508  ;  2  Bann.  &  A. 

Wemple  (1855),  2  Fisher,  10  ;  1  Bis-  896. 
sell,  87.  That  where  one  runs  an  infringing 

That  the  use  of  the  substantial  fea-  machine  owned  by  himself  and    two 

tnres  of  a  machine  is  an  infringement,  others,  all  claiming  under  a  patentee 

though  certain  parts  are   omitted    or  who  was  previously  eigoined,  aU  are 

equivalents  are  used,   see  Wheeler  v.  infringers,  see  Woodworih  v.  Edwards 

Clipper  Mower  &  Reaper  Co.    (1872),  (1847),  8  W.  &  IL  120  ;  2  Bobb,  610. 
2  O.  G.  442  ;  10  Bktch.  181 ;  6  Fisher, 
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The  sale  of  the  machine  is  also  an  infringement ;  but  neither 
the  use  nor  the  sale  of  its  manufactured  products  violates  the 
patent  unless  the  user  or  the  seller  are  in  collusion  with  the 
infringing  operator  of  the  machine.* 

§  927.    Infringement  of  a  Patent  for  a  Manufaotare« 

The  essential  characteristics  of  a  manufacture  are  not  capa- 
ble of  any  accurate  general  statement.  They  are  embraced 
in  the  idea  of  means  which  the  inventor  has  conceived  and 
expressed  in  the  article  itself,  and  are  in  each  case  to  be  deter- 
mined by  an  examination  of  its  effects,  its  functions,  and  its 
method  of  performing  them.  Notwithstanding  the  difficulty 
of  ascertaining  it,  however,  its  real  nature  is  as  definite  and 
exact  as  any  other  species  of  invention,  and  any  variation  in 
its  necessary  attributes  involves  the  loss  of  its  identity.  A 
patented  manufacture  is  infringed  by  the  making,  use,  or  sale 
of  any  manufacture  which  possesses  the  same  essential  char- 
acteristics, although  in  other  qualities  the  inventions  may  be 
totally  dissimilar.^  The  method  of  producing  the  infringing 
manufacture  is  not  important,  the  article  being  the  same 
though  made  by  a  different  process  or  machine.^    Its  use  or 

*  Iir  Boyd  v.   McAlplD   (1844),   8  cess,  see  Goodyear  v.  Railroad  (1853), 

McLean,  427,  per  Curiam:  (429)  "A  1   Fisher,   626  ;  2  Wall.  Jr.  856. 
sale  of  the  product  of  the  machine  is         {  927.  ^  That  the  patent  for  a  man u- 

no  violation  of  the  exdasive  right  to  facture  is  infringed  by  the  use  or  the 

use,  constmct,  or  sell  the  machine  it-  sale  of  it,   see   Goodyear  v.    Railroad 

self.  If,  therefoit',  the  defendant  has  (1858),  1  Fisher,  626 ;  2  Wall.  Jr.  856. 
done  nothing  more  than  purchase  the         That  a  patented  hotel  register  is  in- 

bedsteads  from  Brown,  who  may  manu-  fringed  by  the  landlord  who  ases  it, 

facture  them  by  an  unjustifiable  use  see  Hawes  v.  Washburn  (1872),  5  O.  G. 

of  the  patented  machine,  still  the  per-  491  ;  Hawes  v.  Cook  (1872),  5  0.  G. 

son  who  may  make  the  purchase  from  498  ;  Hawes  v.  Gage  (1871),  5  0.  G. 

him  has  a  right  to  sell.    The  product  494. 

cannot  be  reached,  except  in  the  hands         That  the  use  of  equivalents  in  a 

of  one  who  is  in  some  manner  con-  manufacture  is   an   infringement,   see 

nected  with  the  use  of  the  patented  Singer  v.  Walmsley  (1860),  1  Fisher, 

machine."    2  Bobb,  277  (279).  55a 

See  also  Goodyear «.  Railroad  (1858),         *  That  a  patent  for  a  msnufactuie 

1  Fisher,  626  ;  2  Wall  Jr.  856.  is  infringed  in  whatever  way  the  article 

That  where  a  manufacture  is  in  the  is   made,    see   Celluloid    Mfg.  Co.  «. 

market,  purchasers  toe  not  obliged  to  American  Zylonite  Co.  (1887),  40  O.  G. 

find  out  whether  it  was  made    by  a  1458 ;   80  Fed.   Rep.   437  ;    Anilin  v. 

patented  machine  or  a  patented  pro-  Hamilton  Mfg.  Co.  (1878),  18  0.  C 
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gale  maj  be  restricted  or  extensive  and  for  the  same  or  otiber 
purposes  than  those  intended  bj  the  inventor,  since  in  every 
use  of  which  it  is  capable  it  still  belongs  to  him.^ 

§  92&   Infringement  of  a  Patent  for  a  Composition  of  Matter. 

A  composition  of  matter  is  a  true  combination  whose  ele- 
ments are  the  ingredients  of  which  it  is  composed,  and  whose 
co-operative  law  determines  the  mode  in  which  each  ingredient 
operates  upon  the  others  to  develop  the  properties  that  char- 
acterize the  finished  composition.  Two  compositions  are  iden-* 
tical  when  thej  possess  the  same  or  equivalent  ingredients, 
united  together  in  the  same  manner  to  produce  the  same 
result.^  If  one  of  these  compositions  is  protected  by  a  patent 
the  other  will  infringe  it,  whether  or  not  it  is  prepared  by  the 
same  process  or  is  known  in  the  market  by  the  same  appella- 
tion ;  ^  though  where  a  composition  is  patented  as  the  product 

273  ;  3  Bann.  k  A.  285  ;  Woodward  v.  CeUuloid  Mfg.  Co.  v,  Chrolithion  Gol- 

Mornson  (1872),  2  0.  G.  120  ;  Uolmes,  lar  &  Caff  Co.  (1885),  28  Blatch.  205  ; 

124  ;  5  Fisher,  857.  23  Fed.  Rep.  897  ;  31  O.  G.  519. 

That  where  a  product  is  patented  as        {  928.  ^  That  the  nae  of  chemical 
the  result  of  a  certain  process  it  is  in-  equivalents,  though  hetter,  is  an  in- 
fringed only  when  made  by  that  pro-  fringement,  see  Woodward  v.  Morrison    / 
cess,  see  Van  Camp  v.  Maryland  Pave-  (1872),  2  0.  G.   120 ;  Holmes,   124 ;   / 
ment  Co.  (1888),  48  0.  G.  884 ;  Coch-  5  Fisher,  357. 

rane  v.  Anilin  (1884),  111  U.  S.  293  ;         That  a  patent  for  a  composition  of 

27  O.  G.  813.  matter  is  infringed  if  the  new  element 

•    That  where  a  patent  covers  an  article  does  the  same  thing  as  the  one  for  which 

only  when  made  of  certain  materials  it  is  substituted,  though  otherwise  it  is 

it  is  not  infringed  by  the  same  article  different,  see  Woodward   «.   MoiriBon 

made  of  different  materials,  see  Western  (1872),  2  O.  G.  120  ;  Holmea,   124  * 

k  Wells  Mfg.  Co.  V.  Bosenatock  (1887),  5  Fisher,  857. 
80  Fed.  Bcp.  67  ;  41  O.  G.  854.  That  a  composition  of  matter  ia  not 

That  a  patent  for  a  new  result  is  infringed,  if  elements  are  substituted 

infringed  by  any  process  producing  that  producing  different  results,  see  Smith 

result,  see  Anilin  v.  Leyinstein  (1888),  v.   Mumty  (1888),  27  Fed.  Rep.  69  ; 

L.  R.  24  Ch.  D.  166.  86  0.  G.  1045. 

That  identity  of  product  is  prima        «  That  a  composition  of  matter  is 

facie  evidence  of  identity  of   process  infringed  by  making,  using,  or  selling 

where  both  are  new,  see  Pickhardt  v,  the  same  composition  though  made  by 

Packard   (1884),    30    O.   G.   179  ;    28  a  differ«nt  process,  see  Woodward  •. 

Blatch.  28  ;  22  Fed.  Rep.  580.  Morrison  (1872),  2  0.  G.  120  ;  Holmes, 

«  That  a  valid  patent  for  a  fabric  124  ;  5  Fisher,  857. 
is  infringed  by  any  one  who  uses  the         That  a  patent  for  the  composition  of 

fabric  in  any  manner  or  degree,   see  old  ingredients  is  not  infringed  by  the 
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of  a  specific  process  the  patented  compositioii  is  not  appro- 
priated unless  the  prescribed  process  is  employed.'  A  pat- 
ented composition  is  infringed  not  only  by  its  unauthorized 
manufacture^  but  also  by  its  wrongful  use  or  sale. 

§  929.   Xnfringmnent  of  a  Patent  for  a  Design* 

A  design  is  an  appearance  presented  to  the  eye,  and  created 
by  imposing  upon  physical  substances  some  peculiar  shape  or 
ornamentation.  Two  designs  are  identical  when  they  appear 
to  be  the  same  to  the  eye  of  an  ordinary  observer,  though  the 
lines  or  images  of  which  they  are  formed  are  seen,  on  close 
inspection,  to  be  different.^  Design-patents  are  infringed  by 
the  same  acts  which  violate  the  rights  of  other  patentees,  — 
the  making,  use,  or  sale  of  the  physical  substance  bearing  the 
design  being  the  manufacture,  use,  or  sale  of  the  design  itself. 
Where  the  physical  substance  is  a  patented  invention  of 
another  class,  the  same  act  may  thus  violate  the  rights  of  dif- 
ferent patentees  and  render  the  infringer  liable  for  double 
compensation. 

use  or  sale  of  any  one  of  tbem,  see  GeU  tention  aa  a  purcbaaer  naually  givea, 

V.  Kimber  (1888),  444  O.  O.  108.  two  deaigna  are  aabatantially  the  same, 

*  That  where  a  patent  claims  a  pro-  if  the  resemblance  is  such  as  to  deceive 

ceaa  and  the  composition  as  made  by  sach  an  observer  and  sufficient  to  indnoe 

that  process,  the  same  oompositioni  if  him  to  purchase  one  supposing  it  to  be 

made  by  a  different  process,  is  not  an  the  other,  the  one  first  patented  is  in« 

infringement,  see  Van  Camp  v.  Mary-  fringed  by  the  other."    5  Fed.  Bep. 

land  Pavement  Co.  (1888),  48  O.  0.  S59  (866). 

884  ;  Dittmar  v,  Rix  (1880),  1  Fed.  See  also  SxparU  Gerard  (1888),  48 

Bep.  842  ;  17  0.  G.  978  ;  5  Bann.  &  A.  0.  G.  1285 ;  Dr^s  r.  Schneider  (1886), 

240.  26  Fed.  Rep.  481 ;  Tomkinson  v.  Wil- 

S  929.  1  In  Miller  v.  Smith  (1880),  letts  Mfg.  Co.  (1884),  23  Fed.  Rep. 
18  0.  G.  1047,   CUfford,   J.  :   (1048)  896  ;  81  0.  G.  918 ;  82  0.  G.  882. 
"  Speaking  in  the  general  sense,  it  is  That  a  patent  for  a  design  is  in- 
doubtless  true  that  the  test  of  infringe-  fringed  by  copying  a  part  thereof,  if 
ment  in  respect  to  the  Claims  of  a  de-  that  part  is  covered  by  the  patent,  see 
aign-patent  is  the  same  aa  in  respect  to  Dryfoos  «.  Friedman  (1884),  18  Fed. 
a  patent  for  an  art,  machine,  manufac-  Rep.  824  ;  21  Blatcb.  668. 
tare,  or  oompoaition  of  matter ;  but  it  That   a   design   may  be  infringed 
is  not  essential  to  the  Identity  of  the  though  a  different  name  be  given  it, 
deidgn  that  it  ahould  be  the  same  to  see  Perry  v.  Starrett  (1878),  14  0.  G. 
the  eye  of  an  expert     If  in  the  eye  of  599  ;  8  Bann.  &  A.  486. 
•a  ordinary  observer,  giving  aach  at- 
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§  930.    Infringement  of  a  Patent  for  an  Improvement. 

An  improvement  is  a  development  of  the  idea  of  means  em- 
bodied in  the  original  invention ,  and  may  relate  to  the  entire 
idea  or  to  one  or  more  of  its  subordinate  factors.  Where  it 
affects  the  whole  invention  its  scope  may  be  extensive  and 
produce  a  great  advancement  in  the  art.  Where  it  concerns 
only  a  single  feature  of  the  invention  it  is  frequently  confined 
within  the  narrowest  limits.  Its  measure  is  found  in  the 
difference  between  the  invention  or  the  improved  feature  in 
its  former  state,  and  its  condition  since  the  improvement  has 
been  made.  Applying  to  this  difference  the  usual  test,  the 
improvement  will  be  found  to  be  that  specific  change  in  the 
invention  or  subordinate  member  by  which  its  mode  of  opera- 
tion in  the  performance  of  its  functions  is  rendered  more 
advantageous  to  the  user.  Other  changes  in  the  same  part 
may  have  the  same  effect  upon  its  mode  of  operation  and  be 
different  improvements,  but  the  essential  attributes  of  this 
specific  change  belong  to  its  inventor,  and  when  protected  by 
a  patent  are  infringed  by  every  other  change  which  is  sub- 
stantially the  same.^  An  improvement  in  an  art  can  be  in- 
fringed by  practising  the  art  in  the  peculiar  manner  discovered 
by  the  inventor  of  the  improvement,  but  not  by  practising  it 
in  a  different  manner  though  the  result  of  the  two  methods 
is  the  same.  An  improvement  in  an  article  can  be  infringed 
by  making,  using,  or  selling  the  improved  device,  but  not  by 
the  appropriation  of  some  different  device  improving  the 
original  invention  in  the  same  direction  and  to  the  same 
degree.  An  improver  acquires  thereby  no  right  to  practise 
the  original  invention,  nor  is  the  original  inventor  entitled  to 
the  use  of  the  improvement.^ 

§  930.  ^  For  a  discassion  of  the  na-  tion  of  the  other,  see  Cantrell  v.  Wal- 

ture  and   scope  of   an    improvement,  lick  (1886),  117  U.  S.  689 ;  85  O.  G. 

see  §§  210-218,   307-313,   and  notes,  871  ;  Robertson  «.   Blake   (1876),   94 

atUe.  U.  S.  728  ;   11  0.  G.  877  ;    Fales  v. 

That  one  improvement  does  not  in-  Wentworth  (1872),  2  O.  G.  58 ;  Holmes, 

fringe  a  patent  for  a  different  one,  see  96  ;  5  Fisher,  302  ;  Whipple  v.  Bnldwin 

Seymour  v,  Osborne  (1869),  8  Fisher,  Mfg.  Co.  (1858),  4  Fisher,  29  ;  Pitta  v. 

555.  Wemple  (1855),  6  McLean,  558. 

'  That  neither  the  original  patentee         That  the  improvement  infnnges  the 

nor  the  improver  can  employ  the  inven-  original  though  it  gives  the  invention 
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SECTION  ra. 

OP  INFRINGEMENT:    REMEDY  AT  LAW. 

§  931.    Remedy  for  Infringement  at  Law  :  Action  on  the  Case. 

Prior  to  the  Act  against  Monopolies  (21  Jac.  I.,  c.  3)  the 
remedy  for  an  infringement  of  the  rights  conferred  by  letters- 
patent  was  administered  in  the  court  of  Star  Chamber  under 
its  general  jurisdiction  over  all  offences  not  covered  by  the 
common  or  the  statute  law.^  By  that  Act,  however,  it  was 
provided  that  violations  of  suc]i  patents  as  were  thereafter  to 
be  lawful  should  be  redressed  according  to  the  common  law 
and  not  otherwise,  —  thus  bringing  the  infringement  of  a  patent 
within  that  class  of  wrongs  which  had  immemorially  been  reme- 
died by  the  courts  of  ordinary  jurisdiction.^  Being  a  tort  in- 
volving consequential  damage  only  to  the  patentee,  the  form 
of  action  applicable  to  it  was  trespass  on  the  case,  through 
which  from  that  time  to  the  present  the  injured  party  has 
pursued  his  remedy  at  law.^ 

all  its  Talae,  see  Gray  v,  James  (1817),  infringements  on  the  courts  of  common 

Petera  G.  C.  476 ;  1  Robb,  140.  law  as  it  abolished  the  jurisdiction  of 

And  though  it  has  superseded  the  the  royal  tribunal  and  made  that  of  the 

original  in  the  trade,   see  Turrell  v.  common  law  courts  exclusive. 
Spaeth  (1878),  14  0.  G.  877  ;  8  Bann.         ^  Stat   21  Jac.   I.,  c    8,    Sec  2. 

&  A.  458.  "  And  be  it  further  declared  .  .  .  that 

{  981.  ^  That  infringements  of  pat-  all  monopolies  .  .  .  letters-patent^  . .  . 
ent  rights  were  cognizable  in  the  Star  and  all  other  matters  and  things  tend- 
Chamber,  see  3  Inst  183 ;  Godson,  ing  as  aforesaid,  and  the  force  and 
175;  Corjrton,  262.  That  the  reason  for  validity  of  them  and  every  of  them, 
this  jurisdiction  seems  rather  to  reside  ou^ht  to  be  and  shall  be  forever  here- 
in the  unwillingness  of  the  courts  of  after  examined,  heard,  tried,  and  deter- 
common  law  to  protect  the  owners  of  mined  by  and  according  to  the  common 
monopolies  than  in  their  inability  to  laws  of  this  realm  and  not  otherwise." 
extend  relief,  see  Darcy  «.  Alleyn  '  That  the  action  at  common  law 
(1602),  Noy,  178  ;  Clothworkers  of  Ips-  for  the  infringement  of  letters-patent 
vich  (1615),  Godbolt,  252 ;  both  which  was  trespass  on  the  case,  see  Godson, 
were  cases  in  King's  Bench,  where  the  176  ;  Coryton,  266 ;  and  all  the  English 
patents  were  defeated,  and  the  validity  cases  prior  to  our  act  of  1790.  In  the 
of  letters-patent,  except  for  new  inven-  act  of  1790  this  form  of  remedy  was 
tions,  was  denied.  The  Stat  Jac.  I.  directly  prescribed  (Sec.  4),  and  the 
not  so  much  conferred  jurisdiction  over  same  provision  has  been  repeated  in  all 


112  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  lY. 

§  932.    Remedy    at    Z«aw    Insuffloient :    Equitable    Joriidiotloii 
Bstablifllied. 

The  redress  afforded  by  an  action  at  law  consisting  simply 
in  an  award  of  damages  for  past  infringements  was  early  found 
to  be  inadequate  for  the  protection  of  the  patentee.  In  most 
instances  the  wrong  is  a  continuing  one,  not  capable  of  com- 
plete redress  in  any  single  proceeding  but  requiring  numerous 
successive  suits  as  new  grounds  of  action  may  arise.  It  is 
also  in  many  cases  a  secret  injury  which  the  patentee  can 
neither  discover  by  any  of  the  usual  methods  of  investigation 
nor  establish  under  the  common  rules  of  evidence.  For  these 
and  other  reasons,  inherent  in  the  nature  of  the  injury,  the 
aid  of  courts  of  equity  was  first  invoked  to  prevent  the  con- 
tinuance of  the  wrong  by  injunction,  to  compel  the  alleged 
infringer  to  disclose  the  character  and  extent  of  his  supposed 
infringement,  and  to  bestow  such  other  special  relief  as  might 
be  necessary  to  secure  to  the  plaintiff  at  law  the  entire  vindi- 
cation and  protection  of  his  rights.^    The  assistance  of  equity 

sabsequent  statutes.  (Bey.  Stat,  1874,  |  982.  ^  Such  was  the  stringency 

Sec.   4919.)    See  also  Kay  v.  Mercer  of  the  provision  in  the  Stot  Jac.  L 

Co.  (1887),  41  0.  G.  815 ;  80  Fed.  Rep.  confining  jurisdiction  to  the  courts  of 

S4d ;  Stein  v.  Goddard  (1856),  1  Mc-  common  law,  and  the  influence  of  the 

Allister,  82.  language  of  Lord  Coke,  8  Inst   181» 

That  no  previous  notice  is  needed  in  expressly  declaring  that  this  proyision 

order  to  sue  for  an  infringement  see  excluded  chancery  jurisdiction,  that  for 

Ames  V.   Howard  (1888),   1  Sumner,  many  years  the  aid  of  equity  was  not 

482  ;  1  Robb,  689.  invoked,  and  when  invoked  was  not 

That  a  contract  stipulating  for  an  accorded  unless  the  patentee  had  al- 

arbitration  before  suit  is  binding,  and  a  ready  established  his  right  in  an  action 

plaintiff  must  show  that  he  has  made  at  law.    See  BUnchard  v.  Hill  (1742),  2 

all  reasonable  efforts  to  arbitrate,   see  Atk.  484.    The  earliest  reported  case  in 

Perkins  v.  United  States  Electric  Light  which  equity  afforded  relief  without  a 

Co.  (1888),  24  O.  G.  204.  previous   trial   at   law  was   Hicks  •. 

That  State  laws  may  require  claims  Baincock  (1783),  1  Abb.  P.  G.  28 ;  8 

against  a  county  for  infringement  to  be  Dick.  647.     In  Boulton  v.  Bull  (1796), 

presented  and  payment  demanded  be-  1  Abb.  P.  G.  97,  the  same  position  was 

fore  suit   see   May  v,  Buchanan  Go.  taken,  the  issues  of  fact  being  tried  on 

(1886),  89  0.  G.  120  ;  29  Fed.  Bep.  469.  separate  proceedings  in   the   common 

That  a  patentee  will  not  be  eigoined  law  courts.     For  a  discussion  of  the 

from  suing  at  law  when  the  bill  for  an  attitude  of  courts  of  chancery  toward 

ixgunction  shows  a  good  defence  at  law,  patent  causes  prior  to  A.  d.  1800,  see 

see   Hapgood   v.  Hewitt  (1886),   119  Coryton,  819,  820 ;  Godson,  188. 
U.  8.  226  ;  87  0.  G.  1247. 
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in  actions  at  law  being  thus  shown  to  be  not  onlj  effective 
but  often  indispensable,  original  proceedings  were  at  length 
commenced  in  chancery  by  a  petition  for  an  injunction  or  dis- 
covery, and  under  the  jurisdiction  so  obtained  complete  re- 
dress was  given  to  the  patentee,  the  aid  of  a  court  of  law 
being  sought  only  where  issues  of  fact  required  the  verdict  of 
a  jury.'  The  complicated  and  technical  questions  embraced 
in  these  issues  frequently  rendering  them  unfit  for  disposition 
by  the  common  law  tribunal,  this  last  link  between  the  two 
procedures  was  finally  abandoned,  and  courts  of  equity  as- 
sumed entire  control  over  all  actions  instituted  before  them, 
thus  giving  to  the  injured  patentee  two  distinct  methods  of 
redress,  —  an  action  at  law  upon  the  case  for  damages,  and  a 
bill  in  equity  for  an  injunction,  discovery,  account,  or  any 
other  relief  to  which  he  might  in  justice  be  entitled.^  These 
gradual  changes  have  been  effected  partly  by  judicial,  partly 

'  In  Harmer  v.  Plane  (1807),  1  diacretioD  of  the  court  of  chancery  be* 
Abb.  P.  C.  166,  after  the  issue  of  an  fore  which  the  petition  for  equitable 
injunction  restraining  the  defendant  relief  was  pending.  He  says  :  "  It  is 
until  the  merits  could  be  tried  at  law,  not  the  right  of  parties  in  e^ery  case  to 
a  case  was  stated  by  the  chancellor  and  have  an  action  tried  in  a  court  of  law  ; 
sent  to  King's  Bench  for  a  disposition  it  is  a  question  of  couTeuience,  and  the 
of  the  issues  of  fact  arising  on  the  court  is  to  exercise  a  fair  discretion. 
prayer  for  an  injunction.  These  issues  I  have  no  doubt  whatever  of  the  corn- 
were  duly  tried  (see  Harmer  «.  Plane  potency  of  this  court  to  grant  an  in- 
(1809),  1  Abb.  P.  C.  171),  and  the  junction  nmplieiter.**  In  Young  r. 
decision  certified  to  the  chancellor  for  Femie  (1866),  1  App.  Cas.  68  ;  88  L.  J. 
the  final  disposition  of  the  cause.  This  Ch.  192 ;  85  L.  J.  Ch.  628,  after  a 
practice  was  followed  in  Manton  v.  trial  had  been  once  ordered  at  law  with- 
Manton  (1815),  1  Abb.  P.  G.  189;  out  final  result,  the  cause  was  heard  and 
Wood  V.  Zimmer  (1815),  1  Abb.  P.  C.  determined  in  equity  without  a  jury. 
S02  ;  Cochmne  v.  Smethurst  (1816),  In  BoviU  v,  Hitchcock  (1868),  L.  R.  8 
1  Abb.  P.  C.  228.  In  other  cases  the  Ch.  App.  417,  the  court  refused  to  allow 
patentee  was  ordered  to  in^itute  inde-  a  trial  at  law,  and  this  refusal  was  on 
pendent  proceedings  in  the  courts  of  appeal  sustained.  In  Patent  Mariue 
law,  and  the  injunction  was  continued.  Inventions  Co.  r.  Chadbum  (1878), 
or  a  bond  and  account  was  ordered,  L.  R.  16  Eq.  447,  Lord  Selbome  re- 
Hntil  the  verdict  could  be  obtained,  fusing  a  jury  states  that  causes  involv- 
See  also  Godson,  187.  ing  questions  of  Patent  I-aw  are  gener- 

•  See  Coryton,  321,  etc.     In  Wilson  ally  unfit  for  a  jury  trial,  and  are  more 

9.  Tindal  (1841),  1  Web.  780,  n.,  on  properly  disposed  of  by  a  single  judge. 

an  application  for  an  injunction.  Lord  These  cases  mark  the  gradual  steps  by 

Lan^ale,   M.  R.,   treated    the    entire  which  complete  jurisdiction  in  equity 

matter  of  a  trial  at  law  as  within  the  has  been  acquired. 

VOL.  III.  —  8 
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by  legislative,  action.  In  England  after  the  courts  of  equity 
had  asserted,  and  for  a  considerable  period  bad  exercised,  their 
peculiar  authority  for  the  protection  of  the  patentee,  an  act 
of  Parliament  conferred  equity  powers  upon  the  courts  of  law 
in  patent  cases,  enabling  them  to  prevent  future  infringe- 
ments by  injunction  and  to  compel  defendants  to  make  dis- 
covery of  their  alleged  unlawful  acts.^  In  this  country  the 
earlier  statutes  provided  only  for  an  action  on  the  case,  but 
under  these  the  courts  of  equity  interfered  by  injunction  and 
otherwise  when  the  circumstances  demanded  it,  until  in  1819 
another  statute  bestowed  original  jurisdiction  as  well  in  equity 
as  at  law  upon  the  Federal  courts  over  all  patent  cases,  and 
opened  both  methods  of  relief  to  the  patentee,  as  far  as  the 
nature  of  his  injury  required.  This  statute  has  been  re-enacted 
with  varied  phraseology  at  different  periods  in  the  history  of 
our  patent-system,  and  in  its  present  form  permits  the  pat- 
entee to  sue  at  law  for  damages  in  all  cases  of  past  infringe- 
ment, invoking  the  aid  of  equity  wherever  it  may  be  required, 
or  to  resort  originally  to  equity  if  the  redress  to  wliich  he  is 
entitled  necessitates  the  exercise  of  chancery  powers.'^    The 

*  17  &  18  Vict  c  125  (1854).     Un-  and  within  the  ordinary  operations  of 

der  thlB  act,  injunctions  conld  be  ordered  the  court,  while  in  Sulliyan  «.  Bedfield 

by  the  common  law  court  at  any  stage  (1825),  1  Paine,  441 ;   1   Robb,   477, 

in  the  case,  either  before  or  after  judg-  Thompson,  J.,  discusses  the  act  of  1819 

ment ;  an  inspection  of  books  and  in-  and  declares  that  it  neither  enlaiges 

fringing  inyentions  could  be  compelled,  nor  alters  the  powers  of  the  court  to 

and  an  accounting  could  be  decreed.  interfere,   as  a   court   of  equity,    but 

^  Prior  to  the  act  of  1819  the  only  simply  extends  its  jurisdiction  to  pat- 
rejnedy  afforded  under  the  statutes  of  ent  cases  where  the  citizenship  of  the 
the  United  States  was  the  common  law  parties  is  the  same.  Thus  it  would  appear 
action  on  the  case.  That  the  Federal  always  to  have  been  the  doctrine  in  this 
courts  possessed  no  original  equity  pow-  country  that  equity  powers  might  be 
ers  in  patent  cases  where  the  parties  appropriately  exercised  in  aid  of  a  suit 
to  the  suit  were  citizens  of  the  same  at  law,  without  reference  to  the  question 
State  was  conceded,  though  in  Livings-  oforiginal  jurisdiction  over  patent  causes 
ton  V.  Van  Ingen  (1811),  1  Paine,  45,  themselves.  Comparatively  few  of  the 
Livingston,  J.,  doubted  whether  these  cases  occurring  before  1840  were,  how- 
courts  could  not,  when  necessary,  exer-  ever,  instituted  in  courts  of  equity,  per- 
cise  chancery  jurisdiction  in  aid  of  ac-  haps  because  of  the  construction  given 
tions  at  law.  In  Isaacs  v.  Cooper  to  the  act  of  1819  by  Thompson,  J.,  in 
(1821),  4  Wash.  259  ;  1  Robb,  832,  Sullivan  v.  Redfield,  anie.  But  after 
Washington,  J.,  speaks  of  the  practice  the  passage  of  the  act  of  1886,  the  pro- 
of giving  such  aid  as  if  it  were  frequent,  visions  of  that  statute,  though  couched 
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principal  practical  differences  between  these  two  remedies 
reside  in  their  modes  of  procedure,  and  in  the  rules  by  which 
the  compensation  awarded  to  the  plaintiff  for  the  injury  sus- 
tained by  the  infringement  is  determined.  In  considering 
each  in  detail  the  action  at  law  will  be  first  discussed,  in- 
cluding all  those  topics  which  are  common  to  both  remedies, 
except  that  of  Injunctions,  whose  intricacy  and  importance 
merit  for  it  a  separate  examination.  In  this  discussion  the 
following  order  will  be  pursued :  — 
I.  Jurisdiction  of  Courts. 

n.   Parties, 
in.  Process,  Pleadings,  and  Evidence. 
IV.  Trial  and  Verdict. 

V.  New  Trial,  and  Writ  of  Error. 
VI.   Costs. 

§  933.    Jnriidiotlon  over  Actions  for  Infringement  in  General. 

Jurisdiction  over  all  cases  arising  under  the  Patent  Laws 
is,  as  we  have  seen,  vested  exclusively  in  the  Federal  courts. 
The  acts  of  Congress  have  further  limited  this  jurisdiction  to 

in  langoage  closely  resembling  that  of  61),  or  even  before  the  chancery  judge 
1819,  were  held  to  confer  fall  equity  himself  (Van  Hook  v.  Pendleton  (1846)^ 
powers  upon  the  Federal  courts,  as  1  Blatch.  187  ;  Woodworth  v.  Rogers 
eourts  of  original  jurisdiction,  over  all  (1847),  8  W.  &  M.  185 ;  2  Bobb,  625). 
eases  arising  under  the  Patent  Laws,  These  modes  of  proceeding  were  found 
and  to  give  the  patentee  an  option  either  especially  convenient,  since  a  trial  by 
to  seek  his  legal  redress  in  one  tribunal  jury  must  take  place  in  the  same  court 
or  his  equitable  remedy  in  the  other,  and  inyolve  nearly  the  same  labor  on 
Actions  in  equity  then  became  more  the  part  of  the  judge  as  would  his  per* 
frequent,  but  in  these,  as  in  actions  at  sonal  investigation  and  decision  of  the 
law,  resort  to  a  jury  was  considered  issues.  Hence  the  transition  was  easy 
necessary  to  determine  any  issue  of  fact  and  rapid  from  the  more  ancient  and 
involving  the  matter  of  infringement,  complex  to  the  later  and  more  simple 
This  was  accomplished  by  a  feigned  method  of  ascertaining  the  fEtcts  in  con- 
issue,  according  to  the  usual  course  of  troversy,  and  together  with  the  growing 
ebaneery  practice.  See  Brooks  «.  Bick-  distrust  of  juries  in  intricate  cases  has 
nell  (1843),  8  McLean,  250;  2  Bobb,  resulted  in  the  almost  entire  substitution 
118 ;  Brooks  v.  Bicknell  (1845),  4  Mc-  of  actions  in  equity  for  actions  on  the 
Lean,  70.  Such  a  trial  was  neverthe-  case  in  courts  of  law  where  equity 
len  regarded  as  within  the  discretion  jurisdiction  can  be  claimed. 
of  the  court,  which  might  substitute  As  to  the  limits  of  equity  jnrisdic- 
therefor  a  hearing  before  a  master  tion  and  the  line  dividing  it  from  law^ 
(Parker  o.  Hatfield  (1845),  4  McLean*  see  §§  1082-1097,  and  notes,  post. 


116  TREATISE  ON  THE  LAW  OP  PATENTS.  [BOOE  IV. 

the  Circuit  courts,  to  District  and  Territorial  courts  endowed 
with  Circuit  court  powers,  and  to  the  Supreme  Court  of  the 
District  of  Columbia,  with  an  appellate  jurisdiction  in  the 
Supreme  Court  of  the  United  States.  Every  action  for  the  in- 
fringement of  a  patent,  whether  at  law  or  in  equity,  must, 
therefore,  be  instituted  in  one  of  the  Circuit  courts  of  the 
United  States  or  in  one  of  these  equivalent  tribunals.  In 
determining  what  particular  Circuit  court  has  jurisdiction  of 
any  individual  case,  the  question  of  locality  is  of  paramount 
importance.  An  action  for  damages  for  past  infringements 
is  not  a  local  action,  and  any  court  of  competent  jurisdiction 
may  hear  and  determine  all  the  matters  in  controversy  be- 
tween the  parties,  and  render  a  judgment  upon  which  process 
in  the  nature  of  an  execution  or  of  an  action  of  debt  npon  the 
record  may  issue  for  the  collection  of  the  damages  awarded 
to  the  plaintiff.  As  all  Circuit  courts  and  their  equivalent 
tribunals  have  jurisdiction  over  the  subject-matter  in  such 
actions  for  past  infringement,  the  particular  court  before 
which  any  given  case  should  be  brought  must  be  that  court 
whose  local  jurisdiction  embraces  the  parties  to  the  suit ;  and 
any  Circuit  court  obtaining  jurisdiction  over  these  may  thus 
take  complete  cognizance  of  all  matters  properly  in  issue  ia 
any  action  at  law  between  them.^  An  action  in  equity,  as 
will  hereafter  more  fully  appear,  stands  on  somewhat  differ^ 
ent  ground.  For  the  enforcement  of  the  orders  and  decrees 
which  may  be  necessary  in  the  prosecution  of  this  remedy,  a 
more  direct  and  permanent  control  over  the  parties  and  the 
subject-matter  may  be  required  than  is  afforded  by  that  general 
jurisdiction  over  the  subject  and  that  temporary  jurisdiction 
over  the  parties,  which  are  sufficient  for  the  purposes  of  an 
action  at  law;  and  a  particular  Circuit  court  may  thus  de- 
cline to  take  cognizance  of  such  proceedings  in  cases  where 
a  suit  at  law  would  be  unhesitatingly  entertained.^    This  dia- 

§  9S3.  1  That  an  action  at  law  may  for  an  injanction  can  be  brought  only  in 

be  brought  in  any  district  where  the  the  district  where  the  defendant  resides 

defendant  can  lawfully  be  served  with  or  does  business,  or  where  the  infringe* 

process,  see  Thompson  «.   Mendelsohn  ment  takes  place,  see  Wilson  Packing  Go. 

(1871),  5  Fisher,  187  ;  Allen  v.  Blunt  v.  Glapp  (1878),  8  Bissell,  154;  SBann. 

(1849),  1  Blatch.  480.  &  A.   243  ;  18  0.  G.    368  ;  Hodge  v. 

^  That  an  action  in  equity  praying  Hudson    Ri^er  R.   R   Ckk.    (1868),   3 
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tinction  must  be  kept  in  mind  in  examining  the  decisions 
upon  these  questions  of  local  jurisdiction,  lest  the  sweep- 
ing propositions  applicable  to  all  actions  at  law,  and  to 
some  actions  in  equity,  be  regarded  as  in  conflict  with 
apparently  different  rules  which  govern  only  certain  special 
cases. 

§  934.  Jnriidiction  over  Actions  at  Ziaw  Vesta  in  the  Court 
for  the  Cironit  in  whioh  the  Defendant  Resides  or  is 
Found. 

An  action  at  law  for  infringement  may  be  brought  before 
any  Circuit  court  which  has  jurisdiction  over  the  persons 
of  the  plaintiff  and  defendant.  A  plaintiff  places  himself 
within  the  jurisdiction  of  the  court  by  instituting  his  action 
therein.  Hence  where  a  plaintiff  has  the  capacity  to  sue,  no 
question  as  to  the  jurisdiction  of  the  court  over  him  can 
properly  arise.  This  is  the  case  with  all  natural  persons,  and 
with  all  corporations  also  unless  restrictions  in  their  charters 
or  in  the  local  laws  otherwise  provide.^  In  the  absence  of  such 
restrictions,  any  corporation  or  individual,  whose  rights  under 
a  patent  have  been  violated,  may  institute  legal  proceedings 
for  redress  in  any  Circuit  court  whose  jurisdiction  extends  to 
the  person  of  the  defendant.  A  Circuit  court  has  jurisdic- 
tion over  a  defendant  when  he  resides  or  is  lawfully  served 
with  process  in  either  of  the  districts  which  are  included  in 


HslieT,  410 ;  6  Blatcli.  85 ;  Goodyear  process,  see  Allen  v.  Blunt  (1849),  1 

V,  Chaffee  (1855),  8  Blatch.  268.     Can-  Blatch.  480  ;  and  §f  1096,  1097,  and 

tra:  lliompeon  v.  Mendelsohn  (1871),  notes,  posL 

B   Fuiher,    187 ;   Wilson    v.   Sherman         §  934.  ^  That  the  Patent  Laws  do 

(1850),  1  Blatch.  586  ;  Boyd  v,   Mc-  not  change  the  roles  estahlished  by  the 

Alinn  (1844),  8  McLean,  427  ;  2  Bobb,  judiciary  acts  as  to  territorial  jorisdic- 

S77.  tion  over  parties,  or  the  service  of  pro- 

That  an  injunction  may  issue  against  cess,  see    United  States  v,  American 

•n  infringer  in  the  district  where  he  BeU  Telephone  Co.  (1886),  29  Fed.  Bep. 

IItcs  forbidding  him  to  infringe  any-  17 ;  88  0.  6.  1287. 
iR-here,  see  Hatch  v.  Hall  (1884),  22        That  a  corporation  may  maintain  a 

fed.  Bep.  488  ;  80  0.  O.  1096.  suit  in  the  district  where  its  rights  are 

That   an   action  in  equity  for  an  infringed,  though  it  is  created  under 

accounting  or  damages,   etc,   can   be  the  laws  of  another  State,  see  Elm  City 

brought  in  any  district  where  the  de-  Go.  v,  Wooster  (1878),  4  O.  G.  88  ;  6 

fendant  can  lawfully  be  served  with  Fisher,  452. 
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the  circuit.^    A  resident  defendant  is  always  within  the  joris- 

diction  of  the  court,  and  the  rules  which  require  personal 

service  of  process  upon  him  can  at  all  times  be  fulfilled. 
Upon  a  non-resident  defendant,  however,  process  can  be 
served  only  when  he  is  personally  within  the  territorial  limits 
of  the  circuit.^  Service  by  publication  or  by  the  attachment 
of  property,  though  often  sufficient  under  State  laws  to  confer 

*  InThomp6ono.MendelaohD(1871)»  proceeding  in  any  other  district  than 
5  Fisher,  187,  McKennan,  J.  :  (188)  that  whereof  he  is  an  inhabitant." 
"The  Patent  Laws  confer  exclusive  Whether  this  provision  applies  to  eases 
jarisdiction  upon  the  circuit  courts  of  all  arising  under  the  Patent  Laws  may  weU 
suits,  in  hiw  or  equity,  for  invasion  of  be  doubted.  In  Preston  v.  Fire  Ez- 
the  rights  of  inventors  under  them,  and  tinguisher  Co.  (1888),  46  0.  G.  124, 
the  judiciary  act  expressly  authorizes  OormuUy  Mfg.  Go.  v.  Pope  Mfg.  Co. 
such  suits  to  be  brought  and  process  to  (1888),  84  Fed.  Bep.  818,  and  Hal« 
be  served  upon  defendants  in  anydis-  stead  v.  Manning  (1888),  44  O.  G. 
trict  in  which  they  may  be  found.  The  844,  it  was  held  that  patent  causes 
conclusion  is  inevitable  that  where  these  were  within  the  statute,  and  that  a 
conditions  are  complied  with,  the  court  defendant  must  thus  be  sued  in  the 
has  power  to  afford  such  measure  of  district  of  his  residence.  On  the  other 
protection  to  the  plaintiffs  rights  as  it  hand,  it  has  been  decided  that  another 
is  competent  to  afford  in  any  case,  of  equally  universal  provision  of  the  same 
the  subject-matter  of  which  it  has  juris-  act,  limiting  the  jurisdiction  of  the  cir- 
diction,  and  in  which  the  parties  are  cuit  courts  to  controversies  involving 
before  it  by  the  due  service  of  process.  $2,000  or  upwards,  does  not  apply  to 
Certainly  by  no  act  of  Congress  is  this  patent  cases.  See  Miller-Megee  Co.  v. 
power  restricted  by  the  fact  of  the  Carpekiter  (1887),  43  O.  G.  1118,  where 
defendant's  residence  in  another  district ;  it  is  also  intimated  that  the  act  of  1887 
or  that  the  wrong  imputed  to  him  was  does  not  relate  to  suit<i  under  the  Patent 
not  committed  in  the  district  in  which  Laws.  Patent  rights  and  their  invasions, 
the  suit  is  brought.  The  process  of  the  as  weU  as  patent  litigations,  being  mat- 
court  is  primarily  directed  against  the  ters  siti  generis,  the  consequences  of  em- 
person  of  the  wrong-doer,  and  it  is  no  bracing  them  under  the  sweeping  pro- 
sufficient  reason  against  the  power  of  visions  of  general  statutes  cannot  always 
the  court  to  award  it,  that  it  may  not  be  foreseen  ;  but  many  reasons  will  sng- 
fumish  to  the  plaintiffs  effectual  relief,  gest  themselves  to  any  person  fomiliar 
or  that  its  operation  may  be  evaded  by  with  industrial  affairs  in  this  country  in 
the  defendant."  favor  of  the  retention  of  the  former  rule 

*  The  law  as  stated  in  the  text  and  of  practice  in  suits  against  infringers, 
illustrated  in  the  notes  of  this  and  sue-  Until  the  new  position  has  been  fully 
ceeding  paragraphs  is  that  of  the  judi-  discussed  and  finally  adopted  by  the 
ciary  acts,  and  the  decisions  under  them,  courts,  or  more  specifically  defined  by 
prior  to  the  act  of  March  3,  1887.  The  Congress,  its  soundness  may,  therefore, 
latter  act  provides  that  "no  civil  suit  be  regarded  as  an  open  question,  and  the 
shall  be  brought  before  "  the  circuit  doctrine  built  up  by  a  century  of  legis- 
oourts  of  the  United  States  "against  tion  and  judicial  explanation  be  still 
any  person  by  any  original  process  of  treated  as  at  least  possibly  correct  and 
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jurisdiction  over  him  for  the  purposes  of  the  action  thus  com- 
menced, does  not  answer  the  requirements  of  tht;  Federal  law.^ 
Personal  service  within  the  circuit  must  be  made  upon  him, 
and  this  must  affirmatively  appear  upon  the  marshal^s  return, 
or  the  court  acquires  no  jurisdiction  over  him.^  Such  service 
must  be  lawful  and  not  be  procured  by  fraud  or  imposition* 
Service  on  a  non-resident  defendant  attending  court  within 
the  circuit)  or  present  at  an  examination  of  witnesses  by 
stipulation,  or  inveigled  by  any  means  within  the  circuit  in 
order  that  service  may  be  made  upon  him,  is  fraudulent  and 
void,  and  will  be  set  aside  on  motion  by  the  court.^  But 
such  a  defendant,  either  without  service  or  after  improper 
service,  may  appear  and  submit  himself  to  the  jurisdiction  of 
the  court,  whose  authority  thereafter  over  him  will  be  as  com- 
plete as  if  it  had  been  regularly  obtained  J 

ultimately  to  prevail.    In  that  view  it  can  Bell  Telephone  Co.  (1886),  29  Fed. 

is  here  considered  as  if  the  act  of  1887  Rep.  17  ;  38  0.  O.  1237. 

had  not  heen  passed.  That  a  semce  by  attaching  the  de- 

That  a  circuit  conrt  has  no  jurisdic-  fendant's  goods  gives  no  jurisdiction 

tion  unless  the  defendant  is  served  in  over  him,  see  Chaffee  v.  Hayward  (1857), 

his  own  district,  or  is  found  and  served  20  How.  208. 

where  sued,  see  Day  v,  Newark  India  *  That  when  a  person  is  sued  out  of 

Rubber  Mfg.  Co.  (1850),  I  Blatch.  628.  his  own  district  it  must  afiSrmatively 

That  suit  may  be  brought  in  any  appear  by  the  marshal's  return  that 
district  where  the  defendant  can  be  process  was  served  on  him  in  the  dis- 
served, whether  either  party  lives  there  trict  where  the  suit  is  brought  or  the 
or  not,  bnt  the  defendant  must  be  per-  court  will  acquire  no  jurisdiction,  see 
Bonally  served  therein,  see  Allen  v.  Thayer  v.  Wales  (1872),  5  Fisher,  448. 
Blunt  (1849),  1  Blatch.  480.  *  That   service   upon   a    defendant 

That  service  upon  one  co-partner  does  while  attending  court  in  another  State 

not  give  personal  jurisdiction  over  a  non-  as  a  party  defendant,  or  witness,  is  not 

resident  partner,  see  United  States  v.  lawful,  see  Wilson  Sewing  Mach.   Co. 

American  Bell  Telephone  Co.   (1886),  v,  Wilson  (1885),  23  Blatch.  51. 

29  Fed.  Rep.  17  ;  88  O.  O.  1237.  That  a  service  of  process  on  a  party 

That  service  cannot  be  made  on  an  attending  an  examination  of  witnesses 

agent  created  by  implication    against  by  stipulation  out  of  his  own  district 

the  will  of  the  parties  and  not  actually  will  be  set  aside  on  motion,  see  Plimp- 

appointed,  see  United  States  v.  Ameri-  ton  v.  Winslow  (1881),  22  0.  G.  1207  ; 

can  Bell  Telephone  Co.  (1886),  88  O.  20  Blatch.  82  ;  9  Fed.  Rep.  365. 

O.  1237  ;  29  Fed.  Rep.  17.  ^  That  a  party  appearing  submits  to 

^  That   the   existence   of  property  the  jurisdiction,  see  Macauley «.  White 

rights  or  pecuniary  interests  within  the  Sewing  Mach.  Co.   (1881),   21   O.  O. 

district  are  not  alone  enough  to  confer  496  ;  9  Fed.  Rep.  698. 

jurisdiction,  see  United  States  v,  Ameri-  That   the   judiciary  acts,  limiting 
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§  935.   JoriBdictioii  over  Actions  at  Xiaw  agtdnst  Domeatic  and 
Foreign  Corporations. 

A  defendant  corporation,  like  an  individual,  is  always  with- 
in the  jurisdiction  of  the  Circuit  court  in  whose  territory  it  is 
located  by  the  act  of  its  creation,  and  may  there  at  any  time 
be  served  with  process.  A  corporation  organized  under  the 
laws  of  a  State  is  located  at  all  places  within  the  limits  of  th« 
State,  and  may  be  sued  in  any  Circuit  court  whose  jurisdic- 
tion embraces  any  portion  of  such  State.^  Whether  a  corpo- 
ration can  be  served  with  process  outside  the  State  of  its 
location  has  been  doubted.'  Service  within  the  circuit  upon 
the  officers  of  a  non-resident  corporation  is  clearly  ineffectual, 
and  does  not  become  valid  though  the  corporation  appears  by 
an  attorney  in  order  to  plead  to  the  jurisdiction.*  But  where 
State  laws  provide  that  foreign  corporations  doing  business  in 

jurisdiction  to  cases  where  the  defend-         That  the  privilege  of  freedom  from 

ant  resides  or  is  found  within  the  dis-  service  while  attending  a  trial  mast  be 

tricti  confer  only  a  personal  privilege  insisted  on  at  the  proper  time  or  it  will 

which  may  be  waived  by  volnntary  ap-  be   waived,    see    Matthews   v.    Paffer 

pearance  or  by  accepting  general  condi-  (1882),    22   O.    G.  832  ;    20    Blatch. 

tions  which  impose  a  liability  to  suit,  288. 

see  United    States  v,  American    Hell         §  936.  ^  That  a  oorporation  created 

Telephone  Co.  (1886),  29  Fed.  Rep.  17  ;  by  State  laws  resides  in  all  parts  of  the 

88  O.  6.  1237.  State,  and  may  be  sued  in  any  court 

That  an  appearance  in  order  to  move  whose  jurisdiction  embraces  any  part 

to  quash  or  to  plead  to  the  jurisdiction  of  such  State,  see  Locomotive  Engine 

does  not  waive  objections  thereto,  see  Safety  Truck  Co.  «.  Erie  Railway  Go. 

United  States  t;.  American  BeU  Tele-  (1872),  6  Fisher,  187;  8  O.  G.  98  ;  10 

phone  Co.  (1886),  29  Fed.  Bep.  17  ;  88  Blatch.  292. 
O.  O.  1237.  3  That  whether  a  suit  can  be  brooght 

That  where  a  defendant  appears  by  against  a  corporation  outside  the  die- 
attorney  and  files  his  plea  to  the  juris-  trict  where  it  is  located  is  doubtful,  aee 
diction  by  attorney,  this  admits  and  Jones  v.  Osgood  (1869),  8  Fisher,  591 ; 
submits  to  the  jurisdiction  of  the  court,  6  Blatch.  435. 

and  the  same  result  follows  from  the         •  That  a  Circuit  court  does  not  ao- 

entry  of  a  special  appearance  on  the  quire  jurisdiotioin  over  a  corporation 

order-book  at  the  request  of  the  defend-  organi^  under  the  laws  of  another 

ant's  attorney  without  special  leave  of  State  by  serving  process  in  its  district 

the  court,  see  Thayer  v.  Wales  (1872),  on  an  officer  of  the  corporation,  nor  is 

5  Fisher,  448.  the  objection  waived  though  the  cor- 

That   irregularities   in   service   are  poration  appears  by  attorney  and  pleads 

waived  unless  objected  to  before  answer,  to  the  jurisdiction,  see  Decker  v.  New 

see  Goodyear  V.  Chaffee  (1855),  8  Blatch.  York  Belting  &  Packing  Co.  (1873),  8 

268.  0.  G.  441;  6  Fisher,  374. 
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that  State  shall  appoint  certain  resident  officials  upon  whom 
serrice  of  process  may  be  made  on  behalf  of  the  corporation, 
such  corporation  is  found  within  that  State  for  all  purposes  of 
jiurisdiction  both  of  the  local  and  the  Federal  Courts.^ 

^  That  the  Federal  coartB  mast  decide  "found  there,"  for  eervice  of  proce» 

whether  a  corporation  is  so  "found"  merely  by  owning  property  there  or  by 

within  a  district  as  to  be  liable  to  be  the  fact  that  its  officers  reside  there,  see 

sued  there,  see  St.  Louis  Wire  Mil>  Co.  Carpenter  v.  Westinghouse  Air  Brake 

V.  OonsoUdated  Barb  Wire  Co.  (1887),  Co.  (1887),  82  Fed.  Bep.  434. 

82  Fed.  Rep.  802.  That  a  corporation  doing  no  regular 

That   a   foreign  corporation  trans-  business   and   haying   no    established 

acting  business  in  a  State  is  "found  agency   within    the    district    is    not 

within  the  State  "  for  the  purposes  of  "  found  "  there,  simply  because  it  sends 

sait,  if  it  can  be  serred  with  process  there  to  purehase  raw  material,  see  St. 

under  State  law8»  see  Williams  &  Al-  Louis  Wire  Kill  Co.  i;.  Consolidated 

bright  V,  Empire  Transportation  Co.  Barb  Wire  Ca  (1887),  82  Fed.  Bep. 

(1878),  14  O.  G.  523  ;   8  Bann.  &  A.  802. 

688.  That  to  supply  the  means  to  do  busi- 

Thatacorporation is  "found"  within  ness  is  not  the  doing  of  business,  see 

a  State  when  it  has  established  an  of-  United  States  v.  American  Bell  Tele- 

fice  or  agency  there  for  carrying  on  the  phone  Co.  (1886),  88  0.  G.  1237;   29 

business  for  which  it  was  incorporated,  Fed.  Rep.  17. 

see   Carpenter   v.    Westinghouse    Air  That  licenses  rest  on  the  common 

Brake  Co.  (1887),  82  Fed.  Rep.  434.  law,  and  a  corporation  licensor  is  not 

Thait  a  Circuit  court  has  no  jurisdic-  domesticated  in  the  district  of  its  li- 
tion  of  an  action  against  a  corporation  censees  any  more  than  any  private  per- 
organized  in  another  State,  unless  it  son  would  be,  see  United  States  v.  Am- 
canies  on  business  within  the  district  erican  Bell  Telephone  Co.  (1886),  88 
through  some  sgent  appointed  by  and  O.  G.  1237  ;  29  Fed.  Rep.  17. 
representing  the  corporation  in  such  That  a  "managing  agent"  is  one 
district,  and  would  thereby,  under  the  who  carries  on  the  corporate  business, 
local  law,  be  amenable  to  suit  in  such  or  a  substantial  part  thereof,  see  United 
district,  as  .an  implied  or  express  con-  States  v.  American  Bell  Telephone  Co. 
dition  of  its  right  to  do  business  therein,  (1886),  88  O.  G.  1287;  29  Fed.  Rep.  17. 
see  Carpenter  v,  Westinghouse  Air  That  in  New  York  service  on  the 
Brake  Ca  (1887),  82  Fed.  Rep.  484  ;  managing  agent  of  a  corporation  organ- 
United  States  V,  American  Bell  Tele-  ized  in  another  State  is  service  on  a 
phone  Co.  (1886),  29  Fed.  Bep.  17;  38  person  "found"  within  the  district,  see 
O.  G.  1287.  Hat  Sweat  Mfg.  Co.  v,  Davis  Sewing 

That  whether  business  is  carried  on  Hach.  Co.  (1887),  81  Fed.  Rep.  294. 

u  determined  by  what  is  done  or  has  That  a  "managing  agent"  of  a  for- 

been  done,  not  by  what  the  corporation  eign  corporation  need  not  have  control 

may  have  power  to  do,  see  United  States  of  its  entire  business  in  the  State,  see 

9.  American  Bell  Telephone  Co.  (1886),  Hat  Sweat  Mfg.  Co.  v.  Davis  Sewing 

29  Fed.  Rep.  17;  38  O.  G.  1237.  Mach.  Ca  (1887),  81  Fed.  Rep.  294. 

That  a  corporation  does  not  become  That  where  a  foreign  corporation  is 

aa  "  inhabitant "  of  a  State,  nor  is  it  amenable  to  suit  under  the  local  law,  it 
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§  936.   Jarifldiotioii  over  Actions  at  Law  where  a  Cirouit  Em- 
braces Two  or  More  Districts. 

Where  a  Circuit  court  or  its  equivalent  tribunal  has  juris- 
diction over  two  or  more  districts,  each  district  becomes  the 
local  unit  of  jurisdiction,  and  the  rules  hitherto  applied  to  the 
t-erritorial  limits  of  the  circuit  are  predicable  of  the  district 
also.  Thus  a  defendant  must  be  sued  in  his  own  district  or 
in  a  district  where  he  can  lawfully  be  served  with  process. 
Where  there  are  several  joint  defendants  resident  in  different 
districts  proceedings  may  be  properly  commenced  in  either.^ 
If  the  area  of  any  district  is  identical  with  that  of  a  State,  a 
corporation  created  by  that  State  is  located  within  that  district 
only  and  must  there  be  sued,  unless  under  the  laws  of  other 
States  where  it  does  business  it  is  also  located  within  their 
borders.^  On  the  other  hand,  if  the  State  contains  two  or 
more  districts,  a  corporation  created  by  the  State  is  located  in 
all  such  districts  and  can  be  sued  in  that  one  which  the  plain- 
tiff may  elect.^  Where  districts  are  subdivided  for  judicial 
purposes,  each  subdivision  forms  the  local  boundary  of  juris- 
diction, within  which  all  defendants  must  reside  or  be  person- 
ally found  and  served. 

§  937.    Plaintiff  in  Actions  at  Law  Most  be  the  Legal  Owner  of 
the  Patent  at  the  Date  of  the  Infringement. 

With  a  single  exception  the  plaintiff  in  an  action  at  law 
must  be  the  person  or  persons  in  whom  the  legal  title  to  the 
patent  resided  at  the  time  of  the  infringement.^    An  infringe- 

may  be  also  sued  in  the  Federal  courts  either,  for  it  resides  in  all,  see  Loco- 

for  infringement,  see  Hnssoy  Mfg.  Co.  motive  Engine  Safety  Track  Co.  v.  Erie 

V.  Deering  (1884),    28  O.  G.  19S;   20  Railway  Co.  (1872),  6  Fisher,  187;  8 

Fed.  Bep.  795.  0.  O.  93  ;  10  Blatch.  292. 

S  986.  1  That  if  joint  infringers  a,re  |  987.  ^  That  the  legal  title  must 
living  in  different  districts,  suit  may  be  be  in  the  plaintiff,  see  Oamewell  Fire 
commenced  in  either  district  against  the  Alarm  Telegraph  Co.  v.  City  of  Brook- 
defendant  there  residing,  see  Goodyear  lyn  (1882),  14  Fed.  Rep.  255  ;  22  0.  G. 
V,  Toby  (1868),  6  Blatch.  180.  1978. 

*  See  S  935,  notes  8,  4,  ante.  That  no  one  can  sne  for  damages  for 

*  That  where  a  State  has  more  than  infringement  except  the  patentee,  the 
one  district,  and  the  statute  provides  assignee,  or  the  owner  of  a  territorial 
that  the  defendant  be  sued  in  his  own  interest  exclusive  of  the  patentee,  sea 
district,  a  corporation  may  be  sued  in  Gordon  v.  Anthony  (1879),  16  O.  G. 
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ment  is  an  invasion  of  the  monopoly  created  by  the  patent, 
and  the  law  which  defines  and  authorizes  this  monopoly  con- 
fers only  upon  its  legal  owners  the  right  to  institute  proceed- 
ings for  its  violation.  These  owners  are  the  patentee,  his 
assignee,  his  grantee,  or  his  personal  representatives;  and 
none  but  these  are  able  to  maintain  an  action  for  infringe- 
ment in  a  court  of  law.  Moreover,  the  injury  inflicted  by  an 
act  of  infringement  falls  upon  the  individual  who  owns  the 
monopoly  at  the  date  of  the  infringement.'  It  does  not  affect 
former  owners  whose  interest  had  terminated  before  the  in- 
fringement was  committed,  nor  does  it  so  directly  prejudice  a 
future  owner  that  the  law  can  recognize  his  loss  and  give  him 
a  pecuniary  redress.  Hence  the  plaintiff  must  not  only  have 
a  legal  title  to  the  patent,  but  must  have  also  been  its  owner 
at  the  time  of  the  infringement.    The  exception  above  referred 

1185  ;  16  Blatch.  284 ;  4  Bann.  &  A.  is  transferrod  for  the  whole  term  of  the 

248 ;  HOI  v.  Whitcomb  (1874),  5  0.  G.  patent,  '*by  way  of  license  and  not  as 

480 ;  Holmes,  817;  1  Bann.  &  A.  84.  a  transfer  of  a  title,"  is  the  proper 

That  owners  of  patents  granted  be-  plaintiff  in  equity,  see  Herman  v.  Her- 

fore  the  act  of  Joly  8,  1870,  may  main-  man  (1886),  29  Fed.  Rep.  92. 
tain  suits  for  infringements  committed        *  That  a  suit  by  "  a  party  interested  " 

afterwards,  see'  Union  Paper  Bag  ICach.  means  one  interested  in  the  patent  when 

Co.  V.  Newell  (1878),  6  Fisher,  582  ;  the  infringement  was  committed,   see 

11  Blatch.  879.  Moore  v.  Marsh  (1868),  7  WalL  515. 

That  where  a  second  original  patent         That  an  interest  in  the  proceeds  of  a 

has  been  granted  to  the  same  inventor  suit  for  an  infringement  is  not  an  inter- 

for  the  same  invention,  he  can  sue  only  est   in   the   patent,  see  Tilghraan  v. 

on  the  first  patent,  see  Jones  «.  Sewall  Proctor  (1888),   125   U.  S.   186 ;    48 

(1878),  8  Clifford,  568 :  6  FUher,  848 ;  0.  O.  628. 

8  O.  G.  680 ;  Odiome  v,  Amesbnry  Kail  That  suit  will  lie  to  recover  damages 
Factory  (1819),  2  Mason,  28;  1  Bobb,  for  infringement  though  the  plaintiff 
800.  assigned  his  interest  in  the  patent  be- 
That  parties  equitably  interested  fore  suit  was  brought,  see  Spring  r. 
in  the  patent  need  not  be  joined  as  Domestic  Sewing  Mach.  Co.  (1882),  22 
plaintiffs,  see  Oraham  «.  McCormick  O.  G.  1445  ;  18  Fed.  Rep.  446. 
(1880),  11  Fed.  Rep.  859;  21  O.  G.  That  a  patentee  may  sue  an  infringer 
158S ;  10  BisseU,  89 ;  5  Bann.  &  A.  though  he  has  granted  an  exclusive  li- 
244.  cense  to  another  to  make  and  sell,  see 
That  assignees  are  indispensable  par-  Freese  v.  Swartchild  (1888),  85  Fed. 
ties,  see  Kellis  v,  Pennock  Mfg.   Co.  Bep.  141. 

(1882),  22  O.  G.  1181 ;  18  Fed.  Rep.         That  the  legal  owner  cannot  sue  the 

451  ;  15  Phila.  498.  equitable  owner  for  an  infringement. 

That  one  to  whom  the  "exclusive  see  Aspinwall  Mfg.  Co.  v.  Gill  (1887), 

light  to  the  use  of  the  improvement "  40  0.  G.  1188 ;  82  Fed.  Rep.  697. 
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to  arises  where  an  assignment  of  a  patent  is  coupled  with  an 
assignment  of  a  right  of  action  for  past  infringements.  In 
this  case  the  present  owner  of  the  monopoly  may  institute 
proceedings  for  its  violation  during  the  ownership  of  his  as- 
signor as  well  as  for  infringements  committed  since  the  trans- 
fer of  the  title  to  himself. 

§  936.   Ucenseaft  and  Owners  of  Bquitable  Znteresta  cannot  bo 
PlaintilBi  in  Actions  at  Xiaw. 

Two  classes  of  persons  having  interests  in  patented  inven- 
tions are,  by  this  rule,  debarred  from  suing  for  infringement 
in  their  own  names  in  courts  of  law.  These  are  licensees,  and 
those  who,  under  contracts  with  the  legal  owners,  have  ac- 
quired an  equitable  title  to  the  patent.  A  licensee  has  no 
standing  in  a  court  of  law  as  plaintiff  in  an  action  for  infringe- 
ment.^ He  does  not  own  the  monopoly  or  any  part  thereof, 
however  widely  the  interest  transferred  to  him  in  the  inven- 
tion may  estop  the  owner  of  the  patent  from  asserting  the 
monopoly  against  him.  Though  possessing  an  exclusive  ter- 
ritorial right  to  sell  the  invention,  or  an  exclusive  right 
to  use  it  for  a  special  purpose,  or  an  exclusive  right  to 
use  it  and  to  license  others  to  use  it  for  a  definite  period  of 
time,  or  an  exclusive  right  to  make  the  manufacture  or  ma- 
chine in  which  it  is  contained,  and  though  protected  by  a 
guaranty  from  his  licensor,  which  guaranty  his  licensor  and 
others  are  jointly  violating,  he  is  still  only  a  mere  licensee, 
and  whatever  relief  equity  may  be  able  to  afford  him,  a  court 
of  law  cannot  regard  him  as  entitled  to  vindicate  the  monop- 

§  988.  1  In  BirdBell  v.  Shaliol  (1884),  Co.  v.  Nixon  (1882),  105  U.  S.  766  ;  21 

112  U.  S.  485,  Gray,  J. :  (486)  "A  li-  O.G.  1275  ;  GameweU  Fire  Alarm  Tele- 

censee  of  a  patent  cannot  bring  a  suit  graph  Co.  v.  Brooklyn  (1882),  22  0.  G. 

in  his  o\yn  name,  at  law  or  in  equity,  1978 ;  14  Fed.  Bep.  255  ;  NelUs  v.  Pen- 

for  its  infringement  by  a  stranger.    An  nock  Mfg.  Co.  (188^),  22  O.G.  IISI; 

action  at  law  for  the  benefit  of  the  11-  13  Fed,  Rep.  451 ;  15  Phila.  498  ;  Ingalls 

censee  must  be  brought  in  the  name  v.  Tice  (1882),  22  0.  G.  2160 ;  14  Fed. 

of  the  patentee  alone."     80  0.  G.  261  Bep.  297,  and  other  cases  cited  in  note 

(261).  2,  post. 

See  also  Bogart  v.  Hinds  (1885),  88         That  the  non-joinder  of  licensees  is 

0.  G.  1268  ;  25  Fed.  Rep.  484 ;  Wilson  no  ground  of  abatement,  see  Forbes  o. 

V.  Chickering  (1883),  14  Fed.  Rep.  917;  Barstow  Store  Co.  (1864),  2  Clifford. 

23  O.  G.  1730 ;  Union  Paper  Bag  Mach.  879. 
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0I7  against  its  infringers.^  Suits  at  law  for  the  redress  of  in- 
juries committed  by  infringement  against  licensees  must  be 
brought  in  the  name  of  the  real  owner  of  the  patent.^  It  is  a 
part  of  the  implied  agreement  between  a  licensor  and  licensee 
that  the  former  will  protect  the  latter  against  these  wrongful 
invasions  of  his  rights  by  instituting  such  proceedings  as  may 
become  necessary  for  that  purpose,  and  if  the  legal  owner  of 
the  monopoly  refuses  to  perform  this  duty,  or  is  inaccessible, 
the  licensee  may  sue  at  law  for  damages  in  his  name.^    A 

*  That  a  licensee  haying  an  excla-  5  O.  G.  480 ;  Holmes,  817;  1  Bann.  k 

rive  right  to  sell  for  certain  territory  A.  84. 

ia  not  a  proper  plaintiff  in  infringement  *  That  the  patentee  may  sae  in  he- 

Boits,  bnt  only  the  owner  of  the  patent,  half  of  the  licensee,  see  Gk>odyear  v, 

see  Ingalls  v.  Tice  (1882),  22  O.   G.  McBnmey  (1858),  8  Blatch.  82. 

2160  ;  14  Fed.  Rep.  297.  That  a  licensee  can  sue  for  infringe* 

That  a  patentee,  having  transferred  ment  in  the  name  of  his  licensor,  see 

an  exclusive  right  to  use  the  invention  Birdsell  v,  Shaliol  (1884),  112  U.  S. 

for  a  particnkr  pnrpose,  is  the  only  485 ;  30  0.  G.  261 ;  Wilson  v.  Chicker- 

proper  plaintifi^  see  Blanchard  v.  £1-  ing  (1883),  14  Fed.  Rep.  917;  28  O.G. 

dridge(1849),  lWaU.Jr.887;  2Bobb,  1780;    Nellis  v.    Pennock    Mfg.    Co. 

737.  (1882),  22  0.  G.  1181 ;   18  Fed.  Rep. 

That  a  patentee  having  granted  an  451;  15  Phila.  493 ;  Union  Paper  Bag 

exclusive  right  to  use  and  to  license  Mach.  Co.  r.  Nixon  (1882),  105  U.  8. 

others  to  use  for  five  years  has  still  a  766 ;  21  O.  G.  1275 ;    Gamewell  Fire 

right  to  sae  for  infringements,  see  Still  Alarm  Telegraph  Go.  v.  City  of  Brooklyn 

V.  Reading  (1881),  4  Woods,  845;  20  (1882),  22  0.  G.  1978;  14  Fed.  Rep. 

O.  G.  1025  ;  9  Fed.  Rep.  40.  255  ;   Nelson  v.  McMann   (1879),    16 

That  a  suit  at  law  to  protect  the  li-  O.  G.  761  ;  16  Blatch.  139  ;  4  Bann.  & 

censee  in  his  right  to  use  a  patented  A.  203 ;  littlefield  v.  Perry  (1874),  21 

process   for  a  particular   manufacture  Wall.  205 ;  7  0.  G.  964  ;  Potter  v.  Wil- 

should  be  brought  in  the  name  of  the  son  (1860),  2  Fisher,  102  ;  Gayler  v, 

patentee,  see  Goodyear  v.  Bishop  (1860),  Wilder  (1850),  10  How.  477. 

2  Fisher,  96 ;  4  Blatch.  438.  That  a  licensee  can   sue  only  for 

That  the  owner  of  a  patent  having  infringements   which    affect    his   own 

granted   a  license  and  agreed  not  to  rights  under  the  patent,  see  Hayward 

license  any  one  else,  and  reserving  a  v.  Andrews  (1888),  106  U.  S.  272 ;  28 

rig^t  to  one  half  the  damages  for  in-  O.  G.  588. 

Mngement,  is  a  necessary  party  to  a  ^  *  That  a  stipulation  by  the  licensor 
suit  for  infringement,  see  North  v.  to  sue  infringers  does  not  compel  the 
Kershaw  (1857),  4  Blatch.  70.  licensees  to  look  to  him  on  his  cove- 
That  the  owner  of  a  right  to  use  and  nants,  but  they  may  institute  suits 
sell,  but  not  to  make,  is  a  mere  licensee  in  his  name  against  infringers,  see  Good- 
and  cannot  sue,  though  protected  by  a  year  v.  Bishop  (1860),  2  Fisher,  96 ; 
guaranty  from  the  patentee,  and  though  4  Blatch.  438. 

tlie  patentee  with  third  parties  are  the  That  if  the  owner  of  the  patent  will 

infringers,  see  HUl  v,  Whitcomb  (1874),  not  sue  or  cannot  be  found,  the  licensee 
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to  ar'  itff^     Mtfi^^  ^  ^^  licensee,  and 

assi  ^     d^^  ^^**°^  indemnity  against  the 

th^'  /'••*     ^^^  'jUif^^fi/tf  Ae  cannot  discontinue  it  or 

p  .,  f^*^  pif^^^  of  ^jerogeAion  of  the  rights  of  the  real 

/A**^  J  *'^^ri^^pri^^^^S^  ^^8  not  extend  to  the  per- 

''••'Tr'^  ^a'  ^^/  iicensees,  the  license  and  all  obliga- 

^^^''^  '^^^'^^^^  ^'  contract,  expiring  at  the  death 

[fp*^  '^^^J^^^uitable  owners  of  the  patent,  or  of  inter- 

z/^" "  //^^'/V  <^  ^  afforded  only  in  a  court  of  equity  J 

^ti  ^             .  «  suit  at  law,  and  court  and  use  the  name  of  the  party  to 
h^  ''^'tv  f^*  ^^  Wikon  v,  the  record  in  making  such  motiona,  and 
#r«/^i0  ^\  x4  Fed.  Bep.  917;  taking  such  steps  as  are  necessary  for 
f^^efi^f  ^^  ^^0  protection  of  their  particular  in- 
Ch'^^  1790-      ^  ^  ^^^  ohliged  to  tcrest  in  it."    2  McCraiy,  S76  (877) ; 
r***  ^'  ^gnment  of  his  rights,  19  0.  G.  1188  (1189). 
gge  ^^jn  p,  Todd  (1851),  5  McLean,  That  a  nominal  plaintiff  cannot  dia- 
gee  3i<^  continue  the  suit  brought  to  protect  his 
^^  r    Millar  V.  Liggett  ft  Myers  To-  licensee,  and  if  he  does  so  the  real  par- 
Co.  (1881)>  7  Fed.  Rep.  91,  Mc-  ties  in  interest  will   be  permitted  to 
^!^  J. :  (92)  "I  think  that  a  party  make  their  rights  apparent,  see  Good- 
^^/oontributes  money  for  the  purpose  year  v.  Bishop  (1860),  2  Fisher,  96  ;  4 
f  employing  counsel  and  carrying  on  a  Blatch.  488;   Goodyear  v,    McBomey 
ytigatiou*  under  a  contract  with  a  party  (1860),  8  Blatch.  82. 
^  Uie  record,  must  of  necessity  be  held  That  a  nominal  plaintiff  may  claim 
to  have  the  right  to  take  such  action  in  indemnity  against  costs,  see  Goodyear 
the  case  as  will  protect  his  own  interest  «.   Bishop    (1860),    2    Fisher,   96 ;    4 
in  it.    As,  for  example,  suppose  there  Blatch.  488. 

is  a  case  which  is  understood  to  be  a  *  That  the  executor  of  a  licensee 

test  case,  inyoWing  the  validity  of  a  cannot   sue   for  infringement   in    the 

patent,  or  anything  else,  against  a  par-  name  of  the  licensor,  the  license  being 

ticular  individual,  but  involving  a  sub-  penonal  and  expiring  at  the  death  of 

ject- matter   concerning  which  a  large  the   licensee,   see    Oliver   r.    Rumfoid 

number  of  other  persons  are  equally  in-  Chemical  Works  (1888),  109  U.  S.  76  ; 

ternsted  with  the  particular  defendant  25  O.  G.  784. 

in  that  case,  and  suppose  all  the  parties  ^  In   Sanford  «.  Messer  (1872),   5 

who    are   interested,   or  a  number  of  Fisher,  411,  Shepley,  J.:  (418)  *'Un- 

them,  come  together,  enter  into  a  con-  questionably  a  contract  for  a  purchase 

tract  that  they  will  raise  a  fund  to  carry  of  a  portion  of  the  patent  right  may  be 

on  that  litigation,  that  they  will  unite  good  as  between  the  parties  as  a  license, 

for  the  purpose  of  employing  counsel,  and  epforoed  as  such  in  the  courts  of 

and  combine  to  carry  it  on  in  the  name  justice  ;  but  the  legal  right  in  the  mo- 

of  the  party  to  the  record, —  it  seems  to  nopoly  remains  in  the  patentee,  and  ho 

me  that  the  persons,  who  under  such  a  alone  can  maintain  an  action  against  a 

contract   as   that   actually   contribute  third  party  who  commits  an  infringe- 

money  for  the  purpose  of  carryiug  on  ment  upon  it"     Holmes,  149  (150)  ; 

a  suit,  are  authorized  to  go  into  that  2  0.  G.  470  (471). 
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§  939.    Patantae  when  PlaintUF  in  Actions  at  Law. 

The  primary  legal  owner  of  a  patent  is  the  patentee,  and 
until  it  is  assigned  or  granted  bj  him,  or  at  his  death  is  vested 
in  his  administrator  or  executor,  all  suits  at  law  upon  it  must 
be  brought  in  his  name  alone.^  After  he  has  transferred  it 
he  maj  still  maintain  an  action  for  infringements  committed 
during  his  ownership,  and  if  the  transfer  covers  only  an  un- 
divided interest  he  must  join  with  the  transferee  in  suits 
arising  out  of  subsequent  infringements.^  A  patentee  who 
has  conveyed  his  patent  and  afterward  regained  it  may  sue 
for  violations  of  the  monopoly  during  either  period  of  his 
ownership,  but  not  for  those  committed  while  the  patent  was 
the  property  of  others.^    In  suits  on  a  joint  patent  all  the 

{  989.  1  That  a  patent  once  granted  expire,  nifty  maintain  a  suit  to  protect 

authorizes  a  patentee  to  sue  on  it,  see  their  interests,  see  Freese  v.  SwartchUd 

Asbestos    Felting   Co.    v.  Salamander  (1888),  85  Fed.  Rep.  141 ;  Otis  Bros. 

FelUng  Co.  (1876),  10  0.  G.  828 ;  13  Mfg.  Co.   v.    Crane    Bros.    Mfg.    Co. 

Blatch.  458 ;  2  Bann.  &  A.  869.  (1886),    27   Fed.   Rep.  550;    StiU  «. 

That  no  legal  title  exists  in  any  one  Reading  (1881),  20  O.  6.  1025  ;  9  Fed. 

nntU    the  patent    issues,   see   Pontiac  Rep.  40 ;  4  Woods,  845. 

Knit    Boot    Co.  v.   Merino  Shoe  Co.  That  a  patentee  and  licensor  should 

(1887),  81  Fed.  Rep.  286.  be  joined  with  the  assignee  of  the  U- 

That  a  patentee  is  presumed  to  be  censor  in  a  suit  against  the  licensee  if 

the  owner  of  the  patent  if  no  assign-  he  is  still  interested  in  the  patent,  see 

ment  is  alleged  or  proved,  see  Fischer  Woodworth  v.  Cook  (1850),  2  Blatch. 

V.  NeU  (1881),  6  Fed.  Rep.  89;   19  151. 

O.  G.  603.  That  a  former  owner  of  the  patent 

That  a  patentee  having  contracted  who  has  sold  it,  reserving  certain  spe- 

to  sell  portions  of  his  right  still  owns  cial  uses,  is  not  a  proper  party  plaintiff, 

the  patent,  and  he  alone  can  sue  for  see  Frankfort  Whiskey  Process  Co.  v. 

infringement,  see  Wheeler  v,   McCor-  Pepper  (1885),  26  Fed.  Rep.  386. 

mick  (1873),  4  O.  G.  692  ;  6  Fisher,  That  the  former  owner  of  the  patent 

651;  11  Blatch.  834;  Sanford  v.  Mes-  may  sue,  after  he  has  assigned  it,  for 

ser  (1872),  5  Fisher,  411 ;  2  O.  G.  470  ;  infringements  committed  against  him 

Ho1me8,149;  Park  v.  Little  (1818),  8  during  his   ownerships   see  Moore  v. 

Wash.  196 ;  1  Robb,  17.  Marsh  (1868),  7  Wall.  515. 

*  That   a  patentee,  excluded  fh)m  '  That  a  patentee  taking  a  release 

certain  business  in  certain  places,  may  of  aU  outstanding  rights  may  sue  in  his 

nevertheless  maintain  suit  for  the  use  own  name  for  aU  future,  but  not  for 

of  his   invention    by  others  in    such  past,  infringements,  see  Wheeler  v.  Mc^ 

places,    see    Colgate    v.   International  Gormick  (1878),  4  0.  G.  692  ;  6  Fisher, 

Ocean  Tel^rraph  Co.  (1879),  17  0.  G.  551 ;  11  Blatch.  884. 

194  ;  17  Blatch.  808  ;  4  Bann.  &  A.  609.  That  a  patentee  cannot  recover  for 

That  patentees,  having  reversionary  damages  arising  since  he  assigned  the 

interests  after  those  of  their  grantees  patent,    see   Wheeler    v,    McCorniick 
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patentees  must  be  made  plaintiffs,  and  the  same  rule  applies 
in  all  cases  of  joint-ownership  whether  of  assignees,  grantees, 
or  representatives.^  That  one  of  the  joint  owners  has  con- 
veyed his  interest  in  the  patent  since  the  infringement  does 
not  dispense  with  the  necessity  of  joining  him  as  plaintiff  in 
a  suit  therefor.^ 

§  940.   Assignee  when  Plaintiff  in  Actions  at  Zaw. 

An  assignee  of  the  entire  interest  in  the  patented  invention 
must  sue  alone  for  any  infringement  committed  during  his 
sole  ownership.^  It  is  immaterial  whether  the  assignment 
was  made  before  or  after  the  issue  of  the  patent,  provided  the 
legal  title  of  the  assignee  has  been  perfected  as  the  law  re- 
quires; but  while  the  title  remains  imperfect,  or  resides  in 
contract  only,  a  court  of  law  cannot  take  cognizance  of  any  ac- 
tion brought  by  the  assignee  in  his  own  name.'  The  motive  of 
the  assignment  is  also  of  no  consequence, — it  being  sufficient 
that  the  legal  title  is  duly  vested  in  him.^    An  assignee  of  an 

(1878),  4  0.  O.  692 ;  6  FUber,  551 ;  11         That  an  aamgnee   can  sae  in   his 

Blatch.  334.  own  name  only  by  force  of  the  statate, 

*  That  joint  patentees  and  all  other  see  Suydam  ••  Day  (1846),  2  Blatch. 
co-owners  must  be  made  plaintiffs,  see  20. 

Moore  v.  Marsh  (1868),  7  WalL  515;         *  That  where   an    assignment  was 

Stein  V.  Goddard  (1856),  1  McAllister,  made  before  the  patent  was  granted 

82;    Whittemore  v.  Cutter  (1818),  1  only  the  assignee  can  sue  for  infringe- 

Gallison,  429  ;  1  Robb,  28.  ments,  see  Herbert  v,  Adams  (1825),  4 

*  That  one  of  two  joint  owners  of  a  Mason,  15  ;  1  Robb)  505. 

patent  having  assigned  his  interest  after         That  an  assignee  before  patent,  with 

infringement,  both  may  still  sue  at  law  request  that  the  patent  issue  to  him, 

for  the  injury,  and  no  equitable  inter-  may  sue  in  his  own  name  though  the 

ference  is  required,  see  Spring  v.  Do-  patent  actually  isshed  to  the  inventor, 

mestic  Sewing  Mach.  Co.    (1882),   22  see  Consolidated  Electric  Light  Co.  «. 

O.  G.  1445  ;  18  Fed.  Rep.  446.  McKeesport  Electric  Light  Ca  (188S), 

§  940.   1  That  the  assignee  of  the  84  Fed.  Rep.  335 ;  Consolidated  Electrio 

entire  monopoly  may  sue  in  his  own  Light   Go.  v.    Edison   Electric    Light 

name,  see  Nellis  u.  Pennock  Mfg.  Co.  Co.    (1885),    25    Fed.    Rep.    719 ;    23 

(1882),  13  Fed.  Rep.  451 ;  15  Phila.  Blatch.  412 ;   88  O.  G.  1597. 
493  ;  22  O.  G.  1131 ;  Moore  v.  Marsh         *  That  an  assignee  may  sue,  no  mat- 

(1868),  7  Wall.  515.  ter  what  may  have  been  the  motive  for 

That  an  assignee  can  maintain  a  suit  the  aAsignment»   see  Seibert  Cylinder 

at  law  or  in  equity  without  joining  the  Oil  Cup  Co.  v.  Phillips  Lubricator  Co. 

patentee,  see  Brooks  v,  Bicknell  (1848),  (1882),  10  Fed.  Rep.  677. 
8  MuLean,  250  ;  2  Robb,  118. 
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nndlTided  interest  cannot  sue  alone,  but  must  join  his  co- 
owners  ;  and  where  an  assignment  is  conditional,  and  interests 
of  the  assignor  are  liable  to  be  affected  by  the  suit,  he  must 
be  made  a  party  also,  or  if  this  is  impracticable  under  the 
rules  of  pleading,  recourse  must  be  had  to  equity  in  which  the 
rights  of  all  parties  can  be  secured.^  An  assignee  in  trust, 
though  not  entitled  to  the  proceeds  of  the  suit,  is  nevertheless 
the  proper  plaintiff  until  tl^e  trust  has  been  fulfilled.^ 

§  941.   Grantee,  when  PlalntUF  in  Aotlons  at  Ziaw. 

The  grantee  of  an  exclusive  territorial  interest  in  the  pat- 
ented invention  must  sue  alone  for  any  infringement  com- 
mitted within  his  territory.^  Under  our  earliest  statutes 
grantees  were  not  regarded  as  real  owners  of  any  part  of  the 
monopoly,  and,  therefore,  could  not  sue  at  law  for  an  infringe- 
ment of  the  pateut.^  Since  that  power  was  conferred  upon 
them,  the  close  resemblance  between  many  licenses  and  grants 
has  caused  some  difficulty  in  determining  whether  given  suits 

*  In  Moore  v,  Manh  (1868),  7  WalL  to  the  plaintifl^  he  may  bring  snit  for 

615,  Clifford,  J. :   (620)    "  Where  the  infringement,  having  a  title  in  him,  see 

patentee  has  assigned  his  whole  inter-  Campbell  v,  James  (1879),   18  0.  6. 

est,  either  before  or  after  the  patent  is  979 ;   17  Blatch.  42 ;    i  Bann.  &  A. 

issued,  the  action  must  be  brought  in  466. 

the  name  of  the  assignee,  because  he         That  the  receiver  of  a  corporation  in 

alone  was  interested  in  the  patent  at  Pennsylvania  has  no  title  to  its  patents, 

the  time  the  infringement  took  place;  and   cannot   sue  thereon   in  his  own 

bat  where  the  assignment  is  of  an  un-  name,  see  Dick  v,  Stmthers  (1885),  84 

divided  part  of  the  patent,  the  action  O.  G.  131 ;  26  Fed.  Bep.  103. 
should  be  brought  for  every  infringe-         §  941.  ^  That   a  grantee    may  sue 

ment,    committed   subsequent    to  the  alone  for  an  infringement  in  territory 

aangnment,  in  the  joint  names  of  the  where  his  right  is  exclusive,  see  Hobbie 

patentee  and  assignee,  as  representing  v.  Smith   (1886),  27  Fed.  Rep.  665  ; 

the  entire  interest."  Moore  v.  Marsh  (1868),  7  Wall.  615  ; 

See  also  Stein  v.  Ooddard  (1856),  1  Gayler  v.  Wilder  (1850),  10  How.  477. 
McAllister,  82  ;  Whittemore  v.  Cutter         That  where  a  grantee  never  performs 

(1813),  1  GaUison,  429 ;  1  Bobb^  28.  the  conditions  of  his  grant  or  avails 

That  unless  an  assignment  is  abso-  himself  of  it,  but  recognizes  his  grantor's 

late  and  unconditional  and  passes  the  exclusive  rights,  the  grantor  may  sue 

legal  title,  the  interests  of  the  assignor  for  infringement  in  that  territory  after 

may  be  affected  by  the  suit,  and  he  is  a  the  grantee's   death    without   naming 

neceasary  party  to  it,  see  Cook  v.  Bid-  him,  see  Railroad  Co.  o.  Trimble  (1870), 

wall  (1879),  20  O.  G.  1083 ;  8  Fed.  Rep.  10  WalL  867. 
452.  ^  That   territorial   grantees    cannot 

*  That  pending  a  trust  conveyance  sue  under  the  act  of  1798,  Sees.  4  and 
VOL.  m.  —  9 
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were  properly  instituted,  and  this  difficulty  is  likely  to  con- 
tinue as  long  as  ambiguous  agreements  and  conveyances  afford 
room  for  doubt  as  to  their  true  legal  effect.  But  where  the 
transferee  is  an  actual  grantee,  as  distinguished  from  a  li- 
censee, his  right  to  sue  for  violations  of  the  monopoly  within 
his  territory  is  as  well  established  as  that  of  an  assignee.' 
Joint  grantees  like  joint  assignees  must  unite  as  plaintiffs  in 
an  action  for  infringement. 

§  942.   Personal  Representatives  of  Deoeased  Owner  when  Plain- 
tiiZs  In  Actions  at  Law. 

The  personal  representatives  of  the  deceased  owner  of  a 
patent  must  be  the  plaintiffs  in  an  action  for  infringement 
committed  either  during  their  own  ownership  or  that  of  their 
decedent.  The  heirs  or  devisees,  though  beneficially  entitled 
to  the  proceeds  of  the  suit,  are  mere  cestuis  que  trmt  and 
cannot  appear  as  plaintiffs  in  a  court  of  law.^  Where  there 
are  several  executors,  some  of  whom  take  no  part  in  the  ad. 
ministration  of  the  estate,  those  who  act  should  be  sole  plain- 
tiffs ;  and  where  a  patent  issues  or  re-issues  to  one  of  several 
executors,  he  only  has  the  legal  title  and  can  maintain  a  suit 

ff,  not  being  trae  assignees,  see  Tyler  v.  1  Bann.  ft  A.  84  (86) ;  Holmea*  817 

Tnel  (1810),  6  Cranch.  324  ;  1  Robb^  (821). 

14.  That  a  grantee  of  all  right,  title,  and 

That  the  grantee  of  an  ezclnsive  ter-  interest  within  certain  territory  maj 
ritorial  right  could  maintain  a  sait  in  sue  for  infringement,  see  Perry  v.  Cora- 
equity  in  his  own  name  under  the  act  of  ing  (1870),  7  Blatch.  195. 
1798,  whether  he  could  at  law  or  not,  That  an  assignee  of  an  exclunTe 
see  Ogle  v.  Ege  (1826),  4  Wash.  684  ;  right  to  use,  but  not  to  make,  the  in- 
1  Robb,  516.  Tention  within  certain  territory  may 

*  In  Hill  V,  Whitcomb  (1874),   5  sue  an  infringer  in  his  own  name,  aee 

O.  G.   480,  Shepley,   J.:  (431)   «To  Chambers  v.  Smith  (1870),  5  Fisher,  12. 
enable  the  purchaser  to  sue,  the  assign-         That  the  assignee  of  an  exclusive  ter- 

ment  must  undoubtedly  convey  to  him  ritorial  right  to  use  two  machines  can 

the  entire  and  unqualified    monopoly  sue  in  his  own  name  even  against  the 

which  the  patentee  held  in  the  territory  patentee,  see  Wilson  v,  Rousseau  (1846), 

specified,  excluding  the  patentee  him-  4  How.  646  ;  2  Robb,  872. 
self  as  well  as  others.    Any  assignment         §  942.  ^  That  tiie  next  of  kin  are 

short  of  this  is  a  mere  license,  and  the  not  to  be  joined  with  the  executor  or 

legal  right  in  the  monox>oly  remains  in  administrator  as  plaintiffs  in  a  suit  for 

the  patentee,  and  he  alone  can  main-  an    infringement   or   an   account,   see 

tain  an  action  against  a  third  party  Hodge  v.   North  Missouri  R.  R.  Co. 

who  commits  an  infringement  upon  it."  (1869),  4  Fisher,  161 ;  1  Dillon,  104. 
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thereon.'  An  administrator  or  executor  can  sue  in  any  dis- 
trict without  qualifying  in  the  probate  courts  of  the  State  in 
which  the  district  is  comprised,  his  relation  to  the  patented 
invention  being  that  of  a  trustee  under  the  acts  of  Congress, 
and  not  dependent  upon  any  local  law.^ 

§  943.    Assignee  of  Claim  for  Past  Infringements,  when  Plaintiff 
in  Actions  at  ha,y^. 

The  law  permits  the  owner  of  a  patent  who  has  been  in- 
jured by  its  infringement  to  assign  his  right  of  action  for 

*  That  where  one  alone  of  several  the  adminifitrator  is  a  tmstee  holding 
execaton  of  the  patentee  acts,  he  alone  the  legal  title^  and  the  patent  is  not 
can  sue  at  law  for  infringement,  see  assets  in  his  hands  belonging  to  the 
Rabber  Ck>.  v.  Goodyear  (1869),  9  WalL  personal  estate  of  the  intestate,  bat  is  a 
788.  franchise  granted  to  the  administrator 
That  when  a  patent  issues  or  re-  for  the  benefit  of  the  heirs-at-law  or 
issnes  to  one  of  several  executors,  he  devisees  of  the  deceased  inventor.  There 
is  the  sole  patentee  and  the  others  need  is,   therefore,   no  reason  for  requiring 
not  join  in  the  suit  though  the  damages  him  to  qualify  in  this  State  ;  besides 
when  recovered  belong  to  the  estate,  see  which,  the  question  may  be  considered 
Bubber  Co.  v,  Goodyear  (1869),  9  WalL  as  set  at  rest  by  the  authority  of  the 
788  ;  Goodyear  v.  Providence  Bubber  following  cases,  cited  in  argument  by 
Co.  (1864),  2  Fisher,  499  ;  2  Clifford,  complainant's  counsel :  '  It  is  not  neces- 
851.  sary  in  an  action  by  an  administrator 
'  In  Goodyear  v.  Hnllihen  (1867),  that  he  should  produce  his  letters  of 
3  Fisher,  251,  Jackson,  J.  :  (258)  "  It  administration*    The  patent  being  re- 
does not  appear  to  me  that  this  point  newed  to  him,  as  administrator,  is  proof 
is  well  taken  ;  the  reasons  which  exist  that  he  had  satisfied  the  officer  author- 
for  lequiring  an  administrator,  in  ordi-  ized  to  grant  a  renewal  of  his  being 
naiy  cases,  to  qualify  in  the  State  in  administrator,  and  it  is  not  competent 
which  he  sues,  do  not  apply  to  suits  for  the  court  to  go  behind  that  decis- 
brought  by  an  adminiBtrator  to  whom  a  ion.'     Woodworth  v.   Hall,  1  W.   ft 
patent  has  been  granted  for  the  inven-  M.  254.     '  An  administrator  of  a  pat- 
tion  of  his  intestate,  for  infringement  entee,  residing  in  one  State,  may  com- 
ci  the  rights  thus  granted.    Under  the  mence  an  action  in  the  United  States 
act  of  Congress  patents  are  granted,  in  Circuit  Court  of  another  State  for  the 
case  of  the  decease  of  the  inventor,  to  recovery  of  damages  for  an  infringement 
the  executor  or  administrator  of  such  of  a  patent,  without  taking  out  letters 
person,  in  trust  for  the  heirs-at-law  of  of  administration  in  the  latter  State.' 
the  deceased,  in  case  he  shall  have  died  Smith  v.  Mercer,  5  Penn.  Law  Jotir. 
intestate,  but  if  otherwise,  then  in  trust  531."    2  Hughes,  492  (495). 
for  his  devisees  (act  of  July  4,  1836,         See  also  Hodge  v.  North  Missouri 
§  10) ;  and  re-issues  aii»  also  granted  B.  B.  Co.    (1869),   4  Fisher,   161 ;   1 
to  the  executor  or  administrator  (act  Dillon,  104. 
of  July  4,  1836,  {  13).    In  such  cases 


132         TBEATISB  ON  THE  LAW  OP  PATENTS.     [BOOK  IV. 

such  injarj  in  conjunction  with  an  assignment  of  the  patent, 
and  thus  to  transfer  to  the  assignee  not  only  the  monopoly 
itself,  but  also  the  power  to  recover  compensation  for  its  past 
infringements.^  These  assignments  must  expressly  include 
the  right  of  action,^  and  are  made  subject  to  all  the  equities 
existing  between  the  alleged  infringer  and  the  assignor.^  The 
right  of  action  cannot  be  conveyed  separately  from  the  patent, 
since  this  would  confer  the  ability  to  sue  for  an  infringement 
on  other  persons  than  those  named  in  the  statute  as  the  legal 
owners  of  the  monopoly.^  An  assignee  of  this  character  may 
maintain  an  action  in  his  own  name  for  these  infringements 

§  948.  ^  That  a  right  to  damages  only  a  nominal  price  is  paid  by  the 

for  past  infringements  is  assignable,  see  assignee,  see  May  r.  Jnueau  Co.  (1887), 

Hamilton  v.  Rollins  (1877),  8  Bann.  ft  80  Fed.  Rep.  241  ;  41  O.  6.  578. 
A.  157  ;  6  Dillon,  495.  That  the  assignment  of  *<all  right. 

That  an  assignment  of  a  right  to  sue  title,    interest,    claims,    and  demands 

for  the  profits  of  an  infringement  is  not  whatsoever  which  the  estate  has  in,  to, 

an  assignment  of  unliquidated  damages,  by,  under,  and  throng"  letters-patent 

see  Jenkins    v,    Oreenwald    (1857),   2  carries  rights  of  action  for  past  infnnge- 

Fisher,  87  ;  1  Bond,  126.  ment,  see  May  «.  Logan  Go.  (1887),  80 

That  a  right  of  action  for  past  in-  Fed.  Rep.  250  ;  41  O.  6.  1887. 
fringements  vests  in  the  administrator  That  the  assignee  of  claims  for  dam- 
of  the  patentee,  and  may  be  sued  on  or  ages  must  allege  and  prove  an  assign- 
assigned  by  him,  see  May  v.  County  ment  of  such  claims  themselves,  sea 
of  Logan  (1887),  80  Fed.  Rep.  250  ;  41  New  York  Grape  Sugar  Co.  v.  Buffido 
O.  G.  1387.  Grape  Sagar  Co.  (1888),  18  Fed.  Bep. 

<  That  an  assignment  of  a  right  of  688  ;  25  O.  G.  1076  ;  21  Blatch.  519. 
action  for  past  injuries  must  be  clearly  •  That  the  assignee  of  damages  for 
expressed,  see  Emerson  v,  Hubbard  past  infringements  takes  his  title  snb- 
(1888),  84  Fed.  Rep.  827  ;  Knowlton  Ject  to  all  the  equities  against  the  as- 
Platform  &  Car  Coupling  Go.  v.  Cook  signers,  see  New  York  Grape  Sugar  Co. 
(1879),  70  Me.  143.  v.  Buffalo  Grape  Sugar  Go.  (1888),  IS 

That  the  mere  assignment  of  the  pat-  Fed.  Rep.  688  ;  25  O.  G.    1076  ;   21 

ent  does  not  transfer  the  right  to  sue  Blatch.  519. 

for  past  infringements,  see  Kaolatype         That  laches  of  an  assignor  of  riights 

Engraving  Co.  v.  Hoke  (1887),  80  Fed.  of  action  binds  his  assignee,  see  New 

Rep.    444  ;    89    0.   G.   589  ;    May  v.  York  Grape  Sugar  Co.  9.  Buffalo  Grape 

Juneau  Co.  (1887),  80  Fed.  Bep.  241  ;  Sugar  Co.  (1885),  24  Fed.  Rep.  604  ; 

41  0.  G.  578  ;  N.  Y.  Grape  Sugar  Co.  82  0.  G.  1856. 

V.  Buffalo  Grape  Sugar  Co.  (1888),  18         *  That  a  claim  for   past   infringe- 

Fed.   Rep.   638  ;    25  0.  G.  1076  ;  21  ments  cannot  be  severed  from  the  title 

Blatch.  519  ;  Merriam  v.  Smith  (1882),  to  the  patent  by  assignment  so  as  to 

11  Fed.  Rep.  588.  give  a  right  of  action  contrary  to  the 

That  the  assignment  of  a  patent  by  statutes,  see  Gordon  v.  Anthony  (1879)» 

an  administrator  does  not  cover  claims  16  0.  G.  1185  ;   16  Blatch.    284  ;    4 

for  past  infringements,  especially  where  Bann.  ft  A.  248. 
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under  the  former  owner,  either  during  the  life  of  the  patent 
or  after  it  has  expired.^  Transfers  of  title  and  of  rights  of 
action,  pendeiUe  litCj  do  not  affect  the  litigation  unless  the 
interests  of  the  parties  may  require  it,  but  notice  of  such 
transfer  must  be  given  to  the  defendant  or  he  will  be  protected 
in  his  bona  fide  payments  to  the  record  plaintiff.^ 

§  944.    Plaintiff  in  Aotiona  at  Ziaw  muat  Sue  tn  Hia  Own  Name. 

The  proper  plaintiff  in  an  action  for  infringement  must  in- 
stitute the  suit  in  his  own  name,  according  to  the  character 
imposed  upon  him  by  the  local  law.^  Persons  sui  juris  ap- 
pear as  the  assertors  of  their  legal  rights.  Married  women 
must  sue  alone  or  jointly  with  their  husbands,  and  infants  by 
guardian  or  otherwise,  as  the  State  legislation  fixing  their 
capacity  may  indicate.^    A  corporation  sues  by  its  corporate 

*  That  an  assignee  of  a  patent  and  *  In  Campbell  v.  James  (1880),  18 
of  all  claims  for  past  infringements  may  O.  0. 1111,  Wheeler,  J.  :  (1118)  "Con- 
sue  at  law  or  for  an  iiganction  in  his  Yeytmcea  pendenU  liU  do  not  at  all  affect 
own  name,  see  May  v.  Logan  Co.  (1887),  the  litigation  as  between  the  parties  to 
80  Fed.  Rep.  250  ;  41  O.  0.  1387  ;  the  original  controversy  unless  there  are 
Adams  v.  Bellaire  Stamping  Co.  (1885),  special  statutes  or  circumstances  to  con- 
25  Fed.  Bep.  270  ;  83  O.  O.  628  ;  trol ;  but  courts  of  justice,  even  courts 
Spring  V.  Domestic  Sewing  Mach.  Co.  of  law,  and  especially  courts  of  equity, 
(1882),  22  0.  O.  1445  ;  18  Fed.  Repu  often  protect  the  rights  of  the  real 
446 ;  Merriam  v.  Smith  (1882),  11  owners  to  the  fruits  of  a  recovery  as 
Fed.  Bep.  588  ;  Campbell  o.  James  against  those  who  are  nominal  but  not 
(1880),  2  Fed.  Rep.  888  ;  18  O.  6.  real  owners  whenever  their  rights  may 
1111 ;  18  Blatch.  92  ;  5  Bann.  &  A.  have  been  acquired."  2  Fed.  Rep.  888 
854.  (845) ;  18  Blatch.  92  (98) ;  5  Bann.  ft 

That  in  a  suit  at  law,  after  a  patent  A.  854  (861). 

has  expired,  if  the  assignment  does  not  That  on  an  assignment  of  a  claim 

cover  claims  for  past  infringements,  the  pending  suit  notice  must  be  given  to 

assignors  most  be  joined  as  plaintiffs,  the  defendant  that  he  may  not  pay  the 

see  Adams  o.   Bellaire   Stamping  Co.  wrong  party,  see  Gear «.  Fitch  (1878), 

(1885),  25  Fed.  Bep.  270 ;  88  O.  O.  16  O.  O.  1281 ;  8  Bann.  ft  A.  573. 

623.  S  944.    1  That  the  local   law  may 

That  where  the  plaintiff,  when  the  determine  who  the  real  party  in  interest 

soit  begins,  owns  the  patent  and  the  is,  see  LorilUrd  v.  Standard  Oil  Co. 

entire  interest  in  the  claim  for  past  in-  (1880),  17  O.  G.  1507;  18  Blatch.  199 ; 

fringements,   he   may  recover  for  the  2  Fed.  Rep.  902 ;  5  Bann.  k  A.  482. 

infringements  committed  before  he  owned  '  That   in    New   York    a    married 

the  patent,  see  Consolidated  Oil  Well  woman  may  sue  alone  in  her  own  name 

Packer  Co.  v,  Eaton,  Cole,  ft  Bumham  for  an  infringement,  she  being  by  the 

Co.  (1882),  12  Fed.  Bep.  865.  State  Uw  a/eme  aoh  as  to  such  matters, 
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name  as  determined  by  its  charter,  and  an  unincorporated  as- 
sociation in  the  names  of  its  individual  members.^  No  plain- 
tifiF  can  commence  or  prosecute  a  suit  in  the  name  of  his 
attorney  or  any  other  delegate.* 

§  945.  Non-joinder  or  MlBjoinder  of  Plaintifb  in  Actions  at  Ziaw. 
Objections  for  the  non-joinder  or  misjoinder  of  plaintifiPs 
are  not  favored  by  the  courts  where  the  plaintiffs  of  record 
have  a  legal  title,  and  must  be  made  in  due  season  or  they 
cannot  be  regarded.^  A  misjoinder  cannot  be  noticed  after  a 
final  judgment  in  the  Supreme  Court  of  the  United  States.' 
A  non-joinder  is  cured  by  a  disclaimer  of  title,  on  the  part  of 
tiie  alleged  omitted  parties,  in  favor  of  the  actual  plaintiffs.^ 

see  Lorillard  v.  Standard  Oil  Co.  (1880),  0. 0.  192  (192) ;  2  Fed.  Rep.  239  (240); 

2  Fed.  Rep.  902;   17  0.  6.  1507;   18  6  Bann.  &  A.  300  (801). 

Blatch.  199 ;  6  Bann.  &  A.  432.  See  also  Lorillard  v.  Standard  Oil 

*  That  in  Pennsylvania  the  receiver  Co.  (1880),  17  O.  O.  1507  ;  2  Fed.  Rep. 
of  a  corporation  has  no  title  to  its  prop-  902  ;  18  Blatch.  199  ;  5  Bann.  b  A.  482. 
erty,  and  cannot  sue  on  its  letters-  §  945.  ^  That  in  equity  an  objection 
patent,  see  Dick  v.  Struthers  (1885),  25  for  non-joinder  of  plaintiffs  is  not 
Fed.  Rep.  103 ;  34  O.  G.  181 ;  Dick  v.  favored  if  any  of  the  parties  to  the  salt 
Oil  Well  Supply  Co.  (1885),  25  Fed.  have  a  legal  title,  see  Graham  v. 
Rep.  105.  McCormick  (1880),  11  Fed.  Rep.  859; 

That  the  suit  of  an  unincori)orated  21  O.  G.  1533  ;  10  Bissell,  89  ;  5  Bann. 

company  should  be  prosecuted  in  the  ft   A.    244 ;  Graham  o.   Geneva   Lake 

names  of  the  individual  parties,   not  Crawford    Mfg.   Co.    (1880),   11  Fed. 

the  company,  see  Metal  Stamping  Co.  Rep.   138 ;  21  0.  G.  1536. 
V.  Crandall  (1880),  18  O.  G.  1531.  That  an  objection  for  non-joinder 

*  In  Goldsmith  v.  American  Paper  may  be  waived  either  at  law  or  m 
CoUarCo.  (1880),  18  Blatch.  82,  Blatch-  equity,  see  Adams  r.  Howard  (1884), 
ford,  J.  :  (83)  '*The  party  in  interest  23  Blatch.  27;  22  Fed.  Rep.  656. 
must  bring  the  suit,  whether  at  law  or  ^  That  a  misjoinder  of  parties  can* 
in  equity,  in  his  own  name,  and  cannot  not  be  objected  to  after  final  decree  and 
delegate  the  right  to  another  person  to  in  the  Supreme  Court,  see  Livingston  fK 
bring  the  suit  in  the  name  of  such  other  Woodworth  (1853),  15  How.  546. 
person  when  the  suit  is  not  for  the  bene-  That  defect  of  parties  cannot  bo 
fit  in  any  way  of  such  other  person.  It  urged  after  a  hearing  on  the  merits, 
is  a  question  of  public  policy.  The  unless  they  are  indispensable  to  a 
defendant  has  a  right  to  require  that  decree,  see  Adams  v,  Howard  (1884), 
the  real  owner  or  party  in  interest  shall  23  Blatch.  27;  22  Fed.  Rep.  656. 

be  in  court,  so  that  the  court  may  exer-         *  That  a  disclaimer  of  title  in  favor 

cise  a  control  over  him  in  the  course  of  of  the  plaintiffs  by  persons  not  joined 

the  suit,  if  necessary,  to  require  him  to  will  cure  the  non-joinder,  see  Graham 

do  something  which  the  rights  of  the  v.   Geneva    Liake  Crawford    Mfg.    Co. 

defendant  may  require  to  be  done."    18  (1880),  11  Fed.  Rep.  138 ;  21  O.  G.  1586L 
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§  946.    Defendant  in  Actions  at  Law  mnst  be  the  Peraon  Ghiilty 
of  the  Act  of  Infringement, 

Any  person  who  has  been  guilty  of  an  act  of  infringement 
may  be  made  a  defendant  in  an  action  at  law.  An  act  of  in- 
fringement is  committed  by  making,  using,  or  selling  the 
patented  invention  without  authority  from  the  owner  of  the 
patent;  or  by  employing  others  to  make,  use,  or  sell  it  for 
the  benefit  of  the  employer ;  or  by  accepting  an4  enjoying  the 
direct  advantage  flowing  from  the  infringement ;  or  by  acting 
in  complicity  with  others  under  any  cover  or  pretence  the 
practical  effect  of  which  is  an  invasion  of  the  monopoly  cre- 
ated by  the  patent.^  All  who  perform  or  who  unite  in  the 
performance  of  an  act  of  infringement,  by  any  of  these 
methods,  may  be  sued  jointly  or  severally  at  the  option  of 
the  plaintiff,  provided  they  can  lawfully  be  served  with 
process  in  the  territory  over  which  the  court  has  local 
jurisdiction.^ 

§  947.    AU  Infringers  Liable  as  Defendants  in  Actions  at  Law. 

No  exemption  from  this  liability  to  suit  exists  in  favor  of 
any  person  on  the  ground  of  infancy,  lunacy,  or  coverture.^ 
The  government  of  the  United  States  when  practising  a  pat- 
ented invention  without  permission  from  its  lawful  owner, 
though  not  technically  guilty  of  an  act  of  infringement  or 
capable  of  being  reached  by  ordinary  process,  may  be  sued  in 
the  Court  of  Claims  for  compensation  in  pursuance  of  the 
Federal  statutes  enacted  for  that  purpose.^    An  officer  of 

I  946.  ^  See  §§  897-921  and  Dotes,  some  by  making  and  the  others  by  seU- 

anU.  ing,  the  wrongs  are  both  joint  and  sev- 

That  infringements  by  the   maker  eial,  and   judgment  can  be  obtained 

and  the  user  are  separate  trespasses,  see  against  each,  though  there  can  be  only 

Blake  v.  Greenwood  Cemetery  (1888),  one  satisfaction,  see  Jennings  v.  Dokn 

16  Fed.  Rep.  676;   25  O.  Q.  89;  21  (1887),  29  Fed.  Bep.  861;   88  O.  0. 

BUtch.  222.  1018. 

*  See  }§  947,  948,  and  notes,  pasL  §  947.     ^  That     infants,     married 

That  where  defendants  are  jointly  women,    and    lunatics   are   liable   for 

saed  their  relation  to  each  other  should  damages  for  infringement,   see  §  921 

be  stated  in  the  declaration,  see  Shickle  and  notes,  ante, 

V.  South  St.  Louis  Foundry  Co.  (1884),         >  That  the  United  States  is  liable, 

22  Fed.  Rep.  105.  see  §  910  and  notes,  anU^  and  §  1258 

That  where  several  parties  infringe,  and  notes,  post. 
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the  goyernment  infringing  a  patent  in  its  service  cannot  be 
made  defendant  in  an  action  for  infringement  when  the  judg- 
ment in  such  action  would  indirectly  be  a  judgment  against 
the  United  States,  but  he  may  be  sued  upon  his  personal  ac- 
count if  his  act  of  infringement  has  arisen  from  his  own  voli- 
tion or  has  redounded  to  his  individual  benefit.^  Cities  and 
other  true  municipal  or  private  corporations  are  liable  to  ac- 
tions for  the  infringements  of  their  officers  or  agents,  whether 
these  were  previously  authorized  or  subsequently  ratified  by 
them;  and  with  them  may  be  joined  as  co-defendants  such 
officers  and  agents  when  they  have  directed,  or  have  volun- 
tarily performed,  or  have  immediately  and  personally  profited 
by,  the  infringing  act>  All  private  individuals  not  acting 
under  lawful  obedience  to  their  superiors  are  also  liable  to 
suit  for  their  invasions  of  the  monopoly,  whether  they  are 
part  owners,  licensees,  or  strangers  to  the  patent^  The  amena- 
bility of  an  infringer  to  another  court,  or  upon  diflFerent  pro- 
ceedings, is  no  bar  to  a  suit  against  him  for  the  infringement 
in  a  court  of  law.® 

§  948.    Non-joinder  and  Misjoinder  of  Defendants  in  Aotions  at 


The  misjoinder  or  non-joinder  of  defendants  is  immaterial 
unless  the  act  of  alleged  infringement  was  inseparable  and 
could  not  have  been  performed  by  the  record  defendants 
alone,  —  in  which  case  the  plaintiff  may  fail  in  his  cause 
through  inability  to  prove  his  allegations.  As  in  other  ac- 
tions of  tort,  persons  improperly  joined  as  defendants  may 
have  a  verdict  and  recover  costs,  while  the  plaintiff  may 

*  That  goyernment  officials  are  liable,  Roemer  v,  Neamann  (1885),  23  Fed. 
see  §  910  and  notes,  ante.  Rep.  447. 

^  That  corporations,  their  officers  and  That  a  party  who  elects  to  take  a 

agents,  are  liable,  see  §§  911,  912,  and  judgment  for  the  profits  cannot  have  an 

notes,  ante,  action  for  damages  for  the  same  in* 

*  That  all  private  infringers  are  fringement  while  the  former  judgmeut 
liable,  see  §§  913-921  and  notes,  is  unreversed,  since  only  one  action  will 
arUe,  lie  for  a  given  tort  if  the  damages  can 

*  That  a  defendant  who  has  violated  be  ascertained  in  one,  see  Child  v.  BO0- 
an  injunction  and  is  liable  for  contempt  ton  &  Fairhaven  Iron  Works  (1884),  19 
may  still  be  sued  for  infringement,  see  Fed.  Rep.  258. 


r 
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prevail  against  the  actual  infringers.^  No  obligation  rests 
upon  the  plaintifiF  to  join  all  the  defendants  in  one  action. 
Like  all  wrong-doers  each  is  liable  for  the  entire  loss  oc- 
casioned by  the  infringement,  and  judgment  may  be  obtained 
against  each  successively  in  difiPerent  suits  or  against  all 
collectively  in  one.^  The  plaintiff  can,  however,  have  but 
one  satisfaction,  and  when  he  has  received  full  compensation 
for  his  injury  from  one  or  more  of  the  defendants,  the  judg- 
ments in  all  subsequent  proceedings  are  restricted  to  the 
amount  of  taxable  costs.^  The  death  of  a  defendant  does  not 
abate  the  action,  nor  does  his  bankruptcy  or  the  marriage  of 
Kfeme  sole  defendant  affect  the  suit, 'except  to  introduce  new 
parties  to  the  record.^ 

§  949.    ProceBS  in  Actlona  at  Zaw  :  The  Declaration :  Allegation 
of  Inventive  Act. 

The  process  in  an  action  at  law  for  infringement  does  not 
differ  from  that  employed  in  the  Federal  courts,  within  the 
district,  to  secure  the  appearance  of  the  defendant  in  other 
civil  actions.  The  declaration  must  contain  all  the  averments 
which  are  necessary  to  support  the  evidence  of  the  plaintiff's 
right  and  its  violation.^    Of  these  essential  averments  there 

§  948.  ^  That  a  plaintiff  may  prove  is  no  bar  to  a  suit  against  the  others 

infringement  against  one  of  several  de-  unless  the  judgment  is  satisfied  or  re- 

fendants  and  recover  against  him  alone,  leased,   see  American   Bell   Telephone 

see  Reutgen  9.  Eanowrs  (1804),  1  Wash.  Co.  v.  Albright  (1887),  82  Fed.  Rep. 

168  ;  1  Robb,  1.  287. 

*  That  non-joinder  of  defendants  is  ^  That  a  suit  survives  against  a  de- 
no  defence  by  joint  infringers  since  each  ceased  infringer's  estate,  see  Kirk  v, 
is  liable  for  all,  see  Wallace  v.  Hohnes,  DuBois  (1886),  87  0.  O.  102  ;  28  Fed. 
Booth,  &  Haydens  (1871),  1  O.  G.  117;  Rep.  460  ;  Smith  «.  Baker's  Admr. 
5  Fifther,  87;  9  Blatch.  66.  (1874),  10  Phila.  221 ;   1  Bann.  &  A. 

That  whether  joint  infringers  mud  117;  5  0.  G.  496. 

be  joined  even  in  equity  is  doubtful,  §  949.  ^  That  the  allegations  of  the 

see  Goodyear  v,  Toby  (1868),  6  Blatch.  declaration  must  be  as  broad  as  the  evi- 

130.  dence  needed  to  establish  the  plaintiff's 

'  That    recovery    and    satisfaction  right  to  recover,  see  Stanley  v.  Whipple 

against  one  joint  tort-feasor  is  a  bar  to  (1839),  2  McLean,  85  ;  2  Robb,  1. 

a  recovery  against  the  others,   except  That  sn  ordinary  declaration  on  the 

as    to  the  costs  in  pending  suits,  see  case  is  sufficient,  see  May^  r.  Mercer  Co. 

Sheldon  v,  Kibbe  (1819),  3  Gonn.  214.  (1887),  41  0.  G.  815  ;.  80  Fed.  Rep. 

That  recovery  from  one  tort-feasor  246. 
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are  iive :  (1)  The  invention  of  the  patentable  subject-matter 
by  the  patentee  or  his  assignor;  (2)  The  grant  of  letters- 
patent  covering  the  invention ;  (3)  The  legal  title  of  the 
plaintiff;  (4)  The  infringement  by  the  defendant;  (5)  The 
resulting  damage  to  the  plaintifiF.  Under  the  first  averment 
the  plaintiff  must  allege  the  performance  of  an  inventive  act 
on  the  part  of  the  patentee  or  his  assignor,  producing  a  new 
and  useful  art  or  article  not  before  known  or  used  in  this 
country,  and  not  in  public  use  or  on  sale  more  than  two  years 
before  his  application  for  a  patent.^  The  date  of  this  inven- 
tive act  need  not  be  stated,  if  it  appears  to  have  preceded  that 
of  the  application.^  The  art  or  article  may  be  described  in 
this  averment  by  the  title  given  to  it  in  the  patents  Though 
it  is  customary  to  allege  the  citizenship  of  the  patentee  it  is 
not  generally  held  to  be  essential.^ 

§  950.    The  Declaration :  AUegatlon  of  Grant  of  Xiettera-Patent. 

Under  the  second  averment  the  plaintiff  must  allege  and 
describe  the  application  of  the  inventor  for  a  patent,  its  allow- 
ance by  the  Patent  Office,  and  the  issue  of  letters-patent 
thereon,  specifying  the  nature  of  the  invention  which  it  pur- 
ports to  protect  and  making  profert  of  the  patent.^  The  com- 
pliance of  the  applicant  with  the  preliminary  requirements 
or  of  the  officials  of  the  department  with  their  prescribed 
duties  need  not  be  stated,  these  being  presunied  from  the 

*  That  the  declaration  must  tender  rer  (1868),  3  Fisher,  462 ;  Gray  v. 
an  issue  npon  every  point  essential  to  James  (1817),  Pet.  C.  C.  476 ;  1  Bobb, 
the  patentability  of  the  invention,  see    140. 

Wilder  v.  McCormick  (1846),  2  Blatch.         *  That  citizenship  is  not  in  issue 

SI ;  Gray  v.  James  (1817),  Pet.  C.  C.  thoagh   alleged,    see    Fischer  «•   Nett 

476;  lHobb,  140.  (1881),   19  O.  G.  608;   6  Fed.   Rap. 

*  That  the  declaration  need  not  aver  89. 

the  date  when  the  invention  was  made,         §  950.  ^  That  the  declaration  most 

except  that  it  was  before  the  applica-  set  ont  the  attestation  of  the  President, 

tion,  nor  allege  the  taking  of  the  re-  and  allege  that  the  patent  was  delivered« 

quired  preliminary  steps,  all  these  being  or  it  may  be  demurred  to,  see  Cutting 

presumed  from  the  grant  of  the  patent,  v.    Myers    (1818),   4  Wash.    220  ;    1 

see  Wilder   v,   McCormick   (1846),   2  Bobb,  159. 
Blatch.  31.  That  the  declaration  must  allege  the 

*  That  in  averring  the  patentability  improvement  and  show  in  what  it  con- 
of  the  invention  it  need  not  be  particu-  sists,  see  Peterson  v.  Wooden  (1843),  S 
larly  set  forth,  see  Turrell  v.  Cammer-  McLean,  248  ;  2  Bobb,  116. 
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grant  of  the  patent.^  Nor  is  it  necessary  that  the  claims  and 
specifications  of  the  patent  be  set  out  at  length,  although  it 
may  be  done,  since  the  profert  of  the  patent  makes  it  part  of 
the  declaration  when  it  is  afterwards  produced.^  The  patent 
should  be  indicated  by  its  date  and  number,  and  if  it  be  a 
re-issued  patent  its  history  should  be  traced  by  a  recital  of 
the  grant  of  the  original  and  intermediate  re-issues  as  well 
as  of  the  one  on  which  the  suit  is  brought. 

§  951.    The  Declaration  :  Allegation  of  Ziegal  Title  of  the  Plaintiff. 

Under  the  third  averment  the  exact  legal  title  of  the  plain- 
tiff must  be  set  forth  with  certainty,  as  it  appears  or  can  be 
made  to  appear  upon  the  records  of  the  Patent  Ofiice.^  If  the 
plaintiff  is  the  original  inventor  and  patentee,  this  averment 
may  consist  of  the  simple  afiirmation  that  he  is  still  the  owner 
of  the  patent.^  If  he  is  an  assignee  of  the  inventor  before 
patent,  and  by  virtue  of  such  assignment  received  the  patent 

*  ThAt  the  declaration  need  not  aver  gnage  of  the  import  and  effect  foUow- 

that  the  preliminary  steps  to  the  issue  ing "  and  setting  them  out  in   their 

of  the  patent  were  taken,  see  Cntting  exact  words  is  sufficient,  and  correctly 

V.  Myers  (1818),  i  Wash.  220  ;  1  Robb,  describes  their  legal  tenor  and  effect, 

159.  see  Wilder  v.   McCormick    (1846),   3- 

That  the  declaration  must  tender  an  Blatch.  81. 
issue  on  novelty  and  utility,  not  on  the         That  where  profert  is  made  of   a 

regularity  of  the  proceedings   in  the  recorded  paper  in  the  complaint  it  is 

Patent  Office,  see  Wilder  o.  McCormick  part  of  the  pleadings  and  demurrable, 

(1846),  2  BlatchJ  81.  see    Bogart  v.  Hinds  (1885),  25  Fed. 

That  a  declaration  need  not  de-  Rep.  484 ;  88  O.  G.  1268. 
scribe  the  invention  otherwise  than  as         §  951.  ^  That  the  declaration  must 

the  patent  does,  for  the  defendant  can  show  titie  in  the  plaintiff  with  sufficient 

crave  oyer,  if  he  desires  it,  of  the  speci-  certainty,  and  set  out  all  matters  which 

fication,  see  Gutting  o.  Myers  (1818),  4  are  of  the  essence  of  the  action,  see 

Wash.   220 ;    1  Robb^   159  ;  Gray  «.  Gray  v,  James  (1817),   Peters  C.  C. 

James  (1817),  Peters  C.  C.  476 ;  1  Robb,  476  ;  1  Bobb,  140. 
140.  That  the  declaration  must  aver  that 

That  the  profert  of  the  patent  makes  the  plaintiff  had  obtained  a  patent,  not 

it  part  of  the  declaration  when  after-  merely  that  he  claimed  one,  see  Stanley 

wanis  produced,  see  Pitts  v.  Whitman  v.  Whipple  (1889),  2  McLean,  85  ;  2 

(1848),  2  Story,  609  ;  2  Robb»  189.  Bobb,  1. 

That  oyer  of  a  patent  or  other  public         *  That  an  averment  that  the  patent 

record-  is  not  demandable,  see  Smith  v.  was  issued  to  the  plaintiff  is  a  sufficient 

Ely  (1849),  5  McLean,  76.  allegation  of  his  title,  ^e  Cutting  v. 

That  a  declaration  averring  the  pat-  Myers  (1818),  4  Wash.  220  ;  1  Robb, 

ent  and  specification  to  be  in  "Ian-  159. 
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in  his  own  name  from  the  government,  or  if  he  has  become 
an  assignee  or  grantee  since  the  patent,  or  holds  as  personal 
representative  of  a  deceased  owner,  his  entire  chain  of  title 
must  be  alleged  with  such  particularity  that  the  defendant 
can  investigate  it  and  judge  of  its  validity.'  Where  his 
ownership  is  made  dependent  on  the  performance  of  condi- 
tions precedent,  the  conditions  must  be  stated  and  their  fulfil- 
ment be  averred.^  These  allegations  of  title,  in  all  cases  but 
that  of  the  patentee,  ought  properly  to  be  accompanied  by 
profert  of  the  instruments  on  which  it  rests,  or  by  a  reference 
to  the  records  of  the  Patent  Office  on  which  they  appear,  and 
an  averment  that  they  have  been  lawfully  recorded.^ 

§  952.    The  Declaration  :  AUegation  of  Infiringement. 

Under  the  fourth  averment  the  plaintiff  must  allege  that 
the  defendant  has  infringed  the  patent  by  making,  using,  or 
selling  the  invention  therein  described,  without  authority  from 
the  owner  of  the  patent.  This  violation  must  be  stated  as 
broadly  as  the  right  claimed  in  the  patent,  in  order  that  it 
may  clearly  appear  that  the  acts  of  the  defendant  related  to 
the  precise  invention  thereby  protected.*  No  specific  phrase* 
ology  is  necessary  for  this  purpose,  the  assertion  that  the  in- 

'  That  an  averment  that  the  plain-  facta  in  the  declaration  which  mnat 
tiff  became  an  assignee  before  the  pat-  have  been  proved  in  order  to  obtain 
ent  issued  is  a  sufficient  allegation  of  a  verdict,  and  proof  of  which  could  have 
title,  see  Rathbone  v.  Orr  (1850),  5  been  made  nnder  the  declaration,  as, 
McLean,  ISl.  for  example,  the  recording  of  an  assign- 
That  a  plaintiff  assignee  must  fully  ment,  is  cured  by  the  verdict,  see  Stan- 
set  out  the  fact  of  the  assignment,  see  ley  v,  Whipple  (1839),  2  McLean,  85  ; 
Dobflon  V.  Campbell  (1838),  1  Sumner,  2  Robb,  1  ;  Dobson  v,  Campbell  (1838), 
319  ;  1  Robb,  681.  1  Sumner,  819  ;  1  Robb,  681 ;  Gray  v. 

*  That  when  the  plaintiff's  title  de-  James  (1817),  Petere  C.  C.  476  ;  1 
pends  on  the  performance  of  certain  Robb,  140. 

acts,  he  must  set  them  out,  see  Gray  v.         That  if  the  declaration  shows  on  its 

James    (1817),   Peters   C.  C.   476  ;   1  face  that  the  plaintiff  has  not  a  l^gal 

Robb,  140.  title,  but  is  merely  a  licensee,  the  de- 

*  That   allegations    of    assignment  fendant  is  entitled  to  judgment*   nee 
should  aver  that  the  instruments  have  Suydam  v.  Day  (1846),  2  Blatch.  20. 
been    duly   recorded,    see    Dobson    v,         §  952.  *  That  a  breach  of  the  patent 
Campbell  (1833),  1  Sumner,    319  ;   1  is  to  be  assigned  as  broadly  as  the  right 
Robb,  681.  is  stated,  see  Cutting  v.  Myers  (1818), 

That  an  omission  to  aver  material    4  Wash.  220 ;  1  Robb^  169. 
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vention  practised  by  the  defendant  was  an  ^^  imitation  of  the 
patent,"  or  any  equivalent  language,  having  been  held  suffi- 
cient^ Repeated  acts  of  infringement  may  be  alleged  in  the 
same  manner.'  In  connection  with  this  averment  the  acqui- 
escence of  all  other  persons  in  the  plaintiff's  exclusive  right 
is  sometimes  declared,  as  well  as  the  great  worth  and  impor- 
tance of  the  invention  to  the  plaintiff,  but  these  are  not  essen- 
tial, since  the  infringement  by  the  defendant  is  no  less  an 
actionable  wrong  though  many  others  have  been  guilty  of  the 
same  unlawful  acts,  and  though  the  invention  never  has  been 
recognized  as  possessing  a  commercial  value.^ 

§  953.   The  Deolaratioii :  Allegation  of  Damages. 

The  fifth  averment  is  a  formal  though  a  necessary  part  of 
the  declaration.  It  need  not  contain  any  special  delineation 
of  the  methods  in  which  the  infringement  has  injuriously  af- 
fected the  plaintiff.^    The  law  implies  a  damage  to  the  owner 

*  That  an  arennent  that  the  defend-  the  patent  is  infringed  discloses  a  cause 
ant  has  made  the  device  "in  imitation  of  action,  see  Cook  v.  Ernest  (1872),  2 
of  the  patent"  is  sufficient,  see  Parker  O.  O.  89  ;  6  Fisher,  896  ;  1  Woods, 
V.  Haworth  (1848),  4  McLean,  870 ;  2  195 ;  Lee  v.  Blandy  (I860),  2  Fisher, 
Bohb,  725.  89  ;  1  Bond,  861 ;  Singer  v.  Walmsley 

That  an  averment  that  the  defendant  (1860),  1  Fisher,  558  ;  Waterbury  Brass 

has  '' constmcted,  used,  and  vended"  Go.  v.  K.  Y.  &  Brooklyn  Brass  Co. 

toothers  is  sufficient,  see  Case  v.  Red-  (1858),  8  Fisher,  43  ;  Emerson  v.  Hogg 

field  (1849),  4  McLean,  526  ;  2  Bobb,  (1845),  2  Blatch.  1  ;  Moody  v.  Fiske 

741.  (1820),  2  Mason,  112  ;  1  Robb,  812. 

That  the  particular  means  by  which         That  when  a  patent  claims  two  in- 

the  infringement  was  committed  need  ventions  a  suit  may  be  brought  on  it 

not  be  averred,  see  Turrell  v.  Cammerrer  for  the  infringement  of  either,  and  the 

(1868),  8  Fisher,  462  ;  Case  v,  Redfield  patent  will  be  treated  as  if  it  contained 

(1849),  4  McLean,  526  ;  2  Robb,  741.  only  that  Claim,  see  McComb  v.  Brodie 

*  That  numerous  acts  of  infringe-  (1872),  5  Fisher,  884 ;  2  0.  G.  117  ;  1 
ment  may  be  averred  in  the  same  dec-  Woods,  158. 

laration  without  duplicity,  see  Wilder         ^  This  averment  is  especially  impor- 

V.  McCormick   (1846),  2  Blatch.  81  ;  tant  where  an  injunction  is,  or  is  to  be, 

Case  9.  Redfield  (1849),  4  McLean,  526;  moved  for  in  connection  with  the  suit, 

2  Bobb^  741.  see  §{  1185-1188,  and  notes,  post. 

That  it  is  not  necessary  that  each  {  958.  ^  That  a  declaration  begin- 
act  of  infringement  be  the  sul]ject  of  a  ning  in  case  and  demanding  actual  dam- 
distinct  action  at  law,  or  the  inventor  ages  in  gross  as  a  debt  due  is  good, 
might  be  ruined,  see  Motte  v,  Bennett  see  Wilder  v.  McCormick  (1846),  2 
(1849),  2  Fisher,  642.  Blatch.  81. 

That  an  allegation  that  one  Claim  in 
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of  a  patent  from  its  wrongful  invasion,  and  thongb  evidence 
of  actual  loss  is  essential  to  the  recovery  of  substantial  dam- 
ages the  general  averment  is  sufficient  for  the  declaration.* 
A  claim  for  treble  damages  is  sometimes  inserted,  but  as  the 
power  to  award  this  increase  over  the  amount  found  by  the 
jury  resides  in  the  discretion  of  the  court,  it  constitutes 
the  proper  subject  of  a  motion  rather  than  of  the  pleadings 
upon  which  the  issues  for  the  jury  are  to  be  framed.' 

§  954.    The  Deolaration :  Formal  Requisites. 

The  language  and  logical  coherence  of  a  declaration  are  not 
severely  scrutinized  by  the  court,  nor  are  objections  to  its 
modes  of  statement  favored,  if  it  accomplishes  the  object  for 
which  it  was  intended.  It  must  put  the  defendant  in  posses- 
sion of  the  facts  on  which  the  plaintiff's  claim  is  based,  and 
must  leave  open  to  the  defendant  every  legal  defence  which 
he  has  a  right  to  make.  If  it  does  this,  its  faults  in  other 
respects  will  not  be  critically  regarded.^  An  omission  to  aver 
material  facts  which  could  have  been  proved  under  the  plead- 
ings as  a  whole,  and  which  the  jury  must  have  found  in  order 
to  have  arrived  at  their  decision,  will  be  cured  by  verdict.* 

*  That  nominal  damages  are  implied  {  954.  ^  That  where  a  declaration 
from  the  violation  of  the  patent,  see  contains  all  needed  allegations  to  sup- 
Poppenhusen  v,  N.  Y.  Gutta  Percha  port  the  evidence  of  the  plaintiflTs  right 
Comb  Co.  (1858),  2  Fisher,  62.  See  and  its  yiolation,  and  leaves  every  legal 
also  §§  1052,  1071,  and  notes,  post.  defence  open  to  the  defendants,  it  will 

That  actual  damages  must  be  proved,  not  be  critically  regarded,  see  Wilder  o. 

see  Mayor  of  New  York  v.  Ransom  McCormick  (1846),  2  Blatch.  81. 
(1859),  23  How.  487  ;  Seymour  v,  Mc*         *  That  a  verdict  cures  the  defects 

Cormick  (1858),  16  How.  480.  which  must  have  been  supplied  in  order 

That  in  fixing  the  amount  of  dam-  to  enable  the  jury  to  reach  their  deci- 

ages  the  jury  cannot  exceed  the  sum  sion,  see  Stanley  v,  Whipple  (1889),  2 

named  in  the  declaration,  see  Winans  McLean,  85  ;  2  Robb,  1 ;   Dobson  v. 

V,  N.  Y.  &  Harlem  B.  B.  Co.  (1855),  4  CampbeU   (1888),   1    Sumner,  819  ;  1 

Fisher,  1.  Robb,    681 ;    Gray   v.    James  (1817), 

*  That  the  trebling  of  damages  is  a  Peters  C.  C.  476  ;  1  Robb.  140. 
matter  for  the  discretion  of  the  court.  That  the  declaration  need  not  con- 
see  Seymour  v.  McCormick  (1858),  16  elude  contra  formam  sUUtUi,  see  Parker 
How.  480 ;  Stimpson  v.  Railroads  v.  Haworth  (1848),  4  McLean,  870 ;  2 
(1847),  1  Wall.  Jr.  164  ;  2  Robb,  595  ;  Robb,  725  ;  Tiyon  v.  White  (1815), 
Guyon  V.  Serrell  (1847),  1  Blatch.  244.  Peters  C.  C.  96  ;  1  Robb»  64. 
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§  955.    The   Declaration:    Joinder   of    SeTeral    Patenta    where 
Violated  by  One  Act  of  Infringement. 

A  single  and  indivisible  act  of  infringement  may  often  vio- 
late  more  than  one  patent  belonging  to  the  plaintiff,  and  ren- 
der it  essential  to  the  vindication  of  his  rights  that  all  such 
patents  should  be  joined  as  the  foundation  of  a  single  action.^ 
Such  a  case  arises  where  an  original  invention  and  its  im- 
provements are  covered  by  several  patents  owned  by  the  same 
person,  and  are  unlawfully  appropriated  by  the  same  infringer. 
Here  it  would  be  impossible,  on  separate  suits  based  on  each 
patent,  to  distinguish  the  loss  resulting  to  the  plaintiff  by  the 
wrongful  use  of  the  original  from  that  produced  by  the  em- 
ployment of  the  improvement  Other  cases  present  the  same 
difficulty,  and  in  these  the  only  recourse  of  the  plaintiff  is  to 
join  all  such  patents  in  one  action  and  in  one  claim  for  dam- 
ages. This  he  is  permitted  to  do,  and  in  his  declaration  he 
must  then  set  out  concerning  each  patent  the  matters  properly 
embraced  in  the  first  three  of  the  described  averments,  —  the 
inventive  act  of  the  patentee  or  his  assignor,  the  issue  of  the 
patent,  and  the  title  of  the  plaintiff.  The  averments  of  in- 
fringement and  damages  may  be  general,  and  refer  to  all  the 
patents  collectively  •• 

§  956.   Pleadings  in  Aotiona  at  Law  :  Pleas  in  Abatement. 

The  pleadings  of  the  defendant  in  an  action  for  infringe- 
ment are  either  in  abatement,  by  demurrer,  or  in  bar.  A  plea 
in  abatement  should  be  filed  whenever  the  defendant  desires  to 
object  to  the  mode  in  which  the  proceedings  have  been  insti- 
tuted, whether  the  fault  resides  in  the  process  or  its  service, 
in  the  incapacity,  misdescription,  misjoinder  or  non-joinder  of 

i  955.  1  That  more  than  one  patent         See  as  to  the  role  of  joinder  in  equity 

may  he  included  in  the  same  suit,  see  cases,  §  1108,  and  notes,  post. 
Bates  V.  Coe  (1878),  98  U.  S.  81 ;  16         *  That  where  the    plaintiff  is  the 

O.  G.  337.  owner  of  the  patent  for  the  original  in- 

That  separate  suits  between  the  same  yention,  and  also  of  a  patent  for  an 

parties  on  separate  patents,  all  infringed  improvement  thereon,  he  cannot  claim 

by  the  same  machine,  may  be  consoli-  separate  damages  in  separate  suits  for 

dated  on  motion,  see  Deering  v,  Winona  the  infringement  of  each,  if  both  are 

Harvester  Works  (1885),  82  0.  0.  65i  ;  infringed,  see  Case  v.  Redfield  (1849), 

24  Fed.  Bep.  90.  4  McLean,  526 ;  2  Bobb»  741. 
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the  parties,  or  the  pendency  of  another  action  between  the 
same  parties  seeking  the  same  remedy  for  the  same  wrong. 
Most  of  these  objections  can  be  urged  only  under  this  dilatory 
plea,  and  are  waived  unless  taken  advantage  of  in  this  for- 
mal manner.^  A  suit  is  not  abated  on  account  of  other  suits 
against  the  same  defendant  for  a  different  act  of  infringement, 
nor  on  account  of  other  suits  against  different  defendants  for 
the  same  infringement.^  The  bankruptcy  of  the  plaintiff 
during  the  litigation  is  no  ground  of  abatement^    The  issues 

(  956.  1  That  a  plea  to  the  jurisdic-  apparent  on  the  face  of  the  record,  may 

tion  is  proper  both  in  law  and  equity  be  taken  advantage  of  by  motion  to 

though  it  be  partly  or  wholly  n^^ative,  quash  the  serrice  or  abate  the  wiit»  and 

flee  Edison  Electric  Light  Co.  v.  U.  S.  if  not  thus  apparent,  by  plea  in  abate- 

Electric  Lighting  Co.  (1888),  43  0.  Q.  ment,  see  United    States  v.  American 

1456.  BeU  Telephone  Co.   (1886),  29    Fed. 

That  an  objection  to  the  right  of  an  Bep.  17  ;  S8  O.  0.  1237. 
executor  to  sue  must  be  taken  by  plea        *  That  different  suits  for  different  in* 

in  abatement,  see  Rubber  Co.  v.  Good-  fringements  are  proper  though  one  is 

year  (1869),  9  Wall.  788.  already  pending,  see  Rumford  Chemical 

That   a   non-joinder   of   executors.  Works  v.  Hecker  (1874),  5  0.  O.  644 ; 

where  necessary  to  join  them,  can  be  11  Blatch.  652  ;  1  Bann.  &  A.  120. 
taken  advantage  of   only  by  plea  in         That  a  suit  cannot  be  prosecuted  for 

abatement   unless   it   appears   on    the  the  infringement  of  an  original  patent 

record,    see    Goodyear   v.    Providence  pending  an  application  for  its  re-issue. 

Rubber  Co.   (1864),  2  Fisher,  499  ;  2  see  Burrell  v.  Hackley  (1888),  44  O.  G. 

Clifford,  851.  1400 ;  36  Fed.  Rep.  883. 

That  a  denial  of  the  plaintiff's  oor-  That  pending  an  accounting  the 
porate  capacity  must  be  made  by  a  plea  plaintiff  cannot  sue  at  law  for  infringe- 
in  abatement,  see  Dental  Yulcanite  Co.  ments  committed  since  the  decree,  with- 
V.  Wetherbee  (1866),  2  Clifford,  565;  3  out  leave  of  the  court,  see  Morse  v. 
Fisher,  87.  Enapp  (1888),  36  Fed.  Rep.  218. 

That  if  the  plaintiffs  are  a  corpora-         '  That  bankruptcy  of  the  plaintiff  is 

tion,  the  fact  of  their  organization  can-  not  a  ground  of  abatement  in  equity, 

not  be  attacked  in  a  plea  in  bar,  but  see  Gear  r.  Fitch  (1878),  16  0.  G.  1231 ; 

only  by  plea  in  abatement,  see  Dental  8  Bann.  &A.  578. 
Yulcanite  Co.  v.  Wetherbee  (1866),  8         That  a  plaintiff  becoming  bankrupt, 

Fisher,  87  ;  2  Clifford,  655.  and  then  purchasing  the  right  of  action 

That  a  plea  that  joint-infringers  are  from  his  assignee,  cannot  be  met  with  a 

not  joined  must  allege  that  they  aU  live  plea  in  abatement,  see  Gear  «.  Fitch 

within  the  district,  see  Goodyear  v.  Toby  (1878),  16  0.  G.  1281 ;  8  Bann.  &  A. 

(1868),  6  Blatch.  130.  678. 

That  if  the  defendant  is  sued  out  of       That  no  rule  to  plead  will  be  granted 

his  district  he  must  plead  his  personal  until  the  defendant  has  properly  ap- 

privilege,  see  Teese  v,  Fhelps  (1855),  1  peared,  see  Parker  v.  Bigler  (1867),  1 

McAUister,  17.  Fisher,  286. 

That  defects  in  process  or  service,  if 
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formed  upon  a  plea  in  abatement,  as  well  as  the  judgment  and 
the  subsequent  proceedings  thereon,  are  similar  to  those  in 
other  civil  actions. 

§  957.    Demurr^n  In  Aotionfi  at  Law. 

The  defendant  may  demur  to  the  declaration,  either  spe- 
cially on  account  of  its  formal  defects,  or  generally  on  the 
ground  that  it  sets  forth  no  cause  of  action.  Defects  of  form 
are  now  so  little  regarded  by  the  courts,  and  are  so  easily 
remedied  by  amendment,  that  a  special  demurrer  in  this  as  in 
other  actions  is  of  rare  occurrence.  A  general  demurrer  will 
not  be  sustained,  however  imperfect  in  statement  or  arrange- 
ment the  declaration  may  appear,  if  it  substantially  includes 
the  five  essential  averments,  and  does  not  mislead  the  defen- 
dant or  preclude  him  from  making  under  the  subsequent 
pleadings  those  defences  which  are  open  to  him  by  the  law.^ 
The  issue  and  judgment  on  demurrer,  in  this  class  of  cases, 
do  not  differ  from  those  in  ordinary  suits  at  law. 

§  958.   Pleas  In  Bar  In  Aotions  at  I«aw :  The  Defences  Possible 
in  Aotions  at  Law. 

A  plea  in  bar  in  actions  for  infringement  assumes  the  form 
either  of  the  general  issue  alone,  or  of  the  general  issue  with 
notice  of  special  matters,  or  of  a  special  plea.  Before  con- 
sidering these  it  is  important  to  examine  and  classify  the 
various  defences  which  may  be  made  to  such  an  action  on  its 
merits,  in  order  that  the  propriety  and  scope  of  each  of  the 
three  forms  of  plea  may  be  perceived.^    The  general  character 

i  957.   ^  That   courts    wUl   sustain  of  that  defence  which  rests  upon  a  simple 

pleadings  which  are  substantially  suffi-  use  of  the  invention  by  the  public  for 

dent  even  against  a  special  demurrer,  over  two  years  before  the  application, 

see  Wilder   «.   McGormick  (1846),  2  Until  recently  no  such  defence  was  re- 

Blatch.  31.  cognized  except  as  a  part  of  the  wider 

S  958.  ^  The  classification  here  at-  defence  of  abandonment,  the  public  use 

tempted  is  not  offered  as  complete  and  having  no  significance  unless  acquiesced 

oorering  every  defence  which  can  at  any  in  by  the  inventor.     Where  acquies- 

time  be  made.     Kew  grounds  of  olrjec-  cence  is  not  required  in  order  to  give 

tion  to  recovery  by  a  patentee  from  time  this  use  the  force  of  a  complete  defence, 

to  time  appear  in  practice,  and  are  sus-  it  no  longer  can  be  based  on  the  idea  of 

tained  by  the  courts.     An  interesting  an  abandonment  or  dii'ectly  on  that  of 

instnnre  occurs  in  the  present  condition  an  estoppel,  but  assun^os  the  law  to  be 

VOL.  III. —  10 
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of  these  defences  is  indicated  by  the  several  averments  con- 
tained in  the  declaration,  each  of  which  must  be  found  true 
in  order  to  support  a  judgment  for  the  plaintiff.  The  first 
averment  is  true  only  when  seven  different  facts  concur :  (1) 
When  the  alleged  invention  is  the  result  of  an  inventive  act ; 
(2)  When  this  inventive  act  has  been  performed  by  the  pat- 
ent<ee  or  his  assignor;  (8)  When  its  performance  by  the 
patentee  or  his  assignor  preceded  its  performance  by  any  other 
person  in  this  country;  (4)  When  the  alleged  invention  is 
embraced  within  one  of  the  six  classes  of  inventions  made 
patentable  by  the  acts  of  Congress ;  (5)  When  it  is  legally 
new;  (6)  When  it  is  practically  useful;  (7)  When  it  has 
not  been  abandoned  to  the  public.  The  second  averment  is 
true  only  when  nine  different  facts  exist;  (1)  When  the 
patent  described  in  the  declaration  has  been  actually  issued 
by  the  government;  (2)  When  it  was  issued  in  the  mode 
provided  by  the  law ;  (8)  When  the  invention  which  it  pur- 
ports to  protect  is,  on  its  face,  a  patentable  subject-matter ; 
(4)  When  the  specification  is  free  from  fraudulent  assertion 
or  concealment;  (5)  When  the  description  is  without  am- 
biguity ;  (6)  When  the  Claims  do  not  embrace  more  than  the 
actual  invention,  or  if  originally  embracing  more  have  been 
or  may  now  properly  be  cured  by  a  disclaimer ;  (7)  When  the 
Claims  are  free  from  ambiguity ;  (8)  When  the  patent  has 
not  been  surrendered;  (9)  When  the  patent  has  not  been 
repealed.  The  third  averment  is  true  only  when  the  plain- 
tiff was  the  legal  owner  of  the  patent  at  the  date  of  the 
infringement,  or  at  the  date  of  the  commencement  of  the  suit 
was  the  legal  owner  of  the  patent  and  the  assignee  of  the 
right  of  action  for  the  infringement.    The  fourth  averment  is 

that  an  inyention  U  not  patentable  after  etc. ),  and  though  found  formerly  in  the 

having  been  before  the  public  for  the  courts,  are  here  unnoticed, 
period  named.  This  is  essentially  a  new        That  defences  are  not  limited  to  those 

defence,  and  would  if  fully  established  in  named  in  the  statute,  but  embrace  all 

our  practice  constitute  an  eighth  species  violations  of  law  in  granting  the  patent, 

of  defences  to  the  first  averment  of  the  such  violations  raising  questions  of  law 

declaration.     In  like  manner  other  de-  on  which  the  decision  of  the  Commis* 

fences,  once  employed,  ara  no  more  in  sioner  is  not  final,  see  Gardner  v.  Hen 

use  (such  as  the  non-introduction  into  (1886),  118  U.  S.  180 ;  85  0.  6.  99S. 
market  of  the  invention  of  an  alien, 
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true  only  when  four  facts  concur:  (1)  When  the  identical 
invention  protected  by  the  patent  has  been  made,  or  used,  or 
sold  ;  (2)  When  the  act  of  making,  use,  or  sale  has  been  per- 
formed by  the  defendant,  either  alone  or  in  complicity  with 
others ;  (3)  When  this  act  was  performed  while  the  patent 
was  in  force:  (4)  When  this  act  was  performed  without 
authority  from  the  owner  of  the  patent.  The  fifth  averment 
tenders  no  issue,  its  truth  being  implied  by  law  to  an  extent 
sufficient  to  secure  a  verdict  for  some  damages  in  favor  of  the 
plaintiff,  if  the  other  four  averments  are  established.  As  each 
of  these  averments  must  be  proved  in  order  to  entitle  the 
plaintiff  to  a  judgment,  and  as  each  of  its  subordinate  facts 
must  exist  in  order  to  the  truth  of  each  averment,  it  is  ap- 
parent that  the  successful  denial  of  any  one  of  these  sub- 
ordinate propositions  constitutes  a  complete  defence  to  the 
action  and  requires  the  verdict  to  be  given  for  the  defendant. 
In  addition  to  these  defences  there  are  four  others  of  a  special 
nature,  not  suggested  by  the  declaration,  but  common  to  all 
actions  at  law;  (1)  The  Statute  of  Limitations ;  (2)  Estoppel; 
(3)  Release ;  and  (4)  ^Bes  Adjudicata.  In  reference  to  most 
of  these  defences  the  courts  have  given  further  explanations, 
and  in  some  of  them  the  statutes  recognize  minuter  sub- 
divisions, which  next  require  attention. 

§  959.  First  Defence :  Denial  that  the  Patented  Art  or  Znatrtiment 
Is  the  Result  of  an  Inventive  Act. 

The  first  defence  in  the  order  of  the  foregoing  enumeration 
consists  in  a  denial  that  the  alleged  invention  is  the  result  of 
an  inventive  act.  An  inventive  act  may  be  performed  in 
either  one  of  three  different  ways ;  (1)  By  the  discovery  of  a 
new  force,  or  of  a  new  capability  in  a  known  force,  and  the 
practical  application  of  this  new  force  or  capability  to  some 
object  through  some  mode  of  application,  such  object  and  such 
mode  of  application  being  new  or  old ;  (2)  By  the  discovery 
of  a  new  object  or  of  a  new  susceptibility  in  a  known  object, 
and  by  rendering  this  object  or  susceptibility  practically  use- 
ful by  subjecting  it  to  the  operation  of  some  force  through 
Bonie  mode  of  application,  such  force  and  mode  of  application 
being  new  or  old :  (8)  By  the  discovery  and  practical  embodi- 
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ment  of  a  new  mode  of  application  by  which  forces  may  be 
brought  into  connection  with  their  objects,  such  forces  and 
objects  being  new  or  old.  When  either  of  these  three  mental 
and  physical  operations  produces  a  means,  as  distinguished 
from  a  mere  function  or  effect,  it  constitutes  a  true  inyentive 
act.  Contrariwise,  if  the  alleged  invention  is  only  an  effect 
or  a  function,  or  if,  being  a  means,  it  has  resulted  from  an 
act  wanting  either  the  clement  of.  discovery  or  that  of  practical 
application,  no  complete  inventive  act  has  been  performed.^ 
This  defence,  therefore,  is  properly  subdivided  into  four: 
(1)  That  the  alleged  invention  is  a  mere  effect ;  (2)  That  it 
is  a  mere  function ;  (8)  That  it  involved  no  exercise  of  the 
inventor's  powers  of  original  discovery,  but  could  have  been 
produced  by  the  employment  of  his  imitative  faculties ;  (4) 
That  it  has  never  been  made  practically  available.  This  is  a 
defence  based  solely  on  the  scientific  and  inherent  character 
of  the  invention  as  apprehended  by  a  mind  familiar  with  the 
state  of  the  art  at  the  time  when  the  inventive  act  is  claimed 
to  have  been  performed.  Of  it  the  courts  will  take  judicial 
notice,  whether  urged  or  not  by  the  defendant,  whenever  from 
their  knowledge  of  the  art  it  is  apparent  to  them  that  it  might 
successfully  be  made.* 

§  959.  1  For  a  description  of  the  in-  evident  that  no  question  of  iact  can  be 

yentive  act  and  its  patentable  results,  niade    on    it,  see  Blessing  v.  Cc^per 

see  §S  78-156  and  notes,  mUe.  Works  (1888),  84  Fed.  Rep.  753. 

That  non-reduction  to  actual  practice  That  a  demurrer  does  not  admit  the 

before  application  for  a  patent  is  no  patentability    of    the    invention,    see 

defence,   see  Sterr  ».  Farmer  (1888),  KaoUtype    Engraving   Co.    ».     Hoke 

28  O.  G.  2325;    Opinion  Sec.  Interior  (1887),  80  Fed.  Rep.  444;    89  O.  G. 

(1888),    28  0.  G.  2827;    Wheeler  v.  589. 

Clipper  Mower  &  Reaper  Co.  (1872),  2  That  the  courts  will  not   entertain 

0.  G.  442  ;  6  Fisher,  1 ;  10  Blatch.  181.  an  action  where  it  is  apparent  that  no 

*  That  where  the  court  can  see  that  inventive  act  has  been  performed,  though 

a  patent  is  void  it  may  so  declare  it  on  the  defendant  may  not  defend  on  that 

a  demurrer,    see    Eclipse  Mfg.  Co.  v.  ground,  see  Ligowski  Oay  Pigeon  Co. 

Adkins   (1888),    86    Fed.    Rep.   554 ;  «.  American  Clay  Biid  Co.  (1S88),  84 

West  V.  Rae  (1887),  88  Fed.  Rep.  46.  Fed.  Rep.  898  ;  Slawaon  v.  Oiand  St.. 

That  a  demurrer  on  the  ground  that  Prospect  Park,  A  Flatbnsh  R.  R.  Co. 

the  invention  is  not  patentable  should  (1883),  107  U.  S.  649  ;  24  O.  G.  99. 
not  be  sustained  unless  the  matter  is  so 
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§  960.  Second  Defenoe  :  Denial  that  the  Patented  Art  or  Inatru- 
ment  Resulted  from  the  Inventive  Act  of  its  Alleged 
Inventor. 

The  second  defence  consists  in  a  denial  that  the  inventive 
act  from  which  the  alleged  invention  has  resulted  was  ever 
performed  by  the  patentee  or  his  assignor.  This  defence 
raises  no  question  as  to  the  existence  of  an  inventive  act,  but 
simply  excludes  the  alleged  inventor  from  among  those  by 
whose  inventive  skill  the  invention  was  produced.  It  is 
equivalent  to  an  averment  that  the  patentee  has  surreptitiously 
appropriated  to  himself  and  patented  the  invention  of  another, 
and  is  proper  only  when  the  invention,  having  been  completely 
conceived  by  its  real  inventor,  has  become  known  to  and  been 
imitated  by  the  patentee.^    It  does  not  necessarily  involve  an 

S  960.  ^  This  defence  is  liable  to  be  other,  or  against  the  tme  inventor  by 

oonfoiinded  with  the  third,  from  the  fact  forestalling  him  in  the  obtaining  of  a 

that  the  adverb  "surreptitionsly,"  which  patent     (See  Dixon  v.  Moyer,  (1821), 

in  the  acts  of  1790  and  1798  was  em-  4  W&sh.  68;  1  Robb,  824.)     The  act 

ployed  in  reference  to  the  present  snb-  of  1886  transfers  the  word  to  an  entirely 

ject,   was   in  the    act   of    1886    and  different  defence  by  requiring  notice, 

sabsequent  statutes  applied  to  patents  not  when  the  patentee  is  denied  to  be 

obtained  by  later  inventors  contrary  to  an  inventor,  but  when  the  defendant 

the  rights  of  prior  ones.    This  transfer  purposes  to  show  **  that  he  had  snr- 

of  the  adverb  in  the  statutes  has  been  reptitiously  or  unjustly  obtained   the 

followed   naturally  by  its    transfer  in  patent  for  that  which  was  in  fact  in- 

the  decisions  of  the  courts,  and  caution  vented  or  discovered  by  another  who 

is  thus  necessary  in  its  interpretation,  was  using  reasonable  diligence  in  adapt- 

lest  the  tme  nature  of  both  defences  be  ing  and  perfecting  the  same."  ,  This  is 

obscured.  obviously  the  third   defence  and  not 

The  word  "  surreptitiously  **  first  ap-  the  second,  for  a  patent  is  invalid  when 

pears  in  the  act  of  1790,  where  it  is  procured  by  the  mere  copyist  of  an* 

naed  as  an  equivalent  for  ''false  sug-  other's  discovery,   whether  that  other 

gestion,"  and  is  made  a  ground  for  re*  was  using  due  diligence  or  not.    But 

pealing  a  patent  thus  obtained.     In  the  the  word  "  surreptitiously  "  has  here 

act  of  1798  it  is  employed  in  describing  lost  its  former  significance  and  become 

a  defence  of  which  the  defendant  must  the  equivalent    of  "  unjustly,"  i.  e., 

give  previous  notice  to  the  plaintiff,  the  against  the  rights  of  the  prior  inven- 

defence  being  that  the  patentee  "  had  tor,  since  no  fraud  or  deceit  is  neces- 

snrreptitiously  obtained  a  patent  for  the  sary  to  render  void  a  patent  obtained 

discovery  of  another  person."     Here  by  a   later   true   inventor   when   the 

again  it  conveys  the  idea  of  fraud  either  the  first  inventor  is  complying  with  the 

against  the  public  whose  rights  are  re-  obligation  of   diligence  imposed  upon 

atricted  by  a  patent  granted  to  one  who  him  by  the  law.     See  Phelps  v.  Brown 

has  no  title  to  a  monopoly,  being  a  (1859),  4  Blatch.  862  ;  1  Fisher,  479  ;  18 

mere  imitator  of  the  invention  of  an-  How.  Pr.  7  ;  also  §  995  and  notes,  post. 


.^    i 
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allegation  of  wilful  deceit  on  the  part  of  the  patentee ;  he  may 
honestly  but  ignorantly  believe  that  some  substantial  differ- 
ence exists  between  his  art  or  article  and  that  which  he  has 
actually  copied,  and  may  suppose  that  his  originated  in  his 
own  inventive  skill.  The  fact  that  instead  of  inventing  a  new 
means  he  has  merely  appropriated  and  obtained  a  patent  for 
a  means  created  by  another,  and  is,  therefore,  not  a  true  in- 
ventor, is  sufficient  to  establish  this  defence.^ 

■ 

§  961.  Third  Defence :  Denial  that  the  AUeged  Inventor  was  the 
First  InTsntor  of  the  Patented  Art  or  Instmment. 

The  third  defence  consists  in  a  denial  that  the  patentee  or 
his  assignor  performed  the  inventive  act  producing  the  alleged 
invention  at  an  earlier  date  than  any  other  inventors  in  this 
country.  This  defence  concedes  that  the  patentee  or  his 
assignor  is  a  true  inventor  of  the  art  or  article  in  question, 
but  denies  that  he  was  its  fir9t  inventor.^  It  is  equivalent  to 
either  one  of  two  averments:  (1)  That  rival  inventors  had 
completely  conceived  the  idea  of  means  embodied  in  the  in- 
vention, and  were  using  due  diligence  in  reducing  it  to  prac- 
tice at  the  time  when  the  patentee  or  his  assignor  conceived 
the  same  idea;  or,  (2)  That  although  the  patentee  or  his  as- 
signor had  first  conceived  the  idea  he  did  not  use  due  diligence 
in  reducing  it  to  practice,  and  that  in  the  meantime  some  later 
conceiver  but  more  prompt  reducer  had  perfected  the  inven- 
tion. This  defence  raises  the  same  issue  which  is  presented 
in  interference  cases  in  the  Patent  Office  and  in  proceedings 
in  equity  to  annul  a  rival  patent,  and  is  sustained  when  the 
evidence  establishes  either  one  of  its  equivalent  averments.^ 

§  962.    Fourth  Defence  :  Denial  that  the  Patented  Art  or  Instm- 
ment is  within  the  Patentable  Classes  of  Inventions. 

The  fourth  defence  consists  in  a  denial  that  the  invention 
falls  within  the  classes  protected  by  the  acts  of  Congress  as 

*  For  the  distmctioii  between  an  imi-  *  For  a  deecription   of  the   issnea 

tation  and  a  new  invention,  see  {  78  raised  in  interference  proceedings  and 

and  notes,  ante.                         '  actions  to  annul,  see  §§  686-608,  724, 

S  961.   ^  For  the  relations  of  rival  and  notes,  ante, 
inventors  to  each  other  and  the  public, 
see  §§  370-391,  and  notes,  ante. 
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those  acts  are  interpreted  by  the  courts.  This  defence  is 
proper  where  the  result  of  the  inventive  act  performed  by  the 
patentee  or  his  assignor  is  not  an  art,  a  machine,  a  manu- 
facture, a  composition  of  matter,  a  design,  or  an  improve- 
ment^ It  is  also  appropriate  when  the  invention,  though  it 
purports  to  be  a  combination,  is  in  reality  a  mere  aggregation 
of  independent  elements.^  This  defence,  like  the  first,  is 
based  upon  the  inherent  character  of  the  invention.  When 
the  nature  of  the  invention  is  apparent,  the  application  to  it 
of  the  legal  definitions  given  to  the  protected  classes  of  inven- 
tions determines  whether  this  defence  is  applicable.  The 
court  whose  duty  it  is  to  ascertain  from  the  description  and 
Claims  embodied  in  the  patent  what  the  invention  is,  and  to 
apply  thereto  the  tests  afforded  by  these  definitions,  may» 
therefore,  take  judicial  notice  of  this  defence  also  without 
reference  to  the  pleadings ;  and  if  it  finds  that  the  result  of  an 
inventive  act,  though  new  and  useful,  is  not  legally  patentable 
under  the  acts  of  Congress,  may  refuse  to  entertain  proceed- 
ings against  those  who  have  without  authority  employed  it.' 

§  963.    FUth  Defence  :  Denial  of  the  Novelty  of  the  Patented  Art 
or  Inetrtunent. 

The  fifth  defence  consists  in  a  denial  that  the  invention  re- 
sulting from  the  inventive  act  of  the  patentee  or  his  assignor 
is  new  within  the  meaning  of  the  law.  The  defence  of  want 
of  legal  novelty  in  the  invention  is  sometimes  related  to  the 
third  defence  of  prior  invention,  but  must  not  be  confounded 
with  it.  If  a  prior  rival  inventor  has  perfected  his  invention, 
and  either  put  it  to  practical  use  in  this  country,  or  patented 

§  962.  1  For  the  natara  of  each  class  *  That  the  ooart  may  take  judicial 
of  patentahle  inrentioiis,  see  Art,  §§  169,  notice  of  the  nature  of  the  patented  in- 
164-170,  and  notes,  amte  ;  Machine,  vention  and  of  the  £Eu;t  that  it  is  not  le- 
J§  173-179,  and  notes,  onte;  Manufact-  gaily  patentable,  and  may  thereupon 
nre,  §§  182-189,  and  notes,  aidt;  Com-  refuse  to  entertain  the  action,  see  Kaola- 
podtion,  §§  192-197,  and  notes,  anU;  type  Engraving  Co.  v.  Hoke  (1887),  80 
Design,  {§  20(V-207,  and  notes,  anU;  Fed.  Rep.  444;  89  O.  G.  689  ;  Slaw- 
Improvement,  SS  210-218,  807-818,  and  son  v.  Grand  St,  Prospect  Park  &  Flat- 
notes,  anU.  bush  R.  R.  Co.  (1888),  107  U.  S.  649  ;  24 

*  For  the  nature  of  a  combination,  0.  G.  99  ;  and  cases  cited  in  {  969,  note 

K 168-166,  277-282,  and  notes,  aadt,  2,  an(e. 
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allegation  ^^  ^^  ^^  ^/'^>  before  its  invention 

hoiiestl'  ^'^^>^defence  of  want  of  legal 

ence  e  .^      s^^^s^^fP^'  invention  is  appropriate, 

actuf  ffif^^^  ^ti^^  ^^*  practised  his  invention,  or 


owr 

m 

f 


^tt^  ^%^^^'^^bef<>^^  *^®  patentee  or  his  assignor 

{f<^^^rtdi^  fotf  or  if  the  patentee  or  his  assignor 

M^^  td  ^  ^ifi*'^i  $  bti^  through  his  want  of  diligence  in 

P^^nf^.^  ^^  ^  later  conceiver  and  prompt  reducer  the 

^^fi^^^^le  invention,  the  defence  of  want  of  legal 

fe^f^f^fig^^  ^  sustained.    A  patented  invention  is  new, 

^^f^f  ^"^^  airtg  oi  the  law,  unless  before  the  date  of  its 

^fft//i  *^^^^j»tion  by  the  patentee  or  his  assignor  it  had 


^  p*^    practical  employment  of  the  identical  invention  for 

in,  ^^gQ  purposes  in  the  United  States,  in  such  a  manner  as 

^'^^^'nder  the  knowledge  of  the  invention  accessible  to  the 

^1  re  before  and  until  the  date  of  its  conception  by  the  paten- 

P^  or  his  assignor.*    A  prior  patent  constitutes  a  want  of 

relty  when  it  was  issued  to  the  public  before  the  date  of  the 

'nventive  act  in  question,  and  contains  so  full  and  complete 

^  description  and  claim  of  the  identical  invention  as  to  enable 

any  person  skilled  in  the  arts  to  practise  it  without  further 

invention  of  his  own.^    A  prior  publication  proves  a  want  of 

novelty  when  in  its  printed  text,  distributed  to  the  publio 

before  the  patentee  or  his  assignor  conceived  the  idea  of  the 

invention,  the  essential  characteristics  of  the  art  or  article  are 

BO  disclosed  that  those  skilled  in  the  art  can  by  the  guidance 

of  the  publication  alone  construct  it  and  apply  it  to  practical 

use.^    It  is  to  be  remembered  that  these  three  conditions 

under  which  novelty  is  wanting  are  not  merely  evidence  that 

the  invention  is  not  legally  new,  but  are  facts  which  cause  it 

to  be  legally  old.    Novelty  is  a  legal  attribute  consisting  in 

§  968.    ^  For  the    nature   of  legal         *  As  to  prior  patent,  see  §§  881-8d7f 

novelty  as    distingnished   from  actnal  and  notes,  anU, 
novelty,  see  §{  118,  128,  222-228,  815,         *  As  to  prior  publication,  see  {§825- 

81 6,  and  notes,  ante,  880,  and  notes,  ante, 

»  As  to  prior  use,  see  |§  817-824, 
and  notes,  aiUe, 
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the  absence  of  these  three  conditions,  and  when  the  existence 
of  either  is  established  by  sufficient  proof  it  is  a  conclusion  of 
law,  and  not  an  inference  of  fact,  that  the  invention  is  not 
new.  Thus  the  defence  of  want  of  novelty  may  logically  be 
subdivided  into  the  three  defences  of  prior  use,  prior  patent, 
and  prior  publication,  each  of  which  may  be  urged  without 
the  others,  and  if  found  true  forms  a  complete  bar  to  the 
action. 

§  9M.    Sixth  Defence :  Denial  of  the  Utility  of  the  Patented  Art 
or  Instnimeat. 

The  sixth  defence  consists  in  a  denial  of  the  utility  of  the 
invention.  An  invention  is  useful  within  the  meaning  of  the 
law  if  it  is  available  for  any  use  which  on  the  whole  is  benefi- 
cial to  the  public.  An  utterly  frivolous  and  woHhless  art  or 
article  has  no  utility.  An  invention  capable  of  beneficial  use, 
but  so  dangerous  or  disastrous  to  its  employers  as  to  be  nec- 
essarily productive  of  more  injury  than  advantage,  is  not  use- 
ful.  An  invention  whose  practice  may  promote  the  interest 
of  the  individual  user,  but  is  inevitably  prejudicial  to  the  pub- 
lic, also  wants  utility.^  This  defence  is  thus  equivalent  to  an 
averment  that  the  invention  is  incapable  of  any  beneficial  use, 
or  that  its  use  involves  a  greater  loss  than  gain  to  its  em- 
ployers, or  that  its  use  is  detrimental  to  the  public.^  Defen- 
dants who  have  actually  practised  the  invention,  especially 
those  who  have  endeavored  to  induce  the  public  to  participate 
in  its  results  by  purchasing  the  fruits  of  their  infringements, 
are  estopped  from  urging  it  on  their  own  behalf  when  sued 
for  their  wrong-doing.« 

i  964.  1  For  .the  natuTe  and  neoes-  rention  may  lack  utility,  see  §  840,  and 

nty  of  utility,   see    }$  838-848,    and  notes,  atUe, 
notes,  ante,  *  That  to  sustain  a  defence  of  want 

*  That  the  want  of  utility  is  a  per-  of  utility  the  evidence  must  show  that 

fact  defence,  see  Bliss  v.  City  of  Brook-  the  invention  is  utterly  worthless,  and 

lyn  (1878),  6  Fisher,  289 ;  8  O.  O.  869;  if  the  defendant  has  used  it,  that  fact 

10  Blatch.  521.  is  a  strong  ailment  in  favor  of  utility. 

That  the  manifest  frivolity  of  the  in-  see  Kearney  r.  Lehigh  Valley  R.  Co. 

rention  patented  is  a  good  defence,  see  (1887),  88  Fed.  Rep.  820. 
Wilson  «.  Jones  (1864X  8  Blatch.  227.  That  want  of  utility  avails  little  ss 

That  an  immoral  or  dangerous  in-  a  defence  for  parties  who  used  the  in* 
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§  965.   Seventh  Defence :  Abandonment  of  the  InTention  to  the 
FubUo. 

The  seventh  defence  consists  in  an  averment  that  the  in- 
vention was  abandoned  to  the  public  before  the  commission  of 
the  acts  of  which  the  defendant  is  accused.  In  this  defence 
there  is  no  question  of  incomplete  and  abandoned  experiments 
performed  by  the  patentee  or  his  assignor  while  endeavoring 
to  perfect  the  invention,  or  by  rival  inventors  in  their  attempts 
to  reach  the  same  result.  Evidence  of  such  experiments  may 
be  admissible  under  the  defences  of  prior  invention  and  of 
prior  use,  but  of  themselves  they  constitute  no  bar  to  an  ac- 
tion on  the  patent,  and  especially  have  no  relation  to  this 
defence  of  abandonment.  Abandonment  is  synonymous  with 
dedication  to  the  public.  It  assumes  that  the  invention  is 
complete  and  practically  operative,  and  it  occurs  only  where 
the  invention,  being  in  that  condition,  is  intentionally  and  un- 
reservedly surrendered  to  the  public  by  its  lawful  owner.^ 
This  defence  is,  therefore,  proper  when  such  an  intentional 
surrender  has  been  made,  either  by  the  inventor  or  the  paten- 
tee or  any  subsequent  owner  of  the  patent.  A  public  use  or 
sale  of  the  invention,  by  the  inventor  or  with  his  consent,  for 
more  than  two  years  before  his  application  for  a  patent,  is  one 
form  of  surrender.*  Any  other  conduct  of  his  or  of  the  owner 
of  the  patent,  which  unequivocally  manifests  the  same  inten- 
tion, is  also  an  abandonment  of  the  invention.  Such  conduct 
may  consist  either  in  acts  or  declarations  of  the  inventor  be- 
fore his  application,  or  in  describing  and  not  claiming  the  in- 
vention in  his  application,  or  in  disclaiming  it  in  connection 

vention,  see  Phillips  v.  Carroll  (1885),  tities  of  it,  and  especially  after  adyer- 

28  Fed.  Rep.  249 ;  81  0.  G.  266;  Cook  tiaing   that  the    new.  invention   had 

V.  Ernest  (1872),  2  0.  G.  89;  5  Fisher,  revolutionized  the  trade,  see  Bobertson 

896  ;   Vance  v.   Campbell     (1859),    1  v,  Garrett  (1873),  6  Fisher,  278 ;  10 

Fisher,   488.  BUtch.  490. 

That  a  defendant  using  an  entire  pro-  §  965.  ^  As  to  the  naturo  of  aban- 

cess  is  estopped  to  claim  that  any  part  donment,  and  its  distinction  from  aban- 

of  it   is   injurious,    see    Whitney   v.  doned  experiments  and  abandoned  in- 

Mowry  (1870),  4  Fisher,  207.  ventions,  see  §  346  and  notes,  anU, 

That  the  defendant  is  estopped  from  <  As  to  abandonment  by  poUic  use 

denying  the  utility  of  the  invention  or  sale,  see  fj  854-880,  and  notes,  ante. 
after  having  made  and  sold  large  quan- 
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with  his  application  or  his  patent,  or  in  words,  actions,  or 
omissions  of  the  owner  of  the  patent  after  the  patent  has  been 
granted.'  This  defence  has  sometimes  been  subdivided  into 
two :  (1)  Abandonment  by  public  use  or  sale ;  (2)  Abandon- 
ment by  conduct  other  than  public  use  or  sale.  Between 
these  two  there  is  an  important  distinction  which  is  well  re- 
cognized in  the  forms  of  pleading  and  in  the  rules  of  evidence. 
A  public  use  or  sale  is  not  simply  an  act  from  which  an 
intention  to  abandon  may  be  inferred,  but  it  is  conclusive 
evidence  of  that  intention;  and  when  such  use  or  sale  is 
proved  there  is  no  room  for  any  further  question  as  to  the 
dedication  of  the  invention  to  the  public.  Conduct  other  than 
public  use  or  sale  is  merely  a  fact  from  which  an  intention  to 
abandon  may  be  inferred,  but  affords  no  conclusive  presump- 
tion of  such  intention  and  may  be  rebutted  by  any  evidence 
affording  a  contrary  indication.^  This  distinction  in  practical 
effect  has  led  certain  jurists  of  great  authority  to  separate 
these  two  defences  from  each  other,  and  to  treat  them  as  if 
resting  upon  different  foundations.^  The  doctrine  which  un- 
derlies them  is  nevertheless  identical,  as  is  apparent  from 
the  definitions  given  by  the  courts  to  the  terms  ^'  public  use  and 
sale,"  each  of  which  is  limited  to  cases  where  the  use  or  sale 
involves  a  voluntary  and  intentional  surrender  by  the  inventor 
of  all  control  over  the  invention,  neither  an  experimental 
use,  however  public,  nor  any  sale  restricted  by  conditions  which 
the  inventor  can  enforce  against  the  property  in  the  invention 
sold,  falling  within  such  definitions.®    This  seventh  defence 

*  As  to  abandonment  by  general  con-    fence,  even  in  tbe  same  answer,  that 
dnct»  see  §§  850-85S,  and  notes,  ante,       the  inventcHr,  before  he  applied  for  a 

^  That  except  in  cases  of  pablic  nse  patent,  abandoned  the  inrention  to  the 

or  sale,  the  presumption  of  an  intention  public ;  but  these  two  defences  ought 

to  abandon  maybe  rebutted,  see  §§  847,  not  to  be  blended  in  the  same  allega- 

848»  and  notes,  ante.  tion,  as  they  depend  in  many  respects 

*  In  Jones  v.  Sewall  (1878),  8  O.  O.  upon  yery  different  principles."  6  Fisher, 
680,  Clifford,  J. :  (687)" Persons  chaiged  848  (865);  8  Clifford,  568  (589). 
with  the  infringement  of  letters-patent  '  That  public  use  and  sale  are  not 
may  set  up  as  a  defence  that  the  in-  abandonment  except  when  unequivocal, 
Tentor  suffered  the  invention  to  be  in  unrestricted,  and  with  the  consent  of 
pnbtic  use  and  on  sale  more  than  two  the  inventor,  see  §$  854-360,  and  notes, 
years  before  he  applied  for  a  patent;  and  ante, 

they  may  also  set  up  as  a  distinct  de- 
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completes  the  group  of  those  which  attack  the  merits  of  the 
invention  and  deny  the  right  of  the  inventor  or  the  owner  of 
the  patent  to  be  protected  in  its  exclusive  use  J 

§  966.   ZUghth  Defence:  ]>enlal  of  the  Grant  of  the  Alleged  Let- 
ters-Patent. 

The  eighth  defence,  or  the  first  one  of  that  group  which 
attacks  the  letters-patent  as  distinguished  from  the  invention, 
consists  in  a  denial  that  the  patent  described  in  the  declara- 
tion was  ever  granted  by  the  government.  This  defence  is 
proper  when  the  alleged  invention  never  has  been  patented 
or  when  the  patent  which  protects  it  is  not  correctly  set  forth 
by  the  declaration.^  It  simply  raises  an  issue  as  to  the  ex- 
istence of  tlie  document  on  which  the  plaintiff  has  based  his 
suit,  and  is  equivalent  to  the  plea  of  nul  del  record  at  the 
common  law.  Any  material  variance  between  the  actual 
patent  and  the  statement  of  its  tenor  and  effect  in  the  declara* 
tion  will  support  this  defence,  and  unless  cured  by  amend- 
ment will  defeat  the  action. 

7  That  the  use  of  an  invention  with-  Winans  v.  New  York  ft  Harlem  R.  B» 

out  the  consent  of  the  inventor,  pend-  Co.  (1866),  4  Fisher,  1. 
ing  his  application,  is  no  defence  against        That  an  application  snbstituted  at 

the  patent,  see  Dental  Vulcanite  Co.  v.  the  instance  of  the  Pfttent  Office  for 

Wetherbee  (1866),  8  Fisher,  87;  2  Clif-  one  already  filed  dates  from  the  filing  of 

ford,  555.  the    former     application    as    to    the 

That  the  defence  of  public  use  and  question   of  public  use,   see  Intema- 

sale  more  than  two  years  "  before  the  tional  Tooth  Crown  Go.  v.  Richmond 

invention  "  is  not  known  to  our  law,  (1887),  80  Fed.  Rep.  776  ;  89  0.6. 1650. 
see  Eelleher  v.  Darling  (1878),  14  0. 6.         N.  B.    In  this  seventh  defence  no 

678 ;  4  Clifford,  424;  8  Bann.  ft  A.  488.  notice  is  taken  of  the  public  use  and 

That  under  the  defence  of  two  years'  sale  *'  without  the  consent "  of  the  in* 

public  use,  the  defence  of  prior  use  can-  yentor,  which  seems  to  be  now  reepg- 

not  be  made,  nor  is  it  sustained  by  evi-  nized  as  a  defence  under  the  present  stmt- 

dence  of  a  prior  patent    without  the  utes.    That  defence  may  perhaps  rest 

plaintiff's  knowledge  over  two  years  be*  indirectly  on  the  doctrine  of  esttoppeU 

fore,    see  Myers  v.   Busby  (1887),  82  but  it  is  certainly  not  a  simple  dedica- 

Fed.  Rep.  670  ;  Parks  v.  Booth  (1880),  tion  to  the  public.    For  a  consideratioii 

102  U.S.  96;  17  0.  G.  1089.  of  this   subject,   see  §§  857,  890,  and 

That  in  an  action  brought  after  the  notes,  ante, 
act  of  1837,  ("two  years")  on  a  pat-         §  966.  ^  As  to  the  averment  of  the 

ent  granted  before  it,  public  use  prior  patent  in  the  declaration,  see  §  950  and 

to  the  application  is  a  good  defence,  see  notes,  anU, 
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.  §  967.   Ninth   Defence :   Denial    that    the    Zietten-Patent   were 
ZBsaed  in  Conformity  with  Law. 

The  ninth  defence  consists  in  a  denial  that  the  patent,  though 
actually  issued  by  the  government,  was  issued  in  accordance 
with  tlie  formal  requirements  of  the  law.  It  is  equivalent  to 
an  averment  that,  in  the  allowance  of  the  patent,  the  Patent 
Office  has  disregarded  the  established  legal  methods  of  proce- 
dure or  performed  acts  beyond  its  jurisdiction.  The  law  im- 
poses numerous  duties  on  an  applicant  as  conditions  precedent 
to  the  issue  of  a  patent,  the  enforcement  of  which  is  en* 
trusted  to  the  Patent  Office,  whose  decision  in  the  premises 
the  courts  will  not  review.^  A  patent  granted  without  the 
fulfilment  of  these  prerequisites  cannot  be  on  that  account 
attacked.^  The  omission  of  the  prescribed  oath  or  fee,  the 
absence  of  the  proper  attestations,  and  other  similar  informal- 
ities are  cured  by  the  allowance  of  the  patent,  and  cannot  be 
set  up  as  a  defence  in  any  action  based  thereon.  Certain 
irregularities  in  the  procedure  of  the  Office  of  a  trivial  char- 
acter are  in  like  manner  overlooked.^  But  there  are  some 
faults  in  the  action  of  the  Office  of  which  courts  do  take 
notice  and  of  which  an  infringer  may  avail  himself  in  his 
defence.  Thus  if  the  patent  has  been  issued  upon  a  false 
oath  or  su^estion,  or  if  the  patent  does  not  bear  the  signa- 
tures of  the  Secretary  and  Commissioner  and  the  seal  of  the 
United  States,  or  if  it  departs  from  the  application  and 
purports  to  protect  a  different  invention  or  to  secure  it  to 
a  patentee  other  than  the  applicant  or  his  lawful  assignee, 

§  967.    ^  That   the   action  of  the  an  action  for  infringement,  see  Bailway 

Patent    Office    npon    certain    of    the  Register  Mfg.   Co.   v.  North  Hudson 

prerequisites  to  a  patent  is  final,  see  C.  R.  Co.  (1885),  28  Fed.  Rep.  698 ; 

S§  428,  451,  617,  and  notes,  ante,  82  0.  O.  519. 

*  That  a  patent  cannot  be  oollater-  That  the  unintentional  issue  of  the 
aUy  attacked  for  informality  in  the  patent  by  the  Patent  Office  cannot  be 
grant,  see  Dorsey  Harvester  Reyolving  set  up  in  defence,  and  that  none  but 

Rake  Co.  v.  Marsh  (1878),  6  Fisher,    the  United  States  can  attack  it  on  that  I 

887.  ground,  see  Doughty  v.  West  (1869), 

•  That  the  want  of  legal  prerequisites    8  Fisher,  580 ;  6  Blatch.  429. 

to  the  issue  of  the  patent  by  the  Com-         That  the  omission  of  the  oath  or  fee 

misidoner,  such  as  the  grant  for  too  long  is  cured  by  the  allowance  of  the  patent, 

a  term,  or  the  want  of  proper  signatures  see  §  458  and  notes,  anU, 
to   the  specification,  is  no  defence  to 
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or  if  it  has  been  granted  without  the  required  notice  to  a 
pending  caveator,  or  if  it  issued  to  a  sole  applicant  for  a  joint 
invention  or  to  joint  applicants  as  joint  inventors  when  the 
inventive  act  was  sole,  —  these  are  errors  which  may  render  it 
invalid,  and  can  be  urged  against  it  by  the  defendant.^  Where 
the  patent  has  been  re-issued  under  circumstances  which  show 
that  the  alleged  defect  in  the  original  was  voluntary  and  in- 
tentional, and  did  not  occur  through  inadvertence,  accident,  or 
mistake ;  or  when  the  amended  patent  embraces  matter  which 
the  inventor  evidently  did  not  intend  or  endeavor  to  protect 
in  the  original,  the  action  of  the  Patent  Office  in  allowing  the 
re-issue  transcends  its  jurisdiction,  and  a  suit  on  the  re-issued 
patent  cannot  be  sustained.'^  Fraud  on  the  part  of  the  officials 
of  the  government  in  issuing  the  patent  is  not,  however,  a 
permissible  defence  in  any  private  action,  —  the  United  States 
alone  having  a  right  to  seek  the  cancellation  of  a  patent  for 
this  reason  by  instituting  a  suit  for  its  repeal.^ 

^  That  where  the  Commissioner  ex-  *  That  a  re-issue  embracing   *'new 

ceeds  his  authority  in  issuing  a  patent,  matter"  is  invalid,  see  §§  685,  661- 

under  a  mistake  of  law,  the  question  667,  and  notes,  ante, 

may  be  reviewed  on  a  suit  for  infringe-  That  the  irregularity  of  re-issue  pro- 

ment,  see  Mahn  v.  Harwood  (1884),  112  ceedings  is  no  defence  unless  it  can  be 

U.  S.  854  ;  80  0.  O.  657.  shown  that  the  re-issue  was  oontniy  to 

That   a  patent  issued  upon  a  false  law  or  was  granted  to  the  wrong  party, 

oath  or  suggestion  is  invalid,  see  §  456  see  Dental  Vulcanite  Go.  «.  Wetherbee 

and  notes,  wiU.  (1866),  2  Clifford,  555  ;  8  Fisher,  87. 

CoTUra,  where  the  matter  of  the  oath  *  That  re-issued  and  extended  pat- 
is  formal  only,  and  the  falsehood  unin-  ents  cannot  be  impeached  for  fraud  in 
tentional,  see  Tondeur  v.  Chambers  suits  for  infringement,  see  SchilUnger  v. 
(1889),  46  0.  G.  1110  ;  87  Fed.  Rep.  Cranford  (1885),  4  Mackey.  460 ;  87 
838.  0.  G.  1849 ;  Milligan  k  Higgins  Glue 

That  a  patent  issued  without  the  re-  Co.   v,   Upton  (1874),  6  O.  G.  837;  4 

quired  official  signatures  or  seal  is  void,  Clifford,  287;  1  Bann.  ft  A.  497;  Gear 

see  Marsh  v.  Nichols  (1888),  128  U.  S.  v,   Grosvenor  (1878),  Holmes,  216  ;  6 

605  ;  and  $  620  and  notes,  ante.  Fisher,  814  ;  8  O.  G.  880. 

That  a  patent  granted  without  notice  That  no  defence  can  be  baaed  on  an 
to  a  caveator  is  invaUd  against  him,  allegation  of  fraud  in  procuring  an  ex- 
see  Phelps  V,  Brown  (1859),  4  Blatch.  tension,  see  Tilghman  v.  MitcheU 
862 ;  18  How.  Pr.  7;  1  Fisher,  479.  (1871),  4  Fisher.  615  ;  9  BUtch.  18  ; 

That  a  sole  patent  for  a  joint  inven-  Whitney  v,  Mowry  (1870),  4  Fisher, 

tion  is  void,  see  §  402  and  notes,  ante,  207 ;  Goodyear  v.   Providence  Rubber 

That  a  joint  patent  for  a  sole  inven-  Co.  (1864),  2  Fisher,  499 ;  2  Clifford, 

tion  is  in  valid,  see  §  402  and  notes,  851. 

onte.  That  the  decision  of  the  Commia- 
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§  968L   Tenth  Defence :    Denial  that  the  Invention  Covered  by 
the  Patent  is  Ziegally  Patentable. 

The  tenth  defence  consists  iu  a  denial  that  the  invention 
covered  by  the  patent  is  patentable  subject-matter  under  the 
laws  of  the  United  States.  The  nature  of  this  objection  is  the 
same  as  that  urged  in  the  fourth  defence,  the  difference  being 
in  the  point  to  which  they  are  directed.^  In  that,  the  claim 
of  the  defendant  is  that  the  inventive  act  of  the  patentee  or 
his  assignor  has  not  resulted  in  the  production  of  any  art  or 
article  which  is  entitled  to  protection,  or  which  can  lawfully  be 
made  the  basis  of  a  patent ;  in  this,  he  claims  that,  be  the  ac- 
tual invention  of  the  plaintiff  what  it  may,  the  one  described 
in  his  patent  does  not  fall  within  the  classes  mentioned  in  the 
statute.  When  this  defect  exists  it  is  apparent  on  the  face  of 
the  patent,  and  hence  may  be  judicially  noticed  by  the  court 
as  well  as  if  pleaded  and  insisted  on  by  the  defendant. 

§  969.    Eleventh  Defence :   Fraudulent  Conoealment  or  SCierep- 
xesentation  in  the  Bpeoifioation  of  the  Patent. 

The  eleventh  defence  consists  in  a  denial  that  the  patentee 
or  his  assignor  has  acted  in  good  faith  toward  the  public  in 
disclosing  his  invention  in  the  specification  annexed  to  his 
patent.  This  defence  is  equivalent  to  an  aveilnent  that,  for 
the  purpose  of  deceiving  the  public,  the  description  of  the 
invention  in  the  specification  was  made  to  contain  less  than 
the  whole  truth  in  reference  to  the  invention  or  more  than  is 
necessary  to  produce  the  desired  effect.^    The  essence  of  this 

rioner  on  an  extension  is  not  reviewable  England,  and  the  doctrine  has  some- 
in  defence  to  an  infringement  suit,  see  times  been  pushed  to  an  extreme  de- 
Whitney  V.  Mowry  (1870),  4  Fisher,  gree. 

207.  See  Grant  o.   Raymond   (1882),   6 

S  968.   1  See  §  962  and  notes,  anU.  Peters,  218  ;   1  Robb,  604  ;  and  cases 

S  969.  1  This  defence,  though  stated  cited  in  note  2,  jfost;   and  §  494  and 

in  Uie  language  of  the  statute  requiring  notes,  ante. 

notice  to  be  given  to  the  plaintiff  when         Also,  Tetley  v.  Easton  (1852),  Ma- 

the  defence  is  to  be  urged,  does  not  it-  crory,  P.  C.  48  ;   Walton  v.  Bateman 

a^lf  rest  upon  the  stetute.      A  patent  (1842),  1  Web.  618  ;  Neilson  v.  Har- 

obtained    by,    or   containing,   wilfully  ford   (1841),    1    Web.   295;    Lewis  v. 

fnhte  representations  concerning  the  na-  Marling  (1829),  1  Web.  498;   1  Abb. 

tnre  of  the  invention,  has  always  been  P.  C.   421  ;    Bovill  v.    Moore   (1816), 

held  void  both  in  this  country  and  in  Davies  P.  C.  861 ;  1  Abb.  P.  C.  231. 
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defence  is  the  fraudulent  intent  with  which  the  erroneous 
description  has  been  made.^  Ambiguities  of  idea  or  expres- 
sion arising  from  the  want  of  clear  conceptions  in  the  mind 
of  the  inventor,  or  from  inability  to  delineate  them  in  words 
or  drawings,  do  not  enter  into  this  defence.'  A  patent  in* 
tended  to  deceive  may  be  clear,  precise,  and  graphic,  and 
probably  will  be  so  ;  but  however  intelligible  to  those  skilled 
in  the  art,  if  it  is  designed  to  mislead  them  as  to  the  char- 
acter of  the  real  invention  and  either  prevent  them  from  em- 
ploying it  in  its  completeness  or  compel  them  to  employ  it 
at  a  disadvantage  as  compared  with  the  inventor,  his  wilful 
endeavor  to  deceive  forfeits  all  that  right  to  protection  which 
he  might  have  otherwise  enjoyed,  and  if  established  by  suflS- 
cient  evidence  renders  his  patent  void.^ 

§  970.    Twelfth  Defence  :   Ambiguity  in  the  Deeoilption  of  the 
Invention  in  the  Patent. 

The  twelfth  defence  consists  in  an  averment  that  the  de- 
scription of  the  invention  in  the  specification  is  insufficient 
to  enable  persons  skilled  in  the  art  to  make  and  use  it  with- 
out tlie  exercise  of  their  own  inventive  skill.  The  law  re- 
quires as  a  condition  precedent  to  the  issue  of  a  patent  that 
the  applicant  shall  file  in  the  Patent  Office  a  written  descrip- 
tion of  the  invention,  and  of  the  manner  and.  process  of  mak- 
ing, constructing,  compounding,  and  using  it,  in  such  full, 
clear,  concise,  and  exact  terms  as  to  enable  any  person  skilled 
in  the  art  to  make,  construct,  compound,  and  use  the  same ; 
and  the  decision  of  the  Patent  Office  as  to  the  applicant's 
compliance  with  this  condition  has,  on  numerous  occasions^ 
been  held  subject  to  reconsideration  in  the  courts  in  cases  of 
infringement.^    Doubts  have,  however,  been  expressed  from 

*  That  to  this  defence  a  franduleDt  the  invention,  see  J  498  and  notes,  amU, 

intent  is  essential,  see  Lowell  v.  Lewis  and  §{  970,  10S4,  10S5,  and  notes,  potL 
(1817),  1  Mason,  182 ;   1  Robb,  131  ;         *  That  any  fraudulent  conoealnient 

Gray  v.  James  (1817),  Peters  C  C.  894 ;  or  redundancy  which  gives  the  inventor 

1  Robb,  120 ;    Whittemore  v.  Cutter  an  advantage  over  others,  even  in  the 

(1818),  1  Gallison,  429  ;  1  Robb,  28.  mode  of  enjoying  the  invention,  is  &tal, 

'  That  ambiguity  in  the  description  see  Cases  cited  in  note  1,  atUe, 
is  a  defence  only  when  persons  skilled         §  970.  ^  Sec.  4888,  Rev.  Stat  1874. 
in  the  art  could  not  from  it  practise         That  unless  a  person  skilled  in  tha 
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time  to  time,  and  recently  by  high  authority,  whether  simple 
ambiguity  in  the  description,  though  so  great  as  to  prevent 
the  public  from  acquiring  any  practical  knowledge  of  the  in- 
vention, if  not  intentional  or  fraudulent,  could  vitiate  the 
patent,  or  enable  an  infringer  to  attack  it  on  this  ground 
alone.^  This  question  is  of  great  importance  and  will  bear 
a  somewhat  extended  consideration.  In  the  first  place,  it  is 
evident  that  on  principle  an  ambiguous  description  of  the  in- 
vention in  a  patent  ought  to  be  regarded  as  a  fatal  defect. 
The  contract  between  the  inventor  and  the  public,  which  is 
theoretically  the  basis  of  his  rights,  obliges  him  to  place  the 
invention  fully  before  the  public,  and  render  it  practically 
available  to  them,  in  return  for  the  temporary  protection 
which  they  accord  to  him.*  The  method  which  the  law  pre- 
scribes to  him  for  making  this  disclosure  of  his  invention  is 
its  description  in  the  specification;  and  if  he  there  fails  to 
sufficiently  reveal  it,  the  consequences  to  the  public  are  the 
same  whether  the  failure  were  inadvertent  or  intentional, 
since  if,  in  either  case,  the  patent  were  considered  valid,  the 
inventor  would  receive  the  protection  he  desired  without  be- 
stowing on  the  public  the  consideration  that  the  law  provides. 
The  doctrine  that  unless  the  failure  is  intentional  and  fraudu- 
lent  the  patent  cannot  be  attacked  therefor  entirely  loses 
sight  of  the  true  nature  of  the  patent-contract,  ignores  the 
right  of  the  public  to  the  disclosure  of  the  invention,  and 
treats  the  inventor  as  responsible  for  no  infraction  of  his  own 
obligations  unless  they  are  not  only  voluntary  but  spring 
from  a  corrupt  and  evil  motive.  Such  a  doctrine  is  an 
anomaly  in  the  law  of  contracts  which  uniformly  regards  a 
breach  on  one  side,  from  whatever  cause  arising,  as  dis- 
charging the  other  party  from  his  corresponding  duties.  In 
harmony  with  the  spirit  of  that  law,  the  protection  given  to 

art  can  constract  and  practise  the  in-  fed,  see  Loom  Ck>  v.  Higgins  (1882),  105 

▼enlion  from   the   specification   alone  U.  S.  680  ;  21  0.  G.  2081. 
without  further  research  or  exercise  of        '  That  the  sole  consideration  for  the 

incentive  skill  the  patent  is  invalid,  grant  of  the  monopoly  is  the  communi- 

§§  488-494,  and  notes,  ante,  cation  of  the  invention  to  the  public 


*  That  whether  an  insufficient  de-    by  the  specification  of  the  patent,  see 
flcription  is  a  defence  unless  it  is  fraudu-    §§  41,  42,  481,  and  notes,  ante, 
lent,  and  the  fraud  is  alleged,  is  doubt- 

▼OL.  in.  — 11 
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the  patentee  should  be  dependent  on  his  performance  of  his 
part  of  the  contract,  and  his  omission  to  perform  it  should 
leave  him  in  the  same  position  which  he  would  have  occupied 
had  the  contract  not  been  made.^  Again,  the  law  expressly 
provides  that  the  patent  shall  not  issue  until  a  sufficient  de« 
scription  has  been  filed.  It  does  not  authorize  the  Patent 
Office  to  grant  a  patent  upon  an  honest  attempt  of  the  in- 
ventor to  set  forth  his  invention ;  it  requires  him  to  attain  in 
his  description  a  certain  degree  of  perspicuity  and  complete- 
ness, to  be  measured  by  the  ability  of  persons  skilled  in  the 
art  to  practise  the  invention  by  merely  following  its  direc- 
tions. The  Patent  Office  may  not  be  able  to  subject  the 
description  to  this  test,  and  may  award  a  patent  upon  a 
specification  which  will  not  endure  it ;  but  in  so  doing  the 
Office  acts  beyond  its  jurisdiction  as  truly  as  if  it  had  allowed 
the  patent  without  requiring  any  specification  whatever.  The 
courts  have  always  unhesitatingly  gone  behind  the  judgments 
of  the  Patent  Office  in  all  cases  where  its  action  was  not  war- 
ranted by  law,  and  have  held  patents  void  whenever  they  were 
granted  contrary  to  the  express  provisions  of  the  law,  although 
that  fact  could  not  be  ascertained  until  some  suit  upon  the 
patent  gave  the  opportunity  for  an  investigation  of  its  merits.* 
The  claim  that  this  particular  condition  precedent  may  safely 
be  omitted  by  the  patentee  rests  upon  no  exception  in  the  stat* 
ute,  and  is  not  justified  by  any  legal  analogy.  Again,  the 
fault  of  ambiguity  in  the  description  differs  entirely  in  its 
character  from  that  of  fraudulent  redundancy  or  concealment. 
In  the  latter,  the  inventor  endeavors  to  deceive  the  public, 
intending  at  the  outset  to  obtain  an  unfair  advantage  over  all 
those  who  may  attempt  to  practise  his  invention.  It  does  not 
alter  his  offence  nor  decrease  its  gravity  that  he  distinctly 

^  That  this  doctrine  works  no  hard-  and  of  heing  debarred  from  defending 

ship  to  the  patentee  is  apparent  from  actions  for  infringement  unless  deceit 

the  fact  that  if  his  description  is  imper-  were  provable  is,  on  the  contrary,  great 

feet,  experience  must  speedily  demon-  and  irremediable, 
strate  it  to  him,  and  the  defect  is  then         ^  That  the  action  of  the  Patent  OflSce 

curable  by  re-issue.    The  hardship  to  in  issuing  a  patent  is  only  prima  facie 

the  public  of  being  compelled  to  respect  evidence  of  its  validity  see  §  714  and 

the  monopoly  while  unable  to  derive  notes,  ante,  and  §  1016  and  notes,  poaL 
from  the  patent  their  lawful  advantage 

§970 
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communicates  a  new  invention  to  the  public   and   renders 
practically  available  to  them  an  art  or  instrument  they  had 
not  before  enjoyed.     He  may  do  this  and  still  conceal  matters 
which  render  the  invention  more  available,  or  falsely  repre- 
sent as  necessary  to  its  operation  objects  or  acts  which  make 
it  more  expensive  or  diflScult  to  use.     Such  deceit  avoids  even 
a  beneficial  patent,  not  on  the  ground  that  the  public  have 
received  no  consideration  for  the  patent,  but  on  the  ground 
that  the  attempted  fraud  forfeit-s  all  right  of  the  inventor  to 
protection.    Thus  though  a  patentee,  who  without  intending 
to  deceive  has  failed  to  properly  disclose  his  invention,  may 
have  his  patent  declared  void  for  want  of  that  particular  con- 
dition precedent  or  failure  of  consideration,  he  does  not  lose 
his  right  to  the  protection  of  his  actual  invention,  but  may 
amend  his  patent  by  re-issue  and  thereafter  vindicate  his 
privilege  against  infringers.     But  the  fraudulent  patentee  has 
no  such  remedy.    His  patent,  being  declared  void  for  inten- 
tional misrepresentation  or  concealment,  cannot  be  amended. 
The  defects  therein  did  not  occur  through  inadvertence,  acci- 
dent, or  mistake,  and  hence  he  must  remain  perpetually  de- 
prived of  his  exclusive  privilege  while  his  invention  passes  into 
the  free  enjoyment  of  the   public.    Were  these  two  faults 
united  into  one  with  these  distinctions  in  their  individual 
character  and  effect,  no  unintentional   insufficiency  in   the 
description  would  in  any  case  require  amendment  except  for 
the  more  definite  interpretation  it  might  thereby  furnish  to  the 
Claim,  and  every  judgment  against  a  patentee  on  the  ground 
of  ambiguity  in  the  description  would  not  only  destroy  the  ex- 
isting patent  but  debar  him  from  procuring  a  re-issue.     Such 
certainly  has  never  been  the  doctrine  of  the  courts,  nor  could 
it  be  adopted  at  the  present  day  without  disorganizing  most 
important  branches  of  our  patent  jurisprudence.     The  view 
here  controverted  being  thus  unsound  in  principle,  contrary  to 
statute,  and  impracticable  in  application,  may  safely  be  re- 
garded as  erroneous,  and  the  general  current  of  decisions  be 
relied  upon  as  accurate  statements  of  the  law.®    According  to 

*  This  misconception  arose  like  many  familiar  were  clearly  recognized.  Under 
others  in  the  infancy  of  our  patent  the  act  of  1793  the  court  had  power  in  a 
By  stem,  and  before  the  distinctions  now    suit  for  infringement  not  merely  to  de- 

970 
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these,  the  fact  that  persons  skilled  in  the  art  could  not  from 
the  description  alone,  without  the  exercise  of  their  own  inven- 
tive skill,  make  and  use  the  invention,  invalidates  the  patent, 
and  constitutes  a  proper  and  complete  defence  in  anj  action 
for  infringement. 

§  971.   Thirteenth  Def enoe :  Bxoeesive  Claims. 

The  thirteenth  defence  consists  in  an  averment  that  the 
Claims  contained  in  the  patent  are  excessive  and  include  mat- 
ters which  are  either  open  to  the  public  or  have  resulted  from 
the  inventive  skill  of  other  individuals.  A  patentee  who  in- 
tentionally puts  forward  such  excessive  Claims,  or  who  persists 
in  them  after  the  discovery  of  his  error,  is  presumed  to  be 
attempting  to  obtain  an  unfair  advantage  over  the  public  by 
appropriating  to  himself  inventions  which  belong  to  them  or 

cide  in  foyor  of  the  defendant  but  also  quired  to  be  given  if  the  defendant  de- 
to  declare  the  patent  itself  entirely  yoid,  sired  to  offer  evidence  that  the  spedfica- 
provided  certain  defences  were  asserted  tion  was  fraudulently  defective.  With 
in  a  notice  and  maintained  by  evi-  this  change  in  the  statute  the  old  doc- 
dence.  Among  these  was  that  of  fraud-  trine  of  the  courts  should  have  also  dia^ 
nlent  concealment  or  redundancy ;  and  appeared,  especially  after  the  decision 
though  it  was  always  held  that  other  in  Grant  v.  Raymond  (1832),  6  Peters 
defences  known  to  the  law  of  patents  218  ;  1  Robb,  604,  in  which  Marshall, 
might  be  urged  without  such  notice,  J.,  stated  that  the  notice  and  evidence 
for  the  purpose  of  defeating  the  action  of  fraudulent  intent  was  necessary  only 
against  the  defendant  without  affecting  where  the  purpose  of  the  defendant  was 
the  validity  of  the  patent,  -it  seems  to  to  obtain  a  judgment  avoiding  the  pat- 
have  been  assumed  that  when  a  defend-  ent,  while  a  defective  specification  was 
ant  urged  a  defective  specification  it  a  good  defence  under'  the  general  issue 
was  urged  under  this  statutory  privilege  when  the  defendant  desired  only  to  prob- 
and for  this  double  purpose.  Hence  tect  himself  against  the  patentee.  Like 
▼arious  decisions  are  found  before  the  other  errors,  however,  whose  correction 
act  of  1886,  in  which  the  view  is  taken  depends  on  an  historical  study  of  the 
that  a  fraudulent  intent  is  necessary  in  law,  it  has  been  from  time  to  time 
order  to  render  a  patent  void  on  account  revived,  and  as  seen  in  the  case  cited 
of  a  defective  specification.  (See  Gray  in  note  2,  has  even  extracted  a  qutrt 
V,  James  (1817),  Peters  C.  C.  894;  from  the  Supreme  Court  itself.  The 
1  Robb,  120  ;  Lowell  v.  Lewis  (1817),  paragraphs  referred  to  in  note  1  with 
1  Mason,  182  ;  1  Robb,  181  ;  Whitte-  the  cases  cited  under  them  sufficiently 
more  9.  Cutter  (1818),  1  Gallison,  429 ;  indicate  that  the  general  current  of 
1  Robb,  28.)  In  the  act  of  1886,  the  authority  supports  the  position  that  a 
power  to  declare  the  patent  void  in  defective  specification  without  ftraud  is 
infringement  suits  was  not  bestowed  now  a  good  defence  to  an  action  for 
on  the  court,  but  notice  was  still  re-  infringement. 
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which  they  might  receiye  from  the  actual  inventors ;  and  he, 
therefore,  justly  forfeits  all  those  rights  which  otherwise  his 
patent  might  confer.^  Under  the  early  English  practice  this 
question  was  determined  by  a  mere  inspection  of  the  patent, 
and  if  it  claimed  too  much  upon  its  face,  it  was  irremediably 
•defective  and  invalid.^  But  under  our  present  statutes  an 
excessive  Claim  may  be  amended  by  re-issue  or  disclaimer 
when  the  excessive  matter  was  inserted  through  inadvertence, 
accident,  or  mistake,  without  wilful  default  or  intent  to  de* 
fraud  or  mislead  the  public,  and  when  the  remaining  matter 
is  a  material  or  substantial  part  of  the  invention  as  originally 
claimed,  and  can  exist  independently  of  the  excess  as  a  com- 
plete and  patentable  invention,  provided  the  amendment  is 
made  without  unreasonable  delay .^  If,  therefore,  an  excessive 
Claim  is  knowingly  and  wilfully  inserted  in  the  patent,  or  if 
although  inserted  without  fault  it  cannot  be  amended  without 
eliminating  all  patentable  subject-matter  from  the  Claim,  or 
if  although  amendable  its  amendment  has  not  been  effected 
with  reasonable  diligence,  the  patentee  cannot  avail  himself 
of  the  patent  in  the  assertion  or  vindication  of  his  rights. 
In  all  such  cases  this  defence  is  proper,  and  the  suit  based  on 
the  patent  fails.  But  in  those  cases  where  the  Claim  is 
amendable,  and  reasonable  time  for  the  amendment  has  not 
yet  elapsed,  the  defect  may  be  removed  pending  the  suit,  and 
this  defence  will  only  bar  the  plaintiff's  right  to  costs.^  After 
such  an  amendment  all  issues  concerning  the  patentability  of 

§  971.  ^  That  an  intentional  ezces-  intentional,   is  curable  by  re-iflsue  or 

siTe  Claim  is  an  attempt  to  defraud  the  disclaimer,  see  §§  642-644,   656-658, 

public  and  renders  the  patent  void,  see  687,  and  notes,  aaUe. 
§  644  and  notes,  ante,  ^  That  a  disclaimer  restricting  ez- 

That  where  a  Claim  is  intentionally  cessive  Claims  may  be  filed  pending  suit, 

excessive  it  cannot  be  cured  by  re-issue  and  the  plaintiff  may  then  recover  on 

or  disclaimer,  see  J  644  and  notes,  ante,  the  amended  Claim,  but  without  costs, 

'  That  in  England  a  Claim  excessive  see  §  651  and  notes,  ante, 
on    its   face   avoided  the  patent,   see         That  where  one  Claim  of  a  patent  is 

Bovill  V.  Moore  (1816),  Davies  P.  C.  declared  invalid  so  nearly  to  the  expira- 

361  ;  I  Abb.   P.  C.  281  ;  Huddart  v,  tion  of  the  patent  that  no  disclaimer 

Grimshaw  (1803),  1  Web.  85  ;  1  Abb.  can  be  filed,  the  patentee  can  recover 

p.  C.  128  ;  Rex  v.  Else  (1785),  1  Web.  on  the  valid  Claims,  though  he  does  not 

76  ;  1  Abb.  P.  C.  40.  disclaim  the  invalid,  see  Kittle  v.  Hall 

>  That  an  excessive  Claim,  if  not  (1887),  30  Fed.  Rep.  239. 
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the  invention  are  limited  to  the  subject-matter  of  the  amended 
Claim.® 

§  972.    Fourteenth  Defence :  Ambiguity  in  the  daims. 

The  fourteenth  defence  consists  in  a  denial  that  the  Claim 
defines  the  invention  which  the  patent  purports  to  protect 
with  such  precision  and  completeness  as  to  distinguish  it  from 
all  other  inventions.  It  is  equivalent  to  an  averment  that 
the  Claim  is  ambiguous,  uncertain,  or  unintelligible,  and  that 
the  patent  is  therefore  void.  The  Claim  of  a  patent  is  the  life 
of  the  patent ;  and  either  alone  or  as  interpreted  by  the  de- 
scription, it  must  clearly  and  exactly  draw  the  line  between 
the  inventions  over  which  the  patentee  asserts  his  exclusive 
rights,  and  those  which  are  beyond  the  scope  of  his  monopoly. 
If  the  Claim  is  unintelligible  and  conveys  no  idea  of  the  in* 
vention  claimed;  or  if  it  is  uncertain,  conveying  some  idea 
but  not  precisely  specifying  its  essential  characteristics;  or 
if  it  is  ambiguous,  expressing  the  ideas  that  underlie  two  or 
more  different  inventions  but  leaving  it  doubtful  which  the 
inventor  actually  intends  to  claim,  the  patent  is  inoperative 
as  a  grant,  and  affords  no  protection  to  the  patentee.^  In 
patents  which  embrace  more  than  one  Claim,  either  for  the 
same  or  different  inventions,  the  presence  of  defective  Claims 
does  not  impair  the  validity  of  the  others  if  these  are  in  them- 
selves sufficient.^  Each  Claim  is  judged  by  itself,  and  stands 
or  falls  as  though  it  were  the  only  one  included  in  the  patent 
Hence  this  defence  is  proper  in  suits  based  on  a  patent  which 

•  That  after  a  diaclaimor  all  ques-  Furst  &  Bradley  Mfg.  Co.  (1S81),  10 

tioDs  in  reference  to  the  patent  concern  Bissell,  402  ;   21  0.  G.  261  ;  9  Fed. 

it  only  in  its  amended  state,  see  McCor-  Rep.  450  ;  Blake  v,  Stafford  (1868),  6 

mick  V.  Seymour  (1854),  3  Blatch.  209  ;  Blatch.  195  ;   8  Fisher,   294 ;  Carr  v. 

Clark  V.  Kenrick  (1843),  12  M.  k  W.  Rice  (1858),  4  Bbtch.  200  ;  1  Fisher, 

221.  825  ;  Hoyey  v.  Stevens  (1846),  8  W.  & 

That  where  a  disclaimer  is   made  M.  17  ;  2  Robb,  567  ;  Brooks  v.  Jen- 

pending  suit,  the  proceedings  need  not  kins  (1844),  8  McLean,  432 ;  Ames  v. 

be  recommenced,  unless  the  defendant  Howard   (1838),    1    Sumner,    482  ;    1 

has  been  prejudiced,  see  Libbey  r.  Mt.  Robb,    689  ;    Barrett  v.   Hall   (1818), 

Washington  Glass  Co.  (1886),  36  O.  G.  1  Mason,  447  ;  1  Robb,  207. 
572  ;  26  Fed.  Rep.  757.  «  That  defective  Chums  do  not  im- 

§  972.  1  That  ambiguity  in  the  Claim  pair  the  validity  of  such  as  are  sufficient 

is  fatal  to  the  patent,  see  Edgarton  v.  see  §§  537,  684,  695,  and  notes*  mUe, 
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contains  a  single  and  defective  Claim,  or  on  the  invalid  Claims 
of  a  patent  which  contains  other  perfect  Claims  not  covering 
the  infringed  invention,  bat  is  of  course  inapplicable  in  cases 
where  the  invention  in  dispute  is  properly  defined  in  any  one 
Claim  of  the  patent,  however  erroneously  it  is  set  forth  in  the 
others. 

§  973.    Fifteenth  Defence :  Surrender  of  the  Patent 

The  fifteenth  defence  consists  in  a  denial  that  the  patent 
described  in  the  declaration,  though  once  existing  as  a 
valid  patent,  is  now  capable  of  serving  as  the  foundation  of  a 
suit.  This  defence  is  equivalent  to  an  averment  that  the 
patent  and  all  rights  of  action  under  it  have  been  extin- 
guished. It  concedes  that  the  patent  was  lawfully  issued  to 
the  patentee  and  complied  with  the  various  conditions  re- 
quisite to  its  validity,  but  asserts  that  it  has  been  determined 
in  such  a  manner  as  to  involve  in  its  destruction  all  causes  of 
action  which  had  previously  arisen.  This  can  occur  only  in 
case  of  the  surrender  of  a  patent  by  its  lawful  owners,  either 
for  the  purposes  of  a  re-issue,  or  as  a  method  of  abandoning 
the  invention  to  the  public.^  The  expiration  of  a  patent  by 
lapse  of  the  term  for  which  it  was  granted  does  not  affect  the 
rights  of  action  which  already  have  accrued.^  The  repeal 
of  a  patent,  whether  at  the  suit  of  the  government  or  of  an 
interfering  patentee,  involves  a  judgment  that  it  never  existed 
as  a  valid  patent.  Thus  this  defence  is  applicable  only  in 
the  case  of  a  surrender,  and  is  available  whether  the  surrender 
took  effect  before  or  after  the  institution  of  the  suit. 

§  974.    Sixteenth  Defence  :  Repeal  of  the  Patent. 

The  sixteenth  defence  consists  in  a  denial  that  the  patent, 
though  issued  in  apparent  conformity  with  the  requirements 
of  the  law,,  ever  existed  as  a  lawful  patent,  or  still  exists  in 
any  form  whatever.  It  is  equivalent  to  an  averment  that  the 
patent  was  granted  contrary  to  law,,  and  has  on  that  account 

§  973.  1  That  the  surrender  of  a  pat-  *  That  an  action  may  be  maintained 
ent  extinguishes  all  existing  rights  of  after  the  expiration  of  a  patent  for  in- 
action, see  Moffitt  v,  Oaar  (I860),  1  frin^ements  committed  during  its  term, 
Bond,  815.  see  §§  908,  937,  1092  and  notes,  posL 
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been  recalled  and  cancelled  by  the  government.  This  occars 
in  the  two  cases  where  a  prior  inventor  and  rival  patentee 
obtains  the  revocation  of  the  patent  by  an  equitable  pro- 
ceeding for  that  purpose,  and  where  the  government  itself 
institutes  and  prevails  in  a  suit  for  its  repeal.  In  these  cases 
the  patent  is  held  void  ab  initio^  all  rights  acquired  under  it 
existing  in  ap})earance  only,  and  the  monopoly  which  it  pur- 
ported to  create  being  a  wrongful  and  unwarranted  imposition 
on  the  public  or  the  true  inventor.^  Where  the  patent  has 
been  repealed  in  totOy  as  in  proceedings  by  the  government  or 
between  the  rival  patentees,  this  defence  is  available  in  any 
suit  based  on  the  patent.  Where  it  has  been  annulled  only 
in  reference  to  certain  owners  of  the  rival  patents,  this  defence 
is  no  bar  to  an  action  between  other  owners,  the  patent  as  to 
them  remaining  unaffected  by  the  judgment.'  This  defence 
completes  the  group  of  those  by  which  the  patent  is  attacked, 
and  its  existence  or  validity  denied,  on  grounds  which  do  not 
touch  the  patentability  of  the  invention  or  the  right  of  the 
alleged  inventor  to  a  patent. 

§  975.   Seventeenth   Defence  :    Denial  of   a  Lesal   Title  in  the 
PlaintUL 

The  seventeenth  defence  attacks  the  title  of  the  plaintiff  to 
the  patent,  and  consists  in  a  denial  that  his  interest  in  the 
patented  invention  is  of  such  a  character  as  to  enable  him  to 
maintain  an  action  at  law.  Questions  concerning  the  capacity 
of  the  plaintiff  to  sue,  whether  they  relate  to  defective  cor- 
porate organization  or  to  infancy  or  coverture,  and  questions 
concerning  the  misjoinder  or  non-joinder  of  plaintiffs,  are  not 
embraced  in  this  defence,  such  matters  being  available  to  the 
defendant  only  in  abatement.^    This  defence  rests  upon  the 

§  974.  1  That  the  repeal  or  annulling  484  ;  1  0.  G  499  ;  5  Fisher,  518  ;  and 

of  a  patent  is  a  rescission  of  the  monop-  §§  723,  724  and  notes,  ante, 
oly  ab  initio,  and  demonstrates  that  no         §  975.  ^  That  the  want  of  corporate 

rights  under  it  coald  ever  have  existed,  capacity  on  the  part  of  the  plaintiffs  is 

see  f  §  723,  724,  730,  and  notes,  ante,  no  defence,   except  in  ahatement,  see 

^  That  where  a  patent  is  annulled  as  Dental    Vulcanite    Co.    v.   Wetherbee 

to  certain  parties  or  territory  only,  it  (1866),  2  Clifford,  555  ;  8  Fisher,  87. 
remains  in  forca  as  to  other  owners,         That  a  defect  in  the  organization  of 

see  Mowry  v.  Whitney  (1872),  14  AValL  a  plaintiff  corporation  cannot  be  set  np 
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doctrine  that  at  law  no  one  can  sue  for  au  infringement  unless 
lie  is  a  legal  owner  of  the  monopoly,  —  that  is,  unless  he  is  a 
patentee,  an  assignee,  or  a  grantee  enforcing  his  rights  within 
his  own  territory.^  Any  defects  in  these  legal  titles  may  be 
taken  advantage  of  under  this  defence,  but  equitable  interests 
cannot  be  set  up  in  a  suit  at  law  to  defeat  the  claims  of  the 
record  owner  of  the  patent.^ 

§  976.  Bighteenth  Defence:  Denial  that  the  Art  or  InBtminent 
Bmployed  by  the  Defendant  is  Covered  by  the  Patent. 

The  eighteenth  defence,  which  is  the  first  one  of  the  group 
raising  an  issue  on  the  allegation  of  infringement,  consists  in 
a  denial  that  the  art  or  article  employed  by  the  defendant  is 
covered  by  the  patent  of  the  plaintiff.  This  is  equivalent  to 
an  averment  that  the  idea  of  means,  embodied  and  expressed 
in  the  invention  described  and  claimed  by  the  patent,  is  not 
identical  with,  or  included  in,  the  idea  embodied  in  the  in- 
vention used  by  the  defendant.  This  defence  does  not  simply 
deny  the  identity  of  the  two  inventions,  for  want  of  identity 
is  not  proof  of  non-infringement,  —  an  original  invention 
being  infringed  by  the  use  of  an  improvement,  though  impor- 
tant differences  subsist  between  them.^  It  denies  that  the 
defendant  employs  the  patented  invention  either  in  specie,  or 
as  the  foundation  for,  or  as  an  element  incorporated  in,  his 
own.  Only,  therefore,  when  his  invention  excludes  the  pa- 
tented invention  in  every  form  can  the  defendant  properly 
urge  this  defence,  and  seek  escape  from  liability  for  an  in- 

as  a  defence  in  a  snit  for  infringement,         '  That  the  equitable  interests  of  third 

see  Dental  Vulcanite  Co.  v.  Wetherbee  persons  in  the  patent  cannot  be  set  up 

(1866),  3  Fisher,  87  ;  2  Clifford,  555.  in  defence  against  the  legal  title  of  the 

S  That  the  legal  owner  of  the  patent  plaintiff,   see    Graham    v.   McCormick 

at  the  date  of  the  infringement,  or  the  (1880),  21  0.  G.  1538;  11  Fed.  Rep. 

assignee  of  his  canse  of  action,  is  the  859  ;    10  Bissell,    39  ;   5  Bann.  ft  A. 

only  proper  plaintiff  at  law,  see  §§  987-  244. 

948  and  notes,  ante.  §  976.  ^  That  wherever  the  defend- 
That  it  is  no  defence  to  a  suit  on  an  ant  uses  the  plaintiffs  invention  either 
extended  patent  that  third  parties  owned  alone  or  as  part  of  another  invention,  or 
the  territory  where  the  infringement  is  coupled  with  improvements,  he  is  guilty 
claimed  nnder  the  original  patent,  un-  of  infringement,  see  §§  891-894  and 
less  they  owned  the  extension  also,  see  notes,  atUe, 
Aultmnn  v.  HoUey  (1873),  5  0.  G.  3. 
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fringemeut  in  the  fact  that  the  invention  which  he  has  em- 
ployed is  not  within  the  monopoly  created  by  the  patent.^ 

§  977.   Nineteenth  Defence  :  Denial  that  the  Aoti  of  the  Defend- 
ant were  Infringing  Aots. 

The  nineteenth  defence  consists  in  a  denial  that  the  acts 
performed  by  the  defendant  in  relation  to  the  patented  in- 
vention were  of  such  a  character  as  to  subject  him  to  an 
aption  for  infringement.  It  is  equivalent  to  an  averment 
that  whatever  else  he  may  have  done,  he  has  not  voluntarily 
made  or  used  or  sold  the  patented  invention.  According  to 
the  judicial  interpretation  given  to  the  terms  ^^make"  and 
'^  use  "  and  ^^  sell,"  they  embrace  many  actions  outside  of  their 
ordinary  and  technical  meanings,  their  construction  being 
extended  to  include  the  various  artifices  to  which  adroit  in- 
fringers may  resort,  in  order  to  effect  the  same  results  that 
are  attained  by  the  usual  modes  of  making,  use,  or  sale.^  This 
defence  is,  therefore,  appropriate  when  the  conduct  of  the 
defendant  in  reference  to  the  invention  does  not  fall  within 
the  interpretation  given  to  either  of  these  terms.  It  is  also 
proper  where  his  acts,  though  in  their  nature  true  acts  of 
infringement,  were  not  voluntarily  performed,  as  in  the  case 
of  workmen,  agents,  or  officials  acting  under  orders  and  having 
no  discretion  as  to  the  instruments  or  operations  they  employ 
in  carrying  out  the  commands  of  their  superiors.  In  such 
cases  the  acts  of  infringement,  though  physically  their  own, 
are  not  legally  imputable  to  them,  but  to  the  persons  in  obedi- 
ence to  whose  orders  and  direction  they  have  been  committed.' 

'  That  the  defendant  may  8how  that        '  That  an  inyolontary  act,  or  an  act 

he  does  not  infringe  at  aU  or  that  he  in-  in  obedience  to  legal  superiors  is  not  an 

fringes  only  a  part  of  the  Claims,  see  infringement,  see  Hollister  v.  Benedict 

Bates  V.  Ooe  (1878),  98  U.  S.  81  ;  16  Mfg.  Co.  (1885),  118  U.  S.  59;  Heaton 

O.  6.  337.  V,  Quintard  (1869),  7  Blatch.  78  ;  De- 

§  977.  ^  As   to  the   various    forms  lano  v.  Scott  (18S4),  1  GUpin,  489 ;  1 

which  acts  of  infringement  may  assume,  Robb,  700. 
see  S§  897-905,  922-980  and  notes,  aiUe, 
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§  978.  Twentieth  Defence :  Denial  that  the  Alleged  Acts  of  In* 
fringement  "were  Committed  "while  the  Patent  was  in 
Force. 

The  twentieth  defence  consists  in  a  denial  that  the  patent 
was  in  force  when  the  alleged  acts  of  infringement  were  com- 
mitted. It  concedes  that  the  patented  invention  has  been 
made  or  used  or  sold  by  the  defendant,  but  avers  that  these 
acts  were  performed  either  before  the  patent  issued  or  after 
it  expired.  Whatever  rights  of  action  may  accrue  at  common 
law  to  the  owner  of  an  invention  from  its  unauthorized  use 
before  the  date  of  his  patent,  and  whatever  redress  for  such 
use  may  be  awarded  in  the  English  courts  in  a  suit  based 
upon  the  patent,  our  own  courts  have  uniformly  held  that  no 
suit  for  infringement  can  be  sustained  under  our  Patent  Law 
unless  the  acts  complained  of  were  performed  after  the  patent 
had  been  granted.^  The  patent  is  regarded  as  the  foundation 
of  the  right  which  is  invaded  by  the  infringement,  and  only 
acts  committed  while  the  patent  is  in  force  can  violate  the 
right  which  it  creates.  For  this  reason,  also,  acts  perpetrated 
after  the  patent  has  expired  are  not  infringements,  except  in 
cases  where  they  are  performed  in  consequence  of  plans  de- 
vised and  preparations  made  during  the  life  of  the  patent,  the 
present  act  thereby  relating  back  and  constituting  one  trans- 
action with  the  former,  and  thus  rendering  the  defendant 
liable  for  both.*  This  defence,  therefore,  either  simply  puts 
in  issue  the  date  of  the  alleged  infringement  as  compared  with 
the  dates  of  the  grant  and  the  expiration  of  the  patent,  or,  in 
addition  to  these,  it  raises  the  question  whether  the  acts  per- 
formed after  the  patent  had  expired  were  so  connected  with 
preceding  acts  as  to  make  them  elements  in  a  line  of  conduct 
which,  taken  as  a  whole,  amounted  to  infringement.  In  esti- 
mating the  duration  of  a  patent  the  term  expressed  upon  its 
face  is  not  conclusive.^    If  prior  foreign  patents  have  been 

§  978.  ^  That  no  iufringement  of  the  while  the  patent  was  in  force,  see  {  908, 

patent  is  possible  until  after  the  patent  and  notes,  arUe. 

has  been  granted,  see  {  907  and  notes,  *  That  the  date  of  the  expiration  of 

ante.  a  patent  is  fixed  by  law,  whatever  the 

*  That  acts  of  infringement  may  be  term  named  therein  may  be,  see  {  622 

committed  after  tlie  patent  has  ex])ired,  and  notes,  ante, 
if  relating  back  to  preparations  made 
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issued  for  the  same  invention,  the  life  of  the  domestic  patent 
must  be  measured  by  that  of  the  foreign  patent  which  will 
first  expire,  if  within  the  statutory  period  of  seventeen  years.^ 

§  979.   Twenty-First  Defenbe :  Co-ownenhip  of  the  Patent^  or 
Uoense  from  its  Lawfcil  Owner. 

The  twenty-first  defence  consists  in  an  averment  that  the 
acts  of  making,  using,  and  selling  the  patented  invention, 
though  voluntarily  performed  by  the  defendant  during  the  life 
of  the  patent,  were  not  wrongful  invasions  of  the  plaintiff's 
rights.  It  is  equivalent  to  a  plea  of  justification,  and  an  alle* 
gation  that  the  defendant  acted  upon  due  authority.  It  is  a 
proper  defence  where  one  part-owner  ol  a  patent  is  sued  by 
his  co-owner  for  acts  which  are  confined  to  the  employment  of 
the  patented  invention,  or  where  for  similar  acts  a  licensee  is 
made  defendant  in  proceedings  instituted  by  his  licensor.^ 
But  where  the  invention  used  by  a  part-owner  or  a  licensee  is 
not  identical  with  that  protected  by  the  patent,  this  defence 
will  not  avail.^  In  such  cases  there  is  either  no  infringement 
because  the  invention  practised  does  not  include  the  patented 
invention,  or  the  acts  of  the  part-owner  or  licensee  in  employ** 

*  That  the  duration  of  a  patent  is        That  the  acts  of  alleged  infringement 

limited  by  that  of  the  prior  foreign  pat-  are  performed  under  a  license,  is  a  suf- 

ent  having  the  shortest  term,  see  §  622-  ficient  defence,  see  Watson  v.  Smith 

624  and  notes,  anU.  (1881),   20  O.   6.  300 ;    7  Fed.  Repw 

That  an  English  patent,  taken  out  350. 
without  authority  from  the  American        See  also  §  915  and  notes,  ante, 
inventor,  cannot  affect  his  rights  in  the        ^  That  a  part-owner  may  infringe  bj 

United  States,  see  Kendrick  r.  Emmons  using  an  infringing  invention,  see  Her- 

(1875),  9  0.  G.  211 ;  2Banu.  &  A.  208.  ring   v.   Gas    Consumers     Association 

Tliat  the  validity  of  an  American  (1878),  9  Fed.   Rep.   556  ;    21  O.   6. 

patent  is  not  affected  by  that  of  a  for-  203  ;  18  0.  G.  6S7  ;  8  McCrary,  206  ; 

eign  patent,  though  its  duration  may  8  Bann.  &  A.   258  ;  also  §  918  and 

be,  see  Comely  v,  Marckwald  (1888),  notes,  ante. 

24  O.  G.  498  ;  21  Blatch.  367  ;  17  Fed.         That  a  licensee  may  infringe  by  using 

Rep.  83.  an  infringing  invention,  or  by  any  use 

§  979.  ^  That  a  part-owner  does  not  of  the  patented  invention  which  is  not 

infringe  by  any  use  of  the  patented  in-  covered  by  his  license,  see  {§  819,  915 

veution,  see  Herring  v.  Gas  Consumers  and  notes,  ante. 

Association  (1878),  9  Fed.  Rep.  556;         That  a  receiver  of  a  firm  cannot  de- 

21  0.  G.  203;  13  0.  G.  687;  8  Mc-  fend  on  the  ground  of  a  license  granted 

Crary,   206  ;  3  Bann.  &  A.  253  ;  also  personally  to  the  copartners,  see  Curran 

§§  796,  797,  913  and  notes,  ante.  v.  Craig  (1884),  22  Fed.  Bep.  101. 
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ing  other  inventions  which  include  the  patented  invention  lie 
outside  the  authority  conferred  upon  them  by  the  patent  or 
the  license,  and  hence  are  true  infringements.^  This  defence 
completes  the  group  of  those  which,  admitting  the  patenta- 
bility of  tlie  invention,  the  validity  of  the  patent,  and  the  title 
of  the  plaintiff,  deny  tl^at  the  defendant  voluntarily  and  with- 
out authority  made,  used,  or  sold  the  patented  invention. 

§  900.   Twenty-Second  Defence  :   Statute  of  Ziimitations. 

The  twenty-second  defence  is  the  first  one  of  a  special 
group  whose  members*  have  no  immediate  resemblance  to 
each  other,  save  that  they  recognize  the  existence  of  a  cause 
of  action  on  the  part  of  the  plaintiff  against  the  defendant, 
and  aver  that  he  has  forfeited  by  his  own  conduct  his  right  to 
legal  redress.  All  these  defences  rest  ultimately  on  the  doc- 
trine of  estoppel,  —  the  difference  between  them  residing  in 
the  acts  out  of  which  the  estoppel  arises  and  the  authority  by 
which  it  is  defined  and  enforced.  The  first  consists  in  an 
averment  that  tlie  plaintiff  has  not  commenced  his  action 
within  the  time  prescribed  by  the  Statute  of  Limitations. 
Whether  this  defence  is  permissible  in  a  suit  for  the  infringe- 
ment of  a  patent  is  a  question  of  some  difficulty,  which  has 
not  been  completely  settled  by  the  courts.  That  where  an 
act  of  Congress  fixes  a  period,  within  which  actions  of  in- 
fringement must  be  brought,  the  expiration  of  that  period  ef- 
fectually deprives  the  owner  of  the  patent  of  his  right  to  sue 
may  be  regarded  as  indisputable.  But  when  no  Federal 
statute  of  Ais  character  exists,  as  was  the  case  before  the 

*  That  men  non-payment  of  royal-  That  if  a  license  set  np  in  defence  is 
tlee  does  not  forfeit  a  Hcense  nnless  the  shown  to  have  been  revoked  before  the 
contract  so  provides,  and  the  continued  infringement,  the  defence  will  be  over- 
use of  the  licensed  invention  is  a  mere  rnled,  and  the  defendant  allowed  to  de- 
hreach  of  contract,  not  an  infringement,  .  fend  like  other  infringers,  see  Wooster 
see  ConsoUdated  Middlings  Purifier  Co.  v.  Singer  Mfg.  Co.  (1883),  28  0.  G. 
V.  Wolf  (1880),  87  0.  G.  667  ;  28  Fed.  2518. 
Bep.  814.  That  the  rights  of  a  purchaser  from 

That  the  covenants  in  a  license  can-  a  foreign  maker  are  subordinate  to  those 

not  deprive  a  licensee  of  the  right  to  of  the  patentee  under  his  American  pat* 

show  that  he  does  not   infringe,   see  ent,  see  Graff  v.  Boesch  (1887),  88  Fed. 

White  V.  Lee  (1882),  28  a  G.  1621 ;,  Bep.  279. 
14  Fed..  Bep.  789. 


174          TREATISE  ON  THE  LAW  OP  PATENTS.    [BOOK  IV. 

act  of  1870  and  has  been  since  the  Revision  of  1874,  the  limi- 
tation, if  there  be  any,  must  result  from  the  statutes  of  the 
State  in  which  the  action  is  commenced.     Whether  such 

statutes  apply  to  suits  under  the  Patent  Law  is  doubtful. 
Some  courts  have  affirmed  while  others  have  denied  it.^    In 

§  980.  ^  In  Hayden  v.  Oriental  MUIb  out  the  United  States,  but  the  remedies 
(1883),  15  Fed.  Rep.  605,  Lowell,  J.  :  in  equity  are  barred  in  those  courts  by 
(605)  "  Several  judges  of  great  ability  the  State  Statutes  of  Limitation  in  cer- 
aud  experience  have  held  that  the  Stat-  tain  cases.  .  .  .  To  us  it  seems  as 
iites  of  Limitation  of  the  States  do  not  inadmissible  to  say  that  Sec.  721  does 
affect  actions  upon  patent  rights,  upon  not  apply  to  patent  cases,  as  that  the 
the  theory  that  Sec  84  of  the  Judiciary  law  adopting  the  general  practice  of  the 
Act  (now  Bev.  Stat.  Sec  721),  making  States  does  not  apply  to  them.  In  one 
the  laws  of  the  States  the  rules  of  decis-  particular  it  perhaps  does  not,  because 
ion  in  the  courts  of  the  United  States,  in  the  statute  says  that  an  action  on  the 
actions  at  the  common  law,  does  not  ap-  case  shall  be  the  remedy.  This  is  a  re- 
ply to  actions  which  are  within  the  ex-  production  of  the  old  law  which  was 
elusive  jurisdiction  of  the  courts  of  the  passed  when  all  the  States  had  that 
United  States.  There  are  several  able  form  of  action,  and  may  or  may  not 
decisions  on  the  other  side,  but  perhaps  now  be  an'  exclusive  remedy;  but  no 
the  weight  of  authority  is  with  the  plain-  one  can  deny  that  in  other  respects  the 
tiff  on  this  point.  We  give  the  cita-  process  and  procedure  acts  apply  to 
tions  in  a  note  at  the  end  of  this  opin-  actions  at  law  for  the  infringement  of 
ion.  This  is  an  action  at  law,  and  if  patent-rights.  A  dozen  questions  may 
the  statutes  in  question  do  not  apply,  arise  in  any  patent  case  which  can 
there  is  no  limitation,  unless  it  be  that  only  be  decided  by  the  law  of  the  State, 
of  Rhode  Island  in  1789,  —  for  a  court  There  is  no  doubt,  of  course,  of  the 
of  common  law  has  no  discretion  to  re-  right  of  Congress  to  make  a  Statute  of 
fuse  to  entertain  stale  claims.  This  Limitations  for  patent  causes.  The 
result  appears  to  us  to  be  inadmis-  power  is  specially  reserved  in  Sec.  721, 
Bible.  No  reason  is  given  in  any  de-  and  by  the  act  of  1870,  Sec  55  (16  St. 
cision  for  excepting  one  class  of  cases  206),  they  made  such  a  law,  which  pro- 
out  of  Sec.  721.  Some  arguments  upon  vides  that  all  actions  shall  be  brought 
the  general  question  have  been  made  within  the^  term  for  which  letters-patent 
which  we  shall  advert  to.  There  is  no  shall  be  granted  or  extended,  or  within 
such  exception  in  the  statute  itself,  and  six  years  thereafter.  Congress,  when 
none  in  its  intent  and  purpose.  Exclu-  they  passed  this  act,  may  have  sup- 
sive  jurisdiction  is  given  for  reasons  posed  that  there  was  no  limitation; 
which  are  apart  from  this  question,  but,  if  so,  they  found  out  their  mistake, 
For  instance,  in  patent  cases  the  Fed-  for  they  repealed  this  part  of  the  patent 
eral  courts  have  this  control  in  order  law,  when  they  passed  the  Revised 
that  the  construction  of  the  law  and  of  Statutes,  by  omitting  it  from  the  chap- 
the  patents  granted  under  it  may  be  as  ter  on  patents.  Sayles  v.  Oregon  Central 
nearly  uniform  as  possible,  not  that  the  R.  R.  Co.,  6  Sawy.  81;  Vaughn  v.  East 
remedies  of  a  patentee  shall  be  of  uni-  Tenn.  &c.  R.  Co.,  11  0.  G.  789.  When 
form  duration.  Equity  is  a  uniform  they  thus  repealed  the  act  of  Congress, 
S3r8tem  in  the  Federal  courts  through-  the  State  law  became  again  applicable 
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ibis  divergence  of  authority  no  opinion  can  be  more  than 
probable.     The  peculiar  nature  of  a  patent  right  as  a  uni- 

to  fatare  infringements,  but  one  of  the  Co.  (1879),  9  Fed.  Rep.  516;  5  Dillon, 
repealing  sectiona  (Sec.  6599)  reserves  561;  8  Bann.  k  A.  219. 
all  eTisting  causes  of  action,  so  far  as  On  the  contrary :  In  Anthony  v. 
limitations  are  concerned,  precisely  as  Carroll  (1875),  2  Bann.  &  A.  195,  Shep* 
though  no  repeal  had  been  made,  ley,  J. :  (197)  ''Should  the  legislature 
Sayles  v,  Oregon  Central  R.  R.  Co.,  of  a  State  pass  an  act  in  express  terms 
tupra ;  Vaughn  v.  East  Tenn.  &c  K.  limiting  the  time  for  bringing  an  action 
Co.  supra:*  24  0.  6.  §  601  (601).  in  the  Federal  courts  for  infringe- 
In  Sayles  «.  Richmond,  Fredericks-  ment  of  patent-rights,  there  can  be 
bufg  &  Potomac  R.  R.  Co.  (1879),  8  no  reasonable  doubt  that  such  a  stat* 
Hughes,  172,  Hughes,  J.  :  (178)  "The  ute  would  be  unconstitutional  and 
thirty-fourth  section  of  the  Judiciary  Toid.  The  policy  of  the  government 
Act  of  1789  (Sec  721  of  the  Revised  to  provide  a  uniform  system  of  rights 
Statutes  of  the  United  States)  is  the  and  remedies  throughout  the  United 
only  general  statute  of  limitations  States  upon  the  whole  subject-matter  of 
known  in  Federal  legislation.  In  pro-  patents  for  new  and  useful  inventions 
Tiding  that  the  laws  of  the  several  and  discoveries  by  placing  it  under  the 
States  shall  be  the  rules  of  decision  control  of  Congress  and  the  Federal 
in  trials  at  common  law  in  courts  of  courts  would  be  frustrated  if  such  State 
the  United  States,  except  where  treaties  legislation  could  directly  or  indirectly 
or  acts  of  Congress  otherwise  provide,  limit,  restrict,  or  take  away  the  remedy. 
Congress  virtually  adopted  the  Statute  of  For  these  reasons  I  think  no  State  Stat- 
Limitations  of  each  State  as  the  limits-  ute  of  Limitations  can  be  pleaded  in  bar 
tion  of  actions  brought  in  the  United  of  this  action."  9  0.  0.  199  (200). 
States  courts  held  in  that  SUte.  This  In  Read  v.  Miller  (1867),  8  Fisher, 
point  is  so  thoroughly  settled  that  it  is  810,  McDonald,  J.  :  (818)  *'  Since, 
useless  for  me  to  cite  authorities  on  the  then,  no  State  has  any  power  to  legis- 
subject.'*  4  Bann.  &  A.  289  (240);  16  late  concerning  patent-rights,  and  no 
O.  6.  48  (48).  State  court  has  jurisdiction  to  ad- 
Further,  that  State  Statutes  of  Limi-  judicate  concerning  any  violation  of 
tation  apply  where  there  is  no  Federal  them,  it  can  hardly  be«snpposed  that  a 
statute,  see  Royer  v.  Coupe  (1886),  29  State  may,  nevertheless,  pass  Statutes 
Fed.  Rep.  858;  89  0.  0.289;  Hayward  of  Limitation  concerning  them,  which 
«.  City  of  St.  Louis  (1882),  11  Fed.  shall  control  national  courts  in  suits 
Rep.  427;  8  McOary,  614 ;  Sayles  v.  brought  for  their  infringement.  It 
Oregon  Central  R.  R.  Co.  (1879),  6  ought  not  to  be  presumed  that  the 
Sawyer,  81;  4  Bann.  &  A.  429;  Rich  v.  State  legislature,  in  passing  a  Statute  of 
Ricketts  (1870),  7  Blatch.  280 ;  Parker  Limitation,  ever  intended  it  to  extend  to 
«.  Hawk  (1857),  2  Fisher,  58.  patent-right  litigations,  since  such  liti- 
That  State  Statutes  of  Limitation  gation  cannot  arise  in  a  State  court.  Nor 
do  not  apply  where  there  is  a  Federal  ought  the  presumption  to  be  indulged 
statute,  see  Sayles  v.  Louisville  City  that  Sec.  84  of  the  Judiciary  Act  could 
R.  R.  Co.  (1881),  9  Fed.  Rep.  512  ;  have  been  intended  t4>  authorize  State 
Sayles  r.  Lake  Shore  &  Michigan  South-  legislatures  to  pass  Statutes  of  Limita- 
em  R.  R.  Co.  (1879),  9  Fed  Rep.  515;  tion  on  sulrjects  over  which  the  States 
Sayles  v.  Dubuque  k  Sioux  City  R.  R.  have  no  control.     Moreover,  it  should 
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versal  franchise  co-extensive  with  the  United  States,  its  extreme 
susceptibility  to  secret  invasion,  the  fact  that  numerous  causes 
of  action  against  different  defendants  involving  in  the  main 
the  same  issues  and  practically  requiring  but  one  extended 
litigation  often  arise  almost  simultaneously,  and  the  manifest 
advantage  of  uniformity  throughout  the  entire  country  in  all 
matters  connected  with  the  enforcement  of  any  universal 
right,  indicate  that  this  important  feature  of  remedial  juris- 
prudence is  solely  within  Federal  jurisdiction,  and  can  be  regu- 
lated only  by  the  acts  of  Congress.  If  these  prescribe  no 
period  of  limitation  for  the  remedies  which  they  provide  in 
cases  where  the  rights  which  they  create  are  violated,  it  is  a 
fair  presumption  that  Congress,  in  whom  the  supreme  power 
over  all  these  subjects  unquestionably  resides,  intends  that  no 
such  limitation  shall  exist.  In  this  view  it  seems  probable 
that  State  Statutes  of  Limitation  afford  the  defendant  no  ground 
of  defence.    The  only  Federal  statute  of  this  character  which 

1)6  noted  that  Sec,  84  of  the  Judidaiy  tation   can    bar  this   action.      And  I 

Act  only  makes  the  laws  of  the  several  think  that,  should  a  State  legislature 

States  niles  of  decision  in  the  national  pass  an  act  in  express  terms  limiting 

courts    *tn   oaaes   when   they   apply**  the  action'  on  the  case  for  violating 

Now,  it  appears  to  me  that  these  State  patent-rightSi  a  thing  I  believe  never 

laws  do  not  apply  in  cases  over  which  yet  attempted  by  any  State  legislature. 

State    governments   have    no  control  such  an  act  would  be  uneonstitutional 

whatever,  and  which  are  under  the  ex-  and  void."    2  BisseU,  12  (15). 

elusive  control  of  the  general  govern-  Further,  that  State  Statutes  of  Limi- 

ment     The  counsel  for  the  defendants  tation  do  not  apply  to  patent  cases,  see 

seems  to  rely  confidently  on  the  case  of  May  v.  Logan  Go.    (1887),  41  O.  G. 

licLuny  v,  Silliman,  8  Peters,  270,   as  1887;  80  Fed.  Rep.  250;  May  «.  Ralls 

sustaining  the  pleas  in  question.    But  I  Oo.    (1887),   40  O.  G.   575 ;   31  Fed. 

think  that  case  not  in  point    It  was  an  Hep.  473  ;    May  v.  Cass  Go.   (1887X 

actionagainstSilliman,  a  land  officer,  for  80  Fed.  Rep.   762;  May  «.  Buchanan 

official  misconduct     Over  the  subject-  Co.  (1886),  39  O.  G.  120;  29  Fed.  Sep. 

matter  of  it,  I  suppose  the  State  and  469 ;  Adams  v,  BeUaire  Stamping  Go. 

national  courts  had  concurrent  jurisdic-  (1885),  88  O.  G.  623;  25  Fed.  Rep. 

tion.     If   so,  the  case    evidently  fell  270 ;  Anthony  v,  Carroll  (1875),  9  O. 

within  the  provisions  of  Sec  84  of  the  G.  199;  2  Bann.  &  A.  195  ;  Collins  v. 

Judiciary  Act,  and  so  it  was  decided  by  Peebles  (1865),  2  Fisher,  541. 

the   Supreme    Court.      In    that    case,  That  whether  State  Statutes  of  Limi- 

therefore,  the  plea   of  the  Statute  of  tation  apply  is  doubtful,  see  Stevens  «. 

Limitation  of  the  State  of  Ohio  was  Kansas    Pacific  R.    R.    Co.    (1879),  5 

very  properly  held  to  be  a  good  bar  to  Dillon,  486;  Sayles  v.  Dubuque  k  Sioux 

the  action.      Upon  the  whole,  I   con-  City  R.  R.  Co.  (1878),  5  Dillon,  561;  8 

elude  that  no  State  Statute  of  Limi-  Bann.  &  A.  219;  9  Fed.  Bep.  516. 
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ever  has  existed  formed  a  part  of  the  Patent  Act  of  1870.* 
It  provided  that  all  actions  should  be  brought  during  the  term 
for  which  the  letters-patent  were  granted  or  extended,  or 
within  six  years  after  the  expiration  thereof.  This  enactment 
was  omitted  from  the  Revised  Statutes  of  1874,  presumably 
because  it  was  judged  inexpedient  to  retain  it.  While  it  was 
in  force  its  construction  was  disputed,  —  some  authorities 
deciding  that  a  cause  of  action  arising  under  the  original 
term  of  a  patent  was  barred  in  six  years  after  the  expiration 
of  that  term  although  the  patent  might  have  been  extended  ; 
others  regarding  the  original  and  extended  terms  as  legally 
but  one  and  the  statute  as  inoperative  against  any  right  of 
action  until  six  years  had  elapsed  after  the  patent  had  finally 
expired.'    To  what  causes  of  action  the  limitation  applied  was 

.  S  That  before  Jaly  8,  1870,  no  Fed-  twenty-one  years,  in  the  granting  of  a 
era!  Statute  of  Limitations  applied  to  monopoly,  without  extending  the  time 
patent  cases,  see  Wood  v.  Cleveland  of  the  bar  of  the  Statute  of  Limitation 
Boiling  Mill  Co.  (1871),  4  Fisher,  550.  on  existing  causes,  of  action.  The  pat- 
'  In  Sayles  v.  Louisville  City  R.  R.  ent-right  is  quite  distinct  from  the 
Co.  (1881),  9  Fed.  Bep.  512,  Barr,  J.  :  causes  of  action  which  a  patentee  may 
(514)  *'  It'  is  not  true  that  letters-  have  for  its  infringement ;  and  because 
patent  run  for  only  one  term  when  the  a  patent-right  may  be  extended  it  does 
patent  is  extended.  In  such  a  case  not  follow  that  the  time  within  which 
there  are  two  terms,  —  the  original  term  such  causes  of  action  should  be  brought 
and  the  extended  term,  —  and  though  should  also  be  extended." 
the  law  provides  that  when  a  patent  is  In  Sayles  v.  Lake  Shore  &  Mich.  So. 
extended  it  shaU  have  the  same  effect  R.  R.  Co.  (1879),  9  Fed.  Rep.  515, 
in  law  as  though  it  had  been  originally  Harlan,  J.  :  (515)  "  I  have  reached  a 
granted  for  twenty-one  years,  that  does  conclusion  entirely  satisfactory  to  my 
not  change  this  fact,  nor  does  it  change  own  mind,  and  I  think  that  statute 
the  fact  that  the  original  term  was  means  that  where  the  party  sues  for 
for  foorteen  years,  and  not  twenty-one  ftny  infringement  under  the  original 
years.  The  act  does  not  provide  that  term,  he  must  bring  his  action  within 
the  two  terms  shall  be  considered  as  six  years  after  the  expiration  of  that 
one  term  in  law,  but  simply  provides  term ;  and  when  he  sues  for  anything 
that  the  extension  of  a  patent  shall  that  has  occurred  under  the  extended 
have  the  same  effect  in  law  as  though  term,  he  must  sue  within  six  years  after 
it  had  been  originally  granted  for  the  expiration  of  that  extension  ;  and 
twenty-one  years.  I  think  Co'hgress  that  the  statute  does  not  mean,  as  con- 
has,  in  the  clause  under  consideration,  tended  for  by  the  learned  counsel  for 
clearly  recop:nized  that  an  extended  term  the  complainant,  that  the  party  has  the  . 
and  the  original  term  of  letters-patent  right  to  sue  for  an  infringement,  either 
are  distinct  terms.  An  extended  term  of  under  the  original  or  extended  term, 
letters-patent  can  have  the  same  effect  in  within  six  years  after  the  expiration  of 
law  as  though  it  had  been  granted  for  the  extended  term,  and  thus  bring  the 

Yoi..iii.^l2  §  980 
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also  doubtful.  Under  the  general  doctrine  that  Statutes  of 
Limitation  are  not  retrospective  unless  expressly  so  provided, 
this  Federal  statute  could  not  affect  a  right  of  action  existing 
at  the  date  of  its  enactment,  though  based  upon  a  patent 
which  had  long  before  expired,  at  least  till  after  six  years 
from  the  passage  of  the  act.^  Rights  of  action  accruing 
under  patents  which  expired  while  the  act  remained  in  force 
were  held  to  have  been  barred  in  six  years  after  such  expira- 
tion, although  meantime  the  act  had  been  repealed.^  .  And  it 
has  been  asserted  that  rights  of  action,  growing  out  of  in- 
fringements committed  during  the  existence  of  the  statute 
against  patents  which  expired  after  the  statute  was  repealed, 
were  also  barred  unless  suit  were  commenced  within  six  years 
after  the  patent  had  expired.^    Giving  to  this  defence  its  wid- 

8uit  within  twenty-Beven  yean.     I  do  ginia,  &  Georgia  R.  R.  Co.  (1877),  11 

not   think    that  was  the  pnrpoee   of  0.  G.  789 ;  1  Flippin,  621 ;  2  Bann.  k 

Ck>ngres8,  and  I  therefore  sustain  the  A.  587. 

grounds  of  demurrer  as  to  all  causes  of         That  Sec.  55,  act  July  8, 1870,  under 

action."  Sec.  5599,  Rev.  Stot  1874,  appUes  to 

Further,  that  a  suit  for  a  cause  of  rights  of  action  which  were  old  enough 

action  arising  under  the  original  term  at  the  time  of  its  approval  to  have  heen 

must  be  brought  within  six  years  after  fuUy  barred  by  the  State  statute  if  such 

such  term  expires,  though  the  patent  statute  had  been  pleaded,  see  Hayden  v, 

be  meanwhile  extended,  see  Hayden  v.  Oriental  Mills  (1884),  22  Fed.  Rep.  108. 
Oriental  Mills  (1884),  22  Fed.  Rep.  108.         ^  That  since  the  repeal  of  the  limita- 

That  under  the  Statute  of  Limita-  tion  clause  in  Sec.  55,  act  of  1870,  an 

tionsof  1870,  if  a  suit  is  brought  within  action  upon  a  patent  expiring  before 

five  years  after  the  expiration  of  the  ex-  the  Revised  Statutes  were  adopted  may 

tended  term,  the  plaintiff  may  recover  be  brought  within  six  years  after  the 

only, for  infringements  during  the  ex-  expiration  of  the  patent,  see  Vaughn  v. 

tension,  see  Sayles  o.  Dubuque  &  Sioux  East    Tennessee,   Virginia,   &   Georgia 

City  R.  R  Co.  (1878),  5  Dillon,  561 ;  R  R  Co.  a877),  11  0.  G.  789 ;  1  Flip- 

8  Bann.  &  A.  219  ;  9  Fed.  Rep.  516.  pin,  621 ;  2  Bann.  ft  A.  587. 

Contra:    That  where  a  patent  has         •  That  Sec  55,  act  of  July  8,  1870, 

been  extended  and  a  suit  is  brought  is  not  repealed  so  as  to  relieve  either 

within  the  time  limited  by  the  statute  party  from  the  rule  limiting  actions  to 

after  the  extension  expires,  the  plaintiff  six  years  after  the  end  of  the  extended 

may  recover  for  the  entire  twenty-one  term,  see  Hayward  v.  City  of  St.  Louis 

years  of  the  patent,  see  Sayles  v.  Rich-  (1882),  11  Fed.  Rep.  427;  8  McCraiy, 

mond,  Fredericksburg,  ft  Potomac  R.  R.  614. 

Co.  (1879),  8  Hughes,  172 ;  16  0.  G.         That  no  Federal  SUtute  of  LimiU- 

48 ;  4  Bann.  ft  A.  289.  tions  affecting  infringements  committed 

*  That  Statutes  of  Limitation  are  only  since  June  22, 1874,  is  now  in  force,  see 

prospective  unless  the  contrary  appears,  May  v.    Logan   Co.    (1887),    80   Fed. 

see   Vaughn  v.    East    Tennessee,   Vir-  R^p.  250 ;  41  0.  G.  1887. 


V 


CH.  m.]  OF  WRONGS  AGAINST  PATENTEES.  179 

est  scope,  it  may,  therefore,  be  proper  for  a  defendant,  now 
sued  for  an  infringement  committed  while  the  Federal  statate 
was  in  force,  to  urge  that  statute  as  a  bar,  in  case  the  patent 
has  expired  more  than  six  years  before  the  suit  was  brought. 
It  may  also  be  proper  to  seek  refuge  in  this  statute  in  cases 
where  the  patent  expired  during  its  existence,  although  the 
infringement  took  place  before  it  was  enacted,  as  well  as  in 
cases  where  the  patent  had  expired  before  the  act  was  passed. 
It  is  not  proper  to  urge  the  Federal  statute  where  the  infringe- 
ment occurred  after  its  repeal.  In  cases  where  the  Federal 
statute  is  not  applicable,  a  defence  based  on  State  statutes 
may  be  sustained.  But  the  entire  subject  is  involved  in  so 
much  obscurity,  through  the  doubt  as  to  State  jurisdiction  in 
any  case,  and  the  confusion  incident  to  the  repeal  of  the  Fed- 
eral statute  before  the  limitation  could  have  affected  any 
cause  of  action,  that  every  form  of  this  defence  must  be  ex- 
perimental until  new  legislation,  or  a  decision  of  the  court  of 
last  resort,  shall  make  the  matter  plain. 

§  981.    Twenty-Third  Defence :  Estoppel. 

The  twenty-third  defence  consists  in  an  averment  that  the 
plaintiff,  though  having  an  existing  cause  of  action,  is  es- 
topped by  his  own  conduct  from  pursuing  any  remedy  against 
the  defendant.  This  defence  is  based  on  that  form  of  es- 
toppel which  arises  out  of  the  actions  or  omissions  of  the 
plaintiff  in  reference  to  the  defendant  or  out  of  the  relations 
which  subsist  between  them.  The  doctrine  of  estoppel  m 
pais^  as  applicable  to  suits  at  law,  is  not  at  the  present  time 
entirely  clear.  That  where  the  plaintiff  has  designedly  mis- 
led the  defendant  by  his  actions  or  omissions,  he  cannot  take 
advantage  of  the  position,  in  which  the  defendant  has  placed 
himself  in  consequence  thereof,  to  injure  the  defendant,  is 
now,  as  it  has  always  been,  a  settled  rule  of  law.^  That 
where  the  law  imposes  on  the  plaintiff  the  performance  of  a 

§  981.    1  That  the  plaintiff  cannot  R.  Co.  (1877),  96  U.  S.  716  ;  Barnard 

reooTer  damages  for  acts  which  he  has  v.  Campbell  (1874),  65  N.  Y.  466  ;  Rice 

intentionally  misled  the  defendant  to  v.  Barrett  (1874).  116  Mass.  812  ;  Bron- 

perform,    see    Dickerson    v,    Colgrove  son  v,  ChappeU  (1870),  12  Wall.  681. 
(1879),  100  U.  S.  678  ;  Morgan  v.  R. 


180  TBEATISE  ON  THE  LAW  OF  PATENIB.  [BOOK  IT. 

certain  duty  for  the  protection  of  the  defendant,  he  cannot 
avail  himself  of  any  fault  of  the  defendant  which  his  own 
fulfilment  of  that  legal  duty  might  have  prevented,  is  equally 
indisputable.^  In  both  these  cases  there  is  present  an  element 
of  wilful  wrong  on  the  part  of  the  plaintiff,  which  the  law  will 
not  permit  him  to  employ  to  his  own  benefit  and  the  defend- 
ant's injury.  In  equity,  however,  this  element  of  wilful  wrong 
is  not  essential  in  order  that  the  plaintiff  may  be  bound  by  an 
estoppel.  Equity  places  on  an  equal  footing  acts  of  intentional 
wrong  and  intentional  acts  whose  consequences  are  identical 
with  those  of  acts  of  intentional  wrong.  It  looks  upon  the 
effect  of  conduct,  not  upon  its  motive,  and  thus  works  an  estop- 
pel whenever  the  voluntary  actions  or  omissions  of  the  plaintiJGF 
were  calculated  to  and  did  mislead  the  defendant,  although 
the  plaintiff  may  have  actually  contemplated  and  designed 
no  such  result.^  While  courts  of  equity  and  courts  of  law 
were  entirely  distinct,  each  retained  its  own  doctrine  of  estoppel 
in  paisy  and  administered  it  without  modification  by  the  other. 
But  in  the  recent  approach  and  intermingling  of  these  two 
systems  of  practical  jurisprudence,  the  courts  of  law  have 
adopted  wider  views  of  this  as  well  as  many  other  doctrines, 
and  the  precise  line  of  demarcation  between  them  has  dis- 
appeared. Thus,  as  a  defence  to  an  action  at  law,  estoppel 
in  pais  might  unquestionably  be  urged  by  the  defendant 
whenever  the  plaintiff  had  intentionally  misled  him  into  the 
violation  of  the  plaintiff's  rights,  or  where  the  plaintiff  had 
neglected  some  legal  duty  by  whose  performance  such  viola- 

*  That  the  plaintiff  cannot  recover  26  0.  G.  1111 ;  19  Fed.  Rep.  808 ;  22 

damages  for  acta  which  it  was  his  own  Blatch.  18 ;  N.  Y.  Grape  Sugar  Go.  «. 

legal  duty  to  prevent    the   defendant  Buffalo  Grape    Sugar  Co.    (1883),   85 

from  ignorantly  committing,  unless  his  0.  G.  1076 ;   18  Fed.   Rep.  688 ;    21 

duty  has  been  performed,  see  Pickard  Blatch.    519  ;    R.   B.  Co.  v.  DoBois 

V.  Sears  (1837),  6  A.  &  E.  469  ;  Young  (1870),  12  Wall.  47. 
V.  Grote  (1827),  4  Bing.  253.  >  That  in  equity  a  plaintiff  cannot 

That  silence  when  it  is  a  duty  to  recover  for  acts  which  his  own  conduct 

speak  works  an  estoppel,  see  Bank  v.  or  declarations  induced  the  defendant 

Lee  (1839),  18  Peters,  107.  to  perform,  although  such  inducement 

That  a  plaintiff  is  not  estopped  by  were  not  intentional,  see  Bispham,  Eq. 

silence,  unless  his  failure  to  speak  when  Jur.,  Sees.  282-290;  S  Story,  £q.  Jur., 

it  was  his  duty  to  do  so  has  misled  the  Sec.  1538. 
defendant,  see  Reay  v.  Raynor,  (1884), 
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tion  might  have  been  prevented.  According  to  the  current 
of  authority  this  defence  can  also  be  made  when  the  conduct 
of  the  plaintiff,  though  he  did  not  explicitly  intend  to  mislead 
the  defendant,  was  of  such  a  character  that  he  might  reason- 
ably have  expected  that  the  defendant  would  thereby  be  mis- 
led.^ But  conduct  of  the  plaintiff,  lawful  in  itself,  and  not  of 
such  a  nature  or  coupled  with  such  circumstances  as  indicate 
that  he  must  reasonably  have  expected  the  defendant  to  be 
influenced  by  it  in  his  own  behavior,  seems  not  yet  regarded 
as  working  an  estoppel  in  a  court  of  law.^  The  estoppel  which 
arises  out  of  the  relations  that  subsist  between  the  parties  is 
also  of  equitable  origin,  and  the  extent  to  which  it  may  be 
made  available  in  courts  of  law  is  not  determined.  Applying 
the  foregoing  doctrines  to  a  suit  at  law  for  the  infringement  of 
a  patent,  this  defence  may  be  urged  whenever  the  conduct  of 
the  plaintiff  toward  the  defendant  has  been  such  as  might 
reasonably  be  expected  to  mislead  and  has  misled  the  de- 
fendant into  the  commission  of  the  acts  for  which  he  is  now 
Bued.^    Any  enumeration  of  the  actions  or  omissions  of  the 

^  That  a  party  is  bound    by  acts         That  an  inventor  who  permits  an- 

which  his  own  conduct  or  declarations  other  to  take  out  a  patent,  and  then 

induced  others  to  perform,  if  under  the  himself  takes  out  a  different  patent  for 

circumstances  he  might  reasonably  have  a  different  invention,   is  estopped   to 

expected  that  they  would  be  misled,  see  allege  that   he  invented  the  suhject- 

Bassett  v.  Bradley  (1880),  48  Conn,  matter  of  the  first  patent,  see  Fraim  v. 

224.  Keen   (1886),  25   Fed.  Rep.   820;   84 

That  in  this  country  equitable  estop-  O.  G.  1048. 
pel  is  as  valid  a  defence  at  law  as  in         That  where  the  officers  of  an  infring- 

equ^ty,  see  Concord  v,  Norton  (1883),  ing  corporation  purchase  the  patent  and 

16  Fed.  Rep.  477.  retire  from  the  corporation,  they  can- 

*  That  in  law  the  mere  hct  that  the  not  sue  the  corporation  for  infringing 
defendant  was  misled  by  the  conduct  or  the  patent  under  their  management, 
declarations  of  the  plaintiff  does  not  see  New  York  Grape  Sugar  Co.  v,  Buf- 
work  an  estoppel  on  the  latter,  see  falo  Grape  Sugar  Co.  (1885),  24  Fed. 
Drexel  V.  Bemey  (1888),  16  Fed.  Rep.  Rep.  604  ;  82  0.  G.  1866. 

522  ;  21  Blatch.  848.  That  the  owner  of  the  patent  is  not 

*  That  a  patentee  cannot  sue  peYsons  estopped  from  suing  by  his  admissions 
using  the  invention  under  a  license  from  that  he  was  not  the  owner,  if  the  ad- 
a  third  party  whoee  interest  in  the  pat-  missions  were  in  good  faith  and  were 
ent  has  been  admitted  by  the  patentee,  recalled  before  they  were  acted  on,  see 
unless  they  continue  such  use  after  be-  Gear  v,  Grosvenor  (1878),  Holmes,  215 ; 
in^  notified  of  his  exclusive  rights,  see  6  Fisher,  314  ;  3  0.  G.  880. 

Gear  «.  Grosvenor  (1873),  3  0.  G.  380  ;         That  an  inventor  is  not  estopped  by 
6  Fiaher,  314  ;  Holmes,  215.  a  mistaken  claim  in  his  application  that 
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plaintiff  which  constitute  such  conduct  is,  of  course,  impos- 
sible. An  estoppel  is  pre-eminently  the  creature  of  circum- 
stances, and  only  in  the  light  of  all  those  which  enter  into 
and  surround  the  given  transaction  can  its  character  be 
definitely  known.  Many  of  the  actions  of  the  plaintiff  which 
might  be  relied  on  as  resulting  in  an  estoppel  have  also  been 
regarded  by  the  courts  as  creating  an  implied  license  to  prac- 
tise the  invention,  and  such  acts  may  be  taken  advantage  of 
either  under  this  or  that  form  of  defence.^  Among  the  omis- 
sions of  the  plaintiff,  one  derives  its  character  and  effect  from 
the  express  provisions  of  the  law.  This  consists  in  the  neg- 
lect of  the  owner  of  the  patent  for  an  article  to  give  the  public 
information  that  the  same  is  patented  by  stamping  the  article 
itself,  or  the  package  in  which  it  is  contained,  with  the  word 
^^  patented,"  accompanied  by  the  date  of  the  patent.  A 
plaintiff,  who  omits  this  duty,  is  estopped  from  claiming  sub- 
stantial damages  for  any  infringement  committed  by  the  de- 
fendant before  he  receives  notice  from  the  plaintiff  that  his 
acts  are  an  invasion  of  the  patent.®  An  omission  to  com- 
mence legal  proceedings  against  infringers,  within  a  reason- 
able time  after  their  infringements  became  known  to  the  owner 
of  the  patent,  may  work  an  estoppel  in  a  court  of  equity.® 
Whether  it  has  the  same  effect  in  a  court  of  law  may  well  be 
doubted,  except  in  cases  where  it  is  sufficient  evidence  of  an 
abandonment  of  the  invention  to  the  public.^^  But  the  insti- 
tution of  a  single  suit  against  one  infringer  is  notice  to  all 
others  that  the  plaintiff  intends  to  vindicate  his  rights  under 
the  patent,  and  no  delay  in  suing  them  can  then  raise  an 
estoppel  in  their  favor .^    The  relation  that  subsists  between 

his  inyention  is  the  same  as  that  coy-  see  §§  1114,   1194,   1195,   and  notes, 

ered  by  his  foreign  patents,  see  Com-  posL 

mercial  Mfg.  Co.  v.  Fairbank  Canning  ^^  That  in  the  absence  of  a  Statute 

Co.  (1886),  27  Fed.  Rep.  78 ;  86  0.  G.  of  Limitations  a  delay  in  soing  an  in- 

1478.  fringer  does  not  work  an  estoppel,  un- 

7  For  a  discussion  of  Ucense  by  es-  less  the  conduct  of  the  patentee  is 

toppel,  see  §  884  and  notes,  wnU.  equivalent  to  an  abandonment  of  the 

*  For  the  effect  of  a  failure  to  stamp  invention  to  the  public,  see  Ransom  «. 
patented  articles  as  required  by  law,  see  Mayor  of  New  York  (1856),  1  Fisher, 
§  628  and  notes,  aiUe*  252. 

*  That  a  mere  delay  in  suing  an  in-  n  xhat  the  bringing  a  suit  against 
fringer  may  work  an  estoppel  in  equity,  one  infringer  is,  in  equity,  notice  to  aU 
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a  transferor  or  transferee  of  any  interest  in  a  patented  inven^ 
tion  is  also  ground  for  an  estoppel  in  a  court  of  law,  in  any 
case  where  tlie  transferor  is  plaintiff,  and  in  his  suit  he  must 
attack  either  the  existence  or  validity  of  the  transfer  he  has 
made.^ 

§  902.   Twenty-Fourth  Defence  :  Release. 

The  twenty-fourth  defence  consists  in  an  averment  that  the 
cause  of  action  formerly  existing  in  favor  of  the  plaintiff 
against  the  defendant  has  been  voluntarily  extinguished  by 
tlie  plaintiff.  A  cause  of  action  arising  from  the  infringe- 
ment of  a  patent-may  be  destroyed  by  the  owner  of  the  patent 
in  either  of  two  methods :  (1)  By  a  surrender  of  the  patent  to 
the  government,  which  terminates  alike  the  existence  of  the 
patent  and  all  rights  of  action  based  thereon ;  or,  (2)  By  a  re^ 
lease  to  the  infringer,  which  terminates  the  cause  of  action  but 
does  not  affect  the  existence  of  the  patent.  As  the  present  de- 
fence does  not  attack  the  validity  or  existence  of  the  patent,  but 
tiie  cause  of  action  only,  it  is  proper  in  the  single  case  where 
the  owner  of  the  patent,  subsequently  to  the  infringement,  has 
expressly  or  impliedly  released  the  infringer  from  his  liability 
therefor.^  Such  a  release  may  be  in  writing  under  seal,  or  may 
arise  by  presumption  of  law  out  of  other  transactions  between 
the  parties.^  The  releasor  must  have  had  the  legal  right  to 
grant  it,  and  the  defendant  must  have  received  it  in  good  faith 

otbeiB  of  their  liability,  and  prevents  an  iatence  of  a  corporation  through  which 

estoppel  by  laches^  see  §  1114  and  notes,  he  derived  title,  see  Bogart  v.   Hinds 

potL  (1885),  83  O.  G.  1268 ;   26  Fed.  Rep. 

^  That  a  transferor   is  estopped  to  484. 
deny  the  validity  of  the  patent  or  the         %  982.  ^  That  a  release  is  a  good  de- 
lights of  his  transferee,  see  BirdsaU  v.  fence  to  an  action  for  infringement,  see 
Cnrran  (1887),  81  Fed.  Rep.  918;  42  Goodyear  v.  McBamey(  1858),  8  Blatch. 
0.0.  1167;  American  Paper  Barrel  Ca  32. 

V.  Laraway  (1886),  28  Fed.  Rep.  141;  87         That  a  written  release  under  seal  of 

O.G.  674;  AlabastineCo.v.Payne(]886),  one  of  two  joint  infringers  is  a  bar  to 

27  Fed.  Bep.   559  ;    85  0.  O.   1488  ;  a  snit  against  the  other,  though  he  may 

Parker  v.  McKee  (1885),  32  0. 0.  137;  still  be  enjoined  from  further  infringe- 

24  Fed.  Bep.  808 ;  Underwood  v.  War-  ments,  see  Babcock  k  Wilcox  Co.  v, 

tea  (1884),  21  Fed.  Rep.  578 ;  Thomas  Pioneer  Iron  Works  (1888),  48  0.  6. 

V.  Quintard  (1855),  6  Duer,  80 ;   and  756. 
|§  787,  789,  and  notes,  ante,  '  That  a  release  may  be  implied  from 

That  a  plaintiff  cannot  deny  the  ex-  circumstances,  see  2  Pars.  Cont  715. 
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and  not  in  fraud  of  other  owners  of  fche  patented  invention ; 
and  if  it  were  conditional,  such  conditions  must  have  been 
fulfilled.^  A  plaintiff  having  given  a  valid  release  to  the  de- 
fendant is  bound  by  it,  not  only  as  a  contract  relinquishing 
his  former  cause  of  action,  but  as  an  estoppel  which  prevents 
him  from  pursuing  any  remedy  thereon.^ 

§  963.    Twenty-fifth  Defence  :  Res  Adjudlcata. 

The  twenty-fifth  defence  consists  in  an  averment  that  what- 
ever cause  of  action  may  have  once  subsisted  in  favor  of  the 
plaintiff  against  the  defendant,  it  has  now  been  merged  in, 
or  extinguished  by,  a  lawful  judgment.  The  doctrine  of  re< 
adjudicata  is  fully  applicable  to  cases  of  infringement.  The 
recovery  of  a  judgment  by  the  plaintiff  against  the  defendant 
for  a  given  act  of  infringement  changes  the  character  of  the 
plaintiff's  claim  from  tort  to  contract,  and  when  the  judgment 
has  been  satisfied  destroys  it  altogether.  This  defence  is, 
therefore,  proper  when  a  second  suit  is  instituted  between  the 
same  parties  on  an  infringement  for  which  the  plaintiff  has 
already  recovered  a  judgment  against  the  defendant.^    A  judg- 

'  That  no  release  is  valid  unless  the  of  action  and  prevents  the  application 

releasor  had  at  the  time  the  legal  right  of  the  remedy,  see  2  Pars.  Cont.  71 S. 
to  grant  it,  see  Goodyear  v.  McBnmey         §  988.  ^  That  a  former  recovery  is  a 

(1853),  3  Blatch.  82.  bar  to  a  new  snit  for  the  same  cause  of 

That  where  in  a  suit  by  a  patentee  action,  see  Lyon  v.  Perin  &  Gaff  Mfg. 

on  behalf  of  a  licensee  the  defendant  sets  Co.   (1888),  43  0.  G.  983;    Paetz  v. 

up  a  release  from  the  patentee,  it  will  Bransford,  (1887),  41  0.   G.  353;  82 

not  avail  him  if  the  license  was  granted  Fed.  Rep.  318  ;  CromweU  v.  County  of 

before  the  release^  and  this  fact  wiU  be  Sac  (1876),  94  U.  S.  351. 
sufficient  upon   replication,  see  Good-         For  the  effect  of  a  recovery  against 

year  v.  McBumey  (1853),  3  Blatch.  32.  one  joint  infringer,  see  §  948,  note  3, 

That  a  fraudulent  release  ia  invalid,  cmte, 
see  2  Pars.  Cont  715.  That  the  wrongful  sale  of  an  inven- 

That  an  infringer,  taking  a  release  tion  is  a  tort  for  which  the  plaintiff  can 
from  one  owner  of  a  patent,  receives  recover  in  a  tort  action,  or  by  waiving 
it  with  notice  of,  and  subject  to,  the  the  tort  in  assumpsit  for  the  price  re- 
equities  of  the  other  owners,  see  Kearney  ceived  ;  and  in  the  latter  case  no  one 
V,  Lehigh  Valley  R.  R.  Co.  (1886),  27  could  at  any  time  be  sued,  if  recovery 
Fed.  Rep.  699.  were  once  had  against  the  seller,  see 

That  a  conditional  release  is  no  de-  Steam  Stone  Cutter  Co.   v,   Sheldons 

fence  unless  the  conditions  have  been  (1883),   15  Fed.  Rep.  608  ;  24  0.  G. 

performed,  see  2  Pars.  Cont.  714.  703  ;  21  Blatch.  260. 

^  That  a  release  destroys  the  cause         That  a  recovery  from  a  maker  is  no 
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ment  in  favor  of  the  defendant  in  a  suit  for  an  infringement 
is  equally  conclusive  on  the  rights  of  the  parties,  and  estops 
the  plaintiff  from  any  subsequent  assertion  of  his  claim.^  The 
judgments  in  both  these  cases  must  have  been  final  judgments, 

rendered  on  the  merits,  and  covering  the  same  issue   of 

infringement.'     Interlocutory  decisions    and   judgments  in 

defence  to  the  Tendee  unless  the  judg*  suit  between  the  plaintiffs  assignor  and 

ment  against  the  maker  has  been  satis-  the  present  defendant  is  res  acfjudicata, 

fied,  and  included  the  article  sold  to  the  see  United  States  Metallic  Packing  Co. 

▼endee,  and  a  plea  not  aUeging  such  v.  Tripp  (1887),  89  0.  G.   1554  ;  81 

satisfaction  discloses    no   defence,   see  Fed.  Rep.  850. 

Fisher  «.  Consolidated  Amador  Mine  That  a  judgment  works  an  estoppel 

(1885),  25  Fed.  Bep.  201 ;  11  Sawyer,  only  as  to  the  matters  controveited  and 

190.  decided,  see  Steam  Gauge  &  Lantern 

That  a  judgment  and  payment  of  Co.  v.  Meyrose  (1886),  86  0.  G.  1477  ; 

nominal  damages  by  one  defendant,  in  27  Fed.  Rep.  213. 

a  suit  brought  by  the  patentee  without  That  the  judgment  of  a  State  court 

joining  his  licensee,  for  making   and  as  to  the  contract  relations  of  the  parties 

seUing  one  machine  are  no  bar  to  a  suit  is  not  rea  adjudicata  on  questions  of 

by  the  patentee  and  licensee,  for  the  title  in  the  Federal  courts,  see  Oliver 

benefit  of  the  licensee,  against  the  ven-  «.   Rumford  Chemical  Works  (1888), 

dee  of  such  defendant  for  using  the  109  U.  S.  75  ;  25  O.  G.  784. 

same  machine,  see  BirdseU  v,  Shaliol  *  That  a  judgment  of  non-infringe- 

(1884),  112  U.  S.  485 ;  80  0.  G.  261.  ment  is  no  bar  to  another  action  be- 

*  That  a  decree  of  invalidity  in  the  tween  the  same  parties  for  a  different 

Federsl  courts  is  conclusive  on  the  par-  infringing  act,  see  Steam  Gauge  &  Lan- 

tifls,   tee  Hawks    v.    Swett  a875),  4  tern  Co.   v.  Meyrose  (1886),  27  Fed. 

Hun,  146  ;  6  Thomp.  &  C.  529.  Rep.  213  ;  86  0.  G.  1477. 

That  a  former  judgment  on  the  same  That  though  the  Supreme  Court  has 

title  may  be  a  bar  if  specially  pleaded,  decided  that  a  machine  does  not  infringe 

though  some  of  the  parties  are  different,  an  original  patent  it  may  still  be  an 

see  Richardson  p.  Lockwood  (1870),  4  infringement  of  the  re-issue,  see  Wells 

Cliffoid,  128.  V.  Jacques  (1874),   5  0.   G.    864  ;    1 

That  a  final  decision  in  an  inter-  Bann.  k  A.  60. 
ferenoe  is  conclusive  between  the  par-  That  a  judgment  is  not  conclusive 
ties  untU  reversed  or  affected  by  equity  on  a  plaintiff  in  favor  of  a  Ucensee 
proceedings  under  Sec.  4915,  Rev.  Stat.,  under  his  victorious  rival,  when  after- 
see  Peck  V.  ColUns  (1877),  70  N.  Y.  ward  sued  by  him,  if  the  license  were 
376.  granted  before  the  judgment  was  ren- 

That  a  decree  by  consent  on  an  issue  dered,  see  IngersoU  v.  Jcwett  (1879),  16 
of  title  is  r€8  ad/judicaia  as  to  all  the  Blatch.  878  ;  4  Bann.  &  A.  861. 
parties,  see  Tomkinson  v.  WUlets  Mfg.  That  a  judgment  between  two  paten- 
Co.  (1884),  81  0.  G.  918  ;  28  Fed.  tees  on  the  question  of  priority  affecte 
Rep.  896  ;  82  0.  G.  882 ;  Ez  parte  the  title  of  the  junior  patentee,  but  a 
Pentlarge  (1879),  17  Blatch.  806  ;  4  judgment  that  the  senior  patentee  was 
Bann.  &  A.  607.  not  the  first  inventor  of  an  invention  not 

That  a  decree  by  consent  in  a  former  claimed  by  the  junior  patent,  does  not 
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collateral  proceedings,  although  disposing  of  the  suit  then 
pending,  do  not  fall  within  the  reason  or  the  definition  of  this 
doctrine,  and  cannot  be  available  as  a  defence  on  the  main 
issues  of  the  suit.^ 

§  984.  Defendant  may  Bmploy  all  his  Defences  nnleu  Bstopped. 
Any  or  all  of  the  foregoing  defences  may  be  set  up  by  the 
defendant  in  an  action  for  infringement,  unless  he  is  himself 
estopped  from  urging  them.^  The  defendant  is  bound  by  his 
prior  conduct  equally  with  the  plaintiff,  and  is  not  permitted 
to  assume  positions  inconsistent  with  those  which  he  has  pre- 
viously occupied  and  on  which  the  plaintiff  has  relied  in  the 
direction  of  his  own  affairs.^  Thus  a  former  owner  of  the 
patent,  through  whom  the  plaintiff's  title  was  derived,  cannot 
deny  its  validity  when  sued  for  its  infringement,  although  it  is 


affect  the  latter  patent,  nor  bar  the  sen-  though  a  recovery  may  be*  see  Wheeler 

ior  from  suing  the  licensee  of  the  junior  v.  McCormick  (1873),  4  0.  G.  692  ;  6 

if  the  license  were  taken  after  the  first  Fisher,  551 ;  11  Blatch.  834. 

suit  was  commenced,  and  with  knowl-         See  further  as  to  Res  AdjudiooUa  in 

edge  of  its  pendency,  although  the  in-  patent  cases,  §§  1017, 1048, 1175-11849 

rention  of  the  junior  cannot  be  made  and  notes,  post* 

without  using  that  of  the  senior,  see        |  084.  ^  That  the  same  defences  are 

Brush  V.  Naugatuck  B.  R.  Ca  (1885),  applicable  to  a  patent  granted  on  a  re- 

24  Fed.  Rep.    871 ;   28  Blatch.  277 ;  newed   application,  as  if  granted  on 

82  0.  O.  894.  an  original  one,  see  Lindsay  v.  Stein 

4  That  no  action  short  of  final  judg-  (1882),  10  Fed.  Bcp.  907 ;  21  O.  6. 

ment  on  the  merits,  can  be  pleaded  in  618 ;  20  Blatch.  870  ;   United  States 

bar,  see  Allen  v.  Blunt  (1846),  2  W.  &  Rifle  &  Cartridge  Co.  v,  Whitney  Arms 

H.  121 ;  2  Robb,  580.  Co.  (1877),  11  O.  G.  878 ;  14  Blatch. 

That  whether  an  interlocutory  de-  94 ;  2  Bann.  &  A.  493. 
cree,  pro  confesaOf  followed  by  a  release  ^  That  a  defendant  is  estopped  from 
of  profits,  etc,  is  res  ac^'udiecUa  and  an  setting  up  his  defence  to  the  same  ex- 
estoppel  is  doubtful,  and  being  doubtful  tent  titiat  a  plaintiff  may  be  estopped 
should  not  bind,  see  Roemer  v,  Neu-  from  bringing  his  action,  see  1  Chitty 
mann  (1886),  26  Fed.  Rep.  882.  on  Pleading,  608. 

That  a  suit  dismissed  for  want  of        That  one  who  knowingly  permits  an- 

prosecution  is  no  bar  to  another  one  for  other  to  take  out  a  patent  for  an  inven- 

the  same  cause  of  action,  see  American  tion,  and  then  himself  takes  a  patent 

Diamond  Rock  Boring  Co.  v.  Sheldon  for  a  different  invention,  is  estopped  to 

(1879),  17  Blatch.  208 ;  4  Bann.  &  A.  claim  that  he  was  the  inventor  of  the 

551.  former  invention,  see  Fraim  v.   Keen 

That  the  pendency  of  a  suit  in  one  (18S5),  84  0.  G.  1048 ;  25  Fed.  Rep. 

district  is  no  bar  to  a  suit  in  another,  820. 
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invalid  as  against  all  others.^  A  licensee  cannot  attack  the 
existence  of  the  patent,  nor  the  exclusive  privilege  which  it 
creates,  unless  he  first  repudiates  his  license,  although  he  may 
deny  that  the  invention  he  employs  is  identical  with  that 
which  it  protects.^  A  defendant,  who,  without  authority,  has 
extensively  practised  a  patented  invention,  cannot  allege  in 
his  defence  that  it  has  no  utility,  especially  if  he  has  pro- 
claimed its  value  to  the  public.^  A  fraudulent  patentee,  who 
has  procured  his  patent  knowing  or  believing  that  the  inven- 

'  That  a  patentee  is  estopped  from  an  action  while  the  license  is  in  force, 

denying  the  validity  of  the  patent  in  a  except  on  the  ground  that  the  license  is 

suit  for  infringement  hronght  by  his  as-  not  exceeded,  see    Pope    Mfg.  Co.  v. 

signee,  see  Underwood  17.  Warren  (1884),  Owsley    (1886),    27  Fed.    Rep.   100; 

21  Fed.   Bep.   573 ;    Many  v.  Jagger  87  O.  G.  781. 

(1848),  1  Blatch.  872  ;  and  cases  cited         That  a  licensee  having  repudiated  the 

in  §  081»  note  12,  anU.  license  may  deny  validity,  see  Brown 

That  a  patentee  is  estopped  from  v.  Lapham  (1886),  28  Blatch.  475 ;  87 

denying  the  validity  of  the  patent  or  0.  G.  676  ;  27  Fed.  Rep.  77. 
its  re-issues  in  a  suit  against  him  by        That  a  licensee  who  has  paid  laige 

his  assignee,  although  the  re-issues  were  license  fees  and  built  up  an  extensive 

granted  after  the  assignment,  and  the  business  under  cover  of  a  patent,  though 

assignee  ought  to  have  known  that  they  not  technically  estopped  from  den3ring 

were  void,  see  Burdsallv.CuxTan(  1887),  its  validity,  urges  such  defence  with 

81  Fed.  Bep.  918  ;  42  0.  G.  1167.  every  presumption  against  him,  and  if 
That  where  a  member  of  an  infring-  the  rest  of  the  public  have  acquiesced  in 

ing  firm  was  formerly  a  part-owner  of  the  patent,  he  must  produce  the  strong- 

the  patent  he  is  estopped  from  deny-  est  of  proof  against  it,  see  Hobbie  v, 

ing   its  validity,   unless   he  conveyed  Smith  (1886),  27  Fed.  Rep.  656. 
his  interest  to  the  plaintiff  without  con-         That  a  defendant  who  is  treated  in 

sideration,  see  Parker  v.  McEee  (1885),  the  bill  as  an  ordinary  infringer  may 

82  0.  G.  137.  avail  himself  of  any  defence  open  to 
That  an  assignor  is  estopped  from  infringers,  though  he  is  only  a  licensee, 

purchasing  a  prior  patent  and  setting  it  see  Pelham  v.  Edelroeyer  (1888),  15  Fed. 

up  against  his  assignee,  see  Gurran  v.  Bep.  262 ;  25  O.  G.  292 ;  21  Blatoh. 

BurdsaU  (1888),  27  O.  G.  1819.  188. 

That  a  defendant  is  estopped  by  a  That  if  a  plaintiff  sues  in  infringe- 
decree  by  consent  in  a  suit  where  he  ment  instead  of  for  royalties,  a  pur- 
was  defendant  and  the  present  plaintiff's  chaser  from  the  licensee  is  not  estopped 
assignor  was  plaintiff,  see  United  States  to  deny  the  validity  of  the  patent, 
Metallic  Packing  Co.  v.  Tripp  (1887),  see  Baltimore  Gar- Wheel  Co.  v.  North 
89  O.  G.  1554 ;  81  Fed.  Rep.  850.  Baltimore  Passenger  R.  R.  Co.  (1884), 

See  also  as  to  estoppel  of  assignor,  21  Fed.  Rep.  47* 
{§  787,  981,  and  notes,  ante.  Also  see  §  820  and  notes,  ante,  and 

*  That  a  licensee,  having  covenanted  §§  1251,  1252,  and  notes,  post, 
not  to  deny  the  validity  of  the  patent  or        *  That  a  defendant  who  has  used 

the  licensor's  title,  cannot  defend  against  and  advertised  an  invention  as  of  great 
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tion  was  not  patentable  or  that  he  was  not  its  first  and  true 
inventor,  cannot  dispute  the  patentability  of  the  invention 
when  sued  by  a  rival  bona  fide  patentee,  although  it  may  be 
evident  that  this  defence  would  prove  successful  on  behalf  of 
any  other  defendant.®  A  bona  fide  patentee,  however,  even 
when  defeated  on  an  interference,  may  afterward  deny  the 
patentability  of  the  invention  in  a  suit  brought  against  him 
by  his  inval.*^  A  defendant  is  not  estopped  from  setting  up 
the  invalidity  of  the  patent  by  the  fact  that  he  once  owned  an 

value   thereby  admits  its  utility,  see  an  oath  that  he  believes  himself  to  be 

Stanley  t;.  Whipple  (1839)/ 2  McLeaa,  the  original  and  first  inventor  or  dis* 

85  ;  2  Robb»  1.  covererof  the  art,  machine,  manufacture^ 

That  a  defendant  who  infringes  both  composition,  or  improvement,  for  which 

the  patent  for  the  original  and  that  for  he  solicits   the  patent.     Sec  4892  of 

the  Improvement  cannot  set  up  the  for-  Rev.  Stat.    This  is  often  done  honestly, 

mer  as  anticipating  the  latter,  see  Can-  and  yet  untruthfully,  owing  to  the  ig« 

trell  V.  Wallick  (1886),  117  U,  S.  689  ;  norance  on  the  part  of  the  applicant  of 

85  O.  6.  871.  the  state  of  the  art.    I  can  perceive  no 

*  That  one  who  hsa  fttiudulently  en-  satisfactory  reason  why  any  one  should 

deavored  to  patent  an  invention  is  es-  not  be  permitted,  after  he  has  discovered 

topped  from  defending  against  a  prior  his  mistake,  to  set  up  the  defence  of 

patent  on  the  ground  that  the  inven-  want  of  novelty  against  another  party 

tion  was  then  open  to  the  public,  see  who  claims  an  exclusive  right  to  pat- 

Qreenwood  v.  Bracher  (1880),  17  0.  G.  ented  improvements  which,  in  truth, 

1151 ;  1  Fed.  Rep.  856  ;  5  Bann.  &  A.  belong  to  the  public.    But  if  one  with 

802.  a  knowledge  of  the  state  of  the  arts  sur- 

7  In  Greenwood  v.  Bracher  (1880),  1  reptitiously  attempts  to  appropriate  to 

Fed.  Rep.  856,  Nixon,   J.:  (858)  "A  himself  what  he  knows  does  not  belong 

new  question  is  thus   presented,   and  to  him,  he  should  be  estopped  when  his 

one  by  no  means  unimportant.     Will  fraud  is  found  out,   from  interposing 

the  court  allow  a  patentee,  who  has  such  a  defence,  especially  against  a  per- 

loet  his  rights  to  the  protection  of  the  son  whom  the  Patent  Office  has  decided, 

law  in  consequence  of  proof  that  his  as  against  his  claim,  to  be  the  original 

alleged  invention  was  anticipated  by  and  first  inventor.*'      17  O.   G.  1151 

others,  to  protect  himself  in  the  con-  (1151);  5  Bann.  &  A.  802  (804). 
tinned  use  of  the  patented   improve-         See  also  Shuter  v.  Davis  (1888),  84 

ments  by  showing  that  neither  he  nor  0.  G.  808 ;  16  Fed.  Rep.  564 ;  Smith 

the  other  party  was  the  first  inventor  ?  v.  Halkyard  (1888),  23  0.  G.  1833  ;  16 

In  other  words,  whether  the  issuing  of  Fed.  Rep.  414. 

a  patent  estops  the  patentee  from  proving         That  a  defeated  party  to  an  interfer* 

that  the  invention  claimed  therein  is  ence,  denying  the  novelty  of  the  inven- 

not  novel.     I  think  the  answer  deitends  tion,  mnst  clearly  prove  it,  if  he  had 

entirely  upon  the  fact  whether  the  party  knowledge  of  the  state  of  the  art  when 

has  acted  in  good  faith  in  the  matter,  he  made  his  own  application,  see  Smith 

Every  one  making  application  for  let-  v.  Halkyard  (1883),  16  Fed.  Rep.  414 ; 

ters-patent  is  obliged  to  file  therewith  23  0.  G.  1838. 
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interest  therein,  if  there  is  no  privity  of  title  between  him  and 
the  plaintiff.®  Nor  can  he  be  prevented  from  denying  the  iden- 
tity between  his  own  device  and  that  protected  by  the  patent 
by  an  agreement  not  to  make  the  former,  unless  he  also  has 
conceded  it  to  be  the  same  in  its  essential  characteristics  as 
the  latter.'  When  there  are  several  defendants  an  estoppel 
operating  against  one  does  not  bind  the  others,  unless  they 
are  in  privity  with  him  in  reference  to  the  subject-matter  to 
which  the  estoppel  appertains.^^ 

§  965.    Separate   Defences  AUowed   against   Each   Patent   and 
Baoh  Claim  in  ControTerey. 

Where  several  patents  constitute  the  basis  of  a  single  suit, 
each  may  be  separately  attacked  by  any  of  the  methods  of 
defence  herein  described.^  A  patent  which  embraces  several 
Claims,  whether  for  the  same  or  different  inventions,  stands 
in  this  respect  on  the  same  ground  as  if  each  Claim  were  em- 
bodied in  a  separate  patent;  and  every  Claim  is,  therefore, 
open  to  all  those  defences  which  do  not  relate  solely  to  the 
patent  as  a  whole.^  Be-issued  patents,  and  patents  granted  on 
renewed  applications,  may  be  met  with  the  same  objections 
as  to  invalidity  and  the  want  of  patentability  in  the  invention 

s  That  a  defendant  with  whom  there  ahle  at   law,   see  Concord  v,  Norton 

U  no  privity  of  title  in  the  plaintiff  lb  (1883),  16  Fed.  Rep.  477. 
not  estopped  to  deny  the  validity  of  the         §  985.  ^  That  each  patent  in  suit 

patent,  see  Baltimore  Car- Wheel  Co.  v.  may  be  made  the  subject  of  separate 

North  Baltimore  Passenger  R.  R.  Co.  defences  if  the  defendant  so  elects,  see 

(1884),  21  Fed.  Repi  47.  Kelleher  v.  Darling  (1878),  4  CUfford, 

*  That  a  defendant  agreeing  not  to  424  ;  14  0.  G.  678  ;  3  Baun.  k  A.  488  ; 

manufacture  a  device  is  not  estopped  Bates  17.  Coe  (1878),  98  U.  S.  81  ;  15 

by  the  agreement  unless  that  device  0.  G.  837. 

is  conceded  to  be  identical  with  the        That  each  patent  in  suit  may  be  de* 

one   patented,   see   Roemer   v.   Simon  fended  against  on  the  grounds  of  prior 

(1877),    95    U.  S.   214 ;     12    0.    G.  invention  and  prior  use,  see  Parks  v. 

796.  «  Booth  (1880),  102  U.  8.  96  ;  17  0.  G. 

^  That  a  defendant  is  not  estopped  1089. 
by  the  conduct  or  relations  of  other  per-^        '  That  some  Claims  of  a  patent  may 

sons  unless  privity  of  title  exists  be-  be  infringed  and  not  others,  and  each 

tween  them,  see  Baltimore  Car- Wheel  may  be  defended  against,  like  a  separate 

Co.  V.  North  Baltimore  Passenger  R.  R.  patent,  see  KeUeher  v.  Darling  (1878), 

Co.  (1884).  21  Fed.  Rep.  47.  14  O.  G.  673  ;  4  Clifford,  424  ;  8  Bann. 

That  an  estoppel  by  conduct  is  avail-  k  A.  438. 
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as  are  admissible  against  original  patents  and  patents  granted 
on  original  applications.' 

§  986.   Forms  of  Pleading  Required  for  These  Defences,  a  Matter 
of  Dispute. 

In  reference  to  the  form  in  which  these  various  defences 
should  be  pleaded,  the  conflict  of  authorities  appears  irrecon- 
cilable,—  some  holding  that  the  greater  number  may  be 
urged  under  the  general  issue,  others  requiring  for  nearly  all 
a  notice  or  a  special  plea.  Recurring  to  first  principles  for 
light  upon  this  subject,  it  is  evident  that  in  an  action  on  the 
case  at  common  law  the  general  issue  was  sufficient  to  cover 
all  possible  defences,  the  point  in  controversy  being  not 
whether  a  cause  of  action  once  existed  in  favor  of  the  plain- 
tiff, but  whether  at  the  time  of  pleading  he  ought  in  justice 
and  good  conscience  to  recover  judgment  against  the  de- 
fendant.^ Under  this  issue  such  special  matters  of  avoid- 
ance as  a  license,  or  release,  or  an  accoi*d  and  satisfaction, 
could  be  claimed  and  proved  by  the  defendant.^  TIius  in  an 
action  for  the  infringement  of  a  patent  all  the  defences  here^ 
tofore  enumerated,  except  the  Statute  of  Limitations,  were 
admissible  under  the  usual  plea  of  not  guilty,  and  the  practice 
in  the  English  courts  in  patent  cases  was  in  conformity  with 
this  position  until  the  ciiange  in  the  rules  of  pleading  in  the 
5  &  6  W.  IV.  (1833)  and  the  special  act  regulating  the 
pleas  in  patent  causes  of  6  W.  IV.  (1835).'  By  this  change 
in  the  rules  of  pleading  the  scope  of  the  general  issue  in  an 
action  on  the  case  was  limited  to  a  denial  of  the  wrongful  act 
on  which  the  suit  was  based,  and  any  matter  in  bar  or  in 
avoidance  of  any  other  averment  in  the  declaration  must  be 
made  the  subject  of  a  special  plea.  By  the  special  act  re- 
ferred to,  the  defendant  in  an  action  for  infringement  is  re- 
quired to  file  with  his  plea  a  notice  of  all  objections  on  which 

*  That  patents  on  renewed  applica-         *  Thus  Godson  :  (177)  "The  usual 

tions  under  the  act  of  1870,  Sec.  85,  plea  is  noi  guilty,  which,  putting  in 

are  open  to  aU  defences,  see  §  984,  note  issue  the  whole  of  the  declaration,  forces 

1,  ante.  the  plaintiff  to  support  the  grant  in  all 

§  986.  1  Gould  on  Pleading,  ch.  vi.  its  parts,  and  giv&s  to  the  defendant 

§§  .i4,  55.  the  greatest  latitude  for  evidence." 

'^  Gould  on  Pleading,  ch.  vi.  §  55. 
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he  intends  to  rely  at  the  trials  Thus  under  the  English  prac- 
tice tlie  mode  of  pleading  in  patent  cases  has  always  been 
clear  and  imperative,  —  before  the  change  the  general  issue 
only,  and  since  the  change  a  special  plea  or  notice  for  all  de- 
fences, except  the  single  one  of  non-infringement.  At  the 
time  of  the  creation  of  our  patent  system,  the  common  law 
mode  of  pleading  prevailed  also  in  this  country.  It  remained 
unaffected  by  the  changes  introduced  into  the  English  prac- 
tice, and  in  tlie  absence  of  statutory  provisions  of  our  own 
would  still  permit  the  defendant  to  avail  himself  of  all  his 
defences  under  the  general  issue.  In  each  of  the  principal 
acts  of  Congress  on  which  our  patent  jurisprudence  rests  it 
has,  however,  been  prescribed  that  the  defendant  shall  set  up 
certain  of  these  defences  only  under  a  notice  connected  with 
the  general  issue,  or,  what  the  courts  have  uniformly  regarded 
as  its  equivalent,  under  a  special  plea.  The  defences  thus  dis- 
tinguished are  few  in  number,  and  have  not,  in  all  the  acts  of 
Congress,  been  the  same.  Some  of  them  are  analogous  to 
others  not  included  in  the  words  of  this  requirement,  and  sug- 
gest that  if  the  former  should  be  specially  set  forth,  the  latter 
should  be  also.  Thence  have  arisen  doubts  and  difficulties  in 
our  practice  which  can  perhaps  be  removed  only  by  a  new 
act  that,  like  the  English  statutes,  shall  cover  the  entire 
field  of  pleading.  If  any  other  solution  of  the  questions  can 
be  reached,  it  must  be  by  a  careful  scrutiny  of  the  provisions 
out  of  which  they  have  arisen,  in  view  of  the  spirit  and  in- 
tent of  the  law  in  which  they  were  incorporated. 

§  987.    Pleadings  under  the  Act  of  1790. 

The  first  appearance  of  this  requirement  is  in  the  patent 
act  of  1790,  the  earliest  enactment  of  Congress  in  reference 

^  Thus  Coryton :  (272)   '*  Formerly  plaintiff  in  an  action  for  infringement 

in  an  action  for  infringement  the  de-  shall  deliver,  with  his  declaration,  par- 

fisndant  conld  plead  only  the  general  ticiilars  of  the  breaches  he  complains  oL 

issne.    To  provide  against  the  surprise  SimOarly,  the  defendant  to  the  action 

which  was  constantly  occurring  from  .  .  .  must  deliver  with  his  pleas, .  .  .  the 

the  ignorance  in  which  parties  were  left  particulars  of  the  objections  he  is  pre« 

as  to  the  real  point  intended  to  be  urged  pared  to  urge  to  the  validity  of  the 

against  them  at  the  trial,  it  is  now  re-  patent.    No  evidence  ia  admissible  in 

quired  (Stat.  5  &  6  Will.  IV.)  that  the  these  respects  on  the  trial  which  is  not 
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to  patents  for  inventions.  The  structure  of  this  act  is  peculiar, 
but  it  is  clearly  consistent  with  itself ;  and  each  of  its  pro- 
visions if  interpreted  in  connection  with  the  others  is  appro- 
priate and  intelligible.  The  first  section  provides  for  the 
granting  of  a  patent  to  the  inventor  of  a  new  art  or  article 
upon  his  petition  therefor,  if  the  officers  of  the  government 
deem  the  invention  sufficiently  useful  and  important.  The 
second  section  requires  the  patentee  to  file  with  the  Secretary 
of  State,  at  the  time  of  the  granting  of  the  patent,  a  written 
specification,  with  drawings  and  a  model  when  admissible, 
sufficiently  complete  and  exact  to  distinguish  the  invention 
from  all  other  matters  before  known  and  to  enable  a  person 
skilled  in  the  art  to  practise  the  invention,  to  the  end  that 
the  public  may  have  the  full  benefit  thereof  after  the  ex« 
piration  of  the  patent.  The  fourth  section  prohibits  all  other 
persons  from  employing  the  patented  invention  without  the 
written  permission  of  the  owner  of  the  patent  under  penalty 
of  forfeiting  such  a  sum  of  money  as  a  jury  might  assess  as 
damages,  and  also  the  thing  made,  used,  or  sold  in  violation 
of  the  patent,  to  be  recovered  in  an  action  on  the  case  based 
on  the  statute.  The  sixth  section  provides  that  in  all  such 
actions  the  patent  and  specification  shall  be  prima  facie  evi- 
dence that  the  patentee  was  the  true  and  first  inventor  of  the 
invention  therein  described,  and  that  the  description  given  was 
correct ;  but  that  nevertheless  the  defendant  might  plead  the 
general  issue  and  give  the  statute  in  evidence,  and  also,  upon 
due  notice  to  the  plaintiff,  any  other  special  matter  tending  to 
prove  that  the  specification,  by  the  concealment  of  part  of  the 
invention  or  the  addition  of  more  than  was  necessary  to  pro- 
duce the  effect  described,  was  intended  to  mislead  the  public, 
or  did  so  mislead  them  that  the  effect  described  could  not  be 
produced  by  the  means  specified,  and  that  if  this  fact  were 
established  by  the  proof  the  defendant  should  prevail.^    The 

contained  in  such  paiticulare.*'    These  the    statute   itself   in  evidence  nnder 

particulars  are  notices,  not  pleadings,  the  general  issne.    As  the  validity  of 

and    form    no    part    of    the    record,  the  patent,  the  title  of  the  patentee, 

See  p.  276.  and  the  liability  of  the  defendant,  were 

§  987.   ^  Particular   importance    at-  all  dependent  upon  this  statute,  this 

laches  to  tlie  fact  that  according  to  this  provision  set  the  whole  case  at  issue 

act  of  1790^  the  defendant  might  give  under  this  common  law  plea,  with  the 

§987 


CH.  ni.]  OF  WBONGS  AGAINST  PATENTEBS.  198 

extent  of  the  departure  of  this  statute  from  the  common  law 
and  the  English  practice  is  at  once  perceptible.  At  common 
law  the  remedy  for  an  infringement  was  an  action  on  the 
case  for  compensatory  damages  merely,  the  general  issue  was 
a  sufficient  plea  to  put  the  plaintiff  upon  proof  of  all  the  facts 
on  which  liis  right  to  a  recovery  was  based,  and  this  proof 
must  consist  of  testimony  outside  of  the  patent,  upon  all 
points  except  those  of  the  issue  of  the  patent  and  the  title  of 
the  patentee.  By  our  act  of  1790  the  remedy  was  an  action 
on  the  statute  for  the  recovery  not  only  of  damages  but  of 
one  or  more  articles  of  personal  property ;  the  general  issue 
did  not  permit  the  defendant  to  attack  the  sufficiency  of  the 
disclosure  of  the  invention  to  the  public  without  a  notice  to  the 
plaintiff ;  and  the  patent  was  made  prima  facie  evidence  that 
the  patentee  was  entitled  to  a  patent  and  had  complied  with 
all  the  conditions  imposed  upon  him  by  the  law.  Passing  the 
first  divergence  as  throwing  no  light  on  this  question,  since 
the  form  of  action  was  still  trespass  on  the  case,  it  must  be 
noticed  that  the  other  two  departures  do  not  affect  the  rules 
of  pleading,  but  the  rules  of  evidence.  The  statute  did  not 
require  any  other  plea  than  the  general  issue,  whatever  defence 
the  infringer  might  desire  to  present,  following  in  this  respect 
the  common  law  ;  but  it  prohibited  him  from  making  one  par- 
ticular defence  under  the  general  issue  unless  he  previously 
notified  the  plaintiff  of  his  intention  so  to  do.  This  notice 
has  never  been  regarded  as  a  plea.'  Our  courts  have  held 
that  a  special  plea,  setting  up  the  same  matters  and  served 
nnder  the  same  conditions,  might  be  substituted  for  the  notice ; 
but  the  notice  itself,  when  given,  formed  no  part  of  the  plead- 
ings in  the  action,  was  served  upon  the  plaintiff  instead  of 
being  filed  in  court,  and  has  uniformly  been  considered  as  ful- 
filling its  purpose  when  it  put  the  plaintiff  on  his  guard  con- 
cerning the  nature  of  the  proposed  attack  upon  his  patent. 
Regarded  simply  as  changes  in  the  rules  of  evidence,  the 

siiigle  exception  of  the  claim  of  con-        '  That  the  notice  of  special  matter 

cealment  or  redundancy  in  the  descrip-  is  not  a  plea,'  see  Cottier  v.  Stimson 

tion  of  the  invention,  which  could  not  (1884),  20  Fed.  Rep.  906  ;  10  Sawyer, 

be  made  without  a  special  notice.    See  213. 
Coming  v.  Burden  (1868),  15  How.  252. 

VOL.  ni.— 18  S  M7 
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effect  of  these  two  departures  from  the  common  law  is  ob* 
vious.  To  the  validity  of  a  patent  three  things  were  neces- 
sary :  that  the  invention  should  be  patentable ;  that  the  pat- 
entee should  be  its  first  and  true  inventor;  that  he  should 
place  his  invention  fully  within  the  knowledge  of  the  public. 
Under  the  common  law  the  burden  of  proof  rested  upon  the 
plaintiff,  notwithstanding  his  patent,  as  to  each  of  these  es* 
sential  conditions ;  and  the  defendant  was  at  liberty  to 
controvert  either  or  all  of  them  without  other  notice  to  the 
plaintiff  than  was  implied  in  his  plea  of  not  guilty.  Our 
statute  made  the  patent  itself  prima  facie  evidence  of  these 
three  facts.  It  left  the  defendant  free  to  dispute  the  first  two 
under  the  general  issue  without  previous  notice  to  the  plain- 
tiff,  but  required  him  to  give  such  notice  if  he  desired  under 
that  issue  to  avail  himself  of  a  denial  of  the  third.  The 
entire  effect  of  these  changes  was,  therefore,  the  introduction 
into  our  law  of  the  doctrine  that  the  grant  of  the  patent  raises 
a  presumption  of  its  validity  which  will  prevail  unless  rebutted 
by  opposing  evidence,  and  the  establishment  of  the  rule,  that 
no  opposing  evidence  shall  be  offered  in  reference  to  the  suffi- 
ciency of  the  disclosure,  unless  the  plaintiff  has  been  fore- 
warned that  such  an  attack  upon  his  patent  will  be  made. 
The  reason  for  requiring  a  notice  upon  this  particular  point 
and  not  upon  the  others  readily  suggests  itself.  The  pat- 
entability of  the  invention  and  its  original  production  by  the 
patentee  are  indispensable  conditions  of  his  right  to  any  pat- 
ent whatever.  They  are  facts  which  the  patentee  affirms  by 
applying  for  the  patent,  and  which  he  must  at  all  times  be 
ready  to  establish  when  his  right  to  the  patent  is  attacked. 
They  are  also  existing  and  unalterable  facts,  not  depending 
on  human  judgment  nor  subject  to  the  tests  of  human  insight 
and  comprehension,  but  supported  or  denied  by  the  positive, 
direct,  and  permanent  evidence  of  the  human  senses.  When 
our  statute  made  the  patent  prima  fade  evidence  of  these  facts, 
and  threw  upon  the  defendant  the  duty  of  opening  the  con- 
troversy concerning  them,  it  was  not  deemed  important  to 
compel  him  to  inform  the  plaintiff  that  he  intended  to  deny 
what  the  plaintiff  must  have  expected  to  become  the  subject 
of  attack  as  the  defendant's  only  mode  of  justifying  his  own 

§987 
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practice  of  the  patented  invention ;  and  the  act,  therefore, 
permitted  the  defendant  to  make  these  defences  in  the  same 
manner  as  at  common  law.    The  third  condition  was  of  a 
wholly  different  character.    A  failure  to  fulfil  this  condition 
did  not  affect  the  true  inventor's  right  to  a  patent,  but  merely 
the  validity  of  the  patent  which  he  had  received,  and  though 
before  the  amendment  of  a  patent  was  allowed  the  practical 
result  to  the  patentee  was  the  same  as  in  the  other  cases,  the 
difference  between  them  in  principle  and  in  theory  was  fun- 
damental.   Justice  then  as  now  required  that  this  difference 
should  be  recognized  in  jurisprudence,  and  that  defects  in 
statement,  if  not  intended  to  deceive,  should  not  invoke  the 
same  disastrous  consequences  to  the  patentee  as  want  of  pat- 
entability in  the  invention  or  the  anticipation  of  his  inventive 
act  by  that  of  a  prior  rival  inventor.     The  fulfilment  of  this 
condition  was  also  a  fact  which  could  not  be  evidenced  by 
ordinary  proof,  but  which  must  have  been  tested  by  human 
judgment  and  determined  by  experience.     Until  the  specifi- 
cation was  published  and  submitted  to  those  skilled  in  the 
art,  the  patentee  himself  could  not  have  known  whether  his 
disclosure  was  sufficient,  and  if  it  was  intended  to  be  a  com- 
plete and  exact  description  of  his  invention,  he  might  safely 
assume  it  to  be  such  until  the  contrary  was  alleged.    To 
require  him  to  be  prepared  at  all  times  to  meet  attack  on  this 
ground  would  compel  him  to  keep  himself  informed  of  the 
extent  to  which  those  skilled  in  the  art  had  endeavored  to 
practise  the  patented  invention  and  of  their  success  or  failure 
in  the  attempt,  and  thus  impose  upon  him  a  burden  productive 
of  no  other  benefit  to  himself  than  the  ability  to  prove  the 
sufficiency  of  his  specification  if  it  should  ever  chance  to  be 
denied.    It  was,  therefore,  with  the  utmost  propriety  that  our 
law  relieved  the  patentee  from  the  necessity  of  investigating 
and  accumulating  evidence  upon  this  point  until  notified  by  a 
defendaht  that  such  a  denial  would  be  made.     The  effect  of 
the  first  Patent  Act  of  the  United  States  upon  the  rules  of 
pleading  and  of  evidence  is  evidently  this :  that  the  general 
issue  still  remained,  as  at  common  law,  the  proper  plea  in  all 
cases  without  reference  to  the  nature  of  the  defence,  but  that 
in  order  to'  introduce  testimony  showing  the  insufficiency  of 

§987 
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the  specification,  whether  fraudulent  or  unintentional,  the 
defendant  must  have  previously  notified  the  plaintiff  and 
have  thus  afforded  him  an  opportunity  to  prepare  to  sus- 
tain it. 

§  98a   Pleadings  under  the  Act  of  1793. 

The  act  of  1793,  which  superseded  that  of  1790,  carried 
still  further  these  alterations  in  the  law.  It  changed  the 
measure  of  damages  to  be  recovered  by  the  plaintiff,  but  left 
the  form  and  statutory  basis  of  the  action  undisturbed.  In 
reference  to  the  pleadings,  it  employed  the  same  language  as 
the  prior  act,  but  increased  the  number  of  defences  upon 
which  the  defendant  was  forbidden  to  offer  evidence  without 
a  previous  notice  to  the  plaintiff.  It  omitted  the  provision 
that  the  patent  should  he  prima  facie  evidence  of  the  right  of 
the  patentee  to  the  patent  and  of  the  sufficiency  of  the  de- 
scription, and  inserted  a  requirement  that  the  patentee,  before 
the  patent  issued,  should  make  oath  that  he  believed  himself 
to  be  the  first  and  true  inventor  of  the  art  or  article  described. 
And  it  extended  the  effect  of  a  judgment  for  the  defendant 
upon  any  of  the  defences  of  which  it  required  previous  notice, 
so  that  not  only  was  the  defendant  relieved  from  liability,  but 
the  patent  itself  was  declared  void.  These  changes  indicate 
a  different  spirit  and  intention  in  the  law  from  that  embodied 
in  the  act  of  1790.  No  attempt  is  made  to  modify  the  rules 
of  pleading,  the  general  issue  being  evidently  deemed  the 
proper  mode  of  introducing  all  defences  upon  which  an  alleged 
infringer  can  rely.  But  an  endeavor  was  apparent  to  make  a 
suit  for  infringement  serve  a  double  purpose,  —  to  vindicate 
the  rights  of  the  patentee  if  the  patent  were  valid,  and  to 
operate  as  a  repeal  of  the  patent  if  it  were  void.  To  meet 
this  latter  object  the  rules  of  evidence  were  radically  changed. 
The  plaintiff  was  relegated  to  his  common-law  position  in 
reference  to  the  mode  of  proving  his  case,  the  patent  being 
no  longer  prima  facie  evidence  in  his  favor,  and  was  com* 
pelled  to  assume  the  burden  upon  all  defences  except  those 
en  which  the  repeal  or  confirmation  of  his  patent  was  to  turn. 
Of  these  last  defences  there  were  four:  a. fraudulent  speci- 
fication; prior  use;  prior  publication;  and  a  surreptitious 
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patent  obtained  for  the  discovery  of  another  person.  Of  these 
the  defendant  was  required  to  give  notice  thirty  days  before 
the  trial  if  he  desired  to  offer  evidence  thereon  either  for  his 
own  deliverance  or  in  the  effort  to  destroy  the  patent.  The 
reasons  of  the  legislature  for  selecting  these  four  as  the 
grounds  on  which  a  judgment  of  repeal  might  be  awarded 
are  easily  discerned.  In  a  fraudulent  specification  the  at- 
tempt to  deceive  the  public  is  the  real  defect,  and  this  attempt 
forfeits  the  right  of  the  inventor  to  protection,  however  meri- 
torious in  other  respects  he  may  have  been.  The  surrepti- 
tious application  for,  and  reception  of,  a  patent  for  another's 
invention  is  also  an  act  which,  if  not  wilfully  fraudulent,  has 
the  effect  of  fraud  and  cannot  be  sustained  or  permitted  to 
result  in  injury  to  the  true  inventor  or  the  public  by  casting 
a  cloud  upon  the  title  of  the  one,  or  unduly  limiting  the  privi- 
leges of  the  other.  An  invention  which  has  been  in  actual 
use  or  has  been  described  in  a  public  work  befoi*e  the  patentee 
invented  it  is  certainly  not  new  and  original  with  him,  and 
independently  of  all  other  questions  as  to  its  patentability 
cannot  become  the  subject-matter  of  a  valid  patent  in  his 
favor.  These  are  defects  necessarily  fatal.  They  are  proved, 
if  provable  at  all,  by  clear  and  direct  testimony  as  to  past 
conditions  and  transactions.  And  if  the  attempt  to  introduce 
this  new  feature  of  repeal  into  a  suit  for  infringement  was 
practicable  and  expedient,  the  selection  of  these  grounds  for 
it  and  of  this  mode  of  procedure  was  commendable.  But  the 
provisions  made  for  this  purpose  are  not  to  be  confounded 
with  those  existing  in  the  act  of  1790,  where  the  sole  object 
was  to  regulate  the  private  controversy  between  the  plaintiff 
and  defendant,  nor  with  those  of  later  statutes  which  do 
not  contemplate  a  judgment  affecting  the  existence  of  the 
patent^ 

§  088.  ^  In  Grant  V.  Raymond  (1832),  4  Wasli.  9,  the  defendant  pleaded  the 

«  Peten,  218,  Bianhall,  C.  J.,  clearly  general  issue  without  notice.    The  at- 

recognizes  this  great  distinction  between  tention  of  the  court  was  particularly 

the  acts  of  1790  and  1793,  and  refers  to  directed  to  the  provisions  of  the  act  of 

the  (ailure  of  the  courts  to  separate  the  1793,  now  under  discussion,  and  the 

two  purposes  which  the  latter  act  was  case  was  argued  by  distinguished  coun- 

intended  to  accomplish.  seL      The    following    questions    were 

In  Kneass  v.  Schuylkill  Bank ,  (1820)  treated  as  matters  of  fact  to  be  decided 
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§  989.    Pleadings  under  the  Aot  of  1836. 

The  act  of  1886  returned  to  the  purpose  and,  to  a  great 
extent,  to  the  methods  of  the  act  of  1790.  The  attempt  to 
combine  proceedings  in  repeal  with  an  action  for  infringement 
was  abandoned,  and  the  defendant  was  permitted  only  to  urge 
objections  in  his  own  behalf.  The  rules  of  pleading  remained 
unchanged,  and  the  general  issue  was  allowed  to  cover  every 
defence  which  the  defendant  might  desire  to  raise  against  the 
several  averments  of  the  declaration,  although  a  notice  to  the 
plaintiff  was  required  when  evidence  on  certain  subjects  was 
to  be  presented.  In  view  of  the  fact  that  the  alterations  in 
the  English  practice,  confining  the  general  issue  in  all  actions 
on  the  case  to  a  denial  of  the  wrongful  act  alleged  and  com- 
pelling the  defendant  to  plead  specially  all  other  defences, 
were  introduced  three  years  before  the  passage  of  this  statute, 
and  that  the  Act  5  &  6  W.  IV.,  providing  that  in  all  suits  for 
infringement  the  defendant  must  file  with  his  plea  a  particular 
statement  of  all  the  defences  on  which  he  purposed  to  rely,  took 
effect  only  the  year  before,  of  both  which  changes  in  the  English 
law  Congress  must  be  presumed  to  have  had  knowledge,  the 
repetition  in  our  statute  of  the  common  law  rule  of  pleading  is 
of  the  highest  significance.^  If  it  had  not  been  the  intention 
of  Congress  that  the  general  issue  should  retain  its  ancient 

under  the  pleadiDgs  :  Whether  the  al-  of  law,  as  included  in  the  general  iasney** 
leged  invention  belonged  to  either  of  thus  recognizing  the  general  issue  in 
the  patentable  classes ;  whether  it  pos-  patent  cases  as  equaUy  comprehensiye 
sessed  utility  ;  whether  it  was  a  means  with  the  same  plea  in  other  cases, 
or  an  effect ;  whether  the  specification  except  when  coupled  with  the  require- 
so  disclosed  the  invention  as  to  enable  ment  of  notice. 

persons  skilled  in  the  art  to  practise  it.         That  Sec.  6,  act  of  1798,  as  to  notice, 

The  learned  judge  also  stated  that  un-  does  not  inclade  all  defences  which  the 

der  the  general  issue  other  questions  defendant  may  make^  see  Evans  v.  Het- 

might  be  determined,  instancing  the  tick  (1822),  7  Wheaton,  463  ;  1  Robb^ 

absence  of  a  specification  ;  that  the  pat-  417. 

ent  is  broader  than  the  discovery ;  that         That  on  a  general  issue  without  no- 

the  improYement  is  not  distinguished  tice  the  defendant  cannot  give  in  evi- 

Irom  the  original ;  that  the  patent  does  dence  any  of  the  matters  named  in  Sec 

not  contain  the  necessary  recitals,  etc.  6,  aetof  1798,  see  Eneass  v,  Schuylkill 

He  further  says  that  evidence  of  special  Bank  (1820),  4  Wash.  9  ;  1  Bobb,  808. 
matter  cannot  be  given  other  than  such         §  989.  ^  See  1  Chitty  on  Pleading 

as  is  particularly  mentioned  "  unless  it  612. 
can  be  admitted  upon  general  principles 
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comprehenBiveness,  it  would  certainly  have  been  restricted  by 
this  statute,  and  other  modes  have  been  provided  for  the  asser- 
tion of  special  matters  in  avoidance  or  in  bar.  The  section  of 
the  act  of  1836  which  prescribes  the  mode  of  pleading  and 
notice,  therefore,  so  far  from  extending  the  defendant's  com- 
mon law  rights  of  defence,  imposes  upon  them  a  limitation, 
not  affecting  his  right  to  plead  but  his  right  to  offer  evidence 
of  a  certain  character  under  his  plea,  and  restricts  the  latter 
right  by  making  previous  notice  a  condition  of  its  exercise. 
The  correctness  of  this  interpretation  of  that  section  is  estab- 
lished by  the  decisions  of  the  courts  concerning  the  propriety 
and  method  of  substituting  a  special  plea  for  the  notice  thus 
required*  Such  substitution  is  regarded  as  legitimate,  pro- 
vided the  plea  possesses  the  necessary  attributes  of  the  notice 
as  to  completeness  of  statement  and  time  and  mode  of  service, 
but  not  otherwise,  —  showing  conclusively  that  it  is  net  only 
as  a  plea  putting  matters  in  issue,  but  as  a  notice  warning  the 
plaintiff  of  the  objections  to  be  urged  against  his  patent,  that 
even  a  special  plea  must  be  employed.  Thus  there  can  be  no 
doubt  that  the  same  practice  prescribed  by  the  act  of  1790  in 
relation  to  the  pleadings  was  revived  and  conQrmed  by  the 
act  of  18S6.  The  changes  in  the  rules  of  evidence  consisted 
in  an  increase  in  the  number,  and  some  modification  in  the 
character,  of  the  defences  of  which  notice  was  required. 
Under  the  act  of  1886  these  were :  a  fraudulent  specification ; 
prior  invention  by  another  than  the  patentee ;  prior  publica- 
tion ;  abandonment  by  public  use  or  sale ;  a  surreptitious 
patent  obtained  for  the  invention  of  another;  the  failure  of 
an  alien  patentee  to  put  his  patented  invention  on  the  market. 
None  of  these  defences  were  identical  with  that  of  insufficient 
specification,  for  which  a  notice  was  essential  under  the  act  of 
1790.  Those  mentioned  in  the  act  of  1798,  however,  are  all 
represented,  —  prior  invention  covering  the  defence  of  prior 
use ;  and  two  are  added,  —  abandonment  by  public  use  or 
Bale,  and  the  misconduct  of  an  alien  patentee  in  withholding 
his  invention  from  the  public.  The  reasons  for  retaining  the 
four  earlier  defences  under  this  rule  are  the  same  as  those 
which  made  it  proper  in  the  first  place  to  include  them  in  its 
operation.    The  extension  of  the  rule  to  the  two  additional 
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defences  was  equally  justifiable.  Both  these  defences  were 
forms  of  abandonment.  The  public  use  or  sale  of  the  inven* 
tion  with  the  knowledge  and  consent  of  the  inventor 
before  his  application  for  a  patent  destroyed  his  right  to  ob- 
tain a  patent,  and  if  he  had  obtained  it  rendered  the  patent 
Yoid.  The  neglect  of  an  alien  patentee  to  put  his  inyention 
into  the  hands  of  the  public,  within  the  period  then  limited  by 
law,  in  the  same  manner  forfeited  his  right  to  the  patent  and 
rendered  the  patent  void.  And  as  the  law  in  all  cases  pre- 
sumed against  abandonment  and  permitted  the  patentee  to 
rely  on  that  presumption,  it  consistently  required  a  defendant, 
who  purposed  to  set  up  in  his  defence  facts  which  the  law  re- 
garded as  conclusive  evidence  of  an  abandonment,  to  give  the 
plaintiff  a  fair  opportunity  to  meet  and  overthrow  them. 

§  990.    Pleadings  under  the  Act  of  1870  and  the  Revised  Stat- 
utes. 

The  act  of  1870,  in  the  paragraph  now  forming  Section 
4920  of  the  Revised  Statutes,  repeats  the  provisions  of  the 
act  of  1836  with  even  greater  clearness  and  precision.  It 
enacts  that  in  any  action  for  infringement  the  defendant  may 
plead  the  general  issue,  and  having  given  the  required  notice, 
may  prove  on  trial  any  one  or  more  of  certain  special  matters.^ 
There  are  but  two  ways  of  construing  this  enactment.  Either 
it  means  that  under  the  general  issue  the  defendant  may  make 
all  his  defences  as  at  common  law,  but  that  in  reference  to 
some  he  must  give  notice  to  the  plaintiff  as  a  condition  prece- 
dent to  offering  evidence  thereon,  or  it  means  that  under  the 
general  issue  he  can  make  no  defence  except  those  of  which 
notice  is  required.  The  latter  interpretation  is,  of  course, 
absurd.^  The  former  harmonizes  with  all  preceding  statutes 
and  with  the  doctrine  and  the  practice  under  the  common  law, 
and  hence  must  be  the  correct  statement  of  the  rule.  The 
special  matters  of  which  notice  is  essential  under  this  act  are 

§  990.  1  That  a  defendant,  npon  filing        >  Such  a  rule  would  forbid  the  de- 
the  statutory  notice,  may  give  the  special    fence  of  non-infringement|  except  under 
defences  named  in  the  act  in  e\ndence    a  special  plea, 
under  the  general  issue,  see  Bates  v, 
Coe  (1878),  98  U.  S.  31;  15  0.  G.  837. 
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the  same  in  substance  as  those  mentioned  in  the  act  of  1886. 
To  prior  publication,  prior  patent  is  added  as  being  a  defence 
of  the  same  nature  and  included  in  the  spirit  of  the  former. 
Abandonment  bj  public  use  or  sale  is  extended  to  embrace  all 
modes  of  dedication  to  the  public,  and  the  failure  of  an  alien 
patentee  to  practise  his  invention  is  omitted,  that  duty  being 
no  longer  imposed  on  him  by  law. 

§  991.    Bnmmary  of  the  liA'w  ooncerning  Plaadlnga  in  Aotiona  for 
Infringement  from  1790  to  1874. 

As  the  result  of  this  investigation  and  comparison  of  the 
various  provisions  of  our  Patent  Laws  concerning  the  form  in 
which  the  defendant  may  present  his  different  defences,  the 
following  propositions  may  be  stated :  (1)  That  no  attempt 
has  ever  been  made  by  Congress  to  change  the  rules  of  plead- 
ing in  actions  for  infringement  as  they  stood  at  common  law 
when  our  patent  system  was  inaugurated  in  1790 ;  (2)  That  at 
that  period,  and  ever  since,  the  general  issue  has  been  the 
proper  form  of  pleading  as  to  all  defences  which  deny  the 
existence  of  the  plaintiff's  right  of  action  at  the  date  of  the  fil* 
ing  of  the  plea ;  (3)  That  the  rule  requiring  notice  when  ccr« 
tain  defences  are  to  be  presented  is  a  rule  of  evidence, 
intended  not  to  provide  a  mode  of  raising  issues  but  to  protect 
the  plaintiff  against  surprise ;  (4)  That  this  rule  has  been 
and  must  be  varied  from  time  to  time,  as  justice  to  the  plain- 
tiff may  demand,  but  that  such  variations  do  not  affect  the 
attitude  of  either  party  before  the  court,  or  change  the  burden 
of  proof,  or  impose  any  other  obligation  or  disability  upon  the 
defendant  than  is  contained  in  the  simple  duty  of  giving  the 
prescribed  notice  to  the  plaintiff. 

§  992.    General  XMue,  with  or  without  JEfotioe,  a  SufQcient  Plea 
in  all  Defences  except  the  Statute  of  UmitatlonB. 

Applying  these  propositions  to  the  solution  of  the  question 
now  under  consideration,  it  will  be  evident  that  the  general 
issue  is  a  sufficient  plea  for  all  defences  which  deny  the  ex- 
istence of  a  cause  of  action  in  the  plaintiff.  Every  defence 
which  puts  in  issue  any  averment  of  the  declaration  comes 
within  this  description,  whether  it  controverts  the  patenta- 
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bilitj  of  the  invention,  or  the  right  of  the  patentee  to  the 
monopoly,  or  the  existence  or  validity  of  the  patent,  or  the 
title  of  the  plaintiff,  or  the  practice  of  the  invention  by  the  de- 
fendant without  due  authority.  Every  defence  which,  admit- 
ting the  former  existence  of  a  cause  of  action,  claims  that  it 
has  been  extinguished  either  by  release  or  by  estoppel  or  by 
a  former  judgment  belongs  in  the  same  class.^  The  only  re- 
maining defence  is  that  of  the  Statute  of  Limitations  which 
recognizes  a  subsisting  cause  of  action,  but  avers  that  by  his 
laches  the  plaintiff  has  lost  the  right  to  any  legal  remedy. 
This  defence  requires  a  special  plea.^  But  while  the  general 
issue  is  permitted  in  the  foregoing  cases  it  is  not  incumbent 
on  the  defendant  to  employ  it.  He  may  plead  specially  any 
or  all  of  his  defences  except  that  which  denies  his  perform- 
ance of  the  infringing  act,  and  this  is  always  his  proper  course 
when  he  desires  to  tender  a  specific  issue  to  be  simply  trav- 
ersed by  the  plaintiff.^  If  in  such  special  plea  he  sets  up  any 
fact  of  which  notice  to  the  plaintiff  is  required,  the  plea  must 
not  only  be  duly  filed,  as  a  plea,  but  served  on  the  plaintiff  as 
a  notice  in  the  mode  provided  by  the  statute.^  The  same 
matter  cannot  be  presented  both  in  a  special  plea  and  by  a 
notice  under  the  general  issue.^    When  the  defendant  pleads 

§  992.  ^  Gould  on  Pleftding,  cb.  vi.         That  the  defendant  may  plead  speci- 

]  55.  '  ally  matters  which  are  proper  under  the 

*  That  the  Statute  of  Limitations  general  issue,  see  Day  «.  New  England 
must  be  specially  pleaded  at  common  Car-Spring  Co.  (1854),  8  Blatch.  179. 
law,  see  1  Chitty  on  Pleading,  479.  That  the  general  issne  with  special 

*  For  a  discussion  of  the  relation  of  plea  of  license,  but  no  notice  of  special 
special  pleas  to  the  general  issue,  see  matter,  is  a  good  plea,  see  Day  v.  New 
Hubbell  V.  De  Land  (1882),  14  Fed.  EnglandCar-SpringCo.  (1854),  8  Blatch. 
Rep.  471 ;  11  Bissell,  382  ;  22  0.  G.  179. 

1883.  That  matters  not  admissible  under 

That  the  five  special  defences  under  a  general  issue  and  notice  may  be  speci- 

Sec.  4920,  Rev.  Stat,  may  be  made  by  ally  pleaded,  see  Wilder  v.  Gayler  (1850), 

special  pleas  with  the  general   issue,  1  Blatch.  597. 

and  that  other  defences  may  be  pleaded         *  That  where  the  special  plea  covers 

specially,  with  or  without  the  general  matter  of  which  notice  is  required,  it 

issue,  see  Cottier  v.  Stimson  (1888),  9  must  be  served  like  a  notice,  see  Cottier 

Sawyer,  435  ;  18  Fed.  Rep.  689.  v.  Stimson  (1884),  20  Fed.  Rep.  906 ; 

That  matter  may  be  shown  in  special  10  Sawyer,  212. 
pleas  or  in  the  general  issue  with  notice,         '  That  the  defendant  cannot  plead  the 

see  Root   v.  BaU   (1846),   4  McLean,  general  issue  with   notice  and  set  up 

177  ;  2  Robb,  513.  the  same  matter  in  a  special  plea  in  bar, 

§992 
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the  general  issue,  whether  with  or  without  a  notice,  the  plain- 
tiff closes  the  pleadings  with  a  similiter.  If  the  defendant 
pleads  specially,  the  plaintiff  may  either  demur  or  traverse, 
or  reply  with  new  matter,  as  in  other  common-law  actions, 
and  thence  the  pleadings  may  proceed  until  an  issue  of  law  or 
fact  is  reached.^ 

Bee  Read  v.  Miller  (1867)»  8  Fisher,  velopment  of  Patent  Law  must  ineyita- 

810 ;  2  Bisselly  12.  bly  follow  upon  this  application  of  the 

*  This  question  of  pleadings  is  further  rule.  That  deyelopmeut  depends  largely 
complicated  by  Sec.  914,  Rev.  Stat.,  upon  the  existence  in  this  country  of  a 
which  provides  that  "the  practice,  body  of  trained  patent  lawyers,  whose 
pleadings,  and  forms  and  mode  of  pro-  practice  is  unlimited  by  State  bouu- 
ceeding  in  civil  causes  other  than  equity  daries,  and  whose  learning,  experience, 
and  admiralty  causes,  in  the  circuit  and  and  wisdom  are  thus  rendered  advan- 
district  courts,  shall  conform,  as  near  tageous  to  the  whole  nation .  The  im- 
as  may  be,  to  the  practice,  pleadings,  position  upon  this  body  of  lawyers  of 
and  forms  and  modes  of  proceeding  ex-  the  duty  of  acquainting  themselves  with 
isting  at  the  time  in  like  causes  in  the  the  local  practice  of  each  State,  and  of 
courts  of  record  of  the  State  within  changing  their  own  methods  as  they 
which  such  circuit  or  district  courts  are  pass  from  one  area  of  conflict  to  another, 
held,"  etc.  It  has  been  claimed  and  can  only  be  justified  by  greater  necessi- 
decided  that  this  provision  applies  to  ties  and  clearer  statutory  enactments 
patent  cases  as  well  as  others,  see  Cel-  than  have  thus  far  appeared.* 
luloid  Mfg.  Co.  V.  American  Zylonite  In  the  third  place,  this  position  con- 
Co.  (1888),  34  Fed.  Rep.  744  ;  Hayden  tradicts  the  specific  requiraments  of  the 
V.  Oriental  Mills  (1883),  1.5  Fed.  Rep.  Patent  Law  iUelf.  Sec.  4919,  Rev. 
605 ;  24  O.  G.  601  ;  Cottier  v.  Stimson  Stat.,  expressly  provides  that  the  ac- 
(1883),  9  Sawyer,  435  ;  18  Fed.  Rep.  tion  at  law  for  infringement  shall  be 
689.  an  action  on  the  case.     Sec.  4920,  bt*- 

The  reasons  against  this  position  are  stows  on  the  defendant  the  privilege  of 

numerous  and  forcible.     In  the    first  pleading  the  ^general  issue,   t.  e.,  the 

place,  the  language  of  the  rule  does  common  law  general  issue.     As  these 

not  include  patent  causes.   It  prescribes  sections  are  of   equal  authority  with 

the  adoption  of  local  practice  and  pro-  Sec.   914,   all  must  be  construed  to- 

cedure  only  so  far  as  it  exists  in  like  gether,  and  no  construction,  saving  all, 

causes  in   the  State  tribunals.     Now,  is  possible,  except  that  which  excludes 

there  are  no  like  causes  in  reference  to  patent  cases  from  the  operation  of  Sec. 

cases  arising  under  the   Patent  Laws.  914. 

In  these  cases  the  right,  the  wrong,  and  In  the  fourth  place,  it  has  been  re- 

the  remedy  are  sui  generis,  and  require,  peatedly  decided  that  Sec.    914  does 

as  they  have  always  had,  a  proceeding  not  apply  to  cases  where  Congress  has 

equally  peculiar,  which  has  ever  been  legislated,    nor   include    constructions 

recognized   as   properly  prescribed  by  placed  upon  common  law  remedies  in 

Federal  law  alone.  the  State  courts,  nor  repeal  by  implica- 

In  the  second  place,   the  complete  tion  any  previous  act  of  Congress,  pro- 

destmction  of  that  uniformity  of  pro-  viding  a  particular  mode  of  proceeding, 

cedure  which  is  so  essential  to  the  de-  (See  Desty,  pp.  499,  500. )     Hence  it 

§992 
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§  993.    Oenaral  Jasne  :  when  Notioe  also  Raqtdred. 

When  the  defendant  pleads  the  general  issue,  he  must  also 
give  a  written  notice  to  the  plaintiff  in  any  case  where  he  'de- 
sires to  offer  evidence  tending  to  prove  either  of  the  five  fol* 
lowing  states  of  fact :  (1)  That  for  the  purpose  of  deceiving 
the  public  the  description  and  specification  filed  bj  the  pat- 
entee in  the  Patent  Office  was  made  to  contain  less  than  the 
whole  truth  relative  to  his  invention  or  discovery,  or  more 
than  is  necessary  to  produce  the  desired  effect;  (2)  That 
the  patentee  had  surreptitiously  or  unjustly  obtained  the 
patent  for  that  which  was  in  fact  invented  by  another,  who 
was  using  reasonable  diligence  in  adapting  and  perfecting  the 
same ;  (8)  That  the  invention  had  been  patented  or  described 
in  some  printed  publication  prior  to  his  supposed  invention 
or  discovery  thereof ;  (4)  That  he  was  not  the  original  and 
first  inventor  or  discoverer  of  any  material  and  substantial 
part  of  the  thing  patented ;  (5)  That  the  invention  had  been 
in  public  use  or  on  sale  in  this  country  for  more  than  two 
years  before  his  application  for  a  patent  or  had  been  aban- 
doned to  the  public.^  The  relation  of  these  states  of  fact  to 
the  defences  already  enumerated  demands  attention  in  order 
that  the  cases  in  which  notice  is  required  may  be  more  easily 
distinguished. 

§  994.   Notloe  Reqtiired  where  the  Defence  rests  on  an  Alleged 
Fraudulent  Speoificatlon. 

The  first  of  these  states  of  fact  is  identical  with  that  which 
constitutes  the  eleventh  defence.  It  exists  where  the  specifi- 
cation actually  misleads  the  public,  and  was  intended  so  to 

is  evident  that  so  far  as  the  substance  aU  that  might  be  nidged,  are  at  least 

of  the  proceedings  in  actions  at  law  for  sufficient  to  warrant  a  dissent  from  the 

infringement  are  concerned,  the  Federal  position  taken  in  the  cases  first  cited, 

statutes  and  the  common  law  rules  of  until  a  higher  authority  endorses  it» 

pleading,   as  recognized  in  these  stat-  or  it  is  fiiUy  accepted  and  acted  on  by 

utes,  still  form  the  guide  of  the  pleader  the  profession  at  large, 
and  the  court,  however  widely  the  local         See  also  Read  v.   Miller  (1867),  8 

customs  may  lead  to  a  departure  in  Fisher,  310 ;  2  Bissell,  12  ;  Gooilyearv. 

minor  matters  not  relative  to  the  essence  Providence  Rubber  Co.  (1864),  2  Fisher, 

of  the  cause.  499  ;  2  Clifford,  S51. 

The  foregoing  reasons,  though  not         §  993.  ^  Sec.  4920,  Rev.  Stat 
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do,  by  coacealing  some  essential  part  of  the  invention,  or  by 
declaring  some  superfluous  action  or  device  to  be  necessarj 
to  its  successful  operation.  A  merely  insufficient  specification, 
as  distinguished  from  a  fraudulent  one,  although  it  fails  to 
put  the  invention  into  the  possession  of  the  public,  is  not  em- 
braced in  this  state  of  facts,  and  may,  therefore,  be  urged  as  a 
defence  under  the  general  issue  without  notice.^ 

§  995.  Notice  Raqulred  where  the  Defence  rests  on  the  AUega* 
tion  that  the  Patentee  or  his  Assignor  is  not  a  Trae 
Inventor  or  was  not  the  First  Inventor. 

The  second  state  of  facts  is  of  less  definite  limitations,  and 
whether  it  embraces  the  second  defence  only,  or  the  third  de- 
fence only,  or  both  defences,  is  rendered  doubtful  by  the 
variations  which  have  taken  place  in  the  language  of  the 
statutes  in  reference  to  these  defences.  The  act  of  1798 
required  a  notice  where  the  invention  was  not  originally  dis< 
covered  by  the  patentee  but  had  been  in  use  anterior  to  his 
supposed  discovery ;  and  under  this  provision  it  was  held  that 
evidence  of  any  practical  use,  however  slight  and  temporary, 
was  sufficient  to  sustain  this  defence  and  defeat  the  patent. 
As  the  inventive  act  of  the  true  discoverer  could  not  be  com- 
plete without  such  practical  use,  and  as  at  that  time  the  idea 
that  diligence  in  reduction  to  practice  causes  the  complete 
inventive  act  to  relate  back  to  the  time  of  conception  had  not 
been  incorporated  into  our  law,  it  would  appear  that  this 
clause  of  the  act  of  1798  referred  to  cases  of  prior  rival  in- 
vention, and  prescribed  a  notice  whenever  the  defendant, 
though  conceding  that  the  plaintiff  was  a  true  inventor,  de- 
sired to  show  that  he  had  been  anticipated  in  his  discovery 
by  the  previous  performance  of  an  entire  inventive  act.  Then 
followed  tlie  clause  requiring  notice  of  the  defence  that  the 
patentee  had  surreptitiously  obtained  a  patent  for  the  dis- 
covery of  another  person.    This  could  not  be  interpreted  as  a 

S  994.  ^  That  no   notice   need   be         That  whether  a  defective  bat  not 
given  where  the  defence  rests   on   a    frandnlent  specification  is  a  defence^  see 
merely   defective   bat   not   fraadulent    i  970  and  notes,  ante. 
specification,  see  Kneass  «.  Schnylkill 
Bank  (1820),  i  Wash.  9  ;  1  Bobb,  308. 
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mere  repetition  of  the  preceding  proposition.  The  language 
was  widely  different.  It  spoke  of  a  surreptitious  or  fraudulent 
act  by  which  the  discovery  of  another  was  appropriated  to  the 
patentee.  In  view  of  its  connection,  as  well  as  phraseology, 
this  clause  could,  therefore,  refer  only  to  a  case  where  an  imi- 
tator had  obtained  a  monopoly  for  the  results  of  another's 
inventive  skill.  In  passing  from  the  act  of  1798  to  the  act  of 
1836  these  clauses  were  materially  changed,  and  the  radical  dis- 
tinctions between  these  two  cases  were  obscured.  The  interim 
had  witnessed  the  development  of  the  doctrine  that  the  first 
inventor,  if  diligent  in  reduction,  was  the  rightful  patentee, 
although  prior  to  his  reduction  a  later  conceiver  had  com- 
pleted his  inventive  act ;  and  frequent  cases  had  made  it  evi- 
dent that  proof  of  prior  conception  on  the  part  of  another 
than  the  patentee  was  essential  to  sustain  either  the  second 
or  the  third  defence.  As  the  law  then  stood,  according  to  the 
decisions,  an  imitator,  who  had  appropriated  the  conception 
of  another,  and  a  true  inventor,  who  had  himself  conceived 
the  principle  of  the  invention  after  another  had  conceived  it 
and  while  that  other  was  using  reasonable  diligence  in  re« 
duction,  were  equally  unable  to  obtain  a  patent  or  to  vindicate 
it  if  obtained.  The  act  of  1836  in  one  clause  required  a  notice 
that  "  the  patentee  was  not  the  original  and  first  inventor  or 
discoverer ; "  and  in  a  separate  clause  "  that  he  had  surrep- 
titiously or  unjustly  obtained  the  patent  for  that  which  was 
in  fact  invented  or  discovered  by  another  who  was  using  rea- 
sonable diligence  in  adapting  and  perfecting  the  same.''  If 
the  latter  clause  had  stood  alone,  and  if  the  words  "  surrep- 
titiously," etc.,  had  not  led  the  mind  back  to  the  provisions  of 
the  act  of  1793,  no  doubt  would  have  arisen  but  that  this 
clause  referred  entirely  to  cases  where  a  later  but  true  con- 
ceiver had  procured  a  patent,  although  another  inventor  by  a 
prior  conception  and  a  diligent  but  subsequent  reduction  was 
the  party  actually  entitled  thereto ;  while  the  former  clause 
referred  to  cases  where  the  defendant  claimed  that  the  patentee 
was  anticipated  as  to  the  entire  inventive  act,  including  both 
conception  and  reduction,  by  his  rival,^  and  to  cases  where 

§  995.  ^  To  a  correct  nnderstanding  of    relations  of  rival  inTentors  to  each  other, 
this  discussion,  a  clear  recollection  of  the    nnder  the  law,  is  essential.    Riyal  in* 

995 
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a  mere  imitator  who  of  course  could  not  be  ^^  the  original  and 
first  discoverer  "  had  obtained  a  patent ;  thus  giving  to  these 
clauses,  taken  together,  a  construction  covering  all  cases  in 
which  the  patentee  was  alleged  to  be  no  inventor,  or  not  the 
first  to  complete  the  inventive  act,  or  not  the  first  to  conceive 
the  idea  of  the  invention.  If  this  be  the  correct  interpreta- 
tion of  the  statute,  as  it  probably  is,  the  change  which  distin- 
guishes the  act  of  1836  from  that  of  1798  consists  in  the 
transfer  of  the  words  **  surreptitiously,"  etc.,  from  the  imita- 
tion of  another's  discovery  to  the  wrongful  appropriation  by 
a  subsequent  inventor  of  that  which  had  been  previously 

Tentora  may  assume  toward  each  other  case  the  proper  notice  would  be  that 
three  distinct  attitudes.  The  first  con-  described  in  this  former  clause,  "  that 
eareT  may  reduce  to  practice  before  the  patentee  was  not  the  original  and 
reduction  by  the  second  conceiyer;  in  first  inventor  or  discoverer/'  etc.,  no 
which  case  the  first  conceiver  is  the  mention  being  needed  of  the  exercise 
only  inventor  whom  the  law  can  under  of  diligence  on  the  part  of  the  real 
any  circumstances  recognize.  Or  the  inventor.  But  if  the  second  conceiver 
second  conceiver  may  reduce  to  prac-  had  first  reduced  to  practice  and  ob« 
tice  before  reduction  by  the  first  con-  tained  a  patent,  an  entirely  different 
ceiver,  although  the  first  conceiver  ia  defence  must  be  presented.  The  ques- 
employing  reasonable  diligence  in  that  tion  would  no  longer  be  whether  the 
direction  ;  in  which  case,  also,  the  law  inventive  act  of  the  patentee  preceded 
regards  the  first  conceiver  as  the  only  that  of  his  rival,  for  as  a  completed  4ict 
rightful  patentee.  Or  the  second  con-  it  is  conceded  that  it  must  have  antici- 
oeiver  may  reduce  to  practice  before  pated  his.  The  issue  raised  is  whether 
reduction  by  the  first  conceiver,  while  the  diligence  of  the  later  reducer  so 
the  first  conceiver  is  negligent  in  per-  connects  his  reduction  with  his  concep* 
fecting  the  invention  ;  in  which  case,  tion  that,  althoogh  completed  after  that 
if  the  second  conceiver  obtains  the  prior  of  the  patentee,  it  does  in  law  precede 
patent,  he  is  entitled  to  the  monopoly  it  and  so  confers  on  him  the  title  to  the 
against  the  first  but  negligent  conceiver.  patent.  If  this  issue  is  decided  in  the 
Now,  if  the  patent  of  the  second  con-  negative  the  patent  of  the  second  con- 
ceiver were  to  be  attacked  by  a  defend-  ceiver  stands  ;  if  in  the  affirmative,  it 
ant  on  the  ground  that  the  inventive  falls.  A  notice  under  the  former  clause 
act  of  the  first  conceiver  had  been  first  would,  therefore,  give  no  warning  to 
completed  by  reduction,  it  is  obvious  the  patentee  of  the  real  nature  of  the 
that  the  question  of  diligence  would  defence  and  might  mislead  him  into  a 
be  immaterial.  The  second  conceiver  reliance  on  his  earlier  reduction  as  suffi- 
would  occupy  no  better  position  than  dent  to  sustain  his  patent  To  avoid 
a  mere  imitator,  since  the  law  condu-  this  surprise  the  second  clause  was  in- 
sively  presumes  that  every  invention,  serted,  requiring  the  defendant  to  fore- 
which  has  been  in  practical  use  to  any  warn  him  of  the  spedal  inquiry  into  the 
extent  whatever,  is  known  to  all  alleged  causes  to  which  the  later  reduction  of 
later  inventors,  and  thus  must  have  been  his  rival  might  be  due. 
limply  copied  by  them.     In  such  a 

§995 
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conceived  and  was  being  diligently  reduced  to  practice  by 
another,  leaving  the  mere  imitator  to  forfeit  his  patent 
whether  his  imitation  were  fraudulent  or  not,  and  making 
the  issue  of  a  patent  to  the  earliest  completer  of  an  inventive 
act  "unjust"  and  "surreptitious"  when  a  prior  conceiver 
was  exerting  due  diligence  in  reducing  his  idea  to  practice.^ 
This  view  of  tlie  nature  of  the  change  in  the  statutes  will  be 
fully  sustained  by  an  examination  of  that  current  of  decisions 
by  means  of  which  the  alteration  in  the  doctrine  and  conse- 
quently in  the  language  of  the  law  was  gradually  effected. 
These  clauses  of  the  act  of  1836  are  repeated  in  the  act  of 
1870  and  the  Revised  Statutes,  and  in  the  light  of  the  fore- 
going considerations  it  appears  that  the  notice  "  that  the 
patentee  had  surreptitiously  or  unjustly  obtained  the  patent 
for  that  which  was  in  fact  invented  by  another  who  was  using 
reasonable  diligence  in  adapting  and  perfecting  the  same" 
is  required  only  in  reference  to  a  portion  of  the  third  defence^ 
and  is  not  applicable  to  the  second,  —  the  second  being  in- 
cluded in  the  fourth  state  of  facts  as  previously  enumerated. 

§  9§6.   Ifotioe  Required  where  the  Defence  Reste  on  the  AUegai- 
tion  of  Prior  Patent  or  Pablioation. 

The  third  state  of  facts  embraces  two  of  the  three  conditions 
under  which  the  patent  must  be  void  for  want  of  legal  novelty 
in  the  invention.  The  other  condition  is  covered,  with  other 
matters,  by  the  description  of  the  fourth  state  of  facts  here- 
after to  be  considered.  A  prior  publication  was  made  the 
subject  of  a  notice  in  the  acts  of  1793  and  1836,  and  the  pro- 
vision was  extended  to  a  prior  patent  by  the  act  of  1870.^ 
Under  our  present  law,  therefore,  the  defendant  must  give  no- 
tice whenever  he  desires  to  dispute  the  legal  novelty  of  the 
invention  by  proving  that  it  had  been  patented  or  described  in 
some  printed  publication  prior  to  its  alleged  invention  by  the 
patentee.' 

'  See  §§  960,  961,  and  notes,  ante.  notice  or  answer  may  be  ofiSsied  to  ahow 

§  996.  1  Sec.  6,  act  of  1793  ;  Sec  the  date  of  the  patented  articles  already 

15,  act  of  1886  ;  Sec  61,  act  of  1870  ;  in    evidence,   see    Atlantic   Works   «. 

Stevenson  v.  Magowan  (1887),  81  Fed.  Brady  (1883),  107  U.  S.  192 ;  28  0.  O. 

Rep.  824  ;  42  0.  G.  1063.  1330. 

'  That  a  patent  not  set  np  in  the         That  unless  notice  is  given  of  a  prior 
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§  997.   Notion  Required  ^^here  the  Defence  Reets  on  the  Allega* 
tion  of  Prior  Use. 

The  fourth  state  of  facts  embraces  a  field  of  wide  extent,  and 
covers  several  different  defences.  Its  relation  to  prior  inven- 
tion and  to  mere  imitation  of  the  discovery  of  another  person 
has  already  been  sufficiently  discussed.^  It  also  includes 
that  third  condition  of  the  want  of  legal  novelty,  in  which, 
although  the  performance  of  the  original  inventive  act  cannot 
be  traced  to  any  definite  individual,  the  use  and  knowledge 
of  the  invention  by  others  in  this  country,  prior  to  the  date  of 
its  alleged  invention  by  the  patentee,  proves  that  it  could  not 
have  then  been  new.  All  the  Principal  Patent  Acts,  except 
that  of  1790,  have,  under  varied  forms  of  phraseology,  contained 
the  substance  of  this  provision.^  The  act  of  1793  required  a 
notice  when  the  defendant  wished  to  show  that  the  patented 
invention  ^^  was  not  originally  discovered  by  the  patentee  but 
had  been  in  use"  anterior  thereto.'  The  act  of  1836  made 
notice  necessary  when  the  defence  was  based  upon  the  fact 
^^that  the  patentee  was  not  the  original  and  first  inventor  or 
discoverer  of  the  thing  patented  or  of  a  substantial  and  mate- 
rial part  thereof  claimed  as  new."*  The  act  of  1870  and 
the  corresponding  clause  in  the  Revised  Statutes  prescribe 
notice  when  the  defendant  claims  that  the  patentee  ^^  was  not 
the  original  and  first  inventor  or  discoverer  of  some  material 
and  substantial  part  of  the  thing  patented."  ^  These  clauses 
were  intended  to  cover  all  cases  of  alleged  prior  use  or  knowl- 
edge of  the  invention  under  whatever  form.    The  act  of  1793 

patent  it  will  bo  disregarded  by  the  to   show  that   the  author   had   prior 

ooart  though  referred  to  in  the  argu-  knowledge  at  a  certain  place  anless  due 

ment,  see  Odiome  v.  Denney  (1878),  13  notice  was  given,  see  Silsby  v.  Foote 

O.  G.  965 ;  3  Bann.  &  A.  287.  (1862),  14  How.  218. 

That  a  prior  publication  cannot  be         §  997.  ^  See  §  995  and  notes,  ante. 
offered  to  prove  a  want  of  novelty  un-         '  The  act  of  1790  provided  a  method 

le»  due  notice  has    been    given,   see  for  the  repeal  of  a  patent  on  the  ground 

Silsby  V.  Foote  (1862),  14  How.  218.  that  the  patentee  was  not  the  first  and 

That  if  the  notice  of  publication  is  true  inventor,  and  allowed  the  same  fact 

given  only  by  special  plea,  and  this  is  to  be  urged  in  defence  to  a  suit  for  in- 

atruck  out  by  the  court,  the  publication  fringement  under  the  general  issue, 
cannot    be    read,  see  Foote  v,  Silsby         *  Sec.  6,  act  of  1793. 
(1849),  1  Blatch.  446.  *  Sec  15,  act  of  1886. 

That  a  publication  is  not  admissible         *  Sec.  61,  act  of  1870. 

TOL.  Ill,— 14 
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mentions  such  use  in  terms  as  equivalent  to  want  of  original 
discovery  by  the  patentee.  The  later  acts  do  not  insert  the 
word  ^^  use "  in  these  clauses,  but  that  it  is  included  in  the 
phrase  they  do  employ  is  obvious  from  the  subsequent  require- 
ment concerning  the  disclosure  of  the  names  and  residences  of 
those  by  whom  the  defendant  claims  that  such  use  was  made. 
As  the  provision  stands  in  the  acts  now  in  force,  it  comprises 
every  instance  where  the  invention  has  been  known  or  used 
in  the  United  States  before  the  date  of  the  patentee's  alleged 
inventive  act,  as  well  as  where  the  origin  of  the  invention  in  a 
prior  rival,  or  prior  sole  inventor,  can  be  definitely  ascertained.^ 
The  second  defence,  with  part  of  the  third,  and  one  of  the 
three  branches  of  the  fifth  are  thus  comprehended  in  this 
.provision. 

§  998.    Nbtioe  Required  where  the  Defence  Rests  on  an  AUega- 
tion  of  Abandonment  to  the  Public. 

The  fifth  state  of  facts  includes  those  which  constitute  the 
defence  of  abandonment  in  both  its  forms,  —  that  which  con* 
sists  in  acts  affording  a  conclusive  presumption  of  an  inten- 
tion to  surrender  the  invention  to  the  public,  and  that  in 
which  the  general  conduct  of  the  inventor  manifests  the 
same  determination.  Under  the  earlier  acts  no  notice  was  re- 
quired to  admit  evidence  of  abandonment  in  any  form.  It 
was  first  prescribed  in  the  act  of  1886,  in  reference  to  aban- 
donment by  public  use  and  sale  or  by  the  failure  of  an  alien 
patentee  to  place  his  invention  within  reach  of  the  public. 
The  act  of  1870  extended  the  requirement  to  all  cases  of 
abandonment,  and  thus  made  notice  essential  whenever  the 
seventh  defence  is  to  be  urged.^ 

*  That  the  defendant  cannot  set  up  state  of  the  art,  see  Gfeier  v.  Goetinger 

prior  knowledge,  in Yention,  or  use  unless  (1874),  7  O.  G.  56S  ;  1  Bann.  &  A. 

the  tliirty  days  notice  has  been  given,  563. 

see  Roemer  v.  Simon  (1877),  95  U.  S.         §  998.   ^  That  evidence  of  abandon* 

214  ;  12  0.  G.  796  ;  Pickering  t>.  Phil-  ment  cannot  be  admitted  without  notice 

lips  (1876),  10  O.  G.  420  ;  4  Clifford,  given,  see  Bates  v,  Coe  (1878),  98  U.S. 

883  ;  2  Bann.  &  A.  417.  31  ;  15  O.  G.  337. 

That  evidence  of  a  prior  use  not         That  upon  due  notice  the  defendant 

referred  to  in  the  notice  can  only  be  may  show  two  years  public  use  and  sale 

considered  upon  the  question  of  the  before  application,  see    Bates   v.   Coe 
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§  999.    Deffenoes    Available    under   the   General   Isaae   ^vithont 
Notice. 

As  the  result  of  this  examination  of  the  rules  goveming 
notice  in  actions  for  infringement,  it  appears  that  of  the 
twenty-five  ordinary  defences  open  to  defendants  in  such  ac- 
tions nineteen  may  be  set  up  and  proved  under  the  general 
issue,  without  notice  or  special  plea.^  These  are :  (1)  That 
the  alleged  invention  is  not  the  product  of  inventive  skill; 
(2)  That  it  does  not  fall  within  either  of  the  protected  classes 
of  inventions;  (3)  That  it  is  not  useful;  (4)  That  no  such 
patent  as  the  one  declared  upon  has  ever  existed ;  (5)  That 
the  plaintifiTs  patent  was  issued  contrary  to  law;  (6)  That 
the  invention  described  in  the  patent  is  neither  an  art,  a  ma- 
chine, a  manufacture,  a  composition  of  matter,  a  design,  or  an 
improvement ;  (7)  That  the  specification  is  ambiguous ;  (8) 
That  the  Claim  is  excessive  and  has  not  been  cured  within 
reasonable  time  by  a  disclaimer ;  (9)  That  the  Claim  is  am- 
biguous; (10)  That  the  patent  in  force  at  the  date  of  the 
infringement  has  been  surrendered;  (11)  That  the  patent 
declared  on  has  been  repealed ;  (12)  That  the  plaintiff  has  no 
such  title  to  the  patent  as  enables  him  to  sue  at  law ;  (18) 
That  the  invention  practised  by  the  defendant  is  not  identical 
with  the  one  covered  by  the  patent ;  (14)  That  the  acts  of  the 
defendant  in  reference  to  the  patented  invention  were  not  acts 

(1878),    98    U.   S.     31 ;    15    0.    G.    braces  both  pleadings  and  notice,  and 

837.  as  many  of  the  requisites  of  the  answer, 

That  pnblic  use  and  want  of  novelty  as  they  are  commonly  referred  to  by  the 
as  shown  by  prior  use,  ftc.,  are  two  courts,  are  stated  generally  and  not  con- 
distinct  defences,  and  require  distinct  fined  to  the  answer  as  a  pleading,  it 
and  special  notices,  see  Myers  v.  Busby  might  by  the  incautious  reader  be  sup- 
(1887),  82  Fed.  Rep.  670.  posed  that  the  law  of  notice  extended 

§  999.  1  Herein  the  reader  will  per-  to  every  defence  which  can  be  urged 

^eive  one  of  the  marked  distinctions  whether  at  equity  or  law.     Traces  of 

between  the  pleadings  at  law  and  in  error  arising  from  this  source  may  be 

equity.    In  his  answer  in  a  court  of  seen  in  various  declarations,  in  court 

equity,  as  will  hereafter  appear  ({§11 14*  opinions  and   text- writers,   concerning 

1117),    the  defendant   must  specially  the  necessity  of  special  pleadings  in 

aet  forth  every  defence  of  which  he  order  to  admit  defences,  many  of  which 

would  avail  himself,  and  va  I'egarded  as  have  been  admissible  under  the  general 

admitting  whatever  of  the  plaintiff's  issue  alone  ever  since  the  patent  sys* 

elaims  he  does  not  thus  traverse   or  tem  was  established. 
avoid.    As  the  answer  in  equity  em- 
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of  making,  use,  or  sale ;  (15)  That  the  practice  of  the  inven- 
tion by  the  defendant  occurred  before  the  issue  of  the  patent 
or  after  it  had  expired ;  (16)  That  the  practice  of  the  inven- 
tion by  the  defendant  was  in  pureuance  of  his  lawful  rights ; 
(17)  That  the  plaintiff  is  estopped  by  his  own  conduct  from 
pursuing  his  action  against  the  defendant;  (18)  That  the 
plaintiff's  right  of  action  against  the  defendant  has  been  duly 
released ;  (19)  That  the  plaintiff's  right  of  action  against  the 
defendant  has  been  extinguished  by,  or  merged  in,  a  judg- 
ment.^   One  defence  must  be  made  by  special  plea,  the  Stat- 

'  If  the  pleadings  in  aU  the  earlier  prescribed  in  the  statute,  most  be  of 

patent  cases  were  conveniently  acces-  great  weight  in  this  discussion,   even 

sible  much  light  upon  this   question  though  no  judgments  oould  be  found 

might  be  easily  obtained  by  collecting  sustaining  his  position, 

instances  in  which  these  various  de-  That  the  plea  of  not  guilty  puts  the 

fences  have  been  made  without  objec-  novelty  of  the  invention  in  issue,  see 

tion  under  the  general  issue  without  Blanchard  v.  Putnam  (1869),  8 Wall.  420. 

notice.    At  present  the   result  would  That  a  defendant  may  raise  the  issue 

scarcely  justify  the  labor.     Mr.  Curtis,  whether  the  thing  patented  is  a  pat« 

on  the  general  authority  of  the  common  entable  invention  without  statutoiy  per- 

law,  and  the  causes  then  decided,  af-  mission,  see  Gardner  v.  Herz  (1886),  118 

firms  that  no  notice  is  required  in  order  U.  S.  180  ;  85  0.  G.  999  ;   Mahn  «. 

to  show  that  the  invention  is  not  pat-  Harwood  (1884),  112  U.  S.   S54  ;  30 

entable  subject-matter  (except  upon  the  0.  G.  657. 

point    of   novelty)  ;   that    it    is    not  That  the  invention  is  not  of  one  of 

useful ;    that  the  patent    was   unlaw-  the  patentable  classes  may  be  shown  on 

fully  issued ;  that  the  specification  is  the  general  issue,  see  Guidet  v.  Barber 

defective ;    that  the  plaintiff  has    no  (1873),  5  0.  G.  149. 

title ;  and  that  the  defendant  does  not  That  an  answer  in  equity  need  not 

infringe*      These   cover   the    defences  set  up  that  the  patented  invention  waa 

enumerated  in  this  sentence  of  the  text,  not  of  one  of  the  patentable  classes, 

omitting  the  10th,   11th,  17th,   18th,  see  Hendy  v.  Golden  State  k  Miners 

and  19th.    He  regards  a  special  plea  as  Iron  Works  (1888),  127  U.  S.  870  ;  48 

proper  in  order  to  set  up  a  surrender  0.  G.  1117. 

after  the  cause  of  action  arose,  though  That  the  invalidity  of  the  patent  on 

whether  he  deems  it  necessary  is  doubt-  the  ground  that  the  inventor's  represen- 

ful  from  the  language  used.      As  to  the  tative  substantially  amended  the  appli* 

mode  of  pleading  a  repeal,  an  estoppel,  cation  without  a  new  oath  may  be  urged 

a  release,  and  a  former  judgment,  he  is  without  stating  it  in  the  pleadings,  sea 

silent.     The  recognition   by  this  dis-  Eagleton  Mfg.  Co.  v.  West,  Bradley,  & 

tinguished  jiu*ist,  whose  work  has  so  Carey  Mfg.  Co.  (1884),  111  U.S.  490 ; 

long  been  referred  to  by  our  courts  as  27  O.  G.  1237. 

reliable  authority  on  nearly  every  ques-  That  no  notice  is  needed  to  admit 

tion  of  Patent  Law,  of  the  general  issue  evidence  of  non-infringement,  ace  Evans 

without  notice  as  the  proper  foim  of  v.  Hettick  (1822),  7  Wheaton,  458 ;  1 

pleading,   except  in  the  special  cases  Robb,  417. 
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nte  of  Limitations.  Five  can  be  introduced  under  the  general 
issue  only  after  due  notice :  (1)  That  the  inventive  act  result- 
ing in  the  invention  was  not  performed  by  the  patentee,  and 
that  his  patent  was  thus  surreptitiously  and  unjustly  obtained 
for  the  discovery  of  another ;  (2)  That  the  patentee,  though 
a  true  inventor,  was  not  the  first  to  perform  the  inventive  act ; 
(3)  That  the  patented  invention  is  not  legally  new  ;  (4)  That 
it  has  been  abandoned  to  the  public ;  (5)  That  the  specifica- 
tion fraudulently  misrepresents  the  scope  of  the  invention  or 
the  mode  of  rendering  it  available  in  pi*actice.  Or  the  defend- 
ant md.y,  if  he  prefers  it,  plead  specially  either  or  all  of  these 
five  defences,  and  plead  the  general  issue  as  to  all  the  others 
except  the  Statute  of  Limitations.^  When  he  does  this,  how- 
ever, his  special  pleas  must  possess  all  the  requisites  which 
the  law  prescribes  for  notices  under  the  general  issue. 

§  1000.    Form  and  Service  of  Notice. 

The  purpose  of  the  law  in  requiring  notice  to  be  given  to 
the  plaintiff  in  reference  to  these  defences  is  to  secure  to  him 
an  opportunity  to  prepare  himself  to  meet  them,  and  to  guard 
him  against  unwarrantable  surprise.  The  rules  governing 
the  form,  the  particularity,  and  the  service  of  the  notice  have 
been  framed  with  the  same  intent,  and  must  be  complied  with 
imlesB  waived  by  the  plaintiff.  The  notice  must  be  in  writing,* 
and  must  be  complete  and  precise  enough  to  answer  the  end 
in  view,  giving  to  the  plaintiff  such  information  as  to  events, 
persons,  places,  and  dates  as  will  enable  him  to  acquaint  him- 
self with  the  truth  of  the  matters  thus  alleged.^    If  the  first 

s  That  the   special  matteis   which  *  In  Silsbyv.  Foote  (1852),  14  How. 

may  be  giron  in  evidence  under  the  218,  Cartis,  J.  :  (223)  "The  act  does 

general  issue  may  be  pleaded  specially,  not  attempt  to  prescribe  the  particn- 

■ee  Cottier  r.  Stimson  (1884),  20  Fed.  lars  which  snch  a  notice  shall  contain. 

Bep.  906 ;  10  Sawyer,  212  ;  Cottier  v.  It  simply  requires  notice.      But   the 

Stimson  (1883),  9   Sawyer,   435  ;    18  least  effect  which  can  be  allowed  to 

Fed.  Bep.  689.  this  requirement   is   that   the   notice 

§  1000.  ^  That  the  notice  must  be  should  be  so  full  and  particular  as  rea- 

in  writing,  see  New  York  Pharmical  sonably  to  answer  the  end   in  view. 

Co.  V.  Tilden  (1883),  21  Blatch.  191 ;  This  end  was  not  merely  to  put  the 

14  Fed.  Rep.  740 ;  23  O.  O.  272  ;  Jud-  patentee  on  inquiry,  but  to  relieve  him 

son  V.  Bradford  (1878),  16  0.  G.  171  ;  from  the  necessity  of  making  useless 

3  Bann.  &  A.  589.  inquiries  and   researches,   and   enable 
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notice  is  defective,  another  properly  constructed  may  be  sub- 
stituted.^ The  notice  is  not  to  be  pleaded,  but  must  be  served 
on  the  plaintiff  or  his  attorney  at  least  thirty  days  before  the 
opening  of  the  term  at  which  the  cause  is  to  be  tried,  and  a 
failure  to  make  such  service  is  good  ground  for  a  continuance 
of  the  case  to  the  succeeding  term.^  In  equity  the  notice  is 
given  in  the  answer,  and  by  amendment,  under  the  permission 
of  the  court,  the  stringency  of  this  rule  as  to  service  is  some- 
times avoided.^ 

him  to  fix  with  precision  apon  what  be  given  thirty  days  before  the  term 
is  relied  on  by  the  defendants,  and  to  opens,  not  before  trial  merely,  see 
prepare  himself  to  meet  it  at  the  trial.  Westlake  v,  Cartter  (1878),  i  O.  G. 
This  highly  salutary  object  should  be  686  ;  6  Fisher,  519. 
kept  in  view,  and  a  corresponding  dis-  That  unless  the  notice  is  given  thirty 
closure  exacted  irom  the  defendant  of  days  before  the  trial,  the  evidence  can- 
all  those  particulars  which  he  must  be  not  be  offered,  see  Judson  v.  Bradford 
presumed  to  know,  and  which  he  may  (1870),  16  O.  O.  171  ;  8  Bann.  &  A. 
safely  be  required  to  state,  without  ex-  539  ;  Cammeyer  v.  Newton  (1876),  94 
posing  him  to  any  risk  of  losing  his  U.  8.  225 ;  11  0.  G.  287  ;  Teese  v, 
rights.  Less  than  this  would  not  be  Huntingdon  (1859),  23  How.  2. 
reasonable  notice,  and  therefore  would  That  the  notice  may  be  given  after 
not  be  such  a  notice  as  the  act  must  be  depositions  have  been  taken  and  the  dep- 
presumed  to  have  intended.'*  ositions  may  then  be  admitted  if  perti- 

That  it  is  enough  if  the  sourees  of  nent,  see  Teese  v.  Huntingdon  (1859), 

the  defendant's   proofs    are   indicated  23  How.  2. 

with  such  certainty  that  the  plaintiff       That  unless  the  notice  or  its  equiva- 

can  resort  to  and  identify  them,  see  lent  plea  or  answer  is  filed  thirty  days 

Smith  V.  Frazer  (1872),  5  Fisher,  543  ;  before  the  term  the  plaintiff  is  entitled 

2  0.  G.  175.  to  a  continuance,  see  Phillips  «.  Comb- 

*  That  the  notice  may  be  repeated  stock  (1849),  4  McLean,  525  ;  2  Robb, 

if  at  first  insufficient,  see  Teese  v.  Hunt-  724. 
ingdon  (1859),  23  How.  2.  ^  That  in  equity  the  special  defences 

^  That  the  notice  of  special  matters  are  to  be  set  up  in  the  answer,  not  by 

of  defence  is  not  to  be  pleaded  but  plea  or  notice,  see  Camrick ».  McKesson 

served  as  a  notice  on  the  plaintiff,  see  (1881),  19  Blatch.869;  8  Fed.  Rep.  807 ; 

Cottier   v,   Stimson    (1884),    20    Fed.  Bates  ».  Coe  (1878).  98  U.  S.  81 ;  15 

Rep.  906  ;  10  Sawyer,  212.  O.  G.  887  ;  Pickering  t?.  PhiUip8(1876), 

That  the  notice  may  be  given  with-  2  Bann.  &  A.  417  ;  10  O.  G.  420  ;  4 

out  an  order  of  court,   see   Teese  v.  Clifford,  888  ;  Doughty  v.  West  (1865), 

Huntingdon  (1859),  23  How.  2.  2    Fisher,    553  ;    Pitts   tr.    Edmonds 

That  the  thirty  days  of  notice  means  (1857),  2  Fisher,  52  ;  1  Bissell,  168. 
thirty  days  before  the  beginning  of  the         See  also  §§  1116,  1120,  and  notes, 

term  of  trial,  see  Westlake  v,  Cartter  poit^  concerning  notice  in  equity  and  its 

(1873),  6  Fisher,  519  ;  4  O.  G.  636.  amendment  when  necessary. 

That  notice  of  special  matter  must 
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§  1001.    Notice  of  Fraudulent  Specifioatlon  :  its  RequlBites. 

The  notice  of  a  fraudulent  specification  must  point  out  the 
concealment  or  redundancy  on  which  the  defendant  relies, 
and  aver  specifically  that  it  originated  in  an  intention  to  de- 
ceive the  public.^  A  general  statement  that  the  specification 
was  fraudulently  made  too  comprehensive  or  too  narrow  is 
not  sufficient.^  An  allegation  that  the  Description  is  vague 
and  ambiguous,  or  contains  superfluous  matter,  or  that  the 
Claim  is  frivolous,  without  asserting  an  intention  to  deceive, 
is  equally  defective.*  The  plaintiff  must  be  forewarned  both 
of  the  particular  errors  in  his  specification  and  of  the  defend- 
ant's claim  that  they  were  committed  in  pursuance  of  a  design 
to  mislead  the  public.  Otherwise  the  notice  merely  gives  in- 
formation of  such  matters  as  the  defendant  might  prove, 
under  the  defence  of  ambiguity  in  the  specification,  without 
notice,  and  compels  him  to  rely  for  his  defence,  not  on  the 
fraudulent  want  of  correspondence  between  the  specification 
and  the  invention,  but  on  the  failure  of  the  specification  to  dis- 
close the  invention  to  persons  skilled  in  the  art  in  a  practical 
and  operative  form. 

§  1002.  Notice  that  the  Patentee  or  hie  Assignor,  though  a  True 
Inventor,  Surreptitiously  Obtained  the  Patent  for  the 
Invention  while  a  Prior  Inventor  was  Diligently  Re- 
ducing to  Practioe. 

The  notice  that  the  plaintiff  surreptitiously  and  unjustly 
obtained  the  patent  for  that  which  was  in  fact  the  invention 
of  another,  who  was  using  reasonable  diligence  in  adapting 
and  perfecting  it,  should,  in  analogy  to  the  requirements  of 

{  1001.  ^  That  where  the  defendant         *  That  allegations  that  the  specifi- 

wiahee  to  set  up  fraud  or  false  represen-  cation  "  is  vague,  ambiguous  and  uncer- 

tation  in  the  patent,  he  must  give  no-  tain,  and  does  not  sujficiently  describe 

tioethereof,  see  Blake V.  Stafford  (1868),  the  invention,"  or  that  "it  contains 

8  Fisher,  294  ;  6  Blatch.  195.  more  than  is  necessary,"  or  that  '*  the 

*  That  an  allegation  that  **  the  claim  Claim  is  frivolous,"  or  that  **  for  divers 

is  fraudulently  and  falsely  made  broader  other  reasons  the  patent  is  void,**  do 

and  more  general  and  comprehensive  not  raise  questions  of  fact  except  whether 

than  his  invention,"  does  not  present  the  invention  is  so  described  that  any 

any  question  of  fact  or  allege  fraud,  see  one  could  make  it,  see  Blake  v.  Staf- 

Blake  v,  Stafford  (1868),  8  Fisher,  294 ;  ford  (1868),  8  Fisher,  294  ;  6  Blatch. 

6  Blatch.  195.  195. 
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the  notice  of  prior  knowledge  or  use,  give  the  name  and  resi- 
dence of  the  prior  inventor,  the  date  of  his  conception  of  the 
idea  of  means,  the  date  of  its  conception  by  the  patentee,  and 
aver  that  the  former  was  employing  due  diligence  in  reducing 
it  to  practice.^  No  allegations  of  fraud  or  wilful  wrong  are 
necessary,  —  the  defence  being  complete  if  the  facts  already 
stated  are  established,  whatever  may  have  been  the  motive  or 
opinion  of  the  patentee. 

§  1003.    Notice  of  Prior  Patent  or  Publication :  its  ReqnlBltes. 

The  notice  of  a  prior  patent  must  give  the  name  of  the  pat- 
entee, and  the  date  of  his  patent,  and  allege  it  to  be  prior  to 
the  date  of  the  patent  in  suit.^  The  notice  of  prior  publi- 
cation must  set  forth  its  title  and  date  of  publication,  and 
mention  the  particular  arts  or  articles  described  therein  which 
are  now  claimed  to  be  identical  with  the  patented  invention, 
and  name  the  volume  and  page  of  the  publication  in  which 
such  description  is  to  be  found.'    No  earlier  date  can  be 

§  1002.  1  That  notice  of  prior  inven-  218,  Curtis,  J.  :  (228)  <'  Now  we  do  not 

tion  must  give  the  name  and  residence  perceive  that  the  defendants  would  be 

of  the  prior  inventor,  see  Kelleher  v.  exposed  to  the  risk  of  losing  any  rights 

Darling  (1878),  U  0.  G.  673  ;  i  Clif-  by  requiring  them  to  indicate,  in  their 

ford,  424  ;  3  Bann.  &  A.  438.  notice,  what  particular  things  described 

That   a   notice    alleging    that   the  in  the  printed  publication  they  intended 

prior  conceiver  was  not  the  first  inven-  to  aver  were  substantially  the  same  as 

tor  need  not  state  that  he  abandoned  the  thing  patented.    This  they  might 

the  invention,  see  Pennsylvania  Dia-  have  done  either  by  reference  to  pages 

mond  Drill  Ck>.  v.  Simpson  (1886),  29  or  titles,  and  perhaps  in  other  ways, 

Fed.  Rep.  288  ;  87  O.  6.  218.  for  the  particular  manner  in  which  the 

§  1003.  1  That  a  notice  of  prior  patent  things  referred  to  are  to  be  identified 

must  give  the  name  of  the  patentee  and  must  depend  much  upon  the  contents 

date  of  the  patent^  see  Judson  v.  Brad-  of  the  volume  and  their  arrangement.'* 
ford  (1878),  16  0.  G.  171 ;  3  Bann.  k         In  Foote  v.  SiLsby  (1849),  1  Blateh. 

A.  639;  Kelleher  v.  Darling  (1878),  14  445,   Nelson,   J.:   (462)  "  l^e  notice 

O.  G.  673  ;  4  Clifford,  424  ;  8  Bann.  &  should  have  specified  the  page  or  head* 

A.  438  ;  Roemer  «.  Simon  (1877),  95  ing  in  the  public  work  in  which  the  in 

U.  S.  214  ;  12  0.  G.  796.  vention  had  been  previously  described, 

That  a  notice  of  prior  patent  must  so  as  to  enable  the  patentee  to  turn  to 

allege  its  date  as  being  prior  to  the  the  article  without  searching  through 

date  of  the  patent  in  suit,  see  Kelleher  the  entire  volume.    There  can  be  no 

V.  Darling  (1878),  14  O.  G.  673  ;  4  Clif-  difficulty  in  giving  a  particular  refer- 

ford,  424  ;  3  Bann.  &  A.  438.  ence  to  the  part  of  the  book  intended 

^  In  Sikby  v,  Foote  (1862),  14  How.  to  be  relied  on,  as  the  defendant  is  pre* 
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ascribed  either  to  a  patent  or  a  publication  than  its  actual 
date  of  issue.^  A  printed  publication  or  a  patent,  not  prop- 
erly set  out  in  the  notice,  cannot  be  used  as  evidence  to  show 
that  the  author  or  the  patentee  had  prior  knowledge  of  the 
invention ;  nor  is  defective  notice  of  a  prior  publication  aided 
by  the  evidence  of  experts  that  they  would  know  where  to 
look  in  it  for  a  description  of  the  patented  invention.^ 

§  1004.    Notioa  of  Prior  Use  :  its  RequiidtM. 

The  notice  of  prior  invention  varies  according  to  the  nature 
of  the  defence  which  is  to  be  supported  by  the  evidence. 
When  the  defendant  alleges  that  the  patentee  has  imitated 
and  appropriated  the  invention  of  another  person,  the  notice 
should  disclose  the  name  and  residence  of  the  true  inven« 
tor,  with  the  date  of  his  inventive  act,  and  aver  that  the 
patentee  obtained  his  own  ideas  of  the  invention  from  the 
art  or  article  thus  produced.^  If  the  defendant  admits  that 
the  patentee  is  a  true  inventor,  but  claims  that  a  rival  inventor 
first  conceived  the  idea  and  first  reduced  it  to  practice,  he 
must  state  the  name  and  residence  of  the  prior  inventor,  with 
the  date  of  his  inventive  act,  as  well  as  that  of  the  inventive 
act  of  the  patentee.*    But  when  the  defendant  denies  the  legal 

snmed  to  have  examined  the  article  and  to  show  the  prior  knowledge  of  the  an* 

to  he  fieimiliar  with  it  and  with  the  page  thor  of  the  hook,  nor  hy  the  evidence  of 

or  heading  where  it  may  be  found.    A  experts  and  others   that  they  should 

general  reference  to  the  work  is  calcn-  know  where  to  find  the  description  in 

lated  to  mislead   and    embarrass   the  the  book,  see  Foote  v.  Silsby  (1849),  1 

party,  and  ought  not  to  be  sanctioned,  Blatch.  445. 

especially  as  there  can  be  no  difficulty         §  1004.  ^  This  rule  in  regard  to  no- 

in  giving  a  more  specific  one."  tice  is  here  stated  on  the  supposition 

That  the  notice  of  a  prior  publication,  that  the  law  still  requires  some  notice 

if  it  be  a  large  book,  must  give  the  page  to  be  given  in  such  cases  under  the  fourth 

or  heading,  see  Silsby  v,  Foote  (1852),  state  of  facts,  though  the  specific  de- 

14  How.  218  ;  Foote  v.  Silsby  (1849),  fence,  as  it  stood  in  the  act  of  1793,  has 

1  Blatch.  445.  disappeared  from  the  statutes.    If  no- 

*  That  the  date  given  by  the  notice  tice  is  necessary,  the  requisites  of  such 

to  a  patent  or  publication  most  not  be  notice  cannot  be  less  or  other  than  those 

earlier  than    its  true  issue,    see  Eel-  mentioned  in  the  text.     See  Eelleher  v. 

leher  v.  Darling  (1878),  14  O.  G.  678 ;  Darling  (1878),  14  0.  O.  678;  4  Clif- 

4  Clifford,  424  ;  8  Bann.  ft  A.  488.  ford,  424 ;  8  Bann.  k  A.  438. 

^  That  a  defective  description  of  a         '  That  notice  of  prior  invention  must 

publication  is  not  aided  by  offering  it  give  the  names  and  residences  of  the 
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novelty  of  the  invention  on  the  ground  of  prior  use,  his  no- 
tice must  be  of  an  entirely  different  character.  It  is  imma- 
terial to  the  defence  of  prior  use  whether  the  first  inventor  of 
the  art  or  article  is  known  or  unknown,  —  the  fact  that  the 
invention  itself  was  known  or  used  before  the  patentee  in- 
vented it  being  fatal  to  his  patent.  Here  the  notice  must 
state  the  names  and  residences  of  the  persons  who  had  knowl- 
edge of  the  invention,  or  who  used  it,  before  the  patentee  in- 
vented it,  and  the  localities  in  which  it  was  used.^  It  being 
the  object  of  this  notice  to  save  the  plaintiff  from  useless  in- 
quiries, and  not  merely  to  put  him  upon  inquiry,  the  defendant 
must  give  such  detailed  information  as  he  possesses,  and  can 
fairly  impart  without  prejudicing  his  own  rights.  The  notice 
is  sufficient  when  the  plaintiff  can  readily  identify  the  persons 
and  places  therein  named,  and  resort  to  them  for  further 
knowledge.^  The  persons  to  be  named  are  not  tiie  witnesses 
by  whom  a  prior  knowledge  or  use  is  now  to  be  proved,  but 

persona  who  invented  it,  see  Eelleher  «.  Hays  v,  Salsor  (1859),  1  Fiaher,  632  ; 

Darling  (1878),  U  O.  G.  678 ;  4  Ciif-  1  Bond,  279. 

ford,  424  ;  8  Bann.  &  A.  488.  That  onder  Sec.  6,  act  of  1798,  npon 
*  That  notice  of  prior  knowledge  or  notice  of  use  by  A  and  others  the  de- 
nse must  give  the  names  and  residences  fendant  might  prove  a  use  by  others 
of  the  persons  having  such  knowledge,  as  well  as  A,  see  Treadwell  v.  Bladen 
and  state  where  and  by  whom  it  had  (1827),  4  Wash.  708  ;  1  Robb,  531  ; 
been  used,  see  Searls  v.  Bouton  (1882),  Evans  v,  Eremer  (1816),  Peters  C.  C. 
12  Fed.  Rep.  140  ;  21  0.  G.  1784  ;  20  215  ;  1  Robb,  66. 
Blatch.  426  ;  Allis  v.  Buckstaff  (1882),  That  due  notice  haying  been  given, 
22  O.  G.  1705  ;  18  Fed.  Rep.  879;  Jud-  coupled  with  a  statement  that  others, 
son  «.  Bradford  (1878),  16  0.  G.  171;  then  unknown,  had  knowledge  and  used, 
8  Bann.  k  A.  589;  Kelleher  v.  Darling  and  asking  that  when  their  names  are 
(1878),  14  0.  G.  673  ;  4  Clifford,  424;  discovered  they  might  be  added,  such 
8  Bann.  &  A.  438 ;  Roemer  v.  Simon  additions  were  allowed,  no  objection 
(1877),  95  U.  S.  214;  12  0.  G.  796;  being  made,  and  further  notice  is  thus 
Earl  V.  Dexter  (1874),  6  O.  G.  729;  waived,  see  Roemer  v.  Simon  (1877),  95 
Holmes,  412;  1  Bann.  &  A.  400;  Union  U.  S.  214  ;  12  0.  G.  796. 
Paper  Bag  Mach.  Co.  v.  Newell  (1874),  That  where  one  person  was  named  as 
11  Blatch.  549;  1  Bann.  &  A.  113  ;  5  haying  prior  knowledge  and  was  not  ex- 
0.  G.  459;  Decker  v,  Grote  (1873),  8  amined,  another  person  not  named  might 
0.  G.  65;  10  Blatch.  881;  6  Fisher,  143;  be  called  to  prove  the  former's  knowl- 
Seymour  V.  Osborne  (1870),  11  Wall.  51 6;  edge,  see  Many  v.  Jagger  (1848),  1 
Graham  v.  Mason  (1869),  5  Fisher,  1;  Bhitch.  872. 

4  Clifford,  88  ;  Agawam  Co.  v.  Jordan         *  In  Smith  v.  Frazer  (1872),  2  0.  G. 

(1868),  7  WaU.  588;  Jndson  v.  Cope  175,  McEennan,  J.  :  (177)  "The  act 

(I860),  1  Fisher,  615  ;  1  Bond,  827;  was  designed  to  secure  the  diacloenre  of 
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the  individuals  who  had  such  knowledge  or  made  such  use  of 
the  invention  before  it  was  invented  by  the  patentee,  —  any 

person,  though  not  named  in  the  notice,  being  a  competent 
witness  to  prove  such  prior  knowledge  or  use  on  the  part  of 
those  actually  named.^    The  notice  may  or  may  not  mention 

specific  facts,  presomptively  without  the  reported  cases  to  the  effect  that  the 
complainant's  knowledge,  so  that  the  names  of  the  witnesses,  by  whom  it  is 
patentee  might  be  informed  of  the  exact  expected  to  prove  the  alleged  prior  use, 
nature  of  the  defence  set  up,  and  might  should  be  stated  in  the  answer.  Such 
be  enabled  to  obtain  full  knowledge  of  is  the  intimation,  if  not  the  positiye  rul* 
all  the  facts  and  circumstances  pertain-  ing,  in  Richardson  v.  Lock  wood,  6  Fish- 
ing to  it.  Where  prior  knowledge  and  er,  454.  But  all  cases  in  which  it  has 
use  are  alleged,  he  must  be  informed  of  been  so  held  are  overruled  by  Roemerv. 
the  namQ  and  residence  of  the  person  Simon,  95  (J.  S.  219,  and  Planing  Ma- 
possessing  such  knowledge,  and  of  the  chine  Co.  «.  Keith,  101  U.  S.  479, 
place  where  such  use  occurred.  But  it  wherein  it  is  held  that  only  the  names 
was  not  intended  to  dispense  with  the  of  those  who  had  invented  or  used  the 
necessity  of  inquiiy  and  research  on  the  anticipating  machine  or  improvement, 
part  of  the  patentee.  The  notice  is  only  and  not  of  those  who  are  to  testify  touch- 
a  guide  to  the  sources  of  the  defendant's  ing  its  invention  or  use,  are  required  to 
proofs.  If  they  are  indicated  with  such  be  set  forth."  22  0.  G.  1705  (1706). 
distinctness  that  the  complainant  can  See  also  Sutro  v,  MoU  (1881),  19 
readily  identify  and  resort  to  them,  the  Blatch.  89  ;  8  Fed.  Rep.  909  ;  Wood- 
purpose  of  the  law  is  answered."  5  bury  Patent  Planing  Mach.  Co.  v.  Keith 
Fisher,  648  (547).  (1879),  101  U.  S.  479  ;  17  0.  G.  1081 ; 

In  Wise  v.  Allen  (1869),  9  Wall.  787,  Planing  Mach.  Co.  v.  Keith  (1879),  4 

MiUer,  J.  :   (740)  "  Nor  do  we  think  Bann.   &  A.   100  ;    Roemer  v.   Simon 

that  the  party  giving  notice  is  bound  to  (1877),  96  U.  S.  214  ;  12  O.  G.  796 ; 

be  so  specific  as  to  relieve  the  other  from  Wilton  v,  Raibroads  (1847),  1  Wall.  Jr. 

all  inquiry  or  effort  to  investigate  the  192  ;  2  Robb,  641. 

fiusts.    If  he  fairly  puts  his  adversary  in  For  cases  in  which  it  was  stated  that 

the  way  that  he  may  ascertain  all  that  the  names  of  the  witnesses  must  be  given, 

is  necessary  to  his  defence  or  answer,  it  see  Wise  v,  Allen  (1869),  9  Wall.  787  ; 

is  all  that  can  be  required,  and  he  is  not  Judson  v.  Cope  (1860),  1  Fisher,  615 ; 

bound  by  his  notice  to  impose  an  un-  1  Bond,  327. 

necessary  and « embarrassing  restriction  Other  cases  recognize  the  same  doc- 

on  his  own  right  of  producing  proof  of  trine  indirectly.    See  La  Baw  v,  Haw- 

what  he  asserts.    We  are  all,  therefore,  kins  (1874),  6  0.  G.  724;  1  Bann.  &  A. 

of  opinion,  that  when,  in  addition  to  the  428;  Richardson  v.  Lockwood  (1878), 

particular  town  or  city  in  which  such  4  0.  G.  898 ;  6  Fisher,  454. 

large  objects  as  millstones  are  used,  the  It  is  easy  to  see  the  origin  of  this 

name  and  residence  of  the  witness  by  error.    As  the  witnesses  called  to  prove 

whom  that  use  is  to  be  proved  is  also  prior  use  or  knowledge  were  frequently 

given,  there  is  sufficient  precision  and  the  very  persons  who  had  used  or  known 

certainty  in  the  notice."  the  invention  before  the  plaintiff's  in- 

*  In  Allis  V.  Buckstaff  (1882),  18  Fed.  ventive  act,  the  name  "  witnesses  "  was 

£ep.  879,  Dyer,  J. :  (884)  "  There  are  applied  to  them  in  the  latter  capacity  as 
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the  name  and  residence  of  the  original  inventor.^  The  locality 
in  which  the  prior  use  of  the  invention  was  made  must  be 
alleged  with  reasonable  certainty.  It  is  not  sufficient  to  de- 
scribe it  as  occurring  in  a  given  county.^  The  mention  of 
certain  mining  or  manufacturing  establishments  within  the 
county  as  the  places  of  its  use  is,  however,  equally  definite 
with  that  of  towns  or  villages,  and  complies  with  this  require- 
ment of  the  law.^  The  statement  of  the  residences  of  the 
persons  using  does  not  dispense  with  that  of  the  places  of  the 
use,  although  the  two  localities  may  be  the  same.  The  notice 
must  not  only  point  out  the  places  of  which  the  users  were 
inhabitants  but  those  at  which  they  employed  the  invention.® 
This  is  necessary  in  order  to  enable  the  plaintiff  to  inquire 
into  the  fact  of  use  and  the  nature  of  the  invention  used,  as  well 
as  concerning  the  persons  by  whom  the  use  is  claimed  to  have 
been  made.  The  date  of  such  knowledge  and  use  need  not 
be  stated  except  by  the  general  averment  that  it  preceded 
the  inventive  act  of  the  patentee.^^  The  allegations  of  the 
notice  must  not  be  limited  to  one  or  more  of  the  elements  of 
which  the  patented  art  or  article  consists,  but  must  extend  to 
the  entire  invention  claimed.^^    The  want  of  such  a  notice 

well  as  in  that  of  individualB  giving  tea-  That  under  Sec.  6,  act  of  179S,  notice 

timony  before  the  court.    By  "  witneaa,"  of  prior  use  in  some  places  admits  evi- 

in  most  of  the  cases  where  notice  of  *'  the  dence  of  it  in  other  places  not  named, 

names  and  residences  of  witnesses"  is  see  Evans  v.  Eaton  (1818),  3  Wheaton, 

spoken  of,  is  evidently  meant  not  the  454  ;  1  Rohb,  248. 

mere  testifier,  but  the  testifier  to  his  own  That  under  Sec.  6,  act  of  179S,  when 

prior  use  or  prior  knowledge.    Thence  the  notice  named  certain  miUs  where 

the  transition  to  the  idea  that  the  wit>  the  invention  was  used  evidence  as  to 

ness,  as  a  testifier  generally,  was  the  per-  other  miUs  might  be  given,  see  Evans 

son  to  be  named  was  natural  v.  Eaton  (1816),  Peters  C.  C.  822  ;  1 

*  That  notice  of  prior  use  need  not  Bobb,  68. 

name  the  original  inventor,  see  Evans  v.  *  That  a  notice  naming  persons  ns- 

Kremer  (1816),  Peters  C.  C.  215;  1  ing  as  o/ a  certain  place  but  not  a<  any 

Robb,  66.  place  is  not  sufficient,  see  Searls  «.  Boa* 

7  That  to  give  the  name  of  a  county  ton  (1882),  21  O.  0. 1784;  12  Fed.  Rapw 

as  the  place  of  knowledge  or  use  is  not  140;  20  Blatch.  426. 

sufficiently  definite,  see  Hays  v.  Sulsor  ^  That  the  notice  need  not  mention 

(1859),  1  Fisher,  582  ;  1  Bond,  279.  the  time  when  the  witness  knew  or  used, 

B  That  it  is  enough  to  name  certain  but  only  his  name  and  residence  and  the 

mining  establishments  in  a  certain  conn-  place  of  use,  see  Phillips  v.  Page  (1860), 

ty  as  the  places  of  use,  see  Smith  v.  Fra-  24  How.  164. 

zer  (1872),  5  Fisher,  648;  2  0.  G.  175.  ^^  That  the  notice  of  prior  use  must 
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cannot  be  supplied  by  any  form  in  which  the  evidence  may  be 
presented.^  Neither  a  prior  publication,  nor  a  patent,  nor  a 
rejected  application,  can  be  o£fered  to  prove  use  or  knowledge 
by  the  author,  patentee,  or  applicant,  unless  preceded  by  the 
proper  warning  to  the  plaintiff.^  Where  the  plaintiff  or  his 
licensee  was  himiself  the  prior  user,  and  is  now  endeavoring 
to  enforce  a  patent  obtained  by  one  whom  his  own  acts  have 
anticipated  no  notice  of  such  prior  use  is  necessary.^^ 

§  1005.    Notioe  of  Abandonment  to  the  Pablio :  its  Requioites. 

The  notice  of  abandonment  also  differs  according  to  the 
nature  of  the  evidence  to  be  adduced.  Abandonment  by 
public  use  or  sale  and  abandonment  by  general  conduct,  though 


apply  to  the  whole  invention  as  pat-  (1874),  6  0.  G.  729;  Holmes,  412;  1 

ented,  see  Parks  v.  Booth  (1879),  102  Bann.  &  A.  400. 

U.  S.  96  ;  17  O.  G.  1089.  That  the  existence  of  the  alleged  prior 

That  the  notice  need  not  specify  the  devices  cannot  be  shown  without  proper 

particular  portion  of  the  letters-patent  notice  of  prior  use,  see  Howe  v.  Williams 

to  which  the  evidence  will  relate,  see  (1863),  2  Fisher,  895 ;  2  Clifford,  245. 
Westlake  «.  Cartter  (1873),  4  O.  G.         That  without  notioe  of  prior  use  the 

686;  6  Fisher,  519.  rejected  application  of  a  third  person 

^  That  no   evidence  of  any  form  cannot  be  proved,  see  Union  Paper  Bag 

against  the  novelty  of  the  invention  can  Mach.   Co.   v.   Pultz  &  Walkley   Ca 

be  admitted  unless  the  proper  notice  is  (1878),  15  0.  G.  423;  15  Blatch.  160;  3 

given,  see  Marks  v.  Fox  (1880),  6  Fed.  Bann.  &  A.  408. 
Rep.  727;   18  Blatch.  502;  American         That  a  notice  stating  that  a  certain 

Saddle  Co.  v.  Hogg  (1872),  2  O.G.  595;  person  made  a  prior  application,  not 

6  Fisher,  67;  Holmes,  177;  Bailroad  Co.  naming  his  residence,  does  not  warrant 

V,  Dubois  (1870),  12  Wall.  47.  the  admission  of  his  testimony  as  to  his 

That  the  witness  cannot  be  examined  prior  knowledge  or  use,  see  Decker  «• 

unless  the  notice  is  given  as  the  law  re-  Grote  (1872),  8  0.  G.  65  ;  10  Blatch. 

quires,  see  Philadelphia  &  Trenton  R.  R.  831  ;  6  Fisher,  148. 
Co.  V,  Stimpson  (1840),  14  Peters,  448;         ^^  That  notice  need  not  be  given  of 

2  Bobb,  46.  the  time,  place,  and  person  of  prior  use 

That  if  the  evidence  be  received  with-  when  the  person  is  the  plaintiff  himself 

out  notice  and  against  objection  the  Su-  or  his  licensee,  see  American  Hide  & 

preme  Court  will  reverse  the  judgment,  Leather  Splitting  &  Dressing  Mach.  Co. 

though  the  appeal  were  based  on  differ-  v.  American  Tool  &  Machine  Co.  (1870), 

ent  grounds,  see  Blanchard  v.  Putnam  4  Fisher,   284  ;    Holmes,    503.      This 

(1869),  8  Wall.  420.  proposition  really  belongs   under  the 

u  That  in  the  absence  of  a  notioe  of  doctrine  of  public  use,  as  the  case  cited 

prior  use,  foreign  patents  and  other  evi-  shows,  but  is  equally  true  of  prior  use 

denoe  showing  knowledge  in  this  coun-  when  occurring  as  stated  in  the  text, 
try  are  not  admissible,  see  Eail  v.  Dexter 
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not  distinct  defences,  are  widely  separated  from  each  other 
by  the  conclusive  presumption  attaching  to  the  acts  which 
constitute  the  former,  and  the  defendant  is  required  in  his 
notice  to  specifically  point  out  which  of  these  two  methods 
of  abandonment  he  intends  to  prove.^  If  he  relies  on  both, 
they  must  be  set  forth  in  separate  allegations.^  The  notice 
of  simple  abandonment  by  general  conduct  is  sufficient  when 
it  states  that  fact  without  particulars.  The  notice  of  aban- 
donment by  public  use  or  sale  must  aver  that  such  sale  or 
use  occurred  more  than  two  years  before  the  application 
for  a  patent.^  A  notice  of  such  use  or  sale  more  than  two 
years  before  the  invention  was  made  by  the  patentee  is  insuffi- 
cient, no  such  defence  being  known  to  the  law.^  Under  a 
notice  of  public  use  or  sale  in  proper  form,  evidence  of  prior 
use  is  inadmissible.^ 

§  1006.    Evidence  as  to  the  State  of  the  Art  Admissible  withont 
Notice. 

No  notice  is  required  in  order  to  admit  evidence  concerning 
the  state  of  the  art  at  the  date  when  the  inventive  act  of  the 
patentee  is  claimed  to  have  been  performed.^    The  primary 

§  1005.  ^  That  abandonment  by  public         That  the  consent  of  the  inventor  to 

use  and  sale  rests  on  different  principles  the  public  use  need  not  now  be  alleged, 

from  abandonment  by  general  conduct,  see   Campbell   v.   City  of  New  York 

see  Jones  v.  Sewall  (1873),6  Fisher,  848  ;  (1888),  85  Fed.  Bep.  504. 
8  0.  G.  630  ;  8  Clifford,  568.  *  That  notice  of  public  use  or  sale 

*  That  if  both  modes  of  abandon-  two  years  before  the  plaintiff's  inv0iUto» 

ment  are  to  be  urged,  they  must  be  is  improper,   see   Eelleher  v.  Darling 

separately  noticed,  see  Jones  v,  Sewall  (1878),  4  Clifford,  424 ;  14  0.  G.  678  ; 

(1878),  6  Fisher,  848 ;  8  0.  G.  630  ;  8  8  Bann.  k  A.  488. 
Clifford,  563.  *  That  prior  use  cannot  be  shown 

That  abandonment   by  public   use  under  a  notice  of  public  use,  see  Eelle- 

must  be  specially  alleged,  see  Bates  v,  her  p.  Darling,  (1878),  4  Clifford,  424 ; 

Coe  (1878),  98  U.  S.  81 ;  15  0.  G.  887  ;  14  0.  G.  673  ;  8  Bann.  &  A.  438. 
Wyeth  V.  Stone  (1840),  1  Story,  278  ;         §  1006.  ^  That  evidence  of  the  state 

2  Robb,  23.  of  the  art  is  admissible  without  no- 

'  That  the  allegation  of  public  use  or  tice,  see  Stevenson  v,  Magowan  (1887)» 

sale  must  aver  it  to  have  been  more  than  81   Fed.   Rep.  809  ;  42  0.  G.   1068  ; 

two  years  before  the  application,  see  Eachus  v,    Broomall  (1885),    115    U. 

Agawam  Co.  v.  Jordan  (1868),  7  Wall.  S.   429  ;   88  O.   G.   1265  ;    Brown  «. 

583  ;  Root  v.  Ball  (1846),  4  McLean,  Piper  (1875),  91  U.  S.  87  ;  10  0.  G. 

177  ;  2  Robb,  518.  417  ;  La  Baw  v.  Hawkins  (1874),  6 
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purpose  of  such  evidence  is  to  define  the  exact  scope  of  the 
alleged  invention  by  comparing  the  point  to  which  the  art  had 
attained  before  the  invention  was  made  with  that  to  which  it 
was  carried  by  the  invention.  Such  evidence  may  actually  dis- 
close an  entire  want  of  legal  novelty  in  the  alleged  invention, 
but  this  constitutes  no  reason  for  excluding  it,  although  the 
court  will  not  permit  the  defendant  to  derive  any  advantage 
from  it  upon  that  defence.^  Thus  patents  issued  before  the 
date  of  the  invention,  the  use  of  instruments  of  similar  char« 
acter  by  different  persons,  and  the  existence  of  articles  re- 
sembling or  identical  with  that  covered  by  the  patent,  may  be 
proved  by  the  defendant,  without  notice,  in  all  cases  where 
they  tend  to  throw  light  upon  the  art  to  which  the  patented 
invention  appertains.^  Evidence  not  having  this  effect,  though 
offered  for  this  purpose,  is  not  admissible  unless  the  proper 
notice  has  been  served*^ 

0.  G.  724 ;  1  Bann.  &  A.  428  ;  Rich-  article  may  be  proved  without  notice 

aidson  v.   Lockwood  (1878),   4  0.   G.  to  show  the  state  of  the  art,  but  not  to 

898  ;  0  Fisher,  454  ;  American  Saddle  show  prior  use,  and  must  be  confined 

Co.  V.  Hogg  (1872),  5  Fisher,  858;  2  thereto,  seeZane  t;.  SofleOSSO),  2  Fed. 

0.   G.   59;    Holmes,   188;    Vance  v.  Bep.  229  ;  5  Bann.  &  A.  284. 
Campbell  (1861),  1  Black,  427.  That  evidence  as  to  the  existence  of 

'  That  evidence  admissible  only  to  certain  improvements  at  the  date  of  the 

show  the  state  of  the  art  must  be  con-  plaintifiTs  invention  is  admissible  with- 

fined  thereto,  though  it  also  shows  prior  out  notice,  see  Vance  v.  Campbell  (1861 ), 

nse,  see  Zane  v.  Soffe  (1880),  2  Fed.  1  Black,  427. 

Bep.  229 ;  5  Bann.  &  A.  284 ;  Geier  v.         That  the  date  of  a  patent  not  set  up 

Goetinger  (1874),  7  0.  G.  563  ;  1  Bann.  in  the  answer  may  be  shown  as  evidence 

&  A.  558.  of  the  existence  at  that  time  of  a  device 

*  That  prior  patents  may  be  offered  otherwise  shown  to  be  in  actual  use,  see 

without  notice  to  show  the  state  of  the  Atlantic  Works  v.  Brady  (1882),  107 

art  and  the  proper  construction  of  the  U.  S.  192  ;  23  0.  G.  1830. 
present  patent,  see  Grier  v.  Wilt  (1887),         That  prior  publications  cannot  be  of- 

120  U.  S.  412  ;  88  O.  G.  1865  ;  West-  fered  to  show  the  state  of  the  art,  see 

Uke  •.  Cartter  (1878),  4  0.  G.  686  ;  6  Westlake  v.  Cartter  (1873),   4  0.  G. 

Fisher,  519.  636  ;  6  Fisher,  519. 

That  a  patent  not  set  up  in  the  an-         *  That  when  a  patent  not  mentioned 

swer  cannot  be  admitted  to  show  pri-  in  the    notice  could   only  show  that 

ority,  but  only  the  state  of  the  art,  see  plaintifi's  patent  was  anticipated,  it  is 

American  Saddle  Co.  v.  Hogg  (1872),  not  admissible  to  prove  the  state  of 

2  O.  G.  59 ;  Holmes,  188  ;  5   Fisher,  the  art,  see  American   Saddle  Co.   v. 

858 ;  Kailroad  Co.  v.  Dubois  (1870),  12  Hogg  (1872),  5  Fisher,  853  ;  2  0.  G. 

Wall.  47.  59  ;  Holmes,  133. 

That  the  existence  and  use  of  an 
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§  1007.    Evidence  in  Aotions  at  Law  for  Infringement  Oovemed 
by  the  Usual  Rules. 

The  rules  of  evidence  in  actions  for  infringement  are,  in 
their  general  character,  identical  with  those  by  which  the 
Federal  courts  are  guided  in  other  suits  at  law.  The  various 
issues  which  arise  in  patent  litigation  differ  so  widely,  how- 
ever, from  those  which  are  presented  by  any  controversy 
concerning  other  rights  and  wrongs  that  in  their  details,  as 
developed  and  applied  by  judicial  decision,  those  rules  now 
constitute  a  peculiar  and  distinct  department  of  our  practical 
jurisprudence.  In  their  discussion  in  these  pages,  such  of 
their  features  as  are  derived  from  the  common  law  of  evi- 
dence may  properly  be  passed  over  without  special  considera- 
tion, our  attention  being  directed  chiefly  to  those  particular 
precepts  and  provisions  which  distinguish  them  as  members 
of  the  body  of  our  Patent  Law. 

§  1008.    Rules  of  Rvidenoe  in  the  Federal  Courts  Identical  with 
Those  in  Foroe  in  the  Local  Courts. 

The  Judiciary  Act  of  1789,  according  to  the  interpretation 
given  to  it  by  the  Supreme  Court  of  the  United  States,  pro- 
vided that  the  rules  of  evidence  prevailing  in  each  State 
should  be  applied  in  actions  at  common  law  in  the  Federal 
courts  held  within  that  State,  except  when  otherwise  required 
by  the  Constitution,  treaties,  or  statutes  of  the  United  States.^ 
The  act  of  1862,  affirming  in  this  respect  the  Judiciary  Act, 
enacted  that  the  laws  of  the  State  in  which  the  court  is  held 
should  determine  the  competency  of  witnesses  in  trials  at  law 
in  the  Federal  courts.  Later  acts  removed  from  witnesses 
all  incompetency  on  account  of  color,  or  of  interest  in  the 
issue  to  be  tried.  Subject,  therefore,  to  the  modifications 
which  are  now  to  be  considered  the  rules  of  evidence  in  ac* 
tions  for  infringement,  whether  relating  to  the  competency  of 
witnesses  on  any  other  ground  than  that  of  color  or  interest, 
or  to  the  production  and  effect  of  testimony,  are  those  recog* 

§  1008.  ^  That  the  rules  of  evidence  acts  of  Congress,  acooiding  to  the  act 

in  common  law  cases  in  the  Federal  of  1789,  see  Cnrtia,  Jurisdiction  and 

C!ourt8  correspond  with  those  in   the  Practice  of  U.  S.  Courts,  227. 
State  courts,  except  where  modified  by  • 
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nized  and  followed  by  the  courts  of  the  State  in  which  the 
Federal  court  is  held.^ 

§  1009.    FaotB  of  which  the  Federal  Courts  In  Aotiona  at  Ziaw 
for  Infringement  Take  Jndioial  NotiLoe. 

All  courts  of  common  law  jurisdiction  take  judicial  notice 
of  six  classes  of  facts,  concerning  which  no  evidence  is  re- 
quired from  either  party.  These  are:  (1)  Political  facts, 
such  as  the  existence  of  other  nations,  their  flags  and  seals, 
the  law  of  nations,  the  territorial  divisions  and  political  con- 
stitution of  the  State,  the  public  matters  which  affect  the 
State,  its  elections  and  general  legislative  meetings,  its  weights 
and  measures,  coins  and  other  circulating  medium,  and  its 
public  and  special  fasts  and  festivals;  (2)  Legal  facts,  in- 
cluding the  public  laws  of  the  State,  its  various  courts  with 
their  jurisdiction  and  rules  of  practice,  their  officers  and  seals, 
the  names  and  persons  of  their  judges,  the  general  customs 
of  trade,  and  such  other  matters  relating  to  law  and  usage 
as  are  equally  well  known  to  all  citizens;  (8)  Official  facts, 
embracing  the  names  and  functions  of  the  President,  senators, 
representatives,  ambassadors,  marshals,  sheriffs,  and  all  who 
hold  office  in  the  State  by  virtue  of  public  election  or  appoint- 
ment, the  signatures  of  the  President,  marshals,  and  sheriffs, 
and  the  signatures  and  seals  of  notaries ;  (4)  Public  history, 
including  the  facts  which  constitute  the  political,  social,  and 
topographical  development  of  the  "State  and  which  are  gener- 
ally known  and  regarded  as  true ;  (5)  Natural  history,  com- 
prising such  facts  in  nature  as  are  permanent  and  uniform, 
and  do  not  require  special  investigation  in  order  to  discover 
them,  such  as  the  number  of  days  in  a  given  month,  the  suc- 
cession of  the  seasons,  and  the  coincidence  of  week-days  with 
certain  days  of  the  month  and  year ;  (6)  The  vernacular  lan- 
guage, or  the  meaning  of  all  common  English  words,  and  of 
such  terms  of  art  as  are  in  common  use.^  As  a  general  rule 
the  Federal  courts,  in  the  trial  of  actions  at  law  for  infringe- 

'  See.  8ff8,  Bar.  Stat.  other  nations  and  their  seals  of  State, 

1 1009.  ^  See  1  Greenleaf  Er.  §§  4-6 ;  bat  not  of  their  inferior  departments 

Bohinson,  Elementaiy  Law,  {  298.  and  seals,  see  Scboerken  «.  Swift  k 

That  courts  take  judicial  notice  of  all  Ck>nrtne7  k  Beecher  M%.  Co.  (1881), 
▼OL.  in.  — 15 
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ment,  accept  these  six  classes  of  facts  as  established,  without 
the  production  of  any  testimony,  and  a  judge  may  refer  to  any 
source  of  recognized  authority  in  order  to  refresh  his  memory 
concerning  them.^  They  also  take  judicial  notice  of  all  ob- 
jects in  common  use  in  the  arts,  and  of  all  matters  of  ordinary 
knowledge,  including  matters  of  science,  but  not  of  the  sub- 
stantial differences  between  the  successive  conditions  of  the 
same  material  in  the  various  stages  of  its  manufacture.' 

19  0.  G.  1498  ;  7  Fed.  Bep.  469  ;  19  Co.  (1888),  107  U.  S.  649  ;  24  0. 0.  99 ; 

Blatch.  209.  Brown  v.  Piper  (1875),  91  U.  S.  87  ;  10 

That  a  French  patent,  certified  by  0.  G.  417. 
the  Director  of  the  Conservatoire  Na-         That  conrts  wiU  take  judicial  notice 

tional  dea  Arts  et  Metiers  de  France,  of  mechanical  devices  of  common  knowl* 

nnder  seal  of  that  Department,  verified  edge,  see  Aron  v,  Manhattan  Ry.  Co. 

by  the    Minister   of  Agricnltnra   and  (1886),  26  Fed.  Rep.  814;   84  O.  G. 

Commerce  and  the  Minister  of  Foreign  1508  ;  Enapp  v.  Benedict  (1886),   20 

Affairs  under  their  seals,  ia  duly  an-  Fed.  Rep.  627 ;  85  O.  G.  1226. 
thenticated  and  admissible,  see  Schoer-         That  the  court  may  avail  itself  of 

ken  V.  Swift  4b  Courtney  4b  Beecher  common  knowledge  of  things  to  aid  it 

Mfg.  Co.   (1881),  19  0.  G.    1498  ;  7  in  defining  the  scope  of  a  patent,  see 

Fed.  Bep.  469  ;  19  Blatch.  209.  Enapp  v.  Benedict  (1886),  85  O.  G. 

<  That  matters  of  public  notoriety,  1226  ;  26  Fed.  Rep.  627. 
affecting  the  right  of  the  applicant  to  a        That  where,  on  a  demurrer  in  equity, 

patent,  will  be  taken  notice  of  judici-  the  fa<:ts  of  which  the  court  must  take 

ally,  see  Anson  v.  Woodbury  (1877),  12  judicial  notice,  show  that  the  invention 

O.  G.  1.  is  not  patentable,  the  bill  may  be  di»- 

That  courts  may  refresh  their  recol-  missed,  see  West  v,  Rae  (1887),  S3  Fed. 

lections  by  any  safe  means,  see  Brown  Rep.  45  ;  Eaolatype  Engraving  Co.  v. 

V,  Piper  (1875),  91  U.  a  87  ;  10  0.  G.  Hoke  (1887),  80  Fed.  Bep.  444 ;   89 

417.  O.  G.  589. 

*  That  a  court  will  take  judicial  no-         That  a  court  will  not  dismiss  on 

tice  of  aU  things  in  common  use  and  demurrer  for  non-patentability  unless 

of  all  matters  of  common  knowledge,  the  case  is  perfectly  clear,  see  Eclipse 

see  Eaoktype  Engraving  Co.  v.  Hoke  Mfg.   Co.  v.  Adkins  (1888),  36  Fed. 

(1887),  30  Fed.  Rep.  444  ;  39  0.  G.  Rep.  554  ;  Blessing  v.  Copper  Works 

589  ;  Reed  v.  Lawrence  (1886),  29  Fed.  (1888),  84  Fed.  Rep.  758. 
Rep.  915  ;  King  v.  Gallun  (1883),  109         That  where  a  patent  is  manifestly 

U.  S.  99 ;  25  0.  G.  980 ;  McCloskey  v,  void  it  is  the  duty  of  the  court  to 

Du  Bois  (1881),   19  0.  G.   1286  ;   20  chaige  the  jury  to  render  a  verdict  for 

O.  G.  371 ;  8  Fed.  Rep.  710  ;  19  BUtch.  the   defendant,   see   Torrent    k  Arms 

205;  Terhune  v.  Phillips   (1878),   99  Lumber   Co.   v.   Bodgeis  (1884),    112 

U.  S.  592.  U.  S.  659  ;  80  0.  G.  449. 

That  courts  will  judicially  notice  That  courts  do  not  take  judicial  no- 
whatever  is  generally  knowp,  including  tice  of  the  contents  of  encyclopedias^ 
matters  of  science,  see  Slawson  v.  Grand  etc.,  unless  they  are  within  the  knowl- 
St,  Prospect  Park,  &  Flatbush  R.  R.  edge  of  persons  in  general,  see  EsoIa- 
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§  1010.    Competency  of  TTVitneMee* 

Any  person  of  sufficient  age  and  mental  capacity  is  a  com- 
petent witness  in  an  action  for  infringement,  unless  the  laws 
of  the  State  in  which  the  court  is  held  exclude  him  on  some 
other  ground  than  that  of  interest  or  color.^  In  judging  of 
the  credibility  of  a  witness,  however,  the  jury  may  consider 
his  interest  in  the  cause,  as  a  motive  operating  upon  his  dis- 
position to  disclose  the  truth,  and  in  this  point  of  view  the 
rules  by  which  the  existence  and  degree  of  his  interest  were 
formerly  determined  as  a  test  of  competency  are  still  impor- 
tant.' The  ancient  rules  were  founded  upon  sound  reason 
and  long  experience,  and  in  departing  from  them  under  the 
exigencies  of  modern  jurisprudence,  the  legislatures  and  the 
courts  have  not  intended  to  put  interested  and  disinterested 
parties  on  an  equal  footing  as  witnesses  to  controverted  facts. 
The  interest  which  formerly  disqualified  altogether  still 
weakens  the  effect  of  testimony,  and  ought  to  -exercise  a 
potent  influence  on  the  judgment  of  a  jury  when  evidence  pro- 
ceeding from  individuals  once  incompetent  to  testify  is  con- 
tradicted by  evidence  to  which  no  corresponding  imputation  is 
attached.  The  interest  which  under  the  earlier  rule  rendered 
a  witness  incompetent  was  either  that  of  a  party  to  the  suit, 
or  that  arising  from  the  certainty  that  he  must  either  gain  or 
lose  by  the  direct  legal  operation  and  effect  of  the  judgment  or 
that  the  record  would  be  legal  evidence  for  or  against  him  in 
some  other  action.  An  interest  in  the  question  to  be  decided, 
or  a  remote  and  contingent  interest  in  the  cause  itself,  was 
not  sufficient  to  disqualify.^  This  distinction  is  of  great  con- 
sequence in  patent  cases,  where  one  question — the  validity  of 
the  patent  —  may  form  the  only  real  issue  in  numerous  suits 
against  different  infringers,  all  of  whom  are,  therefore,  in- 
terested in  the  question  to  be  decided  in  each  case,  though  not 

type  Engraying  Co.  v.  Hoke  (1887),  80         §  1010.  »  Sec.  858,  Rev.  Stat. 
Fed.  Rep.  444  ;  89  0.  O.  689.  «  That  the  defendant's  witnesses  are 

That  ooorts  do  not  take  judicial  no-  infringers  or  employees  of    infrin^re 

tioe  of  sabstantial  differences  between  may  be  shown  to  affect  their  evidence, 

the  different  states  of  materials,  such  see  Wetherell  v.  Keith  (1886),  27  Fed. 

aa  lead,  Ac.,  see  McCloskey  v.  Du  Bois  Rep.  864  ;  87  0.  O.  887. 
(1881),  19  O.  O.  1286 ;  20  0.  G.  871 ;         •  See  1  Greenleaf,  Ev.,  §  389-897. 
8  Fed.  Rep.  710 ;  19  Bktch.  205. 
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in  the  judgment  to  be  rendered  for  or  against  the  individual 
defendant.  Thus,  while  the  ancient  rule  was  still  in  force,  a 
witness  was  competent  although  another  suit  was  pending 
against  him  for  the  infringement  of  the  same  patent,  or  though 
he  was  conceded  to  have  used  devices  resembling  those  be- 
longing to  the  plaintiff.^  Persons  who  claimed  exclusive 
privileges  under  the  same  patent,  such  as  grantees  of  other 
sectional  interests  or  the  assignor  of  the  defendant  when  not 
bound  by  a  covenant  of  warranty,  and  persons  whose  sole  con- 
nection with  the  suit  consisted  in  the  pecuniary  aid  which 
they  afforded  to  the  parties  litigant,  were  also  competent  to 
testify.^  In  all  these  and  in  similar  cases  the  jury  are  to  pass 
upon  the  credibility  of  the  witness  on  the  ordinary  grounds  of 
interest  and  bias,  uninfluenced  by  that  presumption  of  a  want 
of  credibility  which  exists  when  he  possesses  such  an  interest 
as  would  formerly  have  excluded  him  from  offering  any 
evidence  whatever. 

§  1011.    CredlbiUty  of  Witnenes. 

The  credibility  of  a  witness  is  measured  by  his  ability  as 
well  as  his  disposition  to  disclose  the  truth.  His  ability  to 
disclose  the  truth  depends  upon  the  accuracy  of  his  percep- 
tions, the  retentiveness  of  his  memory,  and  liis  power  to  em- 
body his  recollections  in  suitable  expressions.  Perceptions 
are  more  or  less  accurate  according  to  the  familiarity  of  the 
witness  with  the  object  perceived,  and  the  degree  of  attention 
which  he  devotes  to  its  examination.  The  retentiveness  of 
his  memory  is  determined  by  his  natural  or  acquired  capacity 

^  That  a  witness  is  competent  though  That  the  assignor  of  an  alleged  prior 

he  is  defendant  in  another  action  for  in-  patent  to  the  defendant  is  a  competent 

firingement,  see  Evans  v.  Hettich  (1822),  witness,  having  no  interest  in  the  event 

7  Wheaton,  458 ;  1  Bobb,  417.  of  the  snit,   see  Treadwell  v.  Bladen 

That  a  witness  who  nses  a  device  like  (1827),  4  Wash.  708  ;  1  Robb,  581. 

the  ph&intiffs  is  competent,  since  the  That  a  person  who  oontribntes  to  a 

judgment  cannot  affect  him,  see  Evans  v.  ftmd  to  pay  the  expenses  of  witnesses  in 

Eaton  (1818),  8  Wash.  448 ;  1  Robb,  198.  attending  court  is  a  competent  witness, 

*  That  a  grantee  of  a  different  sec-  as  the  verdict  could  not  affect  him,  sea 

tional  interest  from  the  plaintiff  is  a  Evans  v,  Hettick  (1818),  8  Wash.  408 ; 

competent  witness,  the  verdict  not  be-  1  Robb,  166. 
ing  evidence  against  him,  see  Buck  «. 
Hermanoe  (1848),  1  Blatch.  822. 
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of  recollection,  and  the  occasion  he  has  had  to  keep  the  con- 
troverted fact  in  mind.  His  power  to  represent  the  fact,  as 
he  remembers  it,  in  words  is  goyemed  by  his  ordinary  com- 
mand of  language,  and  by  his  knowledge  or  ignorance  of  the 
terms  in  which  the  characteristics  of  the  fact  remembered  are 
commonly  described.  Among  honest  and  unbiassed  witnesses 
there  may  thus  be  vast  differences  of  credibility,  arising  solely 
from  the  differences  in  their  ability  to  perceive,  remember,  and 
narrate  the  truth.  This  is  particularly  the  case  in  testimony 
relating  to  inventions,  the  proper  understanding  of  which  so 
often  demands  extensive  prior  knowledge  and  the  most  careful 
and  exact  investigation,  while  their  distinctive  characteristics 
easily  escape  the  memory  unless  it  is  constantly  refreshed  by 
re-investigation,  and  even  when  clearly  recollected  can  be  ade- 
quately described  only  in  technical  language  which  the  most 
intelligent  jury  must  fail  to  comprehend.^  No  question  pre- 
sents a  greater  difficulty,  in  this  respect,  than  that  of  prior 
use,  where  the  art  or  article  by  wliich  the  patented  invention 


1 1011.  ^  In  Hayden  v.  Suffolk  Mfg.  may  not  be  of  that  interesting  character 

Co.  (1862),  4  Fisher,  86,  Sprague,  J.  :  that  tiiey  retain  them  in  their  loemory. 

(96)  **  Two  things  are  to  be  regarded  in  There  are  other  things  of  which  their 

weighing  the  testimony  of  all  who  tea-  knowledge  at  tiie  time  may  not  be  per- 

tity,  —  the  ability  of  the  witness  to  tell  feet ;  and  when  you  come  to  the  quea- 

the  truth,  and  hU  disposition  to  tell  the  tion  of  machinery,  a  question  of  stnio 

tmth.   These  do  not  always  go  together,  ture,  the  question  whether  the  person 

The  ability  to  tell  the  truth  as  to  past  had  a  full  knowledge  at  the  time  may 

transactions,  or  those  events  that  have  depend  upon  his  habit  of  accurate  ob- 

transpired,  may    depend,   in  the  first  servation,  and  his  opportunity  of  observ- 

plaoe,  upon  the  accuracy  of  the  observa*  ing  the  particular  structure  or  machine, 

tion,  and  in  the  accuracy  of  the  knowl-  and  his  intelligence  or  understanding  of 

edge  at  the  time ;  then  upon  the  occa-  it.     For  if  he  had  not  a  dear  idea  at 

flion  that  the  party  has  had  to  keep  it  the  time,  of  course  he  cannot  have  im- 

in  his  mind  and  memory  since  ;  and  in  mediately  afterward  a  very  clear  idea 

the  tenacity  of  his  memory  is  his  abil-  to  communicate  to  others.     You  will 

ity.    His  disposition,  his  moral  integ-  consider,  therefore,  in  weighing  the  evi- 

rity,  or  freedom  from  bias,  may  lead  him  dence  as  to  what  it  Lb  that  the  witnesses 

to  testify  one  way  or  the  other.    Now,  undertake  to  describe,  how  far  you  can 

the  accuracy  of  knowledge  at  the  time,  rely  upon  their  memoiy  Id  undertaking 

as  well  as  the  ability  of  the  man  to  tea-  now  to  say  what  that  was ;  so  that  you 

tify  the  truth,  depend  very  much  upon  can  ascertain  the  instrument,  the  opera- 

the  sulgeet-matter.      Some  things  that  tions,  and  effects,  so  as  to  compare  that 

men   have  a  full,    clear,    and  perfect  with  the  plsintiffs  machine." 
knowledge  of  at  the  time  they  transpire^ 
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is  claimed  to  have  been  anticipated  has  passed  out  of  exist- 
ence, and  remains  only  in  the  memories  of  those  who  saw  or 
used  it.  Unless  the  invention  were  so  simple  or  so  universal 
as  to  become  a  matter  of  ordinary  knowledge,  or  were  so  fully 
understood  and  carefully  examined  by  witnesses  whose  rec- 
ollection cannot  be  impeached  that  it  can  be  substantially 
reproduced  from  their  description,  it  is  evident  that  no  great 
reliance  can  be  placed  on  any  impressions  they  may  have  con- 
cerning its  identity  with  that  which  forms  the  subject  of  the 
patent.^  Courts,  therefore,  are  frequently  called  upon  to  cau- 
tion juries  against  undue  dependence  upon  such  uncertain 
evidence,  and  to  disparage  witnesses  whose  disposition  to 
disclose  the  truth  is  undeniable* 

§  1012.    Bzpert  Witnesses. 

The  uncertainty  which,  on  this  account,  attaches  to  the  tes- 
timony of  an  ordinary  witness,  in  cases  where  the  character 
and  identity  of  inventions  are  in  controversy,  has  led  to  the 
employment  of  a  special  class  of  witnesses,  whose  previous 
training  and  accurate  habits  of  observation  fit  them  to  per- 
ceive, remember,  and  explain  the  essential  attributes  of  the 
inventions  submitted  to  their  judgment.^  Notwithstanding 
the  strictures  passed  upon  expert  testimony  by  many  jurists 
on  each  side  of  the  Atlantic,  and  the  truth  of  the  assertions 
by  which  these  censures  have  been  justified,  it  is  still  certain 

*  That  evidence  from  long  reoolleo-  87  0.  6.  887  ;  and  other  cases  cited 

tion  is  often  delusive,  see  Parker  v.  under  §  1026,  pod,  in  reference  to  evi- 

Hulme  (1849),  1  Fisher,  44.  dence  of  prior  use. 

That  evidence   of  witnesses   as   to         That   evidence  of  prior  use   is  to 

events  occurring  thirty  years  before  is  be  weighed  in  view  of  the  lapse  of  time 

not  of  great  weight  when  unsupported  since  the  alleged  use,  see  Yale  Lock  Mfg. 

by  exhibits,  and  not  consistent  with  ad-  Co.  v,  Berkshire  Nat.  Bank  (18S5),  26 

mitted  facts,  see  Seibert  Cylinder  Oil  Fed.  Rep.  104. 

Cup  Co.  V.  Nightingale  (1887),  82  Fed.         §  1012.  ^  That  the  opinions  of  ex- 
Re]).  171  ;  41  0.  O.  1041.  perts  are  admitted,  contrary  to  the  gen- 

That  evidence  of  prior  use  when  the  eral  rule  that  witnesses  must  testify  to 

thing  used  is  not  produced  is  of  little  facts,  see  Conover  v.  Bapp  (1859),  4 

weight,  after  a  long  interval,  as  to  its  Fisher,  57. 

identity  with  the  patented  invention,  see         That  no  person  is  an  expert  unless 

Adams  &  Westlake  Mfg.  Co.  v.  Rath-  skilled  in  the  science  involved,  see  Allen 

bone  (1886),  26  Fed.  Rep.  262  ;  Weth-  v.  Hunter  (1855),  6  McLean,  803. 
erell  v.  Keith  (1886),  27  Fed.  Rep.  864  ; 
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that  in  most  patent  cases  expert  evidence  is,  and  must  always 
be,  indispensable.^  That  the  expert  is  consulted  before  he  is 
summoned  as  a  witness ;  that  when  his  opinion  is  unfavorable 
to  the  party  who  consults  him  he  is  not  produced  in  court,  at 
least  on  that  side  of  the  case;  that  when  called  as  a  wit- 
ness his  testimony  is  expected  to  support,  and  generally  does 
support,  the  claims  of  the  litigant  on  whose  behalf  he  is  pre- 
sented,—  are  no  doubt  true;  but  this  is  only  what  occurs  in 
every  other  trial  where  counsel  have  properly  prepared  their 
case.^  The  error  lies  with  those  who  ascribe  judicial  func- 
tions to  the  patent-expert,  and  demand  of  him  such  freedom 
from  partisanship  as  the  exercise  of  judicial  power  requires. 
That  there  are  experts  in  other  departments  of  affairs  upon 
whose  opinion  the  court  is  forced  to  rely  as  the  foundation  of 
its  own  judgments,  because  incapable  of  forming  an  opinion 
for  itself,  and  that  such  experts  consequently  fill  the  places 
of  judges  and  should  be  beyond  the  influence  and  control  of 
parties,  must  be  conceded.  But  such  is  not  the  cas0  with 
patent-experts,  whose  opinion  is  received  in  evidence  only  in 
connection  with  the  reasons  on  which  it  is  based,  and  is  to  be 
accepted  or  rejected  by  the  jury  according  to  their  own  view  of 
its  fallacy  or  truth.^    The  patent^xpert,  considered  in  his  real 

'  That  expert  evidence  is  of  little  it  may  be  assumed  in  this  and  in  most 

▼aloe,  see  American  Middlings  Parifier  other  patent  cases,  that  neither  party 

Co.  v»  Christian  (1877)»  4  Dillon,  448  ;  would  have  called  the  experts  on  his 

8  Bann.  &  A.  42  ;   King  v,  Louisville  own  side,  unless  he  had  supposed  that 

Cement  Co.  (1873),  6  Fisher,  336  ;  4  their  opinions,  in  reference  to  the  strain- 

0.  6.  181.  ing  point  of  the  case,  would  be  directly 

That  ex  parte  affidavits  of  experts  are  opposed  to  the  opinions  which  he  sup- 
not  valuable,  see  Sargent  v.  Carter  poses  wiU  be  expressed  by  the  experts 
(1857),  1  Fisher,  277.  of  his  adversary.    Their  well  considered 

*  That  experts  usually  agree  where  and  deliberately  formed  opinions  are 
the  data  are  the  same,  see  Sax^nt  v.  asked  in  advance,  and  if  they  are  found 
Carter  (1857),  1  Fisher,  277.  to  be  adverse  to  the  party  who  seeks 

*  In  Conover  v.  Boach  (1857),  4  such  opinion,  that  expert  is  not  callt^i 
Fisher,  12,  Hall,  J.  :  (27)  "In  refer-  on  his  part.  I  do  not  say  this,  gentle- 
enoe  to  these  opinions,  it  happens  as  men,  to  impeach  the  integrity  or  fainiess 
it  usually  does  in  patent  cases,  that  the  of  the  experts,  or  to  convey  the  impres* 
opinions  of  the  two  experts  on  one  side  sion  that  they  are  wanting  in  intelli- 
are  apparently,  if  not  actually,  diamet-  gence  or  mechanical  knowledge,  for  few 
rically  opposed  to  the  opinions  of  the  experts  possess  any  of  these  qualities  in 
two  experts  on  the  other  side.     Indeed,  a  higher  degree  than  those  called  in  this 
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character,  is  an  explorer,  gifted  with  unusual  powers  of  dis* 
cemment  and  apprehension ;  a  chronicler,  trained  to  preserve 
the  recollection  of  the  essential  attributes  of  things ;  an  ex* 
positor,  fitted  to  embody  those  essential  attributes  in  accurate 
and  intelligible  language ;  a  monitor,  able  to  suggest  the  con* 
elusions  which  follow  from  the  premises  he  has  described. 
His  relation  to  the  jury  is  not  unlike  that  which  counsel 
sustain  to  the  court,  as  guides  to  a  correct  decision  of  the 
issues  severally  confided  to  their  judgment, — the  one  point- 
ing out  facts  and  applying  them  in  support  of  the  claims 
advanced  by  his  employer,  as  the  other  produces  his  authori- 
ties and  applies  them  to  the  maintenance  of  his  claims  of  law.* 
As  no  wise  judge  would  undervalue  the  assistance  which  in- 
dustrious and  learned  advocates  a£ford  him,  on  the  ground 
that  each  was  wedded  to  his  own  side  of  the  cause,  so  no 
tribunal  engaged  in  the  examination  of  inventions  can  safely 
reject  the  light  which  the  skill  and  experience  of  expert  wit- 
nesses, though  manifestly  partisans,  enable  them  to  throw 
upon  the  nature  and  scope  of  an  invention  and  its  essential 
identity  with,  or  diversity  from,  other  inventions  by  which  it 
is  asseiiied  to  have  been  anticipated  or  to  be  infringed.^  Their 
statements  of  fact  are  simply  to  be  weighed,  like  those  of  all 

case ;  but  to  show  you  that  upon  these  case.    In  that  you  are  to  consider  the 

questions  of  mechanical  equivalents,  of  evidence,  the  opinions  of  the  experts,  the 

substantial    identity,    and   substantial  reasons  they  have  given  for  their  opin- 

difference  of  organization  and  mode  of  ions,  to  look  and  consider  the  models, 

operation,  these  opiniona  are  to  be  re-  to  deliberately  exercise  your  own  judg- 

garded  by  you  as  opinions  merely,  and  ments,  and  then  decide." 
that  you  must  decide  which  opinions        ^  That  a  patent-expert  is  an  "  anxili* 

are  correct,  after  carefully  considering  ary  counsellor"  who  ai^^es  upon  the 

such  opinions,  and  the  reasons  upon  law  and  the  facts,  see  Steam  Gauge  h 

which  the  experts  have  told  you  they  Lantern  Go.  v.  Ham  Mfg.  Co.  (1886), 

are  based,  in  connection  with  the  other  28  Fed.  Rep.  618. 
evidence  in  the  case  and  that  furnished        ^  That  expert  evidence  is  of  great 

by  your  own  senses  in  the  examination  value  in  patent  cases,  see  Potter  v.  Mul- 

of  the  models  which  have  been  given  in  ler  (1864),  2  Fisher,  465  ;  Morris  v. 

evidence.     In  no  other  way  can  you  de-  Barrett  (1859),  1  Bond,  254  ;  1  Fisher, 

cide  between  the  conflicting  opinions  of  461  ;  Carr  v.   Rice  (1856),   1   Fisher, 

these  experts,  and  it  is  your  opinions  198  ;  French  v,  Rogers  (1851) ,  1  Fisher, 

and  judgments,  and  not  the  opinions  138;  Parker  v.  Stiles  (1849),  5  McLean, 

of  the  experts  which  must,  in  the  end,  44  ;  Allen  v.   Blunt  (1845),   8  Story, 

determine  the  questions  of  substantial  742 ;  2  Robb,  288 ;  Brooks  v.  Jenklnt 

identity  and  equivalents  litigated  in  the  (1844),  S  McLean,  432. 
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other  witnesses,  by  their  ability  and  disposition  to  disclose 
the  truth ;  and  their  opinions  are  to  be  followed  when,  in  the 
judgment  of  the  jury,  they  are  supported  by  the  facts  from 
which  they  are  deduced.^ 

§  1013.   dasses  of  Bzpext  177itneMe8 :    their  Diatinotlons. 

Patent-experts  ai-e  of  two  classes,  —  scientific  experts  and 
mechanical  experts.  A  scientific  expert  is  a  witness  who  has 
made  himself  familiar,  by  study  or  experiments,  with  the  prin- 
ciples of  any  science,  and  has  thereby  become  qualified  to 
understand,  distinguish,  and  explain  the  properties  of  the  ob^ 
jects  to  which  such  science  appertains.  A  mechanical  expert 
is  a  witness  who,  by  practical  training  in  an  art,  has  acquired 
a  degree  of  skill  in  its  rules  and  manipulations  which  enables 
him  to  comprehend  and  apply  its  various  instruments  and 
methods.^  The  spheres  of  these  two  classes  of  experts  are 
entirely  distinct.    The  former  brings  to  the  examination  of 

^  That  expert  evidence  is  not  conclu-  Johnson  v.  Boot  (1858),  1  Fisher,  851 ; 

sive  on  the  jury,   see  Many  v.  Sizer  Whipple  v.  Baldwin  Mfg.  Co.  (1858),  4 

(1849),  I  Fisher,  17.  Fisher,  29  ;  United  States  Annanciator 

That  expert  eridenoe  is  judged  by  &  Bell  Telegraph  Mfg.  Co.  v.  Sanderson 

the  same  standards    as  ordinsry  evi-  (1854),  8  Blatch.  184. 
dence,  see  May  v.  County  of  Fond  du         That  when  experts  disagree  the  court 

Lac  (1886),  27  Fed.  Rep.  691  ;  Carter  will  nuike  an   examination  and  decide 

V.  Baker  (1871),  4  Fisher,  404  ;  1  Saw-  for  itself,  see  La  Baw  v.  Hawkins  (1874), 

yer,  512 ;  Page  v.  Ferry  (1857),1  Fisher,  6  0.  6.  724 ;  1  Bann.  &  A.  428. 
298.  That  in  a  conflict  of  scientific  evi- 

That  the  juiy  are  to  give  such  weight  dence  the  court  may  employ  an  in- 
to expert  eridenoe  as  they  see  fit,  ac-  dependent  expert  to  give  advice  as  to 
cording  to  its  credibility,  see  Johnson  v.  the  judgment,  see  Anilin  v.  Levinstein 
Root  (1858),  1  Fisher,  851 ;  Allen  v.  (1888),  L.  K.24Ch.  D.  156. 
Hunter  (1855),  6  McLean,  808  ;  Brooks  That  the  evidence  of  an  expert  based 
V,  Jenkins  (1844),  8  McLean,  432.  on  facts  prevails  over  that  of  another 

That  the  evidence  of  experts  usually  based  on  mere  theories,   see  Ben4  «• 

varies,  and  their  value  depends  on  their  Jeantet  (1889),  129  U.  S.  685. 
skill,  not  their  number,  see  Brooks  v.         §  1013.  >  That  one  *' skilled  in  the 

BickneU  (1845),  4  McLean,  70.  art,"  a  pi-actical  operator,  not  a  scien- 

That  the  value  of  expert  opinions  is  tific  theorist,  is  an  expert,  see  Page  v, 

measured  by  their  reasons,  see  Parham  Ferry  (1857),  1  Fisher,  298. 
V.  American  Buttonhole,  Overseaming  k         See  for  a  description  of  these  two 

Sewing  Mach.   Co.   (1871),   4  Fisher,  classes  of  experts,  Curtis  on  Patents^ 

468 ;  Joidan  o.  Dobeon  (1870),  4  Fisher,  9§  479-481. 
232;  7  Phila.   583;    2  Abbott,   898; 
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an  invention  a  broad  and  general  knowledge  of  the  funda- 
mental truths  of  science,  of  the  properties  of  matter,  of  the 
laws  of  chemistry  and  physics,  of  the  progress  of  the  arts,  of 
the  field  open  to  inventors  at  any  given  period  of  time,  and  of 
the  tests  by  which  ideas  of  means  can  be  distinguished  from 
each  other.  His  services  become  available  whenever  the  char- 
acter of  an  invention  is  to  be  determined,  or  its  apparent  scope 
is  to  be  limited  by  the  condition  of  the  art  at  the  date  of  its 
production,  or  the  line  is  to  be  drawn  between  it  and  similar 
but  independent  triumphs  of  inventive  skill.^  Thus  the  evi- 
dence of  scientific  experts  is  admissible  upon  the  following 
questions:  (1)  Whetiier  the  alleged  invention  is  or  is  not 
the  result  of  an  inventive  act;  (2)  Whether  the  elements 
described  in  the  patent  as  constituting  the  invention,  or  in- 
cluded in  its  practical  embodiment,  are  all  essential  to  the 
expression  of  its  idea  of  means ;  (3)  Whether  a  given  inven- 
tion embraces  or  excludes  a  different  invention ;  (4)  Whether 
a  given  invention  is  substantially  the  same  in  principle,  in  func- 
tion, or  in  effect,  with  any  other  invention.  The  mechanical 
expert,  on  the  other  hand,  represents  the  skilled  workman  in 
his  art,  and  brings  to  his  examination  of  an  invention  the 
practical  knowledge  which  enables  him  to  pass  upon  its  use- 
fulness, and  on  his  own  ability  or  that  of  other  artisans  to 
reproduce  it  from  the  disclosure  made  by  its  inventors.  His 
evidence  is  important  in  the  following  cases:  (1)  Where,  on 
a  defence  of  want  of  novelty,  a  prior  patent  or  publication  has 
been  offered,  as  to  the  sufficiency  of  whose  description  of  the 
invention  a  dispute  has  arisen;  (2)  Where  the  defence  is 

*  That  expert  eyidence  is  admissible  That   whether   one   thing    is    the 

to  prove  that  the  principle  of  two  in-  equivalent  of  another  is  a  question  of 

▼entions  is  the  same,  see  Tillotson  v.  fact  on  the  evidence  of  experts  on  an 

Bamsay  (1878),  51  Yt.  809 ;  Tucker  v.  inspection  of  the  inventions,  see  Foes  v. 

Spaulding  (1871),   18    WaU.   453  ;    1  Herbert  (1850),  2  Fisher,  81 ;  1  BU- 

0.   G.   144  ;  5  Fisher,   297  ;  Page  v,  sell,  121. 

Ferry  (1857),  1  Fisher,  298,  That  an  expert  cannot  testify,  from 

That  experts  are  admitted  to  testify  his  investigation  of  books  and  other- 
on  questions  of  mechanical  difference,  wise,  that  the  invention  was  well  known 
and  if  qualified  and  unbiassed,  their  before  the  application,  this  being  mat- 
opinions  are  entitled  to  great  respect,  ter  of  fact  and  not  opinion,  see  Mo- 
see  Morris  V.  Barrett  (1859),  1  Fisher,  Mahon  v.  Tyng  (1867),  14  Allen,  167. 
461;  IBond,  254. 
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based  on  the  alleged  inutility  of  the  invention ;  (8)  Where  the 
defendant  claims  that  the  description  in  the  specification  of  the 
patent  is  ambiguous,  and  does  not  furnish  to  those  skilled  in 
the  art  the  necessary  guidance  in  the  practice  of  the  inven- 
tion. The  wide  diversity  between  these  spheres  of  expert 
evidence,  and  between  the  qualifications  of  the  witnesses  in 
each,  does  not,  however,  forbid  the  same  person  from  ap- 
pearing and  testifying  in  both  capacities,  if  he  possesses  the 
required  skill  and  knowledge. 

§  1014.    Xazpert  Testimony :  when  Admlseible. 

The  opinions  of  experts,  with  their  reasons,  are  admissible 
in  reference  to  questions  which  are  to  be  decided  by  the  court, 
as  well  as  upon  those  which  are  to  be  submitted  to  the  jury, 
provided  the  subject-matter  of  the  question  is  one  to  which 
such  evidence  can  be  properly  applied.  The  construction  of 
a  patent  lies  within  the  province  of  the  judge,  whose  duty  it  is 
to  determine,  from  the  specification  of  the  patent,  what  the 
invention  is,  and  whose  interpretation  o(  the  patent  thus 
furnishes  the  standard  with  which  all  alleged  infringing  or 
anticipating  inventions  are  to  be  compared.^  Whether  a  prior 
patent  covers  the  same  invention  as  the  patent  in  dispute,  and 
whether  a  re-issue  departs  from  its  original,  are  also  questions 
settled  by  the  court,  which  construes  each  of  the  related  pat- 
ents, and  judges  their  inventions  to  be  identical,  or  distinct, 
or  one  inclusive  of  the  other.  In  the  performance  of  this 
duty  of  construction,  the  court  is  at  liberty  to  avail  itself  of 
expert  evidence  to  such  an  extent  as  it  deems  expedient.' 
Neither  party  has  a  right  to  offer  it,  nor  is  it  error  in  the 
judge  to  refuse  to  admit  or  consider  it.^    On  the  contrary,  if 

§  1014.  1  That  the  eridence  of  ex-  whether  a  patent  is  for  a  process  or 

perts  is  useful  to  show  the  operation  a  machine  is  not  admissible,  see  Corning 

of  devices,  hot  they  cannot  UXi  what  «.  Burden  (1863),  15  How.  252. 
the  patent  is  for  (this  being  the  prov-         *  That  experts  may  aid  the  court  in 

ince  of  the  court),  nor  whether  it  has  construing  a  patent,  see  Day  v,  Stell- 

been  infringed  (this  being  for  the  court  man  (1859),  1  Fisher,  487  ;  Winans  v. 

and  jnry),  see  Waterbury  Brass  Co.  v.  N.  Y.  k  Erie  R.  R.  Co.  (1858),  21  How. 

K.  T.  &  Brooklyn  Brass  Co.  (1858),  3  88. 

Fisher,  43.  *  That  the  judge  cannot  be   corn- 
That  the  opinion  of  a  witness  as  to  pelled  to  receive  expert  evidence  to  aid 
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an  inspection  of  the  invention  practised  bj  the  defendant,  in 
connection  with  the  one  described  and  claimed  in  the  patent, 
satisfies  the  court  that  there  has  been  no  infringement,  or  if 
its  interpretation  of  the  present  and  a  prior  patent  proves  the 
former  void  for  want  of  novelty,  or  if  it  is  apparent  that  a 
re-issue  cannot  legitimately  bear  a  construction  which  will 
enable  it  to  be  regarded  as  an  amendment  of  its  original, 
there  is  no  occasion  for  extraneous  evidence,  and  the  court 
should  direct  the  jury  to  return  a  verdict  for  the  defendant 
without  further  inquiry.^    In  any  doubtful  case,  however,  the 

in  coDBtraing  a  patent,  but  may  call  on  under  this  rule  of  practice,  counad 
experts  if  he  desires  it,  see  Winans  v.  would  not  have  the  right  to  require  the 
N.  Y.  &  Erie  R.  B.  Co.  (1858),  21  courts  as  matter  of  Uw,  to  prononnoe 
How.  88.  upon  the  identity  or  diversity  of  the 
*  In  Bischoff  v,  Wethered  (1869),  9  several  inventions  described  in  the  pat- 
Wall.  812,  Bradley,  J.  :  (814)  "It  is  ents  produced.  Such,  we  think,  baa 
undoubtedly  the  common  practice  of  been  the  prevailing  rule  in  this  ooun- 
the  United  States  Circuit  Courts,  in  try,  and  we  see  no  sufficient  reason  for 
actions  at  law,  on  questions  of  priority  changing  it.  The  control  which  the 
of  invention,  where  a  patent  under  con-  courts  can  always  exercise  over  unsatis- 
sideration  b  attempted  to  be  invali-  factory  verdicts  wiU  enable  them  to 
dated  by  a  prior  patent,  to  take  the  prevent  any  wrong  or  injustice  arising 
evidence  of  experts  as  to  the  nature  from  the  action  of  juries ;  whereas,  if 
of  the  various  mechanisms  or  manufac-  the  courts  themselves  were  compeUable 
tures  described  in  the  different  patents  to  decide  on  these  often  recondite  and 
produced,  and  as  to  the  identity  or  difficult  questions,  without  the  aid  of 
diversity  between  them  ;  and  to  sub-  scientific  persons  familiar  with  the  sub- 
mit all  the  evidence  to  the  jury  under  jects  of  the  inventions  in  question,  they 
general  instructions  as  to  the  rules  by  might  be  led  into  irremediable  errors 
which  they  are  to  consider  the  evidence,  which  would  produce  great  injustice  to 
A  case  may  sometimes  be  so  clear  that  suitors.  We  are  disposed  to  think  that 
the  court  may  feel  no  need  of  an  ex-  the  practice  adopted  by  our  courts  is, 
pert  to  explain  the  terms  of  art  or  the  on  the  whole,  the  safest  and  most  con- 
descriptions  contained  in  the  respective  ducive  to  justice.  It  may  be  objected 
patents,  and  may  therefore  feel  au*  to  this  view  that  it  is  the  province  of 
thorized  to  leave  the  question  of  identity  the  court,  and  not  the  jury,  to  construe 
to  the  jury,  under  such  general  instruc-  the  meaning  of  documentary  evidence, 
tions  as  the  nature  of  the  documents  This  is  true.  But  the  specifications  of 
seems  to  require.  And  in  such  plain  patents  for  inventions  are  documents 
cases  the  court  would  probably  feel  au-  of  a  peculiar  kind.  They  profess  to 
thorized  to  set  aside  a  verdict  unsatis-  describe  mechanisms  and  complicated 
factory  to  itself,  as  sgainst  the  weight  machinery,  chemical  oompositions,  and 
of  evidence.  But  in  all  such  cases  the  other  manufactured  products  which 
question  would  stiU  be  treated  as  a  have  their  existence  in  paiSf  outside 
question  of  fact  for  the  jury,  and  not .  of  the  documents  themselves,  and 
as  a  question  of  law  for  the  court.    And  which  are  commonly  described  by  terms 
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courts  accept  the  aid  of  experts,  and  when  their  opinions  are 
supported  bj  sufficient  reasons,  attach  to  them  great  value 
and  importance.  But  neither  a  court  nor  a  jury  are  per- 
mitted to  follow  the  guidance  of  any  expert  in  defiance  of  the 
results  of  practical  operation  and  experiment,  nor  against 
conclusions  derived  by  necessary  inferences  from  established 
facts.^ 

of  the  art  or  mysteiy  to  which  they  fact,  or  whether  they  embrace  in  them 

respectiyely  belong  ;  and  these  descrip-  any  qneetion  of  law.    When  a  question 

tions  and  terms  of  art  often  require  of  law  is  involved  in  the  opinion  of 

peculiar  knowledge  and  education    to  experts,  that  is  not  to  be  left  to  a  jury  ; 

understand  them   aright;   and   slight  and  when  the  fact  stated  involves,  in 

verbal  variations,  scarcely  noticeable  to  effect,  the  construction  of  a  patent,  that 

a  common  reader,  would  be  detected  fact  is  founded  on  a  question  of  law, 

by  an  expert  in  the  art,  as  indicating  and  is  of  no  force  except  as  it  embraces 

•a  important  variation  in  the  inven-  a  question  of  law.    Consequently  the 

tion.    Indeed,  the  whole  subject-mat-  opinion  of  the  experts  contains  nothing 

ter  of  a  patent  is  an  embodied  concep-  to  go  to  a  juiy  and  in  fact  nothing  on 

tion  outside  of  the  patent  itself,  which,  which  they  can  sustain  themselves." 
to  the  mind  of  those  expert  in  the  art.         See  also  §  1019  note  2,  post, 
stands  out  in  clear  and  distinct  relief,         *  That  the  opinions  of  experts  cannot 

whilst  it  is  often  unperceived,  or  but  prevail  over  established  facts,  see  Tilgh- 

dimly  perceived,   by  the    uninitiated,  man  v.  Werk  (1862),  2  Fisher,  229  ;  1 

This  outward  embodiment  of  the  terms  Bond,  511. 

contained  in  the  patent  is  the  thing        That  expert  opinions  are  outweighed 

invented,  and  is  to  be  properly  sought,  by  practical  operation  and  experiment, 

like  the  explanation  of  all  latent  am-  see  Hudson  v.  Draper  (1870),  4  Fisher, 

bignities  arising  fh>m  the  description  of  256  ;  4  Clifford,  178. 
external  things,  by  evidence  in  pais**  That  the   opinion  of  experts  that 

In  Ely  «.  Monson  &  Brimfield  Mfg.  a  device  is  impracticable  does  not  weigh 

Co.  (1860),  4  Fisher,  64,  Sprague,  J.  :  much  against  evidence  that  it  succeeds 

(76)   "  It  will  not  follow  that  because  in  actual  use,  see  Seymour  v.  Marsh 

experts  have  expressed  an  opinion  that  (1872),  2  O.  G.  675  ;  6  Fisher,  115  ;  9 

Whipple's  patent  is  like  a  pieceding  Phila.  880. 

patent,  the  court  will  consider  that  as         That  for  the  purpose  of  an  injanc- 

evidence  to  go  to  a  juiy.    The  court  tion  ex  parte  affidavits  and  opinions  of 

must  look  at  it  itself.     It  might  be  experts,  contradicted  by  equal  evidence, 

nrged,  I  know,  that  this  is  evidence,  prove    neither     the    validity    of    the 

and  that,  therefore,  it  is  a  matter  to  be  plaintiff's  patent  nor  an  infringement, 

weighed  by  a  jury.     That  is  not  always  see  Pullman  Palace  Car  Co.  v.  Balti- 

true  of  opinions  of  experts.    We  must  more  &  Ohio  R.  R.  Co.  (1881),  19  0.  G. 

see  how  much  the  opinions  of  experts  224  ;  4  Hughes^  286  ;  6  Fed.  Bep.  72. 
embody  qnoBtiaiiB  of  law  as  well  as  qf 
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§  1015.   Doomnentary  Bvidenoe  in  Actions  at  Law  for  Infringe- 
ment. 

Tlie  principal  documentary  evidence  available  in  actions 
for  infringement  is  drawn  from  the  files  and  records  of  the 
Patent  Office^  and  from  the  private  agreements  of  the  parties. 
The  patent  in  dispute  is  admissible,  if  regular  on  its  face, 
though  it  contains  no  recital  that  the  prerequisites  have  been 
fulfilled.^  Other  patents,  whether  foreign  or  domestic,  when 
duly  verified  by  the  appropriate  officers  according  to  the  law 
of  the  government  from  which  they  issue,  are  also  admissible 
when  relevant  to  the  matter  in  controversy.^  The  specifica- 
tions, drawings,  and  models  annexed  to  or  connected  with 
such  patents  are  likewise  proper  evidence  if  legally  authen- 
ticated.^ Assignments,  grants,  and  licenses  are  competent  to 
show  the  title  to  the  patented  invention,  and  the  authority 
conferred  on  the  defendant  to  make,  or  use,  or  sell  it.^  A 
caveat  may  be  ofiFered  to  prove  the  claims  of  the  caveator 

§1015.  1  That  a  patent  in  admiflsible  279;    Peck   v.  Farrington    (1832),   9 

though  it  contains  no  recital  that  the  Wend.  44. 

prerequisites  were  fulfilled,  see  Phila-         That  drawings  may  be  shown  in  evi* 

delphia  &  Trenton  R.  R.  Co.  v,  Stimp-  dence,   see  Tinker  v.  Wilbers  Eureka 

son  (1840),  14  Peters,  448  ;  2  Bobh,  46.  Mower  &  Reaper  Mfg.  Co.    (1880),  1 

That  a  patent  not  properly  signed  is  Fed.  Rep.  138  ;  5  Bann.  &  A.  92 ;  Wi- 

not  evidence  nor  can  copies  of  the  record  nans  v,  Schenectady  k  Troy  R.  R.  Co. 

of  the  patent  as  complete  be  admitted,  (1851),  2  Blatch.  279. 
see  Marsh  v,  Nichols  (1888),  128  U.  S.         That  models  may  be  admitted,  see 

605  ;  Marsh  v.  Nichols  (1883),  24  0.  G.  Everet  v.  Thatcher  (1878),  2  Flippin, 

901;  15  Fed.  Rep.  914.  234  ;  8  Bann.   &  A.  435 ;   16  0.  G. 

'  That  foreign  patents  duly  authen-  1046  ;  Johnsen  v.  Beard  (1875),  2  Bann. 

ticated  are  admissible  when  relevant,  see  &  A.   50  ;    8  O.   G.   435  ;    Carter  v. 

Schoerken  v.  Swift  &  Courtney  &  Beech-  Baker  (1871),  1  Sawyer,  512  ;  4  Fisher, 

er  Mfg.  Co.  (1881),  19  0.  G.  1493  ;   7  404  ;  Swift  v.  Whisen  (1867),  2  Bond, 

Fed.  Rep.  469;  19  Blatch.  209.  115  ;  3  Fisher,  343  ;  Blanchardv.  Putt- 

•  That  specifications  annexed  to  or  man  (1867),  2  Bond,  84  ;  3  Fisher,  186. 
connected  with  their  applications  are         ^  That  an  assignment  may  be  offered 

admissible,  see  Schoerken  v.    Swift  &  in  evidence,  see  Dederick  o.  Whitman 

Courtney  A  Beecher  Mfg.  Co.  (1881),  19  Agricultural  Co.  (1886),  26  Fed.  Rep* 

O.  G.  1493;  7  Fed.  Rep.  469;  19  Blatch.  763;  36  0.  G.  670  ;  New  York  Pharmi- 

209;  Northwestern  Fire  Extinguisher  cal   Association  v.  TUden  (1883),   21 

Co.  V.   Phila.  Fire   Extinguisher   Co.  Blatch.  190;  28  0.  G.  272;  14  Fed.  Rep. 

(1874),  10  Phila.  227 ;  1  Bann.  &  A.  740 ;  Lee  v,  Bkndy  (1860),  2  FUber, 

177;  6  0.  O.  84  ;  DtLviav.  Gray  (1867),  89;    1  Bond,  361 ;  Pitts  r.  Whitman 

17  Ohio  St.  830;  Winans  v.  Schenec-  (1843),  2  Story,  609;  2  Robb,  189. 
tady  &  Troy  R.  R.  Co.  (1851),  2  Blatch. 
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concerning  the  invention  at  the  date  of  its  transmission  to 
the  Patent  Office,  and  the  existence  in  his  mind  of  the  ideas 
therein  described,  but  not  that  the  invention  was  then  wholly 
or  in  part  perfected.^  A  disclaimer  is  appropriate  evidence 
upon  the  question  of  abandonment,  or  to  limit  the  scope  of 
the  invention  to  which  it  refers,  and  is  admissible  if  signed 
and  filed  by  the  patentee.^  The  application  for  the  patent, 
and  the  correspondence  of  the  applicant  with  the  Patent 
Office  in  explanation  or  assertion  of  his  rights,  may  be  pro- 
duced as  declarations  accompanying  an  act,  and  as  tending  to 
define  the  nature  of  the  patented  invention  and  the  relations 
toward  it  of  the  applicant  and  patentee.^  Preliminary  papers 
filed  by  third  parties  are  generally  inadmissible,  being  res 
inter  alioe  cLcta^  and  mere  hearsay  evidence ;  ®  but  are  some- 

*  That  a  caveat  surroptitioualy  placed  '  That  the  preliminary  statement  ^ed 
on  file  is  admissible  for  what  it  is  worth,  in  interference  proceedings  is  admissible 
although  the  attorney  who  placed  it  evidence  in  the  courts,  see  Detroit  Lu- 
there  has  been  disbarred,  see  Campbell  bricator  Co.  o.  Lnnkenheimer  (1886), 
V.  James  (1870),  18  O.  G.  979  ;  17  80  Fed.  Rep.  190 ;  88  O.  Q.  881. 
Blatch.  42;  4  Bann.  &  A.  456.  See  That  evidence  of  what  passed  in  the 
also  §  446  and  notes,  arUe,  Patent  Office  pending  the  examination 

*  That  a  disclaimer  is  not  admissible  of  an  application  is  admissible,  see 
unless  proved  to  be  signed  by  the  pat-  Ewart  Mfg.  Co.  v,  Bridgeport  Malleable 
entee,  and  shown  to  be  either  an  original  Iron  Co.  (1887),  81  Fed.  Rep.  149. 

or  a  certified  copy,  see  Foote  v.  Silsby         That  the  correspondence  between  the 

(1849),  1  Blatch.  445.  Patent  Office  and  the  inventor  is  admis- 

^  That  the  application  of   the  pat-  sible  to  show  what  the  latter  said  his 

entee  is  admissible,  see  Toohey  v.  Hard-  Claims  meant,  see  Pike  «.  Potter  (1859), 

ing  (1880),  1  Fed.  Rep.  174  ;  4  Hnghes,  8  Fisher,  55. 
258;  5  Bann.  k  A.  195.  That  letters  of  the  phiintiff  to  the 

That  the  oorrespondenee  with   the  Secretary  of  State  containing  the  appli- 

Ffttent  Office  is  admissible  as  a  declara-  cation  and  specification  and   certified 

tion  accompanying  an  act  or  res  gtsUz,  nnder  seal  as  papers  in  that  department 

see  Allen  v.  Blunt  (1846),  2  W.  &  M.  are  admissible,  see  Pettibone  «.   Der- 

121;  2Robb,  580.  ringer  (1818),  4  Wash.  216;  1  Robb, 

That  the  file-wrapper  and  contents  are  152. 
admissible  to  show  the  transactions  be-         "  That  preliminary  papers  filed  in  the 

tween  the  inventor  and  the  Patent  Office,  Patent  Office  by  strangers  to  the  litigated 

see  Sutter  v,  Robinson  (1886),  119  U.  S.  patent    are  mere  declarations  of  third 

530;  88  0.  0.  280.  parties   and   are  hearsay,   see    Howes 

That  the  file-wrapper    and   cones-  v,  McNeal  (1880),  17  0.  0.  799;  17 

pondence  between  the  patentee  and  the  Blatch.  896  ;  4  Fed.  Rep.  151;  5  Bann. 

Office  are  admissible  to  aid  in  the  inter-  &  A.  77. 
pretation  of  the  patent,    see  Wirt  v. 
Blown  (1887),  82  Fed.  Rep.  288. 
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times  received  to  fix  a  date  or  to  describe  more  clearly  the 
attributes  of  an  invention  whose  existence  has  been  other- 
wise established.^  Of  all  these  documents  written  or  printed 
copies,  authenticated  bj  the  seal  of  the  Patent  Office  and  cer- 
tified by  the  Commissioner  or  Assistant  Commissioner,  are 
by  statute  made  evidence  of  equal  weight  and  pertinency  with 
the  originals.^^    The  admissibility  of  private  writings,  includ- 

*  In  Northwestern  Fire  Extingoisher  That  a  copy  of  a  drawing  filed  under 

</0.   V.   Phila.   Fire   Extinguisher  Co.  Sec.  1,  act  of  18d7,where  the  original  had 

(1874),  6  0.  G.  34,    McKennan,  J. :  none,  is  admissible,  and  with  the  origi- 

(87)  **  But  it  does  not  follow  that  a  re-  nal  patent  and  specification  is  jnima 

jected  specification  and  drawings  are,  facie  evidence  of  the  particulars  of  the 

under  all  circumstances,  inadmissible  as  invention,  see  Winans  v.  Schenectady  & 

evidence.     By  themselves  they  are  in-  Troy  R.  R.  Co.  (1851),  2  Blatch.  279. 

consequential,  but  when  the  inventor's  That  a  copy  of  a  second  drawing, 

idea  is  perfected  by  a  practical  adapta-  filed  to  amend  one  which  was  filed  to 

tion  of  it,  in  the  form  of  mechaniBm,  supply  one  burnt  in  1887,  is  admissible^ 

they  are  valuable  guides  in  ascertaining  see  Emerson  v.  Hogg  (1845),  2  Blatch.  1. 

the  date  of  the  invention,  the  design  of  That  a  certified  and  sealed  copy  of 

the  inventor,  and  the  principle,  intended  the  specifications  not  accompanied  by  a 

functions,  and  mode  of  operation  of  his  copy  of  the  patent  to  which  they  bdong 

mechanism,  and  they  must,  therefore,  is  not  evidence  of  the  existence  or  eon- 

necessarily  be  considered  in  connection  tents  of  the  patent,  see  Davis  v.  Gray 

with  it.'*    10  Phila.  227  (231);  1  Bann.  (1867),  17  Ohio  St.  330. 

&  A.  177  (186).  That  certified  copies  of  papers  in  tlie 

That  the  contents  of  a  re-issue  file  Patent  Office,  such  as  applications,  let- 
may  be  examined  in  order  to  determine  ters,  waivers,  &c.,  may  be  admitted  in 
the  scope  of  the  re-issue,  see  Hopkins  &  proper  eases,  see  Toohey  t>.  Harding 
Dickinson  Mfg.  Co.  v,  Corbin  (1881),  (1880),  1  Fed.  B4{p.  174;  4  Hughes, 
103  U.  S.  786;  20  O.  G.  297.  253;  5  Bann.  k  A.  195. 

^^  That  the  statute  renders  admia*  That  certified  copies  of  assignmentSy 

sible  copies  of  records,  &c.,  in  the  Pat-  &c.,  are   admissible,   see  Dederick  «. 

ent  Office  and  patents  duly  authenticated  Whitman  Agricultural  Ck>.  (1886),  26 

in  the  United  States,  and  copies  duly  Fed.  Rep.  763 ;   36  O.  G.  570 ;   Lee  v. 

certified  of  the  specifications  of  foreign  Blandy  (1860),  2  Fisher,  89  ;  1  Bond, 

patents,  and  makes  them  prima  facie  861 ;  Brooks  v,  Jenkins  (1844),  3  Mo 

evidence,   see   Schoerken    o.    Swift   &  Lean,  482. 

Courtney  &  Beecher  Mfg.  Co.  (1881),  That  an  incorrect  transcript  from  the 

19  0.  G.  1493;  7  Fed.  Rep.  469;  19  Patent  Office  may  be  corrected  by  a  new 

Blatch.  209;  Brooks  v,  Jenkins  (1844),  transcript,  see  Brooks  v.  Jenkins  (1844), 

8  McLean,   432 ;  Peck  v.   Farrington  8  McLean,  432. 

(1832),  9  Wend.  44.  That  a  clerk  in  the  Patent  Office  is  a 

That  the  copies  of  foreign  patents  proper  witness  to  prove  what  documents 

deposited  in  the  Patent  Office    suffi-  are  on  record  or  on  file  in  the  Patent 

ciently  show  their  dates  and  numbers,  Office,  see  Sons  v.  Palmer  (1859),  28 

see  Ex  parte  Trotter  (1885),  82  O.  G.  Mo.  539. 
1603. 
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ing  contracts,  books  kept  in  the  usual  course  of  business,  and 
entries  against  interest,  as  well  as  that  of  parol  evidence  to 
supply  defects  and  correct  errors  in  the  written,  are  governed 
bj  the  same  rules  as  in  ordinary  actions.^ 

§  1016.   The  Patent  as  Bvidenoe. 

A  patent,  regular  on  its  face,  is  prima  faeie  evidence  of  all 
the  facts  which  are  essential  to  its  own  validity.^  This  rule 
appeared  as  an  express  provision  in  the  act  of  1790;  and 
though  omitted  from  subsequent  statutes,  and  discarded  by 

u  That  pleadings  in  avoidance  are  not  678;  4  Clifford,  424  ;  S  Bann.  &  A.  438; 

CYidenoe,  but  are  to  be  supported  by  Storrs  v.  Howe  (1876),  10  O.  G.  421  ; 

eyidence,  see  Howe  v.  WUliams  (1868),  4  Clifford,   888  ;   2  Bann.  &  A.  420 ; 

2  Cliffoi^  245;  2  Fisher,  395.  Brady  v.  Atlantic  Works  (1876),  10  0. 

That  records  of  companies  of  which  G.  702 ;  4  Clifford,  408  ;  2  Bann.  &  A. 

the  plaintiff  is  not  a  member  cannot  be  486  ;    Smith  «.   Woodruff    (1878),    6 

offered  by  the  defendant,  see  Pennock  v.  Fisher,  476  ;  4  0.  O.  685  ;  1  MacArthur, 

Dialogae(1825),  4Wash.588;  1  Robb,  459;    Westlake   v.   Cartter  (1873),   6 

466.  Fisher,  519  ;  4  0.  G.  636  ;  Hoffheins  v. 

That  records  showing  that  a  certain  Brandt  (1867),  3  Fisher,  218  ;  Wing  v, 

eompany  acknowledged  the  plaintiffs  as  Richardson  (1865),  2  Clifford,   440;  2 

inventors  of  an  art  cannot  be  read,  the  Fisher,  585  ;  Potter  v.  Holland  (1858), 

defendant  not  being  a  member  of  the  1  Fisher,  382  ;  4  B]atch.  288 ;  AUen  v. 

company  and  not  cUlming  that  the  Honter(1855),  6  McLean,  308;  Heinrich 

company  invented  it,  see  Pennock  «.  v.  Luther  (1855),  6  McLean,  845;  Brooks 

Dialogoe  (1825),  4  Wash.  538;  1  Robb,  9.  Jenkins  (1844),  3  McLean,  432;  Phila 

466.  delphia  &  Trenton  R.  R.  Co.  v.  Stimp 

That  parol  proof  of  lost  memoranda,  son  (1840),  14  Peters,  448  ;  2  Bobb,  46 
eontaining  a  list  of  persons  to  whom  the         That  whenever  the  evidence  is  doubt 

patentee  has  sold  rights  and  showing  a  ful  the  patent  will  prevail,  see  Ameri 

sale  to  the  defendant's  assignors  is  inad-  can  Bell  Telephone  Co.  v.  People's  Tele 

mtssible,  such  right  not  being  capable  of  phone  Co.  (1884),  22  Fed.  Bep.  809 

proof  by  parol,  see  Baldwin  v.  Sibley  22    Blatch.     531 ;    29    0.    G.   1029 

(1858),  1  aifford,  150.  Crouch  v.  Speer  (1874),  6  0.  G.  187 

(  1016.  '  That  the  patent  is  prima  1  Bann.  k  A.  145  ;   Agawam   Co.    v, 

fade  evidence  of  its  own  validity,  and  Jordan  (1868),  7  Wall.  588. 
can  be  overcome  only  by  clear  evidence.         That  in  order  to  defeat  the  patent 

see  Frankfort  Whiskey  Process  Co.  v.  the  evidence  must  remove  all  reasonable 

MiU  Creek  DistUling  Co.   (1889),  37  doubt,  see  Campbell  v.  Mayor  of   New 

Fed.  Rep.  583 ;  Vulcanite  Paving  Co.  York  (1881),  9  Fed.  Rep.  500 ;  20  0. 

V.  American  Artificial  Stone  Paving  Co.  G.  1817;  20  Blatch.  67;   Shirley   v. 

(1887),  42    O.   G.   828  ;  Comstock  v.  Sanderson  (1881),  8  Fed.  Rep.  905. 
Sandusky  Seat   Co.    (1878),   8  Bann.         That  the  issue  of  a  patent  is  not  con* 

k    A.    188;    13     O    G.     230;     Kel-  elusive  proof  of  its  validity,  see  Andrews 

leher    v.  Darling    (1878),    14    0.  G.  o.  Hovey  (1888),  42  0.  G.  1285. 

VOL.  III.  — 16 


242  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  IT, 

the  courts  until  after  the  reconstruction  of  the  patent  system 
bj  the  act  of  1836^  it  has  ever  since  the  latter  date  been 
recognized  as  an  established  doctrine  of  our  law.  Thus,  until 
contradicted,  the  patent  proves  that  the  alleged  invention 
is  the  result  of  an  inventive  act;  that  the  patentee  or  his 
assignor  was  its  first  and  true  inventor ;  that  the  invention 
is  patentable  subject-matter ;  that  it  is  new  and  useful ;  and 
has  not  been  abandoned  to  the  public.  It  also  demonstrates 
that  the  patent  was  lawfully  issued  to  the  proper  patentee ;  if 
a  re-issue,  that  it  corresponds  with  the  original ;  if  an  exten- 
sion, that  the  requirements  of  the  law  have  been  obeyed ;  that 
the  invention  described  therein  differs  essentially  from  all 
other  inventions  described  and  claimed  in  any  prior  patent; 
that  its  specification  is  without  fraud  and  free  from  ambi- 
guity ;  that  its  Claims  are  not  excessive  and  clearly  define  the 
actual  invention ;  and  that  the  patent  has  neither  been  sur- 
rendered nor  repealed.'    When  the  plaintiff  is  the  patentee  it 

*  In  Poppenhusen  v.  New  York  Gutta  44,  Leavitt.  J. :  (60)  "  The  patent^ 
Percha  Comb  Co.  (1858),  2  Fisher,  62,  however,  raises  the  presninptioD  of  the 
Ingersoll,  J.:  (67)  "And  the  hiw  is  novelty  and  utility  of  the  plaintiff's  in* 
that  the  patent,  when  produced  in  evi-  veution.  Before  a  patent  can  issne^ 
dence,  is  prima  fide  evidence  that  the  the  person  applying  for  it  is  required  to 
patentee  was  the  inventor ;  that  the  make  oath  that  he  is,  as  he  verUy  he- 
thing  patented  was  new  and  useful ;  lieves,  '  the  original  and  first  inventor 
and  that  in  the  specification  there  is  or  discoverer '  of  the  improvement  or 
contained  a  description  in  such  full,  invention  for  which  he  seeks  a  patent; 
clear,  and  exact  t«rms  as  will  enable  And  it  has  been  held  that  this  oath, 
any  one  skilled  in  the  art  to  which  it  constituting  as  it  does  apart  of  the  let- 
appertains  to  put  it  in  practice  from  the  ters*patent,  and  being  in  evidence  to 
description  contained  in  the  specifica«  the  jury,  forms  a  legal  ground  for  the 
tion."  presumption  of  the  novelty  and  origi« 

In  Potter  «.  Holland  (1858),  1  Fisher,  nality  of  the  patentees'  claim,  until  the 

882,  Ingersoll,  J.:  (887)  "The  patent  contrary  be  proved.    Upon  this  inquiry 

is  prima  facie  evidence  that  the  several  the  burden  of  proof  is  thrown  upon  the 

grants  of  right  contained  in   it  were  defendant ;  it  being  the  province  of  the 

validy  that  the  several  things,  methods,  court  to  decide  what  constitutes  novelty, 

and  devices  granted  were  new,  that  they  and  of  the  jury  to  determine  from  the 

were  useful,  that  they  required  inven-  evidence  adduced  whether  the  patenteeiT 

tion,  and  that  they  were  the  invention  invention  is  new.    The  same  remarks 

of  Wilson.     And  this  prima  fads  evi-  apply  also  to  the  subject  of  the  utility 

dence  must  have  full  effect,  unless  it  is  of  the  invention." 
rebutted  by  countervailing  evidence."         That  a  patent  is  prima  fade  evidence 

4  Blatch.  288  (241 ).  that  the  invention  has  been  made,  that 

In  Parkerv.  Stiles  (1849),  5  McLean,  the  i)atentee  is  the  inventor,  that  the 

1016 
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is,  in  like  manner,  prima  facie  evidence  of  his  legal  title  to 
the  patented  invention,  and  of  his  right  to  maintain  an  action 
for  its  infringement.'  The  weight  of  a  patent  as  prima  facie 
evidence  is  increased  by  its  re-issue,  by  the  success  of  the 
patentee  in  an  interference  proceeding,  by  its  extension,  and 
by  the  long  and  continuous  recognition  of  its  validity  on  the 
part  of  the  public.^  A  patent  granted  to  or  owned  by  a  de- 
invention  18  new  and  naefnl,  and  that  ability  is  open,  without  any  presnmp- 
the  patent  has  been  lawfuUy  issued,  see  tion  arising  from  the  patent,  see 
Byerly  v,  Cleveland  Linseed  Oil  Works  Adams  v.  Bellaire  Stamping  Co.  (1886), 
(1887),  31  Fed.  Rep.  78.  28  Fed.  Rep.  360  ;  86  0.  G.  567. 

That  a  patent  affords  |7rtnia/a«i0evi-         *  That  the   patent    is   prima  facie 

dence  of  the  patentee's  right  to  all  mat-  evidence  of  the  title  of  the  patentee, 

ters  contained  in  it,  see  Johnson  v.  Boot  see  Fischer  v.  Neil  (1881),  6  Fed.  Rep. 

(1858),  1  Fisher,  351.  80  ;  19  O.  G.  603. 

That  a  patent  and  a  certified  copy  of         That  a  patent  gives  the  patentee  a 

the  record  thereof,  and  of  its  drawings  prima  facie  right  to  recover  from  every 

are,  under  the  act  of    Mar.   8,   1837,  infringer,   see   Celluloid    Mfg.  Co.    v. 

prima  facie  proof   of  the    particulars  Goodyear  Dental  Vulcanite  Co.  (1876), 

patented,  see  Winans  v.  N.  Y.  &  Erie  10  0.  O.  41  ;  13  Blatch.  375  ;  2  Bann. 

R.  R.  Co.  (1856),  1  Fisher,  218.  &  A.  334. 

That  the  patent  la  prima  facie  evi-         ^  That  a  re-issue  increases  the  weight 

dence  of  novelty,  see  Shaver  v.  Skinner  of  a  patent  as  prima  facie  evidence,  see 

Mfg.  Co.  (1887),  80  Fed.  Rep.  68;   41  Tyler   v.  Crane  (1880),   7   Fed.   Rep. 

O.  G.   282;  Vulcanite  Paving  Co.  o.  775;  19  0.G.  128;  La  Baw  v.  Hawkins 

American   Artificial  Stone  Paving  Co.  (1874),  6  0.  G.724  ;  1  Bann.  &  A.  428. 
(1887),  42  0.  G.  828  ;  Dean  v.  Hodge         That  a  recovery  in  interference  aids 

(1886),  85  Minn.  146 ;  Lehnbenter  v.  the  force  of  the  patent,  see  Ayling  v. 

Holthaus  (1881),  105  U.  8.  94  ;  21  0.  Hull  (1865),  2  Clifford,  494. 
G.  1783  ;  Miller  v.  Smith  (1880),  18  0.        That  an  extension  increases  the  weight 

G.  1047  ;  5  Fed.  Rep.  859;  Crouch  v.  of  a  patent  as  |?nma  facie  evidence,  see 

Speer  a874),  6  O.  G.  187;  1  Bann.  k  A.  Tyler  v.  Crane  (1880),  7  Fed.  Rep.  775 ; 

145;   Roberts   v.    Dickey    (1871),     4  19  0.  G.  128;    La  Baw  v.   Hawkins 

Brews.  (Pa.)  260 ;   4  Fisher,  532 ;  1  0.  (1874),  6  0.  G.   724  ;   1  Bann.  &  A. 

G.  4 ;   Tompkins    v.   Gage    (1865),   2  428  ;  Cook  9.  Ernest  (1872),  5  Fisher, 

Fisher,  677 ;  5  Blatch.  268.  896  ;  2  0.  G.  89 ;  Whitney  v.  Mowry 

That  the  patent  is  prima  facie  evi-  (1867),    8    Fisher,   157  ;  2  Bond,  45  ; 

denoe   of   utility,  see  Kirk  v.  DuBois  Swift  v.  Whisen  (1867),  3  Fisher,  343  ; 

(1887),   88  Fed.  Rep.   252;    Dean  v.  2  Bond,  115  ;  Ransom  v.  Mayor  of  New 

Hodge  (1886),  85  Minn.  146 ;  Lehn-  York  (1856),  1  Fisher,  252. 
beuter  v.  Holthaus  (1881),  105  U.  S.         That    long    admitted    validity  is  a 

94  :   21  0.  G.  1783.  strong  support  to  a  patent,  see  Tyler  v. 

See  also  as  to  each  ittue,  S§  1022-  Crane  (1880),  7  Fed.  Rep.  775  ;  19  0. 

1040,  and  notes,  poet,  G.  129.      See  also   §§  1185-1188,  and 

That  where  the  state  of  the  art  has  notes,  post. 
been  shown,   the  question  of  patent- 

§1016 
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fendant  or  Ids  licensor  enjoys  the  same  rank  as  eyidence,  and 
raises  the  same  presumptions,  as  one  issued  to  the  plaintiff.^ 
An  extension  or  a  re-issue  represents  its  expired  or  surren- 
dered original,  and  is  prima  facie  evidence  of  all  the  facts 
necessary  to  the  validity  of  either.^  A  patent  furnishes  no 
evidence,  however,  that  the  defendant  has  been  guilty  of  in- 
fringement/ 

§  1017.    Records  of  Former  Judgments  as  Zhrldenoe. 

The  records  of  former  judgments  are  admissible,  not  only  as 
matters  of  estoppel,  but  for  various  purposes  connected  with 
the  interpretation  of  the  patent,  the  patentability  of  the  inven- 
tion, and  the  identity  of  the  defendant's  process  or  device  with 
that  protected  by  the  patent.  A  judgment  between  the  same 
parties,  on  the  same  issues,  by  the  same  or  a  superior  tri- 
bunal, is  conclusive  against  the  defeated  litigant  and  his 
privies,  as  well  as  against  all  who  so  participated  in  the  suit 
as  to  control  the  conduct  of  the  action.^  Judgments  on  the 
same  points  between  the  same  pai*ties  in  co-ordinate  or  infe- 
rior tribunals  are  of  more  or  less  weight  according  to  the 
nature  of  the  points  decided,  and  the  consideration  to  which 
the  tribunal  may  be  legally  entitled.  Such  judgments  cannot 
be  departed  from  in  any  manner  which  simply  revives  the  for- 
mer controversy  and  gives  the  defeated  party  a  new  trial  on 
the  merits  of  the  decided  cause,  except  in  an  appellate  court 

*  That  the  defendant's  patent  raises  contral  the  prooeedm||;s»  or  prodaee  evi- 
the  same  presumptions  of  novelty,  Ace,  denoe  are  boand  by  a  decree,  if  they 
see  Smith  v.  Woodraff  (1873),  6  hare  knowledge  of  the  suit,  whether  or 
Fisher,  476;  4  0.  O.  635  ;  1  MacArthnr,  not  they  appear  to  protect  their  rights^ 
459 ;  Blanchard  v.  Puttman  (1867),  8  bat  aU  other  persons  are  strangers  to 
Fisher,  186  ;  2  Bond,  84  ;  Hoose  v.  the  cause,  see  American  BeU  Telephone 
Young  (1867),  8  Fisher,  335.  Co.  v.   National  Improved  Tel^iihoiia 

*  That  a  re-issue  has  the  same  effect  Co,  (1886),  S7  Fed.  Rep.  663^ 

as  evidence  as  the  original,  see  SerreU         Thata  judgment  is  not  rsroi^iiilMala 

«.   Collins  (1857),   1  Fisher,  289.  except  as  to  the  exact  points  in  contro* 

^  That  the  patent  is  not  prima  Jade  rersy,  see  Brush  •.  Naugatack  R  R. 

evidence  of  infringement,  see  Hayden  Co.   (1885),  S3  Blateh.  877;  84  Fed* 

V.  Suffolk  Mfg.  Co.  (1862),  4  Fisher,  Rep.  371  ;  32  O.  O.  894. 
86.  That  a  judgment  is  of  no  weight 

{1017.  ^  That  aU  persons  who  are  except  upon  the  questions  raised  at  tha 

interested  in  the  subject-matter  of  a  trial,  see  Celluloid  Mfg.  Co.  v.  Tower 

suit  and  have  a  right  to  make  defence,  (1885),  26  Fed.  Bep.  451. 
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to  which  the  case  is  taken  by  due  course  of  law.  But  these 
judgments,  Uke  those  rendered  in  suits  between  other  parties 
in  the  same  or  different  tribunals,  are  often  of  great  value 
upon  questions  relating  to  the  construction  of  the  patent,  the 
identity  and  patentability  of  inventions,  and  other  matters 
which  must  present  the  same  aspects  by  whomsoever  and 
wheresoever  the  questions  may  be  raised ;  and  in  all  such 
cases  the  records  of  these  judgments,  with  the  opinions  of  the 
court,  are  proper  subjects  for  consideration,  and  may  either  be 
submitted  in  the  form  of  evidence  or  cited  as  authorities  bear^ 
ing  upon  the  issues  in  the  case  at  bar.' 

*  ThatdecisioiiB  of  co-ordinate  courts  states  of  fact»  see  United  Nickel  Go.  «• 

•re  of  great  weight  and  will  osoany  be  California  Electrical  Works  (1885),  25 

followed  in  order  to  presenre  nniformity  Fed.  Rep.  475  ;  11  Sawyer,  251. 

in  the  legal  position  of  the  patent,  see  That  a  judgment  after  a  long  contest 

Cellnloid  Mfg.  Oo.  v.  Zylonite  Bntsh  &  coTering  all  ordinary  defences  is  almost 

Oomb  Go.  (1886),  27  Fed.  Bep.  291 ;  oonclosiFe  upon  the  question  of  yalid- 

85  O.  0. 1228.  ity,  see  Gary  «.  Domestic  Spring-Bed 

That  foimer  judgments  on  the  same  Co.  (1885),  27  Fed.  Bep.  299. 

patent  will  be  followed  where  there  is  That  no  judgment  can  be  a  precedent 

no  new   evidence,  see  American  Bell  unless  rendered  after  full  argument,  see 

Telephone  Co.  v,  Wallace  Electric  Co.  Celluloid  Mfg.  Go.  o.  Tower  (1885),  29 

(1889),  87  Fed.  Bep.  672.  Fed.  Rep.  451. 

That  a  judgment  between -other  par-  That  a  former  judgment  sustaining 

ties  though  not  condnsiTe  is  entitled  the  patent  is  of  no  weight  where  the 

to  great  weight,  see  Asmus  v.  Alden  present  oljections  raise  questions  not 

(1886),    27  Fed.  Bep.  684 ;    86  O.  G.  before   considered,    see    Lockwood   v. 

231.  Faber  (1886),  27  Fed.  Bep.  68. 

That  a  judgment  is  of  greater  weight  That  where  the  validity  of  a  re-issue 

sgainst  a  person  who  was  familiar  with  has  been  fully  considered  and  decided 

the  suit  and  might  have  aided  the  de-  in  a  former  case,  and  an  appeal  is  pend- 

fendant    by    suggestions,    etc.,    than  ing  in  the  Supreme  Court,  no  opinion 

against  one  ignorant  of  it,  see  Gary  «.  will  be  expressed  thereon,  see  Green  v. 

LoveU  Mfg.  Co.  (1885),  24  Fed.  Bep.  French  (1882),  11  Fed.  Bep.  591  ;  21 

141  ;  32  O.  G.  1009.  O.  G.  1351.  * 

That  where  a  patent  has  been  held  That  the  rejection  of  an  application 

invalid  in  one  circuit,  for  not  embrac-  by  the  Patent  Office  is  not  nMo^^Wicato, 

ing  patentable  matter,  no  future  bill  see  Mathews  v.  Flower  (1885),  25  Fed. 

will  be  entertained  in  that  circuit  on  Bep.  830 ;  33  O.  6.  887. 

the  same  facts,  see  McGloekey  v.  Ham-  That  judgments  of  the  Patent  Office 

ill  (1883),  15  Fed.  Bep.  750  ;  23  0.  G.  9xe  prima  facie  not  conclusive,  see  Wil- 

2122.  son  V,  Bamum  (1849),  2  Fisher,  635; 

That  a  concurrent  line  of  decisions  1  Wall.  Jr.  347  ;  2  Bobb,  749. 

for  years,  in  fitvor  of  a  patent,  are  not  That  the  judgment  of  a  State  court 

conclusive  in  another  circuit  on  other  for  damages  will  not  be  enforced  against 
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§  1018.    Burden  of  Proof. 

Where  the  pleadings  in  an  action  for  infringement  are 
closed  upon  the  general  issue,  either  with  or  without  notice, 
the  burden  of  proof  is  upon  the  plaintiff  in  reference  to  all 
the  averments  in  his  declaration.  He  must  offer  evidence  to 
show  the  patentability  of  the  invention,  the  validity  of  the 
patent,  his  own  legal  title,  the  infringement  by  the  defendant, 
and  the  damages  he  has  sustained.^  The  exhibition  of  his 
patent,  or  a  certified  copy  thereof,  makes  out  a  prima  facie 
case  upon  the  first  and  second  of  these  points,  and  if  he  is  the 
patentee,  upon  the  third  also.^  If  he  is  an  assignee  or  gran- 
tee, the  instruments  of  conveyance,  or  duly  authenticated 
copies,  are  sufficient  evidence  of  his  right  to  sue.*  His  aver- 
ments of  infringement,  and  of  damages  if  he  would  recover 

the  patent  in  the  United  States  courts,  Eelleher  v.  Darling  (1878),  14  0.  G. 

see  Ryan  v.  Lee  (1882),  10  Fed.  Rep.  678 ;  4  Clifford,  424 ;  8  Bann.  &  A.  488 ; 

917.  Storra  v,  Howe  (1876),  10  O.  O.  421 ; 

On  this  subject  of  former  judgments  4  Clifford,   888  ;  2  Bann.  &  A.  420  ; 

and  their  effect  as  estoppels  or  prece-  Brady  v.   Atlantic  Works  (1876),  10 

dents,   see  §§  1176-1184,   and   notes,  O.  6.  702 ;  4  Clifford,  408 ;  2  Bann.  & 

post,  A.  486. 

§  1018.  ^  In  Reckendorfer  v.  Faber         That  the  burden  of  proof  as  to  in- 

(1875),  92  U.  S.  847,  Hunt,  J.  :  (850)  ftingement  is  on  the  plaintiff,  see  Rog- 

«  Looking  at  this  section  alone  it  may  be  ers  v.  Beecher  (1880),  18  O.  G.  798; 

safely  said  no  one  is  entitled  to  a  patent  6  Bann.  &  A.  619  ;  8  Fed.  Rep.  689. 
unless  (1)  he  has  discovered  or  inrented         See  also  §  1041  and  notes,  post. 
an  art,  machine,  or  manufacture  ;  (2)         That  the  burden  as  to  damsges  is  on 

which  art,  machine,  or  manufacture  is  the  plaintiff,  see  National  Car  Brake 

new;    (8)  which  is   also  useful;    (4)  Shoe  Co.  v.  Terre  Haute  Car  &  Mfg.  Co. 

which   is  not  known  or  patented  as  (1884),  19  Fed.  Rep.  514;  28  O.  G. 

therein  mentioned.    It  is  not  sufficient  1007  ;  Fitch  v,  Bragg  (1888),  16  Fed. 

that  it  is  alleged,  or  supposed,  or  even  Rep.  243  ;  21  Blatch.  802. 
a<yudged   by   some  officer  to   possess         See  also  f  1071  and  notes,  potL 
these  requisites.    It  must  in  fact  pos-         >  That  the  patent  is  prima  facie  evi- 

sess  them ;  and  that  it  does  possess  dence  of  patentability,  validity,  and  the 

them  the  claimant  must  be  prepared  to  title  of  the  patentee,  see  |  1016  and 

establish  in  the  mode  in  which  aU  other  notes,  ante. 

claims  are  established,  to  wit,  before        *  That  the  production  of  duly  au- 

the  judicial  tribunals  of  the  country."  thenticated  instruments  of  assignment 

10  0.  G.  71  (72).  or  grant  satisfies  the  burden  as  to  title, 

That  the  burden  of  proof  rests  upon  see  Brooks  v.  Jenkins  (1844),  8  Mc- 

the  plaintiff  to  show  the  validity  of  his  Lean,  432. 
patent,  see  Miller  v.   Smith  (1880),  5         See  also  1 1040  and  notes,  poaL 
Fed.    Rep.    859;  18    O.    G.     1047; 
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more  than  nominal  damages,  must  be  supported  by  proper  tes- 
timony.^ On  the  last  two  issues  the  burden  of  proof  remains 
upon  him  during  the  entire  progress  of  the  cause.  On  the 
first  three  it  shifts  to  the  defendant  upon  the  exhibition  of  the 
patent  and  the  muniments  of  title,  and  he  must  overcome 
the  presumptions  of  patentability,  validity,  and  ownership 
thus  created,  by  clear  and  satisfactory  evidence,  removing 
every  reasonable  doubt.^  Where  the  defendant  files  a  special 
plea  the  burden  rests  on  the  party  having  the  affirmative  upon 
the  pleadings  as  they  are  finally  closed ;  but  in  this  case  also 
the  patent  satisfies  the  burden  in  reference  to  all  the  matters 
of  which  it  is  prima  facie  evidence,  and  imposes  upon  the 
defendant  tlie  task  of  overcoming  its  presumptions  by  con- 
clusive proof.^ 

§  1019.  Bvidance  concerning  the  Nature  of  the  Patented  Inven- 
tion Zdmited  by  the  Interpretation  given  to  the  Patent 
by  the  Court 

A  patent  covers  the  invention  or  inventions  which  the 
court,  in  construing  its  provisions,  decides  that  it  describes 
and  claims.^    By  this  decision  the  parties  and  the  jury  are 

^  That  the  patent  is  not  prima  facie  1029  ;  Cushman  v.  Parham  (1876),  9 

evidence  of  infringement,  see  Hayden  O.  6.  1108  ;  Smith  v.  WooilnifT  (1878), 

V.  Snffolk  Mfg.  Ga  (1862),  4  Fieher,  86.  6  Fisher,  476  ;  4  0.  G.  6S5  ;  1  Mac- 

*  That  the  patent  heing  in  evidence,  Arthur,  459. 
and  infringement  shown  by  the  plain*         That  where  the  evidence  leaves  a 

tiff,  the  harden  of  proof  rests  on  the  de-  question  in  doubt  the  burden  of  proof 

fendant  to  show  that  the  patent  is  in-  is  not  satisfied,  see  Hayden  v.  Suffolk 

iralid,  unless  it  is  defective  on  its  face,  Mfg.  Co.  (1862),  4  Fisher,  86. 
see  Roemer  v.  Simon  (1877),  95  U.  S.         That  where  the  burden  of  proof  is 

214 ;    12    0.   O.    796  ;    Hoffheins  v.  on  the  defendant  and  the  evidence  is 

Brandt  (1867 )»  8  Fisher,  218.  conflicting  the   plaintiff  will  prevail. 

That  unless  the  defendant  by  con-  see  Patterson  v.  Duff  (1884),  20  Fed. 

duaive  evidence  overcomes  the  prima  Rep.  641. 

fade  evidence  of  the  patent,  the  nov-  ^  That  the  burden  of  proof  is  on  the 
elty,  and  utility  of  the  invention,  its  defendant  to  sustain  his  plea  or  answer 
lesult  from  an  inventive  act,  its  inven-  and  support  aU  his  defences,  see  Coi- 
tion by  the  patentee  as  the  first  and  lender  v.  Came  (1876),  10  0.  G.  467 
true  inventor,  and  the  validity  of  the  4  Clifford,  898 ;  2  Bann.  ft  A.  412 
patent,  will  be  regarded  as  established,  Crouch  «.  Speer  (1874),  6  0.  O.  187 
see  American  Bell  Telephone  Co.  v.  1  Bann.  ft  A.  145. 
People's  Telephone  Co.  (1884),  22  Fed.  1 1019.  ^  That  the  patent  grants 
Bep.  809  ;  22  Blatch.  581 ;  29  0.  G.  what  the  court  construes  it  to  grant  and 
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bound,  and  the  former  must  present  their  cause,  and  the  latter 
must  determine  it,  upon  the  hypottiesis  that  the  invention 
really  is  what  the  court  has  thus  interpreted  it  to  be.  Evi« 
dence  offered  under  any  other  view  of  the  patent  is  inadmissi- 
ble, and  a  verdict  based  on  any  other  construction  is  contrary 
to  law  and  will  be  set  aside  and  a  new  trial  granted.'  This 
rule  applies  to  patents  introduced  by  the  defendant  as  well  as 
to  those  on  which  the  plaintiff's  case  depends.  In  its  interpre- 
tation of  a  patent  the  court  may  have  recourse  to  any  testi- 
mony to  explain  the  meaning  of  its  language,  or  to  expert 
evidence  to  ascertain  the  essential  characteristics  of  the  de- 
scribed invention  and  the  differences  between  it  and  other 
patented  inventions,  or  to  papers  in  the  Patent  Office  which 
are  connected  with  the  patent  or  whose  contents  were  known 
to  the  inventor  at  the  date  of  his  application,  to  show  the  sig- 
nificance which  he  attached  to  the  terms  that  he  employed.' 
But  of  whatever  aid  the  courts  avail  themselves,  their  inter- 
pretation must  be  based  upon  the  patent  as  it  stands,  and 
when  its  scope  is  once  fairly  apparent  it  can  neither  be 
limited  nor  extended  by  extraneous  evidence.^ 

the  juiy  are  80  to  take  it,  see  Johnson  That  patents  offered  by  defendant  to 

V.  Root  (1858),  1  Fisher,  j^l ;  SerreU  defeat  plaintiffs  patent  cannot  be  rend- 

9.  Collins    (1857),     1    Fisher,     289  ;  ered  admissible  by  extraneona  eridenoe^ 

Page  0.  Ferry  (1857),  1  Fisher,  298.  see  Cahoon  v.  Ring  (1861),  1  Cliffoixl* 

See   also    ||  781-751,  and   notes,  592. 
anU.  That  the  court  may  determine  that 
>  That  unless  the  jary  foUow  the  in-  the  specification  of  the  patent  in  qnee- 
stmctions  of  the  court  as  to  the  meaning  tion  does  not  cover  the  same  inTention 
and  effect  of  a  patent  the  verdict  will  be  as  a  preceding  patent,  and  the  jury  are 
set  aside  aud  a  new  trial  granted,  see  bound  by  this  decision,  see  SerreU  «. 
Johnson  v.  Root  (1862),  2  Cliffbrd,  80  ;  Collins  (1857),  1  Fisher,  289. 
2  Fisher,  291.  •  That  evidence  is  admianble  to  show 
Tliat  patents  offered  in  evidence  by  the  meaning  of  terms  used  in  the  pat- 
the  defendant  are  to  be  construed  by  ent,  soe  Loom  Co.  v.  Higgins  (1882), 
the  court,  and  if  as  thus  construed  they  105  U.  S.  580  ;  21  O.  G.  2081. 
do  not  support  the  issue  they  are  inad-  See  also  1 1015  and  notes,  potL 
missible,  see  Cahoon  «•  Ring  (1861),  *  That  the  file-wrapper  and  contents 
1  Clifford,  592.  are  not  admissible  to  limit  the  con- 
That  the  construction  of  a  patent  struction  of  the  patent,  see  Westlake  ». 
offered  as  evidence  of  prior  invention  is  Cartter  (1873),  6  Fisher,  519  ;  i  O.  G. 
for  the  court,  see  Clark  Patent  Steam  686. 

&   Fire   Regulator    Co.    v,    Copeland  That  correspondence  with  and  pro- 

(1862),  2  Fisher,  221.  oeedinga  in  the  Patent  Office  are  not 
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§  1020.  BvldMioe  Conoeming  th«  Btate  of  th«  Art  mt  th«  Date 
of  tho  ZiiTwntlon. 

Evidence  as  to  the  state  of  the  art  at  the  date  of  the  con- 
ception of  an  invention  is  always  admissible  for  the  purpose 
of  showing  what  was  then  known,  of  distinguishing  ^e  new 
features  of  the  invention  from  the  old,  and  of  thus  enabling 
the  court  to  perceive  the  precise  limits  of  the  inventive  act.^ 
Such  evidence  requires  no  previous  notice  to  either  party.*  It 
may  consist  of  printed  or  written  documents,  of  the  oral  testi- 
mony of  witnesses  then  familiar  with  the  art,  or  of  specimens 
and  exhibits  of  the  devices  then  employed.  Evidence  offered 
for  this  purpose,  though  in  its  nature  applicable  to  one  or 
more  of  the  defences  to  which  notice  is  essential,  cannot  be 
considered  by  the  jury  as  bearing  upon  such  defences  unless 
the  necessary  notice  has  been  given.^ 

admiwible  to  vary  or  eulai^ge  the  Claims  Piper  (1876),  91  U.  &  87  ;  10  O.  G. 

of  a  patent,  see  Goodyear  Dental  Val-  417. 

canite  Co.  v.  Gardiner  (1871),  8  Clif-         That  evidence  as  to  the  state  of  the 

ford,  408  ;  4  Fisher,  224.  art,  though  it  may  not  show  prior  use, 

See  also  1 1015  and  notes,  oiUe.  may  narrow  the  field  of  invention  and 

That  the  model  and  rejected  appli*  limit  the  range  of  inqniiy,  see  Wash- 
cation  of  a  third  person  are  admissihle  to  horn  ft  Moen  M^.  Co.  v,  Haish  (1880), 
show  the  circumstances  of  the  invention,  19  0.  O.  178;  4  Fed.  Bep.  900;  10 
in  connection  with  evidence  that  the  Bisaell,  65. 

patentee  knew  of  them,  and  so  give  con-         That  an  earlier  English  provisional 

stmction  to  the  patent,  see  Union  Paper  specification  may  show  the  state  of  the 

Bag  Mach.  Go.  v.  Pultz  ft  Walkley  Co.  art  and  thus  negative   invention,  see 

(1878),  15  O.  G.  428  ;  16  Blatch.  160  ;  McNab  &  Harlem  Mfg.  Co.  «.  Nathan 

8  Bann.  ft  A.  408.  Mfg.  Co.  (1887),   40  0.  G.  1240  ;   83 

§  1020.  1  That  evidence  is   admis-  Fed.  Rep.  156. 
Bible  to  show  the  state  of  the  art  at  the         *  That  evidence  of  the  state  of  the 

date  of.  the  invention  in  order  to  enable  art  is   admissible   without   notice   or 

the  jury  or  court  to  underBtaud  the  mention  in  the  answer,  see  Brown  v, 

invention,  see  Loom  Co.  «.   Hi^ns  Piper  (1875),  91  U.  S.  87  ;  10  0.  G. 

(1882),  105  U.  8. 580  ;  21  0.  G.  2031.  417. 

That  the  state  of  the  art  is  proof  of         See  also  §  1006  and  notes,  ante* 
what  was  old  and  in  general  use  at  the         *  That  proof  of  the  state  of  the  art 

date  of  the  invention,   see  Brown  v.  may  aid  the  court  in  construing  the 

Piper  (1875),  91 U.  8.  87;  10  0.  G.417.  patent,  but  cannot  be  permitted  to  de- 

That  the  state  of  the  art  is  provable  feat  the  suit  by  anticipating  the  inven- 

for  three  purposes :  (1)  To  show  what  tion  unless  thst  issue  is  raised  by  the 

WBS  then  old ;  (2)  To  distinguish  what  pleadings,  see  Middletown  Tool  Co.  v, 

was  then  new  ;  (8)  To  aid  the  court  in  Judd  (1867),  8  Fisher,  141. 
coniitraing  the  patent,  —  see  Brown  o.         That  evidence  given  as  to  prior  u^ 
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§  1021.    Bvidenoe  Bacoladed  on  the  Qrotmd  of  BstoppeL 

Evidence  otherwise  admissible  may  be  excluded  on  the 
ground  that  the  witness  through  whom  it  must  be  presented 
is  estopped,  by  matter  of  record  or  in  paisj  from  claiming 
these  facts  against  the  adverse  party.  A  party  is  not  per* 
mitted  to  deny  the  truth  of  documents  or  of  assertions  either 
by  word  or  conduct,  by  means  of  which  he  has  induced  the 
other  party  to  act  in  such  a  manner  las  might  now  be  prejudi- 
cial to  his  interests  if  these  documents  or  assertions  could  be 
contradicted.^  Thus  a  patentee  is  not  allowed  to  set  up,  as 
against  his  own  assignee,  that  the  patented  invention  is  worth- 
less or  was  abandoned,  or  that  for  any  other  cause  the  patent 
is  invalid.^  A  disclaimer  debars  the  disclaimant  from  assert- 
ing that  the  part  disclaimed  was  actually  embraced  in  the 
invention.^  Admissions  by  a  patentee  in  his  application  or 
description  that  any  element  of  an  invention  is  covered  by  a 
prior  patent  estop  him  from  denying  its  validity.*  An  in- 
ventor, having  obtained  a  patent  for  his  invention,  is  thereby 
precluded  from  claiming  that  the  same  invention  is  protected 
under  a  prior  patent,  or  that  a  subsequent  patent  for  the  same 
invention  can  be  valid.^  Joint  patentees  are  estopped  from 
averring  that  the  invention  was  sole  as  long  as  the  joint  pat- 
ent is  in  force,  and  sole  patentees  are  in  like  manner  disa- 

by  parties  not  named  in  the  answer  can  validity  of  the  patent,  see  Many  «• 

only  be  considered  in  reference  to  the  Jagger  (1848),  1  Blatch.  372. 

state  of  the  art  at  the  date  of  the  inven-  *  That  a  disclaimer  in  the  defend* 

tion,  and  the  same  rale  applies  to  pnb-  ant*s  patent  of  the  devices  found  in  the 

lications,  see  Geier  v.  Goetinger  (1874),  plaintifTs  prior  patent,  referring  there- 

7  0.  G.  563  ;  1  Bann.  ft  A.  558  ;  La  to,  admits  the  validity  of  the  plaintiff's 

Baw  V.  Hawkins  (1874),  5  0.  G.  724  ;  patent,   see    Waterbnry  Brass    Co.  v. 

1  Bann.  ft  A.  428  ;  Richardson  o.  Lock-  N.  T.  ft  Brooklyn  Brass  Co.  (1858), 

wood  (1873),  4  0.  G.  898  ;  6  Fisher,  8  Fisher,  43. 

454.  ^  That  the  patentee's  admisaioa  in 

See  also  §  1006  and  notes,  ante.  his  application  or  specification  cannot 

§  1021.  1  That   a   witness  may  be  be  afterwards  contradicted  by  him,  see 

estopped  from  giving  evidence  to  defeat  Moffitt  v.  Rogers  (1881),  8  Fed.  Rep^ 

rights  which  he  has  previously  induced  147. 

the  plaintiff  to  acquire,  see  1  Greenleaf,  *  That  a  patentee  cannot  daim  that 

Ev.,  §  383,  etc.;  and  notes  to  §  981,  he  was  not  the  first  inventor  of  the 

ante.  patented  invention,  see  American  Paper 

'  That  an    assignor  cannot   testify  Barrel  Co.  v.  Laraway  (1886),  28  Fed. 

against  his  assignee  in  denial  of  the  Rep.  141 ;  87  0.  G.  674. 


CH.  m.]  OF  WB0N6S  AGAINST  PATENTEES.  251 

bled  from  alleging  that  the  inventive  act  was  joint.  The 
assignor  of  a  patented  invention  cannot  urge  against  his 
assignee  that  his  own  title  was  defective,  and  that  the  title  of 
his  alienee  must,  therefore,  fail.  These  various  estoppels 
rest  upon  the  ordinary  rule,  that  no  person  shall  be  per- 
mitted to  deceive  another  by  causing  him  to  believe  in  the 
existence  of  a  fact  and  afterwards  attempting  to  disprove  it. 

§  1022.  Bvldenoe  under  the  First  Defence :  Origin  of  the  AUeged 
Invention  in  an  ZnventiTe  Act. 
The  evidence  applicable  to  each  of  the  several  defences 
which  may  be  offered  to  an  action  of  infringement  is  gov- 
erned by  rules  deduced  from  the  foregoing  general  principles 
in  connection  with  the  nature  of  the  particular  defence.  The 
first  defence  raises  the  question  whether  inventive  skill  was 
involved  in  the  production  of  the  alleged  invention.  This  is  a 
question  for  the  jury  in  view  of  the  state  of  the  art  at  the 
date  of  the  supposed  inventive  act  and  of  the  result  attained,^ 
unless  it  is  apparent  on  the  face  of  the  patent  that  the  art  or 
article  required  no  inventive  skill,  when  the  court  will  take 
judicial  notice  of  that  fact  and  declare  the  patent  invalid.' 
The  burden  of  proof  upon  this  question  rests  upon  the  plain- 
tiff, but  is  satisfied  by  the  introduction  of  the  patent,  and  the 
defendant  must  then  overcome  the  presumptions  arising  there- 
from.'   He  may  prove,  if  he  is  able,  by  the  testimony  of  com- 


1 1022.  1  That  iitTentiye  skiU  is  a  er,  476 ;  4  0.  G.  685  ;  1  MacArthar, 

question  of  eyidence  in  view  of  the  con-  459  ;  Potter  v,  Holland  (1858),  1  Fish- 

dition  of  the  art  and  the  result  accom-  er,  882  ;  4  Blatch.  288. 
plishedf  tee  In  re  Pennock  (1874),  1         That  the  patent  is  prima  facie  evi- 

MacArthur,  681 ;  5  0.  G.  668.  dence  that  the  inyention  had  been  made 

*  That  if  the  want  of  inventiya  skill  when    the   application   was   filed,  see 

Is  apparent  from  the  description  in  the  Jones  v.  Sewall  (1878),  8  Clffford,  563 ; 

patent,    the    court    may   declare    the  8  0.  G.  630  ;  6  Fisher,  848  ;  Wing  v. 

patent  inyalidy  see   Slawson  v.  Grand  Richardson  (1865),  2  Fisher,  535  ;  2 

St,  Prospect  Park,  &  Flatbnsh  R.  R.  Clifford,  449  ;  White  v.  Allen  (1868), 

Go.  (1883),  107  IT.  S.  649  ;  24  0.  G.  2  Fisher,  440 ;  2  CUfford,  224  ;  John- 

99.  son  V.  Root  (1862),  2  Fisher,  291 ;  2 

s  That  the  patent  itself  is  prima  faeie  Clifford,  108. 
eridenoe  that  the  alleged  indention  is         Tliat  reduction  to  practice  need  be 

the  result  of   an   inyentiye   act,    see  shown  only  by  the  specificatians  and 

Smith   V.    Woodruff  (1873),  6   Fish*  drawings,  when  the  inyention  as  thus 
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petent  witnesses,  either  lay  or  expert,  that  the  idea  embodied 
in  the  invention  was  suflSciently  suggested  by  then  existing 
appliances  to  enable  any  person  skilled  in  the  art  to  constnict 
and  use  it.  He  may  show  that  the  alleged  inventor  has  not 
discovered  either  a  new  capability  in  the  force  employed  or  a 
new  susceptibility  in  the  object  acted  on,  or  a  new  mode 
of  connecting  the  force  and  object  with  each  other,  but 
has  merely  re-arranged,  or  varied  in  constructive  details,  an 
invention  which  had  been  already  known.  He  may  attack 
the  idea  conceived  by  the  inventor  and  prove  that  it  is  not  a 
true  idea  of  means  but  only  of  a  force  or  function  or  effect. 
He  may  deny  that  it  had  ever  passed  beyond  the  mental  con- 
ception of  the  inventor,  and  the  verbal  or  graphical  descrip- 
tions of  the  patents,  into  a  tangible  and  practical  embodiment. 
In  opposition  to  this  evidence  the  plaintiff  may,  in  his  rebut- 
tal, demonstrate  by  proper  testimony,  that  the  idea  expressed 
in  his  invention  is  an  idea  of  means,  and  that  it  was  reduced 
to  practice  before  his  application  for  a  patent.^  That  inven- 
tive skill  was  necessary  to  its  production  he  may  prove  by  the 
evidence  of  experts  and  others  skilled  in  the  art.  He  may 
show  its  great  utility  and  general  acceptance  by  the  public  as 
the  basis  of  an  inference  that  if  mechanical  skill  could  have 
derived  it  from  existing  arts  or  articles  it  would  have  long 
before  been  given  to  mankind.^    He  may  disclose  its  essential 

disclosed    is    evidently   practical,    see  vice  may  be  shown  to  pioTe  that  if 

Starr  v.  Fanner  (1883),  23  0.  O.  2827.  known  it  must  have  been  in  general 

That  where  an  original  patent  and  use,  wee  In  re  Pennock  (1874),  1  Mao- 

the  re-issue  agree, '  the  specification  of  Arthur,  681 ;  6  O.  O.  668 ;  Sayles  «• 

the  re-issue  may  be  conclusive  evidence  Chicago  k  Northwestern  Bailway  Co. 

that  the  invention  was  made  and  the  (1871),  4  Fisher,  584;  8  Bissell,  52; 

means  invented,  as  described  in    the  Judson  v.  Moore  (1860),  1  Fisher,  544 ; 

original,  but  if  they  differ  in  substance  1  Bond,  286. 

it  is  not   such    evidence,   see   Sickels         That  the  superior  working  of  the 

V.    Evans  (1868),  2  Clifford,  208  ;  2  plaintiff's  invention  is  competent  evi- 

Fisher,  417.  dence  of  its   novelty,  see  Judson  jk 

«  That  reduction  to  practice  may  be  Cope  (1860),  1  Fbher,  615  ;  1  Bond, 

shown  by  actual  use,  see  Coffin  v.  Og-  827. 

den  (1869),  8  Fisher,  640  -,  7  Blatch.         That  the  general  acceptance  and  use 

61.  of  a  device  indicates  that  it  is  the  result 

See  also  as  to  reduction,  H 125,  126,  of  an  inventive  act,  see  Washburn  & 

and  notes,  ante.  Moen  Mfg.  Co.  v.  Haish  (1880),  4  Fed. 

*  That  the  great  utility  of  the  de-  Bep.  900 ;  19  0.  G.  178 ;  10  BisseU. 
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diversity  from  all  other  inventious  before  known,  to  indicate 
that  inventlTe  genius  could  alone  have  taken  the  forward  step 
that  resulted  in  its  conception  and  development.  If  upon  the 
entire  oral  testimony  the  jury  entertain  a  reasonable  doubt  as 
to  the  exercise  of  inventive  skill  by  the  inventor,  the  prima 
fade  evidence  of  the  patent  must  prevail,  and  the  issue  must 
be  found  in  favor  of  the  plaintiff. 

§  lOaa  Bvldenoe  under  the  Beoond  Defence :  Perf omuuice  of 
the  Inventive  Aot  by  the  Alleged  Inventor. 
The  second  defence  presents  the  question  whether  the  pat- 
entee or  his  assignor  has  himself  performed  the  inventive  act 
resulting  in  the  alleged  invention,  or  has  unlawfully  appropri- 
ated and  obtained  a  patent  for  what  was  in  fact  the  invention 
of  another.  Upon  this  question  the  patent  affords  prima  facie 
evidence  in  favor  of  the  plaintiff.^  To  overthrow  this  evidence 
the  defendant  must  prove  by  conclusive  testimony  that  the 
patented  invention  was  conceived  by  some  specific  person 
other  than  the  alleged  inventor,  that  the  alleged  inventor  in 
some  manner  obtained  a  knowledge  of  the  invention  thus  con- 
ceived, and  falsely  claiming  it  to  be  the  result  of  his  own  cre- 
ative skill,  procured  a  patent  for  it  to  be  issued  to  himself.' 
The  inventive  act  of  the  true  inventor  may  be  shown  by  his 

65 ;  Strobridge  v.  Lindsay  (1880),  18  trae  inventor,   see  Potter  v,   Holland 
0.  6.  62  ;  2  Fed.  Bep.  692  ;  5  Bann.  &  (1858),  1  Fisher,  882 ;  4  Blatch.  288. 
A.   411  ;  Judson  v.    Moore  (1860),   1  *  That  on  the  defence  that  the  plain- 
Fisher,  544  ;  1  Bond,  285.  tiff  derived  his  idea  of  the  invention 

That  success  is  not  conclosive  evi-  from  a  third  party,  the  harden  of  proof 

dence  of  novelty,  for  the  old  may  not  is  on  the  defendant,  and  any  donbt  is 

have  become  widely  known,  see  Cran-  fatal  to  him,  see  Locke  v.  Lane  &  Bod- 

dall  V.  Richardson  (1881),  8  Fed.  Bep.  ley  Co.  (1888),  85  Fed.  Rep.  289  ;  Duffy 

808  ;  19  O.  6.  1628.  v.    Reynolds    (1885),    24    Fed.    Rep. 

That  where   a   pressing  want   has  855  ;  83  0.  O.  621;  McMillin  v.  Barclay 

existed  strong  evidence  is  necessary  to  (1871), 4 Brews.  (Pa.) 275;  5  FiBher,189. 

show  that  an  old  device  would  have  That  an  allegation  that  the  defend- 

fiUed  it,  see  Howe  v.  Morton  (1860),  1  ant  received  the   information  from   a 

Fbher,  586.  government  employee  who  was  the  true 

For  a  more  complete  disonssion  of  inventor  and  used  it  for  the  United 

inventive  skill  and  its  indications,  see  States  must  be  affirmatively  proved,  see 

H  78-124,  and  notes,  anU,  Brady  r.    Atlantic   Works    (1876),    4 

1 1023.  1  That  the  patent  is  pHrna  Clifford,  408 ;  10  0.  0.  702  ;    2  Bann. 

faeU  evidence  that  the  patentee  was  a  &  A.  436. 
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own  testimonj,  if  he  is  accessible  as  a  witness,  or  by  the  evi- 
dence of  persons  acquainted  with  the  facts,  or  by  any  descrip- 
tions  or  models  embodying  the  invention  which  can  be  identi- 
fied as  original  with  him.  That  the  patentee  or  his  assignor 
did  not  perform  the  inventive  act  may  be  established  by  his 
own  admissions,  by  the  declarations  of  others  within  his 
knowledge  and  uncontradicted  by  him,  or  by  proof  of  his  un- 
successful attempts  in  the  same  direction  until  he  learned  of 
the  result  accomplished  by  the  true  inventor  and  of  his  imme- 
diate adoption  of  that  result  as  the  product  of  his  own  inven- 
tive faculties.^  No  evidence  of  actual  bad  faith  or  intentional 
piracy  is  necessary ;  it  is  sufficient  that  there  has  been  piracy 
in  fact.  In  rebutting  this  testimony  of  the  defendant,  the 
plaintiff  may  introduce  the  person  described  in  his  i>atent  as 
tlie  inventor  to  detail  the  steps  by  which  he  reached  the  art  or 
article  in  question,  and  thus  demonstrate  that  it  originated  in 
his  own  mind,  and  was  not  imitated  by  him  from  the  invention 
of  another.  The  testimony  of  other  persons  who  were  cogni- 
zant of  his  experiments  and  successes,  his  own  descriptions 
given  before  the  conception  of  the  alleged  actual  inventor  had 
been  sufficiently  disclosed  to  communicate  all  its  essential 
attributes,  and  any  evidence  tending  to  show  his  non-acquaint- 
ance with  the  achievements  of  the  one  to  whose  inventive 
genius  the  defendant  ascribes  the  invention,  are  also  admis- 
sible for  the  same  purpose.^  If  doubt  exists  upon  the  entire 
testimony  offered,  the  plaintiff  is  entitled  to  a  verdict  on  this 
issue  in  his  favor.^ 

*  That  the  records  of  a  company  of  100,  876-879,  and  notes,  anU ;    8ng* 

which  the  plaintiff  was  a  member,  and  gestions  of  others,  §§  84,  893-395,   and 

which  claimed  the  invention,  are  ad-  notes,   ante ;  Date  of   Inventive  Act, 

missible  to  show  that  the  plaintiff  did  §f  182,  880-386,  400,  and  notes,  aiUi^ 

not  invent  it,  see  Pennock  v.  Dialogue  and  1024,  1026,  and  notes,  post. 
(1825),  4  Wash.  688  ;  1  Robb,  466.  See  also  Union  Paper  Collar  Co.  «. 

^  Upon     this    issne    any    evidence  Van  Deusen  (1874),  23  Wall  580  ;  7 

proper  to  show  an   inventive    act    in  O.  G.  919;  Alden  v,  Dewey  .(1840),  1 

either  of  the  alleged  inventors  and  the  Story,  886  ;  2  Robb,  17. 
date  of  such  act,  as  well  as  the  relations         *  As  to  the  value  of  this  second  de* 

between  them,  and  the  borrowing  or  fence,  and  the  facts  necessary  to  be  proved 

opportunity  to  borrow  the  conceptions  thereunder,   see  also  |960  and  notefly 

of  each  other  are  admissible.  arUe, 

Sea  as  to  the  Inventive  Act,  §§  99, 
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§  1024«    Bvldenoe  under  the  Third  Defence :  Priority  of  the  In*- 
▼entive  Act  of  the  Alleged  Inventor. 

The  third  defence  raises  the  question  whether  the  inventive 
act  performed  by  the  patentee,  or  his  assignor,  preceded  or 
followed  that  of  a  rival  inventor  who  has  produced  the  same 
invention.  Here,  also,  the  patent  makes  out  a  prima  facie 
case  for  the  plaintifip,  and  being  offered  in  evidence  throws  on 
the  defendant  the  burden  of  proof.^    To  satisfy  this  burden 

f  1024.  1  That  the  patent  is  pHfna  2  Clifford,  108 ;  Cahoon  v.  Ring  (1859)» 
facie  evidence  that  the  patentee  ia  the  1  Fisher,  897 ;  1  Clifford,  592 ;  Potter 
first  inventor,  see  Maurice  v.  Devol  v.  Holland  (1858),  1  Fisher,  882  ;  4 
(1883),  28  W.  Va.  247;  Corvallis  Fruit  Blatch.  238  ;  Poppenhuaen  ».  N.  Y. 
Co.  V.  Curran  (1881),  8  Fed.  Rep.  150;  Gutta  Percha  Comb  Co.  (1858),  2 
7  Sawyer,  270 ;  Rogers  r.  Beecher  Fisher,  62  ;  Wayne  t».  Holmes  (1856), 
(1880),  18  0.  O.  798 ;  5  Bann.  &  A.  2  Fisher,  20  ;  1  Bond,  27  ;  Philadel- 
619  ;  8  Fed.  Rep.  689  ;  Miller  r.  Smith  phia  ft  Trenton  R.  R.  Co.  v,  Stimpson 
(1880),  18  0.  G.  1047  ;  5  Fed.  Rep.  (1840),  14  Peters,  448  ;  2  Robb,  46 ; 
859  ;  Hoe  v.  Cottrell  (1880),  18  0.  G.  Knight  v.  Baltimore  ft  Ohio  R.  R.  Co. 
69 ;  17  Blatch.  546  ;  1  Fed.  Rep.  597  ;  (1840),  Taney,  106  ;  3  Fisher,  1. 
5  Bann.  ft  A.  256  ;  HaskeU  v.  Shoe  That  the  patent,  including  its  sped- 
Machinery  Mfg.  Co.  (1878),  15  0.  G.  fication  and  drawings,  is  prima  facie 
509  ;  8  Bann.  ft  A.  553 ;  Cahill  v.  evidence  that  the  patentee  is  the  origi- 
Brown  (1878),  15  0.  G.  697  ;  8  Bann.  nal  inventor  of  the  described  improve- 
ft  A.  580 ;  Judson  v.  Bradford  (1878),  roents,  and  the  burden  of  proof  is  on 
16  O.  G.  171 ;  8  Bann.  ft  A.  589 ;  the  defendant  to  show  prior  invention, 
Boemer  v.  Simon  (1877),  95  U.  S.  214;  see  Cahoon  v.  Ring  (1859),  1  Fisher, 
12  0.  G.  796  ;  Crouch  v.  Boemer  (1877),  897  ;  1  Clifford,  592. 
11  O.  G.  1112;  2  Bann.  ft  A.  687;  That  a  re-issued  patent  is  ;inma/a^ 
Smith  9.  Goodyear  Dental  Vulcanite  evidence  that  the  pi^tentee  was  the  first 
Co.  (1876),  98  U.  S.  486;  11  O.  G.  inventor  and  can  be  overcome  only  by 
246 ;  Cammeyer  «.  Newton  (1876),  94  clear  proof,  see  Herring  v.  Nelson 
U.  S.  225  ;  11  0.  G.  287  ;  Tucker  v.  (1877),  12  0.  G.  763 ;  14  Blatch.  298  ; 
Tucker  Mfg.  Co.  (1876),  10  O.  G.  464  ;  3  Bann.  ft  A.  55. 
4  Clifford,  897 ;  2  Bann.  ft  A.  401  ;  That  the  presumption  that  the  pat- 
Needham  o.  Washburn  (1874),  7  0.  G.  entee  is  the  original  inventor  arises 
649 ;  4  Clifford,  254  ;  1  Bann.  ft  A.  537 ;  only  at  the  grant  of  the  patent,  and 
Smith  o.  Woodruff  (1878),  6  Fisher,  476  ;  does  not  relate  back  beyond  the  filing 
40.G.  635;  1  MacArthur,  459;  Goodyear  of  the  application,  see  Wing  v.  Rich- 
Dental  Vulcanite  Ca  v.  Gardner  (1870),  ardson  (1865),  2  Clifford,  449;  2  Fisher, 
4  Fisher,  224  ;  3  Clifford,  408  ;  Seymour  585. 

V.  Osborne  (1870),  11  Wall.  516  ;  Sands        That  the  patent  being  in  evidence 

V.  Wardwell  (1869),  8    Clifford,   277  ;  the  burden  of  proof  is  on  the  defendant 

Hoffheins  v.  Brandt  (1867),  3  Fisher,  to  show  that  the  patentee  was  not  the 

218  ;  Brodie  o.  Ophir  Silver  Mining  Co.  first  inventor,  see  American  Bell  Tele- 

(1867),  4  Fisher,  187 ;  5  Sawyer,  608 ;  phone  Co.   r.  People's    Telei>hoTie  Co. 

Johnson  v.  Root  (1862),  2  Fisher,  291 ;  (1^84),  29  O.G.  1029  ;  22  Fed.  Rep.  309 ; 
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the  defendant  must  show  that  the  alleged  rival  inventor  con- 
ceived the  invention  before  the  idea  of  means  which  it  em- 
bodies was  generated  in  the  mind  of  the  inventor  named  in 
the  patent,  and  that  he  either  first  reduced  it  to  practice  or 
exercised  reasonable  diligence  in  the  endeavor  so  to  do.'  The 
date  of  the  conception  of  the  invention  by  the  plaintifTs 
inventor  is,  at  this  stage  of  the  case,  assumed  to  be  that  of 
the  patent  itself,  or  if  the  application  is  referred  to  in  the 
patent,  to  be  that  of  the  filing  of  the  application.^  The  date 
of  its  conception  by  the  alleged  rival  inventor  may  be  shown 
by  his  own  testimony,  or  by  contemporaneous  models  or  de- 
scriptions indicating  that  the  idea  was  then  present  in  his 
mind.^    The  date  of  his  reduction  to  practice  may  be  fixed  by 

22  Blatch.  681  ;  Worswick  Mfg.  Ck>.  v,  priority  in  robattal  of  the  claimant's 

City  of  Buifalo  (1884),  20  Fed.  Bep.  testimony,  see  Detroit  Lubricator  Co.  v. 

126;  27  0.0.   1239;  22  Blatch.  157;  Lunkenheimer  (1886),    80  Fed.    Sep. 

Putnam  v.   Hollender    (1881),  6  Fed.  190;  88  0.6.331. 

Bep.  882  ;  19  O.  6.  1423  ;  19  Bktch.         *  That  the  defendant  must  show  that 

48  ;  Rogers  v.  Beecher  (1880),  18  O.  O.  the  date  of  the   prior  inyention  was 

793;  5  Bann.  &  A.  619;  8  Fed.  Rep.  689;  earlier  than  the  plaintiff's  could  haye 

Crouch  V,  Roemer  (1877),  11 0.  0. 1112 ;  been,  according  to  the  evidence  adduced* 

2  Bann.&  A.  637;  Taylor  V.Wood  (1874),  see    United   Sutes   SUmping   Co.    v. 

8  0.  G.  90 ;  1   Bann.  &    A.   270  ;    12  Jewett  (1880),  18  Blatch.  469  ;  18  O. 

Blatch.  110;  Doherty  v.  Haynes  (1874),  O.  1529  ;  7  Fed.  Rep.  869. 

6  0.  G.  118  ;  1  Bann.  &  A.  289  ;  4  Clif-         •  That    the  date  of  the  patent  is 

ford,  291 ;  McMillin  v.  Barclay  (1871),  prima  facie  the  date  of  the  invention, 

4  Brews.  (Pa.)  275;   5   Fisher,   189;  see   Webster    Lo<nn    Ca    v.   Higgins 

Sands  v.  Wardwell  (1869),  3  Cliffbfd,  (1879),  16  0.  G.  676  ;  15  BUtch.  446  ; 

277 ;   Hoffheins  v.    Brandt  (1867),    8  4  Bann.  ft  A.  88. 

Fisher,  218  ;    Brodie  v.   Ophir  Silver         That  if  the  application  is  referred  to 

Mining  Ca   (1867),   4  Fisher,  187 ;  5  in  the  patent  the  date  when  it  was 

Sawyer,  608  ;  Wayne  v.  Holmes  (1856),  filed  is  prima  fade  that  of  the  inventive 

2  Fisher,   20  ;    1  Bond,  27  ;    Pitts  v.  act,  see  §  1026,  note  15,  potL 

Hall  (1851),  2  Blatch.  229;  Knight  u.         ^  That    descriptions  of   the  inven- 

Baltimore  k  Ohio  R.  R.   Co.    (1840),  tion,  given  by  the  alleged  inventor  to 

Taney,  106  ;  8  Fisher,  1.  others,  may  be  shown  for  the  purpose 

That  the  defence  of  prior  invention  of  proving  that  he  had  then  invented  it, 

rests  upon  evidence  controlled  by  the  as  no  one  but  hioiself  can  otherwise  be- 

party  asserting  it,  and  must  be  proved  come  aware  of  that  fact,  see  Sayles  «. 

beyond  reasonable   doubt,  see  Tliayer  Hapgood  (1869),  8  Fisher,  632 ;  2  Bis- 

V.  Hart  (1884),  28  0.  G.  542 ;  20  Fed.  sell,  189;   Philadelphia  ft  Trenton  R. 

Bep.  698  ;  22  Blatch.  229.  B.  Co.  v.  Stimpson   (1840),  14  Petera, 

That  the  preliminary  statement  filed  448 ;  2  Robb,   46  ;    Evans  v,   Hettiek 

in  interferance  proceedings   is   admis-  (1818),  8  Wash.  408  ;  1  Bobb,  166. 
sible  in  evidence  on  the  question  .of 

§1024 
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witnesses  who  knew  of  his  production  of  the  art  or  article  in 
a  form  available  for  immediate  practical  use.^  His  diligence 
in  perfecting  the  invention  may  be  proved  by  any  evidence 
establishing  his  perseverance  in  the  effort  to  render  it  availa- 
ble as  far  as  his  health,  his  means,  and  his  command  of  his 
own  time  and  energies  reasonably  permitted.^  The  plaintiff, 
in  rebutter,  may  show  that  the  date  of  the  inventive  act  per- 
formed by  his  inventor  preceded  that  of  his  patent  or  his 
application,  and  was  in  fact  earlier  than  its  performance  by 
his  rival,  offering  for  this  purpose  the  same  class  of  evidence 
by  which  the  date  of  his  rival's  inventive  act  might  have  been 
established^  Or  failing  in  this  he  may  attack  the  diligence 
of  his  rival  by  testimony  proving  that  his  opportunities  for 
perfecting  the  invention  were  unreasonably  neglected,  and  that 
his  rights  as  first  conceiver  were  thereby  forfeited  in  favor  of 
the  prompt  reducer  to  whom  the  patent  has  been  issued. 
Where  this  question  of  priority  of  invention  has  already  been 
decided  in  an  interference  proceeding,  the  record  of  that  judg- 
ment is  admissible  in  favor  of  the  then  successful  party,  and 
though  not  conclusive  on  the  jury  is  entitled  to  grave  consid- 
eration.^   But  the  defendant  must  establish  his  position  be- 

*  That  actual  use  proyes  redaction  to  ^  That  when  the  defendant  proves 
practice,  aee  Coffin  v.  Ogden  (1869),  8  that  he  invented  the  device  hefore  the 
Fiaher,  640  ;  7  Blatch.  61.  plaintiff  filed  his  application,  the  harden 

*  For  rolos  concerning  diligence  in  is  on  the  plaintiff  to  show  that  he  in- 
redaction,  see  |§  888-887,  and  notes,  vented  before  the  defendant  did,  see 
mUe,  Thayer  v.  Hart  (1884),  20  Fed.  Rep. 

That  if  the  patentee  temporarily  693  ;  28  O.  G.  542  ;  22  Blatch.  229. 
abandoned  bis  efforts  and  then  resumed  That  a  foreign  inventor  cannot  carry 
them  after  another  inventor  had  applied  the  date  of  his  invention  hack  by  show- 
far  a  patent,  he  cannot  show  that  he  ing  acts  done  in  a  foreign  conntry,  see 
invented  before  the  date  of  his  resnmp-  Boolton  v.  Illingworth  (1888),  48  0.  O. 
tion,  see  Johnson  v.  Boot  (1862),  2  508. 
Fisher,  291 ;  2  Clifford,  108.  That  the  fact  that  an  allied  prior 

That  where  the  later  inventor  first  inventor,  though  patenting  other  kin* 

ndnoed  to  practice  and  applied  for  and  dred  inventions,  did  not  patent  this 

obtained  a  patent,  and  the  eariier  in-  one  is  competent  evidence  against  his 

ventorapplied  for  a  patent  before  he  had  invention    of   it,  see  Frink    v.   Petry 

Tsdoced  to  practice,  and  was  not  diligent,  (1874),  11  Blatch.  422;  1  Bann.  &  A. 

the  later  inventor  does  not  infringe  the  1  ;  5  0.  O.  201. 

earlier  inventoi^s  patent,   see   Electric  *  That  a  patent  is  increased  in  weight 

B.  R.  Signal  Co.  v.  HaU  R.  R.  Signal  as  j}r»ma/aa9  evidence  of  priority  by  the 

Co.  (1881),  6  Fed.  Rep.  608.  success  of  the  patentee  in  interference 

TOL.IIL— 17  S  1031 
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yond  reasonable  doubt ;  otherwise  the  presumption  arising  in 
favor  of  the  patentee  from  his  own  oath  as  to  priority,  con- 
firmed by  the  issue  of  the  patent,  will  prevail.*  The  question 
involved  in  this  defence  sometimes  presents  itself  in  a  modi* 
fied  form,  as  where  the  plaintiffs  inventor  was  the  first  con- 
ceiver  of  the  invention  but  is  alleged  by  the  defendant  to  have 
forfeited  his  right  to  a  patent  in  favor  of  a  later  inventor,  by 
his  unreasonable  delay  in  its  reduction.  The  attitude  of  the 
parties  toward  certain  of  the  issues  raised  by  this  defence  are 
thus  reversed,  the  defendant  now  attacking  and  the  plaintiff 
supporting  the  diligence  of  the  first  conceive  r ;  but  the  evi- 
dence applicable  to  these  issues  remains  the  same,  and  the 
burden  of  proof  still  rests  on  the  defendant  to  overcome  the 
presumptions  created  by  the  plaintiffs  patent.  This  burden 
is  not  removed  by  the  fact  that  the  defendant  has  himself 
received  a  subsequent  patent  for  the  same  invention.^^ 

proceedingH,  see  Ayling  v,  Hull  (1866),  mew  v.    Sawyer  (1859),  1  Fisher,  516  ; 

2  Clifford,  494.  4  Blatcli.  347. 

That  the  burden  ofproofas  to  priority  ^^  That  the  introdaction  of  the  de« 

rests  on  him  to  whom  the  decision  of  fendant's  subsequent  patent  does  not 

the  Patent  Office  on  an  interference  is  change    the    burden  of  proof   as    to 

adverse,  see  Wire  Book  Sewing  Mach.  Co.  priority   of    invention,  see    Goodyear 

V.  Stevenson  (1882),  11  Fed.  Rep.  155.  Dental  Vulcanite  Co.  v.  Gardner  (1870), 

That  the  decisions  of  the  Commis-  4  Fisher,  224  ;  S  Clifford,  408. 

(doner  as  to  priority  are  not  conclusive,  That  when  the  plaintiff  first  applied 

though  entitled  to  very  great  weight,  for  a  patent  and  the  defendant  obtained 

see  Gloucester  Isinglass  &  Glue  Co.  v.  his  by  disclaiming  the  plaintiff's  inven« 

Brooks  (1884),  19  Fed.  Rep.  426.  tion,  but  after  the  plaintiff's  patent  was 

*  That  the  defendant's  evidence  of  granted  re-issued  his  to  cover  the  mat- 
prior  invention  must  remove  all  reason-  ter  before  disclaimed,  the  burden  of 
able  doubt,  see  Donoughe  v.  Hubbard  proof  la  on  him  to  show  that  his  inren* 
(1886),  27  Fed.  Rep.  742 ;  85  0.  G.  tire  act  was  the  earliest,  see  Smith  «. 
1561  ;  Worswick  Mfg.  Co.  o.  City  of  Allen  (1865),  2  Fisher,  572. 
Buffalo  (1884),  20  Fed.  Rep.  126 ;  22  That  the  testimony  of  a  defendant 
Blatch.  157  ;  27  0.  G.  1239  ;  Gottfried  that  he  was  the  first  inventor  of  the 
V,  Phillip  Best  Brewing  Co.  (1879),  17  article  is  overcome  by  proof  that  after 
O.  G.  675  ;  5  Bann.  k  A.  4.  the  date  of  his  alleged  inrention  he  ap- 

That  the  presumption  that  the  pat-  plied  for  a  patent  relating  to  the  same 

entee  is  the  first  inventor  arises  from  subject   but   based  on   an   essentially 

his  oath,  and  remains  till  the  contrary  different  principle,  see    Lamson   Cash 

is  prored,  see  Elizabeth  v.  Parement  Co.  Railway  Co.  v,  Osgood  Cash  Car  Co. 

(1877),  97   U.  S.   126;    Union  Sugar  (1886),  29  Fed,  Rep.  210;  88  O.  O. 

Refinery    «.     Matthiesson    (1865),    2  1490. 

Fisher,  600  ;  8  Clifford,  63S! ;  Bartholo-  That  inferences  drawn  by  the  court 
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§  1025.  Bvidenoe  under  the  Fourth  Defence  :  the  Alleged  Inven- 
tion not  within  the  Protected  Classes. 
The  fourth  defence  raises  the  question  whether  the  patented 
invention  is  embraced  within  either  of  those  six  classes  of  in- 
ventions which  are  made  patentable  by  the  Acts  of  Congress. 
Though  this  is  a  question  for  the  jury,  the  court  may  take 
judicial  notice  that  the  invention  is  not  among  those  thus  pro- 
tected, when  that  fact  is  evident  from  the  patent,  and  may 
then,  without  testimony,  direct  a  verdict  on  this  issue  for  the 
defendant.*  The  plaintiff's  patent  furnishes  prima  facie  evi- 
dence that  the  invention  described  and  claimed  therein  is 
patentable.^  The  defendant  may  contradict  this  evidence  by 
expert  and  other  testimony  that  the  alleged  invention  does 
not  possess  the  essential  characteristics  either  of  an  art,  a 
machine,  a  manufacture,  a  composition  of  matter,  a  design, 
or  an  improvement.  If  the  alleged  invention  purports  to  be 
a  combination,  he  may  prove  by  similar  evidence  that  its 
elements  do  not  co-operate  for  the  production  of  a  unitary 
result,  and  that  it  is,  therefore,  a  simple  aggregation.  In  his 
rebutter,  the  plaintiff  offers  evidence  of  the  same  nature  to 

from  tlie  condnct  of  a  party  may  out-  v.  Rae  (1887),  88  Fed.  Rep.  45 ;  Slaw- 
weigh  the  direct  testimony  of  any  num-  son  v.  Grand  St.,  Prospect  Park,  & 
her  of  witnesses,  see  the  Telephone  Flatbush  R.  R.  Co.  (1882),  107  U.  S. 
Cases  (1888),  126  U.  S.  1  ;  48  0.  G.  877.  649  ;  24  0.  G.  99  ;  Everett  v,  Thatcher 

That  the  fact  that  one  who    now  (1878),    16    0.  G.    1046;  2   Flippin, 

claims  to  hare  been  the  first  inventor  284  ;  8  Bann.  &  A.  435.    These  were 

made  no  protest  against  the  use  of  the  in-  cases  in  equity,  but  the  same  principles 

vention  or  against  the  claims  of  another  there  applied  would  compel  the  court  to 

to  be  its  inventor,  but  patented  an  im-  protect  the  defendant  against  an  adverse 

provement  on  it  without  attempting  to  verdict  at  law.    See  also  §  962,  and 

cover  the  original,  is  strong  proof  against  notes,  arUe, 

his  present  claims,  see  Hutchinson  v.         ^  That  the  patent  is  prima  fade  evi- 

Everett  (1885),  35  0.  G.  1110 ;  26  Fed.  dence  of  the  patentability  of  the  inven- 

Rep.  531.  tion,  see  Fraim  v.  Keen  (1885),  25  Fed. 

Upon  the  subject  of  priority  as  be-  .Rep.  820  ;  84  0.  G.  1048  ;  Strobridge  v. 

tween  rival  inventors,  see  §§  870-891,  Lindsay  (1880),  18  O.  G.  62 ;  2  Fed. 

961,   and  notes,  ante.  Rep.  692  ;  5  Bann.  &  A.  411. 

§  1025.  ^  That  the  court  may  order  That  the  presumption  of  patenta- 
a  verdict  for  the  defendant  if  it  is  ap-  bility  arising  from  the  patent  is  not  re- 
parent  on  the  face  of  the  patent  that  pelled  when  the  device,  though  needed, 
the  invention  is  not  within  the  pro-  is  not  shown  to  have  been  in  use  before, 
tected  classes,  see  Blessing  v.  Copper  see  Patterson  v.  Duff  (1884),  20  Fed. 
Works  (1888),  84  Fed.  Rep.  753 ;  West  Rep.  641. 
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controvert  these  positions  of  the  defendant.  The  effect  of 
such  evidence,  on  either  side,  must  be  confined  to  the  con- 
formity of  the  invention  claimed  in  the  patent  with  the  legal 
definition  of  these  patentable  classes  of  inventions.  What 
the  necessary  attributes  of  the  patented  invention  are  is 
settled  by  the  court  through  its  construction  of  the  patent, 
and  cannot  be  affected  by  extraneous  evidence.'  What  the 
essential  characteristics  of  each  of  the  six  classes  of  patenta- 
ble inventions  are  is  matter  of  determinate  law,  and  equally 
beyond  the  sphere  of  testimony.^  Evidence  is  admissible  to 
show  that  the  attributes  of  the  invention,  as  ascertained  by 
the  court,  correspond  with  the  essentials  of  a  patentable  art 
or  article  as  defined  by  the  law ;  but  this  evidence  must  con- 
sist almost  entirely  of  the  opinions  of  persons  skilled  in  the 
detection  of  resemblances  and  differences,  rather  than  of 
observers  and  narrators  of  specific  facts.  In  many  cases, 
indeed,  the  field  of  evidence  is  so  narrow  that  the  whole 
question  must  be  practically  treated  as  a  question  of  law,  the 
jury  being  required  to  follow  the  instruction  of  the  court  in 
reference  to  its  decision. 

§  1026.   Evidence   under   the   Fifth    Defence :    Novelty   of  the 
Patented  Invention:  Prior  Use. 

The  fifth  defence  raises  an  issue  as  to  the  legal  novelty  of 
the  patented  invention.    This  issue  embraces  three  questions : 

(1)  Whether  the  invention  had  been  used  in  such  a  manner  in 
this  country  as  to  render  it  accessible  to  the  public  at  the 
date  of  its  alleged  invention  by  the  patentee  or  his  assignor ; 

(2)  Whether  it  had  been  patented  anteriorly  to  that  date ; 

(3)  Whether  it  had  been  described  in  any  printed  publication 
which,  before  that  date,  had  been  placed  within  reach  of  the 
public.  An  affirmative  answer  to  either  of  these  three  ques- 
tions is  equivalent  to  a  denial  of  the  legal  novelty  of  the  pat- 

s  That  the   patented   inyention   is  class  of  inventions,  see  §§  159-2S0,  and 

what  the  court  construes  the  patent  to  notes,  ante, 

cover  and  cannot  be  varied  by  other  For  the  characteristics  of  a  patent- 
evidence,  see.  §§  781,  1019,  and  notes,  able  combination,  see  f  §  1{^156»  and 
caUe.  notes^  ariU* 

*  For  the  essential  attributes  of  each 


CH.  m.]                OP  WBONGS  AGAINST  PATENTEES.  261 

ented  inyention,  and,  therefore,  of  the  yaJiditj  of  the  patent 

in  which  it  is  described  and  claimed.^  The  patent  answers 
ail  these  questions  in  the  negative,  and  thus  throws  upon 
the  defendant  the  burden  of  proving  the  affirmative,  in  refer- 
ence to  at  least  one  of  them,  beyond  a  reasonable  doubt  in 
order  to  maintain  this  defence.'    The  question  of  prior  use  is 

§  1026.  1  Xhatif  the  defence  of  want  1  Fiaher,  882  ;  4  Blatch.  288  ;  Wayne 

of  legal  novelty  ia  satiBfactorily  proved,  o.   Holmea  (1856),   2    Fiaher,   20;    1 

it   moat   ayail,    aee    Miller  v.  Smith  Bond,  27  ;  Ransom  v.  liayor  of  New 

(1880),   5  Fed.  Bep.   859 ;  18  O.   G.  York  (1856),  1  Fiaher,  252 ;  Teeae  v. 

1047.  Phelpe  (1855),  1  McAlliater,  48  ;  Parker 

Aa  to  the  aoope  of  thia  defence,  aee  v.  Stilea  (1849),  5  McLean,  44. 

§  963,  and  notes,  ante.  That  a  patent  for  a  combination  of 

That  l^gal  novelty  cannot  exist  where  old  elementa  ia  prima  fade  eyidence 

there  waa  either  prior  use,  prior  patent,  that  it  ia  new,  aee  Shaver  v.  Skinner 

or  prior  publication,  see  SS  118>  128»  Mfg.  Co.  (1887),  80  Fed.  Bep.  68 ;  41 

222,  815,  816,  and  notea,  ante,  O.  O.  282. 

*  That  the  patent  itaelf   ia  prima  That  a  re-issned  patent  is  evidenoe 

faeie  evidence  of  the  novelty  of  the  thattheinvention  wasnew,  seeSerrell  v. 

invention,  see  Byerly  o.  Cleveland  Lin-  Collina  (1857),  1  Fisher,  289. 

seed  Oil  Works  (1887),  81  Fed.  Rep.  That  an  extension  after  a  hearing  ia 

78  ;  Shaver  9.  Skinner  Mfg.  Co.  (1887),  strong  evidence  of  novelty,  see  Black 

80  Fed.  Bep.  68  ;  41  0.  G.  282  ;  Deane  «.  Thome  (1872),  2  0.  O.  888  ;  5  Fish- 

V.  Hodge  (1886),  85  Minn.  146 ;  Lehn-  er,  550  ;  10    Bhitch.  66 ;  Whitney  v. 

beuter  v.  Holthana  (1881),  105  U.  S.  Mowry  (1867),  8  Fisher,  157  ;  2  Bond, 

94 ;  21  0.  6.  1788  ;   Corvallia  Fmit  45  ;  Swift  v.  Whisen  (1867),  2  Fisher, 

Co.  V.  Curran  (1881),  8  Fed.  Rep.  150  ;  843  ;  2  Bond,  115. 

7  Sawyer,  270 ;  Rogers  v.  Beecher  That  a  British  patent  nnder  the 
(1880),  18  0.  G.  798  ;  8  Fed.  Bep.  great  aeal  proves  itself,  bot  ia  only 
689 ;  5  Bann.  k  A.  619  ;  Thomaa  t.  prima  fade  evidence  that  the  inven- 
Shoe  Machinery  Mfg.  Co^  (1878),  16  tion  ia  new  and  useful  and  of  some 
0.  G.  541 ;  8  Bann.  ft  A.  667  ;  Miller  probable  value,  see  Catling  v.  Newdl 
ft  Peters  Mfg.  Co.  v.  Du  Brul  (1877),  (1857),  9  Ind.  572. 

12  O.  G.   851;  2  Bann.  ft  A.  618;  That  the  weight  of  a  patent  aa  priTfin 

Needham  v.  Waahbnm  (1874),  7  0.  G.  fade  evidence  of  novelty  may  be  aided 

649  ;  4  Clifford,   254  ;  1  Bann.  ft  A.  by  showing  that  the  invention  was  sub- 

537;  Smith   v.    Woodruff   (1878),    6  jected  to  rigid  scrutiny  and  comparison 

Fisher,   476 ;   4  O.   G.   685  ;   1   Mac-  with  previous  patenta  in  the    Patent 

Arthur,  459  ;  Roberts  t?.  Dickey  (1871),  Office,  see  Shaver  v.  Skinner  Mfg.  Co. 

4  Brews.    (Pa.)  260;  4  FUher,   582;  (1887),  80  Fed.  Rep.  68  ;  41  O.  G.  282. 

1  O.  G.  4 ;  Whitney  v.  Mowry  (1867),  That  the  patent  being  in  evidence 

8  Fisher,  157  ;  2  Bond,  45  ;  Blanchard  the  burden  of  proof  rests  on  the  defend- 
V.  Puttman  (1867),  8  Fisher,  186  ;  2  ant  to  ahow  want  of  novelty,  aee  Vul- 
Bond,  84  ;  Swift  v.  Whisen  (1867),  8  canite  Paving  Co.  r.  American  Artificial 
Fisher,  848  ;  2Bond,  115  ;  Poppenhusen  Stone  Pavement  Co.  (1887),  42  0.  G. 
V.  N.  y.  Gutta  PerchaComb  Co.  (1858),  828  ;  Bostock  ».  Goodrich   (1884),  21 

2  FUher,  62  ;  Potter  v.  Holland  (1858),  Fed.  Rep.  816  ;  29  O.  G.  278  ;  Double* 
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further  divisible  into  two  others:  (1)  Whether  the  art  or 

article  alleged  to  have   been  previously  used  was  identical 

with  the  patented  invention;  (2)  Whether  the  use  alleged 

was  such  as  to  have  rendered  the  invention  accessible  to  the 
public  at  the  date  of  its  conception  by  the  plaintifiPs  inventor.^ 

day  V.  Beatty  (1882),  11  Fed.  Rep.  729;  *  Tlmt  proof  of  actual  prior  use  does 

22  0.  Q.  859  ;  Green  v,  French  (1882),  overcome  the  presumption  arising  from 

11  Fed.  Rep.  691 ;    21   O.  G.  1851  ;  the    patent,    see    Judson    v.    Bradford 

Woven   Wire    Mattress  Co.    v.  Wire-  (1878),  16  O.  G.  171 ;  3  Bann.  4  A. 

Web  Bed  Ck>.  (1881),  8  Fed.  Rep.  87  ;  589. 

MiUer  V.  Smith  (1880),  18  0.  G.  1047  ;  That  prior  use  is  a  question  of  fact, 

5  Fed.  Rep.  859  ;    Gear  v.  Grosveuor  see  Fisk  v.  Church  (1872),  1  O.  G.  634; 

(1878),  6  Fisher,    314;  3  0.   G.  880  ;  5  Fisher,  540. 

Holmes,   215  ;  CUrk  v.  Scott  (1872),  That  where  the  prior  invention  wis 

2  O.  G.   4  ;  9  Blatch.  301  ;  5  Fisher,  identical  with  the  one  patented,  was 

245;  Baldwin  v.  Schultz  (1871),   2  O.  complete,   capable  of  producing;  some 

G.    815  ;   9   Blatch.    494  ;    5    Fisher,  result,  and  was  known  in  this  countiy, 

75 ;    Roberts     v.    Dickey    (1871),     1  the  defence  will  prevail,   see  Stitt  v. 

O.  G.    4  ;    4    Brews.   (Pa.)    260  ;    4  Fastem  R.  B.  Co.  (1884),  22  FedL  Rep. 

Fisher,  582  ;  Howes  v.  Nute  (1870),  4  649. 

Fisher,  263 ;   4  Clifford,   173  ;  Tomp-  That  the  prima  fade  evidence   of 

kins  V,  Gage  (1865),  2  Fisher,  577  ;  novelty  afforded  by  the  patent  is  not 

5  Blatch.  268  ;  Union  Sugar  Refinery  overcome  unless  true  anticipating  in- 

V.  Matthiesson  (1865),  2  Fisher,  600 ;  ventions  are  definitely  proved  to  have 

8  Clifford,  639  ;  Allen  «.  Blunt  (1846),  been  in  prior  use,  see  Butler  v.  Bain- 

2  W.  &  M.  121 ;  2  Robb,  530.  bridge  (1886),  29  Fed.  Rep.   142  ;  37 

That  the  defendant  must  prove  want  O.  G.  1124. 

of  novelty  beyond  reasonable  doubt,  see  That  evidence  showing  the  existence 

American  Bell  Telephone  Co.  v.  Globe  of  practical  operative   devices,   before 

Telephone  Co.    (1887),   31   Fed.  Rep.  their  conception  by  the  patentee,  inval- 

729  ;  Gary  v.  Lovell  Mfg.   Co.  (1887),  idates  the  patent,  see  American  Bell 

81   Fed.  Rep.  344  ;   40  O.  G.    1239  ;  Telephone  Co.   v.   People's   Telephone 

Cohansey  Glass  Mfg.  Co.  v.  Wharton  Co.  (1384),  29  0.  G.  1029  ;  22  Blatch. 

(1886),  28  Fed.  Rep.  189  ;  36  0.  G.  531  ;  22  Fed.  Rep.  309. 

843  ;  Doubleday  v.  Beatty  (1882),  11  That  what  would  infringe,  if  later. 

Fed.  Rep.  729  ;  22  O.  G.  859 ;  Crouch  anticipates,   if   earlier,    see    Peters   v. 

V.  Speer  (1874),  6  O.  G.  187  ;  1  Bann.  Active  Mfg.  Co.  (1884),  28  O.  G.  1102 ; 

k  A.  145  ;  Wood  v.  Cleveland  Rolling  21  Fed.  Rep.  819. 

MiU  Co.  (1871),  4  Fisher,  550  ;  Tomp-  That  prior  use  of  articles,  less  perfect 

kins   V.    Gage  (1865),  2  Fisher,  577  ;  but  identical  in  principle,  invalidates 

5  Blatch.  268.  the  patent,  see  Magin  v.  McKay  (1885), 

That  although  the  defendant  has  re-  82  0.  G.  1237  ;  24  Fed.  Rep.  743. 
ceived  a  patent  and  introduces  it,  the  That  a  prior  use  of  similar  but  not 
burden  of  proof  on  the  question  of  identical  devices  cannot  defeat  the  pat- 
novelty  still  rests  on  him,  see  Goodyear  ent,  though  they  may  show  the  state  of 
Dental  Vulcanite  Co.  v,  Gardner  (1870),  the  art  and  thus  limit  the  patent,  see 
4  Fisher,  224  ;  3  Clifford,  408.  McFarland  v.  Spenoer  (1885),  32  O.  G. 
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Upon  both  of  these  points  the  defendant's  evidence  must  be 
conclusive.*  The  identity  of  the  prior  art  or  article  with  the 
patented  invention  may  be  established  by  any  kind  of  relevant 
testimony.^    If  the  invention  is  an  article,  specimens  in  exist- 

898 ;   23  Fed.  Bep.   150 ;   23  BUtch.  Bep.  402 ;  Cluett  v.  Glaflin  (1887),  80 

155.  Fed.  Rep.  921  ;  il  O.  G.  1042  ;  Weth- 

That  a  small  device  may  show  prior  erill  v.  Keith  (1886),  27  Fed.  Rep.  364  ; 

use,    see   Peters  v.    Active   Mfg.   Co.  87  O.   G.    887;    Cantrell   v.    Wallick 

(1889),  129  U.  S.  580.  (1886),  117  U.  S.  689  ;  85  O.  G.  871  ; 

That  courts  cannot  pronounce  a  pat-  ThAyer  v.  Spaulding  (1886),   27  Fed. 

ent  void  for  prior  use  unless  the  evi-  Rep.  66  ;  86  O.  G.  1044  ;  Dreyfus  v. 

dence  shows  that  the  same  principles  Schneider  (1885),   25  Fed.  Rep.  481 ; 

were    before    employed,    see    CSase   v.  Everest  v.  Buffalo  Lubricating  Oil  Co. 

Morey  (1818),  1  N.  H.  847.  (1884),   20  Fed.   Rep.  848 ;  28  O.  G. 

That  a  defence  to  a  patent  for  a  com-  1101 ;  American  Bell  Telephone  Co.  v, 

bination  as  a  whole  must  apply  to  the  People's  Telephone  Co.  (1884),  22  Fed. 

entire  combination  and  not  to  separate  Rep.  809  ;  29  O.  G.  1029  ;  22  Blatch. 

parts,  see  Bates  v.  Coe  (1878),  98  U.  S.  581  ;  Thayer  v.  Hart  (1884),  20  Fed. 

81 ;  15  O.  G.  887.  Bep.  693  ;  22  Blatch.   229  ;  28  0.  G. 

*  That  the  burden  of  proof  resto  upon  542;  Campbell  v.  James  (1879),  18  0. 

the  defendant  to  show  the  existence  of  G.  979  ;  4  Bann.  &  A.  456  ;  17  Blatch. 

the  identical  invention  before  the  grant  42  ;  Hawes  v.  Antisdel  (1875),  8  0.  G. 

of  the  plaintiff's  patent,  see  Hayden  v.  685 ;  2  Bann.  &  A.  10  ;  Coffin  v.  Og- 

Suffolk  Mfg.  Co.  (1862),  4  Fisher,  86.  den  (1878),  18   WaU.   120 ;   5  O.  G. 

That  a  defendant  has  the  burden  of  270  ;   Magic    Buffle    Co.  v.   Douglass 

proof  on  the  question  of  prior  use,  see  (1863),  2  Fisher,   380 ;  Washburn  v. 

Thayer  v,  Spaulding  (1886),  27  Fed.  Gould  (1844),  8  Story,  122 ;  2  Bobb. 

Bepi  66 ;  36  O.  G.  1044  ;  Cantrell  v.  206. 

Wallick  (1886),  117  U.  S.  689 ;  35  O.  That  every  reasonable  doubt  in  re- 

G.  871  ;  Dreyfus  v.  Schneider  (1885),  gard  to  prior  use  must  be  resolved  in 

85  Fed.  Rep.  481 ;  WorswickMfg.  Co.  v.  favor  of  the  plaintiff,  see  Washburn  & 

City  of  Buffalo  (1884),  27  O.  G.  1239  ;  Moen  Mfg.  Co.  v.  Uaish  (1880),  4  Fed. 

20   Fed.  Rep.  126 ;  22  Blatch.    157 ;  Rep.  900 ;  19  O.  G.  178  ;   10  Bissell, 

Parker  v.  Remhoff  (1879),   17  Blatch.  65  ;  Hawes  v.  Antisdel  (1875),  8  O.  G. 

206  ;  14  0.  G.  601 ;  8  Bann.  &  A.  550  ;  685  ;  2  Bann.  4  A.  10 ;  Coffin  v.  Ogden 

Webster  Loom  Co.  v.  Higgins  (1879),  (1878),  18  Wall.  120 ;   5  O.  G.  270 ; 

16  0.  G.  675  ;  15  Blatch.  446 ;  4  Bann.  Parham  v.  American  Buttonhole  Over- 

ft  A.  88;  Fisk  v.  Church  (1872),  1  O.  seaming  &  Sewing  Mach.  Co.  (1871), 

G.   634 ;    5  Fisher,  540 ;    Baldwin  v.  4  Fisher,    468 ;    Washburn    v.    Gould 

Schultz  (1871),  5  Fisher,  75;  2  0.  G.  (1844),  8  Story,  122 ;  2  Bobb.  206. 

315  ;  9  Blatch.  494  ;  Magic  Ruffle  Co.  v.  That  mere  preponderance  of  evidence 

Douglass  (1863),  2  Fisher,  830  ;  Wayne  cannot  establiflh   anticipations  twenty 

V,  Holmes    (1856),   2  Fisher,   20  ;    1  years  before,  see  Smith  v.  Fay  (1873), 

Bond,  27.  6  Fisher,  446. 

That  prior  use  must  be  proved  be-  *  InStittv.  Eastern  R.  R.  Co.  (1884), 

yond  reasonable  doubt,  see  Osborne  v,  22  Fed.  Rep.  649,  Colt,  J.:  (651)  *'The 

Glazier  (1887),  40  O.  G.  1187  ;  31  Fed.  primary  inquiry  is  one  of  identity  between 
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ence  before  the  date  of  the  plaintiff's  patent  may  be  produced 
and  compared  with  the  patented  invention,  with  or  without  the 
aid  of  expert  evidence,*  Descriptions  of  the  invention,  writ- 
ten or  printed,  whether  in  private  papers  or  in  prior  patents, 
applications,  or  other  documents  in  the  Patent  Office,  may  be 
introduced  to  show  its  essential  characteristics  and  its  corre- 
spondence with  the  patented  invention.^    The  testimony  of 

two  thinga.    If  the  identity  can  only  be  mibstantially  the  same  and  known  be- 

known  by  actual  use,  such  use  should  fore,  then  it  is  their  duty  so  to  say  whea 

be  proved.     If  the  identity  is  apparent  considering  the  patent." 

on  inspection,  it  is  not  necessary  to  ^  That  whether  one  thing  is  identical 

prove  actual  use.     If  there  is  a  reaaona-  with  or  the  "  equivalent"  of  another  ia 

ble  doubt  as  to  identity,  want  of  nov-  a  question  of  fact  on  the  evidence  of  ex* 

elty  is  not  made  out.    Walk.  Pat.  §  72.  perts  on  an  inspection  of  the  inventionsy 

By  the  weight  of  authority  and  of  rea-  see  Foss  v,  He^rbert  (1856),  2  Fisher^ 

son,  it  would  seem  that  if  the  prior  in*  81  ;  1  BisseU,  121. 

vention  Was  the  same  as  that  described  That  prior  machines  are  admissible 

in  the  patent ;  if  it  was  complete,  and  to  show  that  if  defendant  copies  thei^ 

capable  of  producing  the  same  result,  he  does  not  infringe,  or  if  he  does  in* 

and  was  known  in  this  country,  it  is  fringe,  then  the  patent  is  void  for  prior 

sufficient  to  sustain  the  defence  of  want  use,  see  Whipple  v.  Baldwin  Mfg.  Co. 

of  novelty."  (1868),  4  Fisher,  29. 

In   Hayden    o.    Suffolk    Mfg.    Ca  That  in  attacking  novelty  specimens 

(1862),  4  Fisher,  86,  Sprague,  J.:  (102)  of    the    anticipating    invention    itself 

**  Gentlemen,  this  is,  as  I  have  already  should  be  offered,  not  specimens  ainoe 

mentioned  to  you,  a  question  of  what  made  from  the  descriptions  given  by 

existed  some  seventeen  years  ago.  Now,  those  who  saw  the  old,  see  Theberath  «. 

I  think  it  proper  to  say  to  you,  that  Rubber  &  Celluloid  Harness  Trimming 

where  an  invention  ofany  useful  machine  Co.  (1888)^  15  Fed.  Rep.  246  ;  28  O.  O. 

or  structure,   or  improvement  in  any  1121. 

machine,  is  shown  to  have  been  made.  That  prior  use  is  proved  if  a  sample 

and  it  is  sought  to  be  invalidated  by  an  of  the  article  used  is  produced  and  veri- 

old  machine  made  years  ago,  the  jury  fied  by  sereral  witnesses  whose  character 

should  examine  the  testimony  and  the  for  truth  is  not  impeached,  see  Miller  v, 

evidence  with  care  and  caution,  so  as  to  Force  (1885),  116  U.  S.  22 ;  88  0.  O. 

be  satisfied  that  that  which  ia  said  to  1496. 

have  existed  was  actually  and  substan-  ^  That  an  application  which  fhlly 

tially  the  same.    The  rule  of  law  lb  a  describes   an   invention   is  conclusive 

reasonable  one,  at  all  events  it  is  a  rule  evidence  that  the  invention  was  made 

of  law,  that  a  ixurty  who  sets  up  such  an  before  the   application   was  filed,  see 

old  instrument,  that  has  passed  away,  Kearney  v.   Lehigh  Valley  K   R.  Co. 

has  upon  him  the  burden  of  satisfying  (1887),  82  Fed.  Rep.  820. 

the  jury  upon  a  preponderance  of  evi-  That  the  record  of  a  rejected  appUca- 

dence  that  it  is  substantially  the  same  tion  to  the  Patent  Office  with  its  spect- 

as  what  has  taken  place,  before  they  fication,  models,  etc.,  is  admissible  to 

will  set  aside  the  patent.     If  they  are  establish  prior  invention,  in  connection 

so  satisfied  by  the  evidence,  that  it  was  with  other  proof  that  a  working  machine 
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persons  who  saw  the  article,  or  observed  the  practice  of  the 
art,  may  also  be  received  for  the  same  purpose.  Of  these 
three  forms  of  evidence,  that  of  existing  specimens  is,  of 
course,  the  most  reliable ;  and  when  they  do  exist,  and  -  are 
under  the  control  of  the  defendant,  his  failure  to  present 
them  raises  a  strong  presumption  against  their  identity  with 
the  article  protected  by  the  plaintiffs  patent.^  The  evidence 
of  witnesses  who  speak  from  personal  recollection  only  is  of 
comparatively  little  value,  its  weight  being  diminished  in  pro* 
portion  to  the  remoteness  of  their  observation,  and  the  intri* 
cacy  of  the  invention  which  they  endeavor  to  recall.^  To 
merit  any  consideration  it  must  be  positive  and  specific,  not 
conjectural  and  indefinite.^^    Identity  cannot  be  inferred  from 

embodying  the  invention  was  made,  and  That  recollections,  after  many  years, 
that  successful  experiments  with  it  were  of  devices,  none  of  which  are  produced 
performed  in  public,  see  Northwestern  in  court,  are  not  reliable  testimony,  see 
Fire  Extinguisher  Co.  v,  Philadelphia  Adams  &  Westlake  Mfg.  Co.  v,  Rath- 
Fire  ExtinguUher  Co.  (1874),  6  O.  G.  bone  (1886),  26  Fed.  Rep.  262. 
31 ;  10  Phila.  227  ;  1  Bann.  &  A.  177.  That  the  memory  of  a  witness  as  to 

That  a  prior  application  without  evi-  an  article  he  saw  twenty-one  years  be- 

dence  of  reduction  to  practice  cannot  fore  is  not  very  reliable,  see  Ely  v.  Mon- 

show  prior  use,  see  Adams  v,  Howard  son  4  Brimfield  Mfg.   Co.   (1860),   4 

,  (1884),  26  O.  G.  825 ;  19  Fed.  Rep.  Fisher,  64. 

317.  That  the  patent  will  not  be  set  aside 

>  That  machines  as  shown  by  their  on  the  testimony  of  a  single  witness 

models  are  evidence  of  the  highest  class,  that  many  years  ago  he  saw  an  article 

see  Morris  o.  Barrett  (1859),  1  Fisher,  like  the  one  claimed,  see  La  Baw  «. 

461 ;  1  Bond,  254.  Hawkins  (1874),  6  O.  G.  724  ;  1  Bann. 

That  doubtful  evidence  as  to  prior  &  A.  428. 
use  becomes  still  more  doubtful  if  the         That  the  unreliability  of  the  memory 

defendant  fails  to  produce  specimens  of  as  to  dates,  the  delay  of  an  alleged  prior 

the  devices  used,  see  Chase  v.  Wesson  inventor  in    utilizing  or  patenting  the 

(1873),  6  Fisher,  517  ;  4  O.  G.  476  ;  invention,   Ac.,   tend   to   prevent   the 

Holmes,  274.  evidence    from     removing    reasonable 

That  if  the  defendant  has  possession  doubt,  see  Osborne  v.  Glazier  (1887), 

of  an  alleged  pnor  article  and  does  not  81  Fed.  Rep.  402  ;  40  O.  G.  1137. 
produce  it,   tiie    presumption  will  be        ^  That  indefinite  recollections  of  a 

strong  against  him,  see  Bailey  Washing  use  twenty  years  past,  no  models  being 

ft   Wringing   Mach.    Co.    v.    Lincoln  produced,  is  not  sufficient  proof  of  prior 

(1871),  4  Fisher,  879.  use,  see  Wetherell  v.  Keith  (1886),  27 

*  That  evidence  concerning  antieipa-  Fed.  Rep.  864  ;  87  O.  G.  387. 
tion  roust  be  weighed  in  view  of  the         That  testimony  of  witnesses  who  say 

lapse  of  time  since  the  alleged  prior  use,  they  saw  the  device  in  use  many  years 

see  Yale  Lock   Mfg.  Co.  v.   Berkshire  before,   but   who  are  contradicted   by 

Nat.  Bank  (1885),  26  Fed.  Bep.  104.  others,  is  not  sufficient  when  the  de- 
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the  opinion  of  a  witness  that  the  alleged  anticipating  device 
miglit  have  been  altered  to  become  the  patented  invention,  or 
might  have  been  employed  to  perform  its  functions,  or  that  a 
product  then  existing  might  have  resulted  from  a  process  sim- 
ilar to  that  claimed  by  the  plaintiff  in  his  patent.^^  E^en 
when  positive  and  specific,  such  evidence  is  easily  overcome  by 
acts  or  testimony  inconsistent  with  its  truth.  The  silence  of 
the  maker  of  the  prior  article,  if  present  in  court  in  the  interest 
of  the  defendant  but  not  examined  on  this  subject,  outweighs 
the  declarations  of  numerous  observers.^^  The  oral  statement 
of  a  patentee  that  his  invention,  as  originally  produced,  pos- 
sessed the  characteristic  features  of  the  plaintiff's,  is  negatived 
by  their  absence  from  the  description  in  his  patent^'  The 
asseveration  of  a  workman  that  he  used  the  same  invention 
in  his  employers'  business,  is  contradicted  by  the  fact  that  at 
a  later  period  they  sought  the  invention  elsewhere.^^    Still, 

vices  are  not  produced,  see  Wetherell  machine  is  present  but  is  not  examined 

V.  Keith  (1886),  27  Fed.  Rep.  364;    87  is  to  be  considered  in  estimating  the 

0.  G.  837  ;  Washbani  &  Moen  Mfg.  Co.  value  of  other  evidence,   see  Wood  fi 

V.  Uaish  (1880),  19  0.  G.  173 ;  4  Fed.  Cleveland  Rolling  Mill  Co.  (1871),    4 

Rep.    900 ;   10  Bissell,  65 ;    Smith  v.  Fisher,  650. 

Fay  (1873),  6  Fisher,  446.  u  That  the  oral  testimony  of  a  pat- 

u  That  on  the  issue  of  novelty  evidence  entee  that  he  made  the  device,  when 

as  to  what  might  have  been  done  with  his  own  patent  does  not  show  it,  and 

prior  machines,  or  that  these,  could  have  the  device  is  not  produced,  is  not  suffi* 

been  altered  into  the  one  jiatented,  is  cient,  see  Woven  Wire  Mattress  Co.  «• 

not    admissible,   see    Cook    v.    £mest  Wire-WebBed  Co.  (1881),  8  Fed.  Rep. 

(1872),  2  O.  G,   89  ;    5  Fisher,    396 ;  87. 

Livingston  v.  Jones  (1859),  1  Fisher        ^^  That  a  witness  swearing  to  prior 

521.  use  is  rendered  unreliable  by  evidence 

That  evidence  as  to  what  might  have  that  his  employers,  after    having  the 

been  done  with  prior  machines  is  mere  benefit  of  his  skiU,  sought  the  right 

speculation  and    avails    nothing,    see  elsewhere,  see  St.  Louis  Stamping  Co. 

Judson  17.  Cope  (1860),  1  Fisher,  615;  v,   Quinby   (1879),  16  0.  G.   135;   4 

1  Bond,  327.  Bann.  &  A.  192. 

That  evidence  that  a  witness  had  seen         That  testimony  of  prior  use  is  over- 

an  article  wliich  might  have  been  made  thrown  by  evidence  that  the  witnesses 

by  a  device  like  the  plaintiffs  before  his  accepted  and  operated  under  a  license 

invention,  cannot  outweigh  the  patent  from  the  patentee,    see    Lockwood    «• 

unless  the  jui*y  are  satisfied  that  it  was  Hooper  (1885),  25  Fed.  Rep.  910. 
made  by  this  device,  see  Treadwell  v.         That  the  plaintiff  may  show  that  the 

Bladen  (1827),  4  Wash.  703  ;  1  Robb»  defendant  offered  a  large  sum  for  the 

531.  patent,  and  then  took  out  patents  for 

1^  That  the  maker  of  an  alleged  prior  similar  devices,  this  being  inconsistent 
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with  all  its  necessary  infirmities,  this  species  of  evidence  is 
admissible  and  may  be  sufficient  to  convince  a  jury,  even 
without  specimens  or  contemporaneous  descriptions,  that  the 
prior  art  or  article  was  identical  with  the  patented  invention. 
Identity  being  thus  established,  the  defendant  must  further 
prove  that  the  art  or  article  in  question  was  used  in  such  a 
manner  as  to  render  the  invention  accessible  to  the  public  at 
the  date  of  its  conception  by  the  plaintiff's  inventor.  Here, 
as  elsewhere,  the  date  of  the  inventive  act  of  the  plaintiff's 
inventor  is  assumed  to  be  that  of  his  patent  or  his  application ; 
and  it  is  sufficient  for  the  defendant  to  show  that  the  use  of 
the  invention  was  prior  to  that  date,  in  order  to  throw  upon 
the  plaintiff  the  burden  of  proving  that  his  conception  of  the 
invention  preceded  not  merely  the  date  of  his  own  application 
but  also  that  of  the  use  shown  by  the  defendant.^    However, 

with  his  claim  of  want  of  novelty,  see  patent  relates  back  to  the  date  of  the 

Bostock  V.  Goodrich  (1884),   21    Fed.  original    discovery,    see    Consolidated 

Bep.  316  ;  29  O.  G.  278.  Bunging    Apparatus    Co.     v.    Woerlo 

That  a  circular  published  by  a  per-  (1887),   29  Fed.  Rep.  449 ;  38  O.  G. 

son  claiming    that  the  invention  was  1015. 

then  new  outweighs  his  parol  evidence         That  the  date  of  filing  the  applica- 

that    it   had   previously    existed,    see  tion  cannot  be  shown  by  parol  but  by 

Masuiy  v.  Tiemann  (1871),  4  Fisher,  the   records  of  the  Patent  OfSce,  see 

.524;  8Bktch.  426.  Wayne  v.  Winter  (1855),  6  McLean, 

I'That  the  date  of   the    plaintiTs  344. 
patent  is  prima  faeU  the  date  of  his  in-         That  if  the  defendant  shows  knowl- 

ventive  act,  see  Eagleton  Mfg.  Co.  v.  edge  or  use  prior  to  the  application,  or 

West,  Bradley,  ft  Cary  Mfg.  Co.  (1880),  patent  if  the  application  be  not  in  evi- 

2  Fed.  Rep.  774  ;  17  0.  G.  1504  ;  18  dence,  the  burden  shifts  to  the  plaintiff 

Blatch.  218;  5  Bann.  &  A.  475.  to  prove  that  his  inventive  act  precedeil 

That  the  invention  claimed  in  a  re-  such  knowledge  or  use,  see  Eagleton 

iraue  is  presumed  to  have  been  made  at  Mfg.   Ca   v.    We8t»    Bradley,   k   Cary 

the  date  of  the  original,  see  House  v.  Mfg.   Co.   (1880),  17  O.  G.  1504  ;    18 

Toung  (1867),  3  Fisher,  335.  Blatch.  218  ;  2  Fed.  Rep.  774  ;  5  Bann. 

That  if  the  appUcation  accompanies  &  A.  475;  Webster  Loom  Co.  v.  Higgins 

the  patent,  the  date  of  the  application  (1879),  16  0«G.  675  ;  4  Bann.  &  A.  88  ; 

IB  f»rima  facie  the  date  of  the  inventive  15  Blatch.  446  ;  Hazelip  v.  Richardson 

'act,  see  Eagleton   Mfg.   Co.  v.  West,  (1876),  10  O.  G.  747  ;   Jones  v.  Sewall 

Bradley,  k  Cary  Mfg.  Co.  (1880),  17  0.  (1873),  6  Fisher,   843  ;  8  0.  G.   630  ; 

O.  1504  ;  2  Fed.  Rep.  774 ;  18  Blatch.  8  Clifford,    563 ;  Wing  v.   Richardson 

218  ;  5  Bann.  4  A.  475  ;  Wing  v.  Rich-  (1865),  2  Fisher,  685  ;  2  Clifford,  449  ; 

ardson  (1865),  2  Fisher,  535  ;  2  Clif-  Union  Sugar   Refinery   v.  MatthieHSon 

ford,  449.  (1865),  2  Fisher,  600  ;  8  Clifford,  689. 

That  on  a  question  of  prior  use  the         That  the  burden  of  proof  is  on  the 
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as  the  defendant  is  not  allowed  to  reproduce  his  evidence  of 
prior  use  after  the  rebuttal  of  the  plaintiff,  it  is  incumbent  on 
him,  when  making  his  defence,  to  exhaust  his  testimony  as 
to  the  remoteness  of  such  use,  and  fix  its  date  as  early  as  his 
evidence  permits.^^  The  use  of  an  invention  renders  it  acces- 
sible to  the  public  only  when  tlie  invention  is  complete  and 
operative,  aud  when  it  is  practically  used  in  such  a  manner  as 
to  disclose  its  character,  construction,  and  mode  of  operation 
to  the  public.^7  That  an  invention  was  complete  and  operative 
may  be  shown  by  specimens,  if  any  still  exist,  or  by  the  testi- 
mony of  witnesses  having  personal  knowledge  of  its  condi- 
tion. Descriptions,  printed  or  written,  sketehes  and  drawings, 
are  not  sufficient  of  themselves  to  prove  that  the  invention 
was  operative,  or  was  practically  used.^®  The  evidence  of 
practical  use  must  be  derived  from  witnesses  who  actually 
used  the  invention  or  had  knowledge  of  its  use  by  others. 
Such  use  must  have  been  in  public,  not  in  secret,  and  in  the 
practical  application  of  the  invention  to  industrial  purposes.^ 

patentee  to  show  that  he  made  the  in-  Co.  v.  Metropoh'tan  R.  R.  Co.  (1878), 

Tention  before  the  date  of  filing  his  18  0.  G.  549  ;  8  Bann.  &  A.  252. 

application,  and  he  must  show  that  it  That  file- wrappers,  iec.,  are  not  evi- 

was  before  that  time  reduced  to  practice,  dence  to  show  the  reduction  to  practice 

see  Johnson  v.  Root  (1862),  2  Fisher,  of  inventions  claimed  to  be  prior  to  the 

291 ;  2  Clifford,  108.  one  patented,  being  only  hearsay  eri- 

u  That  new  evidence  for  the  defend-  dence  and  declarations  of  third  parties, 

ant  is  not  allowed  after  the  plaintiff's  see  Howes  v.  McNeal  (1880),  4  Fed. 

rebutter,  see  Ames  v.  Howard  (1833),  Rep.  151 ;  17  0.  G.  799 ;  17  Blatch. 

1  Sumner,  482  ;  1  Robb,  689.  896  ;  5  Bann.  k  A.  77. 

^7  That  prior  nse  is  not  proved  by  the  That  a  prior  patent  does  not  show  a 

existence  of  a  device  capable  of  such  nse  earlier  than  the  date  of  the  patent^ 

use,  It  must  have  been  practically  used,  see  Howes  v.  McNeal  (1880),   17  0.  Gw 

see  Piper   v.  Brown  (1870),    Holmes,  799 ;    17  Blatch.    396 ;  4   Fed.    Rep. 

20  ;  4  Fisher,  176  ;  Pennock  v.  Dialogue  161 ;   5  Bann.  &  A.  77  ;  Kelleher  v, 

(1825),  4  Wash.  588  ;  1  Robb,  466.  Darling  (1878),    4    Clifford,    424;    14 

That  sufScient  prior  use  must    be  0.  G.  678  ;  3  Bann.  &  A.  438. 

shown  to  prove  that  the  device  will  ac-  That  a  caveat  is  not  conclusive  evi- 

compllsh  what  Is  claimed,  see  Sayles  v.  dence  that  an  invention  is  not  perfected, 

Chicago  &  Northwestern  Railway  Co.  see  Johnson  v.  Boot  (1858),  1  Fisher, 

(1871),  4  Fisher,  584  ;  8  Bissell,  52.  351. 

^^  That  a  rejected  application  is  not  That  catalogues,  etc.,  may  be  offered 

evidence  that  the  invention  waa  com-  to  show  prior  use,  see    Forschner  v. 

pleted  or  in  use,  see  Howes  v.   McNeal  Baurogarten  (1886),  26  Fed.  Rep.  858  ; 

(1878),  15  O.  G.  608  ;  15  Blatch.  103  ;  85  O.  G.  187. 

8  Bann.  &  A.  376  ;  Rubber  Step  Mfg.  ^^  That  to  overcome  the  presumption 
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A  single  instance  of  such  use  being  established  the  defence  is 
complete  without  proof  of  continued  user,  except  in  cases 
where  the  use  was  so  remote  that  the  knowledge  thus  com- 
municated to  the  public  was  extinguished,  and  the  invention 
had  become  a  lost  art,  at  the  date  of  its  conception  by  the 
plaintiff's  inventor.^  It  has  been  held  that  proof  of  actual 
use  is  not  essential  when  the  invention  in  its  complete  and 
operative  state  fully  disclosed  its  character  and  mode  of  oper- 
ation without  practical  employment,  and  was  known  in  that 
condition  to  the  public.^  This  cannot  be  true  of  an  art,  since 
an  art  can  be  perceived  only  while  in  process  of  employment, 
nor  of  articles  whose  qualities  are  manifested  only  during 
their  practical  application.  Other  articles,  disclosing  their 
essential  attributes  to  mere  inspection,  if  shown  to  have  been 
subject  to  public  observation,  may,  however,  become  known 
by  the  public  without  actual  use,  and  in  such  cases  evidence 
of  knowledge  without  use  may  be  sufficient  Under  all  other 
circumstances  actual  use  must  be  established.  Such  use  must 
have  occurred  in  the  United  States,  —  a  use  abroad,  though 
known  to  persons  in  this  country,  not  impairing  the  validity 
of  a  domestic  patent.^    Even  a  foreign  use  of  the  invention, 

■rising  from  the  grant  of  the  patent  the  complete  and  capable  of  working  and 

evidence  must  show  such  prior  knowl-  was  known  to  a  number  of  persons  and 

edge  as  gave  the  public  a  right  to  use  had  been  in  use,  see  Judson  v.  Bradford 

the   invention,    see    Crouch  v.   Speer  (1878),  16  0.  O.  171 ;  8  Bann.  &  A. 

(1874),  6  0.  O.  187  ;  1  Bann.  k  A.  589  ;  Coffin  v.  Ogden  (1873),  18  WaU. 

145.  120  ;  5  O.  O.  270. 

^  That  prior  use  may   be  proved       ^  That  evidence  of  reduction  to  prac* 

though  the  ose  has  been  abandoned,  see  tice  abroad  prior  to  invention  in  the 

Shoup  9.  Henrici  (1872),  9  0.  G.  1162  ;  United  States  is  inadmissible,  see  BeU 

2  Bann.  &  A.  249  ;  Evans  v.  Hettick  v.  Brooks  (1881),  19  0.  G.  290. 
(1818),  8  Wash.  408  ;  1  Robb,  166.  That  evidence  of  use  abroad  is  not 

That  a  device  was  in  use  twenty-five  admissible,    see    Doyle    v,    Spaulding 

years  ago  does  not  warrant  a  finding  that  (1884),  27  O.  G.  SOO  ;  Schillinger  v, 

it  is  stiU  in  operation,  see  Seymour  v.  Greenway  Brewing  Co.  (1883),  24  O.  G. 

McCormick  (1856),  19  How.  96.  495  ;  21   Bbitch.  883  ;   17  Fed.   Rep. 

^  That  both  prior  knowledge  and  use  244  ;  Judson  v.  C'Ope  (1860),  1  Fisher, 

need  not  be  proved,  for  the  use  may  or  615  ;  1  Bond,  827. 
may  not  be  the  sole  evidence  of  identity         That  a  prior  foreign  patent  is  not 

and  knowledge,  see  Stitt  v.  Eastern  R.  admissible  to  prove  prior  use,  see  Cor- 

B.  Co.  (1884),  22  Fed.  Rep.  649.  nely  v.  Marckwald  (1888),  17  Fed.  Rep. 

That  evidence  of  prior  ufle  is  suffi-  83 ;  24  0.  G.  498  ;  21  Blatch.  867. 
eient  if  it  shows  that  the  invention  was        That  foreign  machines  not  arriving  in 
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of  which  the  plaintiff's  inventor  was  cognizant  when  he  made 
oath  to  his  application^  does  not  disprove  the  legal  novelty  of 
the  invention,  although  the  fraud  and  falsehood  of  the  appli- 
cant would  invalidate  the  patent.^  The  testimony  of  wit- 
nesses as  to  the  fact  of  use  and  the  completeness  and 
availability  of  the  invention  is  not  open  to  the  same  suspi** 
cion  as  their  evidence  concerning  its  identity  with  the  pat- 
ent'Cd  invention.  The  recollection  of  an  honest  witness  as  to 
the  operativeness  and  actual  employment  of  an  art  or  article, 
whose  existence  is  conceded  or  established,  may  in  all  ordi* 
nary  cases  be  regarded  as  reliable.  But  where  his  statements 
are  inconsistent  with  the  general  current  of  events,  or  where 
the  use  to  which  he  testifies  must  have  been  observed,  if  it 
occurred,  by  others  who  deny  all  knowledge  of  such  use,  his 
evidence  is  wanting  in  the  conclusiveness  and  credibility 
which  it  must  possess  in  order  to  overcome  the  presumptions 
arising  from  the  patent,  and  satisfy  that  burden  of  proof  which 
the  law  throws  upon  the  defendant.^  The  plaintiff  in  rebut- 
ting the  defendant's  evidence  of  prior  use  may  attack  either  the 
identity  or  the  use  of  the  prior  art  or  article.  He  may  disprove 
its  identity  by  evidence  of  the  same  species  as  that  by  which  the 

this  country  until  after  the  date  of  the  not  operate,  see  American  BeU  Tele- 
plaintiff's  Inventive  act,  have  no  bearing  phone  Co.  v.  People's  Telephone  Co. 
on  the  question  of  novelty,  see  Weston  (1885),  25  Fed.  Rep.  725;  84  0.  GL 
Dynamo  Electric  Mach.  Co.  v,  Amoux  561. 

(1884),   28  O.  G.   285 ;  20  Fed.  Rep.  That  the  patent  is  not  overcome  hy 

112.  the  testimony  of  a  single  witness  that 

That  the  issue  of  an  American  patent,  the  device  was  in  use  twenty  years  be« 

in  the  case  of  a  foreign  invention,  does  fore  in  a  large  town,  where,  if  it  were 

not  prove  an  introduction  into  common  so,   many  must  have  known  it,   and 

use,  without  other  evidence,  see  Weston  when  no  model  or  machine  is  now  in 

V,  White  (1876),  9  O.  G.  1196;  18  Blatch.  existence,  and  there  is  no  evidence  of  a 

864  ;  2  Bann.  &  A.  821.  general  use  though  the   device  must 

^  That  the  oath  of  the  patentee,  that  have  been  of  great  utility,  see  Blake  v. 

he  believed  himself  to  be  the  first  in-  Eagle  Works  Mfg.  Co.  (1871),  4  Fish- 

ventor,  is  not  contradicted  by  proof  of  er,  591 ;  8  Bissell,  77. 

foreign  prior  use,  see  Bartholomew  v.  That  the  evidence  must  be  very  clear 

Sawyer  (1859),  4  Blatch.  347  ;  1  Fisher,  in  order  to  show  that  an  old  patent  on 

516  ;  Furbushv.  Cook  (1857),  2  Fisher,  an  article  well  known  and  constantly 

668.  used  is  invalid  for  a  prior  use  occurring 

^  That  the  testimony  of  witnesses  twenty-three  years  before  the  prior  use 

as  to  a  reduction  to  practice  is  incred-  was  known,   see  Zane  v.  Peck  Bros, 

ible,  when  the  devices  themselves  will  (1881),  9  Fed.  Rep.  101. 
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defendant  has  attempted  to  affirm  it.  In  addition  thereto,  he 
may  show  the  superior  utility  of  either  invention  to  the  other 
as  the  basis  of  an  inference  that  differences  of  such  extent  in 
the  effect  could  only  proceed  from  a  substantial  difference  of 
means.^  This  superior  utility  may  be  established  by  compar- 
ing the  two  inventions,  or  their  practical  operation,  or  their 
acceptance  by  the  public ;  the  commercial  success  of  one  in« 
vention  and  the  failure  of  the  other  being  regarded  as  an 
indication  of  greater  usefulness,  and  consequently  of  essential 
differences,  in  the  former.^  In  attacking  the  alleged  use  of 
the  invention  the  plaintiff  may  endeavor  to  show  either  that 
the  invention  was  not  complete  and  operative,  or  that  it  was 
not  practically  used  in  public,  or  that  its  use  did  not  antici- 
pate the  inventive  act  of  his  own  inventor.  Upon  the  first 
point,  positive  evidence  of  any  kind  tending  to  show  that 
the  invention  was  inoperative  and  incomplete,  until  the  date 
of  its  conception  by  the  inventor  from  whom  he  derives  it,  is 
admissible.  Besides  this,  he  may  prove  that  the  prior  article 
or  art,  after  the  use  referred  to  by  the  defendant's  witnesses, 
was  abandoned  by  its  inventor  as  an  unsuccessful  experiment, 
and  such  abandonment  may  be  inferred  from  the  cessation  of 
its  use  where  the  invention,  if  successful,  would  have  been  of 
great  utility  and  would  have  satisfied  a  recognized  public 
want.^    Upon  the  second  point,  where  he  cannot  impeach  the 

^  That  where  novelty  or  modus  op-  it  as  a  thing  valuable,  it  has  a  weight 

erandi  are  in  question  it  is  proper  to  in  one  direction  as  showing  that  they 

show  what  the  effect  of  the  invention  had  accomplished  something.     If  they 

is,   see   Klein   v,    BusseU   (1873),    19  did  not  preserve  it  but  abandoned  it, 

Wall.  488.  the  evidence  is  to  be  weighed  whether 

^  That  snperior  utility  shows  want  it  was  abandoned  or  not ;  whether  a 

of  identity,  see  §§  116-121,  344,  and  success  has  been  obtained  in  anything 

notes,  ante,  that  was    worthy  of   preservation,  or 

^  In  Hayden  v,  Suffolk  Mfg.   Co.  could  accomplish  a  practical  and  useful 

(1862),  4  Fisher,  86,  Sprague,  J.  :  (102)  purpose  ;  and  the  weight  of  this  yon 

"  If  there  were  experiments  made,  gen-  will  probably  know  is  in  proportion  to 

tlemen,   and   they  tend  to   a   certain  the  importance  of  the  thing.     There 

point,  and  there  is  no  certainty  to  what  may  be  an  invention,  gentlemen,  of  so 

extent  they  went,  then  the  subsequent  unimportant  a  character,  that  although 

conduct  of  the  parties  who  made  ex-  it  be  really  an  invention,  something  of 

periments,  and  were  interested  in  it,  may  practical  use,  it  may  be  in  relation  to 

aid  you  in  forming  an  opinion  of  what  a  subject-matter  of  so  little  importance, 

they  accomplished.     If  they  preserved  or  of  transient  interest,  that  the  occa- 

1026 


272         TBEATISE  ON  THB  LAW  OF  PATENTS.    [BOOK  IT. 

testimony  of  the  witnesses  who  claim  to  have  used  the  inven- 
tion or  to  have  knowledge  of  its  use,  he  may  attempt  to  prove 
that  the  invention  became  a  lost  art,  and  passed  from  the 
knowledge  of  the  public,  and  that  it  was  discovered  and  again 
bestowed  upon  them  by  his  own  inventor,^  The  negative  evi- 
dence of  witnesses,  who  would  have  been  acquainted  with  the 
invention  if  it  had  been  practically  used  and  known,  is  here  of 
great  importance,  and  may  be  offered  to  contradict  the  fact  of 
use,  as  well  as  its  continuance  and  publicity,  and  the  accessi- 
bility of  the  invention  to  the  public  at  the  date  of  its  concep- 
tion by  the  inventor  named  in  the  patent.^  Upon  the  third 
point,  it  is  only  necessary  for  the  plaintiff  to  carry  back  the 
date  of  the  inventive  act  of  his  inventor  to  a  period  anterior 
to  the  earliest  practical  use  in  public  which  has  been  already 
proved  by  the  defendant.  If  such  use  did  not  precede  the 
filing  of  the  application  for  a  patent,  a  certified  copy  of  the 
application  from  the  Patent  Ofiice  with  the  date  of  its  recep- 
tion is  sufficient.  If  the  use  occurred  before  the  application, 
evidence  of  the  earlier  conception  of  the  invention  may  be 
offered,  consisting  either  of  specimens  made  or  descriptions 
framed  before  the  alleged  use,  or  of  the  testimony  of  witnesses 

tion  may  pass  by  and  it  may  be  laid  non-publication  in  books,  etc,  non-ac- 

aside  and  never  nsed  afterward,  because  qnaintanoe  of  those  skilled  in  the  art, 

there  was  no  occasion  for  it.  ...  On  etc,  see  Parker  v.  Holme  (1849),  1 

the  other  hand,  if  the  invention  be  of  Fisher,  44. 

something  which  can  be  of  great  prac-  That  the  evidence  of  a  witness  that 
tical  importance,  an  enduring  impor-  at  a  particular  time  the  plaintiff  made 
tance,  then  you  will  consider  how  much  a  device  which  the  witness  never  before 
stronger  will  be  the  incentive  to  sue-  saw  or  heard  of  is  admissible,  see  Pen- 
cess  in  perfecting  that  which  would  nock  v.  Dialogue  (1825),  4  Wash.  538 ; 
have   been    of  importance ;    and   the  1  Robb,  466. 

greater  the  importance  of  the  invention.         That  sUenoe  raises  a  stronger  pre- 

the  less  probable  that  if  achieved  it  sumption  than  the  evidence  of  witnesaes, 

would  have  been  laid  aside  and  not  see  Smith  v.  Fay  (1873),  6  Fisher,  446. 
extended  itself  to  others  interested  in         That  intangible  presumptions  must 

its  use."  yield  to  positive  proof,  see  Bliss  v.  Mer- 

«  That  the  existence  of  an  invention  rill  (1887),  42  0.  O.  97. 
which  became  a  lost  art  before  the  in-         That  positive  evidence  of  witnesses 

ventive  act  of  the  patentee  does  not  as  to  the  existence  of  prior  devices  must 

show  prior  use,  see  §§  821-824,  and  outweigh   merely   negative   proof,   see 

notes,  ante.  Sayles  v.  Chicago  &  Northwestern  Bail- 

^  That  negative  evidence  is  impor-  way  Co.  (1871)»  4  Fisher,  684 ;  8  Bla- 
tant, such  as  non-attack  upon  patent,  sell,  52. 

§1026 
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who,  prior  to  such  use,  i|aw  the  invention  which  he  had  pro- 
duced, or  in  some  other  way  derived  from  him  a  knowledge  of 
its  essential  characteristics.^  The  burden  of  proof,  on  this 
point,  shifts  to  the  plaintiff  when  the  defendant  proves  a  use 
anterior  to  the  date  of  the  application,  especially  where  the 
existence  of  the  invention  is  evidenced  by  a  patent  issued 
before  the  patent  of  the  plaintiff.  With  this  exception,  tlie 
burden  on  the  entire  issue  of  prior  use  rests  upon  the  defend- 
ant, and  though  when  proved  it  is  destructive  to  the  patent, 
yet  if  his  testimony  falls  short  of  removing  every  reasonable 
doubt,  and  leaves  a  mere  preponderance  in  his  favor,  the 
prima  facie  evidence  of  the  patent  is  not  overcome  and  the 
novelty  of  the  invention  remains  unimpeached.^^  This  issue 
of  prior  use  may  be  raised  by  the  defendant  in  reference  to 
several  distinct  inventions,  each  of  which  he  claims  as  an  an- 
ticipation of  the  one  covered  by  the  plaintiff's  patent.  In 
such  a  case  each  stands  alone  as  to  the  questions  of  identity 
and  actual  use,  and  must  not  only  be  separately  considered 
by  the  jury  but  also  distinguished  in  their  verdict,  unless  the 
issue  is  found  alike  on  all  in  favor  of  the  plaintiff.^   The  same 

»  In  Philadelphia  k  Trenton  B.  B.  (1878),  18  0.  O.  276  ;  3  Bann.  &  A. 

Co.  V,  Stimpson  (1840),  14  Peters,  448,  214  ;  Beeves  v.   Keystone  Bridge  Co. 

Story,  J.  :  (462)   *'The  conyersations  (1872),  1  0.  O.  466 ;  6  Fisher,  456; 

and  declarations  of  a  patentee,  merely  9  Phila.  368. 

afiBrming  that  at  some  former  period  he  That  the  plaintiff  may  show  that 

invented  that  particular  machine,  might  alleged  prior  usera  snhsequently  became 

well  be  objected  to.    But  his  conver-  his  licensees,  see  Evans  v.  Eaton  (1818), 

aations  and  declarations,  stating  that  3  Wheaton,  454 ;  1  Robb,  248. 

he  had  made  an  invention,  and  describ-  That  the  former  testimony  of  the 

ing  its  details  and  explaining  its  opera-  plaintiff  that  he  had  invented  does  not 

tions,  are  properly  to  be  deemed  an  constitnte  invention,  see  Pennsylvania 

assertion  of  his  right,  at  that  time,  as  Diamond  Drill  Co.  v.  Simpson  (1886), 

an  inventor  to  the  extent  of  the  facts  37  O.  G.  218 ;  29  Fed.  Bep.  288. 

and  details  which  he  then  makes  known  ;  *^  That  the  court  will  presume  against 

although  not  their  existence  at  an  ante-  prior  knowledge  or  use  in  case  of  doubt, 

cedent  time."    2  Bobb,  46  (69).  see  note  4,  arUe, 

That  the  plaintiff  in  rebutting  the  That  when  the  defendant's  evidence 

evidence  attacking  the  novelty  of  his  is  fully  up  to  the  standard,  the  novelty 

invention,  may  show  the  date  of  his  in-  is  successfully  impugned,  see  Doubleday 

▼entive  act  by  sketches  and  drawings,  v.  Beatty  (1882),  11  Fed.  Bep.  729  ;  22 

.   see  Kneeland  v.  Sheriff  (1880),  18  O.  G.  O.  G.  859. 

242  ;  2  Fed.  Bep.  901  ;  5  Bann.  &  A.  "^  That  where  several   prior  inven« 

482  ;   Draper  v,   Potomska  Mills  Co.  tions  are  offered  to  defeat  a  patent  each 

VOL.  in.  —  18  §  1026 
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rule  applies  where  several  prior  patents  or  publications  are  set 
up  by  the  defendant. 

§  1027.   Eyidenoe  under  the  Fifth  Defence :  Novelty  of  the  Pat- 
ented Invention  :  Prior  Patent. 

When  the  defendant  denies  the  novelty  of  the  invention  on 
the  ground  of  a  prior  patent,  two  questions,  similar  to  those 
involved  in  the  defence  of  prior  use,  also  arise :  (1)  Whether 
the  invention  described  and  claimed  in  the  plaintiffs  patent 
is  identical  with  or  included  in  the  invention  described  and 
claimed  by  the  alleged  prior  patent;  (2)  Whether  the  prior 
patent  was  duly  issued  before  the  conception  of  the  invention 
by  the  plaintiffs  inventor.  The  plaintiffs  patent  is  prima 
facie  evidence  that  the  invention  described  and  claimed  therein 
is  essentially  distinct  from  all  inventions  covered  by  preceding 
patents.^  The  defendant  must,  therefore,  af&rmatively  prove 
that  the  prior  patent  embraced  the  invention  of  the  plaintiff. 
His  evidence  on  this  point  is  the  prior  patent  itself,  construed 
by  the  court  in  connection  with  the  plaintiffs  patent.^  Other 
testimony  is  unnecessary  on  either  side,  unless  the  court  de- 
stands  alone  as  to  evidence  and  veTdict,  That  a  patent  for  a  later  machine  is 
and  the  jury  must  agree  on  each  sepa-  strong  prima  facie  evidence  of  its  essen- 
rately,  and  if  they  find  for  the  defend-  tial  difference  from  an  earlier  patented 
ant  on  one  of  them  they  must  agree  on  machine,  especially  if  the  later  patent 
that  one,  see  Waterman  v,  Thomson  has  been  re-issued  and  extended,  see 
(1863),  2  Fisher,  461.  La  Baw  v.  Hawkins  (1874),  6  O.  6. 

That  when  a  patent  claims  three  in-    724 ;  1  Bann.  ft  A.  428. 
ventions  the  plaintiff  must  prove  aright        ^  That  a  defendant  may  offer  in  evi- 
to  each,  see  Heinrich  v.  Luther  (1855),    dence  his  own  patent,  see  Coming  v. 
6  McLean,  345.  Burden  (1858),  16  How.  252. 

§  1027.  1  That  the  grant  of  a  patent  That  the  defendant's  patent  is  prima 
is  a  decision  by  the  Commissioner  that  fade  proof  of  the  novelty  and  utility 
the  invention  is  not  covered  by  prior  of  his  Invention,  see  Worswick  M^ 
patents,  see  Putnam  v.  Keystone  Bottle-  Co.  v.  City  of  Kansas  (1S89),  38  Fed. 
Stopper  Co.  (1889),  88  Fed.  Rep.  284  ;  Rep.  239. 
Serrell  v.  Collins  (1857),  1  Fisher,  289.  That  a  defendant  who  infHnges  both 

That  the  patent  is  prima  facie  evi-  the  patent  for  the  original  and  that  for 
dence  that  the  thing  patented  differs  the  improvement,  cannot  set  up  the 
from  every  other  patented  invention  and  former  patent  as  anticipating  the  latter, 
from  anything  described  in  any  specifi-  see  Cantrell  v,  Wallick  (1886),  117 
cation  of  any  patent,  see  Poppenhusen  U.  8.  689  ;  85  O.  O.  871. 
V,  N.  Y.  Gutta-Percha  Comb  Co. 
(1858),  2  Fisher,  62. 
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sires  the  aid  of  experts  in  explaining  and  comparing  the 
claims  and  descriptions  of  the  patents.'  Upon  the  second 
question  the  defendant  also  has  the  burden  of  proof.  To  sat* 
isfy  it  he  must  show  that  the  alleged  prior  patent  itr  a  public 
document,  that  it  was  made  accessible  to  the  public  before  the 
conception  of  the  invention  by  the  plaintiff's  inventor,  and 
that  its  description  of  the  invention  is  sufficiently  precise  and 
complete  to  enable  persons  skilled  in  the  art  to  practise  it 
without  the  exercise  of  their  own  inventive  faculties.^  Whether 
or  not  a  prior  patent  is  a  public  document  depends  upon  the 
provisions  of  the  law  under  which  it  issues.  A  patent  granted 
by  the  United  States  is  always  of  that  character,  but  in  some 
foreign  countries  patents  are  public  or  secret  as  the  govern- 
ment in  each  case  may  determine.  It  is  incumbent  on  the 
defendant  to  show  that  the  patent  which  he  offers  as  antici- 
pating that  of  the  plaintiff  is  a  public  patent  according  to  the 
law  of  the  place  in  which  it  has  been  granted.^  He  must  also 
prove  that  it  was  issued  to  the  public  before  the  date  of  the 
inventive  act  under  which  the  plaintiff  claims.  The  date  of 
the  prior  patent  is  regarded  as  the  earliest  date  at  wHich  it 
could  have  been  given  to  the  public,  and  evidence  of  its  pre- 
ceding publication  or  existence  is  inadmissible.^    The  date  of 

*  That  the  prior  patent  is  to  be  sub-  garded  as  a  public  one,  see  Schoerken  o. 
Diitted  to  the  jury  with  the  eyidence  of  Swift  &  Courtney  &  Beecher  Mfg.  Co. 
experts  as  to  identity,  see  Tucker  v.  (1881),  19  O.  O.  1498;  7  Fed.  Bep. 
Spalding  (1871),  18  WaU.  458  ;  1 0.  G.  469  ;  19  Blatch.  209. 

144 ;  5  Fisher,  297.  That   copies   of   specifications   and 

*  For  the  requisites  of  a  prior  patent,  drawings  without  the  patent  do  not 
see  §§  331-887,  and  notes,  ante,  show  that  an  invention  was  patented. 

That  the  defence  of  prior  patent  is  not  see  Brooks  v,  Norcross  (1851),  2  Fish- 
established  where  the  original  prior  pat-  er,  661. 

ent  did  not  cover  the  inventioo,  and  has         *  That  patents  cited  as  anticipating 

been  ro-issned  to  embrace  it  since  the  the  plaintiff's  invention  are   regarded 

date  of  the  patent  in  dispute,  see  Vogler  only  as  public  grants,  and  nothing  from 

9,   Semple   (1877),    11   O.  G.  923  ;   7  the  Patent  Office  is  admissible  to  show 

Bissell,  382  ;  2  Baun.  &  A.  556.  an  earlier  date  than  that  of  the  patent, 

*  That  French  patents,  being  some  see  Howes  v.  McNeal  (1880),  17  O.  G. 
private,  some  public,  the  defendant  799 ;  17  Blatch.  896 ;  4  Fed.  Bep. 
must  show  which  they  are,  see  Brooks  151  ;  5  Bann.  &  A.  77  ;  Bates  v.  Coe 
V.  Norcross  (1857),  2  Fisher,  661.  (1878),  98  U.  S.  81  ;  15  O.  G.  387. 

That  although  some  French  patents  That  a  patent  issued  upon  an  appli- 
are  secret,  yet  one  verified  after  the  cation  filed  before  the  date  of  a  conflict- 
maimer  of  public  records  is  to  be  re-    ing  patent  is  presumed  to  have  priority 
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the  patent  itself  is  not,  however,  evidence  that  it  then  became 
accessible  to  the  public.  Under  our  own  system,  the  issue  of 
the  patent  and  its  publication  are  substantially  contempora- 
neous, but  under  other  systems  the  grant  of  the  monopoly 
may  be  awarded  before  the  full  disclosure  of  the  invention  to 
the  public  is  required.  In  such  cases  the  patent  takes  effect 
as  a  prior  and  anticipating  patent  only  at  the  time  when  its 
completed  specification  is  filed  and  published,  and  the  defend- 
ant must,  therefore,  fix  by  his  evidence  the  date  of  this  dis- 
closure as  the  date  from  which  his  prior  patent  operates 
against  all  subsequent  inventors.*^  Such  proof  is  generally  fur- 
nished by  the  certified  copies  of  the  specifications  and  drawings 
of  the  patent,  which  are  by  statute  made  prima  facie  evidence 
of  the  existence  of  the  patent  and  of  its  date  and  contents.^ 
Where  these  are  unobtainable,  the  date  of  publication  may  be 
proved  by  any  other  competent  and  accessible  testimony.  If 
the  date  thus  fixed  by  the  defendant  as  that  of  the  publication 
of  tlie  alleged  prior  patent  is  anterior  to  the  date  of  the  plain- 
tiff's patent,  it  becomes  the  duty  of  the  plaintiff  to  prove  that 
the  invention  was  conceived  by  his  inventor  before  the  prior 
patent  had  been  given  to  the  public.^    His  evidence  upon  this 


unless  the  contrary  appears,  see  Kearney  art  and  thus  negative  invention, 

V.  Lehigh  Valley  R.  B.  Co.  (1887),  32>  McNab  &  Harlem  Mfg.  Co.  v.  Nathan 

Fed.  Rep.  820.  "  Mfg.  Co.  (1887),  40  O.  G.  1840 ;  82 

That    file- wrappers,    contents,    and  Fed.  Rep.  155. 
drawings  of  a  patent  set  np  in  defence         *  That  copies  of  domestic  or  foreign 

do  not  show  that  the  invention  was  patents  from  the  Patent  Office,   duly 

made  at  the  date  of  the  oath  or  was  authenticated,  are  sufficient  evidence  of 

then  reduced  to  practice,  see  Howes  v.  their  issue  and  date,  see  §§  1015,  1016, 

McNeal    (1880),    17    O.    G.   799  ;    17  and  notes,  anU. 

Blatch.  396  ;  4  Fed.  Rep.  151  ;  5  Bann.         *  That  the  defence  of  prior  patent 

&  A.  77.  is  sustained  when  the  date  of  the  patent 

^  That  under  Sec.  4920,  Rev.  Stat,  is  earlier  than  that  of  the  patent  in  suit, 

an  £nglish  patent  is  not  issued  until  a  and  the  plaintiff  must  then  carry  his 

complete  specification  is  filed,  see  Co-  date  hack  heyond  it  by  the  applicatioa 

bum  V,  Schroeder  (1882),  22  O.  G.  419  ;  or  by  some  other  evidence,  see  Kelleher 

11  Fed.  Rep.  425  ;  20  Blatch.  892.  v.   Darling  (1878),    14  O.   G.    673  ;  4 

That  an  English  patent  is  effective  as  Clifford,  424  ;  8  Bann.  &  A«  438. 
an  anticipation  only  from  the  date  of  its         That  a  prior  patent  is  held  prior  if 

sealing,  see  Bliss  v.  Merrill  (1887),  42  its  date  is  prior  to  the  one  in  suit,  nn- 

O.  O.  97.  less  the  latter  is  accompanied  by  its 

That  an  earlier  English  provisional  application,  or  the  parol  proof  eJiows 

^ecification  may  show  the  state  of  the  that  its  patentee  invented  before  tiM 
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point  is  the  same  as  that  required  whenever  the  date  of  au 
inventive  act  is  to  be  ascertained.  In  proving  that  the  prior 
patent  disclosed  the  invention  with  sufficient  completeness 
and  precision  to  enable  anj  person  skilled  in  the  art  to  prac* 
tise  it,  the  defendant  must  rely  upon  the  testimony  of  persons 
who  have  actually  constructed  and  used  it  under  the  guidance 
of  the  prior  patent,  or  on  that  of  experts  and  practical  work- 
men that  the  invention  could  be  practised,  from  the  descrip- 
tions and  directions  in  the  patent,  by  skilled  artisans  without 
the  exercise  of  their  own  inventive  powers.  To  this  evidence 
the  plaintiff  may  reply  with  testimony  of  the  same  character, 
and  the  credibility  and  weight  to  be  attached  to  the  antago- 
nistic proof  must  be  determined  by  the  jury  from  their  own 
general  acquaintance  with  the  subject  and  from  the  apparent 
ability  and  integrity  of  the  witnesses  produced.^^  In  case  of 
doubt  the  plaintiff  must  prevail. 

§  1028.    ZMdenoe  under  the  Fifth  Defenoe  :  Novelty  of  the  Pat- 
ented Invention  :  Prior  Publioation. 

A  denial  of  the  novelty  of  the  patented  invention  on  the 
ground  of  a  prior  publication  also  embraces  two  questions: 

(1)  Whether  the  invention  patented  is  identical  with  or 
included  in  the  one  described   in  the  alleged  publication ; 

(2)  Whether  the  alleged  publication  constitutes  such  a  dis- 
closure of  the  invention  to  the  public  as  is  by  law  made  fatal  to 
the  patent.  The  burden  of  proof  on  both  points  rests  on  the 
defendant  after  the  patent  of  the  plaintiff  has  been  intro- 
duced. The  identity  of  the  two  inventions  may  be  shown  by 
comparing  the.  descriptions,  with  or  without  the  aid  of  experts, 
or  by  the  examination  of  specimens  proved  to  have  been  made 

date  of  tlie  riyal  patent,  see  Bates  v.  the  date  of  a  foreign  patent  which  was 

Coe  (1878),  98  U.  S.  31  ;   15  0.  6.  granted  before  he  filed  his  application, 

887.  see  White  v.  Allen  (1863),  2  Fisher, 

That  the  defendant  may  offer  his  own  440  ;  2  Clifford,  224. 

re-issue  of  a  patent  earlier  than  the  ^^  That  if  a  foreign  patent  is  offered 

plaintiff's,  and  if   the   evidence  rests  to  anticipate  the  plaintiff's  patent  he 

there,   he   will  prevail,  see  House  v.  may  show  that  the  device  therein  de- 

Yonng  (1867),  8  Fisher,  885.  scribed  is  inoperative  and  worthless,  see 

That  the  patentee  may  prove  that  he  Harwood  v.  Mill  River  Woollen  Mfg. 

invented  and  reduced  to  practice  before  Co.  (1869),  3  Fisher,  526. 
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under  the  Bole  direction  of  the  publication  and  without  a 
knowledge  of  the  invention  of  the  plaintiff.  Counter-evi- 
dence of  the  same  class  may  be  offered  for  the  plaintiff  iu 
rebuttal.  The  legal  sufficiency  of  the  publication  to  invalidate 
the  plaintiff's  patent  depends  on  its  possession  of  the  follow- 
ing requisites :  (1)  It  must  be  in  its  nature  a  public  work  ; 
(2)  It  must  describe  the  invention  in  such  a  manner  that 
any  person  skilled  in  the  art  can  practise  it  without  further 
directions ;  (8)  It  must  have  been  made  accessible  to  the 
public  before  the  conception  of  the  invention  by  the  plaintiff's 
inventor.^  That  the  publication  is  a  public  work  may  appear 
from  its  general  contents,  from  the  source  whence  it  proceeds, 
or  from  the  persons  for  whom  it  is  evidently  intended.  The 
printing  of  a  book  or  document  for  unrestricted  circulation,  of 
for  the  use  of  all  who  may  require  it,  or  for  any  extensive  class 
of  persons,  is  sufficient  to  give  the  work  the  necessary  public 
character.^  These  facts  may  be  established  by  an  inspection 
of  the  work  itself,  or  may  be  proved  by  any  witness  acquainted 
with  its  origin  and  purpose.  That  the  description  renders  the 
invention  clear  to  competent  workmen,  and  enables  them  to 
practise  it,  is  shown  or  contradicted  by  the  testimony  of  ex- 
perts and  practical  mechanics,  and  of  those  artisans  who  have 
succeeded  or  failed  in  their  endeavors  to  construct  or  use  it  in 
obedience  to  the  directions  given.  To  prove  that  the  printed 
book  or  document  has  been  made  accessible  to  the  public,  evi- 
dence of  actual  presentation  to  the  public,  in  some  form,  must 
be  offered.  If  the  work  has  been  placed  in  a  public  library 
and  duly  catalogued,  or  otherwise  brought  within  the  reach  of 
those  who  may  be  interested  in  its  contents,  or  if  it  has  been 
publicly  exposed  for  sale,  or  gratuitously  distributed  to  the 
community,  or  lodged  in  some  governmental  office  where  it 
may  be  consulted  or  copies  of  its  statements  may  be  obtained 
on  application,  it  is  regarded  as  communicating  to  the  public 

§  1028.  ^  For  the  general  requisites  ant,  see  Pennock  v.  Dialogue  (1825),  4 

of  a  prior  publication,  see  §§  325-380  Wash.  588  ;  1  Robb,  466. 
and  notes,  arUe.  That  catalogues,  etc.,  may  be  ad- 

^  That  a  report  to  a  hose  company  mitted  as  prior  publications  if  notice  of 

describing  the  invention  is  not  a  public  them  as  such  has  been  given,  see  Forsch- 

work  and  cannot  be  read  by  the  defend-  ner  v.  Baumgarten  (1886),  26  Fed*  Rep. 

858  ;  85  0.  Q.  187. 
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whatever  information  it  contains.'    Either  or  all  of  these 
acts,  and  others  of  a  similar  character,  may  be  proved  bj  the 
defendant  by  any  testimony,  oral  or  written,  that  may  be  avail- 
able.   This  evidence  must  also  show  that  the  act  of  publica- 
tion occurred  before  the  date  of  the  conception  of  the  invention 
by  the  plaintiff's  inventor.    The  latter  date  is  prima  facie  that 
of  the  plaintiff's  patent  or  his  application,  but  inasmuch  as  in 
rebuttal  he  may  anticipate  that  date  by  the  usual  evidence  of 
an  earlier  inventive  act,  the  defendant  must  establish  for  the 
act  of  publication  a  date  anterior  to  any  which  the  plaintiff 
can  maintain,  or  the  issue  will  eventually  be  found  against 
him.*    For  the  purpose  of  fixing  the  date  of  publication,  the 
imprint  of  the  work  is  not  sufficient.'^    Extraneous  evidence 
showing  the  fact  of  presentation  to  the  public  on  or  before  a 
given  day  is  necessary,  there  being  no  presumption  that  a 
book  or  document  was  placed  in  circulation  at  or  near  the 
period  mentioned  in  its  pages.     Much  of  the  testimony  on  the 
several  points  involved  in  this  defence  of  prior  publication  is 
ordinarily  derived  from  the  printed  book  or  document  itself, 
which  is  produced  in  court  and  submitted  to  the  examination 
of  the  witnesses  and  jury.     Where  the  defendant  is  unable  to 
obtain  a  copy  for  production,  and  satisfactorily  accounts  for 
its  absence,  he  is  permitted  to  prove  by  parol  not  only  the 

*  See  as  to  the  fact  of  publication  *  In  Reeves  o.  Keystone  Bridge  Co. 
§  827  and  notes,  ante.  (1872),   1  0.  O.  466,   McKennan,  J.  : 

That  the  evidence  of  the  prior  pabli-  (471)  "  It  is  not  shown  that  the  work 

cation  is  proof  of  the  fact  of  publication  was  published  before  the  date  of  the 

only,  see  Seymour  v.  McGormick  (1856),  complainant's  patent    This  must  be  di- 

19  How.  96.  rectly  proved.     It  is  not  dedncible  from 

That  under  Sec.  61,  act  of  1870,  a  the  imprint  on  the  title-page.   That  the 

defence  of  previous  publication  by  an  work  was  then  printed  may  be  inferred 

English  provisional  specification  must  from  this  imprint ;  but  when  it  was  put 

he  clearly  proved,  see  Cohn  v.  United  in  ciroulation  or  offered  to  the  public  is 

States  CoTwt  Co.  (1874),  6  0.  6.  259  ;  a  distinct  fact,  which  must  be  proved 

12  Blatch.  225  ;  1  Bann.  &  A.  840.  independently.     The  intended  ciroula- 

*  That  if  a  complete  description  was  tion  of  a  book  of  a  public  naturo  may 
published  before  the  date  of  the  patent  be  presumed  from  its  being  put  into 
in  controversy,  the  defendant  has  sus-  print ;  but  it  does  not  follow  that  a 
tained  his  defence  until  the  plaintiff  work  such  as  the  one  in  question  was 
proves  that  his  own  inventive  act  was  made  accessible  to  the  public  as  soon  as 
earlier,  see  Kelleher  v.  Darling  (1878),  it  was  printed,  or  that  it  Was  actually 
14  O.  a.  673 ;  4  Cliffoid,  424  ;  8  Bann.  published  at  all."  9  Phik.  868  (874)  ; 
li  A.  488.  5  Fisher,  456  (467). 
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fact  and  date  of  pablication,  but  the  contents  of  the  work 
in  reference  to  the  invention.*  Such  evidence  is,  however, 
always  subject  to  serious  infirmities  arising  from  faulty  rec- 
ollection and  unintentional  misstatement,  and  is  entitled  to 
slight  consideration  when  opposed  by  other  testimony. 

§  1029.    Bvldenoe  under  the  Sizth  Defence :  Utility  of  the  Pat- 
ented Invention. 

The  sixth  defence  denies  the  utility  of  the  patented  inven- 
tion. The  patent  is  prima  facie  evidence  in  favor  of  the 
plaintiff  on  this  issue,  and  the  defendant  must  therefore 
prove  the  uselessness  of  the  invention  beyond  reasonable 
doubt.^  The  testimony  ordinarily  available  for  this  purpose 
is  that  of  experts  whose  inspection  of  the  invention  has  satis- 
fied them  of  its  inutility,  and  that  of  practical  mechanics  who 

*  That  the  date  and  contents  of  a  denoe  of  utility  although  the  inTontioii 

publication  may,  in  some  extreme  cases,  be  very  simple  and  not  the  best  mode  of 

be  shown  by  parol,  see  Allen  v.  Hunter  effecting  the  result,  see  Bell  v,  Daniels 

(18.55),  6  McLean,  803.  (1858),  1  FUher,  872 ;  1  Bond,  212. 

§  1029.  ^  That  the  patent  ispn'^Aa  That  courts  do  not  usually  reTerse 

fade  evidence  of  utility,  see  Kirk  v.  Dn  the  decision  of  the  Patent  Office  that 

Bois  (1887),  83  Fed.  Rep.  252  ;  Deane  an  inyeution  is  useful,  however  slight 

V,  Hodge  (1886),  85  Minn.  146  ;  Lehn*  the    utility,  see    Doberty    v.    Haynea 

beuter  v.  Holthaus  (1881),  105  U.  S.  94  ;  (1874),  6  O.  G.  118  ;  4  Clifford,  291 ; 

%l  0.  G.  1788 ;  Corvallis  Fruit  Co.  v.  1  Bann.  &  A.  289. 

Curran  (1881),  8  Fed.  Rep.  150  ;    7  That  a  patent,  whether  an  original 

Sawyer,  270;  Thomas  v.  Shoe  Mach.  or  a  re-issue,  is />rt/7U»/ad«  evidence  that 

Mfg.  Co.  (1878),  16  0.  G.  541 ;  8  Bann.  the  invention  is  useful,  see  Serrell  v. 

&  A.  557  ;  Miller  k  Peters  Mfg.  Co.  v.  Collins  (1857),  1  Fisher,  289. 

Du  Brul  (1877),  12  0.  G.  851 ;  2  Bann.  That  the  patent  is  only  prima  facU 

k  A.  618  ;  Smith  v.  Woodruff  (1878),  6  evidence  of  utility,  see  Green  v.  Stoait 

Fisher,  476  ;  4  0.  G.  635  ;  1  MacArthur,  (1874),  7  Baxter  (Tenn. ),  418. 

459;    Whitney   v.   Mowry    (1867),   8  That  the  patent  being  in  evidence 

Fisher,  157  ;  2  Bond,  45  ;   Blauchard  the  burden  of  proof  rests  on  the  defend- 

«.   Puttman  (1867),  8  Fisher,  186 ;  2  ant  to  show  want  of  utility,  see  Vanco 

Bond,  84;  Swift  v.  Whisen  (1867),  S  v.   Campbell   (1859),  1    Fisher,    483; 

Fisher,   348  ;    2  Bond,    115  ;    Bell  v.  Parker  v.  Stiles  (1844),  6  McLean,  44. 

Daniels  (1858),  1  Fisher,  872  ;  1  Bond,  That  the  defence  of  want  of  utiltty 

212  ;  Poppenhusen  v.  N.  T.  Gutta  Per^  can  prevail  only  when  there  is  no  rea-^ 

cha  Comb  Co.  (1858),  2  Fisher,   62;  sonable  doubt,  see  Kearney  v.  Lehigh 

Ransom  v.  Mayor  of  N.  Y.  (1866),  1  Valley  R.  B.  Co.  (1887),  82  Fed,  Rep. 

Fisher,  252 ;  Parker  v.  Stiles  (1849),  5  820;  Whitney  v.  Mowry  (1867),  2  6ond» 

McLean,  44.  45  ;  3  Fisher,  167  ;  Tilghroan  v.  Werk 

That  the  patent  is  prima  facie  evi-  (1862),  1  Bond,  611 ;  2  Fisher,  229. 
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have  attempted  to  employ  it  and  have  found  it  worthless.  If 
this  testimony  demonstrates  that  the  invention  is  either  mis- 
chievous or  frivolous,  the  defence  will  be  sustained.'  The 
plaintiff  may  rebut  the  evidence  of  the  defendant 'by  introduc- 
ing experts  who  have  formed  opposite  opinions,  and  practical 
mechanics  who  have  had  a  contrary  experience.  He  may 
prove  its  extensive  use,  its  general  effect  upon  the  state  of 
the  art,  or  its  commercial  success,  from  either  of  which  facts 
its  utility  may  be  inferred.'  The  very  contest  of  the  parties 
over  the  invention  affords  some  indication  of  its  value.^  A 
defendant  who  is  shown  to  have  actually  used  the  invention, 
whether  wrongfully  or  under  a  license  from  the  patentee,  or 
who  has  obtained  a  patent  covering  substantially  the  same  art 
or  article,  is  estopped  from  denying  its  utility.^ 

*  Aa  to  utility  hi  genenl,  see  §{838-  Kneaas  v.  Scfanylkill  Bank  (1820),  4 
844,  and  notes,  caUe.  Wash.  9  ;  1  Robb,  808. 

As  to  want  of  ntility  as  a  defence^  That  use  by  defendant  is  strong  evi- 

see  §  964,  and  notes,  ante.  dence  of  utility,  see  Kearney  v,  Lehigh 

*  That  the  effect  of  the  invention  Valley  R.  R.  Co.  (1887),  82  Fed.  Rep. 
may  indicate  its  ntility,  see  Klein  v.  820;  Adams  &  Westlake  Mfg.  Co.  o. 
RnsaeU  (1878),  19  Wall.  488.  Rathbone  (1886),  26  Fed.  Rep.  262  ; 

That  SQcoess  and  practical  results  axe  Niles  Tool  Works  r.  Belts  fiiach.  Co. 

CTidenoe  of  ntility,  see  Judson  v.  Moore  (1886),  27  Fed.  Rep.  801  ;  Phillips  v. 

(1860),  1  Fisher,  644 ;  1  Bond,  285.  Carroll  (1885),  28  Fed.  Rep.  249  ;  81 

That  ntility  is  shown  by  eztensiva  O.  6.  265  ;  Hancock  Inspirator  Co.  v. 

use,   see  Tarrill  v.  Spaeth   (1878),   8  Jenks  (1884),  21  Fed.  Rep.  911 ;  Foye 

Bann.  k  A.  458;  14  O.  O.  877  ;  Adams  v.  Nichols  (1882),  8  Sawyer,  201  ;  22 

•.  Edwards  (1848),  1  Fisher,  1.  0.  G.  2248  ;  18  Fed.  Rep.  125  ;  Tyler  v. 

«  That  the  very  contest  of  the  parties  Crane  (1880),  7  Fed.  Rep.  775  ;  19  0. 

over  the  patent  is  some  evidence  of  G.  129 ;  Smith  r.  Glendale  Elastic  Fab- 

ntflity,  see    Middletown    Tool  Co.   v.  rics  Co.  (1874),  Hohnes,  840  ;  5  0.  G. 

Judd  (1867),  3  Fisher,  141.  429  ;  1  Bonn.  &  A.  58  ;  Turrill  v,  1111-: 

*  That  a  defendant  who  has  used  the  nois  Central  R.  R.  Co.  (1867),  8  Fisher, 
invention  cannot  deny  its  utility,  see  830  ;  3  Bissell,  66  ;  Mabie  v.  Haskell 
La  Rue  v.  Western  Electric  Co.  (1887),  (1865),  2  Clifford,  507. 

81  Fed.  Rep.  80  ;  40  0.  G.  576  ;  New-  That  every  doubt  as  to  utility  is  re- 

Ymrj  9.  Fowler  (1886),  28  Fed.  Rep.  solved  against  a  defendant  who  used  the 

454  ;  86  O.  G.  817  ;  Palmer  v.  United  invention,  see  Phillips  v.  Carroll  (1885)» 

States  (1884),  19  Ct.  of  Claims,  669  ;  81   0.   G.    265 ;    Whitney   v.   Mowry 

Bliss  V.  aty  of  Brooklyn  (1871),   8  (1870),  4  Fisher,  207. 

BlatclL  588  ;   4  Fisher,    596  ;  Lee   o.  That  a  former  license  to  the  defend- 

Blandy  (1860),  2  Fisher,  89  ;  1  Bond,  ant  to  use  the  invention  is  evidence  of 

861 ;  Hays  v.  Sulsor  (1859),  1  Bond,  its  utility,  see  Lee  v,  Blandy  (1860),  2 

279 ;  1  Fisher,  582 ;  Simpson  t^.  Mad  Fisher,  89  ;  1  Bond,  861. 

River  R.  R  Co.  (1855),  6  McLean,  603 ;  That  features  claimed  to  be  useful  in 
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§  1030.  Zhridence  under  the  Seventh  Defence :  Abandonment  of 
the  Patented  Invention  to  the  Pnblio. 
The  seventh  defence  asserts  that  the  invention  was  aban- 
doned and  passed  into  the  possession  of  the  public  before  the 
date  of  the  infringement.  An  invention  may  be  abandoned 
either  before  the  application  for  a  patent,  or  by  or  during  the 
pendency  of  the  application,  or  after  the  patent  has  been 
granted.  Tlie  patent  itself  is  prima  facie  evidence  that  there 
has  been  no  abandonment  at  any  time,  and  the  defendant 
must  overcome  this  evidence  by  conclusive  proof  of  dedica- 
tion to  the  public.^  No  abandonment  can  take  place  unless 
the  invention  is  complete  and  operative,  and  available  for 
immediate  public  use.  The  certainty  and  weight  of  evidence 
required  to  prove  abandonment  varies  according  to  the  period 
at  which  it  is  alleged  to  have  occurred,  —  the  presumption 
against  it  being  stronger  after  than  before  the  application, 
and  strongest  after  the  issue  of  the  patent.^  Abandonment 
before  the  application  may  be  shown  by  evidence  of  any  acts 
or  declarations  of  the  inventor,  manifesting  an  intention  to 
abandon.  His  mere  omission  to  practise  the  invention  or  to 
make  application  for  a  patent  is  not  sufficient;'  but  proof 

the  defendant's  machine  must  be  asefnl  Go,   (1870),  4  Fisher,  284  ;    Holmes, 

also  in  the  plaintiffs,  see  Foye  v.  Nich-  508 ;   Unssey   v,    Bradley    (1863),    8 

ola  (1882),  22  0.  G.  2248;  18  Fed.  Fisher,  862;  5  Blatch.  184;  Knight  tr. 

Rep.  125 ;  8  Sawyer,  201.  ,  Baltimore  &  Ohio  K.  B.  Go.    (1840), 

S  1030.  1  As  to  abandonment  as  a  Taney,  106  ;  8  Fisher,  1. 
defence,  see  §  965  and  notes,  ante.  That  the  evidence  of  abandonment 

That  the  patent  is  prima  facie  evi-  must  be  conclusive,  see  Pitts  v.   Hall 

dence  that  there  has   been  no  aban-  (1851)  2  Blatch.   229;  McConnick  v, 

donment  by  public  use  or  otherwise,  Seymour  (1851),  2  Blatch.  240. 
see   United   States   Rifle   &   Cartridge         «  That  evidence  that    the    plaintiff 

Co.  V,  Whitney  Arms  Co.  (1877),  11  has  abandoned  his  patent  is  admissible, 

O.  G.  873  ;  14  Blatch.  94  ;  2  Bann.  &  see  Wayne  v.  Holmes  (1856),  2  Fisher, 

A.  498 ;  Brown  v,  Whittemore  (1872),  20  ;  1  Bond,  27. 
6  Fisher,  524;  2  0.  G.  248 ;   Johnson         That  the  evidence  of  abandonment 

V.  Faasman  (1872),  5  Fisher,  471 ;  2  O.  after  patent  must  be  very  strong,  see 

O.  94  ;  1  Woods,  138.  Bell  v,  Daniels  (1858),   1  Fisher,  372 ; 

That  the  burden  of  proof  rests  on  the  1  Bond,  212. 
defendant  to  show  that  the  invention         •  The    present    condition    of    the 

was  in  public  use  ot  on  sale  two  years  authorities  renders  this  doctrine  doubt- 

before   the  application,   see    American  ful,  however  strongly  it  may  have  been 

Hide  &  Leather  Splitting  &  Dressing  asserted  in  past  decisions.   See  S§  857, 

Mach.  Co.  V.  American  Tool  &  Machine  888-890,  and  notes,  ant&» 
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that  he  has  voluntarily  destroyed  the  finished  article  without 
intending  to  rebuild  it,  or  that  he  has  distributed  it  to  others 
asserting  that  no  effort  would  be  made  to  patent  it,  or  has 
permitted  its  universal  public  use  without  objection  or  the 
expression  of  his  intention  to  protect  his  rights,  will,  if 
uncontradicted,  justify  the  jury  in  finding  this  issue  for  the 
defendant.^  In  replying  to  this  evidence  the  plaintiff  may 
offer  testimony  contradicting  the  statements  of  the  defend-, 
ant's  witnesses,  or  showing  other  acts  and  declarations  of  the  " 
inventor  from  which  a  contrary  intention  is  to  be  inferred. 
The  filing  of  the  application  for  the  patent  proves  irrefutably 
that  the  inventor  did  not  then  intend  to  abandon,  and  is  of 
greater  weight  than  any  doubtful  acts  of  prior  dedication.'^ 
Declarations  of  the  inventor  that  it  was  not  his  purpose  to 
forego  his  rights  cannot,  however,  overcome  those  inferences 
concerning  his  intention  which  necessarily  arise  from  his  ad- 
mitted conduct.^  Abandonment  before  the  application  may 
be  also  shown  by  evidence  of  any  public  use  or  sale  of  the 
inventioni  with  the  acquiescence  of  the  inventor,  more  than 
two  years  before  the  application  was  filed.  The  proof  of  a 
single  instance  of  such  sale  or  use  conclusively  establishes 
abandonment  and  invalidates  the  patent.  The  evidence  on 
this  point  must  disclose  a  practical  use  for  business  purposes, 
either  by  the  public  or  subject  to  their  observation,  or  a  sale 

^  That  the  abandoDmeiit  of  an  nnpat-         That  to  rebat  a  claim  of  abandon- 

ented  invention  may  be  shown  by  its  ment  the  plaintiff  may  show  the  filing 

being  broken  up  without  intent  to  re-  of  drawings  or  any  other  act  in  assertion 

construct  it,  see  Johnson  r.  Root  (1862),  of   his  rights,   see  Emerson  «.   Hogg 

2  Clifford,  108  ;  2  Fisher,  291.  (1845),  2  Blatch.  1. 

That  a  machine  was  abandoned  shows         •  That  where  the  acts  of  the  inventor 

it  to  have  been  an  unsuccessful  experi-  show  abandonment;  his  statement  that 

ment,  see  Hayden  v,  Suffolk  Mfg.  Co.  he  did  not  intend  to  abandon  is  of 

(1862),  4  Fisher,  86.     See  also  §§  818,  little  weight,  see  Bevin  ».   East  Hamp- 

851,  and  notes,  aTU«.  ton  Bell  Co.   (1871),  5  Fisher,  23;  9 

*  That  the  filing  of  an  application  is  Blatch.  50. 
conclusive  evidence  that  the  inventor        That  a  mere  averment  in  the  bill  al- 

did  not  then  intend  to  abandon  the  in-  leging  non-abandonmeut  does  not  avail 

vention,  but  does  not  prove  the  want  of  against  facts  showing  it,  see  Marsh  r. 

subsequent  intention,  see  United  States  Sayles  (1872),  5  Fisher,  610  ;  2  0.  G 

Rifle    &    Cartridge     Co.    v,    Whitney  840.. 
Arms  Co.   (1877),  11  0.   G.  878;    14 
Blatch.  94  ;  2  Bann.  &  A.  498. 
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untrammelled  by  conditions  which  still  retain  the  invention 
under  the  control  of  the  inventor.  This  evidence  may  be  pro- 
duced by  witnesses  who  participated  in  or  had  knowledge  of 
the  transactions  to  which  it  relates.^  The  acquiescence  of  the 
inventor  in  such  use  or  sale  may  be  inferred  from  words  or 
actions  indicating  his  intelligent  consent,  or  from  his  failure 
when  acquainted  with  such  use  or  sale  to  protest  or  seek  the 
interference  of  the  Patent  Office  or  the  courts  for  his  protec- 
tion.^ Tortious  uses  and  sales  without  his  knowledge,  and 
uses  or  sales,  under  the  authority  of  unknown  rival  inven- 
tors, even  though  these  have  obtained  patents,  are  not  proof 
of  abandonment  by  him.^  The  plaintiff  may  rebut  the  evi- 
dence of  public  use  or  sale  by  testimony  which  denies  the  fact 
of  use  or  sale,  or  shows  the  use  to  have  been  experimental  or 
in  secret,  or  the  sale  to  have  been  conditional,  or  either  use  or 
sale  to  have  been  without  the  inventor's  knowledge.  An  aban- 
donment by  application  may  consist  in  a  specific  disclaimer 
of  the  invention,  or  in  describing  but  omitting  to  insert  it  in 
the  Glaim.^^  Tlie  first  form  of  abandonment  is  proved  by  a 
certified  copy  of  the  application  in  which  the  disclaimer  is 
contained.  This  evidence  is  usually  conclusive  on  the  plain- 
tiff, though  where  no  rival  claimant  exists,  and  the  disclaimer 
was  inserted  by  mistake  and  was  corrected  within  reasonable 
time  after  the  discovery  of  the  error,  or  reasonable  time  for 
its  correction  has  not  yet  elapsed,  the  plaintiff  may  be  prop- 
erly allowed  to  show  the  truth,  and  either  escape  the  conse- 

^  As  to  public  use  or  sale  and  their  to  show  that  it  was  experimeDtal,  see 

tequisites,  see  §§  354-360,  and  notes,  Smith  &  Origgs  Mfg.  Co.  v.  Spregae 

anU.  (1887),  123  U.  S.  249  ;  41  O.  G.  1037. 

That  under  the  defence  of  public  use         *  That  tortious    uses   or   sales    are 

the  defendant  must  show  two  years'  sale  piracies  and  no  public  use  grows  out  of 

or  use  before  the  application  with  the  them,  see  Jones  v.  Sewall   (1873),    6 

consent  of  the  inventor,  see  Jones  v,  Fisher,  343 ;  3  0.  G.  630 ;  3  Clifford^ 

Sewall  (1873),  6  Fisher,  343  ;   8  0.  G.  563  ;  see  also  §  357  and  notes,  ante. 
630 ;  3  Clifford,  563.  ^  As  to  abandonment  by  application, 

8  That  the  evidence  of  abandonment  see  §§  352,  506,   690-69^    and  notes, 

by  public  use  or  sale  must  be  clear  and  ante. 

conclusive,    see     Campbell    v,     James        That  abandonment  may  be  shown  by 

(1879),  18  0.  G.  979 ;  17  Blatch.   42 ;  the  absence  of  the  invention  from  the 

4  Bann.  &  A.  456.  model  or  caveat,  see  Johnson  v.   Root 

That  where  a  two  years'  public  use  (1862),  2  Clifford,  108;  2  Fisher,  291« 
is  proved  the  burden  is  on  the  plaintiff 
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quences  of  his  former  inadvertence  or  secure  an  opportunity 
for  the  amendment  of  his  patent.^  The  omission  to  claim  an 
invention  which  is  fully  disclosed  in  the  description  is  re- 
garded as  conclusively  establishing  a  dedication  to  the  public, 
unless  the  omitted  invention  is  embraced  in  a  new  application, 
or  in  an  amendment  of  the  former  specification,  within  a  rea- 
sonable time.^  The  evidence  in  reference  to  this  form  of 
abandonment  must  be  adapted  to  the  circumstances  under 
which  the  issue  has  arisen.  When  the  suit  is  based  on  the 
original  patent,  in  which  the  description  and  Claim  of  the 
application  are  now  embodied,  their  construction  by  the  coui*t 
simply  shows  that  the  omitted  invention  is  not  covered  by  the 
patent,  and  leaves  no  room  for  any  question  of  fact  or  issue  of 
abandonment.  If  the  suit  is  based  on  a  re-issue  in  which  the 
original  defect  has  been  supplied,  the  issue  arises,  not  under 
the  defence  of  abandonment,  but  on  the  validity  of  the  reissue 
under  the  ninth  defence.  Thus  this  form  of  abandonment 
seems  to  be  available  as  a  subdivision  of  the  present  seventh 
defence  only  in  an  action  founded  on  a  new  patent  containing 
matter  described,  but  not  claimed,  in  a  former  patent  to  the 
same  inventor.  This  new  patent,  though  otherwise  impreg- 
nable, is  invalid  on  the  ground  of  abandonment,  if  the  inven- 
tion which  it  covers  was  disclosed  to  the  public  but  not 
claimed  by  the  inventor  in  the  application  for  the  former 
patent,  and  his  application  for  the  new  patent  has  been 
unreasonably  delayed.  In  proving  such  abandonment,  the 
former  patent,  or  a  certified  copy  thereof,  may  be  offered  by 
the  defendant  to  exhibit  the  variance  between  its  Claim  and 

^^  That  a  miAtaken  disclaimer  is  not  That  a  description  of  the  invention 

conclasive  when  there  are  no  private  in  a  prior  patent  to  the  same  inventor 

adverse  interests,  see   Hussey  v.  Brad-  is  no  bar  to  a  patent  and  does  not  show 

ley  (1863),  2  Fisher,  862;  5  Blatch.  abandonment,  see  Vulcanite  Paving  Co. 

184.  See  also  {  689,  and  notes,  ajite,  «.  American  Artificial  Stone  Pavement 

»  That  omission  to  claim  a  fully  de-  Co.  (1887),  42  0.  6.  828. 

scribed  invention  is  abandonment  unless  That  a  re-issue,  unless  fraudulent,  is 

the  error   be   at    once   corrected,    see  prima  yboe  evidence  that  there  has  been 

Parker  &  Whipple  Co.  v,  Yale  Lock  Co.  no  abandonment,  and  that  all  necessary 

(1887),  123  U.  S.  87 ;  41  O.  6.  811  ;  prerequisites    were  complied  with,  see 

WoUensak  v.  Beiher  (1885),  115  U.  8.  Hoefheins  v.  Brandt  (1867),  8  Fisher, 

96  ;  31  O.  0. 1801.    See  also  §  690,  and  218. 
notes,  ante. 

1030 


286  TREATISE  ON  THE  LAW  OF  PATENTS*    [BOOK  IT. 

its  description.  If  this  discrepancy  is  not  apparent  on  the 
face  of  the  patent,  the  record  of  a  judicial  interpretation,  if  it 
has  received  one,  may  be  introduced,  or  any  evidence  concern- 
ing the  state  of  the  art  or  the  nature  of  the  invention,  which 
tends  to  show  that  the  inventor  must  have  known  of  the 
divergence  between  his  description  and  his  Claim.^  His  un- 
reasonable delay  in  securing  a  new  patent,  after  such  knowl- 
edge was  acquired,  may  appear  from  evidence  of  his  ability 
and  opportunity  to  do  so  at  a  period  of  time  substantially 
earlier  than  the  one  in  which  it  was  accomplished.  An  error 
of  this  character,  evident  on  the  face  of  his  former  patent, 
demands  instant  correction,  in  order  that  the  public  may  not 
be  misled,  and  any  avoidable  delay  is  unreasonable  if  Uie 
rights  of  other  innocent  parties  or  of  the  public  intervene; 
but  in  cases  where  the  error  is  ascertained  only  by  the  result 
of  litigation,  or  after  a  more  intimate  acquaintance  with  the 
art,  a  wider  latitude  is  permitted  to  the  inventor,  though 
still  within  such  limits  as  preserve  the  just  and  equitable 
privileges  of  others.^*  The  evidence  must,  in  both  these  cases, 
show  that  the  inventor  could  have  applied  for  the  new  patent 
sooner  than  he  did  after  the  necessity  therefor  became  known 
to  him,  and  that  he  either  acquiesced  in  the  disclosure  of  his 
unprotected  invention  for  a  period  too  long  to  be  consistent 
with  an  original  intention  on  his  part  to  claim  it,  or  while  he 
had  such  knowledge  of  its  appropriation  by  others  as  now 
estops  him  from  averring  that  he  did  not  then  intend  to  dedi- 
cate it  to  the  public.^*  The  plaintiff,  in  replying. to  this  evi- 
dence, is  confined  to  the  question  of  unreasonable  delay  except 
in  cases  where  his  knowledge  of  the  insuflSciency  of  his  Claim 
is  said  to  be  derived  from  other  sources  than  the  language  of 
his  patent  or  its  interpretation  by  the  courts.  His  cognizance 
of  an  evident  discrepancy,  or  of  a  defect  revealed  by  the  deci- 
sion of  the  court  of  last  resort,  he  cannot  be  permitted  to  deny. 
But  where  his  knowledge  is  inferred  from  extraneous  facts, 

^  That  the  patentee's  knowledge  of  i*  That  an  apparent  defect  must  be 

the  defect  may  appear  from  the  face  of  immediately  corrected,    sec  {  ^^  '^^ 

the  patent,    see   WoUensak   v.  Belher  notes,  ante. 

(1885),  115  U.  8.  96  ;  31  O.  G.  1301 ;  »  As  to  unreasonable  delayin  re-issue* 

and  other  cases  cited  in  {  690,  note  2,  see  §§  690-692,  and  notes,  ante, 
ante, 

§1030 


CH.  in.]  OF  WBONGS  AGAINST  PATBNTEES.  287 

he  may  contradict  both  facts  and  inference  by  any  evidence 
which  shows  that  no  such  notice  of  the  error  had  been  given 
him  as  to  charge  him  with  the  duty  of  correcting  it.  Upon 
the  question  of  unreasonable  delay  he  may  prove  any  circum- 
stances in  his  own  condition  which  rendered  it  impraqticable 
for  him  to  make  an  earlier  effort  for  his  protection,  or  may 
show  that  his  avoidable  delay  has  not  misled  the  public  or 
made  his  late  assertion  of  his  rights  a  cause  of  injury  to 
others.  An  abandonment  during  the  pendency  of  the  appli- 
cation  can  occur  by  an  amendment  or  disclaimer  which  ex- 
cludes the  invention  from  the  application  as  one  already  in 
possession  of  the  public.  Such  an  exclusion  is  a  solemn  ad- 
mission on  the  part  of  the  inventor  that  the  excluded  matter 
is  not  patentable,  and  even  wheu  made  at  the  demand  of  the 
examiner,  and  as  a  condition  of  the  allowance  of  the  patent, 
it  cannot  be  recalled,  unless  in  certain  cases  of  gross  mistake 
and  where  the  recall  would  prejudice  no  other  interests.^? 
While  the  amendment  or  disclaimer  remains  in  force  it  is 
sufficient  proof  of  the  abandonment.  It  may  be  shown  by 
certified  copies  of  the  papers  in  the  Patent  Office,  and  cannot 
be  rebutted.  An  abandonment  after  the  patent  is  granted 
may  be  effected  by  overt  acts  or  express  declarations,  or  even 
by  neglect  to  act  when  action  is  evidently  required.  Every 
presumption  is  against  such  an  abandonment,  however,  and 
the  proof  must,  therefore,  be  of  the  strongest  and  most  con- 
clusive character.  Mere  non-user  of  the  invention,  whatever 
be  its  duration,  is  of  no  significance  on  this  point,  but  long 
continued  acquiescence  in  its  use  by  others,  or  an  entire 
neglect  to  claim  its  advantages  for  himself  when  it  had 
proved  to  be  of  great  commercial  value  and  had  been 
widely  accepted  by  the  community,  may  satisfy  the  jury,  as 
well  as  positive  conduct  or  assertions,  of  his  intention  to  re- 
linquish all  exclusive  privileges  and  finally  confer  the  inven- 
tion on  the  public.^^    Evidence  of  such  acts,  or  declarations,  or 

u  As  to  the  effect  of  disclaimer  in  the  ^"^  That    abandoniuent   after  patent 

Patent  Office,  see  §§  688»  689,  and  notes,  may  be  shown  by  acts  of  surrender  or 

ante,  relinquishment  to  the  public,  see  Bell 

As  to  the  effect  of  an  amendment  ex-  v.  Daniels    (1858),  1  Fisher,   372  ;   1 

eluding   patentable    matter  from    the  Bond,  212. 

application,  see  §  689  and  notes,  ante.  That  proof  of  the  abandonment  ol 
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omissions  maj  be  drawn  from  any  source  of  testimony  which 
is  able  to  supply  it,  and  counter-evidence  of  the  same  charac- 
ter may  be  offered  by  the  plaintiff  in  reply. 

§  1031.  Bvldence  under  the  Bightli  Defence :  Non-eadstenoe  of 
tbe  Letters-Patent. 

The  eighth  defence  denies  the  existence  of  the  patent  de- 
scribed m  the  declaration.  The  plaintiff^s  evidence  on  this 
point,  as  well  as  that  of  the  defendant,  is  the  patent  itself.  If 
it  corresponds  substantially  with  the  averments  in  the  declar- 
ation, the  issue  must  be  found  for  the  plaintiff.  If  a  substan- 
tial variance  appears,  the  defendant  is  entitled  to  a  judgment 
It  is  sufficient  that  the  patent  and  its  description  agree  in 
such  formal  parts  as  are  essential  to  distinguish  it  from  every 
other  patent,  such  as  its  date,  title,  number,  and  grantee,  and 
in  the  general  tenor  of  its  statements  concerning  the  nature 
of  the  patented  invention.  Thus  the  averment  of  a  patent  for 
several  distinct  inventions  is  supported  by  the  production  of  a 
re-issue  in  an  equal  number  of  divisions,  the  whole  relating 
back  to  one  original,  and  constituting  substantially  but  a  sin- 
gle patent.^ 

§  1032.  Zhridence  under  the  Ninth  Defence:  lUegality  of  the 
Letters-Patent. 
The  ninth  defence  asserts  that  the  grant  of  the  patent  was 
unlawful,  either  because  certain  essential  prerequisites  were 
not  fulfilled,  or  because  the  grant,  as  made,  exceeded  the  juris- 
diction of  the  Patent  Office.  When  it  appears  from  the 
patent  itself  that  the  formal  requirements  of  the  law  have  not 
been  heeded,  no  other  evidence  is  necessary.*    Where  the 

some  less  important  part  of  an  invention  relating  back  to  the  original,  see  Bead 

does  not  show  that  the  entira  invention  v.  Bowman  (1864),  2  Wall.  591. 
waft  abandoned,  see  New  York  Grape         See  also  §  966  and  notes,  anU, 
Sugar  Co.  v,  Bnffalo  Grape   Sugar  Co.         §  1082.    ^   See  as  to  this  defence  in 

(1883),    18  Fed.  Rep.  638  ;    25  O.  G.  general  §  967  and  notes,  anU, 
1076  ;  21  Blatch.  619.  The  omission  of  formal  requirements 

§  1081.  ^  That  a  declaration  that  a  can  appear  from  the  patent  only  when 

patent  was   granted   for  one  principal  the  patent  affirmatively  declares  that 

and  three  minor  improvements  is  sup-  they  have  been  omitted.     Mere  absence 

ported  by  evidence  of  a  re-issue  in  four  of  statement  shows  nothing.     See  note 

divisions,  one  for  each,  these  re-issues  8,  past. 
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patent  asserts  that  they  have  been  complied  with,  no  contrary 
testimony  can  be  offered,  unless  the  defendant  claims  that  a 
fraud  has  been  committed  against  the  Patent  Office  and  the 
public.^  When  the  patent  is  silent  upon  this  point,  its  issue 
creates  a  presumption  that  all  prerequisites  have  been  ob* 
served,  and  throws  the  burden  of  proving  the  contrary  upon 
the  defendant.  The  chief  defects,  of  which  the  law  allows 
notice  to  be  taken  in  an  action  for  infringement,  are  the 
absence  from  the  patent  of  the  necessary  official  signatures, 
and  falsehood  in  the  oath  accompanying  the  application.  The 
absence  of  the  necessary  signatures  is  apparent  on  the  face 
of  the  patent,  and  is  a  fatal  defect  of  which  no  further  evi- 
dence is  required.^  The  entire  omission  of  the  oath,  or  its 
improper  form,  is  a  fault  which  the  Patent  Office  can  con- 
done, as  it  can  overlook  nearly  all  other  formal  defects,  but 

*  That  the  averments  of  the  patent         That  the  issue  of  a  patent  is  a  jadg- 

eonceraing  the  fulfilment  of  prerequi-  ment  that  all  the  facts  entitling  the 

sites  are  condasive  in  the  absence  of  patentee  to  the  patent  do  exist,  and 

fiaad,  see  Hancock  Inspirator  Co.  v,  constitutespn'ma/ocie  evidence  thereof, 

Jenks  (1884),  21  Fed.  Rep.  911.  see  Wooster  v.  Muser  (1884),  28  0.  6. 

That  the  decision  of  the  CommLs-  286 ;    20   Fed.   Rep.  162 ;    Konold  v. 

sioner  on  matters  within  his  ezclosive  Klein  (1878),  8  Bann.  &  A.  226. 
joiisdiction,  such  as  the  sufficiency  of         That  patents,  being  issued  upon  an 

formal  acts,  etc.,  is  final,  see  U.  .S.  Rifle  adjudication  of  a  public  officer,  are  pre- 

k  Cartridge  Co.  v.  Whitney  Arms  Co.  suraed  correct,  see  Sands  v,  Wardwell 

(1877),  11  0.  a.  878  ;  14  Bbtch.  94 ;  (1869),  8  Cliffoitl,  277. 
2  Bann.  &  A.  498.  That  a  patent  cannot  be  objected  to 

That  the  decision  of  the  Commis-  on  account  of  matters  not  appearing  on 

flioner  that  the  application  is  properly  its  face  concerning  the  power  of  the 

made  cannot  be  collaterally  attacked.  Commissioner    or   Assistant    Commia* 

see  Hoe  r.  Cottrell  (1880),  18  O.  G.  59  ;  sioner  to  issue  it,  see  Wood  worth  i\ 

17  Blatch.  546  ;  5  Bann.  &  A.  256  ;  1  Hall  (1846),  1  W.  &  M.  889  ;  2  Robb, 

Fed.  Rep.  597.  517. 

That  the  decidon  of  the  Commis-         *  That  the  signatures  of  the  Secre- 

sioner  as  to  the  abandonment  of  the  tary  and  Commissioner  are  essential  to 

application  is  not  conclusive,  see  Plan-  a  patent  and  if  omitted  cannot  be  sup- 

Ing  Mach.  Co.  v.  Keith  (1879),  101  U.  plied  by   their  successors,  nor  is  the 

8,  479  ;  17  O.  0.  1081.  defect  aided  by  a  copy  of  the  record  in 

That  the  decision  of  the  Commis-  which  ^e  signatures  appear,  see  Marsh 

doner  allowing  an  extension  is  conclu-  v.   Nichols    (1888),    128    U.    S.    605  p 

sive  evidence  as  to  all  the  facts  he  is  Marsh   i;.   Nichols  (1888),   24    0.   G. 

required  to  find,  see  Jordan  t^.  Dobson  901 ;  15  Fed.  Rep.  914. 
(1870),  4  Fisher,  282 ;  2  Abbott,  898  ; 
7  Phila.  533. 
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a  wilful  false  oath  is  a  fraud  which  forfeits  all  the  rights  of 
the  inventory  It  is  immaterial  whether  the  falsehood  relates 
to  some  matter  which  affects  the  allowance  of  the  patent,  or 
to  one  which  simply  enlarges  the  privileges  thereby  con- 
ferred ;  in  either  case  the  attempt  to  deceive  may  be  shown 
by  proper  evidence,  and  when  established  will  defeat  the  pat- 
ent.^ The  oath  made  by  the  applicant  is  proved  by  a  certified 
copy  of  the  jurat  from  the  records  of  the  Patent  Office ;  its 
falsehood  by  evidence  disclosing  the  true  state  of  the  facts 
concerning  which  it  speaks ;  the  intention  to  deceive,  by  testis 
mony  from  which  the  applicant's  knowledge  of  the  truth  may 
be  inferred.*  The  plaintiff  may  contradict  this  evidence  by 
any  relevant  testimony  concerning  the  existence  of  the  facts 
deposed,  or  the  knowledge  and  intent  of  the  deponent.    The 

^  That  a  patent  cannot  be  attacked  sworn  to  is  onimportant  if  the  fiilse  oath 

on  the  ground  that  the  application  oath  were  material  and  wilful,  see  Child  v. 

was  omitted,  see  Crompton  r.  Belknap  Adams  (1854),  8  WalL  Jr.  20 ;  1  Fisher^ 

MUls  (1869),  8  Fisher,  586  ;  and  {  458  189. 
and  notes,  ante.  ^  That  the  defendant  may  show  prior 

That  a  patent  can  be  attacked  on  the  use  abroad  as  having  been  known  to  the 

ground  that  the  application  oath  was  plaintiff  in  rebutting  his  oath  that  he 

wilfully  false,  see  §  456  and  notes,  ante,  believed  himself  to  be  the  first  inventor. 

But  see  Tonduer  9.  Chambers  (1889),  see  Furbush  9.  Cook  (1857),  2  Fisher, 

87  Fed.  Rep.  888.  668. 

That  the  issue  of  a  patent  on  an  ap-         That  proof  that  a  patentee  made  as 

plication   amended    by  the  inventor's  improper  oath  in  form  on  his  applicatioB 

representative  without  a  new  oath  is  in-  must  also  show  that  he  made  no  other 

valid,  and  a  defence  on  this  ground  oath  or  it  is  immaterial,   see  Hoe  v. 

need  not  be  set  up  in  the  pleadings,  see  Eahler  (1885),  28  Blatch.  864  ;  84  0. 

Eagleton  Mfg.  Co.  9.  West,  Bradley,  k  O.  127  ;  25   Fed.  Rep.   271 ;   Hoe  9, 

Cary  Mfg.  Co.  (1884),  111  U.  S.  490  ;  Eahler  (1882),  20  Blatch.  480 ;  12  Fed. 

27  0.  G.  1287.  Rep.  111. 

That  in  the  absence  of  fraud  the  pat-         That  the  discovery  among  the  papers 

ent  recitals  are  conclusive  evidence  that  of  an  unfilled  blank  form  of  oath  doev 

proper  oaths  were  taken,  see  Seymour  v,  not  overcome    the  prima  facie   proof 

Osborne  (1870),  11  Wall.  516.  arising  from  the  recital  that  the  oatb 

That  a  patent  issued  on  an  amended  was  taken,  see  Crompton  v.   Belknap 

application,  which  recites  that  the  pat-  Mills  (1869),  8  Fisher,  586. 
entee  has  made  oath  to  his  application.         That  while  the  presence  of  papers  if 

la  conclusive  in  the  absence  of  fraud,  on  a  file-wrapper  from  the  Patent  Office 

an  infringment  suit,  that  the  necessary  proves   their    existence,  their  absence 

oath  was  taken,  see  Hancock  Inspirator  does  not  show  that  they  did  not  exists 

Co.  V.  Jenks  (1884),  21  Fed.  Rep.  911.  see  Hoe  v.   Eahler  (1885),  28  Blateh> 

B  That  the  nature  of  the  falsehood  854 ;  84  0.  6.  127  ;  25  Fed.  Rep.  271. 
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principal  cases,  in  which  the  grant  exceeds  the  jurisdiction  of 
the  Patent  Office,  are  the  issue  of  letters-patent  to  sole  patentees 
for  joint  inventions,  or  the  contrary,  and  the  allowance  of  re- 
issues which  include  new  inventions  or  inventions  intentionally 
excluded  from  the  original  patent.  A  joint  patent  for  a  sole 
invention,  and  a  sole  patent  for  a  joint  invention,  are  alike  void.^ 
Prima  faeie,  the  patent  as  it  stands  is  correct  and  valid,  and 
the  defendant  can  overcome  it  only  by  the  clearest  and  most 
reliable  testimony.^  The  existence  of  a  prior  foreign  patent  in 
favor  of  the  same  inventor  or  inventors,  but  directly  opposed 
to  the  domestic  patent  in  its  statements  concerning  the  joint 
or  several  origin  of  the  invention,  does  not  change  the  burden 
of  proof, — the  American  patent  not  only  outweighing  the  for- 
eign patent,  but  in  the  absence  of  conclusive  extraneous  evi- 
dence determining  the  issue  for  the  plainti£F.'    As  the  patent 

7  That  a  joint  patent  for  a  sole  in-  449 ;  88  0.  G.  1015  ;  Butler  v.  Bain- 

yention  is  void,  see  Stewart  v.  Tenk  bridge  (1886),  29  Fed.  Rep.  142  ;  87  O. 

(1887),  41  0.  G.  1502  ;  and  §  402,  note  6.  1124. 
8,  ante.  That  the  burden  of  proof  rests  on  the 

That  a  sole  patent  for  a  joint  inren-  defendant  to  show  that  a  sole  patentee 

tion    is   void,    see   Slemmer's   Appeal  was  a  joint  inventor,  see  Hoe  v.  Cottrell 

(1868X  58  Pa.  St.  155  ;  and  {  402,  note  (1880),  18  0.  O.  59  ;  17  Blatch.  546  ; 

2,  aiUe.  1  Fed.  Rep.  597  ;  5  Bann.  &  A.  256  ; 

That  this  latter  position  is  modified  Ashcroft  v.  Cutler  (1869),  6  Blatch. 

in  cases  where  the  sole  patentee  can  in  511. 

equity  be  treated  as  trustee  for  his  co-         That  the  burden  of  proof  rests  on 

inventor,  see  {  402  and  notes,  ante.  the  defendant  to  show  by  clear  and  un- 

*  That  a  sole  patent  is  prima  facie  equivocal  evidence  that  an  invention 

evidence  that  the  patentee  was  a  sole  applied  for,  sworn  to,  and  patented  as  a 

inventor,  see  Puetz  9,  Bransford  (1887),  joint  invention,  was  a  several  one,  see 

81  Fed.  Rep.  458  ;  89  O.  G.  1088.  Worden  v.  Fisher  (1882),  11  Fed.  Rep. 

That  a  joint  application  for  a  patent  505  ;  21  O.  G.  1957  ;  Hoe  v.  Cottrell 

raises  a  presumption  that  the  applicants  (1880),  18  0.  G.  59;  17  Blatch.  546; 

are  joint  inventon,  which  can  only  be  1  Fed.  Bep.  597  ;  5  Bann.  &  A.  256  ; 

overcome    by  proof,   see  Consolidated  Gottfried  v.  Phillip  Best  Brewing  Ca 

Bunging    Apparatus    Co.    v.    Woerle  (1879),  17  O.G.  675  ;  5  Bann.  &  A.  4. 
(1887),  29  Fed.  Rep.  449 :   88  0.  G.         *  That  the  burden  of  proof  rests  on 

1015.  the  defendant  to  show  that  the  patentee 

That  the  defence  that  joint  patentees  is  not  the  sole  inventor,  though  there  is 

were  not  joint  inventors  is  not  favored  a  prior  joint  foreign  patent  to  him  and 

nnless  the  conduct  of  the  patentees  was  others,   see  Hoe  v.  Cottrell  (1880),   1 

disingenuous  or  misled  the  defendant,  Fed.  Rep.  597  ;  18  O.  G.  59  ;  17  Blatch. 

see  Consolidated    Bunging  Apparatus  546  ;  5  Bann.  k  A.  256. 
Co.  V.   Woerle   (1887),   29  Fed.   Rep.         That  where  there  is  a  joint  foreign 
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shows  to  whom  it  has  been  granted,  the  defendant  sustains 
his  position  if  he  proves  that  the  inventive  act  was  joint  or 
sole,  contrary  to  the  assertions  of  the  patent.  An  inventive 
act  is  joint  when  the  conception  of  the  idea  of  means  has  been 
evolved  by  the  mutual  consultations,  suggestions,  and  experi- 
ments of  the  inventors.  It  is  sole  when  the  conception  has 
arisen  and  been  developed  by  the  operation  of  one  miud, 
though  aided  by  the  advice  or  achievements  of  others.^^  That 
the  inventive  act  was  sole  may  be  established  by  evidence 
which  proves  that  it  existed,  complete  and  ready  for  reduction 
to  practice,  in  the  mind  of  the  sole  inventor  before  his  con- 
nection with  the  alleged  joint  inventor.  Such  evidence  may 
consist  in  his  contemporaneous  descriptions,  drawings,  or 
models  of  the  invention  or  in  his  own  testimony  detailing  the 
steps  by  which  the  invention  was  produced.  Evidence  that 
the  inventive  act  was  joint  may  be  found  in  the  absence  of 
any  memorandum  or  communication  of  the  complete  idea 
before  the  inventors  met  in  consultation,  as  well  as  in  the 
efforts  which  they  jointly  made  and  in  the  joint  successes  they 
attained.  The  defendant  introduces  such  of  this  testimony  as 
supports  his  claims.  The  plaintiff,  in  rebuttal,  offers  the  con- 
trary evidence.  In  most  cases,  where  any  unity  of  endeavor  has 
existed,  it  is  difficult,  if  not  impossible,  to  ascertain  how  much 
of  the  result  is  due  to  either  party,  and  the  law,  therefore,  is 
inclined  to  recognize  the  merits  of  both  and  regard  them  as 
joint  inventors.  But  where  this  question  has  been  once 
decided  by  the  issue  of  a  patent,  the  presumption  in  its  favor 
overcomes  all  doubts,  and  can  be  counteracted  only  by  the 
most  conclusive  proof.  The  jurisdiction  of  the  Patent  Office 
over  the  subject  of  re-issues  was  conferred  solely  for  the  pur- 
pose of  enabling  an  inventor  to  correct  a  defective  patent,  and 
thereby  cause  it  to  protect,  with  greater  certainty,  the  inven- 
tion which  he  had  attempted  to  secure  by  the  original.     It  was 

patent  to  A  and  B  and  a  sole  American  Blatcb.  546  ;  1  Fed.  Rep.  597  ;  5  Bann. 

patent  to  B,  and  A  sweare  that  the  inven-  &  A.  256. 

tion  was  joint  and  B  swears  it  was  sole  ^^  For  tlie  characteristics  of  a  joint 

and  there  is  no   other  evidence,  the  inventive  act,  the  legal  presnmptioas 

American  patent  will  prevail,  see  Hoe  regarding  it,  and  the  facts  by  which  its 

V.  CottreU  (1880),  18  0.  6.  59;   17  joint  nature  is  indicated,  see  §§  896-iOS 

and  notes,  ante, 
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never  intended  as  a  method  of  extending  an  existing  patent 
to  cover  new  inventions,  or  old  inventions  which  had  been 
intentionally  omitted  from  the  original  patent.  Hence,  while 
the  invention  claimed  in  the  re-issue  must  be  found  in  the 
original  description,  the  Claims  of  the  re-issue  must  also  be 
confined  to  inventions  which  were  not  advertently  excluded 
from  the  original  Claims.^^  Such  an  exclusion  occurs  where  an 
invention  fully  disclosed  in  the  original  description  is  not  em- 
braced within  the  original  Claims,  and  no  amendment  of  these 
Claims  is  attempted  within  a  reasonable  time.^  The  depart- 
ure of  the  re-issue  from  the  original  is  shown  by  comparing 
the  two  patents.^  The*  defendant  must  introduce  the  original 
patent  and  from  it  satisfactorily  establish  either  that  the  re- 
issue includes  new  inventions  or  inventions  which  though 
embraced  in  the  original  description  are  not  contained  in  the 
original  Claims.^*  In  this  comparison  he  may  avail  himself 
of  expert  evidence  to  point  out  the  differences  between  the 
inventions  claimed  in  the  respective  patents,  and  may  offer 
copies  of  the   files,  and  models  from  the  Patent  Office  to 

u  As  to  the  purpose  and  scope  of  re-         ^^  That  when  the  validity  of  a  re- 

issaes,   see   {§  633-685,  653-659,  and  issue  is  in  dispute  the  original  patent 

notes,  anU,  must  he  put  in  evidence  hy  the  defend- 

^  As  to  abandonment  by  describing  ant,  or  the  validity  of  the  re-issue  will 

and  not  claiming  or  amending  within  be  presumed,  see  Knapp  v.  Shaw  (1883), 

reasonable  time,  see  §§  852,  506,  690,  15  Fed.    Rep.   115 ;   23  0.   G.    2236 ; 

691,  1080,  and  notes,  cMte,  National  Pump  Cylinder  Co.  v.  Sim* 

That  a  re-iarae  may    be   defended  mons  Hardware  Co.  (1883),  5  McCrary, 

against  as  departing  from  the  original,  592  ;  18  Fed.  Rep.  824  ;  Searls  v.  Bou- 

see  Parker  ft  Whipple  Co.  V.  Yale  Lock  ton  (1881),  21  O.  G.  1784;   12  Fed. 

Co.  (1887),  123  0,  S.  87  ;  41  0,  G.  811 ;  Rep.  140  ;  20  Blatch.  426  ;  Doherty  v. 

Newton  V.   Fnrst  &  Bradley  Mfg.  Co.  Haynes  (1874),  4  Cliiford,  291  ;  6  0. 

(1882),  14  Fed.  Rep.  465 ;  11  Bissell,  G.  118  ;  1  Bann.  &  A.  289  ;  Seymour  v. 

405.  Osborne  (1870),  11  Wall.  516. 

That  a  delay  in  a  re-issue  is  fatal  un-         That  on  a  defence  that  the  re-issue 

less  the  plaintiff  proves  original  inad-  is  not  the  same  as  the  original,  the 

vertence,  see  Newton  v,  Furst  &  Bradley  plaintiff  is  not  obliged  to  introduce  the 

Mfg.  Co.   (1882),   14  Fed.  Rep.   465 ;  original  in  evidence,  and  the  defence 

11  Bissell,  405.  does  not  avail  in  the  Supreme  Court  un- 

1*  That  the  want  of  identity  between  less  the  original   is  apparent  on  thf 

an  original  and  a  re-issue  must  be  shown  record,  see  Bates  v.  Coe  (1878),  98  U.  8 

by  comparing    them,   see  Boherty  v.  81 ;  15  O.  G.  887. 
Haynes  (1874),  6  O.  G.  118  ;  4  CHfford, 
291 ;  1  Bann.  &  A.  289. 
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demonstrate  more  fully  the  nature  of  the  invention  which 
the  original  and  re-issue  were  intended  to  protect.^  K 
he  succeeds  in  showing  that  the  re-issue  covers  new  matter 
the  fault  must  be  cured  by  disclaimer  or  the  suit  will  fail.^^ 
If  he  proves  that  matter,  disclosed  but  not  protected  by 
the  original,  has  now  been  claimed  in  the  re-issue,  the 
question  of  intentional  exclusion  arises,  and  further  evidence 
must  be  produced  to  show  that  after  the  insufficiency  of  his 
Claims  became  known  to  the  inventor  he  omitted  to  apply 
for  their  amendment  within  reasonable  time.  This  question 
is  similar  to  that  raised  under  the  seventh  defence,  on 
abandonment  by  the  application;  and  the  testimony  of  the 
defendant  in  support  of  the  intention  to  exclude  and  of  the 
plaintiff  in  denial  are  substantially  the  same.^^  If  it  appears 
that  the  inventions  which  the  Claims  of  the  re-issue  were 
extended  to  embrace  had  been  designedly  omitted  from  the 
original  patent,  a  disclaimer  alone  can  save  the  re-issued  patent 
and  the  suit.  The  decision  of  the  Commissioner  allowing 
the  re-issue  is  of  great  weight  with  the  court  on  all  these 
controverted  points,  since  all  are  presumed  to  have  been  fully 
considered  and  adjudged  by  him.^^ 

^  That  if  the  ro-iasaed  patent  is  in  1425  ;  Schillinger  v.  Cranford  (1885),  4 

eridence,  with  a  different  drawing  from  Mackey,  450  ;  37  0.  G.  1349  ;  Schillin- 

the  original,  and  a  model  is  then  intro-  ger  v.  Gunther  (1879),  16  O.  G.  905 ; 

duced  confonning  to  the  changed  draw-  17  BUtch.  66  ;  4  Bann.  St  A.  479. 
ing,  the  defendant  may  show  the  condi-         That  if  the  suit  can  he  sustained  only 

tion  of  the  model  when  it  was  filed  in  by  extending  the  scope  of  the  re-issue 

the  Patent  Office,  and  at  the  date  of  the  beyond  the  original  invention,  the  de- 

original  patent,  and  the  case  will  be  fendant  will  prevail,  see  Covell  v,  Pratt 

re-opened  to  receive  such  proof  if  newly  (1880),  18  0.  G.  801 ;  18  Blatch.  126 ; 

discovered,  see  Johnsen  v.  Beard  (1875),  2  Fed.  Rep.  359  ;  5  Bann.  &  A.  380. 
8  0.  G.  435  ;  2  Bann.  &  A.  50.  n  See  {  1030  and  notes,  anU. 

That  evidence  of  what  passed  in  the         ^  That  a  re-issued  patent  is  prima 

Patent  Office  pending  the  application  facie  evidence  that  the  re-issue  is  legal, 

for  the  original  is  admissible  on  the  see  Spaeth  v.  Barney  (1885),  30  0.  G. 

question  of  identity  in  the  re-issue,  see  997  ;  22  Fed.  Rep.  828. 
McCormick  v.  Graham  (1889),  129  U.  S.         That  the  decision  of  the  Commis- 

1 ;  Ewart  Mfg.  Co.  v.  Bridgeport  Malle-  doner  on  the  identity  of  the  re-issue 

able  Iron  Co.  (1887),  31  Fed.  Rep.  149.  with  the  original  is  of  greet  weight 

^*  That  a  claim  of  new  matter  in  the  with  the  court,  see  Hussey  v.  Bradley 

re-issue  may  be  cured  by  disclaimer,  (1863),  2  Fisher,  862  ;  5  Blatch.  134. 
see   Torrent  v,  Buluth    Lumber   Co.         That  technical  objections  to  patents 

(1887),  30  Fed.  Rep.  830  ;  39  0.  G.  are  to  be  strictly  construed,  see  Wood- 
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§  1033.  Bvidaaoe  nnder  the  Tenth  Defence :  The  Patented  In- 
vention not  Embraced  in  the  Protected  ClaMea. 
The  tenth  defence  denies  that  the  invention  claimed  in  the 
patent  is  embraced  in  any  one  of  the  six  classes  protected  by 
the  Acts  of  Congress.  This  defence  is  identical  with  the 
fourth,  except  that  it  attacks  the  patent  instead  of  the  actual 
invention.  The  evidence  is  also  mainly  the  same  with  that 
available  under  the  fourth  defence.^  The  patent  raises  a  pre- 
sumption that  the  claimed  invention  is  patentable  subject- 
matter,  which  the  defendant  must  rebut.^  The  questions 
here  arising  are  principally,  and  sometimes  entirely,  ques- 
tions of  law  relating  to  the  construction  of  the  patent  and  the 
definitions  of  the  classes  of  privileged  inventions,  on  which 
the  court  will  either  decide  without  a  jury  or  direct  a  verdict 
for  the  party  who  is  legally  entitled  to  obtain  it.^ 

§  1034.    Bvidenoe    under    the    Bleventh    Defence :    Fraudulent 
Specification. 

The  eleventh  defence  alleges  that  the  specification  of  the 
patent  was  made  to  contain  less  than  the  whole  truth  relative 
to  the  invention,  or  more  than  is  necessary  to  produce  the 
desired  effect,  for  the  purpose  of  deceiving  the  public.  Two 
points  are  put  in  issue :  (1)  The  concealment  or  redundancy ; 
(2)  The  intent  to  deceive.  On  both  these  points  the  patent  is 
prima  facie  evidence  in  favor  of  the  plaintiff  and  the  burden  of 
proof  rests  on  the  defendant.^  The  evidence  as  to  the  first  point 

worth  V.  HaU  (1846),  1  W.  &  M.  248  ;  2  XT.  S.  649  ;  24  0.  G.  9d  ;  and  {  1026, 

Bobb,  495.  note  1. 

§  1033.    1  See  SS  968,   1025,  and  §  1034.  ^  That  the  patent  is  prima 

notes,  ante,  fdcie  evidence  of  the  correctness  of  the 

*  That  the  decision  of  the  Patent  specification,  see  Westlake  v,  Cartter 
Office  on  a  question  of  patentable  in-  1873),  4  O.  G.  636  ;  6  Fisher,  519 ; 
Tention  will  not  be  departed  from  by  Poppenhusen  v,  N.  Y.  Gutta  Percha 
the  courts  except  upon  clear  proof,  see  Comb  Co.  (1858),  2  Fisher,  62. 
Fraim  v.  Keen  (1885),  25  Fed.  Rep.  That  the  intent  to  deceive  must  be 
820 ;  34  0.  G.  1048.  proved  to  the  satisfaction  of  the  jury, 

*  That  where  the  patent  discloses  a  see  Celluloid  Mfg.  Co.  v.  Russell  (1889), 
want  of  patentable  subject-matter  the  87  Fed.  Rep.  676 ;  Grant  v.  Raymond 
court  may  take  judicial  notice  thereof,  (1832),  6  Peters,  218 ;  1  Robb,  604  ; 
and  order  a  veidict  for  the  defendant,  Lowell  v.  Lewis  (1817),  1  Mason,  182  ;  1 
see  Slawson  v.  Grand  St,  Prospect  Park,  Robb,  131;  Gray  v.  James  (1817),  Peters, 
and  Flatbush  R.  R.  Co.  (1882),  107  0.  C.  394 ;  1  Robb,  120 ;  Whittemore  v. 
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consists  of  the  testimony  of  experts,  or  of  practical  mechanics 
acquainted  with  the  actual  invention.  If  it  appears  from  this 
evidence  that  a  person  skilled  in  the  art  could  not  practise 
the  invention  from  the  disclosure  contained  in  the  specifica- 
tion,  the  alleged  concealment  is  established.^  If  it  is  proved 
that  those  who  follow  the  directions  of  the  specification  are 
compelled  to  incur  greater  expense,  or  employ  more  numerous 
or  less  effective  appliances,  or  surmount  more  formidable  diffi- 
culties, than  are  necessary  in  order  to  secure  the  best  results 
from  the  invention,  the  redundancy  is  manifest.  Upon  the 
second  point  positive  evidence,  however  desirable,  is  not  es- 
sential and  can  rarely  be  obtained.  The  intention  to  deceive 
must  be  inferred  from  circumstances.^  If  the  facts  concealed 
are  so  important  that  the  inventor  must  have  known  that  no 
mechanic  could  construct  and  use  the  invention  from  the 
description  given,  or  if  the  invention,  as  practised  by  himself 
at  or  before  the  filing  of  his  specification,  was  relieved  from 
the  steps  or  appliances  now  shown  to  be  unnecessary  and  bur- 
densome, it  is  a  fair  presumption  that  he  intended  to  mislead 
the  public*  The  same  intention  may  be  proved  by  his  con- 
temporaneous declarations,  by  secret  instructions  given  to  his 
licensees  concerning  better  modes  of  using  the  invention,  or 
by  any  other  acts  relating  to  the  invention  which  manifest  a 
fraudulent  purpose  to  put  the  public  at  a  disadvantage  when 
the  term  of  the  patent  shall  have  expired.*  The  plaintiff,  in 
reply,  may  contradict  or  explain  the  circumstances,  or  deny 
the  inference.  The  entire  question  is  for  the  jury,  who  must 
find  that  both  elements  of  the  defence  are  clearly  proved,  or 
award  the  issue  to  the  plaintiff.^ 

Cutter  (1813),  1  Gallison,  429  ;  1  Robb,  from  other  facts,  see  Gray  v.  James 

28;  Park  v.  Little   (1818),  8  Wash.  (1817),  Peters,  C.  C.  894  ;  1  Robb,  120. 
196  ;  1  Robb,  17  ;  Reutgen  v.  Eanowrs         *  That  if  the  patentee  knew  of  better 

(1804),  1  Wash.  168  ;  1  Robb,  1.  methods  when  he  framed  his  descrip- 

'  That  if  a  mechanic,  after  the  pat-  tion,  it  is  evidence  of  fraad,  see  Bovill 

ent  has  expired,  could  not  practise  the  v.  Moore  (1816),  1  Abb.  P.  C.  281  ;  Dav. 

invention  from  the  specification  alone  P.  C.  361  ;  Turner  o.  Winter  (1787),  1 

the  concealment  is  material,  see  Reutgen  Abb.  P.  C.  43  ;  1  Web.  77. 
V.  Eanowrs  (1804),  1  Wash.  168 ;   1         ^  That  secret  instructions  to  licen- 

Robb,  1.  sees  show  fraud,  see  Dyson  v.  Danforth 

*  That  an  intent  to  deceive  can  rarely  (1865),  4  Fisher,  183. 
be  proved  directly  but  must  be  inferred         *  That  the  degree  of  evidence  neces- 
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§  1035.   Bvldenoe  under  the  Twelfth  Defence  :  Ambiguity  of  the 
Deeoription. 

The  twelfth  defence  avers  the  ambiguity  of  the  description. 
It  raises  the  issue  whether  the  disclosure  of  the  invention  is 
sufficient  to  enable  persons  skilled  in  the  art  to  practise  it 
without  the  exercise  of  their  own  inventive  faculties.  The 
patent  makes  tL  prima  facie  case  for  the  plaintiff  on  this  issue, 
and  the  defendant  must  contradict  it  by  satisfactory  evidence.^ 
The  testimony  most  pertinent  and  convincing  is  that  of  prac- 
tical mechanics,  who  have  endeavored  to  construct  aud  use 
the  invention  by  following  the  directions  given  in  the  patent.^ 
The  evidence  of  scientific  experts  on  this  point  is  also  proper. 
A  single  instance  of  success  or  failure  in  the  endeavor  of  a 
practical  mechanic  to  employ  the  invention  is,  however,  of 
more  weight  and  value  than  numerous  opinions  to  the  con- 
trary. No  question  as  to  the  intention  of  the  inventor  arisQS 
under  this  defence,  and  evidence  indicating  the  existence  of  a 
fraudulent  purpose  is,  therefore,  inadmissible.^ 

§  1036.   Bvidenoe     under   the    Thirteenth    Defence :   BxoesaiTe 

daims. 

The  thirteenth  defence  asserts  that  the  Claim  of  the  patent 

is  excessive  and  has  not  been  cured  within  a  reasonable  time 

by  a  disclaimer.    Whether  the  Claim  is  excessive  is  a  mixed 

sary  to  show  fnadulent  intent  is  for  the  see  Wood  v.  Underbill  (1847),  5  How. 

jury  to  decide,  see  Gray  v.  James  (1817),  1  ;  2  Robb,  588. 

Peters,  C.  C.  894  ;  1  Robb,  120.  That  the  claim  of  ambiguity  in  the 

See  also  as  to  this  subject  §{  494,  description  is  rebutted  by  the  testimony 

969,  and  notee,  ante.  of  competent  mechanics  that  they  could 

f  1035.  ^  That  the  patent  is  prima  construct  the  device  from  it,  see  Wayne 

facie  evidence  that    the    specification  v.    Hobnes  (1856),    2  Fisher,  20;   1 

is  sufficient,  see  Poppenhnsen  v.  New  Bond,  27. 

Toik  Gutta  Percha  Comb  Co.  (1858),        *  That  the  defendant  need  not  prove 

2  Fisher,  62.  that  the  plaintiff  intended  to  deceive  by 

That  the  burden  of  proof  as  to  the  his  erroneous  specification,  see  Grant  o. 

imcertainty  of  the  patent  rests  on  the  Raymond   (1832),    6  Peters,    218  ;  1 

defendant,    see   Westlaike    v.    Cartter  Bobb,  604. 
(1878),  4  O.  G.  686 ;  6  Fisher,  519.  As  to  the  sufficiency  of  the  descrip* 

*  That  the  jury  are  to  say  on  the  tion,  see  §§  490-493,  and  notes,  ante. 
evidence  of  persons  sirilled  in  the  art         As  to  this  defence  in  general,  see 

whether  the  description  is  clear  enough  f  970  and  notes,  ante, 
to  enable  them  to  make  the  invention, 
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question  of  law  and  fact.  The  court  is  to  construe  the  Claim 
as  matter  of  law  and  instruct  the  jury  as  to  the  nature  of  the 
invention  which  it  purports  to  embrace.*  The  jury  are  to 
decide  from  the  evidence  whether  the  Claim  as  thus  inter- 
preted includes  more  than  the  actual  invention.^  Upon  this 
point  of  the  defence  the  patent  is  prima  facie  evidence  of  the 
correctness  of  the  Claim.  The  defendant  must,  therefore, 
prove  the  essential  characteristics  of  the  true  invention  and 
show  that  it  does  not  comprise  all  the  substantial  features 
covered  by  the  Claim.  The  evidence  on  both  sides  consists  of 
specimens,  drawings,  or  descriptions  of  the  actual  invention, 
illustrated  and  explained  by  expert  witnesses.  Upon  the 
question  whether  an  excessive  Claim  has  been  cured  by  a  dis- 
claimer within  reasonable  time,  the  patent  furnishes  no  evi- 
dence. The  burden  of  proof  properly  falls  upon  the  plaintiff, 
and  he  should  be  prepared  to  show  either  that  he  has  filed  the 
disclaimer  without  unreasonable  delay,  or  that  a  reasonable 
time  for  filing  it  has  not  elapsed  since  he  became  aware  of  the 
existence  of  his  error.  An  inventor  is  not  chargeable  with 
notice  that  his  Claim  is  excessive  until  it  has  received  judicial 
interpretation  in  the  court  of  last  resort,  except  in  cases  where 
the  excess  is  evident  upon  its  face.^  The  reasonableness  or 
unreasonableness  of  the  delay  is  matter  of  law  for  the  court 
upon  the  facts  disclosed  by  the  evidence.^  If  the  amendment 
is  made  immediately  upon  the  discovery  of  its  necessity,  there 
is  no  delay.  When  the  delay  is  unavoidable  it  cannot  be  un- 
reasonable.^ Although  avoidable,  it  will  not  be  unreasonable 
imless  protracted  to  an  extreme  degree,  where  no  other  inter- 
ests are  at  stake  and  the  public  are  not  liable  to  be  misled.^ 

S  1036.  1  That  the  ^laims  of  a  pat-  v.  Hall  (1887),  80  Fed.  Rep.  239  ;  and 

ent  are  constraed  by  the  court  as  mat-  cases  cited  in  notes  to  {  646,  ante. 
ter  of  law,  see  §§  732,  788,  and  notes,         *  That  the  court  must  decide  as  to 

on/tf.  reasonable  delay,  see  {  646  and  notes, 

*  That  the  jury  are  to  decide  whether  and  §  690,  notes  5  and  8,  ante, 

the  Claims  set  forth  the  actual  inven-  *  That  an  unavoidable  delay  is  not 

tion,  see  Teese  v.  Phelps  (1855),  1  Mc-  unreasonable,  see  Hartshorn  v.  Eagle 

Allister,  48  ;  Orr  v.  BurweU  (1849),  15  Shade  Boiler  Co.  (1883),  18  Fed.  Rep. 

Ala.  378.  90  ;  25  O.  G.  119L 

*  That  no  duty  to  disclaim  arises  *  That  the  effect  of  a  delay  upon 
until  the  plaintiff  becomes  chai^geable  other  parties  may  show  whether  or  not 
with  knowledge  of  the  excess,  see  Kittle  it  is  unreasonable,  see  Stutz  v.  Arm- 
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If  the  plaintiff  maintains  that  a  disclaimer  has  been  filed,  it 
may  be  proved  hy  a  certified  copy  from  the  Patent  Office. 
The  evidence  in  reference  to  delay  must  show  when  the 
inventor  first  discovered  that  his  Claim  embraced  more  than 
the  actual  invention,  and  the  circumstances  which  compelled 
him  to  postpone  the  amendment  of  his  patent.  Upon  this 
portion  of  the  issue  the  defendant  may  produce  any  testimony 
tending  to  fix  an  earlier  date  for  the  discovery  of  the  error,  or 
to  prove  that  the  delay  of  the  inventor  was  unjustifiable  in 
view  of  his  own  condition  or  that  of  others  interested  in  the 
invention.  When  this  defence  applies  to  more  than  one 
Claim  in  the  patent,  evidence  appropriate  to  each  must  be 
introduced.^ 

§  1037.   Bvldenoe  under  the  Fourteontb  Defence :  Ambiguity  of 
the  Claim. 

The  fourteenth  defence  asserts  the  ambiguity  of  the  Claim. 
This  defence  raises  a  question  of  law  for  the  court,  and  except 
in  certain  rare  cases  presents  no  issue  for  the  jury.  A  Claim 
is  ambiguous  when  the  court  is  unable  to  ascertain  from  it 
what  the  patentee  intended  to  protect  as  his  invention.^  The 
allowance  of  the  patent  by  the  Patent  Office  is  a  decision  that 
its  Claims  are  not  ambiguous,  and  this  decision  is  prima  facie 
correct.  The  courts,  however,  in  the  discharge  of  their  duty 
in  construing  the  patent  must  encounter  this  question  and 
settle  it,  though  every  presumption  is  in  favor  of  the  plaintiff, 
and  the  patent  will,  if  possible,  be  sustained.  For  this  pur- 
pose not  only  the  Claim  itself,  with  the  Description  and  draw- 
ings, will  be  considered,  but  extraneous  evidence  may  be 
offered  to  show  the  meaning  of  technical  terms,  or  any  other 
facts  generally  knowi^  in  the  art  by  which  its  obscure  phrase- 
strong  (1884),  28  0.  O.  867 ;  20  Fed.  On  the  matter  of  disclaimer,  see 
Bep.  848 ;  and  cases  cited  in  note  7,  S§  640-652,  and  notes,  ante. 
f  690,  ante,  §  1037.  ^  For  ambignity  of  Claim,  see 

T  That  each  Claim  of  the  patent  may    H  512-516,  587,  972,  and  notes,  ante, 
he  contested  on  the  ground  of  excess.         That  whether  the  Claims  are  am- 
see  587,  note  4,  ante,  hignous  is  a  question  of  law  for  the 

See  on  the  matter  of  excessive  Claims    court,  see  Wayne  v.  Holmes  (1856), 
H  587,  648,  971,  and  notes,  ante,  2  Fisher,  20 ;  1  Bond,  27. 
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ology  may  be  rendered  intelligible.^  The  introduction  of  such 
evidence  by  the  parties  is  not  a  matter  of  right,  but  of  judicial 
discretion.^  It  consists  principally  of  the  testimony  of  experts, 
and  of  persons  practically  acquainted  with  the  art,  or  of  copies 
of  papers  in  the  Patent  Office  relating  to  the  invention.*  When 
the  Claim  itself  refers  to  facts,  the  existence  and  character  of 
which  must  be  determined  before  the  Claim  can  be  construed, 
evidence  concerning  these  facts  may  be  submitted  to  the  jury, 
whose  finding  thereon  thus  enters  into  and  becomes  an  ele* 
ment  in  the  interpretation  of  the  Claim.^ 

§  1038.    Evidence  under  the  Fifteenth  Defence :  Bnrrender  of  the 
Letters-Patent. 

The  fifteenth  defence  alleges  that  the  patent  described  in 
the  declaration  has  been  surrendered  to  the  government.  The 
production  of  the  patent  by  the  plaintiff  is  prima  facie  evi- 
dence that  it  is  still  in  force,  and  the  defendant  must  there- 
fore prove  the  contrary.  His  evidence  consists  of  certified 
copies  from  the  records  of  the  Patent  Office  showing  the  fact 
of  surrender,  the  ownership  of  the  patent  by  the  parties  who 
surrendered  it,  and  its  cancellation  or  the  re-issue  of  an 
amended  patent  in  its  stead.^ 

§  1039.    Evidenoe  under  the  Sixteenth  Defence :  Repeal  of  the 
Ziettera-Patent. 

The  sixteenth  defence  avers  that  the  patent  described  in 
the  declaration  has  either  been  repealed  in  toto  by  a  judgment 

*  That  the  «oiirt   in    constniing   a    Mower  k  Reaper  Mfg.   Co.  (1880),  1 
Claim  may  resort  to  extraneous  eri-    Fed.  Rep.  188 ;  5  Bann.  &  A.  92. 
dence,  see  §§  739-741,  and  notes,  ante.  »  That  the  juty  apply  the  oonstrao- 

'  That   evidence  is  not  admissible,  tion  given  by  the  court  to  the  faeti^ 

as  a  matter  of  ri^ht,  to  aid  the  court  in  and  if  the  con.stniction  given  is  oondi- 

construin^  the  Claim,  see  §  732,  and  tioned  on  ^he  existence  of  extnmeoos 

notes,  amie,  facts,  the  jury  are  to  find  such  facts  and 

*  That  the  court  may  avail  itself  of  then  apply  the  Claim  as  interpreted  by 
expert  testimony,  see  Day  v,  Stellman  the  court,  see  Silsby  «.  Foote  (1859), 
(1859),  1  Fisher,  487.  14  How.  218  ;  Emerson  v.  Hogg  (1845), 

That  a  drawing  may  be  need  in  evi*    2  Blatch.  1. 
dence  to  interpret  an  ambiguous  specifi-        { 1088.  ^  For  a  statement  of  the  re- 
cation,   but  cannot  supply  the  entire    quisites  and  mode  of  a  surrender,  see 
want  of  any  part  of  a  specification  or    {§  696-699,  and  notes,  aniU, 
Claim,. see  Tinker  v.  Wilbers  Eureka        See  as  to  this  defence  f  97S  and 

notes,  anU^ 
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in  favor  of  the  United  States  against  the  owner  of  the  patent, 
or  has  been  annulled  in  whole  or  in  part  in  a  proceeding 
instituted  or  defended  by  some  person  interested  in  an  inter- 
fering patent.  On  both  these  issues  the  patent  is  prima  facte 
evidence  for  the  plainti£F.  The  defendant  may  show  its  repeal 
by  a  properly  authenticated  copy  of  the  judgment,  or  where 
the  patent,  in  pursuance  of  this  judgment,  has  been  returned 
to  the  Patent  Office  and  been  cancelled  he  may  produce  a 
certified  copy  of  the  record  of  such  cancellation.^  In  proving 
that  the  patent  has  been  annulled,  the  fact  and  scope  of  the 
judgment  of  avoidance  may  be  evidenced  by  a  copy  from  the 
records  of  the  court,  while  copies  of  the  record  title  in 
the  Patent  Office  disclose  that  the  plaintiff  or  his  assignor  was 
the  party  against  whose  interest  in  the  patent  such  judgment 
was  rendered.* 

§  1040.   Bvldenoe  under   the    Seventeenth  Defence :   Want   of 
TItia  in  the  Plaintiff. 

The  seventeenth  defence  denies  the  legal  title  of  the  plain- 
tiff to  the  patent.  When  the  plaintiff  is  the  patentee,  the 
patent  is  prima  facie  evidence  upon  this  point  in  his  favor, 
and  the  defendant  must  sustain  his  denial  by  satisfactory 
proof  .^  But  where  the  plaintiff  is  an  assignee  or  grantee,  the 
burden  rests  upon  him  to  establish  the  conveyances  by  which 
he  claims  to  have  derived  his  title  from  the  patentee.  The 
original  assignment  or  grant  is  admissible  for  this  purpose, 
though  not  recorded  before  the  action  was  commenced,  and  is 
sufficient  if  in  writing  and  executed  in  conformity  with  the 
local  law.*    In  the  absence  of  the  original  instruments,  certi- 

S  1039.  ^  As  to  the  repeal  of  patents        <  That    an  assignment  may  be  of- 

see  f  §  725-780,  and  notes,  ante,  fered    in  evidence,    whether  recorded 

'  As  to  the  annulling  of  patents,  see  before  or  alter  suit,  see  Pitts  v.  Whitman 

f§  721-724,  and  notes,  anU.        >-  (1848),  2  Story,  609  ;  2  Robb,  189. 

See  as  to  this  defence  {  974  and        That  the  assignment  of  a  patent  duly 

notes,  txnU,  acknowledged  before  a  notary  may  be 

§  1040.  ^  That  the  patent  is  prima  put  in  evidence  in  New  York,  and  the 

fcbcie  evidence  that  the  patentee  owns  signatures  of  the  assignors  need  not  be 

the  patented  invention  unless  the  con-  proved,  such  assignment  being  valid  by 

traiy  is  proved,  see  Fischer  «.    Neil  the  laws  of  that  State,  see  New  York 

(1881),  6  Fed.  Rep.  89  ;  19  0.  G.  608.  Pharmical  Association  v.  Tildeu  (1883), 

As  to  this  defence  see  ff  987,  975,  21  Blatch.  190  ;  23  0.  Q.  272;  14  Fed. 

and  notes,  outs.  Bep.  740. 
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fied  copies  from  the  records  of  the  Patent  Office  may  be 
offered,  and  these  not  only  prove  the  contents  of  the  records, 
but  are  also  prima  facie  evidence  of  the  genuineness  of  their 
originals.^  The  defendant,  in  reply,  may  attack  either  the 
existence  or  the  validity  of  the  alleged  conveyances,  or  set  up 
a  legal  title  in  himself  acquired  for  valuable  consideration, 
without  notice,  after  the  three  months  for  recording  the  plain- 
tiff's conveyance  had  elapsed. 

§  1041.    Evidence  under  the  Blghteenth  Defence  :   Diversity  of 
the  AUeged  Infringing  Art  or  Article  front  the  Inven- 
tion Covered  by  the  Patent. 
The  eighteenth  defence  denies  that  the  invention  practised 
by  the  defendant  is  identical  with  or  is  included  in  the  patented 
invention.     Upon  this  question,  as  upon  all  others  embraced 
in  the  issue  of  infringement,  the  patent  raises  no  presumption 
in  favor  of  the  plaintiff.^    The  burden  rests  upon  him  to  show 
by  extraneous  evidence  that  the  defendant  has  made,  used,  or 
sold  the  patented  invention  in  violation  of  the  patent,  and  if 
the  testimony  is  of  equal  weight  on  either  of  these  points  the 
defendant  must  prevail.^    When  the  plaintiff  has  made  out  a 

*  That  copies  of  records  of  assign-  {  1041.  ^  That  the  patent  is  not 
ments  are  evidence,  see  Brooks  r.  Jen-  prima  facie  evidence  of  the  infringe- 
kins  (1844),  8  McLean,  482.  ment,  but  the  plaintiff  most  prove  it  by 
That  a  certified  copy  from  the  Patent  other  evidence,  see  Hayden  o.  Suffolk 
Office  of  an  assignment  is  prima  facie  Mfg.  Co.  (1862),  4  Fisher,  86. 
evidence  of  the  genuineness  of  the  *  In  Brooks  v.  Bicknell  (1844),  8 
original  and  may  be  read  in  evidence  to  McLean,  482,  McLean,  J. :  (453)  "  The 
the  jury,  see  Lee  v,  Blandy  (1860),  2  proof  here  devolves  on  the  plaintiffs. 
Fisher,  89 ;  1  Bond,  861.  They  allege  that  the  defendants  have 
That  a  certified  copy  of  a  recorded  infringed  their  rights,  and  to  obtain 
but  unacknowledged  instrument  pur<  your  verdict  they  must  show  it.  Doubts 
porting  to  be  an  assignment  is  sufficient  under  this  head  will  incline  you  &vor- 
evidence  of  its  execution,  unless  met  by  ably  to  the  defendants,  as  they  are  not 
opposing  testimony,  see  Dederick  v.  to  be  deprived  of  a  right  which  is  com- 
Whitman  Agricultural  Co.  (1886),  26  mon  to  every  citizen,  unless  it  shall 
Fed.  Rep.  768 ;  86  0.  G.  570.  clearly  appear  that  their  machine  is  sub- 
That  in  the  absence  of  all  other  proof  stantially  like  the  one  claimed  by 
as  to  the  date  of  an  assignment,  the  date  Wood  worth." 

of  the  patent  will  be  taken  as  the  date  Further,  that  the  burden  of  proof 

of  the  application  and  also  of  the  as-  rests  upon  the  plaintiff  to  show  the  in- 

signment  if  before  patent,  see  Worley  v.  fringement  by  the  defendant,  see  Hayes 

Loker  Tobacco  Co.  (1882),  104  U.  8.  v.  Bickelhoupt    (1885),  28  Fed.   Rep. 

810  ;  21  0.  G.  559.  183  ;  82  0.  G.  185 ;  Mallory  Mfg.  Co. 
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frima  facie  case,  however,  the  defendant  must  answer  it  by 
evidence,  not  bj  mere  assertion  in  bis  pleadings ;  but  he  is  not 
compelled  to  go  beyond  the  contradiction  of  the  evidence 
already  offered,  since  the  plaintiff  cannot,  in  his  rebuttal^ 
strengthen  his  case  upon  the  issue  of  infringement  to  the  sur« 
prise  or  injury  of  the  defendant.'  The  identity  of  the  patented 
invention  with  that  employed  by  the  defendant  depends  upon 
the  same  principles  and  is  settled  by  reference  to  the  same 
standards,  as  when  the  question  of  identity  arises  under  the 
defence  of  prior  use  or  prior  patent.^    Though  novelty  aud 

V.  Hickok  (1885),  84  0.  6.  928 ;  25  *  That  if  the  plaintiff  offers  any 
Fed.  Bep.  827  ;  Boyer  v.  Chicago  Mfg.  evidence  of  infringement  the  defeudani 
Go.  (1884),  20  Fed.  Bep.  853  ;  Price  v.  most  ovei-come  it,  see  B«tnnett  v.  Sowlev 
Kellj  (1881),  20  0.  G.  1452;  Miller  (1869),  8  WalL  446. 
V.  Smith  (1880),  5  Fed.  Bep.  359;  «  In  Parker  v.  Stiles  (1849),  5  Mc* 
18  0.  6.  1047;  Sogers  v.  Beecher  Lean,  44,  Leavitt,  J.:  (62)  "Onth« 
(1880),  18  0.  G.  793 ;  8  Fed.  Bep.  question  of  infringement,  the  harden  Ol 
639  ;  5  Bann.  h  A.  619 ;  Bates  v.  proof  is  with  the  plaintiff.  He  must 
Coe  (1878),  98  IJ.  S.  31;  15  0.  G.  make* it  appear,  to  the  satisfaction  o^ 
837  ;  Kelleher  v.  Darling  (1878),  14  O.  the  jury,  that  the  defendant  has  violated 
G.  673  ;  4  Clifford,  424  ;  3  Bann.  &  A.  the  exclusive  right  granted  by  his  pat- 
488 ;  Boemer  «.  Simon  (1877),  95  U.  ent.  And  in  order  to  make  out  the 
S.  214  ;  12  O.  G.  796  ;  Fuller  ».  Yentzer  fact  of  infringement,  the  plaintiff  must 
(1876),  94  U.  S.  299  ;  11  0.  G.  597 ;  prove  that  the  defendant  has  used  his 
Storrs  w.  Howe  (1876),  10  0.  G.  421 ;  invention,  either  in  the  precise  form  in 
4  Clifford,  888  ;  2  Bann.  &  A.  420 ;  which  it  is  constructed  under  the  pat- 
Brady  ».  Atlantic  Works  (1876),  10  O,  ent,  or  in  a  form  and  on  principles 
G.  702 ;  4  Clifford,  408  ;  2  Bann.  &  A.  substantially  the  same.  To  constitute 
436  ;  Francis  v,  Mellor  (1871),  8  Phila.  this  identity,  and  to  make  out  the  fact 
157  ;  6  Fisher,  153 ;  1  0.  G.  48  ;  Hud-  of  infringement,  it  is  not  necessary  that 
son  V.  Draper  (1870),  4  Fisher,  256  ;  the  structure  or  machine  used  by  the 
4  Clifford,  178  ;  Howes  v.  Nute  (1870),  defendant  should  be  the  same  in  ap- 
4  Clifford,  173 ;  4  Fisher,  263  ;  Sands  pearance,  form,  or  proportions,  as  that 
V.  WaidweU  (1869),  3  Clifford,  277 ;  invented  and  patented  by  the  plaintiff, 
Gnham  v.  Mason  (1869),  5  Fisher,  1 ;  It  has  been  well  said  by  a  distinguished 
4  Clifford,  88 ;  Hodge  ».  Hudson  Biver  judge  in  this  country,  that  •  simply 
B.  B.  Co.  (1868),  3  Fisher,  410  ;  6  changing  the  form  or  proportion  of  a 
Blatch.  85 ;  Whitney  p.  Mowry  (1867),  machine  shall  not  be  deemed  a  new 
3  Fisher,  157 ;  2  Bond,  45  ;  Union  discovery.'  If  the  operative  principle 
Sugar  Befinery  «.  Matthiesson  (1865),  2  of  the  two  machines  be  the  same,  the 
Fisher,  600 ;  8  Clifford,  639  ;  Hayden  substantial  identity  contemplated  by 
«.  Suffolk  Mfg.  Co.  (1862),  4  FUher,  the  Patent  Law  is  established." 
86 ;  Parker  «.  Stiles  (1849),  5  McLean,  As  to  the  indications  of  identity,  see 
44  ;  Brown  «.  Jenkins  (1844),  8  Mc-  §§  229-236,  892-896,  963,  1026,  and 
Lean,  432  ;  Dixon  v.  Moyer  (1821),  4  notes,  oiUe. 
Wash.  68;  lBobb»  324. 
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■ 

infringemeiit  present  distinct  issues,  and  the  former  must  be 
proved  before  the  latter  can  be  considered,  yet  in  each  case 
the  patented  invention  is  compared  with  some  other  instru- 
ment or  operation  for  the  purpose  of  determining  their  sub- 
stantial similarity  or  difference,  and  the  mode  of  this 
comparison,  as  well  as  the  evidence  admissible  in  connection 
therewith,  is  in  both  cases  the  same.^  Where  the  invention 
practised  by  the  defendant  is  covered  by  a  separate  patent, 
under  which  the  defendant  acts,  the  identity  of  the  two  inven- 
tions is  ascertained  by  the  court  by  comparing  the  Claims  of 
the  patents,  with  such  aid  from  expert  or  other  witnesses  as  it 
may  deem  desirable.^  If  the  defendant  acts  without  the  shel- 
ter of  a  patent,  the  identity  between  the  invention  which 
he  uses  and  the  patented  invention  is  best  shown  by  the  actual 
inspection  of  the  two  inventions,  or  of  models  exhibiting  their 
essential  attributes,  either  with  or  without  the  explanations  of 
expert  witnesses^  This  is  especially  time  where  the  inven- 
tions are  designs,  which  in  many  instances  manifest  their 
identity  or  diversity  to  any  careful  observer.®  When  such 
inspection  is  insufficient  to  determine  the  question,  the  inven- 
tions may  be  examined  while  in  actual  use,  if  this  is  practi- 
cable.^   Or  without  recourse  to  either  of  these  methods,  the 

*  That  novelty  and  infringement  do  Hudson  v. Draper  (1870),  4  Fisher,  256  ; 

not  raise  the  same  issues,    see  Union  4  Clifford,  178  ;  Seymour   v.  Osborne 

Sugar  Refinery  v.  Matibiesson  (1866),  (1870),  11  Wall  616 ;  Gaboon  v.  Ring 

2  Fisher,  600  ;  8  Clifford,  689.  (1861),  1  Clifford,  592;  1  Fisher,  897. 

As  the  identity  of  two  inyentions,  for        That  a  court  of  equity  may  order  an 

whatever  purpose  they  maybe  compared,  inspection  of  the  defendant's  devioe  on 

must  rest  on  the  same  essential  charac-  a  question  of  identity,  see  Wilson  9. 

teristics  in  each,  the  evidence  by  which  Keely  (1888),  48  O.  G.  511. 
identity  is  proved  or  denied  must  be  in        That  the  jury  are  to  determine  from 

all  cases  the  same.  the  models  and  other  evidence  whether 

^  That  the  identity  of  two  patented  the  defendant  infringes,  see  Smith  «. 

inventions  is  shown  by  comparing  their  Pearce  (1840),  2  McLean,  176  ;  2  Bobb^ 

Claims,  see  McMillan  v,  Rees  (1880),  1  IS. 

Fed.  Rep.  722  ;  17  0.  6. 1222  ;  5  Bann.         *  That  designs  may  be  oompand  by 

&  A.  269.  the  court  in  some  cases  to  show  identity, 

7  That  a  comparison  of  the  devices  of  no   other  evidence  being   needed,   see 

the  plaintiff  and  the  defendant  is  the  Jennings «.  Kibbe  (1882),  10  Fed.  Rep. 

best  evidence  on  the  question  of   in-  669 ;  20  Blatoh.  853 ;  22  O.  O.  831. 
fringement,  see  Bates  v,  Coe  (1878),  98         *  That  a  machine  effecting  the  same 

U.  S.  81 ;  15  O.  G.  337;  Fuller  v.  Yent-  end  by  the  same  means  is  an  infringe- 

ser  (1876),  94  U.  S.  288  ;  11  O.  G.  561 ;  ment,  and  the  jary  are  to  examine  both 

§  1041 
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testimony  of  experts  familiar  with  the  defendant's  invention 
may  be  offered  to  disclose  its  characteristics  and  their  agree- 
ment or  disagreement  with  those  found  in  the  patented  inven- 
tion.^^ Where  the  defendant  conceals  the  art  or  article  he 
uses,  and  declines  to  produce  it  for  inspection,  there  is  a 
strong  presumption  that  it  is  identical  with  the  one  covered 
by  the  plaintiff's  patent,  particularly  when  from  other  evidence 
it  is  apparent  that  he  intends  to  imitate  it  as  closely  as  he  can 
without  detection.^  The  amount  of  proof  required  from  the 
plaintiff  on  this  issue  is  measured  by  the  quantity  which  the 
defendant  can  present.  The  uncontradicted  evidence  of  a 
single  witness  that  the  defendant  employed  a  device  substan- 
tially like  that  of  the  plaintiff  is  sufficient,  but  in  case  of 
contradiction  the  jury  must  find  for  the  defendant  unless  a 
clear  preponderance  of  evidence  supports  the  plaintiff's  decla- 
ration.^   When  the  invention  used  by  the  defendant  is  not 

and  see  how  they  work  and  what  they        n  xhat  the  refusal  of  a  defendant  to 

do^  see  Cahoon  v.  Ring  (1861),  1  Clif-  exhihit  his  device  raises  a  presnmption 

fbrdf  592 ;  1  Fisher,  397.  of  infringement,   see    Piper  v.   Brown 

^  That  experts  may  he  examined  and  (1873),   Holmes,   196  ;  6  Fisher,   240  ; 

their  evidence  taken  as  to  the  identity  3  0.  G.  97. 

of  the  plaintifTs  and  defendant's  devices,         That  if  the  defendant  comes  as  near 

see  Hudson  v.  Draper  (1870),  4  Fisher,  the  pkintiff 's  method  as  he  can,  this 

256  ;  4  CUffoid,  178  ;    Page  v*   Ferry  tends  to  show  infringement,  see  Turrill 

(1857),  1  Fisher,  298.  v.  Illinois  Central  K.  R.  Co.  (1878),   5 

That  expert  evidence  is  not  neoes-  Bissell,  344. 
laiy,  see  Hayes  v,  Bickelhoupt  (1885),         That  a  defendant  denying  access  to 

28  Fed.  Rep.  188  ;  32  O.  G.  185.  his  machine,   and  failing  to  show   its 

That  the  opinion  of  experts  is  not  for  model,   drawing,    product,  or    patent, 

the  jury  if  it  involves  a  question  of  law  cannot  expect  much  weight  to   be  at- 

or  the  construction  of  the  patent,  see  tached  to  his  denials    of  identity,  or 

Ely  9,  Monson  &  Brimfield  Mfg.  Ca  much  favor  to  be  shown  him  in  case  of 

(1860),  4  Fisher,  64.  doubt,  see  Union  Paper  Bag  Mach.  Co. 

That  if  the  court  can  say  on  inspec-  v.  Binney  (1871),  5  Fisher,  166. 
tion  that  the  defendant's  device  does         That  a  party  who  tries  to  suppress 

not  infringe  the  plaintiff's,  there  is  no  troth  has  all  the  presumptions  against 

room  for  expert  evidence  or  jury  action,  him,  while  one  who  freely  discloses  it 

see   Ely  v.  Monson  k  Brimfield  Mfg.  has  no   presumption   either    way,   see 

Co.  (1860),  4  Fisher,  64.  National  Car  Brake  Shoe  Co.  v.  Terre 

That  a  prior  judgment  finding  that  Haute  Car  k  Mfg.  Co.  (1884),  28  0.  G. 

a  given  device  infringes  a  patent  is  of  1007  ;  19  Fed.  Rep.  514. 
weight  to  show  that  similar  devices  are        ^  That  the  uncontradicted  evidence 

also  infringements,  see  Steam  Gauge  &  of  a  single  witness  that  the  defendant 

Lantern  Co.  v,  Myers  Mfg.  Co.  (1886),  used  machines    substantially  like  the 

28  Fed.  Rep.  624.  plaintiff's  is  enough  to  prove  infringe- 
*voL.  m.— 20                         §1041 
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intended  for  the  same  purpose  as  that  of  the  plaintiff,  and  the 
infringement  is,  therefore,  collateral  or  accidental,  the  proof 
of  identity  must  be  so  conclusive  as  to  leave  no  room  for  any 
other  reasonable  construction.^  The  plaintiff,  under  all  cir- 
cumstances, must  abide  by  the  Claims  and  descriptions  con- 
tained in  his  own  patent,  neither  adding  nor  discarding 
anything  in  order  to  bring  his  invention  into  correspondence 
with  that  of  the  defendant."  The  defendant  may  show  that 
notwithstanding  any  resemblances  between  his  processes, 
effects,  or  products,  and  those  of  the  plaintiff,  the  means  he 
uses  are  essentially  differeut.^^  He  may  offer  evidence  of  the 
substantial  superiority  of  his  art  or  device,  as  the  basis  of  an 
inference  that  a  distinct  idea  is  therein  expressed.^^  He  may 
also  prove  that  the  invention  which  he  practises  is  identical 
with  one  in  use  before  the  date  of  the  inventive  act  of  the 
plaintiff  or  his  inventor,  since  if  the  plaintiff's  invention  be 
actually  new,  it  cannot  in  this  case  be  the  same  with  that  of 
the  defendant.  Whether  a  later  patent,  obtained  by  the  de- 
fendant or  his  assignor,  grantor,  or  licensor,  could  be  pro- 
duced in  evidence  on  his  behalf  was  formerly  disputed.*^  It 
is  now  admitted  for  two  purposes:  (1)  To  show  the  good 
faith  of  the  defendant,  which  may  become  material  in  view  of 
the  power  of  the  court  to  increase  the  damages  awarded  by 

ment,  see  Spring  v.  Domestic  Sewing  ^^  That  the  plaintiff  is  limited  to  the 

Mach.    Co.   (1881),  21   0.  G.  633  ;  9  Caalms  of  his  patent,   see  §  505  and 

Fed.  Bep.  505 ;  Gear  v.   Fitch  (1878),  notes,  aiite, 

16  0.  G.    1231 ;   8  Bann.  &  A.  573  ;  "  That  in  a  suit  for  infringement  the 

Goodyear  v.    Berry  (1868),    8  Fisher,  defendant  may  show  that  his  machine 

489  ;  2  Bond,  189.  differs  though  the  process  is  the  same, 

That  the  evidence  of  a  witness  that  see  Coming  v.  Burden  (1853),  15  How. 

he  saw  the  infringing  device  in  the  de-  252. 

fendant's  possession  may  he  sufficient  ^^  That  the  superior  utility  of  the  de- 
proof,  see  Gear  v.  Fitch  (1878),  16  0.  fendant's  device  or  process  may  show  its 
G.  1231  ;  8  Bann.  &  A.  573.  substantia]  diversity  from  the  plaintiff's, 

^  That  where  the  defendant's  device  see  §§  116-121,  844,  and  notes,  ante, 

was  not  intended  to  evade  a  patent  but  ^^  That   it    was    formerly    doubted 

for  a  different  purpose,  and  the  infringe-  whether  the  defendant's  patent  was  ad« 

ment  ia  thus   purely    accidental,    the  missible  at  all,  and  though  it  is  now 

evidence  of  it  must  be  so  clear  as  to  admitted  it  does  not  materially  affect  the 

leave  no  other  reasonable  construction,  question  of  infringement,  see  Goodyear 

see  National  Car  Brake  Shoe  Co.  v.  D.,  Dental  Vulcanite  Co.  v,  Gardner  (1870)^^ 

L.,  &  K.  B.  R.  Co.  (1880),  4  Fed.  Rep.  4  Fisher,  224 ;  8  Clifford,  408. 
224. 
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the  jury;  (2)  To  show  that  the  expert  examiners  in  the 
Patent  Office  regarded  the  inyention  which  it  covers  as  essen- 
tially distinct  from  that  protected  in  the  earlier  patent  of  the 
plaintiff.^  Such  a  decision  in  the  Patent  Office  is  strong  evi- 
dence in  favor  of  the  defendant  on  this  question  of  identity, 
and  must  be  properly  considered  by  the  jury,  though  it  cannot 
control  their  verdict.^  Its  weight  is  increased  by  a  re-issue 
or  extension  of  the  defendant's  patent.*^  But  where  the  de- 
fendant originally  secured  his  patent  by  disclaiming  the  plain- 
tiffs invention,  and  after  the  plaintiff's  patent  had  been 
granted  re-issued  his  own  to  cover  the  invention,  his  defence 
must  rest  upon  the  priority  of  his  inventive  act,  not  on  an 
absence  of  identity  between  the  two  inventions.^ 

§  1042.   Bvldenoe  under  the  Nineteenth  Defence :  Non-oommis- 
elon  of  the  Iiifrln£;ing  Acts  by  the  Defendant. 

The  nineteenth  defence  denies  that  the  defendant  has  made, 
used,  or  sold,  the  invention  which  the  plaintiff  claims  to  be 

^  That  where  the  defendant  ads  in  That  patents  granted  pending  a  prior 
good  faith  nnder  a  later  patent  the  court  application  for  the  patent  in  issue  are 
wiU  refuse  to  inflict  punitive  damages,  no  protection  to  an  infringer,  see  John- 
see  Buerkr.Imhaeuser  (1876),  14  Blatch.  sonr.  Fassman  (1872),  2  0.  G.  94  ;  1 
19  ;  10  0.  G.  907  ;  2  Bann.  fr  A.  452.  Woods,  188 ;  5  Fisher,  471. 

That  the  defendant's  patent  is  en-         That  at  law  no  comparison  can  be 

titled   to   the   same   presumptions   of  made  between  the  defendant's  machine 

novelty  and  utility  as  the  plaintiffs,  see  and  prior  machines,  but  only  between 

Smith  V.   Woodruff  (1873),  6  Fisher,  them  and  the  plaintiff's  upon  the  ques- 

476 ;  4  0.  G.  685 ;  1  MacArthur,  459 ;  tion    of  novelty,  see  Judson  v.  Cope 

Blanchard  v.  Puttman  (1867),  8  Fisher,  (1860),  1  Fisher,  615  ;  1  Bond,  827. 
186;    2  Bond,   84;    House  v.  Young       ^  That  a  re-issue   or   extension  in- 

(1867),  8  Fisher,  885.  creases  the  weight  of  a  patent  on  the 

i»  That  the  defendant  may  offer  in  question  of  novelty,   see   Whitney  v, 

evidence  the  later  patent  of  his  licensor  Mowry  (1867),  2  Bond,  45^;  8  Fisher, 

to  show  that  the  inventions  are  not  the  157. 

same,  see  Blanchard  v.  Puttman  (1867),        ^  See  §  1024,  note  10,  ante. 
8  Fisher,  186  ;  2  Bond,  84.  That    where  the  plaintiff  obtained 

.  That  the  grant  of  a  patent  is  a  deci-  his  patent  on  the  defendant's  refusal  to 

sion  by  the  Commissioner  that  the  in-  submit  to  arbitration  under  Sec.  9,  act 

▼ention  is  not  covered  by  prior  patents,  of  1793,  and  afterward  the  defendant 

see  Putnam  v.  Keystone  Bottle  Stopper  obtained  a  patent,  this  is  not  conclusive 

Co.  (1889),  88  Fed.  Rep.  234  ;  Serrell  proof  that  the  latter  was  issued  on  false 

9.  Collins  (1857),  1  Fisher,  289.  suggestion,    see     Steams    v.     Barrett 

That  the  validity  of  the  defendant's  (1816),  1  Mason,  153  ;  1  Robb,  97. 
patent  is  not  in  issue,  see  Larabee  v.         As  to  this  defence  in  general,  see 

Courtlan  (1851),  Taney,  180.  §  976  and  notes,  ante. 
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identical  with  his  own.  Tlie  plaintiff  must  prove  these  acts 
of  the  defendant  to  the  satisfaction  of  the  jury,  but  inasmuch 
as  direct  testimony  upon  this  point  is  often  unobtainable,  and 
the  entire  matter  lies  within  the  knowledge  of  the  defend- 
ant who  can  explain  his  conduct  if  he  chooses,  the  jury  are 
allowed  to  base  their  verdict  upon  the  indications  afforded  by 
circumstances  not  amounting  to  specific  acts  of  making,  use, 
or  sale.  Thus,  although  to  make  and  to  use  the  invention 
are  distinct  injuries,  the  proof  of  use  or  sale,  coupled  with 
evidence  tending  to  show  that  the  defendant  did  not  elsewhere 
procure  the  articles  sold  or  used,  may  establish  an  averm^it 
tiiat  he  made  them.^  The  testimony  of  a  witness  that  he  saw 
the  invention  in  the  defendant's  factory  or  in  his  possession, 
if  not  denied  or  explained,  is  sufficient  ground  for  the  conclu- 
sion that  he  used  it.'  The  evidence  of  a  workman  that  he 
was  employed  by  the  defendant  under  a  contract  which,  as 
read  to  him,  required  him  to  make  use  of  the  patented  inven- 
tion, will,  if  uncontradicted,  also  warrant  a  finding  for  the 
plaintiff.^  The  fact  that  the  defendant  advertised  the  patented 
articles  for  sale  is  likewise  admissible  as  tending  to  prove 
actual  making,  use,  or  sale,  according  to  the  other  circum- 
stances shown.^    The  refusal  of  the  defendant  to  allow  his 


§  1042.    1  See  as  to  this  defence  Creamer  v.  Bowers  (1888),   85   Fed. 

{§  903-905,  977,  and  notes,  ante.  Rep.  206. 

That  proof  of  nse  alone  sustains  the  ^  That  where   a   witness   saw   the 

allegation  of  making  and   using,   see  infringing  device   in    the   defendant's 

Locomotive  Engine  Safety  Truck  -  Co.  possession,  and  the  defendant  does  not 

«.  Erie  R.  R.  Co.  (1872),  8  0.  6.  98  ;  deny  the  infringement  explicitly,  it  is 

10  Blatch.  292  ;  6  Fisher,  187.  regarded  as  proved,  see  Gear  «.  Fitch 

That  though  a  sale  to  the  patentee  (1878),  16  0.  G.  1281 ;  8  Bann.  &  A. 

is  not  an  infringement  it  may  he  evi-  573. 

dence  of  infringement  hy  sale  to  others,  *  That  where   a  workman   teetifies 

see  De  Florez  v.  Raynolds  (1878),  14  without  contradiction  that   a   oeitain 

Blatch.  505  ;  8  Bann.  &  A.  292.  written  contract  was  read  to  him  as  a 

That  the  sale  of  the  device  to  an  contract  for  putting  down  the  plain- 
agent  of  the  patentee  employed  by  him  tiffs  device,  and  the  contract  not  being 
to  buy  it  is  not  per  se  infringement,  produced  parol  evidence  is  given  of  its 
but  may  be  evidence  of  it,  see  Byam  o.  contents,  the  evidence  iR  conclusive  as 
BuUard  (1852),  1  Curtis,  100.  to  infringement,  see  Andrews  «.  Creegan 

That  where  a  declaration  limits  the  (1881),  19  0.  G.  11^  ;  19  Blatch.  118  ; 

period    of   infringement   the  evidence  7  Fed.  Rep.  477. 

must   be   confined  to  that  time,  see  *  That  although  an  advertisement  of 
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processes  or  products  to  be  inspected,  and  even  his  failure  to 
deny  the  alleged  infringing  acts  when  evidenced  by  any  prob- 
able testimony,  are  matters  which  may  weigh  against  him  with 
the  jury.^  The  sources  of  eyidence  upon  this  question,  for 
both  the  plaintiff  and  defendant,  are  the  same  as  those  in  any 
other  controversy  where. acts  of  manufacture,  use,  or  sale  are 
involved,  —  the  testimony  consisting  of  the  statements  of  wit- 
nesses who  personally  know  the  facts  which  they  narrate.  If 
the  defendant,  not  denying  the  alleged  acts  of  making,  use,  or 
sale,  disclaims  his  own  liability  for  them  on  the  ground  that 
he  was  acting  under  orders  and  not  of  his  own  volition,  he 
must  sustain  this  position  by  sufficient  evidence.  Such  evi* 
dence  must  disclose  the  name  of  the  principal  or  employer 
under  whom  he  acts,  and  establish  the  existence  of  such 
authority  in  him  over  the  defendant  as  not  only  renders  him 
responsible  for  the  acts  of  the  defendant  in  reference  to  the 
invention,  but  excludes  the  defendant's  voluntary  choice  from 
the  operative  causes  of  the  infringement.^ 

§  1043.  XMdenoe  tinder  the  Twentieth  Defence:  Non-oommii* 
•ion  of  the  Xnlringing  Acts  During  the  Idfe  of  the 
Patent 

The  twentieth  defence  denies  that  the  acts  of  infringement 
were  committed  while  the  patent  was  in  force.  The  date  of 
the  patent,  and  the  term  which  it  purports  to  cover,  appear 
upon  the  face  of  the  instrument,  and  dJSord  prima  facie  evi- 
dence that  the  patent  was  in  force  during  the  entire  period 
described.  The  plaintiff  must  prove  acts  of  infringement 
within  that  period  by  such  evidence  as  is  suggested  in  the 
foregoing  paragraph,  and  this  evidence  may  be  contradicted  or 
explained  by  the  defendant  without  attacking  the  correctness 

tiie  infringing  device  may  not  be  an  see  Union  Paper  Beg  Mach.  Co.  v.  Bin* 

infringement  and  violate  an  injunction,  ney  (1871),  5  Fisher,  166. 
it  it  strong  evidence  thereof  and  to  be        *  That   a  defence  of  agency  mnat 

overcome  by  positive  proof  to  the  eon-  disclose   the   principal,  see    American 

tTETy,  see  Allis  v,  Stowell  (1881),  19  Cotton  Tie   Supply  Co.  v.  McCready 

O.  G.  727.  (1879),  17  Blatch.  291  ;  4  Bann.  k  A. 

*  That  die  refusal  of  the  defendant  688  ;  17  O.  G.  566  ;  Morse  v.  Davis 

to  allow  his  articles  or  processes  to  be  (1862),  6  Blatch.  42. 
inspected  is  evidence  of  infringement, 
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of  the  patent  in  this  particular.  If,  however,  he  asserts  that 
the  patent,  though  apparently  in  force  when  these  acts  were 
committed,  had  previously  expired,  he  assumes  the  burden  of 
proof,  and  must  show  either  that  the  patent  had  been  then 
surrendered  or  repealed  or  that  its  term  is  erroneously  stated 
in  the  instrument  itself.  The  method  of  proving  a  surrender 
or  repeal  has  been  already  considered  under  those  defences.^ 
If  the  term  stated  in  the  patent  is  greater  than  the  seventeen 
years  permitted  by  the  statutes,  it  is  incorrect  upon  its  face 
and  the  patent  will  be  held  valid  only  for  the  lawful  period.* 
If  the  term  named  in  the  patent  is  the  one  limited  by  law,  a 
defendant,  who  claims  that  it  should  be  restricted  on  account 
of  a  prior  foreign  patent  to  the  same  inventor,  must  produce 
the  foreign  patent  covering  the  invention,  or  a  certified  copy 
thereof  from  the  Patent  Office,  and  establish  by  sufficient  evi- 
dence the  connection  of  the  plaintiff  or  his  assignor  with  its 
prior  issue.^  When  the  names  of  the  two  patentees  are  iden- 
tical, the  evidence  outside  the  patents  must  show  the  identity 
of  the  persons  named.  When  the  foreign  patentee  is  a  differ- 
ent person,  the  relations  between  himself  and  the  American 
patentee,  whom  he  represents,  must  also  be  disclosed  by  evi- 
dence of  their  contracts,  correspondence,  co-operation  in  busi- 
ness, participation  in  profits  or  expenses,  or  of  any  other  facts 
tending  to  show  that  the  foreign  patent  issued  in  the  interest 
of  the  domestic  patentee.^  This  evidence  may  be  contradicted 
or  explained  by  the  plaintiff  in  the  usual  manner. 

§  1043.  1  See  §§  907,  908,  978,  1038,  v,  Sheldon  (1879),  17  Blatch.  803  ;  4 

1089,  and  notes,  ante.  Bann.  &  A.  603. 

^  That  where  the  term  as  stated  in  That  where  an  objection  to  a  patent 
the  patent  is  greater  than  the  law  al-  is  based  on  the  taking  out  of  a  prior 
lows,  the  patent  will  be  in  force  only  foreign  patent  the  evidence  most  eon- 
daring  the  lawful  period,  see  Bate  Re-  nect  the  plaintiff  with  its  issue,  sea 
frigerating  Co.  v.  Hammond  (1889),  129  Goodyear  Dental  Vulcanite  Go.  o.  Wil- 
li. S.  151;  De  Florezv.  Kaynolds  (1880),  lis  (1874),  1  Flippin,  388  ;  1  Bann.  k 
17  0.  G.  603  ;  8  Fed.  Rep.  434  ;  17  A.  668  ;  7  O.  G.  41. 
Blatch.  436  ;  6  Bann.  &  A.  140 ;  and  That  the  plaintiff's  patent  expired 
§  622  and  notes,  ante,  with  certain  foreign  patents  is  matter 

'  That  the  burden  of  proof  is  on  him  for  original  defence  and  cannot  be  intro- 

who  seeks  to  limit  the  term  of  the  pat-  daced  in  rebuttal,  see  American  Paper 

ent  by  a  foreign  patent,  and  he  must  Barrel  Co.  v.  Laraway  (1886),  28  Fed. 

show    the    facts    which    limit    it,   see  Rep.  141  ;  87  0.  G.  674. 
American  Diamond  Rock  Boring  Co.         *  That  the  foreign  patent  must  haTt 
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§  1044.  XMdenoa  ander  the  Twenty-First  Defence:  Co-ownership 
or  Uoense. 

The  twenty-first  defence  asserts  that  the  acts  of  the  defend- 
ant, in  making,  using,  and  selling  the  patented  invention,  were 
performed  under,  and  not  in  violation  of,  the  plaintiff's  patent. 
Upon  tliis  defence  the  plaintiff  has  the  burden  of  proof  and 
must  make  out  a  prima  facie  case.  Slight  evidence  is,  how- 
ever, sufficient  for  this  purpose,  such,  for  example,  as  his  own 
denial  of  authority,  the  defendant  having  the  means  at  his 
disposal  to  clearly  prove  his  right  if  it  exists.  When  the 
defendant  claims  to  be  a  part-owner,  assignee,  or  grantee 
under  the  patent,  his  title  must  be  shown  by  the  written 
instruments  of  conveyance  or  a  certified  copy  from  the  rec- 
ords in  the  Patent  Office.^  If  he  is  a  licensee  under  an 
express  written  license,  the  license  must  be  produced,  or  its 
absence  must  be  satisfactorily  accounted  for  and  parol  evi- 
dence of  its  contents  given.^  An  absolute  license  in  the 
possession  of  the  defendant  will  be  presumed  to  have  been 


inaed  to  the  same  inventor,  or  by  his  cannot  inquire  into  the  contract  rela- 

anthoritj,  see  Edison  Electric  Light  Co.  tions  of  the  parties  if  they  are  once 

«.  United  States  Electric  Lighting  Co.  proved  to  exist,  see  TUghman  v,  Har- 

(1888),  35  Fed.  Bep.  134 ;  Kendrick  v.  tell  (1876),  9  0.  O.  886  ;  11   Phila. 

Emmons  (1875),  2  Bann.  &  A.  208  ;  500  ;  2  Bann.  &  A.  260. 
0  0.  G.  201.  That  on  a  suit  for  infringement  the 

S  1044.    ^  See   as   to  this  defence  Federal  courts  may  determine  whether 

({  797,  913-917,  979,  and  notes,  ante.  or  not  there  is  a  subsisting  license,  see 

That  a  title  to  the  patent  must  be  Hammacher  v,  Wilson  (1886),  26  Fed. 

proved  by  the  proper  instruments  or  Rep.  239 ;  36  O.  O.  233. 
certified  copies  thereof^  see  §  1040  and         That   on    a   suit   for   infringement 

notes,  ante,  against  a  licensee,  who  has  failed  to 

*  That  a  plea  of  license  must  be  pay  royalties  as  agreed,  an  excuse  for 

sustained  by  proof  that  a  license  was  his  failure  does  not  raise  the  question 

actually  granted,  see  Tilghman  v.  Har-  whether  his  license  should  be  rescinded 

tell  (1876),  11  Phila.   500  ;  9  0.  6.  but  whether  it  still  exists,  see  Hamma- 

886  ;  2  Bann.  &  A.  260.  cher  o.  Wilson   (1886),  26  Fed.  Rep. 

That  negotiations  for  a  license  do  239  ;  36  0.  G.  233. 
not  prove  an  actual  license,  see  Tilgh-         That  if  a  license  is  conditional  the 

man  v.  Hartell  (1876),  9  0.  G.  886  ;  defendant  must  perform  the  conditions, 

11  Phila.  500  ;  2  Bann.  &  A.  260.  and  if  he  justifies  under  the  license  he 

That  a  plea  of  license  must  be  proved  must  show  that  its  conditions  were  per- 

as  a  completed  contract,  and  if  proved  formed,  see  Brooks  v.  Stolley  (1845)r 

it  ends  the  case,  since  the  Federal  courts  3  McLean,  523  ;  2  Bobb,  281. 
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regularly  executed  and  delivered,  until  the  contrarj  appears.* 
An  oral  license  may  be  proved  by  any  proper  testimony.  The 
defendant  must  also  show  that  his  acts  were  performed  by 
him  as  such  licensee,  and  not  in  antagonism  to  the  patent 
nor  under  a  license  derived  from  a  different  patent^  If  the 
defendant  justifies  under  an  implied  license  he  must  prove 
the  facts  from  whidh  the  license  arises.  A  license  to  make 
may  be  implied  from  an  express  license  to  use  or  sell,  when 
the  latter  rights  could  not  be  reasonably  enjoyed  without  the 
former.^  A  license  to  use  or  sell  may  be  implied  in  like  man- 
ner from  an  express  license  to  make,  when  the  power  to  man- 
ufacture would  otherwise  be  without  benefit  to  the  licensee.* 
A  license  to  use  or  sell  a  specific  article  may  be  implied  from 
its  sale  without  restrictions  by  any  person  having  authority 
under  the  patent  thus  to  sell  it  J  A  license  to  employ  a  spe- 
cific process  arises  from  the  sale,  by  the  owner  of  the  patent 
for  the  process,  of  a  device  whose  sole  utility  is  in  connection 
with  that  process.^  In  any  of  these  cases  the  nature  and 
sources  of  the  defendant's  evidence  are  suggested  by  the 
facts  from  which  his  license  is  implied.  The  defendant, 
having  thus  offered  evidence  tending  to  prove  his  right  to 

*  That  an  absolute  license  from  the  *  That  an  express  license  to  make 
plaintiff,  when  produced  by  the  defend-  may  carry  the  right  to  use  or  sell,  see 
ant,  throws  on  the  plaintiff  the  burden    §  811  and  notes,  anU. 

of  proving  that  it  was  delivered  as  an  ^  Tliat  a  lawful  sale  without  restrio* 
escrow,  see  Mellon  v,  D.  L.  &  W.  R.  R.  tions  carries  the  right  to  use,  and  some- 
Co.  (1882),  21  O.  0.  1616 ;  12  Fed.  times  also  to  aeU,  see  §§  824-^27,  and 
Rep.  640.  notes,  ante, 

*  That  no  evidence  that  the  defend*  *  That  the  purchaser  of  a  machine 
ant  is  licensee  or  owner  under  a  differ-  from  the  patentee  of  a  process  which 
ent  patent  is  an  excuse  for  an  infringe-  consists  in  the  operation  of  the  machine 
ment  which  appears  by  comparing  his  may  defend  against  the  patent  on  the 
device  with  the  plaintiff's  patent,  see  ground  of  license  to  use  the  machine 
Blanchard  v,  Putnam  (1869),  8  WaU.  and  process  both,  see  Downton  v. 
420.  Yaeger  Milling  Co.  (1880),  17  O.  O. 

That  a  license  given  as  part  of  the  906  ;  1  Fed.  Rep.  199  ;  1  McCraxy,  26  ; 

settlement  of   a  suit  is  not  evidence  5  Bann.  &  A.  112. 
against   a   stranger,  see    Gottfried   v.         That  where  the  licensed  device  can 

Crescent  Brewing  Co.  (1884),  22  Fed.  be  used  only  in  connection  with  other 

Rep.  438  ;  80  0.  G.  892.  patented  inventions  belonging  to  the 

*  That  an  express  license  to  use  or  same  licensor,  it  may  be  used  in  that  way, 
sell  may  carry  the  right  to  make,  see  see  Roosevelt  v.  Western  Electric  Co. 
§§  812,  818,  and  notes,  ante.  (1884),  20  Fed.  Rep.  724  ;  28  O.  G.  812. 
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practise  the  invention,  the  plaintiff  must  rebut  it,  either  by 
denying  the  existence  of  the  alleged  authority  on  counter 
evidence,  or  by  showing  that  the  acts  of  the  defendant  are 
not  within  the  scope  of  the  authority  conferred.  A  licensee 
is  an  infringer  if  he  assumes  a  right  which  his  license  does 
not  bestow,  and  even  an  owner  of  the  patent  may  violate  the 
monopoly  by  making,  using,  or  selling  an  invention  which, 
though  not  identical  with  the  patented  invention,  embraces 
and  employs  it.^  It  is  for  the  plaintiff  to  prove  that  these 
departures  from  the  lawful  use  of  the  invention  have  been 
made  by  the  defendant,  and  to  separate  his  acts  of  iufringe- 
ment  from  those  which  he  has  properly  performed ;  and  this 
proof  may  be  met  and  answered  by  the  defendant  by  showing 
a  wider  scope  for  his  authority  or  a  correspondence  of  his  acts 
with  the  authority  bestowed.^ 

§  1045.  Sridenoe  nnder  the  Twenty- Second  Defence :  Statute  of 
Iiimitattons. 

The  twenty-second  defence  is  based  upon  the  Statute  of 
Limitations.^  This  defence  must  be  specially  pleaded,  and 
the  burden  of  proof  on  the  issues  created  by  such  plea  rests 
on  the  defendant.  The  nature  of  the  evidence  to  be  adduced 
depends  upon  the  provisions  of  the  statute.  If  the  period 
within  which  actions  may  be  brought  commences  at  the 
date  of  the  infringement,  the  testimony  concerning  the  acts 
of  infringement,  taken  in  connection  with  the  record  date  of 

*  That  the  part  owner  of  a  patent  has  the  burden  of  proof  to  show  that 

can  sue  his  co-owner  for  infringement  the  articles  were  made  and  sold  under 

committed  bj  using  an  infringing  de-  the  license,  see  Searls  v.  Bouton  (1882), 

Tioe,  but  not  for  using  the  patented  12  Fed.  Rep.  140  ;  21  0.  G.  1784  ;  20 

one,  see    Herring  v.   Gas   Consumers  Blatch.  426. 

Association  (1878),  9  Fed.  R^p.  556  ;         That  where  a  defendant  sets  up  a 

21  0.  G.  203  ;  13  0.  G.  637  ;  3  Mc-  license  which  is  shown  to  have  been 

Ciary,  206  ;  8  Bann.  k  A.  253.  violaied  and  revoked  before  the  infringe- 

^^  That  it  is  for  the  plaintiff  to  show  ment,   the  defence  will  be  overruled, 

that  the  defondant*s  use  is  numerically  and  the  defendant  permitted  to  defend 

in  excess  of  his  license  and  amounts  to  like  other  infringers,    see  Wooster  v. 

an  infriufcemeot,  see  Hodge  v.  Hudson  Singer  Mfg.  Co.  (1883),  23  0.  G.  2513. 
River  R.  R.  Co.  (1868),  8  Fisher,  410 ;         {  1045.  ^  See  as  to  this  defence  f  980 

6  Blatch.  85.  and  notes,  ante. 

That  a  defendant  claiming  license 
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the  institution  of  the  suit,  will  disclose  whether  the  actions 
were  commenced  within  the  time  prescribed.  If  the  statute 
begins  to  run  at  the  expiration  of  the  patent,  the  date  of  such 
expiration  is  determined  by  the  statements  of  the  instrument, 
or  by  the  records  of  its  surrender  or  repeal,  or  by  the  eyidence 
of  a  prior  patent  limiting  its  term,  while  the  files  in  the  action 
show  the  date  of  the  commencement  of  the  suit.  When  the 
statute  contains  exceptions  preventing  its  operation  in  certain 
cases,  the  evidence  concerning  these  must  correspond  on  both 
sides  with  the  issues  thus  presented. 

ft 

§  1046.    Evidence  under  the  Twenty-Third  Defence  :  Batoppel. 

The  twenty-third  defence  alleges  that  the  plaintiff  is  es- 
topped, either  by  matter  of  record  or  in  pai%^  from  maintaining 
his  suit  against  the  defendant.  The  burden  of  proof  is  on  the 
defendant.  If  the  estoppel  claimed  arises  from  any  written 
instrument  the  document  itself  must  clearly  exhibit  the  state- 
ments out  of  which  the  estoppel  flows ;  and  when  the  plaintiff 
and  defendant  are  not  parties  to  the  instrument,  their  respec- 
tive privity  to  its  parties  must  be  shown.^  An  estoppel  in 
pais  is  implied  from  the  actions  or  omissions  of  the  plaintiff, 
and  when  asserted  by  the  defendant  he  must  prove  the  cir- 
cumstances on  which  it  is  based,  and  his  reliance  on  the  facts 
thereby  suggested  as  a  guide  for  his  own  conduct  in  the  use 
of  the  invention.  The  evidence  in  each  case  must  be  suited 
to  the  facts  alleged.  When  the  defendant  claims  an  estoppel 
against  the  plaintiff  on  the  ground  that  his  patented  articles 
were  put  upon  the  market  without  a  proper  stamp,  he  may 
produce  the  unstamped  articles  or  packages  and  prove  that 
they  were  in  the  market  in  that  condition,  or  he  may  show 
the  same  state  of  affairs  by  evidence  from  those  who  know 
the  fact.  The  plaintiff  may  reply  to  this  testimony  by  prov- 
ing actual  notice  to  the  defendant  before  the  date  of  the 
infringement.* 

§  1046.  I  See  as  to  this  defence  §  981  favor  or  against  him,  see  OampbeU  «l 

and  notes,  arUe.  James  (1879),  18  0.  0. 979  ;  17  Blatch. 

That  a  document  offered  to  prove  42 ;  4  Bann.  &  A.  466. 
admissions  by  the  plaintiff  against  his        *  That  under  Sec.  18,  act  of  March 

right  speaks  for  itself  whether  in  his  2,  1861,  the  burden  of  proof  is  on  the 
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§  1047.   Ihridenoe  under  the  Twenty-Fourth  Defence  :  Release. 

The  twenty-fourth  defence  asserts  that  the  cause  of  action 
described  in  the  declaration  has  been  released  hj  the  plaintiff. 
The  burden  of  proof  on  this  issue  rests  upon  the  defendant. 
When  the  release  is  in  writing  it  must  be  produced  or  its 
absence  duly  accounted  for  and  its  contents  proved.  When 
the  release  is  embraced  in  a  broader  transaction  between  the 
parties,  so  much  of  the  transaction  must  be  proved  as  to  make 
it  appear  that  the  release  was  intended  by  the  plaintiff  and 
was  made  upon  a  lawful  consideration.  If  there  is  any  rea- 
sonable doubt  as  to  its  existence,  or  its  applicability  to  the 
infringement  on  which  the  suit  is  based,  the  plaintiff  must 
prevail.^ 

§  1048.   Ihridenoe  nnder  the  Twenty-Fifth  Defence :  Res  Adju- 
dioata. 

The  twenty-fifth  defence  asserts  that  the  cause  of  action 
arising  out  of  the  infringement  has  been  extinguished  by  or 
merged  in  a  judgment.  The  defendant  assumes  the  burden 
of  proof,  and  his  evidence  must  show  that  the  same  acts  of 
^hich  the  plaintiff  now  complains  have  been  the  subject  of  a 
prior  suit,  in  which  judgment  was  rendered  for  the  defendant 
on  some  point  fatal  to  the  cause  of  action,  or  for  the  plaintiff 
to  recover  damages,  either  actual  or  nominal,  for  the  infringe- 
ment.^ The  record  of  the  judgment,  or  a  certified  copy 
thereof,  must  be  offered,  together  with  such  other  evidence 

defendant  to  show  the  failure  of  the  See  also   fS  983,    1175-1188,    and 

|)atentee  to  stamp  as  required,  then  the  notes,  post. 

harden  shifts  to  the  patentee  to  show  That  a  defendant,  parting  with  his 

that  the  defendant  was  notified  that  he  interest  in  the  infringing  business  during 

was  infringing  and  persisted  in  so  doing,  suit,  but  without  change  of  parties  on 

see  Goodyear  v.  Allyn  (1868),  8  Fisher,  the  record,  is  bound  by  the  decree,  see 

>  874  ;  6  Blatch.  88.  Gloucester  Isinglass  &  Glue  Co.  v,  Le 

f  1047.  1  See  as  to  this  defence  §  982  Page  (1887),  80  Fed.  Rep.  870. 

and  notes,  cuUe,  That  an  absolute  decree  on  the  merits 

S  1048.  ^  That  a  judgment  works  an  binds  the  parties,  see  Lyon  v.  Perin  & 

estoppel  only  when  the  record  shows  Gaff  Mfg.  Co.  (1888),  43  0.  G.  983. 

that  the  particuhir  point  in  controversy  That  a  new  defence  set  up  by  a  party 

was  heard  and  decided,  see  Steam  Gauge  to  several  prior  suits  should  be  proved 

&  Lantern  Go.  v.  Meyrose  (1886),  27  beyond  reasonable  doubt,  see  Seibert 

Fed.  Rep.  218 ;  86  0.  G.  1477.  Cylinder  Oil-Cup  Co.  v.  Michigan  Lu- 

bricator  Co.  (1888),  84  Fed.  Rep.  38. 
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as  may  be  necessary  to  connect  the  plaintiff  and  defendant 
with  the  contestants  in  the  former  suit,  either  by  showing 
that  they  are  the  same  parties  or  that  they  are  in  privity 
with  them. 

§  1049.   Bvidenoe  Cronoeming  Damages. 

The  special  rules  of  evidence  discussed  in  the  preceding 
paragraphs  Stre  applicable  to  the  first  four  of  the  five  aver- 
ments in  the  declaration,  —  the  invention  of  the  patentable 
subject-matter  by  the  patentee  or  his  assignor,  the  lawful  issue 
and  existence  of  the  patent,  the  title  of  the  plaintiff,  and  the 
infringement  of  the  patent  by  the  defendant.  The  fifth  aveiv 
ment  declares  that  the  infringement  has  resulted  in  damage 
to  the  plaintiff ;  and  of  the  evidence  admissible  upon  the  issue 
raised  by  this  averment  it  is  impossible  to  treat  intelligibly 
until  the  principles  which  govern  the  award  of  damages  have 
been  considered.  These  principles  are  few  and  simple,  and 
though  the  topic  has  been  long  regarded  as  one  of  the  most 
confused  and  difiicult  in  the  whole  body  of  our  Patent  Law, 
the  careful  distinguishing  of  one  subject  from  another  will 
relieve  it  of  much  of  its  obscurity,  and  indicate  the  proper 
rules  to  be  observed  in  fixing  the  amount  to  which  the  plaintiff 
is  entitled  in  every  case  that  may  arise. 

§  1050.    Dlstinotion  between  the  Rule  of  Damages  at  Ziaw  and 
the  Meaanre  of  Recovery  in  Bquitj. 

The  first  distinction  to  be  made  is  that  between  the  meas- 
ure of  recovery  in  equity  and  the  measure  of  recovery  at  law. 
The  theory  of  a  suit  in  equity  for  an  infringement  is  entirely 
different  from  that  at  law.  The  accountability  of  the  defend- 
ant rests  upon  grounds  totally  dissimilar,  and  imposes  upon 
him  obligations  utterly  unlike  those  which  he  sustains  in  an 
action  at  law.  This  is  especially  apparent  in  the  rules  by 
which  the  amount  of  his  pecuniary  liability  to  the  plaintiff  is 
determined.  In  law  he  is  regarded  as  a  mere  wrong-doer, 
compelled  to  make  compensation  for  the  injury  he  has  in- 
flicted. In  equity  he  has  a  double  character,  being  first 
treated  as  a  species  of  agent  or  trustee  practising  the  inven- 
tion for  the  benefit  of  its  true  owner  and  obliged  to  pay  to 
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him  the  profits  of  the  enterprise,  and  then,  if  in  the  judgment 
of  the  court  the  interests  of  the  plaintiff  so  require,  mulcted 
as  a  tort-feasor  in  a  sum  sufficient  to  redress  the  injury  which 
the  plaintiff  has  sustained.^    This  wide  and  fundamental  dis- 

S  1050.    1   In  Birdsall  v.  CooUdge  spondent  are  clearly  not  snffici^nt  to 

(1876),  98  U.  S.  64,  Clifford,  J. :  (68)  compenaate  the  complainant  for  the  in- 

*'  Controversies  and  cases  arising  under  jury  sustained  by  the  unlawful  violation 

the  Patent  Laws  are  originally  cogniza-  of  the  exclusive  right  secured  to  him  by 

ble,  as  well  in  equity  as  at  law,  by  the  the  patent.     Gains  and  profits  are  still 

circuit  courts,  or  by  any  district  court  the  proper  measure  of  damages  in  equity 

having  circuit  powers.     Prior  to  the  suits,  except  in  cases  where  the  injury 

passage  of  the  act  of  the  8th  of  July,  sustained  by  the  infringement  is  plainly 

1870,  two  remedies  were  open  to  the  greater  than  the  aggregate  of  what  was 

owner  of  a  patent  whose  rights  had  been  made  by  the  respondent,  in  which  event 

infringed,  and  he  had  his  election  be-  the  provision  is  that  the  complainant 

tween  the  two.    He  might  proceed  in  shall  be  entitled  to  recover,  in  addi- 

equity  and  recover  the  gains  and  profits  tion  to  the  profits  to  be  accounted  for 

which  the  infringer  had  made  by  the  by  the  respondent,  the  damages  he  has 

unlawful  use  of  his  invention,  the  in-  sustained   thereby."     10   O.    G.    748 

fringer  in  such  a  suit  being  regarded  as  (750). 

the  trustee  of  the  owner  of  the  patent  In  Goodyear  Dental  Vulcanite  Co. 
as  respects  such  gains  and  profits ;  or  r.  Van  Antwerp  (1876),  2  Bann.  &  A. 
the  owner  of  the  patent  might  sue  at  252,  Nixon,  J.  :  (254)  "The  terms 
law,  in  which  case  he  would  be  entitled  profits  and  damages  as  used  in  the  act 
to  recover,  as  damages,  compensation  are  hardly  convertible.  They  seem  to 
for  the  pecuniary  iigury  he  suffered  by  mean  different  things.  The  latter  are 
the  infringement,  without  regard  to  to  be  awarded  '  in  addition '  to  the  for- 
the  question  whether  the  defendant  had  mer.  Profits,  doubtless,  refer  to  what 
gained  or  lost  by  his  unlawful  acts  ;  the  defendant  has  gained  by  the  unlaw- 
the  measure  of  damages  in  such  case  ful  use  of  the  patented  invention,  and 
being  not  what  the  defendants  had  damages  to  what  the  complainant  has 
gained,  but  what  the  plaintiff  had  lost  lost  Before  the  act  of  1870  it  was  in- 
( Curtis  on  Pat.,  4th  ed.  461 ;  5  Stats,  at  cumbent  on  the  patentee  to  make  his 
La^ige,  123.)  When  the  suit  is  at  law,  election  of  remedies,  and  to  proceed  at 
the  measure  of  damages  remains  un-  law  for  the  damages  which  he  could 
changed  to  the  present  time,  the  rule  show  had  been  sustained  from  the  in- 
still being  that  the  verdict  of  the  jury  fnngement,  or  in  equity  for  the  gains 
must  be  for  the  actual  damages  sus-  and  profits  that  the  defendant  had  real- 
tained  by  the  plaintifi^  subject  to  the  ized  for  the  unauthorized  use  of  his 
right  of  the  court  to  enter  judgment  property.  Kow  no  such  election  is  ne- 
thereon  for  any  sum  above  the  verdict,  cessary,  because  he  is  entitled  to  pray  in 
not  exceeding  three  times  that  amount,  one  action  for  the  relief  both  in  regard 
together  with  costs.  (16  Stat.  207.)  to  profits  and  damages."  9  0.  G.  487 
Damages  of  a  compensatory  character  (498). 

may  also  be  allowed  to  the  complainant  In  Cowing   v.   Rumsey    (1870),   4 

suing  in  equity  in  certain  cases,  where  Fisher,  275,  Woodruff,  J.  :  (277)   "  A 

the  gains  and  profits  made  by  the  re-  patentee  whose  rights  are  infringed  has 
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tinction  leads  to  radical  differences  in  the  standards  by  which 
the  court  or  jury  are  to  estimate  the  amounts  to  be  awarded, 
and  in  the  rules  by  which  the  relevancy  and  weight  of  evidence 
concerning  these  amounts  must  be  determined.  The  princi- 
ples adopted  in  the  courts  of  equity  cannot  be  imported  into 
the  courts  of  law,  or  those  of  law  into  equity,  without  serious 
confusion  and  inevitable  mistake.  Nor  can  the  definitions  and 
modes  of  calculation  recognized  in  one  tribunal  be  followed  by 
the  other  without  equally  disastrous  consequences.  Deci- 
sions in  which  this  essential  distinction  has  been  disregarded 
have  been  rendered,  and  to  these  may  be  attributed  much  of 
the  difiiculty  which  besets  the  legal  aspect  of  this  subject.  It 
is,  therefore,  of  primary  importance  that  in  discussing  dam- 
ages at  law,  or  profits  and  damages  in  equity,  each  topic 
should  be  kept  free  from  the  special  doctrines  appertaining  to 
the  other,  and  that  the  former  be  investigated  in  the  light  of 
its  own  principles  as  these  have  been  interpreted  and  applied 
in  courts  of  law. 

his  election  of  remedies.  He  may  treat  which  is  the  legal  measnre  of  the  dam- 
the  infringer  who  illegally  appropriates  ages  to  be  awarded.  Under  this  rale  it 
the  invention  to  his  own  use,  making  may  often  be  entirely  proper  to  prove 
profit  thereby,  as  his  trostee  in  respect  the  profits  of  the  ordinary  use  of  the 
of  such  profits,  and  compel  him  to  ac-  invention,  and  the  demand  existing  in 
count  therefor  in  equity.  In  such  the  market,  evidenced  by  sales  made, 
case  the  plaintiff  may  recover  those  and  so,  as  an  element  of  consideration, 
profits,  be  they  more  or  less  ;  and  he  show  the  profits  realized  by  the  defend- 
can  recover  no  more,  however  great  the  ant,  in  order  to  famish  to  the  jury  all 
damages  may  be  which  the  illegal  inter-  proper  materials  for  determining  how 
ference  has  occasioned.  If,  on  an  ac-  ;nuch  the  plaintiff  has  lost.  But  I  ap- 
counting,  it  should  appear  that  the  de-  prehend  that  they  are  to  answer  the  pre- 
fendant  used  the  invention  so  unskil-  cise  question  —  how  much  loss  has  the 
fully  that  he  realized  no  profit,  there  plaintiff  sustained  by  reason  of  the  de- 
could  be  no  recovery.  On  the  other  fendants*  infringement  t"  8  Blatch.  36 
hand  the  patentee  may  sae  at  law  for  the  ( 88 ) . 

damages  which  he  has  sustained  ;  and         The  statement  in  the  foregoing  ez- 

those  damages  he  Lb  entitled  to  recover  tracts,  that  the  plaintiff  has  an  election 

whether  the  defendant  has  made  any  of  remedies,  is  qualified  by  more  recent 

profits  or  not.    In  such  an  action  it  is  cases.     See  §§  1084-1094,  and  notes, 

precisely  what  is  lost  to  the  plaintiff,  po9L 
and  not  what  the  defendant  has  gained. 
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§1051.    Distinotioii    between   the   Rule    of    Damages    and    the 
Rules  of  XMdence  ooncemlog  Damages. 

Another  essential  distinction,  which  is  too  often  overlooked, 
is  that  between  the  rule  of  damages  in  actions  at  law  and  the 
rules  governing  the  evidence  by  which  the  amount  of  damages 
is  to  be  ascertained.  The  rule  of  damages  is  fixed  and  uni- 
form, as  much  so  as  in  any  ordinary  action  on  the  case.  It 
recognizes  two  species  of  damages,  —  nominal  and  actual.  It 
determines  definitely  when  nominal  damages  shall  be  awarded, 
and  when  actual  damages  shall  be  allowed.  It  establishes  the 
same  measure  for  the  latter  as  that  which  courts  of  law  adopt 
in  all  breaches  of  contract  as  well  as  in  all  other  torts.  But 
inasmuch  as  the  infringement  of  a  patent  may  inflict  injuries 
of  various  degrees  and  characters,  according  to  the  method  of 
infrins:ement  or  the  mode  in  which  it  reaches  and  affects  the 
plaintiff,  the  evidence  by  which  his  loss  is  proved,  and  the 
amount  of  his  recovery  is  determined,  must  also  be  of  great 
variety.  No  more  unalterable  rule  can,  therefore,  be  pre- 
scribed concerning  the  admissibility  or  weight  of  certain 
evidence,  or  the  bearing  of  certain  facts  upon  the  question 
of  damages,  in  actions  of  infringement  than  in  actions  of 
trespass  quart  elati9um^  or  of  general  assumpsit.^  Each  case 
must  stand  on  its  own  facts,  and  be  illustrated  by  its  own 
evidence,  admitted  and  weighed  in  accordance  with  the  gen- 
eral rules  of  relevancy  and  credibility.^    With  this  distinction 

S  1051.  ^  In  Oraham  v.  Mason  (1872),  he  is  entitled  to  profits,  he  is  entitled 

6  Fisher,  290,  Sheplej,  J.  :  (298)  "It  to  any  profit  the  infringer  has  made  by 

must  he  apparent  to  the  most  super-  the  unlicensed  use  of  the  contrivance 

ficial  ohaerver  of  the  immense  variety  of  included  in  the  monopoly,  and  of  that 

patents  issued  every  day,  that  there  alone,  without  regard  to  profit  or  loss 

cannot,  in  the  nature  of  things,  be  any  on  the  whole  structure  or  machine  of 

rule  of  damages  or  any  rule  for  estimat-  which  such  mechanism  forms  a  part, 

ing  profits  which  will  equally  apply  to  and  without  recoupment  for  losses  on 

all    cases.      The    mode  of  estimating  other  infringing  mechanisms  made  or 

profits  or  damages  must  necessarily  de-  sold."    1  0.  O.  609  (610) ;  Holmes,  88 

pend  on  the  peculiar  nature  of  the  mo-  (90). 

nopoly  granted.     (Seymour  v,  McCor-         See  also  Bell  v,  Daniels  (1858),  1 

mick,  before  cited.)  Where  the  patentee  Fisher,  872  ;  1  Bond,  212  ;  Ransom  v, 

is  entitled  to  damages,  the  rule  must  be  Mayor  of  New  York  (1856),  1  Fisher, 

so  modified  as  to  afford  him  indemnity  252  ;  Earle  v.  Sawyer  (1825),  4  Mason, 

nnd  grive  him  the  actual  daronge  he  has  1 ;  1  Robb,  490. 
sutTei-ed  by  the  infringement.     Where         *  That  in  estimating  damages  all  the 
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in  mind,  the  rule  of  damages  in  actions  at  law  for  infringe- 
ment loses  most  of  its  obscurity,  while  eyen  the  rules  of  evi- 
dence seem  capable  of  clearer  and  more  permanent  definition 
than  those  applied  in  many  other  actions.  To  this  rule  of 
damages  our  attention  will  now  be  directed,  after  which  the 
rules  of  evidence  will  be  considered. 

§  1052.    Rale  of  Nominal  Damages. 

The  rule  of  damages  requires  that  in  all  cases  where  the 
jury  find  the  issues  for  the  plaintiff  on  the  first  four  aver- 
ments of  the  declaration,  they  shall  award  him  at  least  nomi- 
nal damages.^  The  law  implies  damage  from  the  violation  of 
the  patent,  and  though  the  infringement  may  be  ignorant  or 
miintentioAal,  or  result  in  no  particular  injury  to  the  plaintiff, 
the  commission  of  the  wrong  entitles  him  to  some  recovery  in 
vindication  of  his  invaded  rights.^  The  amount  of  such  re- 
covery the  jury  are  at  liberty  to  determine  within  the  ordinary 
limits  of  nominal  damages.^ 

§  1053.    Rule  of  Actual  Damages. 

The  rule  of  damages  further  provides  that,  upon  proper 
evidence,  the  jury  shall  allow  the  plaintiff  actual  damages.^ 

eircomstanceB  must  be  considered,  see  162  ;  Campbell  «.  Barclay  (1870),  5 

Whitney  v.  Emmett  (1831),  Baldwin,  Bissell,    179 ;   Whittemore   v.    Cutter 

808  ;  1  Kobb,  567.  (1813),  1  Gallison,  429  ;  1  Robb,  28. 

§  1052.  ^  In  Poppenhnsen  v.  New  That  the  character  and  financial  oon- 
Tork  Gutta  Percha  Comb  Co.  (1858),  2  dition  of  the  parties  are  not  to  be  con- 
Fisher,  62,  IngersoU,  J.  :  (78)  "  When  a  sidered  in  estimating  damages,  see  Hay- 
patent  has  been  violated,  it  necessarily  den  v.  Suffolk  Mfg.  Co.  (1862),  4  Fiah- 
foUows  that  the  plaintiff  is  entitled  to  er,  86. 

aome  damages.    The  act  of  violation  is        That  the  good  faith  of  the  defendant 

proof  that  he  is  entitled  to  some  dam-  does  not  excuse  him,  see  Hogg  p.  Emer- 

ages  ;  and  when  the  amount  of  damages  son  (1850),  11  How.  587. 
is  not  proved,  the  rule  is,  that  the  jury        *  That  six  cents  am  nominal  damages^ 

give   nominal   damages  ;    and   if  the  see  Hall  v.  Bird  (1869),  6  Blatch.  488  ; 

plaintiff  intends  to  claim  more  than  8  Fisher,  595. 

nominal  damages,  he,  being  entitled  to         §  1053.  ^  That  a  patentee  proving 

recover  his  actual  damages,  must  satisfy  his  case  is  entitled  to  the  same  relief  as 

the  jury  what  his  actual  damages  are."  any   other  plaintiff,    see   McComb  o. 

'  That  damages  are  implied  from  the  Ernest  (1871),  1  Woods,  195. 
infringement,   see    Wooster   v.   Muser        That  actual  damages  alone  will  be 

(1884),  28  0.  G.  286  ;  20  Fed.  Rep.  awaided,  see  Philp  «.  Kock  (1878),  17 
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Actual  damages  are  an  indemnity  for  injury  inflicted,  a  com- 
pensation  for  a  loss  sustained.^  Their  amount  is  to  be  meas* 
ured  by  the  direct  and  immediate  evil  consequences  to  the 
plaintiff  of  the  wrongful  act  of  the  defendant,  from  the  date 
of  the  infringement  to  the  institution  of  the  suit.^    The  proof 

WalL  460 ;  Page  v.   Ferry  (1857),   I  tion  which  depends,  for  its  valne,  on 

Fisher,     298 ;    Whitney    v.    Emmett  a  general  use  by  the  community,  and 

(1881),  Baldwin,  808  ;  1  Robb,  667.  is,  from  policy,  sold  cheap.     Yon  are 

*  In  Birdsall  v.  Coolidge  (1876),  98  therefore  to  give  compensatory  damages, 

U.  S.  64,  Clifford,  J.  :  (64)  **  Damages  such  as  may  indemnify  the  plaintiff  for 

are  given  as  a  compensation,   recom-  the  iigtiries  he  has  directly  sustained ; 

pense,  or  satisfaction  to  the  plaintiff  for  but,  according  to  the  directions  hereto- 

an  injury  actually  received  by  him  from  fore  given  in  this  court,  you  will  not  in- 

the  defendant.    Compensatory  damages  elude  his  expenses  of  litigation  in  the 

and  actual  damages   mean    the   same  amount  of  your  verdict.     Yet,  upon 

thing,  —  that  is,  that  the  damages  shall  the  whole,   the   question   of   damages 

be  the  result  of  the  iigury  alleged  and  being  one  of  compensation,  of  which 

proved,  and  that  the  amount  awarded  it  is  always,  in  such  cases,  difficult  to 

shall  be  precisely  commensurate  with  fix  a  standard,  much  must  depend  upon 

the  iigury  suffered,  neither  more  nor  the  discretion  of  the  jury,  who  may 

less,  whetber  the  injury  be  to  the  per-  sometimes  properly  take  the  conduct 

son  or  estate  of  the  complaining  party,  and  motives  of  a  defendant  into  con- 

%  Greenl.,  £v.,  10th  ed.,  sec.  268."    10  sideration.    I  may  add  that,  with  the 

O.  G.  748  (749).  limitations  and  qualifications  which  I 

In  Parker  v.  Hulme  (1849),  1  Fisher,  have  stated,  your  verdict  may  be  founded 

44,  Kane,  J.  :  (66)  "  The  damages  to  upon  a  full  and  liberal  measure  of  the 

be   assessed   should  be  compensatory,  plaintiff's  actual  damages." 
The  criterion  is  indemnity.     You  may        <  That  only  direct   and  immediate 

take  into  consideration  the  loss   sus*  damages  can  be  recovered,  see   Buerk 

tained  by  the  plaintiff,  as  you  may  like-  v,  Imhaeuser  (1876),  10  O.  G.  907  ;  14 

wise  the  profit  made  by  the  defendant.  Blatch.  19  ;  2  Bann.  k  A.  462. 
In  estimating  the  loss  to  the  plaintiff        That  remote  consequential  damages 

from  the  defendant's  unauthorized  use  cannot  be  recovered,  see  Carter  v.  Baker 

of  the  machine,  the  price  of  a  license  (1871),  4  Fisher,  404  ;  1  Sawyer,  612. 
is  sometimes  a  fair  guide  ;  but  not  al-         That  the  jury  in  estimating  damages 

ways.    Sometimes  a  trifle  from  every  from  general  evidence  can  only  allow 

one  may  well  content  the  patentee,  as  them  for  the  period  of  inMngement  not 

in  the  case  of  a  medicine,  where  a  li-  for  the  whole  term  of  the  patent,  see 

eense  to  use  is  thrown  in  to  all  who  Suffolk  Co.  v.  Hayden  (1866),  8  Wall, 

will  pay  for  the  dose.    So  in  the  case  816. 

of  machines  ;  in  some  of  which,  as  for         That  damages  are  recoverable  for  the 

example,  an  improved  pocket-knife  or  period  between  loss  of  the  patent  by 

eomb^  where  a  half-cent,  singly,  might  fire  and  its  restoration,  if  there  be  no 

amply  compensate  a  patentee  in  the  unreasonable  delay,  see  Hogg  v,  Emer- 

iale   of   a   license,   but  would  be  no  son  (1848),  6  How.  487  ;  2  Robb,  666. 
criterion  of  damage  in  case  of  infringe-         That  damages  for  infringement  be- 

ment     It  is  so  with  every  other  inven-  fore  re-issae  are  not  leoovemble  in  a 

VOL.  m.  —  21 
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of  the  existence  and  extent  of  these  consequences  must  be 
clear  and  definite,  and  present  sufficient  data  to  the  jury  to 

enable  them  to  estimate  with  certainty  the  compensation  to 

which  the  plaintiff  is  entitled.^  In  the  absence  of  such  proof, 
either  through  the  fault  or  the  misfortune  of  the  plaintiff, 
nominal  damages  alone  can  be  awarded.^  Yindictive  dam- 
ages are  not  permitted,  power  being  conferred  upon  the  court 
to  increase  the  amount  fixed  by  the  jury  in  cases  of  malicious 
or  persistent  injury.® 

salt  on  the  re-inae,  see  Agawam  Ck>.  v.  tion  of  peiaonal  property,  or  of  incor- 

Jordan  (1S68),  7  WalL  688.  poreal  rights.    In  mere  personal  torta, 

That  a  verdict  can  only  cover  the  as  assaults  and  batteries,  defiunation  of 

damages  up  to  the  date  of  the  writ,  see  character,  etc.,  the  law  has,  in  proper 

Hayden  v,  Suffolk  Mfg.   Co.   (1862),  cases,  allowed   the   party   to   recover 

4  Fisher,  86.  not  merely  for  any  actual  injury,  but 

*  That  the  plain  tiff  must  affirmatively  for  the  mental  anxiety,  the  public  deg- 
show  the  amount  of  actual  damages,  see  radation  and  wounded  sensibility,  which 
§  1071  and  notes,  post,  honorable  men  feel  at  violations  of  the 

*  That  nominal  damages  of  six  cents  sacredness  of  their  persons  or  charsc- 
only  are  recoverable  unless  actual  dam-  ters.  But  the  reason  of  the  law  does 
ages  are  proved,  see  Hall  v.  Bird  (1869),  not  apply  to  the  mere  infringement  of 
6  Blatch.  488  ;  8  Fisher,  595.  an  incorporeal  right,  such  as  a  patent. 

That  although  it  is  a  mere  lack  of  and  the  legislature  meant  to  oonfine  the 

evidence  which  prevents  the  plaintiff  damages  to  such  a  sum  as  would  com- 

from   proving   such   infringements   as  pensate  the  party  for  his  actual  loss." 

would  call  for  heavy  damages,  this  is  1  Robb,  40  (44). 

his  misfortune,  and  the  jury  can  only  See  also  Goodyear  v.  Bishop  (1861), 

give  nominal  damages  unless  he  proves  2  Fisher,  154  ;  Smith  v.  Higgin8(1859X 

actual  ones,  see  Schwarzel  v.  Holen-  1   Fisher,  687  ;  Ransom  v.   Mayor  of 

shade  (1866),  8  Fisher,  116  ;  2  Bond,  29.  N.  Y.  (1856),  1  Fisher,  262  ;  Winter- 

*  In  Whittemore  v.  Cutter  (1818),  mute  v.  Redington  (1856),  1  Fisher, 
1  Gallison,  478,  Story,  J.  :  (482)  *'As  289;  Hall  v.  Wiles  (1861),  2  Blatch. 
to  the  rule  by  which  the  plaintiff's  194;  Buck  v,  Hermance  (1849),  1 
damages  are  to  be  estimated,  it  is  clear  Blatch.  898  ;  Guyon  «.  Serrell  (1847), 
by  the  statute,  that  only  the  actual  1  Blatch.  244. 

damages  sustained  can  be  given.     By  In  several  decisions  statements  may 

the   terms   '  actual   damages,'    in   the  be  found  giving  authority  for  the  claim 

statute,  are  meant  such  damages  as  the  that  vindictive  damages  maybe  awarded 

plaintiffs  can  actually  prove  and  have  in  cases  of  wilful  infringement    Thos 

in  fact  sustained,  as  contradistinguished  in  Parker  v.  Corbin  (1848),  4  McLean, 

to  mere,  imaginary  or  exemplary  dam-  462,  McLean,  J. :  (468)  "That  where 

ages,  which  in  personal  torts  are  some-  the  act  complained  of  had  been  done 

times   given.      The   statute  is  highly  without  a  knowledge  of  the  plaintiflTs 

penal,  and  the   legislature   meant   to  right,  and  under  such  circumstances  ns 

limit  the  single  damages  to  the  real  to  authorize  the  jury  to  infer  that  tlio 

injury  done^  as  in  other  cases  of  viola-  defendant  wss  not  aware  that  he  was 
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§  1054.  Roles  of  Bvidenoe  Conoeming  Damages  Vary  ^-ith  the 
Mode  In  ^vhich  the  Plaintiff  takes  the  Benefit  of  his 
Monopoly. 

The  mles  of  evidence  concerning  damages  are  all  intended 
to  secure  the  presentation  of  such  testimony  to  the  jury  as 
will  enable  them  to  ascertain  the  loss  inflicted  on  the  plain- 
tiff, and  the  amount  of  actual  damages  which  will  compensate 
him  for  the  injury.  The  evil  consequences  resulting  to  the 
plaintiff  from  the  violation  of  his  patent  depend  upon  the 
method  in  which  he  receives  the  benefits  of  his  monopoly, 
and  the  extent  to  which  these  benefits  are  affected  by  the 
infringement.^  The  owner  of  a  patent  who  neither  derives, 
nor  purposes  to  derive,  any  advantage  from  his  rights  under 

violating  the  rights  of  any  one,  the  all  the  purposes  of  a  penalty,  and  so 

damages  should  be  so  graduated  as  to  £u  as  these  cases  suggest  that  the  jury 

give  nothing  more  than  to  com^iensate  have  a  similar  power,  the  doctrine  must 

the  injury  done  to  the  plaintiff.    But  be  regarded  as  erroneous.    See,  further, 

where  the  circumstances  were  of  a  some-  §  1069,  and  notes,  post, 
what  aggravated  character,  what  was        §  1054.    ^  In    Spaulding    v.    Page 

sometiihes  called  iu  the  law  vindictive  (1871),  4    Fisher,    641,    Sawyer,   J.  : 

damages  might  be  given,  which  would  (645)   "  One  patentee  may  choose  to 

include   counsel   fees,  and    something  use  his  invention  himself,  and  find  his 

more  by  way  of  example  to  deter  others  profits  in  the  sale  of  its  products  ;  an- 

^m  doing  the  same  thing."    2  Robb,  other  may  establish  a  royalty  for  the 

736  (736).  use   of  his  patent ;   another  sell  his 

See  also  Buerk  v,  Imhaeuser  (1876),  right  out  for  designated  portions  of  ter- 

10  O.  G.  907  ;  14  BUtch.  19  ;  2  Bann.  ritory  ;  and  another  exclusively  manu- 

&  A.  452  ;  American  Nicholson  Pave-  facture  and  sell  his  machines  and  seek 

ment  Co.  v.  City  of  Elizabeth  (1874),  his  remuneration  in  the  profits  of  such 

6  O.  G.  764  ;  1  Bann.  &  A.  439  ;  Bryce  manufacture  and  sale.    The  measure  of 

V.   Dorr  (1845),   3   McLean,  582  ;    2  damages,  and  the  consequences  of  a  re- 

Bobb,  302.  covery,  should  have  some  relation  to 

That  no  exemplary  damages  are  al-  the  mode  of  remuneration  adopted  by 

lowed  where  the  defendant  purchased  the  the  patentee,  and  to  the  nature  of  the 

invention  in  good  faith  in  open  market  injury  inflicted  by  the  infringement. 

not  knowing  of  the  patent,  and  aban-  Even  the  consequences  of  a  recovery 

doned  it  upon  notice,  see  Emerson  v,  with  respect  to  the  subsequent  rights 

Simm  (1873),  3  0.  G.  298  ;  6  Fisher,  281.  of  the  parties,  may  be  modified  by  the 

That  one  who  works  snder  another  measure  of  damages  adopted."    1  Saw- 
patent  is  not  liable  to  punitive  dam-  yer,  702  (705).  1 
ages,  see  Buerk  v.  Imhaeuser  (1876),  10        That  the  monopoly  protects  only  the 
O.  G.  907 ;  14  Blatch  19 ;  2  Bann.  &  vw  of  the  invention,  not  the  ultimate 
A.  452.  property  therein,  see  §  61  and  notes, 

The  power  of  the  court  to  increase  atde, 
the  damages  is,  however,  sufficient  for 
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the  patent,  cannot  sustain  substantial  injury  from  any  appro- 
priation of  the  invention  on  the  part  of  others.^  If  he  con- 
fines his  own  enjoyment  of  his  privilege  to  a  single  mode  of 
use,  he  does  not  suifer  loss  from  the  employment  of  the 
invention  in  a  totally  different  method.  Hence  the  first 
point,  on  which  proof  should  be  offered  in  reference  to  actual 
damages  is  the  use  made  of  his  patent  privilege  by  the  plain- 
tiff ;  the  second  is  the  effect  produced  upon  the  vidue  of  such 
use  by  the  wrongful  acts  of  the  defendant.  If  the  evidence  on 
these  two  points  is  so  presented  as  to  afford  the  jury  a  com* 
plete  view  of  the  facts  which  they  involve,  the  amount  of 
actual  damages  to  be  awarded  can  be  easily  determined. 

§  1055.    Bvldenoe  Concerning  Damages:  Two  Modes  in  which 
the  Plaintiff  may  Take  the  Benefit  of  Ilia  Monopoly. 

The  methods  by  which  the  owner  of  a  patent  can  avail 
himself  of  his  monopoly  may  be  grouped  in  two  distinct 
classes.  In  methods  of  the  first  class  the  practice  of  the  pat- 
ented invention  is  thrown  open  to  the  public  upon  condition 
that  the  user  pay  to  the  owner  a  definite  pecuniary  considera 
tion.  In  methods  of  the  second  class  the  exclusive  use  of  the 
invention  is  confined  to  the  owner  of  the  patent  or  to  specific 
licensees,  and  the  remainder  of  the  public  are  prohibited  from 
its  employment  upon  any  conditions.^    When  any  method  of 

*  That  a  patentee,  who  neither  de-  of  his  specific  licensees  is  immaterial, 

rives  nor  intends  to  derive  henefit  from  However  great  their  maltitade,  the  pat- 

his  invention,  cannot  suffer  loss  by  its  ent  protects  them  in  their  exclusive  en- 

infringement,    see    Everest   v.  Buffalo  jojment  against  all  the  world,  and  one 

Lubricating  Oil  Co.  (1887),   81   Fed.  who  uses  without  authority  granted  to 

Rep.  742 ;  Hoe  v.  Knap  (1886),  27  Fed.  him  violates  the  monopoly,  and  cannot 

Rep.  204 ;  36  O.  G.  1244  ;  Whitney  v,  be  regarded  as  in  any  sense  a  licensee. 

Emroett  (1831),  Baldwin,  808  ;  1  Robb,  In  such  cases  a  license  fee  is  never  the 

667.  measure  of  damages  ;  if  it  were,  the  pat- 

§  1055.   ^  The   distinction   between  entee   could   be    compelled   to    grant 

these  two  modes  of  enjoyment  wiU  be  licenses  against  his  will  to  all  on  the 

lost  sight  of  unless  it  be  remembered  mere  ground  that  he  had  chosen   to 

that  the  former  embraces  only  those  license  certain  individuals.    It  is  only 

eases  where  the  license   ia  universal,  where  he  offers  licenses  to  all  who  desire 

The  patentee  has  a  right  to  limit  the  to  take  them,   without  discrimination 

number  of  his  licensees,  and  where  he  of  persons,   that  an  infringer  can  be 

does  this,  no  other  persons  can  become  treated  as  a  licensee,  and  the  recovery 

licensees  against  his  will.    The  number  be   restricted   to    the    customary   fee. 
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the  first  class  is  adopted,  it  is  evident  that  the  sole  injury  sus- 
tained by  the  owner  of  the  patent  from  the  act  of  a  defendant, 
who  has  practised  the  invention  without  fulfilling  the  condi- 
tion, is  the  withholding  of  the  definite  pecuniary  recompense, 
and  that  this,  when  ascertained,  is  therefore  the  measure  of 
his  actual  damages.  When  methods  of  the  second  class  are 
pursued,  the  loss  suffered  by  the  owner  of  the  patent  or  his 
specific  licensees,  i^  the  depreciation  of  the  pecuniary  value 
of  their  own  enjoyment  of  the  exclusive  use  of  the  invention 
through  its  wrongful  use  by  the  defendant.  The  amount  of 
such  depreciation  can  rarely  be  measured  by  any  absolute 
standard.  It  is  a  matter  of  inference  from  all  the  circum- 
stances of  the  case ;  but  when  the  facts  are  clearly  proved, 
and  the  Inference  is  probable,  the  jury  are  warranted  in  as- 
suming it  as  a  sufficient  guide.  The  owner  of  the  patent  may 
resort  to  methods  of  either  class  at  his  pleasure,  and 
may  employ  the  different  classes  within  different  areas.  He 
may  also  adopt  the  methods  of  one  class  in  relation  to  one  of 
his  exclusive  rights,  and  the  methods  of  the  other  class  in 
relation  to  his  other  rights,  as  where  he  freely  licenses  all 
who  desire  to  make  and  use  the  invention,  but  preserves  a 
close  monopoly  in  reference  to  its  manufacture  and  sale. 
But  he  cannot  employ  methods  of  the  distinct  classes  in 
relation  to  the  same  right  at  the  same  time  and  within  the 
same  territory,  since  it  is  impossible  for  him  at  once  to  offer 
to  the  whole  public  an  unrestricted  privilege  upon  definite 
terms,  and  prohibit  portions  of  the  public  from  enjoying  it  on 
any  terms.  Hence  in  any  case  of  infringement  it  can  be 
shown  which  class  of  methods  was  in  operation,  at  the  date 

Henoe  evidenoe  of  nnmerous  existing  fendant  as  a  member  of  the  public,  and 

lioenaea,  though,  as  appears  in  §  1057,  that  the  sole  wrong  committed  by  the 

jwfC,  it  is  sufficient  to  prore  the  amount  latter  has,  therefore,  virtually  consisted 

of  the  established  fee,  cannot  show  that  in  delaying  the  payment  of  the  proper 

an  infringer,  even  when  performing  acts  recompense  for  such  a  privilege.    In 

for  which  the  licenses  are  granted,  has  the  absence  of  this  testimony  tbe  case 

a  right  to  pay  the  fee  and  thus  escape  comes  under  the  second  class,  and  the 

further  liability.     It  must  be  also  mani-  license    fee,    whatever    light   it    may 

fest  from  the  testimony  that  the  plain-  throw  upon  the  amount  of  the  plaintiflTs 

tiff,  at  the  date  of  the  infringement,  loss  by  the  infringement,    cannot    be 

contemplated  the  eigoyment  of  the  in-  accepted   as   an    absolute    measure  ot 

yention  by  the  public,  and  by  the  da-  damages. 


826         TREATISE  ON  THE  LAW  OP  PATENTS.     [BOOK  lY. 

and  place  of  the  infringement,  in  reference  to  the  right 
wrongfully  exercised  by  the  defendant.  If  the  method  be- 
longed to  the  first  class  the  defendant  must  make  compensa- 
tion by  paying  the  established  fee.  If  it  belonged  to  the 
second  class  the  defendant  must  make  good  that  depreciation 
in  the  value  of  the  plaintiff's  enjoyment  which  his  own  wrong- 
ful act  has  caused.^ 

§  1056.    Svidenoe  Conoerning  Damages :  Monopoly  Enjoyed  by 
Oranting  LloenBea. 

Of  the  methods  of  the  first  class  there  are  various  forms, 
though  all  are  reducible  to  the  same  contract  relation  between 
the  owner  of  the  patent  and  those  who  practise  the  invention. 
Whether  he  bestows  on  all  who  wish  to  comply  with  his  con- 
ditions the  right  to  make  and  use  or  the  right  to  make  and 
sell,  and  whether  he  receives  his  payments  in  a  gross  sum, 
or  in  periodical  instalments,  or  in  royalties  based  on  the 
number  of  the  patented  articles  that  may  be  used  or  sold, 
and  whether  the  privilege  already  conferred  be  personal  and 
universal,  or  confined  to  a  single  shop  or  locality,  the  prin- 
ciple underlying  the  transaction  is  the  same.  The  owner 
of  the  patent  has  put  his  own  price  upon  the  exercise  of 
the  right,  and  offered  it  to  all  who  are  disposed  to  pay  the 
price  for  its  enjoyment.^  He  has  thus  fixed  the  measure 
of  his  compensation  for  every  case  in  which  the  right  so 
estimated  may  be  exercised,  and  the  defendant's  employ- 
ment of  the  privilege  may,  therefore,  be  properly  and  fairly 
treated  as  an  acceptance  of  the  offer  and  as  constituting 
the  basis  of  an  implied  contract  upon  his  part  to  pay  the 
customary  fee.*    He  has,  in  fact,  become  by  his  own  act, 

3  That  the  yalue  of  the  plaintiff's  whatever  his  licensees  may  suffer,  see 

inyention  is  deteimined  by  the  way  BeU  v.   United  States  Stam^ng   Co. 

he   uses  it»   whether   by  licensing  or  (1887),  82  Fed.  Rep.  549. 
manufacturing,  see  Creamer  v.  Bowers         §  1056.  ^  That  by  establishing  a  li- 

(1888),  35  Fed.  Rep.  206  ;  Spaulding  v.  cense  fee  the  plaintiff  fixes  the  compen- 

Page  (1871),  4  Fisher,  671 ;  1  Sawyer,  sation  which  he  is  willing  to  reoeiTe,  see 

702  ;  Burr  «.  Duiyee  (1862),  2  Fbher,  Livingston  v.  Jones  (1861),  8  Fisher, 

275.  207  ;  8  Wall.  Jr.  880  ;  Seymour  v.  Mc- 

That  the  grantor  of  an    ezdusiye  Cormick  (1858),  16  How.  480. 
license  at  a  specific  royalty  can  sustain         '  That  by  using  the  inrention,  as 

no  damage  except  the  loss  of  his  royalty,  licensees  in  general  use  it,  the  defendant 
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though  not  perhaps  intentionallj,  the  licensee  of  the  owner  of 
the  patent  under  the  terms  contained  in  the  proposition  of 
the  latter  to  the  public,  and  is  bound,  like  any  other  licensee, 
to  comply  with  the  obligations  which  he  has  thereby  assumed.^ 
In  order  to  establish  this,  or  any  other  contract  relation,  two 
matters  must  be  proved:  the  offer  by  the  plaintiff;  and  its 
acceptance  by  the  defendant.  In  the  absence  of  either  of 
these  elements  no  such  relation  can  be  implied,  and  the 
defendant  is  neither  obliged  to  pay,  nor  the  plaintiff  to 
receive,  any  predetermined  sum  as  compensation  for  the 
infringement. 

§  1057.  BTidence  Conoeming  Damages :  Monopoly  Enjoyed  by 
Granting  Uoenaes  :  Bvldenoe  that  the  Plaintiff  has 
Adopted  that  Mode  of  Enjoyment. 

The  proposal  of  the  owner  of  a  patent  to  permit  the  public 
to  enjoy  a  right  in  his  invention,  upon  payment  of  a  definite 
pecuniary  consideration,  may  be  proved  either  by  his  formal 
declarations  to  that  effect,  or  by  his  conduct  in  customarily 
receiving  this  specific  compensation.  To  show  his  formal 
declarations,  his  circulars,  advertisements,  or  oral  proposi- 
tions, if  such  exist,  are  admissible.  To  prove  his  customary 
reception  of  a  definite  recompense,  the  testimony  must  de- 
monstrate that  this  amount  has  generally  been  paid  by  those 
who  have  exercised  the  right,  in  pursuance  of  an  agreement 
previously  made  with  the  owner  of  the  patent,  until  it  has 
become  an  established  fee.^    What  constitutes  a  general  use 

accepts  the  offer  of  the  plaintiff  and  be-  130  U.  S.  152,  Field,  J.  (165):  *'  It  is 

comes  liable  for  the  customaiy  fee,  eee  undoabtedly  tme  that  where  there  has 

LiviDgston  v.  Jones  (1861),  8  WaU.  Jr.  been  such  a  number  of  sales  by  a  pat- 

880  ;  2  Fisher,  207  ;  Seymour  v.  Mc-  entee  of  licenses  to  make,  use,  and  seU 

Cormick  (1853),  16  How.  480.  his  patents,  as  to  establish  a  regular 

*  That  a  license  fee  fixes  the  amount  price  for  a  license,  that  price  may  be 

of  damages  where  there  have  been  licen-  taken  as  a  measure  of  damages  against 

868  enough  issued  to  establish  a  market  infringers.  .  .  .  Sales  of  licenses,  made 

▼alue,  and  where  the  use  by  the  defend-  at  periods  years  apart,  will  not  establish 

ant  has  been  with  the  express  or  implied  any  rule  on  the  subject  and  determine 

consent  of  the  plaintiff,  and  no  compen-  the  value  of  the  patent.     Like  sales  of 

sation  has  been  agreed  on,  see  Packet  ordinary  goods  they  must  be  common, 

Co.  V,  Sicklee  (1878),  19  Wall.  611.  that  is,  of  frequent  occurrence,  toestab- 

§  1057.  ^  In  Bude  v.  Westcott  (1889][,  lish  such  a  market  price  for  the  article 
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and  payment,  and  after  what  period  the  fee  customarily  paid 
shall  be  regarded  as  established,  are  questions  for  the  jury  to 
determine.  A  single  license  cannot  show  a  custom,  nor  can  a 
license  fee,  varying  with  the  obstinacy  of  the  licensee,  ever 
become  definite,  nor  can  promises  to  pay  be  taken  as  equiva- 
lent  to  actual  payments.^  The  essential  legal  requisite,  how- 
ever, is  that  the  amount  be  fixed  by  previous  agreement  with 
a  view  to  future  use,  and  under  circumstances  where  the 
owner  of  the  patent  is  at  liberty  to  demand  what  he  deems  a 

that  it  may  be  assamed  to  express,  with  Co.  v.  American  Artificial  Stone  Tavet 

reference  to  aU  similar  articles,  their  ment  Ck).  (1888),  36  Fed.  Rep.  878  v 

salable  yalue  at  the  place  designated.  Adams  v.  Bellaire  Stamping  Co.  (1886), 

In  order  that  a  royalty  may  be  accepted  28  Fed.  Bep.  860 ;  86  O.  G.  567 ;  West- 

as  a  measure  of  damages  against  an  cott  v.  Rude  (1884),  19  Fed.  Rep.  880 ; 

infringer,  who  is  a  stranger  to  the  li-  27  0.  G.  719. 

cense  establishing'it,  it  mast  be  paid  or         '  That  a  single  license  cannot  estab- 

secured  before  the  infringement  com-  lish  a  license  fee,  see  Graham  v.  Piano 

plained  of,  it  must  be  paid  by  such  a  Mfg.  Co.   (1888),  85  Fed.    Rep.  597: 

number  of   persons   as  to  indicate  a  Westcott  v.  Rude  (1884),  19  Fed.  Rep 

general  acquiescence  in  its  reasonable-  830 ;  27  0.  G.  719. 
ness  by  those  who  have  occasion  to  use         That  two  licenses  may  evidence  an 

the  invention,  and  it  must  be  uniform  established  fee,  see  Cary  v.  Lowell  Mfg.^ 

at  the  places  where  the  licenses   are  Co.  (1889),  87  Fed.  Bep.  654. 
iflsued."  That  no  license  fee  can  be  said  to  be 

That   an  established   royalty   is  a  fixed  when  it  varies  with  the  persistence 

proper  measure  of   damages,    but  not  of  the  infringer,  see  Black  v.  Munson 

where  the  invention  has  been  used  but  (1877),  14  Blatcb.  265  ;  2  Bann.  &  A« 

little  or  for  a  short  time,  general  evi-  628. 

dence  being  necessary  in  such  cases.         That  where  an  assignee  is  compelled 

see  Judson  v.  Bradford  (1878),  16  0.  G.  by  the  acts  of  the  defendant  to  allow 

171  ;  3  Bann.  &  A.  589.  him  to  use  the  invention  for  a  certain 

That  a  license  fee  does  not  become  royalty,  the  loyaltj  is  no  criterion  of 

**  established  "  until  sufficient  cases  arise  the  damages,  see  American  Nicholson 

to  fix  the  market  value  of  the  patent  at  Pavement    Co.    v.    City  of  Elizabeth 

a  uniform  rate,  see  Adams  v,  Bellaire  (1874),  6  0.  G.  764;   1  Bann.  k  A« 

Stamping    Co.    (1886),   28  Fed.   Rep.  489. 

360;  86  0.   G.   567;    Packet  Co.  v.         That  the  allowance  of  a  pro  roia  sam 

Sickles  (1878),  19  Wall.  611.  as  damages  in  a  suit  does  not  establish 

That  a  license  fee  to  be  a  measure  of  a  license  fee,  see  Graham  v.  Piano  1C%. 

damages  must  be  a  fee  for  the  identical  Co.  (1888),  87  Fed.  Rep.  597. 
invention,  and  it  alone,  see  Adams  v.         That  a  license  fee  must  be  shown  by 

Bellaire  Stamping  Co.  (1886),  28  Fed.  actual  payments,  not  by  mere  promises 

Bep.  860  ;  86  0.  G.  567.  to  pay,  see  Adams  ».  Bellaire  Stamping^ 

That  license  fees  paid  for  two  pat-  Co.  (1886),  28  Fed.  Bep.  860  ;  86  0.  G. 

ents  jointly  will  not  establish  a  fee  for  567. 
either  separately,  see  Vulcanite  Paving 
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fair  compensation,  and  the  alleged  licensees  are  free  to  accept 
or  reject  his  terms.'  A  fee  of  small  amount  temporarily 
adopted  in  order  to  introduce  the  invention,  or  to  raise 
money  under  the  pressure  of  necessity,  does  not  comply  with 
this  requirement ;  nor,  on  the  other  hand,  does  a  large  amount 
paid  under  compulsion  by  infringers  in  settlement  for  injuries 
inflicted  by  their  wrongful  acts ;  and  evidence  of  either  of  these 
payments  under  emergency  is  inadmissible.^    The  amount  of 

*  In  National  Car  Brake  Shoe  Go.  «.  Inrentora  are  frequently  compelled  by 

Terre  Haute  Car  &  Mfg.  Co.  (1884),  19  streea  of  poverty,  or  force  of  circam* 

Fed.  Bep.  514,  Woods,  J.  :  (517)  **  I  stances,  to  dispose  of  some  part  of  their 

instmct  you  that  it  is  competent  for  a  rights  in  the  thing  invented  at  much 

patentee,  in  order  to  enable  the  jury  to  lower  rates  than  they  and  others  know 

measure  his  damages,  to  prove  contract  them  to  be  worth.    The  fact  that  th« 

prices  at  which  licenses  had  been  granted  inventor  has  sold  or  given  away  some 

under  the  patent  while  it  was  in  force,  portion  of  a  patented  right  is  no  justifi* 

but  that  it  is  not  competent  for  him  to  cation  to  another  who  has  wrongfully 

prove  the  prices  paid  for  infringements ;  infringed  upon  the  rights  retained." 

that  is  to  say,  payments  made  in  settle-  That  early  contracts  at  varying  rates 

ment  of  infringements  already  perpe-  do  not  establish  a  license  fee,  see  6ott« 

trated.    In  oider  to  be  competent  evi-  fried  v.  Crescent  Brewing  Co.  (1884), 

dence  of  value,  the  prices  agreed  upon  30  0.  O.  892 ;  22  Fed.  Rep.  438. 

must  have  been  fixed  with  regard  to  That  agreements  to  secure  the  intnv 

future  use,  when,  there  being  no  liability  duction  of  an  invention  do  not  furnish 

between  the  parties,  they  are  presumed,  a  guide  to  true  license  fees,  see  Graham 

on  both  sides,  to  have  acted  volnnta-  v.   Geneva    Lake    Crawford  Mfg.    Co. 

rily,  and  therefore  to  have  made  up  (1885),  82  0.  G.  1608 ;  24  Fed.  Rep. 

their  minds  deliberately  as  to  what  was  642  ;    Sickels    ••    Borden    (1856),    8 

a  fair  price.  Such  arrangements,  licenses  Blatch.  585. 

thus  granted,  fees  thus  fixed,  are  com-  That  special  permits  under  special 

patent  evidence  to  consider  in  determin-  circumstances  do  not  alter  the  usual  li- 

ing  what  the  actual  valae  of  an  inven-  cense  fee,  see  Asmus  v.  Freeman  (1888), 

tion  is,  and  what  the  recovery  ought  to  84  Fed.  Rep.  902. 

be  for  its  use.     But  settlements  for  past  That  a  grantee  of  territory,  making 

transactions,  where  the  parties  are  liable  a  contract  with  an  agent  to  seU  m»* 

to  suit  if  they  do  not  pay,  I  instruct  chines  without  limit,  repudiates  a  close 

you,  are  not  admissible  as  evidence  for  monopoly   and   his  damages  roust  be 

the  plaintiff  upon  the  subject  of  value."  measured  by  the  usual  fee,  see  Burdell 

28  O.  G.  1007  (1008).  V.  Denig  (1865),  2  Fisher,  588. 

^  In  Campbell  v.  Barclay  (1870),  5  That  payments  made  in  settlement 

BiaseU,  179,  Blodgett,  J. :  (179)  "The  of  suits  for  infringement  do  not  estab« 

price  for  which  the  plaintiff  has  sold  his  lish  a  license  fee,  see  Comely  v.  Marek* 

rights  to  certain  territory  is  no  criterion  wald  (1889),  181  U.  S.  159  ;  Rude  v. 

by  which  to  determine  the  value  of  his  Westcott  (1889),  180  U.  a  152 ;  United 

patent  or  the  damage  sustained  by  its  Nickel  Co.  v.  Central  Pacific  R  R.  Co. 

infringement  in  the  territory  retained.  (1888),  86  Fed.  Rep.  186 ;  Comely  v. 
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an  established  license  fee  may  be  shown  by  parol ,  though  the 
licenses  bj  which  it  is  fixed  are  in  writing,  and  the  defendant 
was  not  a  party  to  the  instruments,  the  important  fact  being 
the  payment  of  the  fee.^ 

§  1058.  Evldenoe  Conoernins  Damages:  Monopoly  Enjoyed  by 
Granting  Uoenaes :  Bvldenoe  that  the  Defendant's  Acta 
are  Identical  with  thoae  Covered  by  such  Licensee. 

The  acceptance  of  the  plaintiff's  proposal  by  the  defendant 
must  be  proved  by  evidence  showing  his  performance  of  the 
precise  act  for  which  the  license  fee  has  been  established. 
Not  every  invasion  of  the  monopoly  by  the  defendant  subjects 
him  to  the  payment  of  this  fee  or  entitles  him  to  claim  that 
the  plaintiff's  damages  are  to  be  limited  to  that  amount.  It 
is  only  when  he  has  put  himself  in  the  same  position  which 
he  would  have  occupied  had  he  been  a  licensee  under  a  pre- 
vious agreement,  that  he  can  be  held  liable  to  the  obliga- 
tions, and  can  avail  himself  of  the  immunities,  of  such  a 
licensee.  Thus  where  the  license  fee  has  been  established  in 
regard  to  one  right  under  the  patent  and  he  has  exercised  a 
different  right,  or  where  it  contemplates  a  continuous  and  per- 
manent employment  of  the  invention  and  his  employment  of 

Marckwald  (1885),  23  Blatch.  168  ;  82  not  one  of  the  parties  to  the  license,  see 

Fed.   Rep.  292 ;  Gottfried  v.  Crescent  Wooster  v.  Simonson  (1884),  20  Fed. 

Brewing  Co.  (1884),  22  Fed.  Rep.  438  ;  Rep.  816;  28  O.  O.  918. 
80  0.  G.  892.  That  a  rescinded  oontrsct  for  royal- 

That  where  the  plamtiff  had  settled  ties  is  not  competent  evidence  as  to  the 
with  certain  infringers  for  less  than  the  measure  of  damages,  see  Bussey  v.  Ex- 
usual  license  fee,  the  amount  so  paid  celsior  Mfg.  Co.  (1880),  17  0.  G.  744  ; 
may  in  some  cases  be  taken  as  the  1  Fed.  Rep.  640  ;  1  MoCraiy,  161 ;  5 
measure  of  damages,  see  Bates  v.  St.  Bann.  &  A.  185. 
Johnsbury  &  L.  C.  R.  Co.  (1887),  82  That  a  revoked  or  absndoned  Uoense 
Fed.  Rep.  628.  may  show  what  value  an  inventor  puts 

That  a  license  fee  cannot  be  fixed  upon  the  right  to  use  his  invention,  see 

by  settlements  between  the   plaintiff  Graham  v.  Geneva  Lake  Crawford  Mfg. 

and    other    infringers,   where    various  Co.  (1885),  82  O.  G.  1608;   24  Fed. 

amounts  are  received  or  where  other  Rep.  642. 

circumstances   show  that  there  is  no        That  evidence  of  license  fees  chaiged 

regular  fee,  see  Matthews  v.  Spangen-  or  sales  made  to  others  is  admissible  to 

berg  (1882),  14  Fed.  Rep.  850.  show  the  value  of  the  invention  to  the 

*  That  the  amount  of  the  license  fee  plaintiff,  but  is  not  conclusive,  see  Gott- 

may  be  shown  by  parol  thoagh  the  li-  fried  v.  Crescent  Brewing  Ca  (1884),  30 

cense  is  in  writing,  if  the  defendant  is  O.  G.  892 ;  28  Fed.  Rep.  488. 
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it  has  been  short  or  infrequent,  his  acts  do  not  fall  within  the 
scope  of  the  proposed  license  and  do  not  create  a  contract  re- 
lation between  him  and  the  plaintiff.^  If  the  owner  of  the 
patent,  for  example,  grants  licenses  to  make  and  use  the  pat- 
ented invention,  but  retains  the  exclusive  right  to  make  and 
sell,  a  wrongful  sale  by  the  defendant  cannot  be  contemplated 
as  within  the  license,  nor  the  loss  which  it  inflicts  upon  the 
plaintiff  be  measured  by  the  amount  of  the  established  fee.' 
If  a  different  fee  is  fixed  as  the  compensation  for  the  enjoy* 
ment  of  each  different  right,  and  the  defendant  exercises 
either  alone,  the  fee  established  for  the  other  is  irrelevant. 
When  the  license  fee  is  a  gross  sum,  whose  payment  author- 
izes the  enjoyment  of  the  invention  during  the  term  of  the 
patent  or  for  any  considerable  period,  and  the  defendant's  use 
has  been  brief  and  limited,  or  when  the  use  of  several  con- 
nected inventions  is  covered  by  an  indivisible  fee  and  but  one 
of  these  inventions  is  employed  by  the  defendant,  or  where 
he  uses  only  a  part  of  an  invention  to  which,  as  a'  whole,  a 
single  compensation  is  attached,  the  customary  price  ceases 
to  afford  an  exact  criterion  of  the  amount  of  loss  incurred,  or 
of  the  damages  to  be  paid.^    In  all  such  cases  the  actual  dam- 

§  1058.  1  That  a  license  fee  for  the  v.  Bude   (1884),  27  0.  G.  719  ;  19  Fed. 

whole    invention    is   no    measure    of  Rep.  880. 

damages  when  only  a  part  is  infringed,  '  In  Judson  v.  Bradford  (1878),  16 

bat  farther  evidence  must  be  given  to  0.  6.  171,  Clifford,  J.:  (174)  **  Frequent 

show  the  value  of  the  part  employed,  cases  arise  where  proof  of  an  established 

see  Wooster  v,  Simonson   (1888),   16  royalty  furnishes  a  pretty  safe  guide  for 

Fed.  Rep.  680.  the  instructions  of  the  court  and  the 

<  ThAt  a  license  fee  for  the  use  of  an  finding  of  the  jury ;  but  cases  also  arise 

invention  is  no  measure  of  the  damage  where  it  cannot   be   applied   without 

caused  by  an  infringing  sale,  see  Col-  qualification,  as  where  the  patented  im- 

gate   V.    Western    Electric    Hfg.    Co.  provement   has   been    nsed  only  to  a 

(1886),   28  Fed.   Rep.   146 ;    87  0. 6.  limited    extent,  and  for  a  very  short 

898.  period.     Proof  of  a  single  license  was 

That  a  royalty  for  a  license  to  sell  given  in  this  case,  bat  it  cannot,  in  view 

the  right  to  use  does  not  show  the  value  of  the  circumstances,  be   regarded   as 

of  a  right  to  sell,  see  Colgate  v.  Western  affording  the  only  measure  of  compensa- 

Electric  Mfg.  Co.  (1886),  87  0.  0.  898;  tion  to  which  the  plaintiff  is  entitled. 

28  Fed.  Rep.  146.  Where  there  is  proof  of  an  established 

That  a  use  under  two  Claims  must  be  license  fee,  it  may,  in  case  of  protracted 

of  more  value  than  a  use  under  one,  infringement,  be  regarded  as  a  pretty 

and  a  license  fee  covering  both  does  not  safe  guide  ;  but  the  proof  in  this  case  is 

show  the  value  of  either,  see  Westcott  not  of  that  character,  and  in  such  a  case 
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ages  must  be  ascertained  by  a  different  method.  The  defend- 
ant, not  having  pei^formed  the  acts,  and  all  the  acts  for  which 
the  license  fee  is  the  established  compensation,  cannot  be 
justly  required  to  pay  it  to  the  plaintiff.  The  plaintiff,  not 
having  empowered  him  to  enjoy  the  invention  as  he  has  en- 
joyed it  upon  condition  that  he  will  make  the  customary 
recompense,  cannot  be  justly  compelled  to  accept  such  recom- 
pense as  his  entire  satisfaction  for  the  injury.  No  other 
course  is  possible  than  to  treat  the  defendant  as  an  invader 
of  the  exclusive  privileges  of  the  plaintiff,  and  estimate  the 
compensation  of  the  latter  by  the  actual  damage  which  he  can 
prove  himself  to  have  sustained.^ 

general  evidence  may  be  resorted  to  as  allowed,  see  Bossej  v.  Excelsior  lAtg,  Co. 

the  basis  of  decision."     8  Bann.  &  A.  (1880),  17  0.  G.  744 ;  1  McCrary,  161 ; 

589  (549).  1  Fed.  Bep.  640  ;  5  Bann.  &  A.  185. 

In  Birdaall  v.  Coolidge  (1876),  98  U.  That   where   the    whole   patent    it 

S.  64,    Cli£ford,  J.:  (70)  "Evidence  of  covered  by  a  gross  license  fee,  and  the 

an  established  royalty  will  undoubtedly  defendant  infringes  a  single  Claim,  if 

famish  the  true  measure  of  damages  in  the  license  fee  can  be  fairly  apportioned 

an  action  at  law  where  the  unlawful  acts  among  the  Claims  it  may  be  taken  as 

consist  in  making  and  selling  the  pat-  the  measure    of  damages,   see  Willi* 

ented  improvement,  or  in  the  extensive  mantic  Thread  Co.  v,  Clark  Thread  Co. 

and  protracted  use  of  the  same,  without  (1886),  27  Fed.  Rep.  865. 

palliation  or  excuse ;  but  where  the  use  That  though  when  the  license  has 

is  a  limited  one,  and  for  a  brief  period,  expired  the  license  fee  is  still  the  usual 

as  in  the  case  before  the  court,  it  is  error  measure  of  damages,  yet  if  the  device 

to  apply  that  rule  arbitrarily  and  without  embodies  other  patented  inventions,  it 

any  qualification. "    10  0.  G.  748  (751 ).  must  be  shown  how  much  of  the  license 

That  a  license  fee  for  an  exclusive  fee  is  paid  for  the  one  in  question,  see 

right  to  sell  is  not  a  measure  of  damages  Porter  Needle*  Co.   v.   National  Needle 

for  occasional  sales  in  particular  terri-  Co.  (1885),  22  Fed.  Rep.  829. 

tory,  see  Colgate  v.  Western  Electric  *  Although  a  license  fee  furnishes  the 

Mfg.  Co.  (1886),  28  Fed.  Rep.  146  ;  87  precise  measure  of  recovery  only  in  the 

0.  6.  893.  specific  cases  named,  yet  it  is  a  fact  often 

That  the  full  established  license  fee  relevant  to  the  question  of  damages  in 

is  a  proper  measure  of  recovery,  though  other  cases,  and  in  connection  with  ad- 

the  infringement  has  been  limited  and  ditional  facts  may  afford  an  inference  as 

brief,  if  it  were  malicious,  see  Stutz  v.  to  the  amount  of  loss  the  plaintiff  has 

Armstrong  (1885),  25  Fed.  Rep.  147.  sustained.    Thus,  for  example,  a  general 

That  where  a  rescinded  contract  for  license  fee  covering  two  inventions  is 

the  use  of  several  patents  fixed  the  same  relevant  as  to  the  damage  resulting  from 

royalty  however  many  of  the    patents  the  wrongful  use  of  one  of  them,  if  other 

were  used,  and  only  two  of  the  patents  testimony  shows  the  proportionate  value 

were  infringed,  the  royalty  furnishes  no  of  the  use  of  each,  etc.     So,  also,  on  the 

measure  of  damages,  and  if  none  are  question  of  profits  made  by  the  defendant 

proved,  only  nominal  damages  will  be  from  the  use  of  an  improvement  with  its 
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§  1059.  Bvldanoe  Conoerning  Damages:  Monopoly  ZSnJoyad  by 
Granting  Uoenses :  Uoenae  Fee  the  Measure  of  Dam- 
ages for  'Wrongful  Acts  ^-hioh  are  Identical  with  those 
Covered  by  snch  Licenses. 

When  the  evidence  discloses  that  a  license  fee  has  been 
established  and  that  the  defendant's  acts  of  infringement 
have  been  such  as  in  quality  and  extent  were  contemplated 
by  the  license  to  which  the  fee  has  been  attached,  the  amount 
of  this  fee  as  it  existed  at  the  date  of  the  infringement,  with 
interest  from  that  date,  must  be  taken  by  the  jury  as  conclu- 
sive proof  of  the  actual  damages  to  which  the  plaintiff  is 
entitled.^    It  is  the  sum  which  he  has  offered  to  accept ;  it  is 

original,  the  license  fee  volontarily  paid  In  Seymour  v.  McCormick  (1858),  10 

by  others,  who  make  the  same  use  of  the  How.  480,  Grier,  J.:    (490)   ''Where 

improTement,   may  tend  to  show  the  an  inventor  finds  it  profitable  to  exercise 

proportion  of  profits  dae  to  the  improve-  his  monopoly    by  selling  licenses    to 

ment  alone.     In  all  these  cases  the  rel-  make  or  use  his  improvement,  he  has 

evancy  of  the  evidence  must  be  decided  himself  fixed  the  average  of  his  actual 

by  the  court  according  to  the  usual  rules,  damages,  when  his  invention  has  been 

§  1059.  ^  In  McCormick  v.  Seymour  used  without  his  license.    If  he  claims 

(1854),  8  Blatch.  209,  Nelson,  J.:  (224)  anything  above  that    amount,    he   is 

*'  As  we  understand  the  opinion  of  the  bound  to  substantiate    his  claim    by 

Court,  it  lays  down  these  principles  :  In  clear  and  distinct  evidence.    When  he 

cases  where  a  patentee  avails  himself  of  has  himself  established  the  market  value 

his  invention,  and  of  his  exclusive  right  of  his  improvement,   as  separate   and 

to  the  enjoyment  of  its  profits,  by  putting  distinct  from  the  other  machinery  with 

it  into  market,  and  selling  rights  under  which  it  is  connected,  he  can  have  no 

it,  as  is  most  usually  the  case  with  in-  claim  in  justice  or  equity  to  make  the 

ventors, —  that  is,  rights  for  States,  pr  profits  of  the  whole  machine  the  meas- 

counties,  or  smaller  districts,  or  portions  ure  of  his  demand." 

of  the  invention  itself, — in  such  cases  That  an  established  license  fee  is  the 

the  customary  charge  for  the  right  to  proper  measure  of  damages  for  an  in- 

use  the  patented  invention  is  the  meas-  fringement  which  consists  of  acts  covered 

ure  of  the  damages  which  the  patentee  by  the  license,  see  Jennings  v.  Dolan 

is  entitled  to  recover  in  case  of  an  in-  (1887),  88  O.  G.  1018  ;  29  Fed.  Rep. 

fringement,  with  interest  upon  the  same  861 ;  Keller  v.  Stolzenbach  (1886),  28 

from   the   time   of  infringement.    In  Fed.  Bep.  81 ;  87  0.  G.  564 ;  May  v. 

other  words,  if  he  is  accustomed  to  sell  County  of  Fond  du  Lac  (1886),  27  Fed. 

a  single  right  for  the  manufacture  of  a  Hep.   691 ;   Clark  v.  Wooster  (1886), 

machine  for  twenty,  thirty,  forty,  fifty,  119  U.  S.  322  ;  87  0.  G.  1477  ;  Canan 

or  one  hundred  dollars,  and  if  that  is  v.   Pound  Mfg.  Co.  (1885),  81  0.  G. 

his  usual  price  for  the  right  throughout  119  ;  28  Bktch.  178  ;  Graham  v.  Gen- 

the  country,  that  fee,  with  interest  from  eva  Lake  Crawford  Mfg.  Co.  (1885), 

the  time  of  the  particular  infringement,  82  0.   G.  1608 ;  24  Fed.  Bep.   642  ; 

is  the  measure  of  damages  for  each  in*  Wooster  v,  Simonson  (1884),  20  Fed. 

fringement."  Bep.  816;  28  0.  G.  918;  Cottier  «. 
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the  sum  which  the  defendant  has  impliedly  agreed  to  pay ; 
and  the  jury  can  do  no  otherwise  than  ratify  this  agreement 
by  their  verdict.  It  is  immaterial  whether  the  practice  of  the 
invention  has  been  profitable  to  the  defendant,  or  whether 
other  devices  which  he  was  free  to  use  might  not  have  better 
served  his  purpose.^  It  is  equally  immaterial  whether  the 
plaintiff  has  been  prejudiced  by  the  defendant's  enjoyment  of 
the  right  under  the  patent.  Evidence  upon  these  points  is, 
therefore,  inadmissible,  in  order  to  increase  or  diminish  any 
damages  which  are  to  be  computed  on  the  basis  of  a  license 
fee,  though  often  accepted  provisionally  as  a  guide  to  the 

Stimson   (1884),    20    Fed.  Rep.   906  ;  Geneva  Lake  Crawford  Mfg.  Co.  (1886), 

10    Sawyer,    212  ;    Westcott   v.   Rude  82  0.  G.  1608  ;  24  Fed.  Rep.  642. 
(1884),  19  Fed.  Rep.  880 ;   27  0.  G.         That  damages  are  not  unliquidated 

719  ;  Emigh  v.  Bait.  &  Ohio  R.  R.  Co.  when  a  royalty  was  established  before 

(1881),  19  0.  G.  985;  6  Fed.  Rep.  283;  the    defendant  began  to  infringe,  see 

4    Hughes,  271  ;    Locomotive   Engine  Locomotive  Engine  Safety  Truck  Co.  v. 

Safety  Truck  Co.  v.  Pennsylvania  R.  R.  Fenna.  R.  R.  Co.  (1880),  14  Phila.  432  ; 

Co.  (1880),  2  Fed.  Rep.  677  ;  5  Bann.  6  Bann.  &  A.  614  ;  2  Fed.  Rep.  677. 
&  A.  614  ;  14  Phila.  432 ;  Croninger  v.         That  the  license  fee  existing  at  the 

Paige  (1880),   48  Wis.  229;   Wooster  date  of  the  infringement  is  the  measure, 

V,  Taylor  (1878),  14  Blatch.    408;   3  see  Wooster  v.  Thornton  (1886),  34  0. 

Bann.  &  A.    241 ;  Birdsall  v.  Coolidge  G.  660 ;  26  Fed.  Rep.  274. 
(1876),  98  U.  S.  64 ;    10  O.   G.  748  ;         That  a  license  fee  established  after 

Goodyesr  Dental  Vulcanite  Co.  v.  Van  the  infringement  is   not  a   conclusive 

Antwerp  (1876),  9  0.  G.  497  ;  2  Bann.  measure  of  damages  though  it  may  be 

&  A.  252  ;  Burdell  v.  Denig  (1875),  92  considered,  see  Wooster   v.    Thornton 

U.  S.  716  ;  American  Nicholson  Pave-  (1886),  34  0.  G.  560 ;  26  Fed.  Repi 

ment  Co.  v.  City  of  Elizabeth  (1874),  274. 

6  O.  G.  764;    1  Bann.    &    A.    439;        That  whether  the  value  at  the  date  of 

Emerson  v.  Simm  (1878),  3  0.  G.  293 ;  the  infringement  was  equal  to  the  sub- 

6  Fisher,  281 ;  Packet  Co.   v.  Sickles  sequent  license  fee  is  a  question  of  fact, 

(1873),  19  Wall.  611  ;  PhUp  v.  Nock  see  Wooster  ».  Thornton  (1886),  84  0. 

(J873),  17  Wall.   460 ;    Spaulding  r.  G.  660  ;  26  Fed.  Rep.  274. 
Page  (1871),  4  Fisher,  641  ;  1   Sawyer,         That  interest  must  be   allowed   on 

702;   Goodyear  17.  Bishop    (1861),     2  license  fees  when  taken  as  a  measure  of 

Fisher,  164 ;  Sanders  v.  Logan  (1861),  damages,  see  Creamer  v.  Bowers  (1888), 

2   Fisher,   167  ;    Livingston   v.   Jones  35  Fed.  Rep.  206 ;  Sickeh  v,  Borden 

(1861),  2  Fisher,  207  ;  3  Wall  Jr.  330;  (1856),  3  Blatch.  635. 
Sickels  V.  Borden   (1856),   8   Blatch.         ^  That  a  cessation  of  use  or  the  fact 

635.  that  other  equally  useful  devices  existed 

That  a  license  fee  at  a  given  rate,  is  of  no  weight  as  to  the   amount   of 

with  a  discount  for  prompt  payment,  will  damages  when  there  is  a  regular  license 

be  taken  as  fixing  the  lower  rate  as  the  fee  to  measure  by,  see  Emerson  v,  Simm 

true  measure  of  damages,  see  Graham  v.  (1873),  3  0.  G.  293  ;  6  Fisher,  281. 
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amount  of  actual  damages  in  case  the  license  fee  and  the 
defendant's  implied  obligation  to  pay  it  should  not  be  fully 
proved. 

§  1060.  Bvidenca  Concerning  Damages :  Monopoly  Bnjoyed  by 
the  BzoluBive  Praotioe  of  the  Invention :  Two  Forma 
of  Bnoh  Bxolnaive  Praotioe  and  of  Corresponding 
Injury. 

When  no  established  license  fee  is  proved,  or  when  the  acts 
of  the  defendant  do  not  correspond  with  those  for  which  the 
license  fee  is  payable,  the  loss  sustained  by  the  plaintiff,  if 
any  loss  there  be,  must  arise  from  the  effect  produced  by  the 
infringement  upon  the  value  of  the  exclusive  enjoyment  of  the 
invention  by  the  owner  of  the  patent  or  his  specific  licensees.^ 
Two  forms  of  this  exclusive  enjoyment  are  possible.  The 
first  consists  in  the  use  of  the  invention  and  the  sale  of  its 
products ;  and  this  form  is  the  common  one  when  the  inven- 
tion is  a  process  or  a  design,  and  is  frequent  when  the 
invention  is  a  machine.  The  second  consists  in  the  making 
and  sale  of  the  patented  articles,  and  is  usually  adopted 
when  the  invention  is  a  manufacture  or  a  composition  of 
matter.^  When  it  is  an  improvement,  its  enjoyment  follows 
the  form  which  is  pursued  in  reference  to  its  original.  The 
pecuniary  value  of  the  first  form  is  measured  by  the  advan- 
tage which  the  use  of  the  invention  confers  on  its  employer, 
by  improving  the  quality  of  his  products  and  giving  him  a 
greater  command  of  the  market,  or  by  diminishing  their  cost 
of  manufacture  in  comparison  with  the  price  for  which  they 
sell  and  thereby  increasing  the  percentage  of  his  profits.^ 
The  pecuniary  value  of  the  second  form  is  represented  by  the 
difference  between  the  expense  of  production  and  the  price 
obtained.^    In  both  forms  the  amount  of  compensation  to  the 

§  1060.  ^  That  where  there  is  no  es-  the  valae  of  the  product  when  made  by 

tablished  license  fee  general  evidence  con-  the  plaiDtlflTs  process  nay  be  considered 

oeming  damages  may  be  given,  see  Snf-  in  estimating  damages,  see  Waterbnry 

folk  Co.v.  Hayden(1866),  SWall.  815.  Brass  Co.  v.  New    York   &    Brooklyn 

<  That  infringements  by  sale  and  by  Brass  Co.  (1858),  8  Fisher,  48. 

nse  are  essentially  distinct,  see  Colgate  *  That  the  measure  of  damages  for  an 

V.  Western  Electric  Mfg.  Co.  (1886),  28  unlawful  sale  may  be  the  difference  be- 

Fed.  Kep.  146  ;  87  0.  O.  898.  tween  the  cost  price  to  the  patentee  and 

*  That  the  difference  in  the  cost  or  the  market  price  when  the  sales  are 
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enjoyer  of  the  monopoly  depends  apon  the  quantity  sold  and 
the  price  received,  and  hence  the  amount  of  injury  inflicted 
upon  him  by  the  infringement  is  determined  by  its  effect  upon 
his  prices  or  his  sales.  The  evidence  concerning  this  effect 
may  be  either  direct  or  indirect.  Direct  evidence  shows  the 
extent  to  which  the  actual  enjoyment  of  the  invention  by  the 
plaintiff  has  been  diminished  by  the  wrongful  acts  of  the  de- 
fendant. Indirect  evidence  discloses  the  benefits  derived  by 
the  defendant  from  the  infringement,  and  thence  infers  the 
extent  of  the  plaintiff's  loss.  Evidence  of  both  species  is 
admissible  whenever  it  can  tend  to  prove  the  amount  of  in- 
jury which  the  plaintiff  has  sustained. 

§  1061.  Bvidenca  Concerning  Damages :  Monopoly  B^Joyed  by 
the  Bzdaslye  PraotiLoe  of  the  Invention :  Dlreot  Bvl- 
denoe  of  the  Bztent  of  Injnry.^ 

Direct  evidence  of  the  extent  to  which  the  plaintiff  has  been 
injured  consists  of  testimony  showing  the  amount  of  the  plain- 
made,  8oe  American  Saw  Co.  v.  Emer-  so  great  is  their  aimilarity  and  so  nice 
son  (1880),  8  Fed.  Rep.  806.  and  subtle  are  their  distinctions  that  it 

§  1061.  ^  In  examining  and  citing  woold  be  in  vain   expected  that  the 

cases    in    reference   to  damages    and  judges  should  have  confined  their  defi- 

profits  great  discrimination  is   neces-  nitions  and  iUustrations  to  that  species 

sary.     Profits  were  untU  recently  the  of  damages  and  profits  which  was  ap- 

only  measure  of  recovery  in  equity,  propriate  to  the  tribunal  wherein  for  the 

They  have  always  been  admissible  in  time  being  they  presided, 

evidence   upon   the   question    of    the  A  protracted  study  of  the  reported 

amount  of  damages  at  law.    Damages  cases  has  satisfied  the  present  writer 

are  and  must  be  the  measure  of  recovery  that  any  attempt  to  classify  them  would 

at  law.    By  the  act  of  1870  they  may  be  futile.     Profits  at  law  have  often 

also  be  awarded  in  equity  where  the  been  present,  perhaps  unconsciously,  in 

account  of  profits  fails  to  give  the  plain-  the  mind  of  the  court  when  giving  aa 

tiff  a  sufficient   compensation.     Thus  opinion  concerning  profits  in  equity, 

any  cases  since  1870,  whether  at  law  or  Damages  in  equity  and  their  relation  to 

in  equity,  may  have  required  an  inves-  profits  have  found  consideration  in  judg- 

tigation  into  both  damages  and  profits,  ments  awarding  damages  at  law.     In 

and  have  demanded  the  discussion  of  this  condition  of  the  cases  two  courses' 

their  modes  of  ascertainment  and  the  were  open :  one,  to  select  those  only 

principles  by  which  they  are  governed,  which  were  decided   in  the  tribunal 

But  profits  at  law  are  not  estimated  whose  acts  and  jurisdiction  were  the 

in  aU  respects  as  they  are  in  equity,  subject  of  discussion  in  the  text,  and 

nor  do  they  occupy  the  same  relation  which  limited  their  statements  and  ex- 

toward  the  measure  of  recovery,  and  yet  planations  to  the  doctrines  and  methods 
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tiff's  sales  or  prices  before  the  invasion  of  bis  rigbts  bj  the 
defendant  and  the  decrease  in  either  which  has  resulted  from 
the  infringement.  The  effect  of  the  infringement  on  the 
quantity  sold  may  be  proved  by  evidence  that  customers  have 
been  diverted  from  the  plaintiff  to  the  defendant,  or  that  the 
defendant  has  supplied  the  market  formerly  controlled  by 
the  plaintiff,  or  that  the  inferiority  of  the  defendant's  in- 
fringing articles  has  lowered  the  reputation  of  and  reduced 
the  demand  for  the  plaintiff's  goods.^    The  effect  of  the  in- 

there  appropriate ;  the  other,  to  employ  profit  which  they  have  lost  by  reason  of 

aU  cases  which  wero  useful  for  their  such  interference."  1  Woods,  158(161); 

definitions   and   illustrations,  without  2  0.  G.  117  (120). 
reference  to  the  tribunal,  trusting  to  the         That  where  the  infringement  consists 

caution  of  the  reader,  under  the  guid-  in  the  sale  of  infringing  articles,  the 

anoe  of  the  text,  to  preserve  him  finom  damages  are  measured  by  the  loss  of 

serious  errors.     The  first  course  would  trade  direrted  from  the  plaintiff  and  the 

have  reduced  the  cited  cases  to  a  num-  profits  he  could  have  made  therefrom, 

ber  pitifully  small,  and  would  have  cast  see  Hall  v.  Stem  (£.  1884),  20  Fed.  Bep. 

aside  a  multitude  of  valuable  decisions  788. 

which,  if  they  could  be  safely  utilized.         That  where  no  licenses  are  sold  the 

eonld  not  well  be  spared.    The  latter  damages  to  the  plaintiff  may  be  deter- 

course  has,  therefore,  been  adopted;  and  mined  by  inquiring  how  many  custom- 

in  referring  to  the  cases,  those  at  law  era  were  diverted  from  the  plaintiff  to 

and    equity  have   been   distinguished  the  defendant,  whether  the  plaintiff  was 

fh>m  each  other  by  the  letters  L.  and  prepared  to   supply    the   market  and 

£.  whenever  in  the  judgment  of  the  was  prevented  by  the  defendant,  and 

author  the  reader  needed  to  be  put  upon  whether  the  competition  has  interfered 

his  guard.  with  the  plaintiff's  business  or  damaged 

>  In  MoComb  v.  Brodie  (L.  1872),  him  in  a  sum  equal  to  the  profits  he 

5  Fisher,  884,  Woods,  J. :  (894)  '*  This  would  have  made  if  he  had  sold  the 

rule  us  not  what  defendant  made  by  quantity  sold  by  the  defendant  over  and 

the  infringement,   or  what  he  might  above  what  he  himself  had  sold,  see 

have  made,  but  it  is  the  loss  sustained  Goodyear  v.  Bishop  (L.  1861),  2  Fisher, 

by  plaintiffs  by  reason  of  the  infringe-  164. 

ment.     The  amount  of  this  loss  you         See  also  $  1068,  note  8,  poat. 
must  gather  from  the  evidence.     It  is         That  the  damages  for  infringing  a 

proper  to  inquire  how  many  customere  patented  hotel  register  include  the  profit 

were  diverted    from  plaintiffs  by  the  on  the  book  when  sold  and  of  the  adver- 

wrongful  conduct    of   defendant,   and  tisements  in  it,  see  Hawes  v,  Washbume 

what  loss  plaintiffs  have  sustained  in  (L.  1872),  5  O.  G.  491 ;  Hawes  v.  Gage 

profits  by  reason  of  such  diversions.    If  (L.  1872),  5  O.  G.  494. 
plaintiffs  were  ready  to  supply  the  mar-        That  damages  are  to  cover  loss  through 

ket  with  their  patented  goods,  and  their  disparagement  of  plaintiff's  invention  by 

business  was  hindered  or  interfered  with  defendant's  publications  during  the  in- 

by  the  competition  of  defendant,  plain-  fringement,  see  McCormick  v.  Seymour 

tiff;t'  damages  will  be  the  amount  of  (L.  1851),  2  Blatch.  240. 

VOL.  III.  —  22 
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fringement  on  the  prices  may  be  shown  by  evidence  that  the 

defendant  has  compelled  the  plaintiff  to  lessen  his  rates  of 
recompense  by  diminishing  his  own,  or  by  flooding  the  mar- 
ket with  his  products,  or  by  asserting  the  superiority  of  the 
infringing  articles  to  those  offered  by  the  plaintiff.^    To  the 

*  That  redaction  of  prices,  and  con-  entire  profit  which  the  plaintiff  wonld 

sequent  loss  of  profits,  through  infring-  otherwise  have  made,  the  entire  loss  of 

ing  competition,  is  proper  ground  for  the  plaintiff  is  to  be  compensated  for  in 

damages,  see  Yale  Lock  Co.  v,  Sargent  damages,  after  deducting  a  proper  sum 

(E.  1886),  117  U.  S.  586  ;  35  O*  6.  497  ;  for  any  other  patented  device  contained 

Saigentv.  Yale  Lock  M^.  Co.  (E.  1879),  in  the  defendant's  device  and  for  any 

17  O.  G.  105  ;  17  Blatch.  244  ;  4  Bann.  other  cause  giving  the  defendant  an  ad- 

&  A.  674 ;  Smith  v.  O'Connor  (E.  1878),  vantage  in  selling  the  device,  see  Fitch 

6  Fisher,  469 ;  4  O.  G.  638  ;  2  Sawyer,  v.  Bragg  (E.  1883),  16  Fed.  Rep.  243 ; 

461.  21  BUtch.  802. 

That  the  plaintiff  has  a  right  to  keep  That  the  value  of  the  invention  to 

up  the  price  of  the  invention  and  if  the  the  plaintiff  may  be  shown  by  license 

infringement  prevents  this,  the  reduc-  fees,  prices  on  sales,  etc.,  see  Gottfried 

tion  in  price  is  part  of  the  damages,  see  v.  Crescent  Brewing  Co.  (£.  1884),  80 

Carter  v.  Baker  (L.   1871),  4  Fisher,  O.  G.  892  ;  22  Fed.  Bep.  438. 

404 ;  1  Sawyer,  512.  That  damages  are  measured  by  the 

That  where  the  plaintiff  grants  no  profit  the  patentee  ordinarily  received 

licenses  but   makes  and  sells  articles  from  the  sale  of  machines  of  that  size, 

containing  the  invention  which  are  un-  see  Blake  v.  Greenwood  Cemetery  (E. 

salable  without  it,  and  the  defendant  by  1883),  16  Fed.  Bep.  676 ;  21  Blatch.222. 

selling  infringing  articles  compels  the  That  where  the  plaintiff  manufac* 

plaintiff  to  lower  his  prices,  the  entire  tures  the  invention  his  damages  may  be 

loss  IB  imputable  to  the  defendant,  and  measured  by  the  manufacturer's  profits, 

may  be  recovered  by  the  plaintiff  less  a  see  Westlake  v.  Cartter  (L.  1873),  4  0. 

proper  allowance  for  other  patented  de-  G.  686  ;  6  Fisher,  519. 

vices  contained  in  the  defendant's  arti-  That  when  the  plaintiff  is  deprived 

cle  and  for  advantages  enjoyed  by  him  of  his  profits  by  the  use  of  an  element 

in  selling,  see  Yale  Lock  Co.  v.  Saigent  covered  by  his  patent,   they  are  the 

(E.  1886),  117  U.S.  536;  35  0.  G.  497  ;  measure  of   damages,   that  being  the 

Fitch  V.  Bragg  (E.  1883),  16  Fed.  Rep.  amount  the  defendant  would  have  paid 

243  ;  21  Blatch.  802  ;  Sargent  v.  Yale  him  for  it,  see  Putnam  ».  Lomax  (E. 

Lock  Mfg.  Co.  (E.  1879),  17  0.  G.  105 ;  1881),  9  Fed.  Rep.  448 ;  10  Bissell,  646. 

17  BUtch.  244  ;  4  Bann.  &  A.  574.  That  a  loss  by  reduction  of  prices 

That  where  the  only  damage  consists  must  be  proved  to  be  due  solely  or  to 

in  the  reduction  of  the  plaintiff's  sales,  a  definite  extent  to  the  defendant's  in- 

and  the  essential  features  of  the  plain-  fringement,  see  Comely  v.  Marckwald 

tiffs  and  defendant's  devices  are  the  (E.  1889),  181  U.  8.  169. 

same,  and  this  being  part  of  a  structure  That    loss    by   reduction  of  prices 

is  always  embraced  with  other  things,  through  defendant's  competition  must 

and  yet  by  it  the  profit  on  the  entire  be  proved,  not  conjectured,  and  is  conn- 

structure  is  made,  and  the  defendant  ter-indicated  if  the  plaintiff  had  gradu- 

sells  at  low  prices  and  so  takes  away  the  ally  dropped  his  prices  before  the  in* 
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loss  inflicted  by  this  decrease  of  sales  or  lowering  of  prices 
may  be  added  that  on  goods  made  and  left  unsold  through 
the  defendant's  competition.^  Evidence  of  remote  or  contin- 
gent losses,  which  cannot  be  measured  by  the  difference  be- 
tween the  amount  that  the  plaintiff  would  have  cleared  by  his 
invention  had  it  not  been  for  the  infringement  and  the  amount 
of  profits  which  he  has  actually  received,  is  not  admissible.^ 

§  1062.  Svidenoe  Conoeming  Damages :  Monopoly  Bnjoyad  by 
the  Bzolaaiva  Practice  of  the  Invantioii:  Indirect 
Bvidenoa  of  the  Extent  of  Injury  in  Cases  where  the 
Owner  of  the  Patented  Invention  Uses  the  Invention 
and  SeUs  its  Products. 

Indirect  evidence  of  the  extent  to  which  the  plaintiff  has 
been  injured,  in  cases  where  his  exclusive  enjoyment  of  the 
invention  consists  in  its  use  in  his  own  business  and  the  sale 
of  its  products,  is  afforded  by  the  profits  resulting  to  the 
defendant  from  the  use  of  the  invention  during  the  infringe- 
ment^   There  is  no  presumption,  either  of  law  or  fact,  that 

fringement,  see  Comely  r.  Marckwald  defendant's  profits  irrespective  of  his 

(K  1885),  23  Blatch.  168 ;  82  Fed.  Rep.  own  loss,  not,  however,  as  damages  but 

292.  as  benefits  accruing  from  the  use  of  his 

That  if   the  defendant  causes  the  invention.    In  several  cases  the  courts 

plaintiff  to  lower  his  prices  by  publish-  have  been  misled  by  this  equitable  doc- 

ing  the  superiority  of  the  infringing  ar-  trine  into  the  statement  that  the  plain- 

ticles,  this  ii  to  be  also  considered,  see  tiff  may  recover  at  law,  as  damages, 

McCormick  v,   Seymour  (L.  1851),  2  whatever  the  defendant  may  have  made 

Blateh.  240.  by  the  infringement,   employing  thus 

*  That  the  loss  on  goods  made  and  his  profits  as  the  measure  of  the  plain- 
not  sold  on  account  of  the  defendant's  tiffs  loss.  See  Carter  v.  Baker  (L. 
competition  are  part  of  the  damages,  see  1871),  4  Fisher,  404;  1  Sawyer,  512; 
Carter  «.  Baker  (L.  1871),  4  Fisher,  Case  v.  Brown  (L.  1862),  2  Fisher, 
404  ;  1  Sawyer,  512.  268 ;  1  Bissell,  882  ;  Conover  v.  Rapp 

*  That  remote  and  uncertain  losses  (L.  1859),  4  Fisher,  57  ;  Serrell  v. 
not  distinctly  traceable  to  the  infringe-  Collins  (L.  1857),  1  Fisher,  289 ; 
ment  cannot  be  shown,  see  Carter  v,  Sickels  v.  Borden  (L.  1856),  8  Blatch. 
Baker  (L.  1871),  4  Fisher,  404  ;  1  Saw-  535  ;  Wintermute  ».  Redington  (L. 
yer,  512.  1856),   1  Fisher,  239  ;  McCormick  v. 

§1062.  1  Under  the  theory  of  equity  Seymour  (L.   1851),   2    Blatch.   240; 

that  an  infringer  is  accountable  to  the  Wilbur  v.  Beecher  (L.  1850),  2  Blatch. 

patentee  for  all  the  gains  or  savings  132  ;  Buck  v.  Hermance  (L.  1849),  1 

which  he  may  have  effected  by  the  nn-  Blatch,   898  ;   Parker    v.   Bamker  (L. 

lawful  use  of  the  invention,  the  plaintiff  1855),  6  McLean,  631. 
IB  of  course  entitled  to  recover  aU  the         That  the  profits  realized  by  the  de- 
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the  plaintiff  has  lost  all  that  the  defendant  has  gained,  or  that 
the  defendant's  advantage  is  equal  to  the  plaintiff's  loss.    But 

fendant  from  the  uae  of  the  invention  business  has  been  conducted  at  a  loos. 
represent  the  value  of  that  use  to  him,  (See  Conover  v.  Mers  (EL  1873),  11 
and  constitute  a  fact  to  be  considered  BUtch.  197;  6  Fisher,  506.)  That 
by  the  jury  in  arriving  at  an  estimate  of  such  savings  can  in  all  cases  be  em- 
the  plaintifiTs  loss,  there  can  be  no  braced  in  the  defendant's  profits  as  a 
doubt.  Such  a  rule  is  sound  in  theory,  guide  to  the  loss  sustained  by  the  plain- 
and  has  been  demonstrated  by  ezperi-  tiff  may  well  be  disputed.  When  the 
ence  to  be  advantageous  in  practice,  infringement  can  be  separated  from  the 
Thus  that  the  profits  made  by  the  de-  other  parts  of  the  defendant's  enterprise, 
fendant  from  the  infringement  may  be  and  has  in  its  separate  state  been  profit- 
shown  by  evidence  and  regarded  by  the  able,  such  profits  are  to  be  considered, 
jury,  .see  Byerly  v.  Cleveland  Linseed  But  when  the  infringement  takes  place 
Oil  Works  (L.  1887),  81  Fed.  Rep.  78  ;  under  circumstances  which  entail  a  loss 
Royer  v.  Coupe  (L.  1886),  89  0.  O.  289  ;  on  the  defendant,  and  at  the  same  time 
29  Fed.  Rep.  858  ;  Burdell  v.  Denig  show  that  had  the  plaintiff  engaged  in 
(L.  1875),  92  U.  S.  716;  Littlefield  v.  the  undertaking  in  which  he  has  been 
Perry  (E.  1874),  21  Wall.  205  ;  7  0.  G.  thus  forestalled  by  the  defendant  he 
964;  Cowing  &  Rumsey  (L.  1870),  4  would  have  met  with  similar  losses,  the 
Fisher,  275;  8  Blatch.  86  ;  Waterbury  fact  that  the  defendant's  loss  would  have 
Brass  Co.  v.  N.  Y.  &  Brooklyn  Brass  been  greater  if  he  had  not  employed  the 
Co.  (L.  1858),  8  Fisher,  48  ;  Ransom  v.  patented  invention,  so  far  from  tending 
Mayor  of  New  York  ( L.  1856),  1  Fisher,  to  show  th|it  his  infringement  has  pre- 
252.  vented  the  plaintiff  from  realizing  prof- 
it is  also  sometimes  stated  that  in  its,  proves  that  it  has  benefited  him  by 
ascertaining  the  defendant's  profits  the  protecting  him  from  loss, 
methods  proper  in  equity  may  be  em-  The  true  doctrine  of  profits  at  law 
ployed.  (See  Burdell  v.  Denig  ( L.  1875),  seems  to  be  stated  in  the  following  cases : 
92  U.  S.  716. )  So  far  as  this  relates  to  In  Campbell  v.  Barolay  (L.  1870),  5 
the  actual  profits  received  by  the  de-  Bissell,  179,  Blodgett,  J.:  (180)  "Nor 
fendant  in  money  or  in  money's  worth  is  the  amount  of  damages  to  be  meas- 
it  is  perhaps  true.  But  in  equity  the  nred  solely  by  the  profits  whieh  the 
profit  of  the  defendant  is  measured  by  defendant  realized  by  the  use  of  the 
the  advantage  which  he  derived  from  patent,  because  he  may  have  conducted 
the  use  of  the  infringing  invention  in  his  business  in  so  unsuccesBfoI  a  manner 
excess  of  what  he  might  have  gained  as  to  have  made  no  profits^  notwitb- 
by  the  employment  of  some  art  or  in-  standing  the  use  of  the  patent.  In 
strument  already  open  to  the  public, —  other  words,  he  might  have  lost  money 
a  method  whoee  justice  and  correctness  in  the  business  whether  he  used  the 
is  doubtful  at  least  in  equity  and  which  patented  tool  or  used  the  old-fashioned 
is  evidently  erroneous  at  law.    (See  the  implement" 

matter  discussed,  note  5,  post,)  In  equity  In  Many  v.  Sizer  (L.  1849),  1  Fisher, 

the  defendant's  profit  also  includes  not  17,  Sprague,  J.:  (80)  "The  number  of 

merely  the  positive  gains  which  he  ob-  wheels  which  the  defendant  has  made, 

tained  by  the   infringement,  but  the  and  the  amount  of  profit  he  has  realized 

saving  from  greater  losses  than  he  has  from  them  have  been  presented  to  yea 

actually  incurred,  though  the  infringing  by  the  plaintiff,  as  groonda  of  damagea. 

§1062 
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the  pecuniary  benefit  which  the  defendant  has  derived  from 
the  unlawful  use  of  the  invention,  whetlier  by  an  increase 
in  the  quality  of  his  products  and  the  quantity  of  his  sales,  or 
by  a  decrease  in  the  expense  of  manufacture,  is  a  fact  from 
which,  in  connection  with  other  facts,  the  jury  may  infer  the 
amount  by  which  the  plaintiff's  sales  and  prices  have  been 
reduced  through  the  infringement.^    If  it  be  shown  that  the 

They  are  proper  to  be  taken  into  con-  a  new  tiling,  or  a  new  form  of  a  known 

sideration,  but  are  not  concluMye  as  to  thing,  which  as  a  distinct  species  can  be 

the  extent  of  the  i^jnry,  which  may  be  pnt  into  market  cheaper,  or  is  more  val- 

either  greater  or  less  than  the  profits  nable,  so  as  to  supersede  or  exclude  other 

realized  by  the  defendants.    A  plaintiff  articles  of  the  same  class,  and  where  the 

may  be  manufacturing  his  patented  ar-  profit  of  the  patentee  consists  in  a  com- 

ticle  himself,  and  making  it  to  a  profit,  plete  monopoly  of  the  invention  as  a 

while  another  man  may  make  it  to  a  unit,  all  competition  being  excluded, 

disadvantage,  and  yet  the  spurious  arti-  see  Livingston  v.  Jones  (E.  1861),   2 

cle  carried  into  the  market  may  dis-  Fisher,  207  ;  8  Wall.  Jr.  880. 

place  the  originaL      In  such  case,  the  That  profits  due  to  the  use  of  an 

injury  to  the  patentee  would  be  greater  improvement  cannot  be  regarded  as  part 

than  any  profit  upon  the  spurious  pro-  of  the  damages  in  a  suit  upon  a  patent 

duction.     On  the  other  hand,  a  defend-  for  the  original  invention,  see  Carter  v. 

ant's  article  may  not  displace  the  origi-  Baker  ( L.  1871),  4  Fisher,  404;  1  Sawyer, 

nal,  and  in  that  case  the  injury  would  612. 

be  less.    And  again,  it  may  be  that  a  >  InPhilpv.  Nock  (1^1873),  17  Wall, 

plaintiff  may  derive  a  profit  from  licens-  460,  Swayne,  J. :  (462)  **  In  arriving  at 

ing  other  parties  to  construct  his  inven-  their  conclusion  the  profit  made  by  the 

tion  ;  and  any  piracy  upon  it,  by  de-  defendant  and  that  lost  by  the  plaintiff 

priving  him  of  a  portion  of  the  profits  are  among  the  elements  which  the  juiy 

of  such  licenses,  would  be  an  injury  to  may  consider." 

be  taken  into  account  by  a  jury.'*  In  Suffolk  Co.  v.  Hayden  (L.  1865),  8 

That  the  profits  of  the  defendant  are  Wall.  815,  Nelson,  J.  :    (820)    "  This 

not  always  the  measure  of  the  plaintiff's  question  of  damages,  under  the  rule 

damages,  the  damages  being  the  loss  given  in  the  statute,  is  always  attended 

actually  sustained  by  the  plaintiff  as  with  difficulty  and  embarrassment  both 

shown  by  the  evidence,  see  Magic  Rufile  to  the  court  and  jury.     There  being  no 

Co.  V.  Elm  City  Co.  (£.  1877),  11  0.  G.  established  patent  or  license  fee  in  the 

601 ;   14  Blatch.  109  ;   2  Bann.  &  A.  case,  in  order  to  get  at  a  fair  measure  of 

506  ;  Birdsall  v.  Coolidge  (L.  1876),  98  damages,  or  even  an  approximation  to 

IT.  8. 64 ;  10  0.  O.  748 ;  Goodyear  Dental  it,  general  evidence  must  necessarily  be 

Vulcanite  Co.  r.  Van  Antwerp  (E.  1876),  resorted  to.     And  what  evidence  could 

9  O.  0.  497  ;  2  Bann.  &  A.  252  ;  Mc-  be  more  appropriate  and  pertinent  than 

Comb  V.  Brodie  (L.  1872),  2  O.  G.  117  ;  that  of  the  utility  and  advantage  of  the 

1  Woods,  158 ;  6  Fisher,  884  ;  Cowing  invention  over  the  old  modes  or  devices 

9.  Rnmsey  (L.   1870),  4  Fisher,  275  ;  that  had  been  used  for  working  out  sim- 

8  Blatch.  86.  ilar  results  ?  With  a  knowledgje  of  these 

That  the  defendant's  profits  measure  benefits  to  the  persons  who  have  used 

the  damages  only  when  the  invention  is  the  invention,  and  the  extent  of  the  use 

§1062 
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plaintiff  was  ready  and  able  to  supply  the  market  with  his 
products,  the  inference  is  a  fair  one  that  he  would  have  sold 
all  that  the  defendant  sold.^  If  his  facilities  for  manufactur- 
ing were  equal  to  those  of  the  defendant  it  may  well  be  con- 
cluded that  the  percentage  of  his  profits  would  not  have  been 
less  than  those  of  the  defendant.  When  these  two  connecting 
facts  are  established,  the  value  of  the  use  of  the  invention  to 
the  defendant,  as  shown  by  the  increase  of  his  sales  or  profits, 
affords  a  just  and  reasonable  measure  of  the  plaintiff's  loss.* 
It  has  been  often  stated  by  the  courts  that  in  estimating  the 

by  an  infringer,  a  jury  wiU  be  in  pos-  mour  v.  McCormick  (L.  1858),  16  How. 

session  of  material  and  controlling  facta^  480.  See  also  §  1063,  note  2,  post.    Con- 

that  may  enable  them,  in  the  exercise  tra,  McCormick  v.  Seymour  (L.  1851), 

of  a  sound  judgment,  to  ascertain  the  2    Blatch.    240  ;    Wilbur   v,    Beecher 

damages,  or,  in  other  words,  the  loss  to  (L.  1850),  2  Blatch.  132. 
the  patentee  or  owner,  by  the   piracy         That  the  measure  of  damages  is  the 

instead  of  the  purchase  of  the  use  of  the  profits  the  plaintiffs  would  have  made  i^ 

invention. "  they  had  supplied  the  defendant's  cus- 

See  also  Cowing  v.  Rumsey  (L.  1870),  tomers  provided  it  is  shown  that  they 

4  Fisher,  275  ;  8  Blatch.  36.  would  have  supplied  them,  see  Zane  v. 

That  profits  may  be  recovered  for  the  Peck  Brothers  (E.  1882),  18  Fed.  Rep. 

use  of  the  invention  without  reference  475  ;  28  0.  6.  191. 
to  the  usual  royalty,  see  Knox  v.  Great         That  where  the  plaintiff  is  able  and 

Western      Quicksilver     Mining     Co.  ready  to  supply  all  customers  and  has 

(E.  1878),  14  O.  6.  897  ;  6  Sawyer,  430;  had  a.previous  control  of  the  market,  it 

4  Bann.  &  A.  25.  may  be  inferred  that  all  who  bought  of 

That  profits  cannot  be  measured  by  the  defendant  would  have  bought  of 

royalties,    see    Tilghman    v.    Proctor  him,  see  Gould's    Mfg.  Co.  v.  Cowing 

(E.  1888)  125  V.  S.  136  ;  43  0.  G.  628 ;  (E.  1882),  105  U.  S.  258  ;   21  O.  G. 

Woosterv.  Taylor  (E.  1878)  14  Blatch.  1277;  Bigelow  Carpet  Co.  v,  Dobson 

403;  3  Bann.  &  A.  241.  (E.   1882),  21  0.  G.    1200;   10  Fed. 

*  That  there  is  no  presumption  of  Rep.  385. 
law  that  the  plaintiff  would  have  sold         That  where  before  his  infringement 
all  that  the  defendant  did,  see  Roemer  the  defendant  bought  the  articles  from 
V.  Simon  (E.  1887),  31  Fed.  Rep.  41 ;  40  the  plaintiff  it  is  a  fair  presumption  that 
0.    G.    1456 ;    Comely   v.   Marckwald  had  he  not  infringed  he  would  have 
(E.  1885)  32  Fed.  Rep.  392  ;  23  Blatch.  bought  the    same    number   which   he 
163  :  Zane  v.  Peck  Brothers  (E.  1882),  wrongfully  made,  seeQreamerv.  Bowers 
i3   Fed.   Rep.    476  ;    23  0.    G.   191  ;  (E.  1888)  35  Fed.  Rep.  206. 
Ingersoll  o.  Musgrove  (E.  1878),  18  0.         *  That  the  profits  of  the  defendant  are 
G.  966 ;  14  Blatch.  541  ;  8  Bann.  &  A.  equally  the  measure  of  the  pUintiff's 
804  ;  Hawes  o.  Washbume  (L.  1872),  5  damages,  whether  the  infringement  is 
0.  G.  491 ;  Carter*.  Baker  (L.  1871),  4  wilful  or  not,  see  Wintprmute  t».  Red- 
Fisher,  404  ;  1  Sawyer,  612  ;  Goodyear  ington  (L.  1856),  1  Fisher,  289. 
V.  Bishop  (L.  1861),  2  Fisher,  154  ;  Sey- 
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advantage  derived  by  the  defendant  from  the  use  of  the  plain- 
tiff's invention,  the  comparison  must  be  instituted  between 
the  patented  invention  and  such  instruments  or  operations  as 
are  open  to  public  employment,  and  that  if  the  benefit  which 
he  receives  from  the  practice  of  the  plaintiff's  invention  does 
not  exceed  that  which  he  would  obtain  by  using  other  means 
already  in  possession  of  the  public,  he  does  not  gain  nor  does 
the  plaintiff  lose  by  the  infringement.^  The  theory  on  which 
this  doctrine  rests  is  this,  —  that  as  the  quality  of  the  defend- 
ant's products  and  the  quantity  of  his  sales  are  not  increased, 
by  the  invasion  of  the  monopoly,  beyond  the  standard  which 
they  might  have  rightfully  reached  without  it,  nor  the  cost  of 
production  reduced  below  the  amount  attending  the  proper 
use  of  different  appliances,  it  cannot  be  considered  that  his 
profits  or  his  sales  have  been  enlarged  by  his  unlawful  use 
of  the  invention ;  while  the  existence  of  other  inventions,  to 
which  the  public  had  no  free  access,  or  of  better  means  which 
were  devised  and  patented  after  the  issue  of  the  plaintiff's 

•  In  Black  v.  Thorne  (E.  1884),  111  Shannon  «.  Bruner  (E.  1888)  88  Fed. 

U.  S.  122,  Field,  J.  :  (124)  **  It  does  not  Rep.  871 ;  McMurray  v,  Emerson  (L. 

always  follow  that  hecause  a  party  may  1888)   86   Fed.    Rep.   901 ;    Royer  v, 

have  made  an  improyement  in  a  ma-  Coape  (L.  1886),  29  Fed.  Rep.  358 ; 

chine  and  obtained  a  patent  for  it,  an-  89  0.  6.  289  ;  Turrill  v.  Illinois  Central 

other  using  the  improvement  and  in-  R.  R.  Co.  (E.  1873),  6  Bissell,  344 ; 

flinging  upon  the  patentee's  rights  will  Serrell  v.  Collins  (L.  1857),  1  Fisher, 

be  mulcted  in  more  than  nominal  dam-  289. 

ages  for  the   infringement.      If  other  That  the  damages  may  be  measured 

methods  in  common  use  produce  the  by  the  difference  in  value  between  the 

same  results,  with  equal  facility  and  old  and  new    devices,   see  Brodie  v, 

cost,  the  use  of  the  patented  invention  Ophir  Silver  Mining  Co.  (L.  1867),  4 

cannot  add  to  the  gains  of  the  infringer  Fisher,  187  ;  5  Sawyer,  608. 

or  impair  the  just  rewards  of  the  inven-  That  the  measure  of  damages  for  the 

tor.    The  inventor  may  indeed  prohibit  infringement  of  a  design  is  its  excess 

the  use,  or  exact  a  license  fee  for  it,  and  of  value  over  any  open  to  the  public, 

if  such  license  fee  has  been  generally  see  Tomkinson  v.  Willetts  Mfg.    Co. 

paid,  its  amount  may  be  taken  as  the  (E.  1888)  84  0.  6.  586. 

criterion  of  damage  to  him  when  his  That  some  one  else  has  got  as  good  a 

rights  are  infringed.     In  the  absence  of  device  as  the  plaintiff's  does  not  destroy 

such  criterion,  the  damages  must  neces-  its  value  though  it  may  affect  it,  see 

sarily  be   nominal."      27   0.   G.   415  National  Car  Brake  Shoe  Co.  v.  Terre 

(416).  Haute  Car  &  Mfg.  Co.  (L.  1384),  19  Fed. 

See  also  Tilghman  v.  Proctor  (E.  Rep.  514  ;  28  O.  G.  1007. 
1888)  125  U.  S.  186 ;  43  0.  G.  628  ; 
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patent,  are  facts  which  cannot  be  considered,  since  the  de- 
fendant, having  chosen  to  .avail  himself  of  the  plaintiff's  in- 
vention, should  not  be  permitted  to  escape  responsibility  on 
the  ground  that  he  could  have  derived  a  similar  benefit  from 
the  infringement  of  a  different  patent.^  Whether  or  not  this 
doctrine  and  its  underlying  theory  will  bear  investigation 
when  applied  to  profits  in  equity,  they  certainly  seem  to  be 
erroneous  in  reference  to  those  profits  which  can  be  taken  as 
the  measure  of  damages  at  law.^     But  they  have  been  so 

*  That  the  defendant  could  have  ob-  plaintiff's  invention  is  an  improvement 

tained  the  same  advantage  by  employing  used  with  its  original,  and  he  is  not  the 

a  different  patented  invention  is  immate-  owner  of  the  patent  for  the  original, 

rial,  see  Tamil  v,  Illinois  Central  R.  R.  or  the  original  is  free  to  the  pubUc,  the 

Co.  (E.  1880),  20  Fed.  Rep.  912.  sole  loss  that  he  can  sustain,  and  the 

^  The  doctrine  whose  correctness  is  sole  benefit  which  the  defendant  can 
here  questioned  may  be  stated  in  the  derive,  from  the  infringement  must  re- 
foUowing  proposition  :  viz.,  that  the  late  to  the  improvement ;  and  in  aaoer- 
profits  of  a  defendant  from  the  use  or  taining  this  benefit,  whether  in  equity 
sale  of  an  infringing  invention,  when  or  at  law,  no  advantage  should  be  in- 
taken  as  the  subject-matter  of  an  ac-  eluded  which  could  have  been  obtained 
count  in  equity  or  as  the  measure  of  by  the  use  of  the  original  without  the 
damages  at  law,  includes  only  such  plaintiff's  improvement.  This  rule  is 
gains  or  savings  as  he  could  not  have  indisputable,  but  it  is  simply  another 
derived  from  the  use  or  sale  of  any  in-  way  of  stating  that  the  profits  arising 
vention  then  open  to  the  public  This  from  the  use  of  the  plaintiff's  invention 
proposition  contains  a  truth  which  must  must  be  separated  from  those  arising 
be  carefuUy  distinguished  before  the  from  any  other  cause,  and  required  no 
errors  of  the  remainder  can  be  fairiy  additional  expression  in  the  proposition 
judged.  now  considered.     It  applies,  however, 

(1)  Every  invention  is  either  an  in  either  mode  of  statement  only  to 
original  invention  or  an  improvement  cases  in  which  the  improvement  is  need 
on  an  original.  If  an  original,  it  belongs  with  its  original,  since  if  the  improve- 
entirely  to  the  inventor  and  its  infringe-  ment  is  independently  employed  it  loses 
ment  involves  an  injury  commensurate  its  character  as  an  improvement  and 
with  the  scope  of  the  complete  invention  follows  the  rule  now  to  be  discussed 
used.  If  an  improvement,  the  improve-  concerning  original  inventions, 
ment  merely,  not  the  original,  belongs  (2)  When  an  infringing  act  of  mak- 
to  the  inventor,  and  an  infringement,  ing,  use,  or  sale,  is  confined  to  and  em- 
consisting  in  the  use  or  sale  of  the  orig-  braces  the  plaintiffs  entire  invention, 
inal  plus  the  improvement  involves  an  such  invention  is,  at  least  in  reference  to 
iigury  commensurate  only  with  the  that  infringement,  an  original  invention, 
scope  of  the  improvement  as  distin-  not  dependent  on  any  other  for  whose 
guished  from  the  original ;  the  employ-  use  in  connection  with  it  an  allowance 
ment  of  the  latter,  if  it  be  not  open  to  must  be  made,  and  not  including  any 
the  public,  being  an  injury  to  the  rights  whose  value  must  be  separated  from  its 
of  its  inventor  alone.    Hence  whore  the  own  in  order  that  the  plaintiff's  loss  or 
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long  accepted,  and  are  now  supported  by  so  many  eminent 
authorities,  that  they  must  here  be  treated  as  correct    If, 

the  defendant's  gain  from  its  employ-  to  allow  the  defendant  to  keep  his  un- 
ment  may  be  measured.  Here  it  would  righteous  gains,  because  he  might  have 
seem  most  in  harmony  with  the  foregoing  honestly  acquired  an  equal  amount, 
rule,  whose  proper  antithesis  it  is,  ss  ignores  the  facts,  depriyes  the  plaintiff 
well  as  with  the  ordinary  methods  of  of  his  lawful  rights,  and  recompenses 
practical  jurisprudenoo,  to  estimate  the  the  wrong-doer  for  the  iojury  he  has  in- 
profits  of  the  defendant  at  the  entire  flicted.  Such  a  proceeding  finds  no 
advantage  derived  by  him  from  the  use  paraUel  in  any  other  department  of 
of  the  invention,  irrespective  of  any  remedial  justice,  whether  civil  or  crim- 
other  arts  or  instruments  whatever,  inal.  If  the  defendant  were  a  true 
And  such  would  probably  have  been  the  trustee  of  the  plaintiff,  and  by  a  mis- 
current  of  authority  but  for  the  utter-  appropriation  of  the  trust  estate  had  for^ 
ances  of  several  of  our  courts  (of  which  tunately  realised  laige  profits,  could  he 
the  extract  in  note  5,  anU,  is  a  sample)  retain  them  on  the  ground  that  he  had 
where  the  doctrine  applicable  to  improve-  property  of  his  own  with  which  he  might 
ments  only  is  stated  without  limitation  have  entered  on  the  same  enterprises 
and  thus  extended  to  cover  all  infringe-  with  the  same  results  t  If  he  were  a 
ments  of  whatever  character  or  scope,  trustee  de  aon  tortf  and  having  intruded 
To  detect  and  weigh  the  error  in  these  himself  into  the  management  of  the 
utterances  it  is  necessary  to  consider  eeatui  que  trust's  estate  had  profited  by 
them  first  as  they  affect  the  rule  of  profits  converting  its  resources  to  his  own  use^ 
in  equity,  and  second  as  they  affect  the  could  he  refuse  to  render  up  both  capital 
rule  of  damages  at  law.  and  profits  because  other  and  lawful 
(3)  First,  profits  in  equity  are  the  methods  might  have  yielded  him  a  cor- 
gain  or  saving,  or  both,  which  the  de-  responding  gain  f  If  he  were  a  simple 
fendant  has  made  by  employing  the  in-  tort-feasor  and  were  required  to  disgot^ 
fringing  invention.  This  gain  or  saving  the  fruits  of  his  appropriation  of  the 
is  a  &ct.  It  is  an  actual  pecuniary  plaintiff's  property,  could  he  defend  by 
benefit  which  has  resulted  directly  from  showing  that  he  might  have  bought  or 
the  defendant's  wrongful  use  of  the  plain-  borrowed  to  the  same  advantage  property 
tiff's  property,  which  he  has  had  and  of  the  same  amount  or  kind  ?  The  rule 
enjoyed,  and  to  which,  on  equitable  becomes  an  absurdity  upon  analysis  or 
theories,  the  plaintiff  is  entitled.  Now  varied  application,  and  its  presence  in 
what  relevancy  to  this  condition  of  affairs  our  law  can  only  be  accounted  for  by 
has  the  fact,  if  it  be  a  fact,  that  the  regarding  it  as  a  careless  extension  of 
defendant,  by  using  an  invention  which  the  true  rule  which  separates  between 
he  had  a  rigiht  to  use,  might  have  re-  the  improvement  and  the  original  in- 
eeived  the  same  pecuniary  benefit  ?    It  vention. 

does  not  alter  the  fact  that  he  has  wrong-  ( 4 )  Second,  at  law  the  profits  of  the 

fully  used  the  plaintiff's  invention.    It  defendant  serve  merely  as  an  indication 

does  not  lessen  the  amount  of  dollars  of  the  amount  which  the  plaintiff  has 

and  cents  that  he  has  received  or  saved  lost  through  the  infringement,  and  are 

as  the  direct  result  of  his  infringement,  of  n6  significance  until  it  has  been  proved 

It  does  not  qualify  the  plaintiff's  claim  that  the  advantage  derived  by  the  de- 

to  his  own  property  and  to  the  proceeds  fendant  from  the  invention  would,  but 

of  its  unauthorized  use.  On  the  contrary,  for  the  infringement,  have  been  enjoyed 
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therefore,  the  evidence  discloses  that  the  defendant  enjoyed 
advantages  in  the  use  of  the  plaintiff's  invention  which  could 

by  the  plaintiff.  ObviouBlj  to  make  command.  On  what  ground  can  a  dia- 
this  rule  of  any  practical  value  the  same  tinction  be  made  in  the  case  of  a  wrong- 
mode  of  estimating  the  defendant's  fnl  appropriation  of  another's  patented 
profits  must  be  employed  that  would  inrention,  whereby  the  owner  is  to  be 
have  been  pursued  in  ascertaining  them  deprived  wholly  or  in  part  of  adequate 
if  they  had  been  made  by  the  plaintiff,  redress  because  the  defendant  could,  by 
The  same  items  must  be  debited  to  him  obedience  to  law,  have  reaped  a  similar 
as  representing  the  "  yield  "  of  the  en-  advantage  ? 

terprise,  and  the  same  deductions  al-  (5)  To  the  forgoing  argument  it  may 
lowed  as  constituting  the  **  cost,"  as  if  be  objected  that  the  benefit  conferred  by 
he  were  the  plaintiff  balancing  his  any  invent9r  on  the  public  b  measured 
account  of  gains  and  loss.  But  into  a  by  the  difference  in  value  between  his 
calculation  of  profits  by  the  rightful  new  art  or  instrument  and  those  which 
owner  of  an  inventiout  the  amount  he  were  already  in  possession  of  the  public 
might  have  made  by  using  something  Theoretically  this  is  true ;  but  it  has 
else  never  enters  either  as  an  expense  or  nothing  to  do  with  the  present  question 
a  receipt.  The  enterprise,  like  all  other  for  two  reasons  :  first,  that  such  a  differ- 
oommercial  undertakings,  stands  by  ence  is  always  incapable  of  pecuniary 
itself,  its  results  being  rendered  neither  calculation  or  of  any  approximate  con- 
greater  nor  less  by  the  possible  results  jecture ;  and  second,  that  though  it 
of  different  ventures  to  which  the  time  were  ascertainable,  the  general  benefit  to 
or  capital  or  labor  of  the  manufacturer  the  public  from  the  invention,  if  it  were 
or  merchant  might  have  been  directed,  free,  cannot  tend  to  show  the  actual  loss 
The  profit  which  the  plaintiff  would  to  the  inventor  or  the  unlawful  gain  to 
have  made  thus  embraces  the  entire  the  infringer  by  his  invasion  of  the 
difference  between  "cost "  and  "  yield  " ;  monopoly.  It  would  be  an  outrage  upon 
the  loss  which  he  has  suffered  is  com-  common-sense  as  well  as  justice  to  de- 
mensurate  with  the  profit  he  would  have  cide  that  a  defendant  who  had  lost  by 
made  ;  and  this  profit  having  been  re-  the  infringement  must  account  in  equity 
ceived  by  the  defendant  must  be  esti-  for  profits  which,  on  the  basis  of  the 
mated  as  the  plaintiff's  profits  would  general  public  benefit  derived  from  the 
have  been  and  as  his  loss  must  be,  irres-  invention,  he  ought  to  have  secured  ; 
pective  of  all  exterior  comparisons,  or  or,  it  being  found  that  but  for  the  in- 
the  whole  rule  becomes  uncertain,  fringement  the  plaintiff  would  have 
speculative,  and  impracticable.  The  an-  commanded  the  entire  market,  to  mulct 
alogies  as  well  as  the  reason  of  the  law  the  infringer  in  damages  at  law  meas- 
are  all  in  harmony  with  this  position,  ured  by  the  profits  which  manufacturers 
A  disseisor  cannot  reduce  the  amount  in  general  would  have  realized  from  the 
of  mesne  pfvfUs  for  which  he  is  account-  business,  without  regard  to  his  own  ex- 
able  by  showing  that  he  might  have  pense  for  production  or  the  prices  real- 
occupied  land  of  his  own  with  equal  ized  upon  his  sales.  And  on  the  other 
benefit  to  himseH  A  converter  of  per-  hand  an  eqnal  wrong  would  be  inflicted 
sonal  property  does  not  decrease  the  on  the  plaintiff  if  compensation  for  the 
plaintiff's  damages  for  the  unlawful  infringement  were  denied  him  on  the 
detention  by  proving  that  similar  and  ground  that  his  invention,  however 
•a  available  chattels  were  lawfully  at  his  valuable  in  itself  and  prodnotive  to  its 
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not  have  been  attained  by  the  employment  of  means  already 
given  to  the  public,  the  pecuniary  value  of  that  advantage, 
measured  by  whatever  increase  in  his  sales  or  profits  may 
be  due  to  the  invention,  indicates  the  extent  to  which  the 
plaintiff  has  suffered  by  his  wrongful  acts.  This  value  should 
be  calculated  for  the  entire  period  of  the  infringement,  but 
must  not  include  the  advantage  which  the  defendant  may 
have  gained  by  any  use  of  the  invention  before  the  issue  of 
the  patent^  It  must  also  be  confined  to  the  benefits  which 
flow  from  the  use  of  the  plaintiff's  invention,  as  distinguished 
from  every  other  instrument  or  operation  which  the  defend- 
ant has  employed  in  the  manufacture  of  his  products.    Thus 

employers,  was  of  no  greater  compara-  the  plaintifT  is  entitled  to  profits  or 

tive  utility  than  other  inventions  which  damages  for  its  use  by  the  defendant  as 

were  not  protected  by  a  patent     Of  he  has  used  it,  without  regard  to  any- 

the  limitation  placed  by  the  court  to  thing  else  he  might  have  used,  lawfully 

the  operation  of  this  controverted  doc-  or  unlawfully,  in  the  promotion  of  his 

trine,  in  confining  the  comparison  to  business. 

inventions  already  free  to  the  public,         Recognitions  more  or  less  explicit  of 

and  making  no  allowance  to  the  defend-  this  distinction  and  of  the  rule  as  here 

ant  because  other  patented  inventions  maintained  are  discoverable  in  many  of 

might  have  been  equally  profitable  to  the  cases  heretofore  referred  to,  of  which 

him,  it  is  neoessaiy  to  say  only  that  if  Shannon    v,  Bruner  (1888),   26    Fed. 

the  main  doctrine  is  unsound  this  be-  Rep.  901,  and  American  Nicholson  Pave- 

comes  of  no  consequence,  while  if  the  ment  Co.  v.  City  of  Elizabeth  (1874),  6 

former  is  sustained  as  an  arbitrary  rule  0.  G.  764,  1  Bann.  k  A.  489,  are  fair 

of  calculation  the  latter,  whlcLevidently  examples.     In  the  text,  however,  the 

rests  rather  upon  some  notion  of  a  pen-  rule  as  generally  stated  by  the  courts  is 

alty  to  the  wrong-doer  than  on  that  followed,  their  utterances  being  regarded 

of  compensation  to  the  injured  party,  as  the  law,  to  whatever  criticism  it  may 

is  no  more  arbitrary  and  unreasonable  be   subjected    in    this    collateral    dis- 

than  the  former.  cussion. 

(6)  Shorn  of  the  errors  thus  pointed         *  That  the  value  of  an  infringement  is 

out  and  explained,  the  true  rule  in  ref-  its  value  at  the  date  of  the  infringe- 

erance  to  the  subject  seems  to  be  this  :  ment,  see  National  Car  Brake  Shoe  Co. 

1.  That  the  inventor  of  an  improve-  v.  Terre  Haute  Car  &  Mfg.  Co.  (L.  1884), 

ment  is  entitled  to  profits  or  damages  28  O.  O.  1007  ;  19  Fed.  Rep.  514. 
only  for  the  infringement  of  his  improve-         That  where  the  infringing  articles 

ment,  and  that  in  estimating  these  a  were  in  use  when  the  patent  was  granted 

deduction  must  be  made  from  the  entire  the  value  of  their  use  since  the  issue  of 

profits  of  the  enterprise  of  aU  such  profits  the  patent  and  as  long  as  they  will  last, 

as  are  due  to  the  original.  is  the  measure  of  damages,  see  Brodie 

8.  That  where  the  invention  is  an  v.  Ophir  Silver  Mining  Co.  (L.  1867),  4 

original  invention,  or  an  improvement  Fisher,  137 ;  5  Sawyer,  608. 
used  independently  and  as  an  original, 
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where  the  plaintiff's  invention  is  a  mere  improvement  upon  an 
existing  process  or  machine,  the  advantage  derived  from  the 
improvement  must  be  separated  from  that  accruing  from  the 
original,  and  only  the  value  of  the  former  advantage  be  con- 
sidered.^ But  if  the  process  or  machine  was  valueless  with- 
out the  improvement,  or  if  the  two  were  always  used  together 
in  the  practice  of  the  art,  or  if  the  defendant  has  so  confused 
his  own  invention  with  that  of  the  plaintiff  that  their  re- 
spective benefits  cannot  be  separated,  the  value  of  the  whole 
advantage  gained  is  imputed  to  the  plaintiff's  improvement 
and  may  be  taken  as  the  measure  of  his  loss.^^  The  amount 
of  the  pecuniary  profit  received  by  the  defendant  from  his  use 
of  the  invention  may  be  shown  by  evidence  disclosing  the 
quantity  of  his  sales,  the  prices  obtained,  the  cost  of  manu- 
facture, and  the  expense  of  marketing.^     If  his  products 

*  In  Philp  V.  Nock  (L.  1878),  17  WalL  entire  profit  is  the  measure  of  damagei^ 

460,  Swayne,  J.  :   (462)   "  Where  the  aee  McCormick  v.  Seymour  (L.  1851),  2 

infringement  is  confined  to  a  part  of  the  Blatch.  240. 

thing  sold,  the  recoyery  must  be  limited         That  if  the  defendant's  process  de- 

accordingly.  It  cannot  be  as  if  the  entire  rives  all  its  value  from  the  plaintiff's  in- 

thing  were  covered  by  the  patent ;  or,  vention,  the  profits  are  measured  by  that 

where  that  is  the  case,  as  if  the  infringe-  value,  though  other  processes  equally 

mentwereas  large  as  the  monopoly."  useful  to  the  defendant,  but  resulting 

That  the  damages  are  to  be  ascer-  in  a  different  but  as  valuable  a  producti 

tained  by  the  increased  profit  to  the  de-  were  open  to  him,  see  Whitney  v.  Mowiy, 

fendant  from  making  and  selling  the  (K  1870),  4  Fisher,  207. 
invention,  not  considering  the  increased         That  the  profits  due  to  the  defend* 

facilities  in  manufacture  due  to  inven-  ant's  improvements  do  not  form  a  meaa- 

tions  since  the  issue  of  the  patent  or  its  ure  of  the  plaintiff's  damages,  but  if 

assignment  to  the  plaintiff,  see  Wayne  inseparable  from  those  resulting  from 

V,  Holmes  (L.  1856),  2  Ftsher,  20 ;  1  the  use  of  the  plaintiff's  device,  they 

Bond,  27.  belong  to  the  plaintiff,  not  to  the  de- 

That  the  profits  of  the  patented  in-  fendant  who  wrongfully  confused  them, 

vention  alone  are  to  be  considered,  apart  see  Carter  v.  Baker  (L.  1871),  4  Fisher, 

from  other  devices  with  which  it  may  404  ;  1  Sawyer,  512. 
be  associated,    see  Tuttle  v.   Gaylord         See  also  §  1068,  note  7,  pod, 
(£•  1886),  86  0.  G.  694  ;  28  Fed.  Rep.         n  That  when  damages  are  measured 

97;  Hayden  V.Suffolk  Mfg.  Co.  (L.  1862),  by  profits,  these  are  the  selling  price 

4  Fisher,  86  ;  Seymour  v,  McCormick  less  the  cost  of  making  and  selling,  the 

(L.  1853),  16  How.  480.  risk  of  bed  debts  and  interest  on  ca|ii- 

See  §  1063,  note  6,  posL  tal,  see  McCormick   v.   Seymour  (U 

10  That  where  the  phuntiff's  inven*  1851),  2  Blatch.  240 ;  Wilburv.  Beecher 

tion  is  an  improvement  and  the  old  de-  (L.  1850),  2  Blatch.  188. 
vice  is  now  never  used  without  it,  the         That  the  added  price  chaiged  by  ths 
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derive  their  entire  market  value  from  the  use  of  the  plaintiff's 
invention,  this  evidence  will  be  sufficient,  since  the  difference 
between  cost  and  receipts  will  be  the  profit  resulting  from  the 
invention.  If  his  products  are  marketable  when  not  made 
with  the  plaintiff's  process  or  machine,  but  in  less  quantities 
or  at  a  lower  price  or  greater  cost,  other  evidence  becomes 
necessary  to  separate  that  increase  in  the  sales  or  profits 
which  is  due  to  the  invention.  Definite  and  direct  testimony 
upon  this  point  is  not  always  procurable,  and  in  its  absence 
any  facts  which  indicate  the  degree  of  such  increase  may  be 
shown.  The  amount  afterwards  paid  by  the  defendant  for  an 
equivalent  invention,  or  for  a  license  to  use  it,  or  as  royalties 
upon  his  products,  may  thus  be  proved  as  an  admission  by 
him  of  its  value  in  his  business.^  Even  the  opinions  of  wit- 
nesses having  experience  in  the  trade  are  proper  testimony 
upon  this  subject.^  But  the  expense  of  making  the  inven- 
tion, or  the  price  for  which  it  is  sold  to  others  by  the  plaintiff, 
or  the  amount  of  an  injunction-bond  demanded  from  the  de- 
fendant in  the  case  at  bar,  are  of  themselves  no  guide  to  its 
value  to  the  defendant,  since  this  value  must  depend,  not  on 
the  cost  of  the  invention,  nor  the  estimation  formed  by  others 
of  its  worth,  but  on  the  profits  he  himself  has  made  by  its 
employments^    When  the  value  of  the  advantage  received  by 

defendant  when  he  used  the  plaintifiTs  Co.  (E.  1879)  17  Blatch.  249 ;  4  Bann. 

iAventiou  is  a  fair  indioatiou  of  its  value  &  A.  579  ;  17  O.  6.  106. 

to  him,  see  Vulcanite  Paving  Co.  v.  That  an  established  royalty  is  evi- 

Anierican  Artificial  Stone  Pavement  Co.  dence  of  value    but  not  an  absolute 

(E.  1888),  86  Fed.  Rep.  878.  test,  see  Wooster  v.  Thornton  (£.  1886), 

That  upon  the  question  of  the  de-  26  Fed.  Rep.  274  ;  34  O.  G.  560. 

fendant's  profits,  the  whole  expense  of  ^  That  when  there  is  no  established 

opening  and  closing  up  the  business  license  fee,  the  court  in  estimating  dam- 

eannot  be  charged  to  the  patent,  see  ages  may  consider  (1)  the  manufactur- 

Goodyearv.  Bishop  (L.  1861),  2  Fisher,  er's  price;   (2)  the  percentage  which 

154.  usually  makes  a  fair  royalty ;  (8)  the 

Upon  the  whole  question  of  profits  judgment  of  competent  experts  familiar 

and  the  items  which  enter  into  the  ac-  with  the  sale  and  profit;  (4)the  price  paid 

oount,   see  §§   1063,    1138-1149,  and  by  others  for  licenses,  etc,  see  McKeever 

notes,  pof^.  V.  United    States  (1878),  14  Court  of 

^  That  the  value  of  the  invention  Claims,  896  ;  28  0.  G.  1525. 

to  the  defendant  may  be  shown  by  li*  ^*  That  neither  the  price  for  which 

cense  fees  paid  by  him  for  an  equivalent  the  device  might  sell  nor  the  expense  of 

benefit,  see  Saigent  v,  Yale  Lock  Mfg.  making  it  is  the  proper  measure   of 
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the  defendant  from  the  use  of  the  plaintiff's  invention  has 
been  thus  determined,  and  other  evidence  has  demonstrated 
that  but  for  the  infringement  the  plaintiff  would  have  sup- 
plied the  market  at  an  equal  profit,  the  question  still  remains 
whether  the  plaintiff  has  not  suffered  other  losses  beyond  the 
mere  supersedure  of  his  own  products  by  those  of  the  defend- 
ant. The  goods  placed  on  the  market  by  the  defendant  may 
have  been  of  an  inferior  quality  and  by  diminishing  the  repu- 
tation may  have  decreased  the  salability  of  all  products  of  the 
patented  machine  or  process  by  whomsoever  manufactured,  or 
the  defendant  may  have  lowered  his  prices  to  obtain  a  market, 
content  with  a  less  profit  than  justice  would  award  the  plain- 
tiff at  whose  expense  of  skill  or  time  or  money  the  invention 
was  created,  and  in  this  manner  may  not  only  have  received 
a  smaller  benefit  himself  than  the  plaintiff  would  have  gained 
from  the  manufacture  and  sale  of  the  same  products,  but  have 
directly  injured  the  business  of  all  those  who  use  the  inven- 
tion under  the  protection  of  the  patent.^     These  damages 

damages  where  only  making  in  proved,  (L.  1872),  5  Fisher,  384  ;  2  0.  G.  117 ; 

see  Whittemore  v.  Cutter  (L.  1818),  1  1  Woods,  153;  Carter  v.  Baker  (L.  1871), 

Galliaon,  478  ;  1  Robb,  40.  4  Fisher,  404  ;  1  Sawyer,  512. 

That  the  damages  are  not  shown  by  See  also  {  1063,  note  10,  post, 

the  prices  at  which  the  plaintiff  sold  That  the  defendant's  profits  are  nsa- 

certain  territory,  see  Campbell  v.  Bar-  ally  the  measure  of  the  plaintifTs  dam* 

clay  (L.  1870),  5  Bissell,  179.  ages,   though  additional    damages  are 

That  it  cannot  be  assumed  that  the  occasionally  required,  see  Ldttlefield  v. 

defendant's  profit  was  as  mnch  as  the  Perry  (£.  1874),  21  Wall.  205  ;  7  0.  6. 

plaintiff's  would  hare  been,  see  Roemer  964. 

V.  Simon  (E.  1887),  31  Fed.  Rep.  41  ;  That  the  plaintiff's  profit  is  the  meas- 

40  0.  G.  1456.  nre  of  damages  if  it  be  shown  that  the 

That  the  amount  of  the  bond  ordered  sales  would  have  been  made  by  him, 

on  an  injunction  is  no  evidence  of  the  see  Blake  o.  Greenwood  Cemetery  (E. 

value  in  dispute,  see  Brown  v.  Shannon  1883),  16  Fed.  Rep.  676  ;  25  0.  G.  89  ; 

(E.  1857),  20  How.  55.  21  Blatch.  222  ;  American  Saw  Co.  v. 

w  That  where  the  goods  sold  by  the  Emerson  (E.  1880),  8  Fed.  Rep.  806  j 

defendant  would  otherwise  have  been  McComb  v,  Brodie  (L.  1872),  5  Fisher, 

sold  at  a  higher  price  by  the  plaintiff,  884  ;  2  O.  G.  117  ;  1  Woods,  158. 

the  measure  of  damages  is  the  profit  the  That  a  receipt  in  fiiU  for  the  use  of 

plaintiff  would  have  received  on  such  certain  machines  is  admissible  to  lessen 

sales  at  such  advanced  price,  see  Hobbie  the  damages  pro  lanto,  see  Burdell  v. 

V.  Smith  (L.  1886),  27  Fed.  Rep.  656  ;  Denig  (L.  1875),  92  U.  S.  716. 

American  Saw  Co.  v.  Emerson  (E.  1880),  That  no  damages  are  allowed  unless 

8  Fed.  Rep.  806 ;  McComb  v.  Brodie  the  invention  is  proved  to  be  useful,  see 
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are  not  shown  bj  the  value  of  the  use  of  the  invention  to  the 
defendant,  but  are  additional  losses  falling  upon  the  plaintiff 
or  his  specific  licensees  in  consequence  of  the  infringement, 
and  are  to  be  proved  by  direct  evidence  in  the  mode  before 
described. 

§  1063.  XKridenoe  Conoeming  Damages :  Monopoly  Enjoyed  by 
the  BzoloBive  Practioe  of  the  Invention :  Indirect 
XKridenoe  of  the  Extent  of  Injury  when  the  Onvuer 
of  the  Patented  Invention  Makes  and  BeUs  it  to  the 
PubUo. 

When  the  exclusive  use  of  the  invention  by  the  plaintiff 
or  his  specific  licensees  assumes  the  second  form,  and  con- 
sists in  the  manufacture  and  sale  of  the  patented  invention, 
indirect  evidence  of  the  loss  sustained  by  the  infringement 
is  afforded  by  the  profits  made  by  the  defendant  upon  his 
unlawful  sales.^  Here,  as  in  the  case  of  an  infringing  use 
of  the  invention,  it  cannot  be  assumed  that  the  plaintiff 
would  have  sold  all  that  the  defendant  sold,  or  that  his  per- 
centage of  profit  would  have  been  the  same.^    Nor,  on  the 

Knight  V.  Baltimore  k  Ohio  R.  R.  Co.  What  a  patentee  '  would  have  made, 

(L.  1840 j,  Taney,  106  ;  3  Fisher,  1.  if  the  infringer  had  not  interfered  with 

That  the  defendant  cannot  show  that  his  rights,'  is  a  question  of  fact  and 

the  plaintiflTs  device  was  useless  to  him,  not '  a  judgment  of  law.'    The  question 

if  he  used  it,  see  Turrill  v.  Illinois  Cen-  is  not  what  speculatively  he  may  have 

tral  R.  R.  Co.  (E.  1878),  5  BisseU,  844.  lost,  but  what  actually  he  did  lose.     It 

§  1063.  ^  That  the  profits  made  by  is  not  a  'judgment  of  law '  or  necessary 

the  defendant   on    infringing   articles  legal  inference  that  if  all  the  manufac* 

sold  by  him  tends  to  show  the  amount  turers  of  steam-engines  and  locomotives 

of  the  plaintiff's  loss,  see  Covert  v,  who  have  built  and  sold  engines  with  a 

Saif^nt  (E.  1889),  88  Fed.  Rep.  237 ;  patented  cut-off*,  or  steam-whistle,  had 

Carter  u.  Baker  (L.   1871),  4  Fisher,  not  made  such  engines,  that  therefore 

404 ;  1  Sawyer,  512 ;  Buck  v,  Hennance  all  the  purchasers  of  engines  would  have 

(L.  1849),  1  Blatch.  898.  employed  the  patentee  of  the  cut-off,  or 

*  In  Seymour  v,  McCorroick  (L.  whistle ;  and  that,  consequently,  such 
1858),  16  How.  480,  Grier,  J. :  (490)  "It  patentee  is  entitled  to  all  the  profits 
is  only  where,  from  the  peculiar  circum-  made  in  the  manufacture  of  such  steam- 
stances  of  the  case,  no  other  rule  can  engines  by  those  who  may  have  used 
be  found,  that  the  defendant's  profits  his  improvement  without  his  license. 
become  the  criterion  of  the  plaintiff's  Such  a  rule  of  damages  would  be  better 
losa.  Actual  damages  must  be  actually  entitled  to  the  epithet  of  '  speculative,' 
proved,  and  cannot  be  assumed  as  a  'imaginary,'  or  'fanciful,'  than  that 
legal  inference  from  any  facts  which  of  'actual.'" 
amount  not  to  actual  proof  of  the  fact.         A  contrary  doctrine  has  sometimes 
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contrary,  can  it  be  inferred  that  the  plaintiff's  loss  is  limited 
to  what  the  defendant  may  have  gained.  When  it  is  proved 
that  the  plaintiff  was  ready  and  able  to  supply  the  market, 
that  those  who  would  have  been  his  customers  have  bought 
of  the  defendant,  and  that  his  expense  in  manufacturing  and 
marketing  the  patented  articles  would  not  have  exceeded  that 
incurred  by  the  defendant,  it  may  safely  be  presumed  that 
but  for  the  infringement  he  would  have  made  the  profits 
which  have  been  received  by  the  defendant.'  These  essential 
connecting  facts  being  established,  the  amount  of  the  defend- 

been  held.    Thus  in  Wilbar  v,  Beecher  yer,  612 ;  Goodyear  v.  Bishop  (L.  1861), 

(L.  1850),  2  Blatch.  182,  Nelson,  J.  :  2  Fisher,  164. 

(148)  "  If  the  defendant  has  been  guilty  That  it  cannot  be  assumed  that  the 
of  violating  the  plaintifTs  rights,  the  plaintiff  would  have  sold  aU  the  defend- 
rule  on  the  question  of  damages  is,  that  ant  sold,  especially  where  defendant's 
the  plaintiff  is  entitled  to  all  the  actual  articles  are  cheaper  and  of  poorer  qual- 
profits  which  the  defendant  has  made  ity,  see  Dobeon  o.  Doman  (£.  1886), 
by  the  use  of  the  principle  of  the  plain*  118  U.  S.  10  ;  85  O.  G.  750. 
tiffs  combination.  In  other  words,  the  *  That  where  the  plaintiff  has  had 
plaintiff  is  entitled  to  all  the  damages  control  of  the  market  it  will  be  pre- 
which  he  has  snstained  by  reason  of  the  sumed  that  hb  would  have  sold  all  that 
use  which  the  defendant  has  made  of  has  been  sold,  and  that  all  profits  made 
the  plaintiffs  property.  This  is,  in  by  the  defendant  would  have  been  made 
effect,  the  same  thing,  because  the  law  by  him,  see  (rould's  Mfg.  Co.  r.  Cow- 
presumes  that  if  the  defendant  had  not  ing  (E.  1882),  106  U.  S.  258  ;  21  0.  G. 
put  his  machines  into  the  market,  the  1277. 

demand  would  have  been  for  the  plain-         That  on  proof  of  the  quantity  sold 

tiffs,  and  that  he  would  have  received  by  the  plaintiff  during  his  first  season 

the  profits  on  the  machines  which  have  with  the  profit  on  it,  and  of  the  quan- 

been  made  and  sold  by  the  defendant,  tity  sold  by  the  defendant  during  the 

Vindictive  or  exemplary  damages  are  second  season  and  that  plaintiff's  sales 

not  allowed.    The  jury  are  confined  to  declined,  the  measure  of  damages  is  the 

the  actual  damages,  and  the  law  has  profit  which  would  have  accrued  to  the 

provided  that  the  court  may  increase  plaintiff  if  he  had  sold  the  quantity  sold 

those  damages  in  proper  cases."  by  the  defendant,   it  being  presumed 

Further,  that  it  cannot  be  presumed  that  the  plaintiff  would  have  sold  what 

that  the  plaintiff  would  have  sold  all  the    defendant    did    sell,   see  Bigelow 

that  the  defendant  sold,  see  Boeroer  v.  Carpet  Co.  v.  Dobaon  (E.  1882),  21  0. 

Simon  (E.  1887),  81  Fed.  Hep.  41  ;  40  G.  1200 ;  10  Fed.  Rep.  386. 
0.  G.  1456 ;  HaU  v.  Stem  (£.  1884),  20         That  the  jury  may  infer  from  circum- 

Fed.  Rep.  788  ;  Ingersoll  v.  Musgrove  stances  such  as  diversion  of  custom,  &c., 

(E.  1878),  13  0.  G.   966  ;  14  Blatch.  that  the  plaintiff  would  have  made  the 

541 ;  3  Bann.  &  A.  804 ;  Hawes  v.  Wash-  sales   but   for   the    infringement,   see 

bnrne  (L.  1872),  5  0.  G.  491  ;  Carter  v.  Covert  v.  Sargent  (E.  1889),  88  Fed. 

Baker  (L.  1871),  4  Fisher,  404  ;  1  Saw-  Rep.  287. 
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ant's  profits  on  his  sales  becomes  an  important  indication 
of  one  element  in  the  plaintiff's  loss.  The  other  elements 
are  comprised  in  the  injury  which  his  own  business  may  have 
suffered  by  the  depreciation  of  demand  or  prices  on  account 
of  the  defendant's  wrongful  acts,  and  which  is  to  be  shown 
by  direct  evidence,  in  the  manner  already  stated.*  The  profits 
arising  from  the  sale  of  a  patented  article  are  represented  by 
the  difference  between  cost  and  yield.  In  its  cost  are  included 
the  expense  for  materials  and  interest  thereon,  the  price  paid 
for  labor  in  making  and  selling,  the  manufacturer's  profit  on 
materials  and  labor,  the  rental  value  of  the  factory  or  store, 
and  any  other  items  which  a  manufacturer  ordinarily  reckons 
among  the  expenses  of  his  business.  Its  yield  is  the  price 
obtained  by  the  infringer.^  When  the  plaintiff's  patent  covers 
the  entire  article,  the  defendant's  profit  is  thus  ascertained  by 
a  simple  process  of  computation  upon  the  data  afforded  by  the 
gross  amount  of  his  prices  and  expenses.  But  where  the  pat- 
ent covers  only  a  portion  of  the  article,  such  as  an  improve- 
ment in  a  composition  or  machine,  the  profit  due  to  the 
incorporation  of  the  improvement  into  the  article  must  be 
separated  from  the  profit  which  would  have  been  received 
by  the  defendant  had  this  portion  been  omitted,  and  the  latter 
profit  be  excluded  from  the  computation.^     If  the  article 

*  That  injuries  to  the  plaintiffs  mannfactnrercalcnlates  the  profits  of  his 
lights  hy  redacing  prices,  etc.,  are  basinesa.  '  Profit '  is  the  gain  made  on 
additibnal  grounds  of  recovery,  see  any  business  or  investment,  when  both 
§  1061,  notes  1  and  2,  and  {  1062,  note  the  receipts  and  pa3rment8  are  taken 
14,  ante,  into  the  account." 

•  In  Knbber  Co.  v.  Goodyear  (E.  See  also  Piper  v.  Brown  (E.  1873), 
1869),  9  Wall.  788,  Swayne,  J.  :  (804)  6  Fisher,  240  ;  8  0.  G.  97 ;  Holmes, 
"The  profits  made  in  violation  of  the  196;  McCormick  v.  Seymour  (L.  1851), 
lights  of  the  complainants  in  this  class  2  Blatch.  240 ;  Wilbur  v,  Beecher  (L. 
of  cases,  within  the  meaning  of  the  law,  1850),  2  Blatch.  132. 

are  to  be  computed  and  ascertained  by  As  to  the  items  to  be  reckoned  in 

finding  the  difference  between  cost  and  estimating  profits  on  sales  of  Infringing 

yield.     In  estimating  the  cost,  the  ele-  articles,  see  further  §§  1138-1143,  and 

ments  of  price  of  materials,  interest,  notes,  post, 

expenses  of  manufacture  and  sale,  and  *  That  the  damages  must  be  limited 

other  necessary  expenditures,  if  there  to  the  value  of  the  use  of  the  improve- 

be  any,  and  bed  debts,  are  to  be  taken  ment  infringed,  see  Burdell  v.  Denig 

into  the  account,  and  usually  nothing  (L.  1865),  2  Fisher,  588. 

else.  The  calculation  is  to  be  made  as  a  That  where  the  entire  invention  be- 

TOL.  m.  —  23  S  1063 


854                     TBEATISE  ON  THE  LAW  OF  PATENTS.          [BOOK  17. 

would,  however,  have  been  nnsalable  without  this  portion, 

or  if  through  the  defendant's  fault  in  confusing  this  with  the 

other  portions  of  the  article  no  separate  estimate  of  profits 
can  be  made,  the  entire  profit  may  be  regarded  as  derived 
from  the  invention  of  the  plaintiff.^    In  this  inquiry  into  the 

longs  to  the  plaintiff  the  whole  profit  chine,  over  and  abore  the  mere  profits 

is  regarded  as  dne  to  it,  see  Welling  arising  out  of  its  manufacture.      By 

V.  La  Bau  (E.  1888),  43  0.  6.  117.  that  we  mean  the  mere  profits  of  its 

That  if  the  entire  value  of  the  de-  mechanical  construction,   and  not  the 

fendant's  device  flows  from  the  plain-  profits  that  gi'ow  out  of  the  exclusive 

tiiTs  invention  the  entire  profits  belong  right   to   manufacture    the   invention 

to  that  invention,  but  otherwise  they  under  the  patent.    The  latter  belong 

must  be  apportioned,  see  Hurlburt  v.  to  the  patentee,  while  the  former —  the 

Schillinger  (E.  1889),  ISO  U.  S.  456  ;  mere  mechanical  profits — are  excluded 

Fifield  V.   Whittemore  (£.   1888),  83  from  the  damages.    And  if  the  case 

Fed.  Rep.  835;  Reed  v.  Jjawrence  (E.  is  one  of  an  improvement  on  a  machine, 

1886),  29  Fed.  Bep.  915  ;  Whitney  v.  then  he  is  entitled,  as  a  measure  of 

Mowry  (£.  1868),  4  Fisher,  141.  damages,  to  all  the  advantages  of  the 

That  the  plaintiff  must  prove  what  use  of  his  patented  improvement,  exclude 

portion  of  the  profits  are  due  to  his  ing   the  profits   of   the   manufacture, 

invention,  or  else  that  the  defendant's  and  excluding  also  the  value,  if  any, 

device  is  unsalable  without  it,  see  Fay  of  the  use  of  the  old  machine.     Now, 

V,  Allen  (£.  1887),  80  Fed.  Rep.  446.  so  far  as  respects  the  benefits  and  ad  van* 

That  evidence  as  to  the  special  value  tages  that  a  patentee  would  derive  from 

of  the  part  used  by  the  infringer  u  not  an  improvement  on   a   machine,   you 

required  where  the  rest  is  without  value,  see  at  once  that  they  would  depend 

see  Asmus  v.  Freeman  (E.  1888),  84  very  much,  if  not  altogether,  upon  the 

Fed.  Rep.  902.  usefulness  of  the  machine  with  that 

7  In  McGormick  v,  Seymour  (L.  improvement,  compared  with  its  use- 
1854),  8  Bktch.  209,  Nelson,  J.  :  (224)  fulness  without  that  improvement. 
"  But  if  the  patentee  comes  to  the  con-  Hence  you  have  found  in  the  course 
elusion  not  to  vend  to  others  his  rights  of  the  trial  that  witnesses  have  been 
under  the  patent,  and  not  to  avail  him-  introduced  for  the  purpose  of  ascertain- 
self  of  the  proceeds  of  sales  of  his  mere  ing  the  relative  value  of  the  plaintiff's 
patent-right,  but  to  use  the  patented  machine  with  the  improvements  in  con- 
invention  exclusively  himself,  and  to  troversy,  and  of  the  same  machine  with- 
fnmlsh  the  products  to  the  community  out  those  improvements.  If  the  ma- 
himself  out  of  his  own  manufactory  or  chine  stripped  of  those  improvements 
establishment,  — -  in  such  cases  a  dif-  would  be  a  useless  article  in  the  marked 
ferent  measure  of  damages  is  to  be  and  if  no  person  would  buy  it  unless 
adopted  by  the  jury.  And  that  is  this  :  those  improvements  were  annexed  to  it, 
If  the  patent  is  for  a  machine,  —  an  then  its  value,  so  far  as  its  utility  is 
entire  machine, — the  patentee  is  en-  concerned,  depends  on  those  improve- 
titled,  as  damages  in  case  of  infringe-  ments  ;  because  they  give  it  vitality 
ment,  to  the  profits  he  could  have  made  and  usefulness  in  the  eye  of  the  busi- 
in  constructing  and  vending  his  ma-  ness  oommunity:    Hence,  it  is  proper 

§1063 
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amount  of  the  defendant's  profits,  moreover,  the  actual  profit 
made  is  alone  to  be  considered.^    It  is  immaterial  how  much 

to  make  this  discrimination  in  canyass-  which  he  has  a  right  to  nse,  an  improve- 

ing  the  facts  hearing  upon  the  proper  ment  that  makes  it  superior  to  anything 

measure  of  damages."  of  the  kind  for  the  accomplishment  of 

In  McGomdck  v.  Seymour  (L.  1851),  its  purposes,   he  is  entitled,  under  a 

2  Blatch.  240,  Nelson,  J.  :  (267)  **  It  patent  for   the   improvement,  to   the 

has  been  soggested  by  the  counsel  for  benefit  of  the  operation  of  the  machine 

the  defendants  that,  inasmuch  as  the  under  all  circumstances,  with  the  im- 

claims  of  the  plaintiff  in  question  here  provement  engrafted  upon  it,   to  the 

are  simply  for  improvements  upon  his  same  degree  in  which  the  original  pat* 

old  reaping  machine,  the    patent   for  entee  was  entitled  to  the  old  machine.*' 

which  expired  on  the  2l8t  of  June,  See  a  criticism  on  this  language  in  Sey* 

1848,  and  not  for  an  entire  machine  and  mour  v.  McCormick  (L.  1858),  16  How. 

every  part  of  it,  the  damages  should  480. 

be  limited  in  proportion  to  the  value  of        That  it  cannot  be  assumed  that  the 

the  improvements  thus  made  ;  and  that,  profit  made  by  the  plaintiff  on  each 

therefore,  a  distinction  exists,  in  regard  article  sold  by  him  is  made   by  the 

to  the  rule  of  damages,  between  an  in-  defendant  on  each  article  sold  by  him, 

fringement  of  an  entire  machine  and  an  unless  it  is  shown  that  the  value  of  the 

infringement  of  a  mere  improvement  on  article  depends  on  the  plaintiffs  inven- 

a  machine.     I  do  not  assent  to  this  tion,  see  Roemer  v,  Simon  (£.  1887),  31 

distinction.    On  the  contrary,  accord-  Fed.  Bep.  41  ;  40  O.  G.  1456  ;  Dobson 

ing  to  my  view  of  the  law  regulating  v.  Hartford  Carpet  Co.  (E.  1884),  114 

the  measure  of  damages  in  cases  of  this  IT.  S.  489  ;  81  O.  G.  787. 
kind,  the  rule  which  is  to  govern  is  the         That  where  the  defendant's  device 

same  whether  the  patent  covers  an  en-  is  useless  without  the  plaintiffs,  the 

tire  machine  or  an  improvement  on  a  entire  profits  are  part  of  the  damages, 

machine.    Those  who  chooee  to  use  the  see  Zane  v.  Peck  Bros.  (£.  1882),  28  0. 

old  machine  in  this  case,  have  a  right  0.  191 ;  18  Fed.  Rep.  475  ;  Carter  v. 

to  use  it  without  incurring  any  respon-  Baker  (L.  1871),  4  Fisher,  404  ;  1  Saw- 

sibility.     But  if  they  engraft  on  it  an  yer,  512. 

improvement  secured  by  a  patent,  and  That  a  defendant  who  wrongfully 
nse  the  machine  with  that  improve-  confuses  his  invention  with  the  plain- 
ment,  they  have  deprived  the  patentee  tiffs  is  Uable  for  the  entire  profit,  see 
of  the  fruits  of  his  invention,  the  same  Carter  v.  Baker  (L.  1871),  4  Fisher, 
as  if  he  had  invented  the  entire  ma-  404 ;  1  Sawyer,  512. 
chine ;  because  it  ib  his  improvement  '  That  the  plaintiff  cannot  recover 
that  gives  value  to  the  machine,  on  profits  unless  the  defendant  made  prof- 
account  of  the  public  demand  for  it  its,  see  Elizabeth  v.  Pavement  Co. 
The  old  instrument  is  abandoned,  and  (£.  1877),  97  IT.  S.  126  ;  Vaughn  v, 
the  public  call  for  the  improved  instru-  Central  Pacific  R.  R.  Co.  (E.  1877),  4 
ment,  and  the  whole  instrument,  with  Sawyer,  280 ;  8  Bann.  &  A.  27. 
the  improvement  upon  it,  belongs  to  That  where  the  profits  of  the  de- 
the  patentee.  Any  person  has  a  right  fendant  are  the  proper  measure  of  dam- 
to  use  the  old  machine,  but  if  an  in-  ages,  the  amount  is  governed  by  the 
ventor  engrafts  upon  the  old  machine,  profits    the  defendant  actually  made, 
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he  might  have  realized  with  higher  skill  or  diligence,  since 
the  only  theory  on  which  the  evidence  of  his  profits  becomes 
admissible  is  that  the  plaintiff  would  have  sold  what  he  has 
actually  sold,  and  has,  thei^efore,  lost  what  he  has  actually 
made.^  In  addition  to  such  profits  as  the  defendant  has 
received,  the  plaintiff  is  also  entitled  to  recover  any  excess 
which  would  have  been  included  in  his  own  profits  bad 'he 
supplied  the  market  with  a  similar  amount  and  quality  of 
goods.^^    It  being  proved  that  he  would  have  sold  all  that 

sot  by  what  the  plaintiff  can  show  he  machine.      This  measure  of  damages, 

might  have  made,  see  BardeU  v.  Denig  however,  is  not  controUing,  and  ought 

(L.  1875),  92  U.  S.  716.  not  to  be  ;  because  a  party  concerned  in 

*  That  the  gain  which  the  defendant  infringing  a  patent  stands  in  a  different 

might  have  made  by  diligence,   etc.,  position  from  the  patentee,  not  having 

is  no  measure  of  the  plaintiff's  loss,  been  previously  subjected  to  the  expense 

though  the  actual  gain  might  be,  see  and  labor  to  which  the  latter  is  fre- 

New  York  v.  Ransom  (L.   1859),   23  quently  exposed  in  the  process  of  inven- 

How.  487  ;  Dean  t;.  Mason  (E.  1857),  tion  and  experiment.     Hence  the  per- 

20  How.  198.  son  who  enters  upon  the  business  without 

That  articles  sold  before  the  issue  of  previous  expense  may  very  well  afford 
the  patent  cannot  be  reckoned  in  the  to  sell  machines  at  less  profit  than  the 
account  of  profits  or  damages,  see  Lyon  patentee.  The  latter  must  have  his 
V.  Donaldson  (L.  1888),  34  Fed.  Rep.  profit,  not  only  for  the  expense  of  put- 
789.  ting  in  operation  the  improvement,  but 
^  In  Pitts  V.  Hall  (L.  1851),  2Blatch.  by  way  of  indemnity  for  the  previous 
229,  Nelson,  J.  :  (238)  ''One  mode  of  time,  labor,  and  money  which  he  has 
arriving  at  the  actual  damages  is  to  been  obliged  to  bestow  on  the  inven- 
ascertain  the  profits  which  the  plaintiff  tion.  He  must,  therefore,  charge  a 
derives  from  the  machines  which  he  higher  price,  to  cover  these  greater  ex- 
manufactures  and  sells,  and  which  have  penses.  Thus  profits  which  the  par^ 
been  made  and  sold  by  the  defendant,  infringing  might  be  satisfied  with,  and 
This  mode  is  founded  on  the  presump-  which  would  afford  him  compensation, 
tion  of  law  that  if  the  defendant  had  would  not  afford  indemnity  to  the  pat- 
not  been  wrongfuUy  concerned  in  the  entee.  If,  therefore,  on  looking  into 
manufacture  of  the  machines,  those  the  profits  made  by  the  defendant,  the 
persons  who  procured  them  from  him  jury  shall  be  of  opinion  that  they  do 
would  have  applied  to  the  patentee  or  not  correspond  with  the  fair  profits 
assignee  for  theuL  Another  mode,  and  which  the  plaintiff,  if  left  alone,  would 
the  one  resorted  to  partially  in  this  *  have  realizeil,  they  are  not  bound  by 
case,  is  to  ascertain  the  profits  which  the  measure  of  the  profits  of  the  de- 
the  party  infringing  has  derived  from  fendant,  but  have  a  right  to  look  to  the 
the  use  of  the  invention  or  the  construe-  profits  which  the  plaintiff  or  the  paten- 
tion  of  the  machines  ;  because  what-  tee  would  have  made  under  the  circum- 
ever  profits  he  has  derived  have  arisen  stances,  if  not  interfered  with." 
from  the  wrongful  use  of  the  invention.  Further,  that  the  excess  of  the  plain- 
and  belong  to  the  real  owner  of  the  tiff*s  profits  over  the  defendant's  may  be 
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the  defendant  sold,  and  that  his  expense  of  manufacture 
would  not  have  been  greater  than  that  of  the  defendant,  it  is 
evident  that  he  would  have  derived  an  equal  profit  if  his  sales 
had  been  effected  at  the  same  prices.  But  if  he  could  have 
made  the  articles  at  less  expense,  or  sold  them  at  a  higher 
price,  than  the  defendant  did,  his  loss  exceeds  the  profit  of 
the  defendant  by  whatever  sum  may  cover  this  difference 
between  the  profit  which  he  would  have  realized  and  that 
which  the  defendant  has  obtained.  The  testimony  concerning 
the  amount  of  the  defendant's  sales  and  profits  is  generally 
elicited  by  subjecting  him  to  examination  as  a  witness,  in 
connection  with  his  books  of  account,  though  any  other 
relevant  evidence  may  be  offered. 

§  1064;   Bvidenoe  Conoeming  Damages :  Monopoly  Bnjoyed  by 
the  Bzolosive  Praotica  of  the  Invention  :   Bvldence 
of  the  Sactent  of   Injury  where  the  Infringing  Acts 
Differ  from  those  by  'which  the  Monopoly  is  Enjoyed. 
The  acts  of  infringement  performed  by  the  defendant  do 
not  always  correspond  with  those  by  which  the  plaintiff  or  his 
specific  licensees  enjoy  the  patented  invention.    Where  their 
advantage  is  derived  from  the  use  of  the  invention  and  a  sale 
of  its  products,  the  defendant  may  infringe  by  making  and 
selling  the  patented  article  itself.     Or  while  they  seek  their 
profit  in  its  manufacture  and  sale,  he  may  make  and  use  it 
only  in  his  individual  business.     Tn  such  cases  the  loss  sus- 
tained by  the  plaintiff  must  be  determined  in  a  different  man- 
ner.    When  the  defendant  makes  and  sells  an  instrument,  the 
use  of  which  is  confined  by  the  plaintiff  to  himself  and  certain 
licensees,  the  sale  no  otherwise  affects  the  plaintiff  than  as  it 
puts  the  invention  into  the  hands  of  others  to  be  used  by  them 

added  to  the  ktter  in  compating  dam-  excess  and  the  circnmstanceR  from  which 

ages,  where  the  jury  are  satisfied  that  the  the  jury  would  be  justified  in  believing 

plaintiff  would  have  sold  aU  the  de-  that  the  plaintiff's  sales  would   have 

fendant  has  sold,  see  Hobbie  v.  Smith  covered  those  made  by  the  defendant, 

(L.  1886),  27  Fed.  Rep.  666  ;  Zane  v.  must  in  most  if  not  aU  cases  be  equiva- 

Peck  Bros.   (£.  1882),  13  Fed.   Bep.  lent  to  direct  evidence  of  the  loss  occa- 

475  ;  23  0.  O.  191  ;  Carter  v.  Baker  sioned  to  the  plaintiff  by  the  defend- 

(L.  1871),  4  Fisher,  404 ;  1  Sawyer,  512.  anfs  infringement,  and  thus  require  no 

The  evidence  necessary  to  show  this  investigation  of  the  profits  of  the  latter. 
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in  methods  hostile  to  his  own.  The  purchasers  and  nsers 
thus  become  the  principal  infringers,  and  liable  for  the  actual 
damages  resulting  from  their  infringing  use.  The  maker  and 
seller  may  be  held  responsible  for  all  these  damages,  in  addi- 
tion to  that  arising  from  the  act  of  sale,  on  the  ground  of  his 
concurrence  in  their  acts  of  user,  or  on  the  ground  that  in  the 
price  which  he  received  the  value  of  such  use  must  be  pre- 
sumed to  have  been  included.^  If  neither  of  these  grounds  is 
tenable,  the  sale  must  be  regarded  as  an  independent  infringe- 
ment, and  its  evil  effect,  if  any,  on  the  sales  and  prices  of  tbe 
plaintiff's  products  must  be  the  measure  of  his  actual  injury. 
If  no  such  evil  effect  follows  from  the  sale,  the  damages  are 
only  nominal.  When  the  plaintiff  enjoys  his  monopoly  by  the 
manufacture  and  sale  of  the  patented  articles,  and  the  defend- 
ant infringes  by  making  and  using  the  articles  in  his  indi- 
vidual business,  the  amount  of  profit  which  the  plaintiff  would 
have  gained  if  the  defendant  had  bought  the  articles  of  him 
is  the  measure  of  his  loss,  and  consequently  of  his  actual 
damages.  Ordinarily,  the  mere  making  of  the  invention, 
without  using  or  selling  it,  does  not  interfere  with  the  plain- 
tiff's enjoyment,  and  though  an  infringement  of  the  patent  is 
compensated  for  by  nominal  damages.^ 

S  1064.  ^  That  one  who  makes  and  nominal  damages  to  the  plaintiffs.     For 

sells  a  patented  invention,  or  the  parts  where  the  law  has  given  a  right,  and  a 

of  a  patented  invention,  with  intent  that  remedy   for  the   violation  of  it,  such 

the  articles  sold  shaU  be  used  in  viola-  violation  of  itself  imports  damage ;  and 

tion  of  the  patent,  becomes  thereby  a  in  the  absence  of  all  other  evidence  the 

joint  tort-feasor  with  the  actual  users,  law  presumes  a  nominal  damage  to  the 

and  may  be  sued  singly  or  together  with  party.     The  counsel  for  the  plaintiflb 

them  for  the  damages  inflicted  on  the  have  argued  that  although  there  is  no 

plaintiff,  see  §{  903,  924,    and  notes,  evidence  of  actual  damage,    the    jury 

aiUe.  ought  to  give  damages  either  to  the  full 

3  In  Whittemore  r.  Cutter  (L.  1818),  value  of  the  expense  of   making  ihe 

1  Gallison,  478  ;  Story,  J. :  (488)  "  If  machine,  or  of  the  price  at  which  such 

the  jury  are  of  opinion  that  an  user  of  the  a  machine  might  be  sold.    But  neither 

machine  is  actually  proved  in  this  case,  of  these  estimates  can  form  a  rule  for 

the  rule  of  damages  should  be  the  value  damages  for  the  illegal  making  of  the 

of  the  use  of  such  a  machine  during  the  machine.    As  to  the  expense  of  making 

time  of  the  illegal  user.    If  the  jury  are  the  machine,  it  is  obvious  that  it  is  an 

of  opinion  that  a  making  of  the  machine  expense  altogether  incurred  by  the  de- 

only  is  proved,  as  there  is  no  evidence  fendant,  and  iB  not  a  loss  sustained  by 

in  the  case  to  shew  any  actual  damages  the  plaintiffs.    The  latter  neither  found 

by  the  making,  they  ought   to   give  the  materials  nor  the  labor.    How  then 
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§  1065.   Bffeot  of  Recovery  of  Damages  upon  the  Future  Riglita 
of  the  Defendant, 

.  Tlie  effect  of  a  recoverj  of  damages  upon  the  future  rights 
of  the  defendant,  and  of  those  who  claim  under  him,  depends 
upon  the  measure  adopted  for  the  estimation  of  such  damages. 
When  the  measure  is  an  established  license  fee,  payable  in  a 
gross  sum  and  covering  the  entire  term  of  the  patent,  the 
defendant,  having  satisfied  the  judgment,  becomes  entitled  to 
enjoy  the  licensed  privilege  during  the  remainder  of  the  term. 
If  the  measure  is  a  license  fee  paid  in  royalties  based  upon 
quantities  or  sales,  or  in  periodical  instalments,  and  the 
license  privilege  is  unrestricted  in  duration,  he  may  continue 
to  employ  the  invention  upon  the  same  conditions  after  judg- 
ment as  are  allowed  to  other  licensees.^    But  if  the  plaintiff's 

caD  it  be  an  actaal  damage  sustained  by  the  principles  stated  in  that  case  be  cor- 
them  ?  As  to  the  price  for  which  such  rect,  I  think  it  dedsiye  of  this  case, 
a  machine  would  sell,  it  is  open  to  the  The  learned  justice  stated  to  the  jury 
same  and  to  this  farther  olg'ection  ;  that  that  if  the  patentee  has  an  established 
the  price  is  compounded  of  the  value  of  price  in  the  market  for  his  patent  right, 
the  materials  and  the  workmanship,  or  what  is  called  a  patent  fee,  that  sum 
and  also  of  the  right  of  user  of  the  with  the  interest  constitutes  the  measure 
machine.  Now  admitting  the  plaintiffs  of  damages.  He  also  stated  that  the 
recover  in  this  action,  there  can  be  no  adoption  of  the  patent  fee,  as  the  roeas- 
pretence  that  thereby  a  legal  right  will  ure  of  damages  for  infringement  by 
pass  to  the  defendant  to  use  the  machine  the  use  of  a  machine,  operates  to  Test  in 
made  by  him.  Every  future  use  will  the  defendant  the  right  to  use  the  ma- 
be  an  infringement  of  the  plaintifis'  pat-  chine  during  the  term  of  the  patent, 
ent ;  and,  therefore,  if  the  plaintiffs  lb.  548,  646.  This  must  be  upon  the 
could  in  this  suit  recover  such  price,  they  principle  that  the  patentee  has  adopted 
not  only  would  recover  for  materials  and  a  patent  fee,  or  royalty,  as  one  mode  of 
labor  which  they  never  furnished,  and  remuneration,  and  in  the  fee  has  fixed 
for  a  right  of  user  which  never  passed  his  own  measure  of  the  value  of  the 
from  them,  but  also  for  that  which  use  of  the  machine  for  the  entire  term, 
might  lawfully  be  the  subject  of  another  or  till  that  particular  machine  is  worn 
action,  viz.,  the  future  user  of  the  de-  out ;  and  in  case  of  an  infringement 
fendant's  machine,  so  that  there  might  the  court  gives  him  his  price,  and  the 
be  a  double  recovery  for  the  same  sup-  defendant,  having  paid  the  full  price,  is 
posed  injury.*'  1  Robb,  40  (45).  See  entitled  henceforth  to  the  use  of  the 
also  Carter  V.  Baker  (L.  1871),  4  Fisher,  machine."  1  Sawyer,  702  (706).  See 
404  ;  1  Sawyer,  612.  also  Stutz  v,  Armstrong  (1885),  25  Fed. 
§  1065.  1  In  Spaulding  v.  Page  Rep.  147  ;  Emerson  o.  Simm  (1878),  6 
(1871),  4  Fisher,  641,  Sawyer,  J.:  (645)  Fisher,  281 ;  8  0.  G.  298  ;  Sickels  v. 
«<This  was  so  held  by  Mr.  Justice  Borden  (1856),  8  Blatch.  685. 
Nelson  in  his  charge  to  the  jury  in  That  where  a  plaintiff  exercises  his 
Sickels  V.  Borden,  8  Blatch*  686.     If  rights  by  selling  licenses  the  defendant 
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use  of  the  invention  is  exclusive,  or  if  he  preserves  a  monopoly 
in  its  sale,  the  satisfaction  of  the  judgment  confers  on  the 
defendant  no  right  to  any  future  use  or  sale.'  His  vendees, 
under  sales  for  which  he  has  already  made  compensation  to 
the  plaintiff,  have  an  implied  license  to  use  the  purchased 
articles  until  they  are  destroyed,  but  neither  the  judgment 
nor  its  payment  authorizes  any  repetition  of  the  acts  for  which 
the  damages  have  been  recovered.*    These  damages  are  esti* 

will  be  allowed  to  take  a  licenae  on  no  right  to  use  the  inyention  during 

reasonable  terms,   see  Colgate  v.  Gold  the  life  of  the  patent,  see  Birdaell  v. 

&  Stock  Telegraph  Co.  (1879),  16  0.  Shaliol  (1884),  112  (J.  S.  485  ;  80  0.0. 

6.  588  ;  4  Bann.  &  A.  415  ;  16  Blatch.  261. 
508.  That  the  satisfaction  of  a  jadgment 

That  where  there  is  an  established  for  damages  gives  no  right  to  a  fators 

license  fee  the  plaintiff  may,   in  some  nse  of  the  invention,  see  Bragg  v.  City 

cases  not  falling  within  the  license,  re-  of  Stockton  (1886),   11  Sawyer,  597  ; 

cover  damages  only  for  the  past  infringe-  27  Fed.  Rep,  509  ;  Matthews  v.  Span* 

ment,  and  restrain  the  defendant  for  the  genberg  (1883),  28  O.  Q.  1624  ;  15  Fed. 

fature,  see  Stntz  v.  Armstrong  (1885),  Rep.  813. 
25  Fed.  Rep.  147.  That  a  judgment  for  nominal  dam- 

*  In  Spaolding  r.   Page  (1871),   4  ages  does  not  operate  as  a  license  for  the 

Fisher,  641,  Sawyer,  J.:  (645)  "If  no  future,  see  Blake  v.  Greenwood  Ceme- 

patent   fee    has    been   adopted,    then  tery  (1883),  25  O.  G.  89  ;   21  Blateh. 

generally  the  patentee  is  entitled  to  re-  222  ;  16  Fed.  Rep.  676. 
cover  the  profits  made  in  the  nse  of  the        That  a  judgment  for  nominal  dam* 

machine.    A  recovery  of  the  profits  for  ages  with  satisfaction  in  favorof  alioen* 

the  use  of  the  machine  does  not  vest  the  sor  is  not  a  bar  to  a  suit  by  the  licensee 

title  in  the  defendant,  for  the  recovery,  against  a  subsequent  user  of  the  article 

based    upon  this  rule  of  damages,  can  sold    by   the   former   defendant,    see 

only  be  for  the  use  of  the  machine  prior  Birdsell  v.  Shaliol  (1884),  112  U.  S. 

to  the  recovery,  and  ordinarily  does  not  485  ;  30  0.  G.  261. 
cover  the  value  of  the  use  for  the  entire         *  In  Steam    Stone   Cutter   Ca    «« 

period  over  which  the  patent  right  ex-  Sheldons  (1884),   21   Fed.   Rep.   875, 

tends,  or  the  period  during  which  the  Wheeler,  J. :  (878)  **  There  is  another 

particular  machine  is  capable  of  being  view  of  this  question  which  has  been 

need.     While  the  recovery  of  the  estab-  touched  upon  fonnerly  in  this  case,  and 

lished  patent  fee  covers  the  entire  value  that  is  that  the  recovery  of  the  profits  of 

as  fixed  by  the  patentee  himself,  of  the  the  sale  for  use  vested  the  title  to  the 

use  for  the  entire  term,  and  affords  a  use  in  the  purchaser  of  the  machines, 

complete  compensation,  the  recovery  of  (Stone  Cutter  Co.  v.  Sheldons,  15  Fed. 

'the  profits  for  the  use  is   but   for   a  Rep.   608.)    It  was  upon  this  ground 

limited  portion  of  the  time,  and  but  a  that  the  recovery  of  the  profits  against 

partial  compensation."    1  Sawyer,  702,  the  Windsor   Manufacturing   Ca  was 

(706).    See    also    Sickels    9.    Borden  based.     (Stone  Cutter  Co.  v,  Windsor 

(1856),  8  Blateh.  535.  Manufacturing  Co.,  17  Blateh.  24.)  This 

That  a  decree   for   damages   gives  view  is  supported  by  several  decided 
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mated  only  in  view  of  acts  performed  before  the  suit  was 
instituted  for  the  infringement,  and  any^subsequent  acts  of  the 
same  character  are  new  injuries  demanding  similar  redress. 

§  1066.    IntereBt  on  Damages :  when  Reooverable. 

The  interest  allowable  upon  the  items  which  enter  into  the 
foregoing  estimate  of  actual  damages  also  depends  upon  the 
measure  which  has  been  adopted  for  determining  the  plain* 
tififs  loss.  In  all  cases  where  this  measure  is  a  license  fee,, 
however  payable,  interest  is  to  be  computed  from  the  date  on 
which,  in  the  usual  course  of  business,  it  should  have  been 
paid  to  the  plaintiff.^  When  the  amount  is  fixed  by  the  value 
of  the  use  of  the  invention  to  the  defendant  or  by  the  profits 
on  his  sales,  the  date  of  his  reception  of  the  benefit  or  profits 
is  that  from  which  the  interest  should  be  reckoned.^    When 

cases  (Perrigo  v.  Spaolding,  18  Blatch.  berg  (1882),  23  O.  G.  92  ;  20  Blatdu 

889 ;   Spanlding   v.    Page,    1   Sawyer,  482  ;  19  Fed.  Rep.  828. 

702 ;    AUifl  V.  Stowell,   15  Fed.   Rep.  That  a  plea   aUegiug  a  former  re- 

242) ;  and  it  is  not  inconsistent  with  covery  against  the  defendant's  rendor 

Blake  o.  Greenwood  Cemetery,  16  Fed.  most  show  that  the  judgment  has  been 

Rep.    676.      There    merely    nominal  satisfied  or  it  does  not  disclose  a  defence, 

damages  had  been  recovered  against  a  see  Fisher  v.  Consolidated  Amador  Mine 

manuiactuier  of  the  infringing  machine  Co.  (1885),  11  Sawyer,  190  ;  25  Fed. 

with    an   injunction.     The  defendant  Rep.  201. 

purchased  the  machine  and  set  up  the  §  1066.  ^  That  interest  is  allowed  on 

former  recovery  as  a  bar  to  a  recovery  license   fees,     see    Sickels  «.    Borden 

for  the  infringement  by  its  use  by  him.  (1856),  8  Blatch.  585. 

This  was  held  to  be  no  bar,   because  *  That  the  value  of  the  damages  is 

there  had  been  no  recovery  for  this  use,  the  value  at  the  time  of  the  infringe* 

or  for  the  profits  or  damages  on  a  sale  ment,  see  National  Car  Brake  Shoe  Co. 

for  use.    Where  an  owner  of  a  patent  «.  Terre  Haute  Car  k  Mfg.  Co.  (1884), 

has   compensation  for   the   sale   of  a  19  Fed.  Rep.  514  ;  28  0.  G.  1007. 

specific  machine  embodying  the  inven-  That  interest  is  allowed  by  way  of 

tion,  that  machine  is  forever  freed  from  damages,  see  Bates  v.  St.  Johnsbury  & 

the  monopoly.  (Bloomer  v.  MiUinger,  1  L.  C.  R.  R.  Co.  (1887),  82  Fed.  Rep. 
Wall.  840.)    A  compensation  by  reeov«  '  628 ;   Tatham    v.   Le    Roy  (1852),  2 

ery  in  an  action  for  the  same  thing  Blatch.  474. 

should  have  the  same  effect."  22  Blatch.  It  is  indeed  sometimes  held  that  in« 

484  (487).    See  also  §  880,   and  notes,  terest  on  the  profits  made  by  the  de« 

ante,  fendant  cannot  be  awarded,  the  rule 

That  the  settlement  of  the  vendor  appropriate  to    unliquidated   damages 

with  the  patentee  for  past  infringements  being  also  here  applied  (see  Tilghman 

does  not  protect  vendees  subsequently  v.  Proctor  (E.  1888),  125  U.  S.  186  ;  48 

purchasings  see  Matthews  o.  Spangen-  O.  G.  628 ;  Illinois  Central  R.  R.  v. 
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the  amount  of  damages  is  based  upon  the  injury  directly 
inflicted  on  the  plaintifiPs  own  enjoyment  of  the  invention,  as 
shown  by  his  diminished  sales  or  prices,  the  date  of  the  suit 
is  the  period  at  which  the  damages  are  complete  and  the 
interest  begins.^  Whenever  commencing,  interest  continues 
to  the  date  of  judgment,  and  should  be  included  in  the  amount 
awarded  to  the  plaintiff.^ 

§  1067.    Counsel  Fees,  etc.,  not  Recoverable  as  Damages. 

Counsel  fees  and  other  expenses  of  the  litigation  do  not 
enter  into  the  estimate  of  actual  damages.^    They  are  in- 

Tamil  (E.  1884),  110  U.  S.  801 ;  26  O.  exceptions,  and  in  equity  the  allowanoe 

G.  917  ;  Parks  v.  Booth  (E.  1880),  102  of  interest  appears  to  have  been  left 

U.  S.  96  ;  17  0.  6.  1089).     Upon  the  largely  to  the  discretion  of  the  court, 

theory,  however,  that  the  profits  actu-  On  reason,  it  is  difficult  to  conceive 

ally  received  by  the  defendant  would,  why,  where*  a  patentee's  loss  is  asoer- 

but  for  the  infringement,   have  been  tained  to  have  been  incurred  at  a  certain 

paid  to  the  plaintiff  (which  is  the  only  time,  interest  should  not  begin  to  run 

view  in  which  such  profits  can  be  re-  from  that  time,  whether  the  loss  was 

garded  at  all  in  an  action  at  law),  it  measured    by   a  royalty  or  by  other 

would  certainly  appear  that  the  plain-  equally  conclusive  evidence  of  the  fact." 

tiff's  loss  became  complete  when  the  See  also  Bates  v.  St.  Johnsbury  &  L.  C. 

profit  was  realized  by  the  defendant,  that  R.  B.  Co.  (1887),  32  Fed.  Bep.  628. 

its  amount  in  each  case  was  at  the  same  As  the  account  of  profits  in  equity  is 

time  definitely  settled,  and  that  this  based  on  an  entirely  different  theory, 

amount  with  interest  was,  as  in  actions  the  rule  there  may  well  be  different, 

for  conversion  or  for  money  had  and  re-  See  {  1162  and  notes,  pod. 
ceived,  the  only  and  true  measure  of        *  In  this  case  the  damages  are  truly 

recovery.     Thus  in  Creamer  v.  Bowers  unliquidated,  and  cannot  be  ascertained 

(E.  1888),  85  Fed.  Bep.  206,  Wales,  J.,  nntil  the  verdict,  and  then  by  an  arbi- 

(210)  :  **  The  general  rule  is  that  inter-  trary  decision  based  on  such  evidence 

est  should  be  allowed  on  royalties  from  as   may   be    offered.     The  period   of 

the  time  those  royalties  ought  to  have  damage  terminates  only  at  the  com- 

been  paid,  in  all  cases  where  a  royalty  mencement  of  the  suit  and  the  amount 

is  the  measure   of   the  complainant's  of  loss  to  the  plaintiff  now  becomes  a 

damages,  —  the  theory  in  such  cases  be-  definite  and  interest-bearing  sum.    In 

ing  that  damages  are  liquidated  at  such  this  respect  the  infHngement   resem- 

time  as  the  royalty  would  have  been  bles  trespasses  to  person  or  property, 

due,   if  the  defendant  had  elected  to.  in  actions  for  which   no   interest   is 

purchase  instead  of  to  infringe  the  right  awarded. 

to  the  use  of  the  invention  in  suit,  but        ^  That  interest  on  damages  from  the 

that  no  interest  is  due  on  damages  meas-  date  of  suit  may  be  recovered,  see  May 

nred  otherwise  than  by  royalty,  because  v.  County  of  Fond  du  Lac  (1886),  27 

such  damages    are  unliquidated  until  Fed.  Rep.  691 ;    McCormick    o.   Sey« 

they  are  ascertained  by  an  action.    But  monr  (1851),  2  Blatch.  240. 
the  latter  part  of  this  rule  is  subject  to        §  1067.  ^  In  Teese  v.  Huntingdon 
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curred,  not  in  consequence  of  the  infringement,  but  of  the 
defendant's  neglect  or  refusal  to  make  compensation  for  the 
injury  without  a  suit,  and  such  of  the  items  of  expense  as  are 
legally  chargeable  to  the  defendant  are  taxable  against  him 
among  the  costs.  The  power,  given  to  the  court,  of  increas- 
ing the  damages  in  certain  cases,  enables  it  to  protect  the 
plaintiff  against  serious  loss  in  this  respect,  and  to  punish 
the  defendant  for  any  wanton  and  unreasonable  de&ance  of 
the  plaintiffs  claims.^ 

§  1068.    Nominal  Damages :  when  Recoverable. 

When  the  plaintiff  fails  to  prove  an  established  license  fee, 
or  a  depreciation  of  the  value  of  his  exclusive  use  by  the  in* 
fringement,  he  can  recover  only  nominal  damages.^    Even 

(1859),   28  How.  2,  Clifford,  J.:    (8)  (1878),   17  O.  G.  55  ;   3  Bann.  &  A. 

"  Connsel  fees  are  not  a  proper  element  625  ;  PhUp  v.  Nock  (1873),  17  WalL 

for  the  consideration  of  the  jury  in  the  460  ;  Parker  v.  Holme  (1849),  1  Fisher, 

estimation  of  damages  in  actions  for  the  44  ;   Blanchard's  Gnn   Stock  Turning 

infringement  of  a  patent  right     That  Factory  v,   Warner  (1848),   1   Blatch. 

point  has  been  directly  ruled  by  this  258 ;  Stimpson  v,  Bailroads  (1847),  1 

court,  and  is  no  longer  an  open  ques-  WalL  Jr.  164  ;  2  Robb,  595. 
tiou.    Jurors  are  required  to  find  the         *  That   when    a   verdict    included 

actual  damages  incurred  by  the  plaintiff  counsel  fees  and  expenses,  and  no  excep- 

at  the  time  his  suit  was  brought ;  and  tion  was  taken,  the  verdict  was  allowed 

if,  in  the  opinion  of  the  court,  the  de-  to  stand,  as  the  court  would  reach  the 

fendant  has  not  acted  in  good  faith,  or  same  result  by  increasing  the  damages, 

has  caused  unnecessary  expense  and  in-  see  Stimpson    o.  Bailroads    (1847),  1 

jury   to   the    plaintiff,  the  court  may  Wall.  Jr.  164  ;  2  Bobb,  595. 
render  judgment  for  a  larger  sum,  not        §  1068.  ^  That  unless  some  measure 

exceeding  three  times  the  amount  of  the  of  actual  damages  is   clearly    proved, 

verdict.'*     See   also   Parks    v.    Booth  only  nominal  damages  can  be  awarded, 

(1880),  102  V.  S.  96  ;  17  0.  G.  1089  ;  see  National  Car    Brake  Shoe  Co.   o. 

Philp  V,  Nock  (1873),  17  Wall.  460 ;  Terre  Haute  Car  &  Mfg.  Co.  (1884),  28 

Bancroft  v.    Acton  (1870),    7  Blatch.  O.  G.  1007  ;  19  Fed.  Rep.  514  ;  Faulks 

505  ;   Blanchard's  Gun  Stock  Turning  7.  Kamp  (1882),  10  Fed.  Rep.  675  ;  22 

Factory  v.   Warner  (1848),   1  Blatch.  O.  G.  2244 ;  Fisk  r.  West,  Bradley,  & 

258  ;   Stimpson  v.  Railroads  (1847),  1  Cary   Mfg.  Co.   (1880),  19  0.  G.  545  ; 

WaU.  Jr.  164  ;  2  Robb,  595  ;  Whitte-  Ingersoll  v.  Musgrove  (1878),  18  0.  G. 

more  v.  Cutter  (1813),  1  Gallison,  429  ;  966  ;  14  Blatch.  541 ;   3  Bann.  &  A. 

1  Robb,  40.  304  ;  Robertson  v.  Blake  (1876),  94  U. 

That  expenses  of  suit  are  never  al-  S.  728  ;  11  O.  G.  877 ;  Philp  v.  Nock 

lowed  in  assessing  damages  or  profits,  (1873),    17  Wall.   460  ;    Campbell  v. 

see   Parks  r.  Booth  (1880),  102  U.  S.  Barclay  (1870),  5   Bissell,  179;  Pop- 

96  ;  17  0.  G.  1089  ;  Holbrook  v.  Small  penhuseu  v.  New  York  Gutta  Percha 
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when  actual  damages  are  clearly  shown,  nominal  damages 
alone  may  be  awarded  if  the  defendant  has  been  misled  by  the 
plaintiff  under  circumstances  out  of  which  a  complete  estoppel 
to  the  action  does  not  arise.^  A  jury  hare  no  power  to  go 
beyond  the  evidence  in  this  particular,  and  give  substantial 
damages  where  nominal  damages  only  are  appropriate.  Such 
an  error  in  their  verdict  is  a  fatal  one,  and  cannot  be  cured 
by  a  remittitur^  but  the  verdict  must  be  set  aside  by  the  court 
and  a  new  trial  ordered.*  A  ^verdict  for  excessive  actual 
damages,  when  actual  damages  are  proper,  can,  however,  be 
accepted,  and  upon  a  suitable  remittitur  be  made  the  basis  of 
a  judgment,  though  no  objection  to  a  verdict  on  this  ground 
will  be  regarded  unless  the  excess  is  evident.^ 

Comb  Co.  (1858),  2  Fisher,  62.  See  also  not  be  allowed  if  the  invention  is  rain* 
§  1071,  and  notes,  post.  able,  though  the  question  of  actual  dam- 
That  if  the  plaintiff  has  claimed  a  ages  is  difficult  to  settle,  see  Graham  v. 
close  monopoly  and  the  defendants  show  Geneva  Lake  Crawford  Mfg.  Co.  (1885), 
that  he  did  not  preserve  it,  he  must  prove  82  0.  G.  1603  ;  24  Fed.  Bep.  642. 
a  license  fee  or  he  can  recover  only  That  for  the  mere  making  without 
nominal  damages,  see  Burdell  v,  Denig  sale  or  use  only  nominal  damages  are 
(1866),  2  Fisher,  588.  aUowed,  see  Carter  v.  Baker  (1871), 
That  if  open  methods  are  equaUy  4  Fisher,  404  ;  1  Sawyer,  512 ;  Whitte- 
cheap  and  useful,  and  no  license  fee  is  more  v.  Cutter  (1813),  1  GaUison,  429; 
proved,  only  nominal  damages  are  al-  1  Robb,  28 ;  Whittemore  v.  Cutter 
lowed,  see  Black  v.  Thome^(E.  1883),  (1813),  1  Gallison,  478  ;  1  Robb^  40. 
Ill  U.  S.  122  ;  27  0.  G.  415.  But  see  ^  That  where  the  defendant  has  been 
§  1062,  note  7,  aiUe.  misled  by  the  plaintiff,  only  nominal 
That  only  nominal  damages  are  al-  damages  will  be  allowed^  see  Adams  «• 
lowed  where  the  license  offered  to  show  Edwards  (1848),  1  Fisher,  1. 
the  measure  of  damages  covers  two  pat-  That  only  nominal  damages  are  al- 
ents,  one  of  which  is  void,  and  the  value  lowed  unless  the  plaintiff's  device  was 
of  the  infringement  of  the  other  is  not  stamped  or  due  notice  was  given,  see 
proved,  see  Moffitt  v,  Cavanagh  (1886),  McComb  v.  Brodie  (1872),  5  Fisher, 
27  Fed.  Rep.  511.  384  ;  2  0.  G.  117  ;  1  Woods,  158. 

That  when  only  one  Claim  of    the         That  no  damages  can  be  awarded  for 

patent  is  found  valid,  and  no  license  infringements  to   which   the   plaintiff 

fee   is   proved  therefor,  only  nominal  consented,    see    Westlake    v,     Cartter 

damages  can  be  awarded,  see  Proctor  v,  (1873),  6  Fisher,  519  ;  4  0.  G.  636. 
Brill  (1880),  4  Fed.  Bep.  415.  '  That  where  the  court  instructs  the 

That  nominal  damages  alone  are  re-  jury  to  give  ouly  nominal  damages  and 

coverable  where  only  certain  Claims  of  they  obstinately  give  more,  a  new  trial 

the  patent,  and  those  of  little  impor-  must  be  had,  and  the  error  is  not  cured 

tance,  were   infringed,  see    Moffitt  v.  by  remiltUur,    see   Johnson    v.  Boot 

Cavanagh  (1886),  27  Fed.  Rep.  511.  (1862),  2  Fisher,  291  ;  2  Clifford,  108. 
That  mere  nominal  damages  should        ^  That  where  the  verdict  was  excess 
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§  1069.   Ihorease  of  Damages  by  the  Court 

In  order  to  provide  for  cases  in  which  a  verdict  for  the 
actual  damages  sustained  would  not  afford  complete  redress 
to  the  plaintiff,  the  law  empowers  the  couxi;  to  increase  the 
award  of  the  jury  to  an  amount  not  exceeding  three  times 
that  fixed  by  the  verdict.^  This  is  distinctively  the  province 
of  the  court,  and  confers  no  authority  upon  the  jury,  on  any 
ground,  to  transcend  the  limits  of  the  actual  damages  which 
have  been  established  by  the  evidence.^  The  court  exercises 
this  power  principally  in  cases  of  wanton  infringement,  or 
where  the  defendant  has  compelled  the  plaintiff  to  resort. to 
needless  and  expensive  litigation.^  Where  the  plaintiff  is  a 
mere  assignee  for  speculative  purposes  and  not  a  bona  fide 
user  of  the  invention,^  or  where  the  defendant  has  acted  in 

mve  and  it  appeared  that  the  defendant  *  That  the  diKretion  to  treble  dam- 
infringed  wantonly,  no  new  trial  was  al-  ages  waa  giren  to  the  oonrt  to  meet  cases 
lowed,  but  the  damages  were  reduced  of  wilfrd  wrong  where  the  juiy  did  not 
by  a  remiUUurt  and  Uien  increased  by  give  enough,  see  Russell «.  Place  (1871), 
the  court,  see  Ruasell  v.  Place  (1871),  6  5  Fisher,  184 ;  9  Blatch.  173 ;  Merchant 
Fisher,  184  ;  9  Blatch.  178.  v.  Lewis  (1867),  1  Bond,  172 ;  Motte  v. 

That  damages  are  not  considered  ex-  Bennett  (1849),  2  Fisher,  642. 

cesstve   unless   clearly   too   great,  see  That  the  damages  are  to  be  trebled 

Allen  V,  Blunt  (1846),  2  W.  &  M.  121 ;  where  the  invention  is  valuable,   the 

3  Bobb^    680 ;    Whitney   v.   Emmett  piracy  wanton,  the  litigation  expensive, 

(1831),  Baldwin,  303;    1  Bobb^  567.  and  the  verdict  small,  see  Schwarzel  v. 

See  also  §f  1052,  1053,  and  notes,  anU,  Holenshade  (1866),  3  Fisher,  116  ;   2 

f  1069.   1  Sec    4919,    Bev.    Stat  Bond,  29. 

1874.  That   the   court   can   increase   the 

That  where  a  license  fee  is  the  meas-  damages  found   by  the   verdict,    but 

un  of  damages,  the  court  may  increase  should  exercise  this  power  only  when 

the  amount,    see    Clark    v,   Wooster  the  plaintiff  is  oompeUed  to  vindicate 

(1886),  119  U.  S.  322 ;  87  O.  G.  1477.  himself  against  wanton  and  persistent 

^  That  the  verdict  of  the  jury  must  infringement,  see  Brodie  «.  Ophir  Silver 
be  confined  to  the  actual  damages.  Mining  Co.  (1867),  4  Fisher,  187  ;  5 
and  the  court  may  then  treble  them.  Sawyer,  608.  See  also  Lyon  v.  Donald- 
see  Judson  V.  Bradford  (1878),*  16  0.  son  (1888),  84  Fed.  Bep.  789. 
G.  171  ;  8  Bann.  &  A.  539  ;  Birdsall «.  That  damages  will  be  increased  if 
Coolidge  (1876),  98  U.  S.  64  ;  10  0.  G.  the  defendant  pereeveres  in  the  infringe- 
748 ;  Smith  v.  Higgins  (1859),  1  Fisher,  ment  after  notice,  or  combines  with 
537 :  Ransom  «.  Mayor  of  New  York  others  to  resist  the  plaintiifs  suit,  see 
(1856),  1  Fisher,  252;  Gray  v.  James  Peek«.  Frame  (1871),  5  Fisher,  113; 
(1817),   Peters,  C.  C.  894  ;    1  Bobb,  9  Blatch.  194. 

120;  Whittemore  «.  Cutter  (1813),  1  *  In  Schwarzel  v.  Holenshade  (1866), 

Qallison,  478 ;  1  Bobb^  40.  8   Fisher,    116  ;   Leavitt,    J. :    (119) 
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good  faith,  or  under  the  protection  of  a  rival  patent,  the  plain- 
tiff will  be  left  to  the  compensation  given  him  by  the  Jury.^ 

*'  Cases  may  be  readily  conceived    in  premise  that  there  is  nothing  in  the 

which  it  would  be  the  imperative  duty  case  which  authorizes  the  court,  if  it 

of  a  court  to   exercise   the    discretion  had  the  power  and  were  so  disposed,  to 

given  by  the  statute,  by  increasing  the  visit  upon  the  defendants  any  oonse* 

damages.    It  has  happened,  and  may  quences  in   the  nature  of  a  penalty, 

occur  again,  that  a  meritorious  inventor  They  were  not  wanton  infringers.  They 

of  a  valuable  improvement,  after  spend-  were  proceeding   under   an    authority 

ing  years  of  patient  thought  and  toil  in  equal  on  its  face  to  that  of  complainant, 

making  it  practically  useful,  and  ob-  to  wit,  a  patent  from  the  Government 

taining  a  patent  for  it,  has  been  wan-  of  the  United  States,  and  they  had  a 

tonly  and  unjustly  pirated  upon,  and  right  to  assume  that  it  was  valid  until 

compelled  for  the  establishment  of  his  a  competent  tribunal  declared  to  the 

rights  to  engage  in  long,  vexatious,  and  contrary.     They  are  not  to  be  treated 

expensive  litigation,  in  which,  at  last,  like  another  class  of  infiingers — unhap- 

the  sum  that  may  be  awarded  by  the  pily  too  large  —  who,  without  a  pretext 

verdict  of  a  jury  may  be  wholly  inade-  of  right,  seize  upon  the  inventions  or 

quate  as  a  compensation  for  the  wrongs  property  of  others,  and  trust  to  the  igno* 

and  injuries  he  has  sustained.     In  such  ranoe,  or  the  poverty,  or  the  kind-heart- 

a  case  the  instincts  of  justice  would  de-  eduess  of  the  owners,  for  immunity  in 

mand  of  a  judge  that  he  should  exercise  retaining  their  piratical  gains.    All  that 

the  discretion  vested  in  him  by  law,  by  the  defendants  should  be  required  to  do 

trebling  the  damages  and  thus  as  far  as  in  the  present  case  is  simply  to  restore 

practicable  doing  justice  to  one  who,  to  the  complainant  the  money  which 

from  the  great  utility  of  his  invention,  the  use  of  its  property  had  enabled  them 

may  be  entitled  to  the  name  of  a  public  to  make."    1  Bann.  k  A.  489  (457). 

benefactor.   But  clearly  there  is  no  such  See  also  Adams  v.  Edwards  (1849),  1 

feature  in  the  present  case.    The  plain-  Fisher,  1. 

tiff  has  no  claim  or  merit  as  an  inven-  That  where  the  defendant  believed 

tor,  but  is  the  mere  assignee  of  a  pat-  himself  to  be  in  the  right,  the  damages 

ented  machine,  the  right  to  which  he  will  not  be  increased  on  the  ground 

has  purchased  on  speculation.    The  law  that  he  stoutly  contested  the  case,  see 

under  such  circumstances  will  give  him  Welling  «.  La  Ban  (1888),  85  Fed.  Bep. 

the  actual  damages  which  his  evidence  802. 

shows  he  has  sustained,  but  will  give  That  the  good  faith  of  the  infringer 
him  nothing  more."    2  Bond,  29  (88).  is  a  reason  for  not  increasing  the  dam- 
That  power  is  given  to  the  court  to  ages,  see  Hogg  «.  Emerson  (1850),  11 
treble  the  damages  in  order  to  remu-  How.  587. 

nerate  patentees  who  are  compelled  to  That  the  ignorance  of  the  infringer 

sustain  their  patents  against  malicious  may  be  considered,  see  Parker  v.  Hulme 

infringers,  not  to  benefit  mere  collectors  (1849),  1  Fisher,  44. 

on  expired  patents,   see    Bell    v,    Mc-  Among  the  above  are  oases  in  which 

Cullough   (1858),    1    Fisher,    880 ;   1  it  was  held  that  the  facts  named  might 

Bond,  194.  lessen  the  damages.   If  this  implies  that 

*  In  American  Nicholson  Pavement  actual  damages  may  be  reduced  in  view 

Ca  V.  City  of  Elizabeth  (1874),  6  0.  Q.  of  the  defendant's  good  fidth,  ftc.,  the 

764,  Nixon,  J. :  (770)  "  It  is  proper  to  position  ia  not  sustainable,  the  plaintiff 
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An  increase  may  be  made  in  proper  cases  though  no  costs 
could  be  allowed  on  account  of  a  disclaimer  pending  suit.^ 

§  1070.    Distrlbation   of  Damages   Recovered   among  Different 
Flaintiffii. 

Where  there  are  several  plaintiffs,  each  entitled  to  his  indi- 
vidual proportion  of  the  damages  recovered,  no  mention  of 
the  share  of  each  is  necessary  in  the  verdict.^  The  entire  sum 
may  be  awarded  in  gross  and  paid  by  the  defendant  upon  the 
execution  or  into  court,  and  from  this  sum  the  different  plain- 
tiffs will  receive  their  respective  amounts.^  In  a  suit  by  one 
part  owner  against  another  the  plaintiff  is  entitled  only  to 
such  a  portion  of  the  actual  damages  as  is  commensurate 
with  his  interest  in  the  patent.^  The  damages  recovered  in 
a  suit  by  an  executor  belong  to  the  estate  if  the  infringement 
occurred  during  the  life  of  his  testator,  but  if  after  his  death 
to  those  equitable  owners  of  the  patent  of  whom  the  executor 
is  the  representative.^ 

§  1071.   Borden  of  Proof  on  the  Qnestlon  of  Damages. 

The  burden  of  proof  in  reference  to  the  existence  and 
amount  of  damages  resting  upon  the  plaintiff,  he  must  pro- 
duce sufficient  evidencCito  satisfy  the  jury  that  he  has  sus- 
tained actual  damages,  and  must  furnish  the  necessary  data 
for  their  computation,  before  the  defendant  can  be  required  to 

being  entitled  to  compensation  without  allow  the  defendant  to  pay  the  gross  sum 

regard  to  the  motive  of  the  defendant,  into  the  registry  instead  of  his  share 

Bat  the  discretion  of  the  court  to  in-  toeach,  see  Campbell  v.  James  (E.  1880), 

crease   the  damages  may  properly  be  18  0.  G.  1111  ;  2  Fed.  Bep.  838  ;  18 

governed  by  these    and  similar    con-  Blatch.  92 ;  5  Bann.  &  A.  854. 
dderations.  *  That  part  owners  suing  each  other 

*  That  courts  may  increase  the  dam-  for  infringement  recover  in  proportion 

ages  even  where  no  costs  can  be  allowed  to  their  respective  interests,  see  Herring 

because  no  disclaimer   was  filed,   see  v.  Gas  Consumers  Association  (E.  1878), 

Gnyon  v,  Serrell  (1847),  1  Blatch.  244.  9  Fed.  Kep.  566  ;  21  O.  G.  208 ;    13  0. 

§  1070^.  1  That  a  recovery   by  joint  G.  687  ;  8  McCraiy,  206  ;   8  Bann.  & 

plaintiffs  is  in  proportion  to  tlieir  re-  A.  258. 

spective  interests,  see  Campbell  v.  James        ^  That  the  damages  recovered  in  a 

(£.  1880),  18  0.  G.  1111 ;  18  Blatch.  a  suit  by  an  executor  belong  to  the 

92  ;  5  Baun.  &  A.  854  ;  2  Fed.  Rep.  888.  estate,     see    Goodyear   v.    Providence 

3  That  where  several  plaintiffs  in  in-  Rubber  Co.  (1864),  2  Fisher,   499  ;   2 

terest  recover  in  equity,  the  court  will  Clifford,  851. 
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offer  anything  whatever  on  the  subject.^    While  the  pldntiff's 
case  on  this  point  remains  unproved,  irregularities  in  the 

§  1071.  ^  In  New  York  «.  Bansom  179  ;  Schwarael  v.  Holenshade  (lft66), 
(1859),  23  How.  487,  Oner,  JT. :  (488)  8  Fisher,  116 ;  2  Bond,  29 ;  Goodyear 
*<  Where  a  plaintiff  is  allowed  to  recover  «.  Bishop  (1861),  2  Fisher,  154;  Pop- 
only  actual  damages,  he  is  bound  to  penhnsen  v.  New  York  Gntta  Percha 
famish  evidence  by  which  the  jury  may  Comb  Co.  (1858),  2  Fisher,  62. 
assess  them.  If  he  rest  his  case  after  That  the  burden  of  proof  rests  on  the 
merely  proving  an  infringement  of  his  plaintiff  to  show  the  amonnt  of  profits 
patent,  h»  may  be  entitled  to  nominal  made  by  the  defendant  from  the  in* 
damages,  but  no  more.  He  cannot  call  fringement,  see  Tilghman  v.  Proctor 
on  a  jury  to  guess  out  his  case  without  (1888),  125  U.  S.  186  ;  48  0.  O.  628  ; 
evidence.  Actual  damages  must  be  Fanlks  v.  Kamp  (1882),  10  Fed.  Bep. 
calculated,  not  imagined,  and  an  arith-  675  ;  22  0.  G.  2244  ;  Kirby  «.  Arm* 
metical  calculation  cannot  be  made  with-  strong  (1881),  5  Fed.  Rep.  801 ;  19  0. 
ont  certain  data  on  which  to  make  it."  G.  661 ;  10  Bissell,  185  ;  Garretson  v. 

Further,    that   the    plaintiff    must  Clark  (1879),  16  0.  G.  806  ;  4  Bann. 

affirmatively  show  the  amount  of  his  &  A.  586  ;    Black  v.  Munson  (1877), 

loss  or  give  the  jury  sufficient  data  from  14  Blatch.   265  ;  2  Bann.  &  A.  628  ; 

which  to  compute  it,  see  Rude  v.  West-  Robertson  v.  Blake  (1876),  94  U.  8. 

cott  (1889),  180  U.  S.  152  ;  Bell  v,  U.  728  ;  11  0.  G.  877  ;  Buerk  v.  Imhaeuser 

S.  Stamping  Co.  (1887),  82  Fed.  Rep.  (1876),  2  Bann.  &  A.  452  ;  10  0.  G. 

549 ;  Tuttle  v.  Gaylord  (1886),  36  O.  G.  907  ;  14  Blatch.  19. 

694 ;  28  Fed.  Rep.  97 ;  Comely  «.  Marck-  That  unless  the  plaintiff  shows  what 

wald   (1885),   82  Fed.   Rep.   292 ;  28  profits  are  dne  to  his  exact  invention, 

Blatch.  168  ;  National  Car  Brake  Shoe  only  nominal  damages  can  be  recovered, 

Co.   V.   Terre  Haute  Car  &  Mfg.  Co.  see    Byerly  v.  Clevelaud  Linseed  Oil 

(1884),  19  Fed.  Rep.  514;  28  0.  G.  .  Works  (1887),  81  Fed.  Rep.  78;  Roemer 

1007;  Maier  v.  Brown  (1888),  17  Fed.  «.  Simon  (1887),  40  0.  G.  1466;   81 

Rep.    736 ;    Fitch   v.    Bragg    (1883),  Fed.    Rep.    41 ;  Bostock   «.   Goodrich 

16  Fed.  Rep.  243  ;   21    Blatch.  302 ;  (1885),  84  0.  G.  1047  ;   25  Fed.  Rep. 

Calkins  v.  Bertrand  (1881),  8  Fed.  Bep.  819  ;    Ganetson  o.  Clark  (1884),  111 

755 ;    10  Bissell,    445  ;    Garretson   v.  U.  8.  120  ;  27  0.  G.  524  ;    National 

Clark  (1879),  16  0.  G.  806;  4  Bann.  Car  Brake  Shoe  Co.   v.  Terre  Hante 

&  A.  536  ;  IngersoUtf.  Musgrove  (1878),  Car  &  Mfg.  Co.  (1884),  280.  G.  1007 ; 

18  0.  G.  966  ;  14  Blatch.  541 ;  8  Bann.  19  Fed.  Rep.  514  ;  Kirby  v.  Armstrong 

&A.  804 ;  Gould's  Mfg.  Co.  v.  Cowing  (1881),  19  0.  G.  661 ;  10  Bissell,  185; 

(1877),  3  Bann.  &  A.  75  ;  12  0.  G.  942 ;  5  Fed.  Rep.  801;  Gould's  Mfg.  Co.  «. 

14  Blatch.   815;  Robertson  v.   Blake  Cowing    (1877),    12    O.   G.   942;    14 

(1876),  94  U.  S.  728  ;  11  0.  G.  877  ;  Blatch.  815  ;  8  Bann.  &  A.  75 ;  Gonld's 

Bnerk  v.  Imhaeuser  (1876),  10  0.  G.  Mfg.   Co.  v.  Cowing  (1874),   8  0.  G. 

907 ;  14  Blatch.   19  ;  2  Bann.  ft  A.  277  ;  12  Blatch.  248  ;  1  Bann.  ft  A. 

452;    Gould's   Mfg.    Co.    v.    Cowing  875  ;  BurdeU «.  Denig  (1865),  2  Fiahflr, 

(1874),  8  0.  G.  277 ;  12  Blatch.  248  ;  588. 

1   Bann.   &  A.   875 ;    Philp  v.   Nock  That    a  plaintiff  must  show  what 

(1878),  17  Wall.  460 ;  Carter  v.  Baker  profits  or  dunages  are  attributable  to 

(1871),  4  Fisher,  404  ;  1  Sawyer,  512;  the  infringing  design,   see  Dobson  v, 

Campbell  v.  Barclay  (1870),  5  Bissell,  Doraan  (1886),  118  IT.  S.  10 ;  85  0. 
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rejection  or  reception  of  the  defendant's  evidence  are,  there- 
fore, of  no  consequence  and  cannot  be  made  the  occasion  for 
review  on  writ  of  error.'  But  the  plaintiff  is  not  obliged  to 
produce  such  testimony  as  removes  all  reasonable  doubt. 
The  inquiry  is  to  be  conducted  on  the  same  principles  as  any 
other  investigation  into  an  amount  of  damages,  and  especially 
when  the  infringement  has  been  wilful  must  the  evidence  be 
liberally  interpreted  in  favor  of  the  plaintiff.^  After  he  has 
shown  that  his  entire  loss  has  resulted  from  the  infringement, 
and  has  refuted  all  the  defendant's  suggestions  as  to  contribu- 
tory causes,  he  is  not  obliged  to  controvert  all  other  possible 
causes  and  exclude  every  hypothesis  except  that  which  he 
maintains.^ 

§  1072.    Order  in  which  Bvidence  is  Prodnced  in  Court. 

When  the  pleadings  are  closed  upon  the  general  issue, 
whether  with  or  without  notice,  the  plaintiff  goes  forward  at 
the  trial,  and  must  introduce  the  evidence  required  to  make 
out  fi  prima  facie  case  upon  all  the  averments  in  his  declara- 
tion.   The  letters-patent,  or  a  certified  copy  thereof,  being 

O.  750 ;  DolMon  v,  Doman  (1885),  114  That  where  wanton  infringers  conceal 

U.  S.  439  ;  81  0.  G.  786.  their  profits,  and  the  plaintiff  gives  some 

That  there  ia  no  presumption  that  available  evidence  as  to  the  amonnt,  he 

all  the  defendant's  goods  infHnged  be-  may  recover  them,  see  Creamer  t.  Bowers 

cause  some  did,  see  National  Gar  Brake  (£.  1888),  85  Fed.  Rep.  206. 

Shoe  Co.  V.  Terre  Haute  Car  &  Mfg.  Co.  That  in  cases  of  wilful  infringement 

(1884),  19  Fed.  Bep.  514  ;   28  0.   G.  the  defendant  is  held  to  rigid  accoant- 

1007.  ability,  and  there  is  no  presumption  in 

*  That  the  defendant's  evidence  is  of  his  favor  ss  to  the  inconclusiveness  of 

BO   conseqnenoe    until    the     plaintiff  the  plaintiff's  proof,  but  such  proof  is 

establishes  his  claim  to  profits  or  dam-  interpreted  liberally  for  the  plaintiff,  see 

ages,  and  objections  to  its  admissibility  Bigelow  Carpet  Co.  v,  Dobson  (1882), 

will  not  be  considered,  see  Ganetson  v.  21  O.  O.  1200  ;  10  Fed.  Bep.  385 ;  15 

Clark  (1878),  14  0.  G.  485  ;  15  Blatch.  Phila.  476. 

70  ;  3  Bann.  &  A.  352  ;  Black  v.  Mun-  ^  That  after  the  plaintiff  has  shown 

son  (1877),  14  Blatch.  265  ;  2  Bann.  &  that  the  defendant's  infringement  had 

A.  628.  caused  his  entire  damage,  and  has  re- 

>  'That   the  plaintiff  is  entitled  to  fhted  all  the  defendant's  suggestions  as 

substantial  damages  if  he  furnishes  rea-  to  contributory  causes,  he  need  not  dis- 

sonably  satisfactory  evidence,  see  Na-  prove  all  possible  causes  not  claimed  as 

tional  Oar    Brake  Shoe  Co.    d.   Terre  existing,  see  Fitch  «.  Bragg  (1883),  10 

Haute  Car  k  Mfg.  Co.  (1884),  19  Fed.  Fed.  Rep.  243  ;  21  Blatch.  802. 
Rep.  514  ;  28  0.  G.  1007. 

VOL.  m.  —  24 
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produced  and  offered,  sufficiently  prove  their  own  validity  as 
well  as  the  patentability  of  the  invention.^  Some  writers,  in- 
deed, assert  that  in  addition  to  the  patent  extraneous  testi* 
mony  of  the  novelty  and  utility  of  the  invention,  and  of  the 
completeness  and  precision  of  the  sf)ecification,  should  be 
presented ;  but  the  courts  having  held  that  the  pmtent  is 
prima  facie  evidence  on  these  points,  it  would  seem  to  be 
unnecessary  though  frequently  practised.  The  plaintiff  must 
then  prove  his  title,  either  by  the  patent  if  he  is  the  patentee, 
or  by  the  proper  documentary  evidence  if  he  is  an  assignee  or 
grantee.'  Evidence  of  the  performance  of  the  infringing  acts 
by  the  defendant,  and  of  the  identity  of  the  invention  which 
he  sells  or  uses  with  that  covered  by  the  plaintiff's  patent, 
must  be  also  laid  before  the  jury,  and  the  data  given  for  an 
estimate  of  the  damages  sustained.^  To  this  evidence  the 
defendant  must  reply  by  counter-proof,  either  in  whole  or  in 
part,  according  to  the  number  and  nature  of  his  defences. 
The  plaintiff  follows  with  testimony  rebutting  the  new  matter 
disclosed  by  the  defendant,  or  supporting  the  prima  facie  pre- 
sumptions of  his  patent  against  the  denials  or  evasions  of  his 
adversary.  When  the  defendant  files  a  special  plea  on  which 
issue  is  joined,  the  order  of  procedure  is  reversed.  Such 
special  plea  admits  all  allegations  in  the  declaration  which  it 
does  not  specifically  or  impliedly  dispute.  The  defendant, 
therefore,  first  offers  evidence  in  pursuance  of  his  plea,  to 
which  the  plaintiff  replies  by  testimony  appropriate  to  the 
issue,  and  the  defendant  in  rebuttal  controverts  the  plaintiff's 
proof.  The  rule  regarding  the  burden  of  proof  upon  the  dif- 
ferent questions  involved  in  the  action  is  the  same,  whatever 
form  the  pleadings  may  assume  or  in  whatever  order  the 
evidence  may  be  introduced. 

§  1073.   Nonaiiit   not   Ordered   in   Federal    Conrti :    Bqnivalent 
Frooedore. 

The  Federal  courts  have  no  authority  to  order  a  nonsuit  of 
the  plaintiff,  though  his  evidence  may  be  plainly  insufficient 

fl072.   1  See  f  §  1016,   1018,   and        >  See  ff  1041-1048, 1071,  and  notes, 
notes,  cmU,  arUe* 

*  See  §  1040  and  notes,  ante. 
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to  warrant  a  verdict  in  his  favor,  but  must  submit  the  issue  to 
the  jury  on  such  proof  as  has  been  offered.^  The  defendant 
may,  however,  request  the  court  to  instruct  the  jury  that  the 
testimony  will  not  support  a  verdict  for  the  plaintiff,  and  a 
refusal  of  the  request  in  cases  where  it  should  be  granted  is 
a  ground  of  error.*  If  the  jury  disregard  this  instruction  and 
render  a  verdict  for  the  plaintiff,  the  court  cannot  accept  it, 
but  must  set  it  aside  and  order  a  new  trial.^  But  when  any 
evidence  is  introduced  by  the  plaintiff  which  could,  in  the  rea- 
sonable and  legal  judgment  of  a  jury,  tend  to  support  the 
plaintiff's  cause,  whether  the  judge  would  consider  it  suffi- 
cient as  a  guide  to  his  own  conclusions  or  not,  it  must  be 
submitted  to  them,  and  their  verdict  on  it,  if  otherwise  correct, 
must  be  received.* 

§  1078.  ^  That    the  Federal  conrts  void  it  is  the  duty  of  the  court  to  charge 

cannot  order  a  nonsuit,  see   Castle  v,  the  jury  to  return  a  yerdict  for  the  de- 

Builard  (1859),  23  How.  172 ;    Silsby  fendant,   and  failure  so  to  charge    is 

«.  Foote  (1852),  14  How.   218  ;  Foote  error,  see  Torrent  &  Arms  Lumber  Co. 

V.  SiUby  (1849),  1  BUtch.  445  ;  Crane  v.  v,  Rodgers  (1884),  112  U.  S.  659  ;  30 

Morris  (1832),  6  Peters,  598  ;  De  Wolf  0.  G.  449. 

«.  Rabaud  (1828),  1  Peters,  476  ;  Elmore  *  That  where  the  jury  without  suf- 

V.  Grymes  (1828),  1  Peters,  469.  ficient  evidence  against  the  defendant» 

That  if  the  plaintiff  is  guilty  of  fraud  render  a  verdict  for  the  plaintiff,  the 

against  the  defendant  it  is  no  ground  verdict  should  be  set  aside  and  a  new 

for  a  nonsuit,  but  the  jury  may  give  trial    granted,    see    Wilson    r.    Janes 

nominal  damages,  see  Reutgen  v.  Kan-  (1854),  3  Blatch.  227. 

owTs  (1804),  1  Wash.  168  ;   1  Robb,  1.  «  In  Roberts  v.  Schuyler  (1875),  12 

^  That  upon  a  demurrer  to  evidence  in  Blatch.  444,  Shipman,  J.:  (447)     "It 

an  action  at  law  the  judge  must  decide  is  true  that  the  same  weight  is  not 

whether  the  plaintiff  has  made  out  a  given  by  courts  to  the  verdict  of  a  jury 

prima  facU  case,  and  if  not  must  chai^  upon  the  validity  of  a  patent  which  is 

the  jury  to  find  for  the  defendant,  see  justly  given  to  the  opinion  of   a  jury 

Royer  V.  Schultz  Belting  Co.  (1886),  upon  other  questions  of  fact.    The  sub- 

28  Fed.  Rep.  850  ;  38  O.  G.  898  ;  Mill-  ject-matter    involved  often  requires  a 

ner    «.    Schofield    (1881),   4  Hughes,  patient  and  quiet  examination  of  dif- 

258  ;  Bevans  v.  United  States  (1871),  ferent  structures,  and  an  investigation 

13  WaU.  56.  of  the  modes  of  operation  of  machinery. 

That  to  refuse  to  instruct  the  jury  to  for  which  the  hurried  and    imperfect 

find  for  the  defendant  when  the   plain-  scrutiny  which  the  jury  can  give  dur- 

tiff  has  not  made  out  a  prima  facie  case  ing  the  trial  of  a  case  is  sometimes  in- 

is  error,  see  Torrent  &  Arms  Lumber  adequate.      The  result    often  depends 

Co.  «•  Rodgers  (1884),  112  U.  S.  659  ;  more  upon   the    examination    of   ma- 

30  0.  G.  449 ;  Curtis,  Jur.  Courts  U.  8.  chines  or  structures  than  upon  the  testi- 

222.  mony  of  witnesses.     And  yet,  notwith- 

That  where  a  patent  is   manifestly  standing  the  fact  that  less  weight  and 
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§  1074.    Charge  to  the  Jnry :  Requests  :  Baeoeptloiui. 

The  charge  of  the  judge  to  the  jury  must  arise  out  of  and  be 
limited  to  the  questions  in  controversy  and  the  evidence  pro- 
duced, and  must  be  sufficiently  full  and  clear  to  serve  them  as 
an  intelligible  guide  in  arriving  at  their  verdict.^  General 
abstract  discussions  are  improper.^  Either  party  may  request 
the  judge  to  give  certain  instructions,  and  if  this  request  is 
not  complied  with  the  instructions  are  regarded  as  refused.^ 
Unless  such  requests  are  made,  the  court  is  bound  to  notice 
only  the  points  made  by  either  party  on  the  trial.*  When  the 
request  is  granted  it  is  not  essential  that  the  exact  form  of 
the  desired  instruction  should  be  followed,  if  the  instruction 
actually  given  comports  with  the  justice  of  the  case  and 

authority  is  given  to  the  decision  of  a  the  jury  to  arrive  at  a  proper  verdict, 

jury  in  this  class  of  cases  than  in  other  see  Morris  v.  Piatt  (1864),  82  Ckmn.  75  ; 

civil  causes,  it  is  equaUy  true  that  the  Waters  v.   Bristol    (1857),   26   Conn, 

▼erdict  of  ajury  isnot  to  he  set  aside  898;  8  Chitty,   Gen.  Prac.   pp.  911* 

merely  hecause  the  court  might  have  ar-  916. 

rived  at  a  different  conclusion.    Unless        That  the  oonrt  should  instmct  the 

the  court  can  see  that  the  jury  was  pal-  jury  that  the  burden  of  proof  as  to 

pably  mistaken,  and  that  the  weight  of  novelty,  after  the  patent  is  in  evidence, 

evidence  is  decidedly  against  their  ver*  is  on  the  defendant,  see  Allen  v.  Blunt 

diet,  it  should  not  be  set  aside.    Other-  (1846),  2  W.  &  M.  121 ;  8  Bobb,  580. 
wise  the  court  enters  upon  the  province        That  where  the  ooort  would  set  aside 

of  the  jnry,  and  passes  beyond  the  limit  a  verdict,  if  given  for  the  plaintiff,  it 

of  its  own  duty.    At  the  same  time,  should  instruct  the  jury  to  find   for 

when  it  is  manifest  that  juries  have  been  the  defendant,  see  Royer  v.  Schultx  Belt- 

warped  from  the  direct  line  of   their  ingCo.  (1886),  29  Fed.  Rep.  281. 
duty  by  mistake,  prejudice,  or  even  by        *  That  abstract  discussions  in  tte 

an  honest  desire  to  reach  the  supposed  charge  should  be  avoided,  see  Gayler  v. 

equity,  contrary  to  the  law  of  the  case.  Wilder  (1850),  10  How.  477 ;  Allen  v, 

it  will  be  the  duty  of  the  court  to  set  Blunt  (1846),  2  W.  A  M.  121  ;  2  Robb^ 

the  verdict  aside.'*  2  Bann.  &  A.  5  (8).  580  ;  Pitts  v.  Whitman  (1848),  2  Stoty, 

See  also  Aiken  v.  Bemis  (1847),  8  W.  609  ;  2Robb,  189. 
&  M.   848  ;    2  Robb,  644  ;  Brooks  v.        *  That  failure  to  comply  with  re- 

Bicknell  (1845),  4  McLean,  70.  quests  to  chaige  is  equivalent  to  a  le- 

That  if  there  is  evidence  on  both  fusal,  see  Emerson  v.  Hogg  (1845),  2 

sides  of  the  issue,  the  matter  must  be  Blatch.  1. 

submitted  to  the  jury  uuless  the  court        *  That  the  ikilnre  of  the  oonrt  to 

would  set  aside  the  verdict  as  against  charge  on  special  points  not  essential 

evidence  if  they  decided  contrary  to  its  to  the  understanding  of  the  case  is  not 

judgment,   see  Reyes  «.  Grant  (1886,)  error  unless  requests  to  tibat  effect  wero 

118  IT.  S.  25  ;  85  0.  G.  747.  made,  see  Pennock  v.  Dialogne  (1829), 

§  1074.   1  That  the  inRtmctions  of  2  Peters,  1 ;  1  Bobb,  542. 
the  court  must  be  sufficient  to  enable 
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affords  the  jury  an  opportunity  to  render  a  proper  verdict.* 
A  refusal  to  give  desired  instructions  may  be  taken  advantage 
of  on  writ  of  error,  but  the  exception  must  be  noted  at  the 
time,  80  that  the  error  can  be  corrected  while  the  jury  are  at 
bar,  or  the  objection  will  be  waived.^ 

§  1075.   QaastloiiB  of  Xaw  :  Quafltions  of  Faot. 

Under  each  of  the  twenty -five  enumerated  defences  certain 
questions  arise  whose  decision  is  within  the  province  of  the 
court,  while  others  are  to  be  determined  by  the  jury.  The 
general  distinction  between  these  is  that  which  always  sep- 
arates matters  of.  law  from  matters  of  fact,  but  their  particu- 
lar characteristics  are  best  comprehended  when  they  are 
stated  in  connection  with  the  defences  in  which  they  arise. 
On  the  first  defence,  which  denies  that  the  invention  origi- 
nated in  an  inventive  act,  the  court  defines  the  nature  of  an 
inventive  act  and  of  its  result ;  the  jury  decide  whether  the 
patented  invention  is  due  to  such  an  act  and  corresponds  with 
such  result.^    On  the  second  defence,  which  admits  that  the 

*  That  the  coart  is  not  hound  to  comparing  the  alleged  invention  with 
instract  the  jury  as  counsel  request  if  inventions  previously  known,  and  ascer- 
the  instruction  given  is  correct,  see  Pitts  taining  its  substantial  identity  with  or 
V,  Whitman  (1848),  2  Story,  609;  2  diversity  from  them.  This  is  a  matter 
Robb,  189.  for  the  juir  under  the  direction  of  the 

That  a  court  having  given  the  juiy  court.     Thus    in  Tucker  v.  Spalding 

all  needed  instructions  may  decline  to  (1872),  18  Wall.  453,  Miller,  J.  :  (455) 

give  special  instructions  as  requested,  "  Whatever  may  be  our  personal  opin- 

see  Winans  v.  New  York  &  Harlem  ions  of  the  fitness  of  the  jury  as  a 

R.  R.  Co.  (1855),  4  Fisher,  1.  tribunal  to  determine  the  diversity  or 

That  in  a  suit  at  law  on  a  question  identity  in  principle  of  two  mechanical 

of  priority  the  counsel  cannot  require  instruments,   it  cannot  be  questioned 

that  the  court,  on  inspecting  rival  pat-  that  when  the  plaintiff,  in  the  exercise 

ents,  shall  instruct  the  jury,  as  matter  of  the  option  which  the  law  gives  him, 

of  law,  that  they  are  or  are  not  identi-  brings  his  suit  in  the  law  in  preference 

cal,  see  BischolT  v,  Wethered  (1869),  9  to  the  equity  side  of  the  court,  that 

Wall.  812.  question  must  be  submitted  to  the  Jury 

*  That  errors  or  refusals  not  excepted  if  there  is  so  much  resemblance  as  raises 
to  at  the  time  are  waived,  see  Allen  v.  the  question  at  all.  And  though  the 
Blunt  (1S46),  2  W.  &  M.  121  ;  2  Robb,  principles  by  which  the  question  must 
530  ;  Emerson  v,  Hogg  (1845),  2  be  decided  may  be  very  laigely  proposi- 
Blatch.  1.  tions  of  law,  it  still  remains  the  essen- 

f  1075.  ^  The  performance  of  an  in-  tial  natare  of  the  jury  trial  that  while 
ventive  act  is  determined  lai^ly  by    the  court  may,  on  this  mixed  question 
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invention  originated  in  an  inventive  act,  but  denies  the  per- 
formance of  that  act  by  the  alleged  inventor  and  asserts  that 
he  has  surreptitiously  appropriated  to  himself  the  fruit  of 
another's  inventive  skill,  the  court  describes  the  attributes 
of  an  inventive  act ;  the  jury  determine  whether  the  alleged 
inventor  has  performed  this  act,  or  has  derived  his  idea  of  the 
invention  from  the  true  inventor.^  On  the  third  defence, 
which  admits  that  an  inventive  act  resulting  in  the  patented 
invention  has  been  performed  by  the  alleged  inventor,  but 
avers  that  the  same  act  had  previously  been  performed  by  a 
different  inventor,  who  had  already  reduced  it  to  practice,  or 
who  was  using  reasonable  diligence  in  its  reduction,  the  court 
declares  at  what  stage  of  its  development  the  conception  of  an 
idea  of  means  becomes  complete,  and  what  diligence  the  law 
requires  of  the  inventor  in  perfecting  it ;  the  jury  find  whether 
the  complete  conception  of  the  invention  by  the  supposed 
prior  inventor  anticipated  that  of  the  plaintiff's  inventor,  and 
whether  the  former,  if  the  first  conceiver,  had  reduced  it  to 
practice  before  its  production  by  the  latter,  or  was  then  reduc- 
ing it  with  such  diligence  as  the  law  demands.'  On  the 
fourth  defence,  which  denies  that  the  invention  patented  is 
embraced  in  either  of  the  six  classes  made  patentable  by  the 
Acts  of 'Congress,  the  court  determines  from  the  patent  what 
the  character  of  the  invention  is,  and  from  the  law  whether  it 
is  included  in  the  protected  classes ;  the  duty  of  the  jury  is  to 
render  a  verdict  in  pursuance  of  this  finding  of  the  court, 
unless  the  patent  employs  terms  of  art  upon  whose  meaning 

of  law  and  fact,  lay  down  to  the  jury  Eanown    (1804),    1    Wash.    168  ;   1 

the  law  which  should  govern  them,  so  Robb,  1. 

as  to  guide  them  to  truth  and  guard  ^  That  the  jury  are  to  determine  by 

them  against  error,  and  may  if  they  whom  an  inventire  act  was  performed, 

disregard    instructions  set  aside  their  see  Gray  v.  Halkyard  (1886),  28  Fed. 

verdict,   the  ultimate  response  to  the  Rep.  854  ;  88  0.  G.  784  ;  Reutgen  v. 

question    must  come  from  the  jury."  Eanowrs    (1804),     1    Wash.    168 ;    1 

5    Fisher,    297   (300)  ;   1   O.   G.    144  Robb,  1. 

(145).  •  That  priority  of  invention   is   a 

See  also  Tyler  v.  Boston  (1868),  7  question  of  fact,  see  Gray  v.  Halkyard 

Wall.    327;  Turrill   v.    Railroad    Co.  (1886),  28  Fed.  Rep.  854;  38  0.  G. 

(1863),  1  Wall.  491  ;  Battin  v.  Taggert  784 ;    Reutgen  v.    Kanown  (1804),   1 

(1854),   17   How.   74  ;  Tatham  «.  Le  Wash.  168 ;  1  Robb^  1. 
Roy  (1852),  2  Blatch.  474  ;  Reutgen  v. 

§1075 
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they  must  also  pass.^  On  the  fifth  defence,  which  denies  the 
novelty  of  the  invention,  the  court  defines  the  attributes  of 
novelty  and  the  essential  qualities  of  a  prior  use  or  prior  pub- 
lication, and  decides  whether  the  Claims  of  a  prior  patent 
cover  the  same  invention  as  the  one  in  suit;  the  jury  find 
whether  the  patent,  or  the  publication,  or  the  use,  existed  in 
such  a  manner  as  to  render  the  invention  accessible  to  the 
public  before  it  was  conceived  by  the  alleged  inventor.^  On 
the  sixth  defence,  which  denies  the  utility  of  the  invention, 
the  court  declares  in  what  utility  consists,  and  where  the 
patented  invention  is  manifestly  frivolous  or  injurious  to  the 
public  directs  the  jury  to  find  accordingly ;  otherwise  the  jury 
determine  whether  the  invention  is  practically  available  for 
any  useful  purpose.^    On  the  seventh  defence,  which  asserts 

*  So  far  as  this  questioii  involres  the  *  Tliat  novelty  is  a  question  for  the 
character  of  the  patented  invention  as  jury,  see  Westlake  v.  Cartter  (1878),  6 
a  simple  art,  machine,  manofacture,  com-  Fisher,  519  ;  4  0.  G.  686  ;  Battin  v. 
position,  design,  or  improvement,  it  may  Taggert  (1854),  17  How.  74  ;  Carver  v, 
nearly  always  be  considered  as  mainly  a  Braintree  Mfg.  Co.  (1843),  2  Story, 
question  of  law  ;  the  answer  consisting  482  ;  2  Robb,  141. 
in  a  definition  of  the  patentable  class  That  the  identity  of  prior  and  present 
and  an  interpretation  of  the  Claims  of  inventions  is  a  question  for  the  jury,  see 
the  patent,  with  a  submission  of  the  Tyler  v.Boston  (1868),  7  Wall.  827;  Tur- 
question  to  the  jury  under  such  instruc-  rill  v.  Railroad  Co.  (1863),  1  Wall.  491. 
tions  as  this  definition  and  interpreta-  That  whether  two  patents,  whose 
tion  require.  See  Bischoff  v.  Wethered  specifications  are  not  in  the  same  terms, 
(1869),  9  Wall.  812 ;  Teese  v.  Phelps  describe  the  same  invention,  is  a  ques- 
(1855),  1  McAllister,  17.  When  the  tion  for  the  jury,  see  Hawkes  v.  Rem- 
invention  purports  to  be  a  combination,  ington  (1872),  111  Mass.  171 ;  Bischoff 
however,  additional  questions  are  raised  v.  Wethered  (1869),  9  Wall.  812. 
which  are  essentially  questions  of  fact  That  whether  the  patented  invention 
and  must  be  passed  on  by  the  jury,  is  identical  with  one  described  in  a 
Thus,  that  where  the  effect  and  operation  printed  publication  b  a  question  for  the 
of  mechanical  contrivances  enter  into  a  jury,  where  the  inventions  differ  on 
question  of  a  combination,  the  question  their  face  and  in  the  judgment  of  ex- 
is  one  of  law  and  fact  for  the  jury  to  perts,  see  Keyes  v.  Grant  (1886),  118 
determine  under  the  instructions  of  the  U.  S.  25  ;  85  0.  G.  747  ;  Adams  v. 
court,  see  Foote  v.  Silsby  (1849),  1  Bellaire  Stamping  Co.  (1886),  28  Fed. 
Blatch.  445.  Rep.  860  ;  86  0.  G.  567. 

That  whether  an  invention  is  pat-  <  That  utility  is  a  question  for  the 

entable  is  a  mixed  question  of  law  and  jury,  see  Westlake  v.  Cartter  (1873),  6 

fact  and  usually  is  not  to  be  settled  Fisher,  519  ;  4  0.  G.  636.      Doubled  : 

without  a  jury  trial  unless  the  title  is  Langdon  v.  De  Groot  (1822),  1  Paine, 

fixed  by  law,  see  Teese  v.  Phelps  (1855),  203  ;  1  Robb,  488. 

1  McAllister,  17.  That  where  an  invention  is  useless 

{1075 
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that  the  inventor  has  abandoned  the  invention  to  the  public, 
the  court  defines  the  doctrine  of  abandonment,  and  the  pre- 
sumptions that  arise  from  public  use  or  sale ;  the  jury  pass 
upon  all  questions  of  intention  on  the  part  of  the  inventor,  on 
the  existence  and  significance  of  the  facts  urged  as  evidence 
of  his  purpose  to  abandon,  and  on  the  occurrence  of  such 
instances  of  public  sale  or  use  as  are  in  law  conclusive  evi- 
dence of  an  abandonments  On  the  eighth  defence,  which 
denies  the  issue  of  any  patent  corresponding  with  the  descrip- 
tion in  the  declaration,  the  court  determines  the  necessary 
characteristics  of  the  described  patent ;  the  jury  judge  whether 
the  patent  of  the  plaintiff  is  the  one  described.®  On  the  ninth 
defence,  which  asserts  that  the  issue  of  the  plaintiff's  patent 
was  in  violation  of  the  rules  of  law,  the  court  declares  the 
requisites  of  a  legal  patent  so  far  as  they  are  applicable  to 
the  ou6  in  suit,  decides  whether  the  patent  covers  a  sole  or 
joint  invention,  and  whether  the  Claims  of  a  re-issue  depart 
from  the  invention  attempted  to  be  described  and  claimed  in 
the  original;  the  jury  find  whether  the  legal  requisites  ex- 
isted, whether  the  invention  was  in  fact  joint  or  sole,  and 
whether  the  invention  claimed  in  the  re-issue  is  identical  with 
that  which  the  inventor  attempted  to  secure  by  his  original 
patent.^    On  the  tenth  defence  the  questions  for  the  court 

on  its  face  the  court  may  so  direct  the        ^  This  iasne  may  be  determined  in 

jnry,  see  Langdou  v,  De  Groot  (1822),  several  ways.     If  the  patent  is  offered 

1  Paine,  20S  ;  1  Kobb,  483.  in  evidence  and  excluded,  the  plaintifTs 

7  That  abandonment  is  a  question  case  necessarily  fails,  and  no  nonsuit 

for  the  jury,  see  Kendall  v,  Winsor  being  permitted,   the  court  directs   a 

(1858),  21  How.  822  ;  Battin  v.  Taggert  verdict  for  the  defendant.    But  where 

(1854),  17  How.  74.  the  evidence,   not  being  objected  to, 

That  the  motive  for  the  delay  in  is  submitted  to  the  jury,  the  ques- 

applylng  for  a  patent  while  the  iuven-  tion  of  identity  between  the  patent  de- 

tion  is  in  use  is  a  question  for  the  jury,  clared  on  and  the  one  in  evidence  is  in 

see    Morris   v.   Huntington  (1824),   1  form  passed  upon  by  the  jury,  nnder 

Paine,  848  ;  1  Bobb,  448.  the  instruction  of  the  court. 

That  the  question  of  the  continuity  *  That  whether  the  re-issue  is  broader 
of  an  application  is  for  the  jury,  see  than  the  invention  attempted  to  be  pro- 
Godfrey  V,  Eames  (1863),  1  WalL  317.  tected  by  the  original  is  a  qnestion  for 

That  the  question  whether  the  con-  the  jury,  see  Battin  v.  Taggert  (1854), 

tinuity  of  an  application  is  destroyed  17  How.  74  ;  Carver  v.  Braintree  Mfp;. 

by  the  filing  of  a  new  application  is,  in  Co.  (1848),  2  Story,  432  ;  S  Robb,  141. 
an  action  at  law,  for  the  jury,  see  Howe         That  whether  a  re-issue  was  obtained 

V.  Newton  (1865),  2  Fisher,  531.  with  fraudulent  intent  is  for  the  jury, 
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and  jury  are  the  same  as  on  the  fourth,  already  stated.  On 
the  eleventh  defence,  which  asserts  that  the  description  of  the 
invention  given  in  the  patent  is  fraudulent,  the  court  con- 
strues the  language  of  the  specification  and  points  out  what 
invention  it  purports  to  describe;  the  jury  decide  whether 
the  actual  invention  is  disclosed  by  this  description,  and  if 
not,  whether  the  concealment  or  redundancy  resulted  from  an 
intention  to  deceive.^^  On  the  twelfth  defence,  which  asserts 
that  the  description  is  ambiguous,  the  court  defines  the  attri* 
butes  of  a  sufficient  description  and  determines  what  interpre- 
tations can  be  given  to  ihe  language  of  the  one  contained  in 
the  patent ;  the  jury  find  whether  this  description  so  discloses 
the  invention  that  persons  skilled  in  the  aii;  can  practise  it 
from  such  disclosure.^  On  the  thirteenth  defence,  which 
avers  that  the  Claims  of  the  patent  are  excessive  and  have  not 
been  lawfully  cured  by  a  disclaimer,  the  court  construes  the 
alleged  excessive  Claim,  and  fixes  the  standard  by  which  the 
diligence  of  the  plaintiff  in  filing  any  necessary  disclaimer 
must  be  measured ;  the  jury  decide  whether  the  Claim  ex- 
ceeds the  limits  of  the  actual  invention,  and  whether  the 
delay  in  filing  a  disclaimer  is  unreasonable.^  On  the  four- 
teenth defence,  which  alleges  the  ambiguity  of  the  Claim,  the 
court  interprets  the  Claim  so  far  as  it  is  capable  of  an  inter- 
pretation, and  declares  whether  an  exact  intelligible  concep- 
tion of  the  real  character  of  any  invention  can  be  thence 
derived ;  the  jury  follow  this  interpretation,  and  if  it  does  not, 

see  Carver  v.  Braiotree  Mfg.  Co.  (1848),  ^  That  what  is  an  tinreasonable  de- 

2  Story,  432  ;  2  Robb,  141.  lay  in  filing  a  dificlaimer  is  a  mixed 

^  That  whether   a   specification   is  question  of  Uw  and  fact  to  be  decided 

fraudnlent  is  a  question  for  the  jury,  by  the  jury  under  the  instructions  of 

see  Reutgen  v.  Kanowrs  (1804),  1  Wash,  the  court,  see  McCofmick  v.  Seymour 

168 ;  1  Bobb^  1.  (1854),  8  Blatch.  209  ;  HaU  v.  Wiles 

n  That  whether  a  specification  would  (1851),  2  Blatch.  194  ;  Brooks  v.  Bick- 

enable  one  skilled  in  the  art  to  practise  nell  (1844),  8  McLean,  482. 

the  invention  is  a  question  of  fact  for  That  under  certain  circumstances  the 

the  jury,  see  Westlakev.  Cartter(1873),  question  of  unreasonable  delay  may  be 

0  Fisher,  519  ;  4  O.  O.  686 ;  Page  v.  a  question  of  law  only,  for  the  court, 

Ferry  (1857),  1  Fisher,  298  ;  Battin  v.  see  Singer  v.  Walmsley  (1860),  1  Fisher, 

Taggert  (1854),  17  How.  74  ;  Cainrer  v,  658  ;   Seymour  v.  McCormick  (1856), 

Braintree  Mfg.   Co.    (1848),  2  Story,  19  How.  96. 
432  ;  2  Robb,  141 ;  Reutgen  v.  Kanowrs 
(1804),  1  Wash.  168  ;  1  Bobb,  1. 
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in  the  judgment  of  the  court,  clearly  set  forth  any  patentable 
matter,  finds  the  patent  void.^^  On  the  fifteenth  defence, 
which  rests  upon  a  surrender  of  the  patent,  the  court  declares 
the  law  which  governs  the  surrender  of  a  patent  and  its  effect 
upon  existing  rights  of  action:  the  jury  determine  whether 
the  patent  of  the  plaintiff  has  thus  been  cancelled  and  de- 
stroyed. On  the  sixteenth  defence,  which  asserts  that  the 
patent  has  been  annulled  or  repealed,  the  court  informs  the 
jury  of  the  nature  and  consequences  of  these  different  pro- 
ceedings and  the  weight  to  be  attached  to  the  records  of 
these  judgments :  the  jury  acting  under  such  instructions  find 
whether  the  patent  is  extinct  or  still  remains  in  force.^^  On 
the  seventeenth  defence,  which  denies  the  title  of  the  plain- 
tiff, the  court  determines  the  meaning  and  effect  of  the 
written  instruments  in  pursuance  of  which  he  claims  to  be 
the  owner  of  the  patent ;  the  jury  pass  upon  the  fact  of  the 
execution  of  such  instruments  by  their  alleged  makers,  and 
on  the  identity  of  the  plaintiff  with  the  party  to  whom  the 
conveyances  were  made.  On  the  eighteenth  defence,  which 
denies  that  the  invention  used  by  the  defendant  is  identical 
with  that  included  in  the  plaintiff's  patent,  the  court  defines 
the  patented  invention  as  indicated  by  the  language  of  the 
Claims';  the  jury  judge  whether  the  invention  so  defined 
covers  the  art  or  article  employed  by  the  defendant.^  On 
the  nineteenth  defence,  which  asserts  that  the  acts  of  the 
defendant  in  reference  to  the  patented  invention  were  not 
acts  of  infringement,  the  court  declares  the  legal  attributes 
of  an  infringing  act,  the  circumstances  under  which  an  em- 

^  That   the    court   most  determine  at  issue,  constitutes  such  proof  that  no 

whether  the  Claim  is  ambiguous,  and  verdict  departing  from  it  could  be  ao- 

its  instructions  on  this  point  control  cepted. 

the  jury,  see  Ames  v,  Howard  (18S3),  ^^  That  the  identity  of  the  plaintiffs 

1  Sumner,  482  ;  1  Robb,  689  ;  Barrett  and  defendant's  inventions  is  a  question 

V,  Hall  (1818),  1  Mason,  447  ;  1  Robb,  for  the  jury,  see  National  Car  Braki 

207.  Shoe  Co.  v.  Terre  Haute  Car  &  Mfg. 

i«  As  to  both  the  fifteenth  and  six-  Co.  (1884),  19  Fed.  Rep.  514  ;  28  O.  G. 

teenth  defences  the  finding  of  the  juiy  1007  ;  Tyler  o.  Boston  (1868),  7  Wall, 

must  in  most  cases  be  simply  proformti,  327  ;  Battin  v,  Taggert  (1854),  17  How. 

since  the  evidence  is  matter  of  record,  74  ;  Orr«.  Burwell  (1849),  15  Ala.  878  ; 

and,  being  accepted  and  interpreted  by  Reutgen  v.  Kanowrs  (1804),  1  Wash, 

the  court  in  reference  to  the  questions  168  ;  1  Robb^  1. 
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ployee  is  or  is  not  responsible  for  obedience  to  the  commands 
of  his  employer,  and  what  degree  of  complicity  renders  one 
whose  act  is  not  a  complete  act  of  infringement  liable  for  the 
infringement  when  completed  by  the  acts  of  others  ;  the  jury 
decide  whether  the  defendant's  acts  were  true  infringements 
according  to  the  doctrines  thus  declared.^^  On  the  twentieth 
defence,  which  alleges  that  the  term  of  the  patent  had  ex- 
pired before  the  acts  of  the  defendant  were  committed,  the 
court  informs  the  jury  when  the  patent  would  expire  of  its 
own  limitation,  what  effect  would  be  produced  upon  it  by  a 
prior  foreign  patent  to  the  same  inventor  having  a  shorter 
term,  and  whether  the  foreign  patent  covers  the  same  inven- 
tion as  the  one  in  suit ;  the  jury  find  whether  a  prior  foreign 
patent  had  been  granted  to  the  same  inventor,  or  to  another 
party  in  his  interest,  and  whether  the  infringing  act  antici- 
pated the  expiration  of  the  domestic  patent  as  fixed  by  its 
own  limitations  or  by  the  term  of  the  foreign  patent.  On  the 
twenty-first  defence,  which  asserts  that  the  use  of  the  patented 
invention  by  the  defendant  was.  authorized  by  the  owner  of  the 
patent,  the  court  declares  the  legal  rights  of  part  owners  or 
licensees,  as  the  nature  of  the  defence  requires,  interprets  the 
effect  of  the  instruments  or  contracts  under  which  the  defend- 
ant claims,  and  defines  the  acts  which  they  empower  him  to 
perform;  the  jury  pass  upon  the  existence  and  authenticity 
of  the  conveyances,  the  identity  of  parties,  and  the  corre- 
spondence of  the  defendant's  acts  with  those  permitted  by  his 
grant.  On  the  twenty-second  defence,  which  rests  upon  the 
Statute  of  Limitations,  the  court  construes  the  statute ;  the 
jury  decide  whether  the  suit  was  instituted  within  the  time 
prescribed.  On  the  twenty-third  defence,  which  avers  that 
the  plaintiff  is  estopped  from  pursuing  his  remedy  against  the 
defendant,  the  court  explains  the  doctrine  of  estoppel,  inter- 
prets any  written  instruments  out  of  which  an  estoppel  is  said 
to  have  arisen,  and  defines  any  legal  duty  of  the  plaintiff  by 
the  neglect  of  which  the  defendant  claims  that  he  has  been 
misled  into  the  acts  for  which  he  has  been  sued ;  the  jury 

!•  That  whether  the  defendant  in-  Haute  Car  &  Mfg.  Co.  (1884),  19  Fed. 
fringes  is  a  qnestion  for  the  jury,  see  Rep.  614  ;  28  0.  G.  1007  ;  Jackson  v. 
National  Car  Brake  Shoe  Co.  v.  Terre    AUen  (1876),  120  Mass.  64. 
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determine  whether  the  facts  alleged  as  tiiie  basis  of  the  estop- 
pel actually  occurred,  whether  the  defendant  acted  on  them 
in  good  faith,  and  whether  he  would  now  be  prejudiced  were 
the  plaintiff  permitted  to  avoid  them.  On  the  twenty-fourth 
defence,  which  sets  up  a  release  of  the  defendant  by  the  plain- 
tiff, the  court  declares  the  nature  and  effect  of  a  release,  con- 
strues it  if  in  writing,  and  if  by  parol  gives  the  jury  legal 
tests  of  its  sufficiency ;  the  jury  find  whether  the  release  was 
given  and  whether  the  infringing  acts  of  the  defendant  are 
within  its  operation.  On  the  twenty^th  defence,  which 
claims  that  the  cause  of  action  has  been  extinguished  by  or 
merged  in  a  former  judgment,  the  court  declares  the  doctrine 
of  res  adjudicata^  and  interprets  the  record  of  the  previous 
adjudication;  the  jury  decide  whether  the  plaintiff  and  de- 
fendant were  parties  or  privies  to  such  judgment,  and  whether 
the  present  and  the  former  suits  were  based  upon  the  same 
infringing  acts.  On  the  question  of  damages  the  court  in- 
structs the  jury  in  the  rule  of  damages,  and  points  out  the 
inferences  which  they  are  per^iitted  to  deduce  from  indirect 
evidence ;  the  jury,  in  pursuance  of  this  rule,  draw  their 
conclusions  from  the  data  furnished  by  the  testimony,  and 
compute  the  amount  of  the  compensation  to  be  awarded  for 
the  plaintiff's  loss.^^  In  reference  to  many  of  the  foregoing 
points  the  spheres  of  the  court  and  jury  approach  so  closely 
to  each  other  that  the  latter  appear  rather  to  affirm  by  their 
verdict  the  decision  of  the  former  than  to  exercise  an  inde- 
pendent judgment  of  their  own ;  but  with  one  or  two  excep- 
tions which  are  above  stated,  this  appearance  is  illusive,  the 
jury  having  in  all  the  other  questions  a  necessary  judicial 
function  to  perform.  For  either  tribunal  to  assume  the  powers 
of  the  other  in  any  matter  of  importance  is  a  ground  of  error, 
unless  the  parties  have  precluded  themselves  from  making 
the  objection  by  treating  the  question  during  the  trial  as  if  it 
were  presented  to  the  authority  by  whom  it  has  been  decided.^ 

^7  That  the  amonnt  of  damages  is  a  qaestion  as  to  the  natnre  of  the  inven- 

matter  for  the  jury,  see  National  Car  tion  as  a  qaesticm  of  fact  for  the  jary. 

Brake  Shoe  Co.  v.  Terre  Haute  Car  &  he  cannot  claim  that  the  court  erred  hy 

Mrg.  Co.  (1884),  19  Fed.  Rep.  514  ;  28  not  defining  it  as  a  matter  of  law,  see 

O.  a.  1007.  Foots  V.  Silshy  (1849),  1  Blatch.  445. 

''  That  when  the  defendant  treats 
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§  1076.    Verdlot. 

The  verdict  of  the  jury  must  follow  the  evidence,  not  their 
private  opinion  apart  from  the  evidence,  and  must  be  based  on 
all  the  testimony  offered.^  If  manifestly  the  result  of  preju- 
dice or  error,  or  contrary  to  the  instructions  given  by  the 
court,  or  void  for  repugnancy  or  uncertainty,  it  will  be  set 
aside  and  a  new  trial  ordered.^  But  it  is  not  to  be  interfered 
with  simply  because  the  court  would  have  arrived  at  a  differ- 
ent conclusion  from  the  same  premises,  nor  because  the  jury 
have  awarded  larger  damages  than  might  have  been  expected, 
unless  the  amount  is  palpably  extravagant,  and  therefore 
indicates  corruption  or  mistake.^ 

§  1077.    Trial  of  luues  of  Faot  by  the  Court  without  a  Jury. 

An  act  of  Congress  passed  in  1865  empowered  the  circuit 
courts  to  try  issues  of  fact  in  civil  causes  without  the  inter- 

§  1076.  I  In  Page  v.  Terry  (1857),         *  That  ayerdict  eyidently  resulting 

1    Fisher,    298,    Wilkins,    J.  :    (316)  from  mistake,  prejudice,  or  a  higher  re- 

"Your  verdict,   to  he  tme,  must  he  gard  for  the  equities  than  the  law  of  the 

based  on  the  evidence,  and  not  accord-  case,  will  he  set  aside,  see  Roberts  v. 

ing  to  your  private  belief  independent  Schuyler  (1S75),   12  Blatch.   444;    2 

of  the  evidence,  and  he  based  on  aU  the  Bann.  &  A.  5. 

evidence.    A  juror,  as  a  judge  of  facts,         That  a  repugnant  or  uncertain  verdict 

should    be    without   bias  —  have    no  will  be  set  aside,  see  Steams  v.  Barrett 

friendships  —  be  free  from  all  favor  or  (1816),  1  Mason,  158  ;  1  Robb,  97. 
affections,  in  order  to  be  *  no  respecter  of        *  That  a  verdict  is  not  set  aside  as 

persons,'  to  render  righteous  judgment,  against  evidence   merely   because   the 

Sometimes  a  juror  will  enter  the  judg-  court  might  have  come  to  a  different 

ment  seat  with  his  mind  bent  upon  a  conclusion,    see   Roberts    v.   Schuyler 

particular   course,  irrespective    of  the  (1875),    12    Blatch.    444;    2    Bann. 

law  or  the  evidence.    Such  a  course  is  &  A.  5. 

highly  dishonorable.  It  stains  the  soul  That  a  new  trial  for  a  verdict  against 
with  peijnry,  and  pollutes  the  fountains  evidence  will  not  be  granted  if  there 
of  justice  with  the  poison  of  prejudice,  was  evidence  on  both  sides,  unless  there 
The  jury-box,  as  the  bench,  is  holy  has  been  a  clear  mistake  or  manifest 
ground,  and  we  must  put  off  our  shoes  abuse,  see  Aiken  v.  Bemis  (1847),  8  W. 
ere  we  tread  the  sacred  threshold.  A  &  M.  848 ;  2  Robb,  644 ;  Brooks  v. 
juror  holds  a  highly  honorable  and  im-  BickneU  (1845),  4  McLean,  70. 
portant  position  in  the  administration  That  a  verdict  will  not  be  set  aside 
of  the  law,  and  as  he  would  value  his  on  the  ground  that  the  damages  are  ex- 
own  just  self-esteem,  let  him  cleave  cessive  unless  the  excess  is  evident,  see 
with  pertinacity  to  the  simple  issue,  and  Aiken  v.  Bemis  (1847),  8  W.  &  M. 
to  the  evidence  admitted  as  bearing  348 ;  2  Robb,  644,  and  cases  cited  in 
upon  it.  This  is  the  only  safe  ground  §  1068,  notes  8  and  4,  aiUe,  and  §  1078. 
for  both  court  and  jury."  note  7,  post* 
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vention  of  a  jury,  whenever  the  parties  or  their  attorneys  of 
record  should  file  with  the  clerk  a  stipulation  in  writing  to 
that  effect.^  In  such  cases  the  trial  proceeds  before  the  court 
alone,  who  determines  all  questions  of  law  and  fact,  and  whose 
finding  occupies  the  same  position  as  the  yerdict  of  a  jury. 
This  finding  may  be  either  general  or  special,  at  the  discretion 
of  the  court.  A  special  finding  resembles  a  special  yerdict, 
and  the  decision  of  the  court  upon  any  question  of  law  or  fact 
thereby  presented  is  reviewable  in  the  Supreme  Court  of  the 
United  States.* 

§  107a    New  Trials. 

The  Federal  courts  have  authority  to  grant  new  trials  in 
civil  cases,  in  which  a  verdict  has  been  rendered  by  a  jury,  for 
the  reasons  recognized  by  other  courts  of  law  as  sufficient  to 
warrant  such  proceedings.^  These  reasons  consist  principally 
of  some  error  committed  by  the  court  or  jury  during  the 
former  trial,  or  of  the  discovery  of  new  evidence  by  the 
defeated  party  since  the  former  verdict.  The  court  may  err 
by  admitting  improper  evidence,  or  rejecting  admissible  evi* 
dence,  or  by  departing  from  the  law  in  its  instructions  to  the 
jury.*  The  admission  of  improper  evidence  is  generally  a 
sufficient  ground  for  a  new  trial ;  but  if  the  same  facts  have 
been  shown  by  proper  testimony,  or  if  the  evidence  was  ren- 
dered immaterial  by  subsequent  disclosures,  or  if  the  objec- 
tion though  sustained  is  purely  technical  and  the  result  of 
the  trial  was  justified  by  the  remaining  correct  evidence,  the 
motion  for  another  trial  will  be  refused.^    A  similar  rule  is 

§  1077.  ^  Sec.  649,  Bev.  Stat.  1874.  §  1078.  ^  Sec  726,  Rot.  Stat.  1874. 

Desty,  Fed.  Prac  256  ;  Jadson  v.  Brad-  *  Aa  to  the  grounds  of  new  trial  in 

ford  (1878),  16  0.  G.  171  ;  8  Bann.  k  general,  see  1  Graham  &  Waterman,  K. 

A.  589.  T.  Introd.  1-602  ;  2  Graham  &  Water- 

s  Sec.  700,  Bev.  Stat  1874.     Desty,  man,  N.  T.  1-50;  8  BL  Com.  pp.  878, 

Fed.  Prac.  818.  886-898. 

That  a  qnestion  certified  to  the  Sa-  '  That  a  new  trial  wUl  not  be  granted 

preme  Court  under  Sec.  652,  Rev.  Stat,  on  the  ground  of  the  admiBsion  of  inad- 

must  be  a  question  of  law  involving  a  missible  evidence  where  the  same  facts 

single  point,  not  a  general  question  as  were  afterwards  proved  by  admlBsible 

to  the  whole  case,  see  California  Arti-  evidence,  or  where  the  erroneous  evi- 

ficial   Stone    Paving   Co.    v.    Molitor  dence  was  rendered  immaterial,  or  the 

(1885),  118  U.  S.  609 ;  81  0.  G.  1044.  objection  was  purely  fonnal,  and  tht 
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followed  when  the  error  has  arisen  through  the  rejection  of 
admissible  evidence;  if  its  reception  would  have  made  no 
difference  in  the  result,  or  if  its  place  has  been  supplied  by 
other  testimony,  its  exclusion  will  not  be  sufficient  ground  for 
a  new  trial.*  An  error  in  the  charge  of  the  court  to  the  jury, 
either  by  submitting  a  question  of  law  to  their  decision,  or  by 
misdirecting  them  on  a  material  point,  is  fatal  to  the  verdict, 
but  a  neglect  to  give  the  instructions  prayed  for  by  the 
defeated  party  does  not  warrant  a  new  trial  if  the  same  ground 
is  covered  by  the  charge  and  the  law  governing  the  whole  case 
has  been  correctly  stated.^  The  jury  may  err  either  by  the 
misconduct  of  any  or  all  of  their  number  during  the  trial,  or 
by  departing  from  the  law  or  the  evidence  in  rendering  their 
verdict.  The  former  errors  cannot  be  enumerated.  They 
consist  in  acts  or  omissions  which  involve  a  breach, of  the 
oath  taken  by  the  jury  when  impanelled,  and  vitiate  the  entire 
subsequent  proceedings.^  Errors  in  their  verdict  may  be 
committed  by  finding  for  the  plaintiff  or  defendant  contrary 
to  the  evidence,  or  by  returning  a  verdict  for  excessive  dam- 
ages. In  the  first  case  the  verdict  will  be  set  aside ;  in  the 
second  the  plaintiff  may  cure  the  error  by  entering  a  remit' 
titurJ    Mistakes  of  the  defeated  party  or  his  counsel,  in  not 

proper  evidence  justified  the  verdict,  see  Co.  (1855),  4  Fisher,  1  ;  Pitts  v.  Whit« 

AUenv.  Bluut  (1846),  2  W.  &M.  121;  man  (184S),  2  Story,  609;    2    Robb^ 

2  Robb,  530.     See  this  case  for  a  full  189. 
statement  of  the  doctrine  of  new  trials.         *  That  an  irregularity  in  the  conduct 

*  That  the  improper  rejection  of  a  of  the  parties  or  the  jury,  in  order  to 
witness  is  ground  for  a  new  trial,  see  obtain  a  new  trial,  must  be  satisfactorily 
Buck  v.  Hermance  (1848),  1  Blatch.  proved,  though  it  need  not  appear  that 
822.                         ,  the  conduct  of  the  party  certainly  in- 

*  That  the  submission  to  the  jury  of  fluenced  the  jury,  if  it  might  have  af- 
a  question  of  law,  such  as  the  construe-  fected  the  impartiality  of  the  proceed- 
tionofthe  patent,  is  ground  for  new  ings,  see  Johnson  v.  Root  (1862),  2 
trial,  see  Emerson  v,  Hogg  (1845),  2  Fisher,  291  ;  2  Clifford,  108. 

Blatch.  1.  ^  That  a  verdict    against   evidence 

That   a  misdirection    in  a  material  may  be  set  aside,  see  Wilson  r.   Janes 

point  is  ground  for  new  trial,  see  Allen  (1854),  8  Blatch.  227. 

p.  Blunt  (1846),    2  W.  &  H.  121 ;  2  That  a  verdict  will  not  be  set  aside 

Robb,  580.  as  against  evidence  unless  the  prepon- 

That  a  refusal  to  charge  as  requested  derance  of  evidence  is  clear,  see  Brooks 

is  no  ground  for  a  new  trial  if  the  charge  r.  Bicknell  (1845),  4  McLean,  70. 

as  given  was  sufficient  and  correct,  see  That  where  there  is  a  fair  balance  of 

Winans  v.  New  York  &  Harlem  R.  R.  evidence    the  verdict  will    not  be  set 
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properly  preparing  the  case  for  trial,  or  in  not  attending  to  the 
case  when  called,  are  irremediable;^  and  any  of  the  fore- 
going errors,  which  came  to  the  knowledge  of  the  defeated 
party  or  his  counsel  during  the  former  trial,  and  were  not 
then  excepted  to,  are  thereby  waived.^  A  new  trial  may  be 
granted  for  the  introduction  of  newly  discovered  evidence 
provided  the  evidence  is  material  and  not  cumulative,  will 
probably  change  the  result,  and  could  not  have  been  known 
before  or  during  the  former  trial  by  the  exercise  of  due  dili* 
geuce.^^    But  where  the  evidence  was  known  and  was  not 

aside  unless   it  appears  that  the  jury*  M.   121  ;    2    Robb,  580  ;  EmerBon  v. 

acted  wrongfully  in  other  respects,  see  Ho^  (18^5),  2  Blatch.  1. 
Milligan  v.  Lalance  &  Grosjean  Mfg.  Co.        ^  That  a  new  trial  wiU  not  be  granted 

(1884),  29  0.  G.  367 ;    21  Fed.  Rep.  in  order  to  introduce  immaterial  evi- 

570.  dence,  see  Spill  v.  Celluloid  Hfg.  Cob 

That  on  a  motion  for  a  new  trial  on  (1884),  29  0.  G.  773  ;  22  Blatch,  441 ; 

a  feigned  issue  the  proponent  may  have  22  Fed.  Rep.  94  ;  Munson  v.  Mayor  of 

the  evidence,  or  the  substance  of  it,  as  New  York   (1882),  22  0.  G.  586  ;  20 

submitted  to  the  jury,  made  part  of  the  Blatch.  358  ;  11  Fed.  Rep^  72. 
recoi*d,  and  the  court  will  determine         That  the  discovery  of  new  cumulative 

whether  the  conclusions  of  the  jury  are  evidence  is  no  ground  for  new  trial,  see 

satisfactory,  lee  Watt  v.  Starke  (1879),  Pfanschmidt  v.  P.  H.  Kelly  Mercantile 

101  U.  8.  247  ;  17  0.  G.  1092.  Co.  (1887),  41  0.  G.  1501 ;  32  Fed. 

That  a  verdict  will  not  be  set  aside  Rep.  667  ;  Aiken  v.  Bemis  (1847),  8  W. 

for  excessive  damages  unless  they  were  k  M.  348  ;    2    Robb^    644  ;  Ames    v. 

plainly  and  largely  beyond  the  injury  Howard  (1833),  1  Sumner,  482  ;  1  Bobb, 

sustained,  see  Aiken  v.  Bemis  (1847),  689. 

8  W.  &  M.  348  ;  2  Robb,  644  ;  Stimp-         That  where  prior  use  was  originally 

son  V.  Railroads  (1847),  1  Wall.  Jr.  164;  in  issue,  new  evidence  of  other  instances 

2  Robb,  595  ;  Stephens  v.  Felt  (1846),  of  prior  use  is  merely  cumulative;  see 

2  Blatch.  37  ;  Allen  v.  Blunt  (1846),  2  Blandy    v.   Griffith   (1873),  6  Fisher, 

W.  k  M.  121 ;  2  Robb,  530  ;  and  cases  434. 
cited  in  §  1068,  notes  3  and  4,  ante.  That  a  new  trial  will  be  refused  im- 

That  where  the  damages  are  merely  less  the  new  evidence  would  probably 

excessive  the  error  can  be  cured  by  re-  change  the  result,  see  Stariing  v,  St. 

miUUur,  see  Russell  r.   Place  (1871),  Paul  Plow  Works  (1887),  41  0.  G.  818; 

5  Fisher,  184 ;  9  Blatch.  173.    See  also  82  Fed.   Rep.   290  ;   Munson  v.  City 

1 1068,  notes  8  and  4,  ante,  of  New  York   (1882),  22  0.  G.  586  ; 

•  That  mistakes  and  negligence  of  20  Blatch.  358  ;  11  Fed.  Rep.  72 ; 
parties  and  counsel  are  not  ground  for  McCloskey  v.  DuBois  (1881),  20  0.  G. 
new  trial,  see  De  Florez  v,  Raynolds  1086 ;  9  Fed.  Rep.  38 ;  20  Blatch.  7 ; 
(1879),  16  Blatch.  397  ;  4  Bann.  &  A.  De  F}orezv.  Raynolds  (1879),  16  Blatch. 
331.  397  ;  4  Bann.  &  A.  331. 

*  That  errors  known  to  the  party  dur-  That  where  the  new  evidence  could 
ing  the  trial  are  waived  unless  excepted  by  due  diligence  have  been  discovered 
to,  see  Allen  o.  Blunt  (1846),  2  W.  ft  before  or  daring  the  former  trial  a  new 
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produced  because  its  materiality  could  not  be  perceived  until 
the  testimony  of  the  adversary  had  been  offered,  the  surprise 
affords  no  ground  for  a  new  trial.  A  continuance  in  order  to 
obtain  the  evidence  should  have  been  requested,  and  if  the 
party  has  seen  fit  to  risk  the  issue  on  the  proof  presented,  he 
is  without  a  remedy .^^  Any  paity  in  interest  who  bears  the 
expenses  of  the  suit  may  move  for  a  new  trial,  but  such  a 
motion  once  denied  cannot  be  repeated  except  upon  the  basis 
of  additional  facts.^ 

§  1079.    Writ  of  Brror. 

A  writ  of  error  lies  to  the  Supreme  Court  of  the  United 
States  from  the  judgment  of  a  circuit  court  in  any  action  at 
law  for  an  infringement,  whether  the  trial  has  been  conducted 
with  or  without  a  jury.^  This  writ  is  a  matter  of  right,  and 
the  amount  involved  is  of  no  consequence  if  the  error  to  be 
corrected  relates  to  any  principle  or  rule  of  Patent  Law.* 
The  judgment  must  have  been  final,  and  not  upon  a  matter 

trial  will  be  refused,  see  SpiU  v.  Cellu-  ground  the  mover  most  pay  the  costs 

loid  Hfg.  Co.  (1884),  29  0.  G.   778  ;  of  the  former  trial,  see  Aiken  v.  Bemis 

22  Blatch.  441  ;  22  Fed.  Rep.  94  ;  De  (1847),  8  W.  &  M.  848 ;  2  Rob)\  644. 
Florez  v.  Raynolds  (1879),  16  Blatch.        ^  That  if  a  party  is  taken  by  sur- 

897  ;  4  Bann.   &  A.   881  ;   Aiken  v.  prise  a  continuance  may  be  granted,  but 

Bemis  (1847),  8  W.  &  M.  848  ;  2  Robb,  if  he  goes  on  he  waives  the  matter  of  sur- 

644.  prise,  see  Ames  o.  Howard  (1883),   1 

That  the  motion  for  a  new  trial  on  Sumner,  482  ;  1  Bobb,  689. 
the  ground  of  new  evidence  must  state  ^  That  a  motion  once  rejected  can- 
in  detail  what  efforts  were  made  to  ob-  not  be  repeated  unless  on  a  new  basis  of 
tain  the  evidence  for  the  former  trial,  facts,  see  Gage  p.  Kellogg  (1886),  86  0. 
see  BuidseU  v.  Cumn  (1887),  81  Fed.  G.  284  ;  26  Fed.  Rep.  242  ;  Matthews 
Rep.  918  ;  42  0.  0.  1167 ;  Spill  o.  v.  Puffer  (1882),  22  O.  G.  832 ;  20 
Celluloid    Mfg.  Ca    (1884),   29  0.  G.  BUtch.  288. 

778  ;  22  Blatch.  441 ;  22  Fed.  Rep.  94  ;        That  if  a  verdict  is  satisfactory  to 

Page  V.  Holmes  Burglar  Alarm  Tel  Co.  the  court  and  evidence  was  given  on 

(1880),  18  Blatch.  118  ;  5  Bann.  &  A.  both  sides,  a  decision  on  a  motion  for  a 

489  ;  2  Fed.  Rep.  830  ;  Barker  v.  Stowe  new  trial  will  not  be  elaborately  set  out, 

(1879),  16  0.  G.  807.  see  Bray  v.  Hartshorn  (1860),   1  Clif- 

That  where  the  new  evidence  is  of  ford,  588. 
late  discovery,  and  the  excuse  for  delay        §  1079.  ^  Sees.  691,  699,  700,  Rev. 

is  vague  and  unsatisfactory,   no  new  Stat  1874. 

trial  will  be  allowed,  see  Albany  Steam        *  That  the  writ  of  error  is  matter  of 

Trap  Co.  o.  Felthousen  (1886),  26  Fed.  right,  not  of  discretion,  without  regard 

Rep.  818.  to  the  amount  in  controversy,  see  Philp 

That  if  a  new  trial  18  granted  on  this  v.  Nock  (1871),  18  WaU.  185. 

VOL.  in.  —  25 
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within  the  discretion  of  the  court,  such  as  a  question  of  con- 
tinuance, new  trial,  amendment,  or  costs.'  Errors  in  law 
alone  can  be  the  subject  of  a  writ  of  error,  and  these  must 
appear  upon  the  record  with  the  exceptions  duly  taken>  Any 
party  aggrieved  by  the  judgment  can  obtain  this  writ,  eren 
though  other  parties  on  the  same  side  of  the  cause  decline  to 
join,  by  stating  that  fact  on  the  record.^  The  writ  must  issue 
within  two  years  after  the  entry  of  the  final  judgment,  except 
in  certain  cases  when  the  disability  of  the  defeated  party 
necessitates  a  longer  period.^  The  entire  record  in  the  circuit 
court  must  be  sent  to  the  Supreme  Court,  and  the  matters 
claimed  as  error  must  be  properly  assigned,  or  they  will  not 
be  noticed  in  the  court  above  J  The  Supreme  Court  has  power 
to  reverse  or  modify  or  affirm  the  judgment,  and  when  affirm* 
ing  it  to  award  the  prevailing  party  suitable  damages  for  the 
delay.® 

*  That  error  lies  only  from  a  final  United  States  (1880),  103  0.  8.  804; 

judgment,  see  Potter  v.  Mack  (1868),  8  United   States  v,  Goodwin   (1812),  7 

Fisher,     428 ;    Rutherford    v.    Fisher  Cranch,  108. 

(1800),  4  Dallas,  22.  That  no  error  can  be  noticed  unless 

That  error  does  not  lie  from  a  deci-  it  appears  of  record,  see  Chaffee  v,  Bo6« 

sion  on  any  matter  within  the  discretion  ton  Belt  Co.  (1859),  22   How.    217; 

of  the  court,  see  Pomeroy  v.  Bank  of  In-  Phelps  i^.  Mayer  (1853),  15  How.  160. 

diana  (1868),   1  Wall  592;   Dean  v.  That  a  biU  of  exceptions  must  foUow 

Mason  (1857),  20  How.  198  ;  Silsby  i;.  the  established  forms,  see  Pomeroy  v, 

Foote  (1852),  14  How.  218.  Bank  of  Indiana  (1868),  1  WalL  592. 

That  no  error  lies  on  the  grant  or  re-  *  That  any  party  aggrieved  may  have 

fusal  of  a  continuance,  see  Livingston  v,  a  writ  of  error  though  other  parties  re* 

Dorgenois  (1813),  7  Cranch,  577.  fuse  to  join,   see  O'Dowd  v,   Bussell 

That  no  error  lies  on  the  grant  or  (1871),  14  WalL  402. 

refusal  of  a  new  trial,  see  Insurance  Co.  *  Seo.  1008,  Rev.  Stat.  1874. 

V.  Benton  (1871),  13  WaU.  608  ;  Pome-  ^  Sec.  997,  Rev.  Stat.  1874.    Rule  8, 

roy  V,  Bank  of  Indiana  (1863),  1  Wall.  Supreme  Court  Rules. 

592.  That  where  the  invention  is  clearly 

That  no  error  lies  on  a  decision  al-  not  patentable  the  Court  will  dismiss 

lowing  or  rejecting  an  amendment,  see  the  suit,  though  that  defence  was  not 

Pickett  V.  Legerwood  (1833),  7  Peters,  set  up,  see  Slawson  0.   Grand  Street 

144  ;  Walden  o.  Craig  (1824),  9  Whea-  R.  R.  Co.  (1882),  107  U.  S.  649;  24 

ton,  576.  0.  0.  99. 

That  no  error  lies  on  a  decision  re-  *  Sees.  691,  699,    700,   Rev.    Stat, 

garding  costs  unless  they  exceed  $2000,  1874. 

see  Sizer  v.  Many  (1853),  16  How.  98.  That  where  the  cause  is  tried  without 

^  That  errors  in  law  alone    can  be  a  jury  and  a  special  finding  is  made,  the 

noticed  on  writ  of  error,  see  Miles  o.  Supreme  Court  may  decide  whether  the 
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§  1080.    Costs. 

As  a  general  rule,  the  party  who  recovers  judgment  in  an 
action  at  law  for  infringement  also  recovers  costs.^  To  this 
rule  there  are,  however,  certain  exceptions.  When  an  excessive 
Claim  is  cured  bj  a  disclaimer  pending  suit,  or  where  upon  a 
contest  over  several  Claims  one  is  adjudged  to  be  excessive 
and  no  disclaimer  has  been  filed,  or  where  certain  Claims  arc 
abandoned  at  the  trial  as  unlawful,  though  without  a  formal 
disclaimer,  costs  to  the  plaintiff  are  denied.'  But  a  disclaimer 
filed  without  necessity,  or  after  verdict,  or  in  a  different  divi- 

facts  found  support  the  Judgment,  see  tiffs  obtained  a  verdict,  they  are  not 

Sec  700,  Rev.  Stat.  1874.  entitled  to  costs.     But  if  the  verdict 

Thatdamagesfor  the  delay  may  be  was  in  fact  upon  all  the  Claims,  in 

allowed  when  the  judgment  is  affirmed,  affirmance  of  the  validity  of  each,  and 

see  Sec.  1010,  Rev.  Stat.;  Penny  wit  v,  of  the  novelty  of  the  inventions  claimed 

Eaton  (1872),  15  Wall.  880  ;  McKee  o.  in  each,  then  the  plaintiffs  are  entitled 

Bains  (1869),  10  Wall.  22.  to  costs.     On  the  other  hand,  the  mere 

§  1080.  1  That  in  actions  at  law  for  fact  that  the  plaintiffs  have,  since  the 

infringement  costs  usually  foUow  the  trial  and  verdict,   disclaimed    one    or 

judgment,  see  Sec.    4919,   Rev.   Stat  more  of  the  Claims  made  in  the  patent, 

1874.  See  also  Kittredgev.  Race  (1875),  is  not  alone  conclusive  that  the  plain- 

92  U.  S.  116.  tiffs   are    not   entitled   to   costs.      If 

That  under  Sec.  14,  act  of  1886  (re-  the  verdict  was  rendered,  as  secondly 

peated  in  Sec.  4919,  Rev.  Stat),  costs  above  suggested,  upon  all  the  Claims, 

foUow  a  verdict  for  any  amount,  and  affirming  their  validity,  and  the  novelty 

whether  the  court  increases  the  damages  of  the  invention  claimed  in  each,  then 

or  not,  see  Merchant  v,  Lewis  (1857),  what  the  plaintifb  may  have  said  or 

1  Bondf  172.  done,  by  disclaimer  or  otherwise,  does 

'  In  Peek  v.  Frame  (1871),  5  Fisher,  not  deprive  them  of  the  effect  of  the 

211,  Woodruff,  J.  :  (212)  '*  On  the  one  verdict ;  and  so  long  as  it  remains  in 

hand,  the  mere  fact  that  the  plaintiffs  force,   not  set  aside,   it  is  conclusive 

obtained  a  verdict  is  not  conclusive  that  between  the  parties.    The  fact  of  dis- 

they  are  also  entitled  to  costs  ;  for  they  claimer  is  high  evidence,  in  such  case, 

may  have  obtained  the  verdict  under  that  the  verdict  was  wrong,  and  that 

and  in  pursuance  of  section  9  of  the  the  plaintiff  should  only  have  recovered 

act  of  1887,  which  warrants  a  recovery  on  the  parts  of  the  invention  or  patent 

for  an  infringement  of  what  is,  in  fact,  therefor  which  are  not  disclaimed,  and 

new,  and  claimed  as  the  plaintiff's  in-  such   evidence  might  warrant  a  new 

vention,  notwithstanding  the  patentee  trial.    But  while  such  a  verdict  stands 

has  also,  through  mistake,  without  fraud  it  is  conclusive." 
or  intent  to  deceive,  claimed  something         See  also,  as  to  disclaimer   Hayes  v. 

which  is  not  new.    If  this  verdict  was  Bickelhoupt  (1885),  28  Fed.  Bep.  183  ; 

rendered  for  an  infringement  of  valid  820.  G.  135  ;  Matthews  v.  Spangenbei^ 

Claims,   and   it   appeared    that    other  (1882),  28  O.  G.  92  ;  20  Blatch.  482  ; 

Claims  were  rejected  in  pursuance  of  19  Fed.  Hep.  823  ;  Tuck  v.  Bramhill 

that  section,  then  although  the  plain-  (1868),  3  Fisher,  400 ;  6  Blatch.  95 ; 
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fiion  of  a  re-issued  patent,  has  no  effect  upon  the  right  to 

costs.^  A  verdict  for  nominal  damages  usually  carries  costs.^ 
Various  reasons  operate  in  equity  to  deprive  a  victorious 
part;  of  his  costs,  as  where  the  suit  is  based  on  several  pat* 
ents  some  of  which  are  held  invalid,  or  where  the  defendant 

Singer  v.  Walmsley  (1860),  1   Fislier,  as  if  it  were  not  filed,  see  Sharp  v.  Tifft 

558.  (1880),  17  0.  G.  1282  ;  18  Blatch.  182 ; 

That  suits  can  be  maintained  on  the  2  Fed.  Rep.  697. 

ralid  Claims  in  a  re-issue,  but  no  costs  That  tiie  disclaimer  of  immaterial 

can  be  recovered    unless   the   invalid  features  does  not  affect  costs,  see  Peek 

Claims  were  disclaimed,  see  Worden  v.  o.  Frame  (1871),  5  Fisher,  211. 

Searls  (1884),  21  Fed.  Bep.  406.  That  a  disclaimer  after  verdict  may 

That  a  disclairoer  to  save  costs,  under  give  rise  to  a  new  trial,  but  cannot 

Sec.  4922,  is  needed  only  when  the  affect  the  verdict  or  costs  in  any  other 

Claim  is  originally  excessive,  not  when  way,  see  Peek  v.  Frame  (1871),  5  Fidi- 

the  right  to  claim  by  re-issue  has  been  er,  211. 

lost  by  delay  and  a  disclaimer  is  thus  That  a  disclaimer  upon  one  division 

necessaiy,  for  then  costs  are  allowed,  see  of  a  re-issue  has  no  effect  upon  the  costs 

Mundy  v,  lidgerwood  Mfg.  Co.  (1884),  in  a  suit  on   the  other,  see   Elastic 

ao  Fed.  Bep.  191.  Fabrics  Co.  v.  Smith  (1879),  100  U.  S. 

That  when  the  patent  contains  sev-  110. 

eral  Claims,  some  of  which  are  aban-  ^  In  Merchant  v.  Lewis  (1857),  1 

doned  at  the   trial,   costs  will  not  be  Bond,  172,  Leavitt,  J.  :  (178)  "  A  ver- 

allowed  unless  a  disclaimer  were  filed  diet  for  damages,  whatever  may  be  the 

before  suit,  see  Proctor  v.  Brill  (1888),  amount,  implies  that  the  defendant  has 

16  Fed.  Bep.  791.  been  a  wrong-doer  in  the  unauthorixed 

That  valid  Claims  may  be  recovered  use  of  the  plaintiff's  exclusive  right 
on  without  costs  if  invalid  Claims  are  under  his  patent ;  and  such  a  verdict 
not  disclaimed,  but  unreasonable  delay  will  carry  costs.  It  is  not  a  just  infer- 
in  disclaiming  defeats  also  the  valid  ence,  in  a  patent-right  case,  that  because 
Claims,  see  McCormick  v.  Seymour  nominal  damages  are  found  by  the  juiy, 
(1854),  8  Blatch.  209  ;  Hall  «•  Wiles  the  action  is  necessarily  frivolous  or 
(1851),  2  Blatch.  194.  vexatious.  It  happens,  not  unfrequently. 

That  where  the  plaintiff  recovers  on  that  the  owner  of  a  patent  is  compelled, 

a  valid  Claim  and  invalid  Claims  have  for  the  protection  of  his  rights,  to  sue 

not  been  disclaimed  and  the  patent  hav-  for  an  infringement  under  (^rcumstances 

ing  expired  no  disclaimer  can  now  be  in  which  he  neither  seeks  to  recover  nor 

filed,  if  there  has  been  no  unreasonable  asserts  a  right  to  anything  beyond  mere 

delay  in  disclaiming,  the  plaintiff  may  nominal  damages.    This  may  be  neces- 

have  a  decree  without  costs  on  the  valid  sary  for  the  establishment  of  his  patent, 

Claim,  and  on  an  appeal  to  the  Supreme  and  to  prevent  infringements.    And,  as 

Court  each  party  pays  Ms  own  costs  by  the  legislation  of  Congress,  the  Cir^ 

and  one  half  the  expense  of  printing  the  cuit  C!ouitB  of  the  United  States  have 

records,  see  Tale  Lock  Co.  v,  Saigent  exdnsive  jurisdiction  in  patent  cases, 

(1886),  117  U.  S.  586  ;  85  0.  G.  497.  it  would  be  a  great  hardship  if  he  were 

*  That  if  a  disclaimer  is  unnecessarily  subjected  to  the  costs  in  thns  asserting 

filed  costs  will  be  allowed  the  plaintiff  his  legal  rights." 
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has  been  misled  by  the  plamtiff  into  the  belief  that  his 
acts  were  not  an  invasion  of  the  patent,  or  where  upon  the 
trial  of  two  distinct  issues  each  party  prevails  in  one,  or 
where  the  suit  is  brought  entirely  for  the  vindication  of 
the  plaintifiTs  patent,  or  to  secure  a  judicial  interpretation 
of  its  Claims,  and  the  defendant  has  been  guilty  of  no  wil- 
ful wrong.* 

*  That  when  the  patent  contains  two  Adams  v.  Howard  (1884),  19  Fed.  Repi 

Claims  and  only  one  is  sustained,  plain-  817;  22  Blatch.  47;  26  0.  G.  825;  Yale 

tiff  recovers  no  costs,  under  Sec.  4922,  k  Greenleaf  Mfg.  Co.  v.  North  (1867), 

see  Stewart  v.  Mahoney  (1870),  5  Fed.  8  Fisher,  279  ;  5  Blatch.  455. 

Bep.  802  ;  4  Bann.  &  A.  84.  That  if  the  proceeding  is  solely  for 

That  where  the  plaintiff  recovers  on  the  plaintiff's  benefit,  no  costs  are  al- 
one patent  and  the  defendant  on  the  lowed  against  the  defendant  unless  he 
other,  costs  will  be  apportioned,  see  is  guilty  of  wrong,  but  if  the  defendant 
Pennsylvania  Diamond  Drill  Co.  «•  succeeds  on  other  grounds  his  own  costs 
Simpson  (1886),  29  Fed.  Bep.  288  ;  87  may  be  disallowed,  see  Hovey  v.  Stevens 
0.  G.  218.  (1846),  8  W.  &  M.  17  ;  2  Robb.  567. 

That  where  the  suit  is  based  on  sev-  That  one  who  unnecessarily  joins  in 

eral  patents  and  the  plaintiff  recovers  a  defence  on  the  merits  cannot  recover 

only  on  one,  he  can  have  no  costs,  see  costs,  see  Tyler  v.  Galloway  (1882),  18 

Schmid  o.  Sooville  Mfg.  Co.  (1889),  87  Fed.  Bep.  477  ;  22  0.   G.   1294  ;   21 

Fed.  Bep.  845  ;  Albany  Steam  Trap  Co.  Blatch.  66. 

V.  Felthousen  (1884),  20  Fed.  Bep.  688 ;  The  following  decisions  concerning 

22  Blatch.  169  ;  American  Wood  Paper  the  items  to  be  aUowed  or  rejected  from 

Co.  V.  Heft  (1867),  8  Fisher,  816.  a  bill  of  costs  in  patent  cases  are  here 

That  no  costs  will  be  taxed  against  inserted,  a  discussion  of  them  in  the 

a  defendant  who  has  been  misled  by  the  text  being  regarded  as  unnecessary, 

plaintiff  into  believing  that  he  did  not  Patenttif  Copies,  etc  : 

infringe,  see  Sarven  v.  Hall  (1873),  6  That  copies  of  the  plaintiff's  patent 

Fisher,  495 ;  4  0.  G.  666 ;  11  Blatch.  procured  by  defendant  are  not  taxable 

295.                        .  in  his  fiivor,   because  the  plaintiff  is 

That  a  defendant  who  misled  the  bound  to  produce  it,  see  Hathaway  v, 
plaintiff  into  buying  the  patent  cannot  Boach  (1846),  2  W.  &  M.  63. 
recover  costs  if  the  patent  is  defeated.  That  copies  of  patents  procured  by 
see  Bunker  v.  Stevens  (1885),  86  0.  G.  the  defendant  cannot  be  taxed  as  costs 
845  ;  26  Fed«  Bep.  245.  against  the  plaintiff,  see  Woodruff  v.  Bar- 
That  the  successful  party  recovers  ney  (1862),  2  Fisher,  244;  1  Bond,  528. 
costs  unless  his  conduct  has  been  such  AmgnmenUf  Copiea: 
as  to  render  their  allowance  unlawful  That  copies  of  assignments  of  the 
or  unjust,  see  Bunker  v.  Stevens  (1885),  patent,  procured  by  the  defendant,  are 
86  0.  G.  845  ;  26  Fed.  Rep.  245.  taxable,  see  Hathaway  v,  Boach  (1846), 

That  where  there  are  two  distinct  2  W.  &  M.  63. 

causes  of  action  and  the  plaintiff  pre-  Models,  Copies,  etc, : 

vails  in  one  and  the  defendant  in  an-  That  models  like  the  plaintiff's  device 

other,  no  costs  will   be   allowed^  see  may  be  included  in  the  taxation  of  costs, 
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SECTION  IV. 

OF  INFBINGEM ENT :  REMEDY  IN  EQUITY. 

§  1081.    Origin  of  Equity  Jorisdiotion  over  Infringement  Cues 
in  England. 

The  right  of  the  owner  of  a  patent  to  invoke  the  assistance 
of  a  court  of  equity  in  cases  of  infringement,  where  no  ade- 

see  Woodruff  v,  Barney  (1862),  2  Fish-  Telegraphing: 

er,  244  ;  1  Bond,   528 ;  Hathaway  v.  That  necessary  telegraphic  expenses 

Boach  (1846),  2  W.  &  M.  63.  may  be  taxed,  see  Hosaey  v,  Bradley 

That  copies  of  models  in  the  Patent  (1864),  5  Blatch.  210. 

Office  are  taxable,  but  other  models.  Marshal: 

machines,  or  photographs  are  not  tax-  That  a  marshal  cannot  tax  mileage 

able,  see  Wooster  v.  Handy  (1885),  28  by  zig-zag  travel  to  reach  a  witness,  seo 

Fed.  Rep.  49  ;  23  Blatch.  113  ;  Hus-  Parker  v.  Bigler  (1857),  1  Fisher,  285. 

sey    V.    Bradley    ( 1864 ),    5   Blatch.  That  a  marshal  is  not  entitled  to  fees 

210  ;  Parker  v.  Bigler  (1857),  1  Fisher,  for  serving  a  rule  to  plead,  see  Ptoker 

285.  V,  Bigler  (1857),  1  Fisher,  885. 

That   the   expense  of  obtaining  a  Witnesses: 

model  of  defendant's  infringing  machine  That  the  travelling  fees  of  voluntary 

is  not  taxable  among  the  plaintiffs  costs,  witnesses,  attending  at  the  request  of 

see  Comely  v.  Marckwald  (1885),  28  the  prevailing  'pariy,  will  not  be  taxed 

Blatch.  248  ;  24  Fed.  Rep.  187.  against   the  loser,    see   Spaulding  v. 

Attendance,  Parties,  Counsel,  etc, :  Tucker  (1871),  4  Fisher,  633. 

That  the  expense  of  attending  court,  That  witnesses  who.  attend  without 

and  of  counsel  for  attending,  is  not  tax-  summons  are  voluntary  witnesses  and 

able,  see  Hussey  v,  Bradley  (1864),  5  cannot  be  taxed  against  the  loser,  see 

Blatch.  210.  Woodruff  v.  Barney  (1862),  2  Usher, 

Copies  of  Arguments,  etc :  244  ;  1  Bond,  528. 

That  the  expense  of  copying  papers  That  witnesses  from  out  of  the  dis- 

or  of  reporting  arguments  for  the  use  of  trict,  or  living  over  one  hundred  miles 

the  court  wiU  not  be  taxed,  see  Hussey  distant,  are  always  voluntary  witnesses, 

V.  Bradley  (1864),  5  Blatch.  210.  see  Spaulding  v.  Tucker  (1871),  4  Fish* 

Printing  :  er,  688. 

That  the  expense  of  printing  plead-  That  the  reasonable  expenses  of  a 

ings,  evidence,  briefs,  etc.,  and  of  litho-  voluntary  witness  may  be  taxed  when 

graphing  drawings,  unless  incurred  by  the  evidence  is  taken  under  an  agree* 

order  of  the  court,  or  by  agreement  of  ment  of  the  parties,  see  Spaulding  9. 

the  parties,  is  not  taxed,  see  Hussey  Tucker  (1871),  4  Fisher,  638. 

V,  Bradley  (1864),  5  Blatch.  210.  That  a  witness  summoned  in  several 

Expense  of  Getting  Evidence :  suits  against  several  defendants,  is  en- 

That  the  expenses  required  to  obtain  titled  to  attendance  and  mileage  in  each 

needed  evidence  may  be  taxed  under  the  case,   see  Parker  v.  Bigler  (1857),   1 

act  of  1858,  see  Spaulding  v.  Tucker  Fisher,  285. 

(1871),  4  Fisher,  633.  That  a  witness  has  mileage  for  going 


CH.  m.]  OF  WRONGS  AGAINST  PATENTEES.  891 

qiiate  relief  is  possible  at  law,  rests  upon  fundamental  princi- 
ples of  jurisprudence,  and  is  independent  of  any  legislatiye 
enactment.^  It  is  true  that  in  the  statute  of  James  I.  ezclu- 
sive  jurisdiction  oyer  all  letters-patent,  and  over  all  questions 
concerning  their  force  and  validity,  was  reserved  to  the  tribu- 
nals  which  administered  the  ^^  common  laws  ; "  and  that  for  a 
long  period  this  reservation  was  interpreted  as  prohibiting  the 
interference  of  the  court  of  chancery,  at  least  until  the  claims 
of  the  patentee  had  been  fully  vindicated  in  a  court  of  law. 
But  in  the  latter  part  of  the  last  century  the  rigor  of  this 
doctrine  was  abated,  and  the  chancellors  began  to  grant  in- 
junctions without  a  prior  suit  at  law,  and  if  the  plaintiff's 
right  was  undisputed  to  order  an  account  of  profits  and  thus 
dispose  of  the  entire  cause  without  a  jury.  Theoretically, 
however,  those  proceedings  were  always  in  aid  of  an  action  at 
law;  and,  therefore,  when  the  defendant  denied  either  the 
validity  of  the  patent,  or  the  title  of  the  plaintiff,  or  the  fact 
of  infringement,  these  issues  were  submitted  to  a  jury  in  a 
court  of  common-law  jurisdiction,  and  the  verdict  there  ren- 
dered was  made  the  basis  of  the  final  decree  in  equity.' 

§  1082.  Origin  of  Bquity  Jnriidiotlon  OTer  Infringement  Cases  in 
the  United  States. 

It  was  during  this  condition  of  the  English  chancery  prac- 
tice, in  cases  of  infringement,  that  our  own  patent  system  was 

home,  not  for  coining  to  court,  see  Wood-  on  execution,  the  coart  wiU  not  on  mo- 

mff    .  Barney  (1862),  2  Fisher,  244  ;  tion  appoint  a  receiver  to  dispose  of  the 

1  Bond,  528.  patent  as  an  asset,  but  a  new  bill  for 

Ikpo$UionB :  that  purpose  must  be  filed,  see  Thayer 

That  a  deposition  cannot  be  taxed  if  v.   Hart  (1885),   28  Blatch.   808;  24 

instead  of  using  it  the  party  caUed  and  Fed.  Rep.  558. 

examined   the   witness   in   court,  see         For  further  rules  in  equity  cases,  see 

Hathaway  v.  Roach  (184tS),  2  W.  &  §§1162,  1168,  and  notes,  pose. 
M.  68.  §  1081.  1  As  to  the  necessity  and 

Practioe:  advantage  of  equitable  interference  by 

That  the  Circuit  Court  may  tax  costs  injunction  in  cases  of  infringement,  see 

iMt/ncpro  tunc  after  the  mandate  of  the  §  1168  and  notes,  post. 
Supreme  Court  has  been  issued  and  re-         ^  As  to  the  origin  and  development 

ceived  by  the  Circuit  Court,  see  Sizer  v,  of  equitable  jurisdiction  over  patent 

Many  (1858),  16  How.  9a  cases  in  England,  see  §  982  and  notes. 

That  where,  on  a  judgment  for  tbe  ante. 
defendant,  the  costs  cannot  be  coUected 
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established.  The  acts  of  Congress,  prior  to  1819,  made  no 
provision  for  any  suit  in  eqnitj  bj  the  owner  of  a  patent,  nor 
for  his  enjoyment  of  any  form  of  equitable  relief  in  connection 
with  his  action  for  damages  at  common  law.  Nevertheless, 
tlie  Federal  courts,  following  the  decisions  of  the  lords  chan-» 
cellors,  held  that  equity  had  jurisdiction  over  patents  for  inven- 
tions, and  could  exercise  its  ordinary  powers  in  behalf  of  the 
patentee,  whenever  these  were  needed  to  give  complete  effect 
to  the  statute  under  which  the  patent  had  been  granted.^  But 
this  jurisdiction  was  not  regarded  as  original,  or  even  as  con« 
current  with  that  of  the  courts  of  common  law.  While  proceed- 
ings might  commence  by  the  filing  of  a  bill  in  equity,  and  by 
the  issue  of  a  preliminary  injunction  against  the  defendant,  yet 
if  the  case  were  contested  on  its  merits  an  immediate  trial  at 
law  was  ordered  to  determine  the  real  points  in  controversy ; 
after  which,  if  the  plaintiff  obtained  a  verdict,  the  court  of 
equity  could  decree  an  accounting  and  a  perpetual  injunction 
in  his  favor.* 

§  1083.  Diffionlties  in  the  Administration  of  Bqoitable  Remedies 
before  the  Aot  of  1819 :  Objeot  of  the  Aot. 

In  the  administration  of  these  equitable  remedies  the  Fed* 
eral  courts  encountered  one  difficulty  which  only  a  legislative 
enactment  could  remove.  The  authority  conferred  upon  these 
courts  by  the  Judiciary  Act  of  1789  did  not  extend  to  actions 
between  parties  both  of  whom  were  citizens  of  the  same  in- 
dividual State,  and  thus  required  suits  for  infringement  to  be 

§  1082.  ^  The  acts  of  1790,  1798,  of  an  action  at  law,  see  Sallivan  v.  Red- 

and  1800  gave  to  the  plaintiff  the  right  field   (1825),  1  Paine,  441 ;  1   Rohb^ 

to  recover  certain  specific  penalties  by  477. 

an  action  on  the  case  founded  on  the        That  where  a  material  issne  was 

statute.   That  such  actions  at  law  could  raised,  relating  to  the  fact  of  infringe* 

be  aided  by  a  Federal  court  of  equity  ment  or  the  Talidity  of  the  patent,  a 

seems  never  to  have  been  doubted,  ex-  trial  at  law  was  ordered,  or  a  feigned 

cept  where  the  litigants  were  citizens  of  issue  sent  to  a  jury  for  decision,  see  Orr 

the  same  State  (see  Livingston  v.  Van  v.  Merrill  (1846),  1  W.  &  M.  S76 ;  2 

Ingen  (1811),  1  Paine,  45),  and  is  reoog-  Bobb,  828  ;  Brooks  v.  BickneU  (1845), 

nized  as  a  long  subsisting  practice  by  4   McLean,   70 ;    Parker    v,    Hatfield 

Thompson,  J.,  in  Sullivan  v.  Redfield  (1845),  4  McLean,  61 ;  Brooks  9.  Bick* 

(1825),   1   Paine,  441;  1  Robb,  477.  neU  (1848),  8  McLean,  250;  2  Robb^ 

See  also  §  982  and  notes,  ante.  118. 

'  That  equity  interferes  only  in  aid 
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brought  before  the  local  courts  except  in  cases  where  the  par- 
ties were  resident  in  different  States.  The  act  of  1800  cured 
this  defect,  so  far  as  actions  at  law  were  concerned,  but  left 
the  jurisdiction  in  equity  unchanged.  Hence  while  a  suit  for 
damages  would  lie  against  an  infringer  in  any  Circuit  court, 
irrespective  of  his  citizenship,  no  equitable  relief  could  be  ob- 
tained against  him  unless  he  resided  in  a  different  State  from 
that  of  the  plaintiff.^  To  remove  this  difficulty  the  act  of  1819 
was  passed,  bestowing  on  the  Circuit  courts  original  cogni-* 
zance,  in  equity  as  well  as  at  law,  over  all  patent  cases,  with 
full  authority  to  grant  injunctions  according  to  the  course  and 
principles  of  courts  of  equity.^ 

§  loot.  Legal  and  Bquitable  JoriBdiction  over  Infringement  Cases 
not  Conowrent. 

The  sweeping  language  employed  in  the  act  of  1819,  and 
adopted  from  it  into  the  acts  of  1836  and  1870,  gave  rise  to 
an  erroneous  doctrine  concerning  the  nature  and  extent  of 
equity  jurisdiction  over  patent  causes,  which  has  found  its  ex- 
pression in  numerous  decisions  of  the  courts.  These  acts 
provide  that  all  actions,  suits,  controversies,  and  cases,  aris- 
ing under  any  law  of  the  United  States,  granting  or  confirm- 
ing to  inventors  the  exclusive  right  to  their  inventions  or  dis- 
coveries, shall  be  originally  cognizable,  as  well  in  equity  as  at 
law,  by  the  Circuit  courts  of  the  United  States.  Under  this 
provision  it  has  been  claimed  and  held  that  the  jurisdiction  in 
equity  is  concurrent  with  that  at  law  in  all  cases,  and  that  no 
suit  for  infringement  can  be  maintained  at  law  which  could  not 
also  be  prosecuted  in  equity;  thus  giving  to  the  injured  patentee 
a  choice  of  remedies  without  reference  to  the  situation  of  the 
parties  or  the  facts  in  controversy.^    This  doctrine  ignores  the 

§  1088.  ^  That  prior  to  the'  act  of  citizens  of  the  aame  State,  see  Sullivaa 

1819  the  Fecieral  coarts  had  no  equity  v.   Redfield   (1825),   1  Paine,  441 ;   1 

jurisdiction  in  patent  cases  onless  the  Robb,  477. 

parties  were  citizens  of  different  States,        §  1084.  i  In  Nevins  v.  Johnson  (1853), 

see  linngrton  v.  Van  Ingen  (1811),  3  Blatch.  80,  Betts,  J.:  (82)   "We  see 

1  Paine,  45.  no  reason  for  regarding  the  power  to 

*  That  the  purpose  of  the  act  of  issue  injunctions  as  the  primary  and 

1819  was  to  extend  equity  jurisdiction  substantive  authority  of  courts  of  equity 

to  patent  cases  in  which  the  parties  are  under  this  statute.    They  have  plenary 
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f undameutal  distinction  between  law  and  equity,  as  systems  of 
practical  jurisprudence,  and  contemplates  the  Circuit  court 
not  as  an  ordinary  judicial  body  clothed  with  common-law  and 
chancery  powers,  but  as  a  special  tribunal  constituted  to  hear 
and  determine  patent  causes  and  authorized  to  entertain 
actions  on  the  case  or  bills  for  injunctions  or  accounts,  at  the 
option  of  the  plaintiff.  In  opposition  to  this  doctrine,  how- 
ever, it  has  with  equal  pertinacity  been  held  by  otiier  judges 
that  the  equitable  jurisdiction  of  the  Federal  courts  was  not 
enlarged  as  to  its  subject-matter  or  its  forms  of  procedure  by 
these  acts  of  Congress,  but  that  the  spheres  of  law  and  equity 
are  still  distinct  in  patent  cases  as  in  all  others,  and  that  the 
latter  powers  are  exercisible  only  where  the  plaintiff  has  no 
adequate  remedy  at  law.^  This  view  has  been  accepted  and 
confirmed  by  the  Supreme  Court  in  a  recent  and  exhaustive 

jurisdiction  over  aU  actions,  suits,  con-  patent  case  belong  in  different  States, 

troversies,  and  cases  in  equity  and  at  but  whether  it  has  such  jurisdictioii 

law,  arising  under  the  Patent  Laws,  when  they  belong  in  the  same  State, 

A  suit  demanding  a  discovery  of  the  except  for  the  purposes  of  an  injunction, 

extent  of  an  infringement  of  a  patent  b  doubtful,  see  Sayles  v,  Richmond, 

right,   and  an  account  of  the  profits  Fredericksburg^  &  Potomac  R.  R.  Co. 

realized    from    such    infringement,    is  (1879),  16  0.  G.  43;  8  Hughes,  172; 

manifestly  a  case   arising   under   the  i  Bann.  &  A.  289. 
Patent  Law  ;  and  the  natural  interpre-         ^  That    although    jurisdiction     in 

tation  of  the  language  of  the  act  would  equity  is  complete  it  is  not  exclusive, 

seem  to  be,  that  Congress  has  bestowed  nor  are  its  differences  from  law  abol- 

npon  this  Court  a  common  jurisdiction,  ished,  see  Livingston  v,  Jones  (1861), 

both  on  its  law  and  equity  sides,  over  2  Fisher,  207  ;  8  Wall.  Jr.  380. 
all  cases  of  that  class,  and  that  no  suit         That  equity  has  no  jurisdiction  where 

of  that  character  can  be  maintained  at  there  is  adequate  remedy  at  law,  see 

law  which  may  not  also  be  prosecuted  Spring  v.  Domestic  Sewing  Mach.  Co. 

in   equity."     See  further   BirdsaU  v,  (1882),   18  Fed.  Rep.  446  ;  22  O.  G. 

Coolidge  (1876),  98  U.  S.  64  ;  10  0.  G.  1445  ;  Hayward  v.  Andrews  (1882),  12 

748  ;  Perry  v.  Coming  (1870),  7  Blatch.  Fed.    Rep.    786  ;    Merriam    9.   BtniOi 

195  ;    Hoif  heins  v.   Brandt  (1867),   8  (1882),  11  Fed.  Rep.  588. 
Fisher,    218  ;    Goodyear    v.    Hullihen         That  the  act  of  1819  did  not  enlaige 

(1867)»  8  Fisher,  251 ;  2  Hughes,  492.  or  alter  the  equity  jurisdiction  of  the 

That  the  Circuit  courts  have  original  Federal  courts  over  the  subject-matter 

jurisdiction  over  patent  cases  in  equity  of  the  controversy,  but  simply  empow- 

as  well  as  in  law,  and  the  power  to  issue  ered  those  courts  to  exercise  that  juris* 

an  injunction  is  a  mere  incident,  see  diction  when  both  the  litigants  were 

Atwood    V,    Portland   Co.   (1880),   10  citizens  of  the  same  State,  see  Sullivan 

Fed.  Rep.  283  ;  5  Bann.  k  A.  538.  v,   Redfield  (1825),   1   Paine,  441 ;  1 

That  the  Federal  court  has  jnrisdic-  Robb^  477. 
tion  in  equity  when  the  parties  to  a 
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decision,  aud  it  may  now,  therefore,  be  considered  as  a  settled 
principle  that  the  legal  and  equitable  remedies  afforded  to 
the  owner  of  a  patent  are  not  concurrent,  or  interchangeable, 
nor  can  they  be  made  so  without  a  violation  of  the  Federal 
Constitution,  but  that  where  adequate  legal  remedy  exists  he 
must  seek  his  redress  in  an  action  at  law,  the  issues  in  which 
may  be  submitted  to  a  jury.^ 

§  1085.    Jnrisdiction  of  Bqnity  Complete  whenever  any  Form  of 
Bqoitable  Relief  is  Necessary. 

Pending  the  settlement  of  the  foregoing  question,  another 
equitable  doctrine  has  gradually  introduced  a  change  into  the 
practice  of  the  courts,  and  rendered  still  more  clear  the  dis- 
tinction between  the  jurisdictions  of  chancery  and  law.  It  is 
an  established  principle  of  equity  that  whenever  it  obtains 
cognizance  of  a  cause  for  any  purpose  it  will  retain  it  until 
complete  relief  has  been  afforded  to  the  injured  party .^  Thus 
in  the  earlier  period  of  patent  litigation,  although  after  the 
grant  of  a  preliminary  injunction  a  trial  at  law  was  ordered 
upon  certain  issues,  the  case  was  finally  adjudicated  by  the 
court  of  chancery,  which  awarded  not  only  a  compensation 
for  the  plaintiff's  loss,  but  whatever  other  remedies  might  be 
required  for  his  protection.^  Under  the  influence  of  the  the- 
ory that  the  acts  of  Congress  enlarged  the  powers  of  equity, 
and  the  increasing  conviction  that  the  intricate  questions  of 
fact  involved  in  patent  causes  were  more  appropriate  for  the 
determination  of  a  skilful  judge  than  of  an  inexperienced 

*  In  Boot  V.  Lake  Shore  &  Michigan  8.  That  legal  rights  most  be  en- 
Southern  R.  R.  Co.  (1882),  105  U.  S.  forced  in  conrts  of  law. 
189;   21   0.   G.   1112;   the  following  4.  That  equity  cannot  interfere  where 
fnndamental  propositions  are  stated  by  there  is  an  adequate  remedy  at  law. 
the  Supreme  Court :  —  §  1085.   ^  That   if  equity   obtains 

1.  That  Sec8..55y  59,  and  61  of  the  jurisdiction  for  one  purpose  it  will  ex- 
act of  1870  (being  in  substance  Sees,  ereise  it  as  to  all,  see  Burdell  v.  Com- 
4919,  4920,  and  4921  of  the  Revised  stock  (1888),  15  Fed.  Bep.  395 ;  Magic 
Statutes,  and  embracing  the  provisions  Ruffle  Co.  v.  Elm  City  Co.  (1877),  11 
of  the  act  of  1819,  &c.)  do  not  abolish  0.  G.  501 ;  14  Blatch.  109  ;  2  Bann.  & 
the  distinction  between  law  and  equity,  A.  506. 

nor  change  their  ancient  boundaries.  *  For  instances  of  this  practice  at  an 

2.  That  the  preservation  of  the  dis-  early  date,  see  cases  cited  in  notes  to 
tinction  between  law  and  equity  is  guar-    §  932,  ante* 

«nteed  by  the  Constitution. 
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jury,  this  doctrine  gained  additional  importance,  and  was  ap« 
plied  to  such  advantage  that  trials  at  law  upon  the  merits  of 
the  controversy  slowly  disappeared,  and  the  entire  disposal  of 
the  cause,  in  all  its  stages,  vested  in  the  court  of  equity  alone.' 
Hence,  though  the  judge  in  chancery  has  still  the  power  to 
send  the  issues  to  a  jury  in  a  court  of  common  law,  this 
measure  is  rarely  if  ever  adopted,  and  the  whole  proceedings 
are  conducted  as  if  no  other  tribunal  than  his  own  were  in 
existence.* 

§  1066.    No  Equity  Jarisdiotion  where  Adequate  Remedy  Xbdats 

at  Zaw. 

As  the  result  of  these  two  principles,  the  respective  juris- 
dictions of  law  and  equity  over  suits  for  infringement  are  now 
clearly  defined,  and  capable  of  accurate  statement.  Where 
the  remedy  at  law  is  adequate,  equity  has  no  jurisdiction.^ 

*  For  examples  of  this  complete  as-  diet  of  a  juiy^  see  Wise  v.  Grand 
samption  of  equity  jurisdiction  without  Avenue  R.  R.  Co.  (1888),  38  Fed.  Rep. 
reference  to  proceedings  at  law,  see  cases  277  ;  Mcfiiillin  v.  Barclay  (1872),  4 
cited  in  notes  to  §  932,  arUe.  Brews.    (Pa. )    275  ;    6    fisher,    189 ; 

*  That  chancery  may  still  send  an  Doughty  v.  West  (1865),  2  Fisher, 
issue  to  be  tried  at  law,  see  Watt  v,  553 ;  Goodyear  v.  Providence  Rubber 
Starke  (1879),  101  U.  S.  247 ;  17  0.  G.  Co.  (1864),  2  FUher,  499  ;  2  Clifford, 
1092.  851 ;  Potter  v.  Fuller  (1862),  2  Fisher, 

That  equity  has  complete  jurisdiction  251 ;  Sanders  v.  Logan  (1861),  2  Fisher, 

in  patent  causes  and  without  the  aid  of  167  ;  Sickles  v.  Gloucester  Mfg.  Co. 

courts  of  law  may  determine  rights  and  (1856),  1  Fisher,  222  ;  3  WalL  Jr.  196 ; 

give  a  complete  remedy,  see  Wise  v.  Motte   v,    Bennett   (1849),   2   Fisher, 

Grand  Avenue  R.  R.  Co.  (1888),   38  642. 

Fed.  Bep.  277  ;  Avery  v.  Wilson  (1884),        §  1086.  ^  That   the   distinetion  be- 

20  Fed.  Rep.  856 ;  Sickles  v.  Glouces-  tween  law  and  equity  is  the  same  in 

ter  Mfg.  Co.  (1856),  1  Fisher,  222 ;  3  patent  cases  as  in  others,  and  if  the 

WalL  Jr.  196.  remedy  at  law  is  adequate  equity  hat 

That  Sec.  61,  act  of  1870,  provides  no  jurisdiction,   see  Brooks  v.    Miller 

a  mode  of  trying  all  issues  of  fact  and  (1886),  28  Fed.  Bep.  615  ;  Crandall  v. 

law  without  framing  special  issues  and  Piano  Mfg.  Co.  (1885X  32  O.  G.  1122 ; 

sending  them  to  a  Jury,  see  Boot  v,  24  Fed.  Rep.  738 ;  Boot  v.  Lake  Sbors 

Lake  Shore  and  Michigan  Southern  R.  k  Mich.  Southern  R  R.  Co.  (1882), 

B.  Ck).  (1882),  105  U.  S.  189  ;  21  O.  G.  105  U.  S.  189  ;  21  0.  G.  1112  ;  Spring 

1112.  ,  V.  Domestic  Sewing  Mach.  Co.  (1882), 

That  the  equity  jurisdiction  of  the  13  Fed.  Rep.   446 ;    22  O.   G.   1445 ; 

Federal  courts  is  not  merely  ancillary  Hayward  v.  Andrews  (1882),  12  Fed. 

to  law,  and  does  not  require  that  the  Rep.  786 ;  Merriam  v.  Smith   (1882), 

patent  be  first  established  by  the  ver-  11  Fed.  Bep.  588 ;  Sayles  o.  Bichinond« 
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Where  equitable  interference  is  necessary  for  the  complete 
protection  of  the  plaintiff^  equity  has  jurisdiction  not  only  for 
that  purpose  but  for  all  purposes,  and  can  fully  hear  and 
finally  determine  all  the  issues  in  the  cause.^  No  precise  and 
universal  test  can  be  established  for  ascertaining  the  ne- 
cessity of  equitable  interference.  It  depends  upon  the  cir- 
cumstances of  the  individual  case,  and  relief  will  never  be 
withheld  where  justice  to  the  parties  apparently  requires  its 
application.  There  are,  however,  certain  classes  of  cases, 
which  evidently  fall  upon  one  side  or  the  other  of  the  line 
dividing  equity  from  law,  and  concerning  which,  thei*efore, 
the  rule  of  jurisdiction  may  be  more  fully  and  explicitly 
declared. 

§  1067.  Adequate  Remedy  Bsdsts  at  Ziaw  in  what  Casaa. 

An  adequate  remedy  at  law  exists  in  favor  of  the  owner  of 
a  patent  against  an  infringer  wherever  the  sole  relief  required 

Fredericksbarg,  &  Potomac  R  R.  Co.  wheneyer  the  rights  of  the  parties  re- 

(1879),  16  O.  G.  43  ;  8  Hughes,  172 ;  quire  it,  see  Brick  v,  Staten  Island  R.  R. 

4  Bann.  &  A.  289;  Jenkins  o.  Green-  Co.  (1885),  25  Fed.  Rep.  558;  Boot  v. 

wald  (1857),  2  Fisher,  87  ;  1  Bond,  126 ;  Lake  Shore  &  Mich.  Soathem  R  R 

Motte  V.  Bennett  (1849),  2  Fisher,  642.  Go.  (1882),  105  U.  S.  189  ;  21  O.  G. 

That  the  test  of  eqnity  jurisdiction  1112. 
is  adequate  remedy  at  kw  under  the         That  if  equity  obtains  jurisdiction 

Judiciary  Act  of  1789  and  subsequent  for  any  purpose  it  will  afford  complete 

Federal  legislation,  see  HcCk>nihay  v,  relief  as  to  all  matters  involved  in  the 

Wright  (1887),  121  U.  S.  201.  suit,  see  Burdell  v.  Comstock  (1888)«  15 

That  jurisdiction  in  equity  attaches  Fed.   Rep.  895 ;  Magic  Ruffle  Co.  v. 

unless  the  legal  remedy,  both  in  respect  Elm  City  Co.  (1877),  11  O.  G.  501 ;  14 

to  the  final  relief  and  the  mode  of  ob-  Blatch.  109  ;  2  Bann  &  A.  506. 
taining  it,  is  as  efficient  as  the  remedy        That  if  the  evidence  shows  that  no 

which  equity  would  confer  under  the  equitable  relief  is  or  was  required  the 

same  circumstances,    see    Eilboum  v.  bill  will  be  dismissed  in  toio,  and  no  re- 

Sunderland  (1889),  180  TJ.  6.  505.  lief  given,  see  Hark  v.  Wooeter  (1886), 

That  the  remedy  in  account  is  gene-  119  U.  S.  822  ;  87  0.  G.  1477. 
tally  more  complete  and  adequate  in         That  equity  wHl  retain  jurisdiction 

equity  than  at  law,   see  Kilboum  v,  after  the  death  of  an  infringer,  though 

Sunderland  (1889),  180  U.  8.  506.  no  ii^unction  will  issue,  but  only  an 

That  where  the  plaintifTs  remedy  at  accounting  can  be  ordered,  see  Kirk  v. 

law  is  adequate  the  bill  will  be  dis-  Du  Bois  (1886),  87  0.  G.  102 ;  28  Fed. 

missed  on  demurrer,  see    Crandall  v.  Rep.  460.     Contra,  Judson  v.  Draper 

Piano  Mfg.  Co.  (1885),  82  0.  G.  1122 ;  (1878),  8  0.  G.  854 ;  6  Fisher,  827  ; 

84  Fed.  Bep.  788.  Hohnes,  208. 

*  That  equity  will  take  jurisdiction 
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is  compensation  for  a  past  injury,  provided  this  relief  can  be 
afforded  without  equitable  aid.  Thus  where  the  plaintiff  has 
chosen  to  seek  his  recompense  for  the  enjoyment  of  the  patented 
invention  through  an  established  license  fee,  and  the  infringing 
acts  of  the  defendant  raise  an  implied  acceptance  of  the  offer 
of  the  plaintiff,  the  sum  which  the  plaintiff  is  entitled  to  re- 
cover is  fixed  and  certain,  the  remedy  at  law  is  adequate,  and 
equity  can  have  no  jurisdiction.^  Where  the  infringement 
has  already  ceased,  and  the  defendant,  having  made  no  gains 
or  savings  by  his  wrongful  acts,  can  be  held  liable  only  for 
the  damages  sustained  by  the  plaintiff,  the  legal  remedy  is 
also  sufficient,  and  equity  cannot  interfere.^    Where  profits 

§  1087.  ^  In    Livingston   «.    Jones  port»  the  remedy  at  law  being  adequate, 

(1861),  2  Fisher,  207,  Orier,  J.:  (210)  see  Densmore  v.  Tanite  Co.  (1887),  32 

"  But  it  is  plain  that  a  patentee,  whose  Fed.  Rep.  544. 

invention  is  only  valuable  because  used  That  an  action  for  damages  or  profits 

by  all  who  pay  a  license  fee,  and  who  on  a  license  cannot  be  maintained  in 

suffers  no  other  wrong  than  the  detention  equity  unless  there  is  some  other  ground 

of  such  fee,  has  fixed  his  own  measure  of  for  equitable  relief,   see   Consolidated 

compensation,  and  needs  none  of  the  Middlings  Purifier  Co.  v.  Wolf  (1886), 

remedies  which  it  is  the  duty  of  the  28  Fed.  Rep.  814 ;  87  O.  G.  567. 

chancellor  to  give  for  his  protection.  That  equity  has  jurisdiction  to  com- 

An  injunction  would  do  him  no  good ;  pel  a  discovery  of  the  number  of  articles 

an  account  is  not  wanted ;  and  the  only  made  under  a  license,  where  the  licensee 

remedy  to  which  he  is  entitled  being  a  refuses  to  make  his  periodical  reports  as 

judgment  for  a  given  sum  of  money,  agreed,  see  Pope  Mfg.  Co.  v,  Owsley 

with  interest,   a  court  of  law  is  his  (1886),  27  Fed«  Bep.  100;  87  0.  G. 

proper  resort,  where  also  he  may  recover  781. 

a  penalty  to  the  extent  of  treble  dam-  That  where  the  patentee  grants  li- 

ages,  if  the  judge  sees  fit  to  inflict  it."  censes  to  certain  persons  only,  he  may 

8  Wall.  Jr.  830  (843).    See  also  Brews-  sue  an  infringer  at  law  for  the  license 

ter  V.  TuthiU  Spring  Co.  (1888),   84  fee  or  damages,  or  in  equity  for  an  in- 

Fed.  Rep.  769  ;  Smith  v.  Sands  (1885),  junction  with  profits  and  damages,  see 

24  Fed.  Rep.    470 ;    82  0.  G.    1467  ;  Bragg  v.   City  of  Stockton  (1886),  27 

Vaughn  v.  Central  Pacific  R.  B.  Co.  Fed.  Bep.  509 ;  11  Sawyer,  597. 

(1877),  4  Sawyer,  280  ;  8  Bann.  &  A.  ^  That  where  the  plaintiff  has  a  mere 

27  ;  Sanders  v,  Logan  (1861),  2  Fisher,  right  to  damages  for  past  infringements 

167.  equity  has  no  jurisdiction,  see  Ulmaa 

That  the  licensor  cannot  sue  in  equity  v,  Chickering  (1887),  83  Fed.  Bep.  582 ; 

to  recover   royalties,   see   (Trandall  v,  Burdell  v.  Comstock  (1883),  15  Fed. 

Piano  Mfg.  Co.  (1885),  24  Fed.  Bep.  Rep.  895  ;  Root  v.  Lake  Shore  &  Mich. 

788 ;  82  0.  G.  1128.  Southern  R.  R.  Co.  (1882),  105  U.  S. 

That  a  court  of  equity  will  not  annul  189  ;  21  0.  G.  1112;  Spring  v.  Domes* 

a  license  on  the  ground  that  the  licensee  tic  Sewing  Mach.  (3o.  (1882),  22  0.  G. 

does  not  pay  the  royalties,  or  make  re-  1445  ;   18  Fed.  Bep.  446 ;  Jenkins  «. 

§1087 
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have  been  made  by  the  defendant  by  an  infringement  now 
incapable  of  repetition,  and  the  amount  of  these  profits  can 
be  ascertained  and  collected  through  the  ordinary  action  at 
law,  this  legal  remedy  is  ample,  and  no  recourse  to  equity  is 
necessary.'  When  the  patent  has  expired,  and  the  entire 
claim  of  the  plaintiff  against  the  defendant  rests  upon  in- 
fringing acts  performed  during  the  term,  an  action  on  the 
case  for  the  recovery  of  damages  often  affords  complete  redress 
without  the  aid  of  equity.*  Where  the  infringement  is  a  breach 
of  contract,  by  whose  provisions  the  compensation  of  the 
plaintiff  for  the  injury  is  determined,  the  sum  due  to  the  in* 
jured  patty  is  recoverable  at  law,  and  equitable  interference 
cannot  be  invoked.*^  Of  course,  in  many  of  these  cases  cir- 
cumstances may  arise,  collateral  to  the  main  facts  in  the  con- 
troversy, which  require  the  interposition  of  a  court  of  equity, 
but  where  these  are  absent,  and  the  plaintiff's  right  to  com* 
pensation  and  its  amount  can  both  be  made  manifest  by  thp 
proceedings  incident  to  a  jury  trial  in  a  court  of  law,  the  rem- 
edy at  law  is  adequate,  and  no  occasion  for  the  assistance  of 
a  court  of  equity  exists.^ 

Greenwald  (1857),    2    Fisher,   87 ;    1  Rep.  185  ;  Adams  v.  Bridgewater  Iron 

Bond,  126.  Co.  (1886),  26  Fed.  Hep.  824  ;  84  0.  G. 

*  That   equity  has  no  jurisdiction  1045 ;  Lord  «.  Whitehead  &  Atherton 

over  an  action  to  recover  profits  where  Mach.  Co.  (1885),  24  Fed.  Rep.  801 ; 

the  account  can  he  as  readUy  settled  at  88  0.  G.  499. 

law,  see  Vaughn  v.  East  Tennessee,  Va.,         As  to  whether  an  account  of  profits 

&  6a.  B.  R.  Co.  (1877),  11  O.  Q.  789  ;  can  be  had  at  law  in  infringement  cases; 

1  Flippin,  621 ;  2  Bann.  &  A.  587  ;  and  see  §  1091,  note  6,  post, 

cases  cited  in  note  2,  ante.  ^  See  §  1092  and  notes,  post. 

That  equity  has  jurisdiction  where  ^  That  equity  has   no  jurisdiction 

an  account  can  he  more  readily  settled  over  actions  for  breach  of  contract,  sea 

in  equity  than  at  law,  see  Vaughn  v.  Magic    Bnffle    Co.   v.    Elm    City   Co. 

East  Tennessee,  Va.   &  Qa.  R.  R.  Co.  (1877),  11  0.  G.  501 ;  14  Blatch.  109 ; 

(1877),  11  O.  G.  789 ;  1  Flippin,  621 ;  2  Bann.  &  A.  606. 

2  Bann.  ft  A.  587.  ^  That  where  any  necessity  for  equi* 

That  in  actions  for  an  account  of  table  interference  exists  on  any  substan- 

profits  or  receipts  the  remedy  at  law  is  tial  ground  equity  will  take  jurisdiction, 

less  adequate  than  that  in  equity,  see  see  Root  v.  Lake  Shore  &  Mich.  South- 

Kilboum   v.  Sunderland   (1889),   180  em  R.  R.  Co.  (1882),  105  U.  8.  189 ; 

U.  S.  505.  21  0.  G.  1112 ;  Vaughn  v.  East  Ten- 

That  the  mere  intricacy  of  an  ac-  nessee,  Va.,  &  Ga.  R  R  Co.  (1877),  11 

count  does  not  give  equity  jurisdiction,  0.  G.  789 ;  1  Flippin,  621 ;  2  Bann.  & 

see  Creamer  v.  Bowers  (1887),  80  Fed.  A.  537. 

§1087 
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§  1088.  No  Adequate  Remedy  at  Law  agaiiuit  Future  Infringe- 
ments. 
An  adequate  remedy  at  law  does  not  exist  in  any  case  where 
future  infringements  are  to  be  prevented,  or  where  full  com- 
pensation for  past  infringements  is  unobtainable  in  courts  of 
law.  Future  infringements  can  be  prevented  only' by  an  in- 
junction issuing  out  of  chancery,  and  to  this  relief  the  plaintiff 
is  entitled  whenever  he  has  reason  to  apprehend  a  violation  of 
his  rights  by  the  defendant.^  In  two  cases  an  injunction  is 
unnecessary ;.  one  where  the  plaintiff  has  an  established  license 
fee,  which  can  be  collected  from  the  defendjGuit  in  a  suit  at  law 
if  he  should  make  the  threatened  use  of  the  invention ;  the 
other  where  the  infringement  has  been  finally  abandoned  by 
the  defendant,  or  has  become  impossible  through  the  expira- 
tion of  the  patent.^    But  in  every  case  where  the  patent  is 

§  1088.    ^   In    Motte    v.    Bennett  That  an  existing  infringement  calla 

(1849),  2  Fisher,  642,  Wayne,  J. :  (645)  for  equitable  interference  by  injunction, 

**  The  principle  upon  which  courts  of  and  upon  suit  therefor  damages  will  also 

equity  have  jurisdiction  in  patent  cases,  be  awarded,  see  Brooks  v.  Miller  (1886), 

and  upon  which  injunctions  are  granted  28  Fed.  fiep.  615. 

in  them,  is  not  that  there  is  no  legal  That  equity  has  jurisdiction  when- 

remedy,  but  that  the  law  does  not  give  «ver  during  the  life  of  a  patent  damages 

a  complete  remedy  to  those  whose  prop*  and  an  injunction  are  asked  for,  see 

erty  is  invaded ;   for  if  each  infringe-  McMillin  v.  St.  Louis  &  Miss.  Valley 

ment  of  the  patent  were  to  be  made  a  Transportation  Co.  (1888),  18  Fed.  Bep. 

distinct  cause  of  action,  the  remedy  260 ;  5  McOraiy,  561. 

would  be  worse  than  the  eviL    The  in-  That  no  injunction  will  issuer  under 

ventor  or  author  might  be  ruined  by  the  the  Patent  Law,  against  one  who  in- 

necessity  of  perpetual  litigation,  with-  fringes  pending  the  application  for  a 

out  ever  being  able  to  have  a  final  es-  patent,  see  Rein  v.  Clayton  (1889),  87 

tablishment  of  his  rights.     Hogg  v.  Fed.  Bep.  354. 

Kirby,  8  Ves.  223 ;  Harmer  v,  Playne,  That  a  court  of  equity  will  take 

14    Yes.    132 ;    Lawrence    v.    Smith,  jurisdiction  and  eigoin  the  defendaot 

Jacob's  R.  472.    In  addition  to  this  whenever  the  plaintiff's  right  requires 

consideration,  the  plaintiff  could  have  it,  see  Brick  v,  Staten  Island  R.  K.  Co^ 

no  preventive  at  law  to  restrain  the  (1885),  25  Fed.  Rep.  553. 

future  use  of  his  invention  or  the  pub-  >  That  where  plaintiff  has  an  estab- 

llcation  of  his  work,  injuriously  to  his  lished  license  fee  for  all  who  clioose  to 

title  and  interest.'*  practise  the  invention  no  ugunction  is 

That  where  an  infringement  is  ex-  usually  needed,  see  8}  1171,  1198^  and 

pected,  but  has  not  yet  occurred,  equity  notes,  post, 

will  enjoin,  though  both  parties  Uve  in  That   where   the   defendant  is  no 

the  same  State,  see  Sherman  v»  Nutt  longer  able  to  infringe  no  iigunction  is 

(1888),  35  Fed.  Rep.  149.  requirod,  see  §§  1178,  1191,  1198»  and 
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still  in  force,  and  the  defendant  is  able  and  is  apparently  dis- 
posed to  commit  acts  of  infringement,  if  no  established  license 
fee  exists,  or  if  on  account  of  the  insolvencj  of  the  defendant 
or  from  any  other  cause  this  customary  fee  could  not  be  col- 
lected, equity  will  restrain  him  from  the  use  of  the  invention, 
and  having  thus  acquired  jurisdiction  over  the  parties,  and  the 
subject-matter  of  the  controversy,  will  afford  such  further 
relief  as  the  plaintiff  may  require.^ 

§  1069.   No  Adequate  Remedy  at  Law  where  the  Injured  Party 
is  not  the  Ziegal  Owner  of  the  Patent. 

A  court  of  law  can  give  complete  redress  for  past  infringe- 
ments only  where  the  injured  party  is  the  legal  owner  of  the 
patent,  and  where  the  compensation  to  which  he  is  entitled 
can  be  measured  by  the  actual  damage  that  he  has  sustained.^ 
A  plaintiff,  who  is  equitably  interested  in  the  patent  but  is  not 
its  legal  owner,  however  he  may  suffer  from  an  infringement, 
cannot  maintain  a  suit  for  damages,  but  must  resort  ta  equity 
for  the  protection  and  enforcement  of  his  rights.^  Thus 
where  he  has  contracted  for  the  patent  but  has  not  yet  received 
the  instrument  of  conveyance,  or  where  he  has  acquired  rights 
in  the  patent  by  estoppel  which  he  can  vindicate  against  the 
legal  owner,  or  where  he  is  an  heir  or  devisee  for  whom  the 
personal  representative  of  his  deceased  ancestor  or  testator 
holds  the  patent  in  trust,  or  where  he  is  a  licensee  whose 
exclusive  privileges  the  licensor  himself  invades,  or  in  any 
other  case  where  it  is  evidently  impossible  for  him  to  secure 
complete  relief  without  the  assertion  of  his  equitable  interest 

notes,  postf    and    Potter   o.    Orowell    Lake  Shore  k  Mich.  Southern  R.  B. 
(1866),  1  Abbott,  89 ;  8  Fisher,  112.         Co.  (1882),  105  U.  S.  189  ;  21  0.  G. 

*  That  wherevexi.  the  defendant  may    1112. 

still  infringe,  equity  wiU  interfere,  see        That  whenever  the  equitable  owner 

Potter  V.  Crowell  (1866),  1  Abbott,  89  ;  can  sue  at  law,  and  obtain  an  adequate 

8  Fisher,  112.  remedy,  in  the  name  of  the  legal  owner, 

§  1089.  ^  That  only  the  holder  of  equity  has  no  jurisdiction,  see  Hayward 

the  legal  title  to  the  patent  can  sue  at  v.  Andrews  (1883),  106  U.  S.  272  ;  28 

law,  see  §  987  and  notes,  ante.  O.  G.  633. 

*  That  the  owner  of  an  equitable  That  the  possession  of  two  consist- 
title  only  must  resort  to  equity  for  ent  titles  does  not  warrant  a  resort  to 
relief,  see  Sogers  v.  Beissner  (1887),  30  equity,  see  Hayward  v.  Andrews  (1888X 
Fed.  Bep.  525  ;  41  0.  G.  851 ;  Root  v.  106  U.  S.  272 ;  23  O.  G.  538. 

VOL.  III.  —  26 


402         TREATISE  ON  THE  LAW  OF  PATENTS.     [BOOK  IT. 

against  the  infriuger,  equity  may  interfere  in  his  behalf  and 
administer  complete  relief  according  to  the  nature  of  his 
rights  and  the  mode  in  which  they  are  affected  by  the  in- 
fringement.' 

§  1090.   No    Adequate   Remedy  at   Iolw  where  a  Diaoorery  ia 
Neceaaary  or  the  Defence  Reeta  on  Eqnitable  Oronnda. 

In  many  cases  where  the  sole  right  of  the  plaintiff  is  to 
recover  compensation  for  past  infringements,  it  may  be  im- 
possible to  ascertain  its  measure  or  enforce  its  payment  with- 
out recourse  to  those  methods  of  investigation  and  compulsion 
which  are  peculiar  to  a  court  of  equity.  When  data  essential 
to  the  computation  of  the  sum  to  which  the  plaintiff  is  en- 
titled, or  other  facts  niaterial  to  his  case,  are  within  the  per- 
sonal knowledge  of  the  defendant  and  cannot  be  ascertained 
except  through  his  disclosure,  equity  may  assume  jurisdiction 
of  the  controversy  in  order  to  compel  such  a  discovery  as  the 
plaintiff  may  require,  and  then  retain  it  for  all  other  purposes 
until  entire  relief  has  been  afforded.^  In  the  same  manner, 
when  the  defence  of  the  alleged  infringer  rests  on  equitable 
grounds,  and  when  a  suit  at  law  would  be  enjoined  upon  his 
application  if  the  plaintiff  there  pursued  his  remedy,  equity 
will,  in  the  first  instance,  entertain  the  plaintiff's  claim  in 
order  to  prevent  the  circuity  of  action  which  must  otherwise 
ensue.^ 

<  That  one  who  has  contracted  to  Co.  (1856),  1  Fisher,  222 ;  8  Wall.  Jr. 

purchase  the  patent  but  has  not  per-  196;    Nevins   v.    Johnson    (1858),    S 

fected  his  legal  title  can  sue  only  in  Blatch.  80. 

equity,  see  §  988  and  notes,  ante.  That  where  an  iigunction  or  discoTery 

That  a  licensee  can  sue  only  in  equity  is  sought  against  a  licensee,  equity  has 

in  his  own  name,  see  }  988  and  notes,  jurisdiction,  see  Hat  Sweat  Mfg.  Co.  v, 

ante.  Porter  (1888),  4i  0.  G.  1070. 

§  1090.  ^  That  where  a  discovery  is  *  That  where  eqidtable  rights  are 

needed   equity  may  take  jurisdiction,  involved  equity  has  jurisdiction,   see 

see  Root  v.  Lake  Shore  k  Mich.  South-  Root  v.  Lake  Shore  &  Mich.  Southern 

ern  R.  R.  Co.  (1882),  105  U.  S.  189  j  R.  R.  Co.  (1882),  105  U.  S.  189 ;  21 

21  0.  G.   1112;  Vaughn  ».  East  Ten-  0.  G.  1112. 

nessee,  Va.,  &  Ga,  R.  R.  Co.  (1877),  That  equity  will  protect  the  equi- 

11  0.  G.  789  ;  1  Flippin,  621  ;  2  Bann.  table  interest  of  the  defendant  although 

&  A.  587  ;  Perry  v.  Coming  (1870),  7  the  plaintiif  has  the  legal  title,  see  Day 

Blatch.  195  ;  Sickles  v.  Gloucester  Mfg.  i;.  Candee  (1858),  8  Fisher,  9. 


CH.  m.]  OF  WRONGS  AGAINST  PATENTEES.  403 

§  1091.  Whether  Adequate  Remedy  Eziflts  at  Law  when  the 
Defendant's  Oain  from  the  Infringement  Ezceede 
the   PlalntUTs   Loss. 

Whether  the  mere  fact  that  the  defendant  has  derived  pe- 
cuniary benefits  from  his  wrongful  use  of  the  invention  is 
sufficient  to  confer  jurisdiction  on  a  court  of  equity,  in  order 
to  enforce  an  accounting  and  delivery  of  the  profits  to  the 
owner  of  the  patent,  has  been  a  most  important  and  much 
disputed  question.  In  favor  of  this  ground  of  jurisdiction  it 
has  been  often  claimed,  and  sometimes  held,  that  the  defend- 
ant becomes  by  his  infringement  a  constructive  trustee,  or 
tnistee  de  %on  tortj  for  the  plaintiff,  and  as  such  is  accounta- 
ble to  him  in  equity  for  all  the  gains  and  savings  which  have 
resulted  from  his  use  of  the  invention.^    This  proposition  has 

§  1091. 1  In  Atwood  v.  Portland  Co.  Nor.  &  Wor.  B.  Co.,  4  Blatch.  227  ; 
(1880),  10  Fed.  Rep.  288,  Lowell,  J.:  Neilson  v.  Bettfi,  L.  R.  5  H.  of  L.  1 ; 
(283)  "  The  defendants  contend  that  a  Seymour  v.  Marsh,  6  Fish.  115;  af- 
siiit  in  equity  cannot  be  maintained  be-  firmed,  97  U.  S.  848.  In  this  last  case 
cause  no  injunction  can  now  be  issued,  the  point  was  not  taken,  but  the  fact 
and  they  consider  the  account  to  be  a  was  an  obvious  one,  and  the  point  was 
mere  incident  to  the  iivjunction.  In  my  undoubtedly  considered  untenable.  So 
opinion  the  account  is  no  more  incident  where  the  patent  had  expired  before 
to  the  iigunction  than  the  reverse.  In  suit  was  brought,  or  the  defendant  had 
Eureka  Co.  v.  Bailey  Co.,  11  Wall.  488,  died  before  or  during  suit,  and  there 
which  was  an  appeal  from  my  deciBion,  a  were  no  circumstances  which  author- 
bill  was  sustained  for  an  account  of  royal-  ized  an  injunction  against  his  executor, 
ties  due  by  a  contract  concerning  a  pat-  (Howes  v.  Nute,  4  Fish.  268  ;  American 
ent ;  but  the  suit  was  not  a  patent  suit.  Wood  Paper  Co.  v.  Glens  Falls  Paper 
and  an  iigunction  against  the  use  of  the  Co.,  8  Blatch.  513  ;  McComb  v.  Beard, 
plaintiff's  invention  was  asked  and  is-  10  Blatch.  850 ;  Smith  v.  Baker,  5 
sued  as  incident  to  the  accounting,  —  0.  G.  496 ;  Atterbury  v.  Gill,  18  0.  G. 
that  is  to  say,  untU  the  defendants  276.)  In  Draper  v.  Hudson,  1  Holmes, 
should  pay  the  royalties.  A  similar  case  208,  Judge  Shepley  refused  an  account 
is  Magic  Ruffle  Co.  v.  Elm  City  Co.,  11  because  an  iigunction  could  not  be 
O.  G.  501 ;  18  Blatch.  151,  where  the  granted,  but  he  cited  none  of  the  fore* 
bUl  was  sustained  for  an  account  under  going  cases,  and  evidently  overlooked 
a  contract  relating  to  a  patent,  but  with-  the  decision  of  Mr.  Justice  Clifford  and 
out  injunction,  the  patent  having  ez-  myself  in  Howes  v,  Nute,  4  Fish.  268. 
pired.  Bills  have  been  upheld  and  de-  As  an  authority  in  this  court,  therefore, 
crees  rendered  for  an  account,  when  the  his  decision  is  not  binding.  It  was 
patent  had  expired  during  the  progress  made  upon  the  supposed  authority  of 
of  the  cause^  in  Jordan  v,  Dobson,  2  Stevens  v.  Gladding,  17  How.  447, 
Abb.  (U.  S.)  898  ;  Sickles  v,  Gloucester  which,  when  carefully  examined,  is 
Manfg.  Co.,  1  Fish.  222  ;  3  Wall.  Jr.  found  not  to  decide  this  point  An  in- 
196 ;   4  Blatch.  229,  note ;   Imlay  v,  junction  having  been  ordered  in  that 
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been  declared  erroneous  by  the  Supreme  Court  of  the  United 
States,  in  a  decision  which  asserts  that  a  trustee  de  son  tort 

case,  an  account  was  given  as  incident  said  that  the  jurisdiction  is  statutory, 
thereto  ;  but  it  was  not,  and,  under  the  and  not  dependent  upon  the  general 
facts,  could  not  be,  decided  that  an  ac-  rules  which  govern  what  we  may  caU 
count  could  never  be  ordered  excepting  customary  equity,  or  have  simply  said 
as  incident  to  an  injunction.  The  ques-  that  the  plaintiff  might  elect  his  rem- 
tion  has  lately  been  revived,  and  two  edy.  (Kevins  v,  Johnson,  3  Blatch.  80  ; 
judges  have  refused  to  sustain  a  biU  Sickles  v,  Gloucester  Manfg.  Co.,  8 
after  the  expiration  of  the  patent  Wall.  Jr.  196  ;  Imlay  v.  Nor.  &  Wor. 
(Vaughan  v.  Cent.  P.  B.  Co.,  i  Sawyer,  B.  Co.,  4  Blatch.  227  ;  Howes  v.  Nute, 
280 ;  Sayles  v,  Bichmond,  &c.,  B.  Co.,  4  Fish.  263  ;  Hoflfheins  v.  Brandt,  8 
11  Chi.  Leg.  N.  281.)  Two  other  judges,  Fish.  218  ;  Marsh  v,  Seymour,  97  U.  S. 
one  of  whom  has  had  very  great  expe-  848,  849 ;  Perry  v.  Coming,  7  Blatch. 
rience  in  patent  causes,  have  upheld  the  195  ;  Cowing  v.  Bumsey,  8  Blatch. 
equitable  jurisdiction.  (Vaughan  v.  East  86,  88.)  Add  to  these  the  several  de- 
Tenn.,  &c.  B.  Co.,  9  Chi.  Leg.  N.  255;  ciaions  before  cited,  and  the  point 
11  0.  G.  789 ;  Gordon  v.  Anthony,  be-  seems  to  be  established ;  for  those  de- 
fore  Blatchford,  J.,  April,  1879,  an  ex-  dsions  can  hardly  rest  upon  a  nar- 
tract  from  whose  judgment  has  been  rower  foundation.  Mr.  Justice  Grier, 
handed  me.  16  Blatch.  234.)  In  the  one  of  the  first  judges  to  lay  down  this 
absence  of  a  decision  by  the  Supreme  broad  rule,  afterwards  qualified  its  gen- 
Court,  1  follow  what  I  consider  the  pre-  erality  in  certain  dicta,  but  he  was  care- 
ponderance  of  authority  in  the  circuit  ful  not  to  decide  against  the  jurisdic- 
courts.  The  statute  of  February  15,  tion  in  equity.  (See  Livingston  v.  Jones, 
1819  (3  St.  481),  gave  to  the  circuit  8  Wall.  Jr.  330,  844 ;  Sanders  v.  Lo- 
courts  of  the  United  States  'original  gan,  2  Fish.  170  ;  and  see  Judge  Mc- 
cognizance,  as  well  in  equity  as  at  law,  Eennan*8  explanation  of  these  cases  in 
of  all  actions,  suits,  and  controversies '  McMillen  v.  Barclay,  5  Fish.  189,  194.) 
arising  under  the  Patent  Laws.  To  this  A  constitutional  objection  might,  per^ 
broad  grant  is  added  an  express  power  haps,  be  raised  to  the  denial  of  a  jury 
to  grant  injunctions  according  to  the  trial  in  the  case  of  a  biU  for  the  mere 
course  of  courts  of  equity.  This  law  was  recovery  of  a  definite  sum  of  money  if 
re-enacted  in  the  two  general  acts  re-  the  plaintiff  clearly  required  no  equita- 
vising  and  remodelling  the  Patent  Law.  ble  remedy  or  assistance  whatsoever. 
(Statute  July  4,1836,  §  17(5St.l24),  and  That  point  has  not  been  aligned  in  this 
July  8,  1870,  §  55  (16.  St.  206).)  This  or  any  other  case  that  I  know  of,  and 
case  arises  under  the  law  of  1870,  and  I  may  be  left  for  decision  when  it  shall 
have  tlierefore  no  occasion  to  consider  arise.  Such  cases  must  be  rare,  because 
the  effect  of  the  provisions  of  the  Be-  the  accounting  in  equity  is  a  peculiar 
vised  Statutes  upon  this  sulject,  though  remedy,  to  which  an  action  at  law  for 
I  should  be  surprised  to  find  that  they  damages  can  very  rarely  be  adequate, 
had  changed  the  law.  I  do  not  see  how  unless  the  plaintiff  chooses  to  consider 
it  is  possible  to  contend  that  this  com-  it  so.  He  may  call  for  an  account  in 
prehensive  grant  of  power  can  be  con-  equity,  and  if  that  proves  unsatisfigie- 
strued  to  de^iend  upon  the  added  power  tory,  may  add  damages  in  the  same  suit 
to  grant  injunctions.  In  the  following  This  case  might  rest  upon  that  baaifl." 
cases,  very  able  and  learned  judges  have  5  Bann.  &  A.  683  (588). 

§1091 
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can  exist  only  where  the  property  wrongfully  appropriated 
was  already  subject  to  a  trust,  and  that  although  when  an 
account  from  an  infringer  is  required  the  rules  which  govern 
it  resemble  those  applied  to  a  trustee,  the  duty  of  accounting 
rests  on  other  grounds  than  those  of  a  trusteeship  between 
the  infringer  and  the  owner  of  the  patent.^    Another  claim 

s  In  Boot  V.  Lake  Shore  &  Mich,  tee  de  ton  tort.  In  the  present  case,  if  the 
Sonthem  R.  R.  Ck>.  (1882),  105  U.  S.  aasignment  of  the  patent  from  Tanner 
189  ;  21  0.  G.  1112  ;  Matthews,  J.,  to  Saylcs  had  been  in  tmst  for  the  ben- 
at  great  length  argnes  and  clearly  dem-  efit  of  beneficiaries  recognized  in  law  as 
onstrates  that  equity  has  no  juriadic-  such,  and  Sayles  were  here  suing  for  the 
tion  where  the  remedy  at  law  is  ade-  trust  funds  for  the  btoefit  of  such  bene- 
quate,  and  that  though  an  infringer  is  ficiaries,  the  defendant  might,  I  sup- 
treated  in  equity  in  some  respects  like  a  pose,  upon  the  teaching  of  the  authori* 
trustee,  he  is  not  really  a  trustee  de  ton  ties  on  the  subject,  be  treated  as  a 
tort  since  the  latter  becomes  such  only  trustee  de  9on  tort,  and  be  sued  in 
by  meddling  with  property  already  held  equity.  Bat  I  think  that  it  may  safely 
in  trust.  No  extract  from  this  opinion  be  held  that  in  any  case  of  constructive 
could  do  justice  to  the  subject  or  supply  trusteeship  the  character  of  trustee  de 
the  place  of  the  discussions  and  ezpla*  son  tort  does  not  attach  in  such  manner 
nations  therein  contained.  as  to  give  equitable  jurisdiction  oyer 

In  Sayles  v,  Richmond,  Fredericks-  him,  unless  the  property  with  which  he 

buig,  &  Potomac  R.  R.  Co.  (1879),  8  interfered  was  already  trust  property 

Hoghes,  172,  Hughes,  J.:  (178)    "The  when  the  interference  occurred."     16 

question  of  jurisdiction  did  not  arise  in  O.  6.  48  (44);  4  Bann.  &  A.  289  (245). 

any  one  of  these  cases.     Much  less  did  In  Draper  v,  Hudson  (1878),  8  0.  G. 

the  court  in  a  single  instance  intimate,  854,  Shepley,  J.:  (855)  "The  record  in 

in  the  remotest  manner,  that  notwith-  this  case  shows  the  death  of  the  defend- 

fltanding  the  existence  of  an  adequate  ant.     No  injunction  can  issue  against 

common-law  remedy  equity  could  take  the  defendant,  and,  as  there  is  no  proof 

jurisdiction  of  a  bill  for  profits  arising  of  infringement  by  the  executor,  none 

from  the  use  of  a  patent,  solely  on  the  can  issue  against  him.     No  discovery  is 

ground  of  constructive  trusteeship.     I  prayed  for  against    the  executor  and 

have  looked  through  the  reports  in  vain  there  is  no  presumption  of  any  knowl- 

for  any  direct  authority  for  such  a  juris-  edge  by  him  of   his    testator's    acts, 

diction.     There  is  such  a  thing  known  When  the  title  to  the  principal  relief 

in  equity  jurisprudence  as  a  trustee  de  which  is  the  proper  subject  of  a  suit  in 

wn  tort,  but  in  every  mention  of  such  a  equity  — the  injunction  and  discovery — 

tnistee  in  the  books,  the  property  in  fails,  the  incident  right  to  an  account 

respect  to  which  a  person  has  been  re-  fails,  also.     (Price's  Pat.  Candle  Co.  v, 

garded  as  a  trustee  de  mm  tort  has  pos-  Beawans  0.  Co.,  4  K.  &  J.  727  ;  Bailey 

sessed,  before  the  interference  with  it,  v,  Taylor,  1  R.  &  M.  78;  Smith  v.  Lon- 

the  character  of  fiduciary  property.     I  don  &  S.  W.  R.  R.  Co. ,  Kay,  415  ;  Kerr 

tiiink  it  clear  law  that  it  is  only  in  re-  on  Injunctions,  485. )     Although  the 

spect  to  property  already  subject  to  a  jurisdiction  of   the  Circuit    court    in 

trust  and  stamped  with  the  fiduciary  equity,   in    patent  causes,   rests  upon 

character  that  a  person  can  becomeatnis-  statute  provisions,  it  is  to  be  exercised 
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in  support  of  such  jurisdiction  grows  out  of  the  alleged  right 
of  the  plaintiff  to  recover  in  all  cases  the  gains  and  savings 
of  the  defendant  whenever  these  exceed  the  actual  damages 
which  he  has  sustained.     Before  the  act  of  1870,  the  plain- 
tiff could  at  law  recover  only  damages  measured  by  his  own 
loss,  however  great   the  profits  of  the  defendant  may  have 
been,  while  in  equity  he  could  secure  the  entire  profits  of 
the  defendant  without  reference  to  tlie  extent  of  his  own  loss. 
Hence  it  was  argued  that  as  the  law  could  not  have  intended 
to  discriminate  between  owners  of  patents  in  reference  to  the 
amount  of  compensation  for  infringement,  on  the  mere  basis 
of  their  right  to  other  equitable  relief  and  irrespective  of  the 
injury  they  had  actually  received,  it  must  be  held  that  when- 
ever the  defendant's  profits  exceed  the  plaintiff's  loss  no  ade- 
quate remedy  exists  at  law  and  an  accounting  may  be  had  in 
equity.*    Whatever  force  resides  in  this  argument  was  much 
increased  by  the  act  of  1870,  which  gave  additional  advan- 
tage to  the  plaintiff  in  equity  by  enabling  him  to  recover  not 
only  the  gains  and  savings  made  by  the  defendant,  but  dam- 
ages also  where  his  loss  exceeded  the  defendant's  profit.     The 
principle  from  which  this  argument  is  deduced  rests  on  sound 
reason  and  true  public  policy.    The  amount  of  compensation 
justly  due  to  the  owner  of  a  patent  for  a  past  infringement  can- 
not depend  in  any  degree  upon  his  present  right  to  an  injunc- 
tion, a  discovery,  or  other  equitable  remedies  ;  and  to  limit  his 
recovery  to  simple  damages  in  one  case  and  allow  him  damages 
and  profits  in  another,  where  the  circumstances  and  extent  of 
the  injury  have  been  the  same,  is  an  unreasonable  and  un- 
founded distinction  against  plaintiffs  who  have  not  discovered, 
or  have  been  unable  to  begin  an  action  for,  the  infringement 

according  to  the  course  and  principles  of  eqaity  applies  that  the  incidental  re- 

of  courts  of  equity ;  and  the  Supreme  lief  fails  also."    Holmes,  208  (209);  5 

Court  of  the  United  SUtes  having  de-  Fisher,  827  (828). 
cided  in  Stevens  v.  Gladding,  17  How-         See  also  Brooks  v.  Miller  (1886),  28 

ard,  465,  that  '  the  right  to  an  account  Fed.  Bep.  615  ;  Jenkins  v.  Greenwald 

of  profits  is  incident  to  the  right  to  an  (1857),  2  Fisher,  87  ;  1  Bond,  126. 
Injunction  in  copy  and   patent  right         *  That  where  the  defendant's  profits 

cases,'  it  would  seem  to  follow  that  in  exceed  the  plaintifi's  damages  there  is 

a  case  like  the  present^  where  the  title  no  adequate  remedy  at  law,  see  Perry  v. 

to  equitahle  relief  Ddls,  the  general  rule  Coming  (1868),  6  Bktch.  134. 
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until  an  injunction  or  other  equitable  relief  is  no  longer  ne- 
cessary. But  whether  in  all  cases,  where  the  plaintiff  seeks 
for  compensation  on  the  ground  of  gains  and  savings  made 
by  the  defendant,  he  should  be  permitted  to  proceed  in  equity 
for  an  accounting,  presents  a  different  question.  It  has,  in- 
deed, been  held  that  whenever  the  defendant's  gains  exceed 
the  plaintiff's  loss  equity  has  jurisdiction  to  order  an  account 
and  enforce  payment  of  the  excess,  and  some  courts  have  de- 
cided that  the  existence  of  gains  and  savings  is  alone  suffi- 
cient to  authorize  a  court  of  equity  to  entertain  an  action 
for  account  without  regard  to  any  other  element  of  contro- 
versy.* To  this  question,  however,  the  Supreme  Court  lias 
likewise  given  a  negative  answer,  declaring  that  an  account, 
in  cases  of  infringement,  is  never  ipBo  facto  an  equitable  reme- 
dy, but  is  always  incidental  to  an  injunction  or  some  other 
form  of  equitable  relief,  and  hence  that  chancery  acquires 
no  jurisdiction  from  the  fact  that  profits  have  been  made  by 
the  defendant,  whether  these  were  less  or  greater  than  the 
damages  sustained.^  At  the  same  time  it  suggested  that 
where  the  nature  of  the  account  renders  equitable  interpo- 
sition necessary  chancery  jurisdiction  might  exist,  as  if  an 
account  for  gains  and  savings  might  in  some  cases  be  ob- 
tained at  law.  The  true  solution  of  the  difficulty  may  per- 
haps be  found  by  holding  the  defendant  responsible  for  his 

4  See  note  1,  ante.  complainant    is    equitable    merely,   or 

*  In  Root  v.  Lake  Shore  &  Michigan  equitable  interposition  is  necessary  on 

Soathem  R  B.  Co.  (1882),  105  U.  S.  account  of  the  impediments  which  pre- 

189,  Matthews,  J. :  (215)  "  Our  conclu-  rent  a  resort  to  remedies  purely  legal  ; 

sion  is  that  a  bill  in  equity  for  a  naked  and  such  an  equity  may  arise  out  of  and 

account  of  profits  and  damages  against  inhere  in  the  nature  of  the  account 

an  infringer  of  a  patent  cannot  be  sus-  itself,  springing  from  special  and  pecu- 

tained  ;  that  such  relief  ordinarily  is  in-  liar  circumstances    which  disable  the 

cidental  to  some  other  equity,  the  right  patentee  from  a  recoyery  at  law  alto- 

to  enforce  which  secures  to  the  patentee  getber,  or  render  his  remedy  in  a  legal 

his  standing  in  court ;  that  the  most  tribunal  difficult,  inadequate,   and  in* 

general  ground  for  equitable  interposi-  complete  ;  and  as  such  cases  cannot  be 

tion  is  to  insure  to  the  patentee  the  defined  more  exactly   each  must  rest 

eigoyment  of  his  specific  right  by  in-  upon  its  own  particular  circumstances 

junction  against  a  continuance  of  the  as  furnishing  a  clear  and  satisfactory 

infringement ;  but  that  grounds  of  equi-  ground  of  exception  from  the  general 

table  relief  may  arise  other  than  by  way  rule."    21  O.  G.  1112  C1120). 
of  injunction,  as  where  the  title  of  the 

§  loei 
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profits  in  all  cases  where  they  exceed  the  damages  sustained 
by  the  plaintiff,  and  by  requiring  the  plaintiff  to  bring  his 
action  of  account  in  a  coui*t  of  law  whenever  the  number  of 
the  parties  and  the  nature  of  the  transactions  will  permit, 
and  by  allowing  him  to  resort  to  equity,  when  the  law  cannot 
adjust  the  conflicting  claims,  under  the  general  jurisdiction 
which  chancery  possesses  over  partners,  bailiffs,  and  all 
others  who  are  similarly  related  to  each  other.^ 

*  In  reference  to  this  proposition  the  but,  as  a  fact,  it  is  certainly  true  that 
question  first  arises  whether  in  pursuing  the  wrong  committed  against  a  patentee 
a  legal  remedy  for  an  infringement  the  is  often  greater  than  the  loss  he  haa 
plaintifif  is  by  law  confined  to  an  action  sustained  by  the  unlawful  use  of  his 
on  the  case  for  damages.  That  such  improvement.  This  fact  is  recognized 
has  been  the  general  opinion  must  be  by  the  constant  practice  of  equity,  con- 
conceded.  The  acts  of  1790, 1793,  and  firmed  and  extended  by  statute,  of  giv- 
1800  imposed  specific  penalties  on  an  ing  to  the  plaintiff  the  entire  benefit 
infringer,  and  treated  the  right  of  action  which  the  defendant  has  derived  from 
for  these  penalties  as  resting  on  the  stat-  the  infringement.  No  servile  adherence 
ute,  and  indicated  trespass  on  the  case  to  equitable  methods  of  procedure  could 
as  the  form  in  which  the  right  thereto  preserve  this  rule,  were  it  not  founded 
might  be  enforced.  The  acts  of  1836  in  justice  and  in  the  universal  convic- 
and  1870  and  the  Revised  Statutes  pre-  tion  that  the  plaintiff  is  entitled  not 
scribe  that  the  plaintiff  may  recover  ao-  only  to  the  profits  of  which  the  defend- 
tnal  damages  in  an  action  on  the  case,  ant  has  deprived  him,  but  to  all  the  ad- 
Eud  are  silent  as  to  any  other  method  of  vantage  which  has  flowed  from  his  ia- 
redress.  That  in  several  cases  wrongs,  vention.  Now  if  the  right  to  the 
which  in  their  nature  are  true  infringe-  defendant's  profits  is  a  right  inhering 
ments,  are  remedied  in  different  modes  in  the  plaintiff  by  reason  of  the  infringe- 
even  in  courts  of  law  is  evident,  as,  for  ment,  as  distinguished  from  a  mere  in- 
example,  when  an  infringer  may  be  cident  of  equity  procedure,  why  should 
treated  as  a  licensee  and  sued  for  roy-  not  the  plaintiff  be  allowed  to  treat 
alties,  or  a  licensee  who  has  violated  the  defendant  as  his  agent  or  trustee,  in. 
his  contract  and  lost  his  right  to  its  law  as  well  as  equity,  and  where  the 
protection  may  stiU  be  held  for  damages  nature  of  the  transaction  permits  find 
for  breach  of  his  agreement.  If  the  his  remedy  by  waiving  the  tort  and  suing 
wrong  done  to  the  plaintiff  by  the  un-  in  assumpsit  or  by  the  special  action  of 
authorized  use  of  his  invention  be  re-  account  ?  See  Steam  Stone  Cutter  Co. 
garded  as  a  wrong  simply,  and  not  a  v.  Sheldons  (1883),  2i  0.  Q.  703 ;  21 
mere  occasion  for  inflicting  a  statutory  Blatch.  260;  15  Fed.  Rep.  608. 
penalty,  there  would  seem  no  reason  A  third  question  has  reference  to  the 
why  a  patentee  should  not  seek  any  re-  power  of  the  court  to  remove  this  dis- 
dress  known  to  the  law  in  any  form  crepancy,  at  least  in  part,  under  its  au- 
which  might  be  appropriate  therefor.  thority  to  treble  damages.   In  an  action 

A  second  question  relates  to  the  na-  at  law  has  the  judge  the  right  to  take 

ture  of  the  wrong  suffered  by  a  fiatentee  notice  of  the  excess  of  the  defendant's 

from  an  infringement     Actual  damages  profits  over    the    plaintiffs  loss  as  a 

are  indeed  measured  by  actual  loss;  ground forincreasingtheamountawarded 
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§  1092.  Wbather  Adequate  Remedy  Bziste  at  Law  when  the 
Patent  has  Expired  before  Bolt  is  Commenced. 

Upon  the  solution  of  this  question  depends  in  part  that  of 
another :  Whether  a  court  of  equity  can  entertain  an  action 
for  infringement  which  has  been  instituted  since  the  expiration 
of  the  patent  ?  An  infringing  act  can  be  committed  after  the 
patent  has  expired  only  by  the  use  or  sale  of  patented  articles 
which  were  made  for  that  purpose  during  the  life  of  the 
patent,  and  therefore  an  injunction  can  be  necessary  in  these 
instances  alone.  In  such  cases  equity  has  jurisdiction  at 
whatever  period  the  action  may  be  brought,  and  may  restrain 
the  defendant  in  the  same  manner  as  in  suits  begun  while  the 
patent  was  still  in  force.^   When  the  plaintiff  has  an  equitable 

by  the  jury  f  If  so,  relief  exists  in  cases  does  not  ^ve  jurisdiction  in  equity,  see 

where  actual  damages  are  rendered,  and  Adams  o.  Bridgewater  Iron  Co.  (1886), 

the  defendant's  profits   are  not  more  26  Fed.  Rep.  824;  84  0.  G.  1045;  Lord 

than  twice  the  plaintiff's  loss.     Bat  in  v.  Whitehead  &  Atherton  Mach.  Co. 

other  cases  of  actual  damages,  and  in  a]l  (1885),  24  Fed.  Rep.  801  ;  38  0.  G.  499. 

cases  of  nominal  damages,  this  resort  §  1092.  ^  That  the  use,   after  the 

would  fail,  and  the  plaintiff  thus  suffer  patent  has  expired,  of  articles  made  for 

in  the  amount  of  his  recovery,  solely  that  purpose  without  authority  during 

because  no  ground  for  equitable  inter-  the  life  of  the  patent,  is  an  infringe- 

ference  could  be  discovered.  ment,  see  §  908  and  notes,  ajUe, 

In  the  absence  of  any  authority  di-  That  the  use  of  such  articles  may  be 
rectly  bearing  on  these  questions,  allu-  enjoined  after  the  patent  expires,  see 
sions  and  suggestions  of  the  courts  be-  New  York  Belting  &  Packing  Co.  v. 
come  important.  In  Root  v.  Lake  Shore  Magowan  (1886),  27  Fed.  Rep.  Ill  ;  84 
&  Mich.  Southern  R.  R.  Co.  (1882),  0.  G.  1278  ;  Toledo  Mower  &  Reaper 
105  U.  S.  189 ;  21  0.  G.  1112  ;  and  in  Co.  v,  Johnson  Harvester  Co.  (1885), 
Vaughn  v.  East  Tennessee,  Ya.,  &  Ga.,  28  Blatch.  882  ;  24  Fed.  Rep.  739  ;  82 
R.  R.  Co.  (1877),  1  Flippin,  621 ;  11  0.  G.  1010  ;  and  cases  cited  in  §§  1171, 
0.  G.  789;  2  Bann.  &  A.  537,  — the  1191,  1198,  and  notes,  ;xw& 
judges  use  language  implying  that  in  That  an  injunction  will  not  be 
some  form  of  accounting  the  plaintiff  granted  after  a  patent  has  expired  to 
may  have  relief  at  law,  and  on  that  prevent  the  use  or  sale  of  articles  which 
grounddeny  the  jurisdiction  of  chancery  were  made  and  sold  during  the  life  of 
unless  the  nature  of  the  account  is  such  the  patent,  the  remedy  being  at  law  for 
that  it  cannot  be  as  readily  settled  at  the  past  infringement,  see  Westing- 
law.  But  the  subject  is  not  yet  suffix  house  v.  Carpenter  (1888),  46  0.  G.  244. 
ciently  developed  for  the  formation  of  a  That  an  assignee  of  the  damages  after 
permanent  opinion,  nor  can  it  be  in-  patent  expires  has  adequate  remedy  at 
telligently  considered  until  the  second  law  and  cannot  sue  in  equity,  see  Hay* 
question  stated  in  this  note  has  been  ward  v.  Andrews  (1882),  12  Fed.  Rep. 
decided.  786. 

That  mere  intricacy  in  the  account  That  a  bill  cannot  be  maintained 
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interest  without  the  legal  title  and  cannot  obtain  adequate 
redress  by  a  suit  at  law  in  the  name  of  the  legal  owner, 
or  when  the  defence  rests  upon  equitable  grounds,  or  for 
any  reason  a  discovery  is  required,  equity  will  also  take  cog- 
nizance of  the  action  without  reference  to  the  expiration  of 
the  patent^  But  when  the  only  remedy  to  which  the  plain- 
tiff is  entitled  consists  in  compensation  for  past  infringe- 
ments, and  for  these  he  could  maintain  a  suit  for  damages 
at  law,  his  right  to  proceed  in  equity  for  an  account  of  prof- 
its must  be  determined  by  the  answer  given  to  the  ques- 
tion discussed  in  the  preceding  paragraph.  That  such  an 
accounting  may  be  had  in  equity  as  incidental  to  other  equi- 
table relief,  whether  after  or  before  the  patent  expires,  is  cer- 
tain.^ It  is  equally  certain  that  where  no  other  equitable 
relief  can  be  afforded,  and  an  account  of  profits  can  be 
obtained  at  law,  no  suit  in  equity  can  be  commenced.^    But 

after  the  patent  expires  merely  because  plaintiff  can  recover  the  profits  of  the 

it  prays  for  an  injunction  against  the  defendant  by  an  action  at  law  (otherwise 

use  and  sale  of  such  infringing  tools,  than  as  they  have  already  been  shown  to 

&c.,  made  during  the  patent,  "  as  may  be  a  measure  of  his  damages),  his  proper 

be  found  in  the  defendant's  possession,"  remedy  must  be  not  case  but  assumpsit 

see  Consolidated  Safety  Valve  Co.  o.  or  account.    Still  in  these  actions,  ac- 

Aflhton  Valve  Co.  (1886),  26  Fed.  Rep.  cording  to  their  ordinary  rules,  the  prof- 

819.  its  must  be  limited  to  gains  received, 

'  That  a  bill  for  discovery  will  lie  and  could  not  embrace  those  remote 

after  the  patent  expires,  see  Sickles  v,  pecuniary  benefits  which  are  represented 

Gloucester  Mfg.  Co.  (1856),  1  Fisher,  only  by  the  difference  between  a  lesser 

222  ;  3  Wall.  Jr.  196  ;  Nevins  v.  John-  and  a  greater  loss.    The  real  difficulty 

son  (1853),  8  Blatch.  80.  appears  to  lie  in  the  fact  that  under 

That  where  equitable  relief  of  any  our  decisions  as  to  the  items  entering 

form  is  necessary  equity  will  have  juris-  into   "profits  in  equity,"  a  patentee 

diction  though  the  patent  has  expired,  who  can  sue  in  equity  can  recover  a 

see  Root  v.  Lake  Shore  &  Mich.  South-  more  extended  money  compensation  for 

em  R.  R.  Co.  (1882),  105  U.  S.  189  ;  the  same  infringement  than  he  could  at 

21  0.  G.  1112.  law,  and  the  measure  of  his  recompense 

*  That  whenever  any  equitable  relief  is  thus  made  to  depend  in  part  upon  his 
is  required  an  account  or  damages  may  right  to  other  relief  with  which  the 
be  also  awarded,  see  Burdell  v.  Com-  amount  of  his  recovery  is  neither  in 
stock  (1883),  15  Fed.  Rep.  395  ;  Magic  theory  nor  in  fact  connected.  See  §  1091 
Ruffle  Co.  V.  Elm  City  Co.  (1877),  11  and  notes,  arUe. 

O.  G.  501;  14  Blatch.  109;  2  Bann.  That  equity  has  no  jurisdiction  where 

&  A.  506.  the  bill  shows  on  its  face  that  the  patent 

*  If  it  be  conceded  (as  is  here  sug-  had  expired  before  the  suit  began  and 
gested  only,  but  not  claimed)  that  a  merely  prays  for  an  iigunctiony  account, 
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when  the  number  and  relation  of  the  parties,  or  the  nature  of 
the  account,  renders  it  impossible  that  an  adequate  accounting 
can  be  had  at  law,  it  seems  that  equity  may  entertain  proceed- 
ings of  this  character,  in  order  to  secure  to  the  plaintiff  that 
complete  redress  of  which  he  must  otherwise  be  deprived.^ 

§  1093.  Whether  Adequate  Remedy  Exists  at  Law  where  the 
Patent  Bxpires  Pending  Suit. 

A  suit  commenced  in  equity  in  good  faith,  while  the  patent 
is  in  force,  is  not  affected  by  its  expiration.^    Whatever  relief 

and  damages,  and  not  for  any  special  of  profits,  without  other  equitable  relief, 

relief,  see  Brooks  v.  Miller  (1886),  28  could  be  entertained  after  the  patent 

Fed.    Rep.    615 ;   Campbell   v.   Ward  had  expired.    See  Atwood  v,  Portland 

(1882),  12  Fed.  Rep.  150.  Go.  (1880),  10  Fed.  Rep.  283 ;  5  Bann. 

^  That  where  the  titles  in  controversy  &  A.  588  ;  Gordon  v,  Anthony  (1879), 

are  equitable,  or  the  nature  of  the  ac-  16  0.  6. 1185;  16  Blatch.  284;  4  Bauu. 

count  requires  it,  or  any  equitable  relief  k  A.  248  ;  Steyens  v.  Kansas  Pacific  R. 

is  demanded,  equity  wiU  take  jurisdic-  R.  Co.  (1879),  5  Dillon,  486  ;  Sayles  v, 

tion  after  the  patent  expires,  see  Root  v,  Dubuque  k  Sioux  City  R.  B.  Co.  (1878), 

Lake  Shore  &  Mich.  Southern  R.  R.  Co.  5  Dillon,  561 ;  Howes  v.  Nute  (1870),  4 

(1882),  105  U.  S.  189  ;  21  O.  G.  1112 ;  Fisher,  268  ;  4  Clifford,  173  ;  Blank  v. 

CampbeUv.  Ward  (1882),  12  Fed.  Rep.  Mfg.  Co.  (1866),  8  Wall.  Jr.  196;  1 

150.  Fisher,  222. 

That  mere  intricacy  in  the  account  §  1093.  ^  That  jurisdiction  in  equity 

does  not  give  jurisdiction  in  equity,  see  oyer  an  action  once  properly  instituted 

Adams  v.  Bridgewater  Iron  Co.  (1886),  is  not  destroyed  by  the  expiration  of  the 

26  Fed.  Rep.   S24 ;   84  O.  G.   1045  ;  patent,  see  Beedle  v.  Bennett  (1887), 

Lord  V.  Whitehead  k  Atherton  Mach.  122  U.  S.  71 ;  89  O.  G.  1826 ;  Clark  v, 

Ca  (1885),  24  Fed.  Rep.  801 ;  33  0.  G.  Wooster  (1886),  119  U.  S.  322  ;  37  O. 

409.  G.  1477 ;  Adams  v.  Bridgewater  Iron 

That  a  bill  in  equity  cannot  be  sus*  Co.  (1886),  84  0.  G.   1045;  26  Fed. 

tained  after  the  patent  expires  for  the  Rep.  324;  Brooks  v.  Miller  (1886),  28 

-mere  purpose  of  discoyering  the  extent  Fed.    Rep.    615 ;    Dick    v,    Struthers 

of  the  infringement  and  the  recoyery  of  (1885),  25  Fed.  Rep.  103;  84  0.  G. 

profits,  the  procedure  and  remedy  at  law  131;  Burdell  v.  Comstock  (1883),  15 

being  adequate,  see  Lord  v.  Whitehead  Fed.  Rep.  395. 

&  Atherton  Mach.  Co.  (1885),  24  Fed.  That  the  expiration  of  the  patent, 

Bep.  801 ;  83  O.  G.  499.  pending  suit,  will  not  affect  the  juris- 

That  after  a  patent  has  expired  equity  diction  if  an  injunction  were  granted  or 

will  not  enjoin  an  action  at  law  unless  prayed  for  during  the  life  of  the  patent, 

there  is  a  purely  equitable  defence  not  see  Burdell  v.  Comstock  (1883),  15  Fed. 

available  at  law,  see  Concord  v.  Norton  Rep.  395. 

(1883),  16  Fed.  Rep.  477.  That  equity  will  retain  jurisdiction. 

Under  the  yiews  of  equity  jurisdic-  once  acquired,  after  the  patent  expires, 

tion    formerly  preyailing   it  was   fre-  if  equitable  relief  were  prayed  for  in  the 

quently  held  that  a  bill  for  an  account  bill,  though  no  iojunction  were  asked  or 
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was  prayed  for  in  the  bill  maj  nevertheless  be  granted,  unless 
the  cessation  of  the  exclusive  privilege  has  rendered  it  no 
longer  necessary.  Thus  although  no  injunction  can  be  issued, 
and  though  adequate  redress  at  law  might  be  obtained  if  an 
action  for  damages  were  now  begun,  the  court  of  equity  having 
once  properly  acquired  jurisdiction  will  retain  it  for  the  pur- 
pose of  an  account  and  until  the  remedy  of  the  plaintiff  has 
been  finally  secured.^  The  interval  which  elapses  between  the 
institution  of  proceedings  and  the  expiration  of  the  patent  is 
immaterial,  except  as  bearing  on  the  question  of  good  faith.* 

granted,  see  Dick  v.  Stnithera  (1885),  confirming  to  inventors  the  ezdosiw 

25  Fed.  Rep.  108  ;  84  0.  G.  181.  right  to  their  inventions  or  disooveries^ 

*  In  Adams  v,  Howard  (1884),  19  shall  be  originally  cognizable,  as  well 

Fed.  Rep.  817,  Wallace,  J. :  (819)  "  No  in  equity  as  at  law,  by  the  Circuit  courts 

doubt  is  entertained  of  the  propriety  of  of  the  United  States.   And  it  has  already 

decreeing  an  accounting,  although  the  been  expressly  decided  by  Judge  Orier« 

patent  has  expired  since  the  commence-  in  a  case  tried  before  him,  on  the  Sickles 

ment  of  the  suit,  and  although  for  that  patent  [Sickles  v.  Gloucester  Hanufac- 

reason  there  should  not  be  an  injunction,  turing  Co.,  ante,  p.  222],  where,  between 

The  jurisdiction  of  a  court  of  equity  the  time  of  filing  the  bill  and  the  hear- 

hanng  been  legitimately  invoked  by  ing,  the  patent  had  expired,   that  an 

the  complainant,  he  will  not  be  sent  account  could  be  ordered,   and  other 

away  without  redress  merely   because  relief  granted,  though  on  account  of  the 

ell  the  redress  to  which  he  was  origin-  expiration  of  the  patent  an  injunction  to 

ally  entitled  cannot  now  be  awarded  to  restrain  the  further  ose  could  noi  tons." 

him.     Under  such  circumstances,  the  4  Blatch.  227  (228). 
court  will  retain  the  cause  in  order  to         Further,  that  equity  jurisdiction  is 

completely  determine  the  controversy."  not  defeated  by  the  expiration  of  the 

22   Blatch.   47    (48) ;    26    0.   G.   825  patent  pending  suit,  bat  the  oonrt  will 

(826).  give  any  relief  that  may  be  needed,  see 

In  Imlay  v.  Norwich  k  Worcester  Gottfried  v.  Moerlein  (1882),  14  Fed. 

R.  R.  Co.  (1858),  1  Fisher,  840,  Inger-  Bep.  170;  Jones  v.  Baricer  (18S2),  11 

soil,  J.:   (842)   «  Exception  has  been  Fed.  Rep.  597  ;  22  0.  G.  771 ;  Bloomer 

taken  by  the  defendants  that,  as  an  v.  Gilpin  (1859),  4  Fidier,  50. 
injunction  cannot  now  be  ordered,  that         Contra:  Draper  v.  Hudson  (1878), 

the  account  and  the  other  relief  sought  Holmes,  208 ;  6  Fisher,  827  ;  8  O.  G. 

by  the  bill  cannot  be  granted  ;  that  the  854. 

ordering  the  account,  and  the  granting  That  if  one  of  two  patents  eoontsd 
the  other  relief,  are  ancillary  to  the  on  in  the  bill  expires  pending  suit  an 
granting  of  the  injunction,  and  that  an  injunction  may  be  granted  in  vefereooe 
account  cannot  be  ordered  nnless  an  in-  to  the  other,  and  an  aeooont  for  dam- 
junction  \a  also  ordered.  The  Patent  ages  and  profits  on  both,  see  Conaoli- 
Act  of  1836,  in  the  17th  section  there-  dated  Safety  Valve  Co.  v.  Crosby  Steam 
of,  provides  that  all  actions,  suits,  con-  Gauge  &  Valve  Co.  (1884),  118  U.  S. 
troversies,  and  cases  arising  under  any  157  ;  80  0.  G.  991. 
law  of  the  United  States  granting  or        *  That  equity  may  take  joriadietiaa 

§1083 
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A  suit  commenced  without  intent  to  ask  for  an  injunction  or 
other  equitable  interference,  but  merely  to  procure  an  account- 
ing after  the  patent  has  expired  in  a  case  over  which,  if  then 
brought,  equity  would  have  no  jurisdiction,  is  an  evasion 
of  the  law,  and  when  the  patent  does  expire  will  be  dis- 
missed.^   But  though  a  bill  is  filed  and  an  injunction  issues 

where  under  the  rules  of  the  court  an  after  the  patent  expires  and  as  amended 
ii\j unction  can  issue  before  the  patent  shows  ground  for  equitable  relief^  equity 
expires,  however  short  the  period  when  will  retain  jurisdiction,  see  Reay  v.  Bay- 
it  can  be  efifectiTe,  and  may  also  grant  nor  (1884),  26  0.  G.  1111 ;  19  Fed. 
such  other  relief  as  is  required,  see  Rep.  808 ;  22  Blatch.  18. 
Singer  Mfg.  Co.  v,  Wilson  Sewiug  That  where  a  bill  is  filed  too  late  for 
Mach.  Co.  (X889),  88  Fed.  Rep.  586  ;  an  iig unction  to  issue  before  the  patent 
Westinghouse  Air  Brake  Co.  v.  Carpen-  expires,  and  adequate  relief  exists  at 
ter  (1887),  32  Fed.  Rep.  484  ;  Kittle  v.  law,  jurisdiction  in  equity  does  not 
Rogers  (1887),  83  Fed.  Rep.  49 ;  Kittle  exist,  see  Clark  v.  Wooster  (1886),  119 
9.  De  Graaf  (1887J,  30  Fed.  Rep.  689 ;  (J.  S.  822  ;  89  0.  G.  1477  ;  Mershon  v. 
Beedle  v.  Bennett  (1887),  122  U.  S.  71;  Pease  Furnace  Co.  (1885),  23  Blatch. 
89  O.  G.  1326 ;  Clark ».  Wooster  (1886),  329  ;  24  Fed.  Rep.  741  ;  82  0.  G. 
119  U.  8.  822  ;  87  C  G.  1477  ;  Toledo  1010. 

Mower  &  Reaper  Co.  v.  Johnson  Har-  That  a  bill  filed  too  late  for  an  in- 
▼ester  Co.  (1886),  23  Blatch.  832;  24  junction  before  the  patent  expires  is  to 
Fed.  Rep.  739  ;  32  0.  G.  1010.  be  dismissed  with  costs  to  the  defend- 
That  where  a  bill  is  tiled  on  several  ant,  see  Mershon  v.  Pease  Furnace  Co. 
patents  soon  enough  to  issue  an  iiyunc-  (1885),  28  Blatch.  829;  24  Fed.  Rep. 
tion  as  to  all,  the  expiration  of  either  741  ;  82  0.  G.  1010 ;  Davis  ».  Smith 
will  not  oust  equity  of  jurisdiction  over  (1884),  19  Fed.  Rep.  823. 
it  as  far  as  needed  in  order  to  give  That  a  bill  filed  before  the  patent 
proper  relief,  see  New  York  Grape  Sugar  expires,  but  not  praying  for  a  prelimi- 
Co. ».  Peoria  Grape  Sugar  Co.  (1884),  32  nary  iiyunction,  may  be  amended  by  in- 
O.  G.  138  ;  21  Fed.  Rep.  878.  sertingsuch  a  prayer  at  any  time,  and  if 
That  the  Supreme  Court  will  not  re-  in  good  faith  confers  equity  jurisdiction, 
verse  a  decive  for  want  of  jurisdiction  see  Adams  v.  Bridgewater  Iron  Co. 
in  the  court  below  if  when  the  bill  was  (1886),  26  Fed.  Rep.  824;  34  0.  G. 
filed  the  court  had  jurisdiction,  though  1045. 

on  narrow  grounds,  and  the  defendant         *  That  where  a  bill  was  filed  five 

did  not  then  except,  see  Qark  p.  Wooster  days  before  the  patent  expired  and  no 

(1886),  119  U.  8.  822 ;  87  0.  G.  1477.  effort  was  made  to  obtain  an  iigunction, 

That  a  court  does  not  acquire  juris-  the  prayer  for  injunction  will  be  held  a 

diction  until  the  entire  title  is  before  mere  pretext  and  the  case  not  within 

it,  and  if  some  of  the  owners  are  not  equity  jurisdiction,  see  Burdell  v,  Com- 

brought  in  until  after  the  patent  expires,  stock  (1888),  15  Fed.  Rep.  896. 
equity  has  no  further  authority  and  the         That  where  a  patent  is  to  expire  in 

bill  must  be  dismissed,  see  Hewitt  v,  two  months  it  is  doubtful  whether  equity 

Pennsylvania  Steel  Co.  (1885),  31  0.  G.  can  take  jurisdiction,  see  Racine  Seeder 

1686  ;  24  Fed.  Rep.  867.  Co.   ».   Joliet  Wire-check    Rower  Co. 

That  if  a  Wll  in  equity  is  amended  (1886),  27  Fed.  Rep.  867  ;  87  O.  G.  452. 

§1083 
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just  before  the  expiration  of  the  patent,  the  tardiness  of  the 
application,  if  the  plaintiff  has  been  guilty  of  no  laches  and  in 
good  faith  brings  his  suit,  cannot  defeat  his  right  to  whatever 
equitable  relief  the  court  may  at  that  time  or  thereafter  be 
able  to  afford. 

§  1094.  General  Roles  of  Equity  Jnxlsdlctlon. 

From  this  review  of  the  nature  and  extent  of  equity  juris- 
diction, over  cases  founded  on  the  violation  of  a  patent  privi- 
lege, the  following  conclusions  may  be  drawn  :^  (1)  That 
primary  jurisdiction  over  all  suits  for  infringement  resides  in 
courts  of  law,  and  that  whenever  adequate  redress  can  be 
obtained  by  an  action  on  the  case  for  damages,  or  other  com- 
mon-law proceeding,  equity  has  no  jurisdiction;  (2)  That 
where  an  adequate  remedy  at  law  does  not  exist,  whatever 
may  be  the  cause  or  the  degree  of  such  inadequacy,  equity 
will  take  cognizance  of  the  action,  and  will  retain  it  until 
complete  redress  has  been  afforded ;  (3)  That  no  adequate 
remedy  exists  at  law  in  cases  where  future  infringements  are 
to  be  prevented,  or  a  discovery  is  required,  or  equitable 
interests  are  to  be  protected,  or  equitable  defences  are  to  be 
urged,  or  perhaps  where  an  account  of  profits  cannot  be  ob- 
tained by  methods  known  to  courts  of  law,  and  therefore  that 
in  all  these  cases  equity  has  jurisdiction  to  entertain  original 
proceedings  and  to  administer  entire  relief ;  (4)  That  in  any 
case,  in  which  the  peculiar  circumstances  of  the  parties  or  the 
controversy  render  a  just  determination  of  the  issues  impos- 

§  1094.  ^  For  a  history  and  discus-  decided  against  him,  unless  soinething 

sion    of   the   equity  jurisdiction    over  prevented  him  from  ui^g  it,  see  Brooks 

actions  for  infringement,  see  Root  v.  v,  Moorhouse  (1^78),  18  0.  G.  499 ;  8 

Lake  Shore  &  Mich.  Southern  R.  R.  Bann.  &  A.  229. 
Co.  (1882),  105  U.  S.  189 ;  21  O.  G.        That  in  some  cases  legal  and  equiti* 

1112  ;  Motte  v.  Bennett  (1849),  2  Fish-  ble  jurisdiction  are  concurrent  notwith* 

er,  642.  standing  Sec .  728,  Key.  Stat,  see  Spring 

That  equity  will  not  entertain  a  case  o.  Domestic  Sewing  Mach.  Co.  (1882), 

unless  the  prospect  of  affording  ultimate  22  0.  G.  1445  ;  13  Fed.  Bep.  446. 
equitable  relief  is  reasonable,  see  Brooks         That  the  equity  powers  of  the  Fed* 

V.  MUler  (1886),  28  Fed.  Rep.  615.  eral  Courts  under  the  Patent  Acts  in- 

That  equity  will  not  entertain  a  mat-  elude    all    the    incidents    of    equity 

ter  which  a  party  has  had  a  chance  to  jurisdiction,  see  Potter  v,  Dixon  (1868)» 

litigate  in  another  court,  in  a  case  there  2  Fisher,  881 ;  5  Blatch.  160. 
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Bible  at  laWy  equity  may  interfere  and  apply  such  remedies  as 
the  cause  demands. 

§  1095.  Equity  JarlBdiotlon  not  Conferrable  by  Waiver  or  Agree- 
ment of  Parties. 

A  want  of  jurisdiction  in  equity,  on  account  of  the  existence 
of  an  adequate  remedy  at  law,  cannot  be  waived  by  any  ac- 
quiescence or  agreement  of  the  parties  to  the  suit.^  It  is  an 
incurable  defect  of  which  advantage  may  be  taken  at  any  stage 
of  the  proceedings;  and  whenever  noticed  by  the  court, 
whether  or  not  insisted  on  by  the  defendant,  the  suit  will  bo 
dismissed  and  the  plaintiff  will  be  left  to  the  pursuit  of  his 
legal  remedy. 

§  1096.  Local  Jnriadiction  in  Bqnity  in  General  Identical  with 
that  at  lOLvr, 

Actions  in  equity  may  be  brought  in  any  district  within 
which  the  defendant  can  be  personally  and  lawfully  served 
with  process.  The  rule  on  this  point  is  the  same  as  that  in 
actions  at  law.^    A  service  by  the  attachment  of  property  con* 

§1095.  ^  In    Spring   v.    Domestic  suit  in  equity,  when  the  party  has  a  plain 

Sewing  Mach.  Co.  (1882),  18  Fed.  Rep.  and  complete  remedy  at  law,  is  to  de- 

446,  Nixon,  J. :  (448)  "Bat  it  is  neyer  prive  the  defendant  of  his  constitutional 

too  late  at  any  time,  during  the  pendency  right  of  trial  by  jury.     The  late  Justice 

of  the  proceedings,  for  the  court  to  ex-  Baldwin,  of  this  circuit,  discusses  the 

amine  into  its  right  and  power  to  make  subject  with  much  ability  and  research, 

a  decree  or  enter  a  judgment  in  a  case,  in  the  case  of  Baker  p.  Biddle,  1  Bald. 

In  the  Federal  courts,  especially,  where  894.    See,  also,  the  more  recent  cases 

there  is  no  presumption  in  favor  of  juris-  of  Hipp  v,  Babin,  19  How.  278  ;  Lewis 

diction,  but  where  it  rests  solely  upon  v.  Cocks,  28  Wall.   466  ;   Duroont  v. 

the  facts  which  appear  in  the  record  of  Fry,  12  Fed.  Rep.  21."    22  0.  G.  1445 

the  suit     {Ex  parU  Smith,  24  U.  S.  (1446). 

456),  it  has  long  been  the  practice  of        That  an  evident  defect  in  jurisdiction 

the  judges,  at  any  state  of  the  proceed-  may  be  taken  advantage  of  at  the  hear« 

ings,  sfM  spoTiUf  to  decline  jurisdiction  ing,  see  Burdell  v,  Comstock  (1888),  15 

and  dismiss  the  case,  when  the  want  of  Fed.  Rep.  895. 

authority   to   act   becomes    apparent.         That  want  of  jurisdiction  over  the 

They  do  not  wait  for  the  question  to  subject-matter  cannot  be  waived,   see 

beraisedbydemurrer  or  answerer  plea,  Gould  on  Pleading,  ch.  v.  §§14-25; 

or  to  be  suggested  by  the  counsel.    And  Cooley  Const.  Lim.,  pp.  898-407. 
they  pursue  this   course   for   obvious         §  1096.  >  That  a  suit  in  equity  for 

reasons.    It  is  not  merely  a  matter  of  infringement  may  be  brought  in  any 

the  form  of  prooedure.    To  entertain  a  district  where  the  defendant  may  be 
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fers  no  jurisdiction  over  the  person,  nor  does  a  service  on  the 
defendant,  while  attending  other  legal  proceedings  under  the 
protection  of  the  court,  compel  him  to  answer  and  defend  the 
suit  in  which  such  service  has  been  made.^  A  corporation  can 
be  sued  in  any  district  in  the  State  from  which  its  charter  was 
received,  or  in  any  foreign  district  in  which  it  can  be  served 
with  process  according  to  the  local  law.'  Service  upon  its 
officers  within  the  district,  in  the  absence  of  local  provisions 
to  the  contrary,  is  not  service  on  the  corporation,  nor  is  the 
objection  waived  though  the  officers  served  appear  by  attorney 
and  plead  to  the  jurisdiction.^  When  any  defendant  is  sued 
out  of  his  own  district  it  must  appear,  by  the  marshal's  return 
on  the  svipoenaj  that  he  was  personally  served  in  the  district 
of  suit.^  A  defendant,  appearing  by  attorney,  submits  to  the 
jurisdiction,  and  in  all  cases  waives  the  objection  unless  he 
duly  and  seasonably  urges  it  as  a  ground  for  the  dismissal  of 
the  action.^ 

§  1097.  Local  Jurifldiction  in  Equity,  wherein  Different  from  that 
at  Law. 

In  one  respect,  however,  this  subject  of  local  jurisdiction 
raises  a  different  question  in  equity  from  that  which  it  pre- 
sents at  law.    A  judgment  in  a  court  of  law  for  damages  ren- 

foand,   though  he  resides  in  another         That  service  on  the  defendant  within 

district  and  infringes  there,  see  Thomp-  the  district  while  attending  court  or  an 

son  V.  Mendelsohn  (1871),  5   Fisher,  examination  ofwitneaaes  is  not  yalid,  see 

187;  but  see  §  934,  note  8,  ante,  §  934  and  notes,  anie. 

Tliat  the  local  jurisdiction  of  a  Fed-         *  Fur  the  rules  governing  service  on 

eral  court  of  equity  over  the  person  in  corporations,  see  §  935  and  notes,  ante. 
patent  cases  is  governed  by  the  same         <  As  to  service  on  the  officers  of  a 

rules  as  that  of  a  court  of  law,  see  Sec.  corporation,  see  §  985  and  notes,  ante, 
789,  Bev.  Stat ;  also  Winter  v.  Lud-         ^  That  the  marshars  return  must 

low  (1859),  8   Phila.   464;  Chaffee  v.  show  that  the  service  was  legally  made 

Hayward  (1857),  20  How.  208  ;  Day  within  the  district,  see  Allen  v.  Blunt 

V,  Newark  Mfg.  Co.  (1850),  1  Blatch.  (1849),  1  Blatch.  480. 
628 ;  Alien  v.  Blunt  (1849),  1  Blatch.         «  That  defect  of  service  is  waived 

480.  by  appearance  unless   immediate   ob- 

'  That   service   by   attachment   of  jection  is  taken,  see  Teese  %  Phelps 

property  cannot  confer  jurisdiction,  see  (1855),  1  McAllister,  17. 
Saddler  v,  Hudson  (1854),  2  Curtis,  6  ;         That  a  defect  in  signing  the  citation 

Day  V,   Newark  Mfg.   Co.   (1850),   1  is  cured  by  appearance^  see  Chaffee  «. 

BUtch.  628.  Hayward  (1857),  20  How.  SOS. 
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ders  the  defendant  liable  to  the  plaintiff  for  the  payment  of  a 
definite  sum  of  money  that  can  be  collected  out  of  his  property 
wherever  situated,  without  regard  to  the  limits  of  the  district 
in  which  the  judgment  was  obtained.  A  decree  in  equity, 
on  the  other  hand,  can  be  enforced  only  against  the  person 
of  the  defendant,  and  within  the  territorial  jurisdiction  of  the 
court  by  which  it  was  passed.  Hence  where  the  relief  prayed 
for  in  the  bill  cannot  be  wholly  or  in  part  afforded,  without  the 
exercise  of  authority  over  the  person  of  the  defendant  beyond 
the  limits  of  the  district  within  which  the  suit  is  brought,  the 
court  can  make  no  order  that  will  benefit  the  plaintiff  and 
must,  therefore,  decline  to  entertain  the  case.^  Thus  for  the 
prevention  of  future  infringements,  or  other  similar  redress 
which  can  be  enforced  only  within  a  given  district,  the  action 
in  equity  must  be  instituted  in,  that  district  although  a  legal 
remedy  might  be  obtained  wherever  the  defendant  could 
be  found.^  To  this  rule  there  is  one  exception,  in  favor  of 
the  district  in  which  the  defendant  resides,  the  court  of  such 

§  1097.  1  That  equity  will  not  take  limits  of  that  State."    10  Blatch.  292 

jurisdiction  where  it  has  no  power  to  (306) ;  6  Fisher,  187  (202).    This  case 

enforce    its    decrees,   see  Goodyear  v,  seems  to  have  turned,  however,  on  a 

Chaffee  (1855),  8  Blatch.  268.  special  statute,  as  also  the  following; 

«  In      Locomotive-Engine     Safety-  Hodge  v,    Hudson   River   R.   R.   Co. 

Truck  Co.  V.  Erie  R.  R.  Co.   (1872),  (1868),  8  Fisher,  410 ;  6  Blatch.  85. 
S  0.  G.  98,  Blatchford,  J.:  (97)  "Under         That  an  infringement  by  sale  takes 

this  bill,  therefore,  the  plaintiffs,  having  place  in  the  territory  of  delivery,  see 

proved  an  infringement  by  the  use  in  Bobbie  v.  Smith  (1886),  27  Fed.  Rep. 

this  district  of  the  engine  referred  to,  666. 

are  entitled  to  a  decree  for  an  account-         That  the  defendant  may  waive  the 

ing  by  the  defendants  in  respect  of  aU  objection  that  the  cause  of  action  arose 

infringements  committed  in  this  dis-  in  another  district,  and  does  waive  it 

trict  by  making  or  using  or  vending  unless  he  sets  it  up  in  his  answer,  see 

therein,  and  to  an  ixyunctlon  against  Black  v.  Thome  (1872),  5  Fisher,  560 ; 

making  in  this  district,   and  against  2  O.  G.  888  ;  10  Blatch.  66. 
using   therein,    and    against   vending         That  pendency  of  a  suit  in  equity  in 

therein.    If  the  plaintiffs  desire  to  pro-  one  district  is  no  bar  to  another  suit  in 

ceed  for  an  account  and  an  injunction  a  different  district,  see  Rumford  C^emi- 

in  respect  of  infringements  in  the  North-  cal  Works  v.  Hecker  (1874),  6  O.  G. 

em  District,  they  must  proceed  by  bUl  644  ;  11  Blatch.  552  ;  1  Bann.  &  A.  120 ; 

filed  there.     The  defendants  are  suable  Wheeler  v.  McCormick  (1873),  4  O.  G. 

in  the  Circuit  Court  for  that  district,  692 ;  6  Fisher,  551 ;   11  Blatch.  884  ; 

their  legal  existence,  under  their  incor-  Wheeler  v,  McCormick  (1871),  4  Fiiher, 

poration  by  the  State  of  New  York,  488 ;  8  Blatch.  267. 
being  co-extensive  with  the  territorial 
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district  being  presumed  to  have  a  continuing  authority  over  the 
defendant,  by  virtue  of  his  residence  within  its  jurisdiction,  and 
consequently  able  to  enforce  its  decrees  against  him,  to  what- 
ever wrongful  acts  they  may  relate.  A  suit  may  consequently 
be  maintained  against  him  in  that  district,  though  the  infring- 
ing acts  to  be  enjoined  or  compensated  for  would  be  or  were 
committed  beyond  its  territorial  limits.^ 

§  1098.  PartiM  Plaintiff  in  Bquity. 

The  parties  to  a  suit  in  equity  comprise  all  those  persons, 
natural  or  artificial,  who  can  be  affected  by  the  decree,  without 
regard  to  their  nuiiber  or  the  diversity  of  their  relations  to  the 
subject-matter  of  the  controversy.^  Any  person  having,  at  the 
time  of  the  infringement,  either  a  legal  or  an  equitable  interest 
in  the  patented  invention,  which  has  been  or  is  capable  of 
being  prejudiced  by  the  infringing  act,  may  be  a  party  plain- 
tiff.^ Legal  and  equitable  owners  may  be  joined  as  plaintiffs, 
and  if  no  party  plaintiff  has  a  legal  or  an  equitable  interest  the 
suit  must  be  dismissed.^  In  whom  an  interest  vests  may  be 
determined  by  the  local  law  in  pursuance  of  which  the  con- 
tract creating  or  transferring  it  was  made.^  The  patentee 
possesses  such  an  interest  until  he  has  finally  and  irrevocably 
parted  with  the  entire  monopoly,  although  his  sole  right  may 

'  That  equity  has  jurisdiction  to  en-  62  ;  Continental  Windmill  Co.  v.  Em- 
force  its  decrees  against  a  resident  in  pire  Windmill  Co.  (1871),  4  Fisher, 
the  district  wherever  the  infringement  428  ;  8  Blatch.  295. 
was  committed,  see  Hatch  v.  HaU  That  where  the  title  is  doubtful 
(1884),  22  Fed.  Bep.  488 ;  30  0.  G.  through  many  assignments,  equity  will 
1096.  take  jurisdiction  over  all  parties,   see 

§  1098.  1  That  all  persons  to  be  af-  BickneU  v.  Todd  (1851),  5  McLean, 

fected  by  the  decree  must  be  made  par-  236. 

ties  in  equity,  see  Williams  v.  Bankhead         *  That  the  bill  will  be  dismissed  if 

(1878),  19  WalL  563  ;  West  v,  BandaU  the  evidence  shows  that  the  complainant 

(1820),  2  Mason,  181.  had  no  legal  or  equitable  interest  in  the 

«  That  the  legal  owner  may  recover  controversy,  see  Pelham  v.  Edelmeyer 

damages  in  equity,  though  he  may  have  (1888),  15  Fed.  Bep.  262  ;   25  0.  G. 

a  partner  in  the  business  of  making  and  292  ;  21  Blatch.  188. 
selling  the  invention,  see  Yale  Lock  Co.         «  That  the  local  law  may  determine 

V,  Sargent  (1886),  117  U.  S.  536  ;  35  who  are  the  parties  in  interest,  seeLoril- 

0.  G.  497.  lard  v.  Standard  OU  Co.  (1880X  17  0, 

That  an  equitable  title  is  as  good  in  G.  1507  ;  18  Blatch.  199 ;  2  Fed.  Bep. 

equity  as  a  legal  one,  see  Buggies  v.  902 ;  5  Bann.  &  A.  432. 
Eddy  (1872),  5  Fisher,  581 ;  10  Bktch. 
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consist  of  a  reversion  expectant  on  the  termination  of  some 
subordinate  ownership  or  on  the  nonfulfilment  of  certain 
fatore  conditions,  or  though  he  may  have  agreed  to  sell  to 
others  undivided  interests  in  the  patent.'^  An  assignee  is  en- 
titled to  equal  recognition  with  the  patentee,  even  before  the 
agreement  to  assign  has  been  executed  by  the  delivery  of  the 
written  instrument  of  conveyance,  provided  he  has  fulfilled 
the  conditions  upon  which  the  conveyance  was  to  take  effect, 
though  where  these  conditions  remain  unfulfilled  his  right  to 
be  a  party  to  the  suit  may  be  doubted.^  Where  an  assignment 
has  been  made  before  the  issue  of  the  patent,  and  the  patent 
has  been  granted  to  the  assignee,  the  applicant  or  inventor  has 
no  interest  which  equity  can  protect  in  any  action  for  infringe- 
ment, whatever  contract  rights  might  be  enforced  between 
him  and  the  owner  of  the  patent.  A  grantee  has  within  his 
territory  the  same  ownership  as  a  patentee  or  assignee  pos- 
sesses throughout  the  whole  United  States,  and  may  appear  as 
plaintiff  whenever  the  infringement  would  affect  his  territorial 

*  That  when  the  patentee  retains  any  That  the  assignee  of  an  extension 

interest  in  the  patent,  present  or  ez-  may  have  an  injunction  against  licen- 

pectant,  he  must  be  a  party  in  equity,  sees   whose    rights   expired  with    the 

see  §  989  and  note  2,  <mte,  original  term,  see  Mitchell  v,  Hawley 

That  a  reservation  of  a  share  in  the  (1873),  16  Wall,  544 ;  8  O.  G.  241 ;  6 

profits,  or  of  royalties,  does  not  entitle  Fisher,  881. 

the  grantor  to  sue,  see  Rude  v.  Westcott  That  whether  a  person  who  has  a 

(1889),   130  U.  S.  152;   Tilghman  v.  right,  upon  performing  certain  condi* 

Proctor  (1888),  125  U.  S.  186 ;  48  O.  G.  tions,  to  become  the  equitable  owner 

628.  of   an   extended   term,   but  who  has 

That  a  patentee  may  sue  at  law  in  his  not  yet  fulfilled  the  conditions,  ought 

own  name  though  he  is  under  contract  to  be  made  a  party  to  a  bill  filed  by 

to  hold  the  patent  for  the  benefit  of  the  other  equitable  owners  to  restrain  a 

others,  but  in  equity  the  others  may  third  party  from  infringing^  is  doubtful, 

be  made  parties  against  the  infringers,  see  Aiken  «.  Dolan  (1867),  8  Fisher, 

see  Wheeler  v.   McCormick  (1878),  4  197. 

O.  G.  692.  That  under  an  assignment  of  a  pat- 
That  a  licensor  may  sue  though  he  ent,  as  security  for  a  debt  not  due,  the 
has  given  an  exclusive  license  to  make  assignee  should  be  made  a  party  in 
and  sell  throughout  the  United  States,  equity,  and  a  complete  assignment  to 
see  Freese  v,  Swartchild  (1888),  88  Fed.  him  pending  suit  does  not  change  the 
Bep.  141.  legal  status  of  the  plaintiff,  see  Water- 
«  That  assignees  as  weU  as  inventors  man  v.  McKenzie  (1886),  89  O.  G.  122 ; 
may  invoke  the  equity  powers  of  the  29  Fed.  Bep.  816. 
courts,  see  Jenkins  v.  Greenwald  (1857), 
2  Fisher,  37  ;  1  Bond,  126. 
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rights^  A  licensee,  although  unable  to  sue  in  his  own  name 
at  law,  may  be  a  plaintiff  in  a  court  of  equity,  if  the  infringing 
acts  of  the  defendant  impair  the  yalue  of  his  license,  and  may 
be  joined  as  plaintiff  with  his  licensor,  the  owner  of  the  patent, 
or  may  sue  alone  when  the  licensor  himself  is  the  infringer.^ 
The  government,  pending  proceedings  for  repeal,  has  no  such 
interest  in  the  invention  or  the  patent  as  warrants  it  in  suing 
for  infringement  either  at  law  or  equity.^ 

§  1099.  Joinder  of  PUdntifb  in  Bquity. 

All  legal  owners  of  the  patent,  and  all  equitable  owners 
who  have  been  or  would  be  injured  by  the  infringement, 
should  be  joined  as  plaintiffs,  and  if  they  refuse  to  sue  as 
plaintiffs   should  be    made    defendants.^     If   the    patentee 

^  That  a  part-owner  may  sae  alone  to  a  new  suit  against  the  same  defend- 

for  the  protection  of  his  own  interest,  ant  thongh  the  licensee  he  then  join^ 

hut  must  make  his  oo-owners  respond-  as  plaintiff,  see  Birdsell  v.  Shaliol  (1884), 

ents,  see  Spring  v.  Domestic  Sewing  112  U.  S.  485  ;  80  O.  G.  261. 
Mach.  Co.  (1882),  22  0.  6.  1445  ;  13         >  x^at  no  iigunction  can  he  granted 

Fed.  Rep.  448  ;  Sheehan  v.  Great  East-  at  the  prayer  of  the  United  States  to 

em  R.  Co.  (1880),  L.  R.  16  Ch.  D.  59.  restrain  suits  for  infringement,  pending 

9  That  a  hill  hy  a  licensee,  not  join-  proceedings  for  repeal,  the  United  States 

ing  the  owner  of  the  patent,  is  demur-  having  no  interest  in  such  suits,  see 

rahle,  see  Bogart  v.  Hinds  (1885),  S3  United  Stetes  «.  Colgate  (1884),  21  Fed. 

O.  G.  1268  ;  25  Fed.  Rep.  484  ;  Bird-  Rep.  818  ;  22  Blatch.  412. 
sell  V.  Shaliol  (1884),  112  U.  S.  485 ;  80         §  1099.    ^  That  all  owners  of  the 

0.  G.  261.  patent  must  be  parties  to  a  suit  in 

That  a  licensee  to  use  for  one  purpose  equity  for  its  infringement,   see  Jor- 

only  cannot  sue  without  joining  the  dan  v.  Doheon  (1870),  4  Fisher,  232 ; 

owner  of  the  patent,  see  Cottle  ».  Kre-  g  Ahhott,  898 ;  7  Phila.  688. 
mentz  (1885),  25  Fed.  Rep.  494.  That  in  equity  the  party  ii^ured  hy 

Co7Ura:  the  infringement  may  he  joined  with 

That  a  licensee  may  enjoin  in  a  hUl,  the  patentee  as  plaintiff,  see  CSoodyear 

in  his  own  name,  any  one  who  infringes  v.  Allyn  (1868),  8  Fisher,  874 ;  6  Blatch. 

his  rights  under  his  license,  see  Bram-  88. 

mer  v,  Jones  (1867),  8  Fbher,  840  ;  2         That  the  proper  parties  to  a  hiU  for 

Bond,  100.  an  iigunction  are  the  owner  of  the  1^^ 

That  a  licensee  may  sue  in  equity  title  to  the  patent  and  the  person  equi- 

against  the  patentee  for  the  infringe-  tahly  entitled  to  the  damages^  these 

ment  hy  the  patentee  himself  of  rights  being  the  parties  immediately  izgured 

secured  hy  the  license,  see  Littlefield  i».  by  the  infringement,  see  Goodyear  t». 

Perry  (1874),  21  WaU.  205  ;  7  O.  G.  Railroad  (1858),  1  Fisher,  626. 
964.  That  it  is  not  essential  in  equity  that 

That  a  suit  by  the  patentee  alone  the  adverse  parties  be  on  opposite  sides, 

with  the  consent  of  the  licensee  is  a  bar  see  Campbell  v.  James  (1880),  2  Fed. 
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retains  any  interest  in  the  patent,  whether  it  be  present  or 
reversionary,  certain  or  contingent,  he  should  join  with  his 
grantee  or  assignee.*  All  assignees,  whether  their  rights  are 
conditional  or  absolute,  and  whether  or  not  they  are  evidenced 
by  the  required  written  conveyance,  are  also  necessary  par- 
ties.^ Grantees,  within  whose  territory  and  against  whose  ex- 
clusive privileges  the  infringement  was  committed ;  ^  licensees, 
to  whose  prejudice  the  defendant  has  wrongfully  practised  the 
invention;^  the  heirs  or  devisees  of  a  deceased  owner,  in 
whose  interest  the  executor  institutes  a  suit;®  cestuia  que 
tru9t  of  any  class,  whose  equitable  rights  could  be  affected  by 

Bep.  838 ;  18  0.  G.  1111 ;  18  Blatch.         That  one  of  two  or  more  licensees 

92 ;  5  Bann.  &  A.  854.  may  recover  of  the  infringer  his  pro- 

'  That  if  the  patentee  retains  any  portion    of   the   profits   and  damages 

interest  in  the  patent  he  must  be  a  without  joining  the  others,  unless  ob- 

party,  see  Wheelers.  McCormick  (1873),  jection    for   noigoinder   is    made,   see 

4  0.  G.  692;  Dibble  v.  Augur  (1869),  Adams  v.  Howard  (1884),  28  Blatch. 

7  Blatch.  86.  27  ;  22  Fed.  Rep.  656. 

'  That  one  claiming  under  a  contract         That  the  licensee  of  an  exclusive 

to  assign  must  be  joined,  see  Wheeler  right   to  make  a   particular  machine 

o.  McGormick  (1878),  4  O.  6.  692.  containing  the   patented  device  need 

^  That  a  grantee  must  be  a  party  not  be  joined,  see  Nellis  v.  Pennock 

when  his  rights  are  invaded,  see  §  941  Mfg.  Co.  (1882),  13  Fed.  Bep.  451  ; 

and  notes,  cmU.  22  0.  G.  1181  ;  15  Phihu  493. 

*  That  a  licensee  cannot  sue  at  law         That  under  Sec.  17,  act  of  1836,  the 

in  his  own  name  but  in  the  name  of  the  licensor  is  a  "  party  aggrieved,"  and 

X>atentee  only,  whUe  in  equity  he  may  may  sue  in  equity  without  joining  his 

i)e  joined  as  plaintiff  with  his  licensor,  licensees,  see  Uussey  v.  Whitely  (1860), 

and  if  not  joined  at  the  outset  the  court  2  Fisher,  120 ;  1  Bond,  407. 
may  order  him  to  be  made  a  party,  see         *  That  heirs  for  whom  an  adminis- 

Birdsell  v.   Shaliol  (1884),  112  U.  S.  trator  holds  in  trust  must  be    made 

485  ;  80  0.  O.  261.  parties  to  a  suit  in  equity  on  a  patent, 

That  the  owner  of  a  patent  and  the  see  Northwestern  Fire  Extinguisher  Co. 

owner  of  an  exclusive  right  to  make  v,  Philadelphia  Fire  Extinguisher  Co. 

and  sell  for  use  abroad  may  join  as  (1874),  6  0.  G.  84 ;  1  Bann.  k  A.  177  ; 

plaintiffs  in  a  bill  in  equity  against  10  Phila.   227  ;    Stimpson  v.    Bogers 

parties   who   make   and    sell    for  use  (1859),  4  Blatch.  838. 
abroad,  see  Dorsey  Revolving  Harvester         That  when  an  inventor  during  his 

Rake  Co.  v,  Bradley  Mfg.  Co.  (1874),  lifetime   assigns   his   interest   his  as- 

12  Blatch.  202 ;  1  Bann.  &  A.  330.  signees,  not  his  heirs,  must  be  made 

That   in  an  action  brought   by  a  parties,  see  Northwestern  Fire  Extin- 
licensee  the  owner  of  the  patent  must  guisher  Co.  v,  Philadelphia  Fire  Ex- 
be  a  party,  see  Gamewell  Fire  Alarm  tinguisher  Co.  (1874),  6  0.  G.  34  ;  1 
Telesrraph    Co.   v.   City   of   Brooklyn  Bann.  &  A.  177 ;  10  Phila.  227. 
(1882),  14  Fed.  Bep.  255 ;  22  0.  0. 
197S. 
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an  action  brought  by  their  trustee,  —  must  in  like  manner  be 
made  plaintiffs  or  defendants.^  A  licensee  can  sue  alone  in 
equity  when  his  licensor  is  the  infringer  and  is  made  defendant, 
but  not  otherwise.® 

§  1100.  Addition  of  New  Plaintiffii  Pending  Suit. 

Whenever  necessary  parties  are  omitted  at  the  commence- 
ment of  the  action  the  court  may  order  them  to  appear  and 
be  made  parties,  and  until  they  do  appear  it  may  suspend  pro- 
ceedings and  refuse  to  hear  those  who  are  already  on  the 
record.^  When  the  licensor  has  sued  alone  the  defendant 
may  obtain  an  order  that  the  injured  licensee  be  joined.^  A 
suit  brought  by  the  licensee  alone  may  be  corrected  by  a  sub- 
sequent joinder  of  the  actual  owner  of  the  patent.*  An  equi- 
table owner,  who  has  commenced  his  action  in  the  name  of  the 
person  holding  the  legal  title,  may  be  entered  on  the  record 
as  a  co-plaintiff,  on  his  own  motion  at  any  time  before  the  final 
hearing.^    These  various  additions  may  be  made  at  the  request 

7  That  if  one  person  has  the  legal  *  That  a  Ucensee^  if  equitably  en- 
and  another  the  equitable  title  to  the  titled  to  the  damages,  should  be  a  party, 
patent  a  suit  in  equity  for  infringement  see  Goodyear  v.  Railroads  (1858),  1 
must  make  both  parties,  see  Gamewell  Fisher,  626. 

Fire  Alarm  Telegraph  Co.   v.  City  of        That  a  mere  licensee,  as  such,  is  not 

Brooklyn  (1882),  22  0.  G.  1978  ;    14  a  necessary  party,  see  Forbes  v.  Baratow 

Fe.d.  Rep.  255.  Stove  Co.  (1864),  2  Clifford,  379  ;  Hus- 

That  when  all  a  patentee's  right  yests  sey  v,  Whitely  (1860),  2  Fisher,  120  ; 

in  a  trustee  by  agreement  with  third  1  Bond,  407. 

parties,  a  suit  must  be  brought  by  a  biU         That  the  court  may  order  the  licensee 

joining  the  trustee  and  eestuia  que  trust,  to  be  joined  if  the  defendant  demands  it^ 

see  Dibble  v.  Augur  ( 1869),  7  Blatch.  86.  or  his  presence  is  neoessaiy  to  a  decree^ 

8  That  whbre  the  licensor  is  the  in-  see  BirdseU  v.  ShaUol  (1884),  112  U.  S. 
fringer  the  licensee  may  sue  alone  in  485  ;  80  O.  G.  261. 

his  own  name,  see  Littlefield  «.  Perry  That  a  patentee  being  pUintifT  can- 

(1874),  21  Wall.  205 ;  7  0.  G.  964.  not  afterwards  join  with  him  a  licensee 

§  1100.  ^  That  a  defect  of  parties  having  the  exclusive  right  to  make  and 

may  be  cured  by  amendment,  see  Hani-  sell,  though  the  defendant  knew  d  the 

son  V.  Rowan  (1819),  4  Wash.  202.  licensee's  claim,  see  Goodyear  v.  Bourn 

That  if  a  decree  cannot  be  made  until  (1856),  8  Blatch.  266. 

absent  persons  become  parties,  the  court  *  That  a  suit  brought  by  a  licensee 

may  order  an  amendment  and  suspend  may  be  amended  by  bringing  in  the  real 

proceedings  till  they  appear,  see  Wallace  owner,  see  Gamewell  Fire  Alarm  Tele- 

V.  Holmes,  Booth,  &  Haydens  (1871),  graph  Co.  v.  City  of  Brooklyn  (1882), 

5  Fisher,  87 ;  1  O.  Q.  117  ;  9  Bktoh.  22  0.  G.  1978  ;  14  Fed.  Rep.  255. 

65.  *  That  the  owner  of  an  equitable 
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of  any  party  to  the  suit,  or  of  the  person  who  desires  to  be 
made  a  party,  or  when  the  court  itself  perceives  that  complete 
justice  cannot  otherwise  be  done.  An  order  of  the  court 
directing  such  additions  cannot  be  enforced  unless  the  re- 
quired party  can  be  served  with  a  mbpcena  within  the  juris- 
diction, or  voluntarily  appears  and  enters  as  a  plaintiff  or 
defendant.^  New  parties  cannot  be  added  where  the  effect  of 
the  addition  would  be  the  institution  of  a  new  suit,  both  as  to 
the  parties  and  the  rights  of  action.^ 

§  1101.    Plaintl£b  in  Equity  Most  Sue  in  their  own  Names. 

The  real  parties  in  interest  must  bring  their  action  in 
equity  in  their  own  names  and  not  in  that  of  any  attorney 
or  other  delegate,  since  those  who  are  to  be  affected  by  the 
decree  must  be  in  court  and  subject  to  its  orders.^  A  cor- 
poration must  sue  in  its  corporate  name,  but  an  unincor- 
porated association  in  the  names  of  all  its  members.^  An 
assignee  should  sue  in  his  own  name  though  his  assignment 
is  not  yet  recorded ;  and  if  the  assignment  covers  the  assign- 
or's claims  against  past  infringers,  he  can  maintain  an  action 
in  his  own  name  for  these  as  well  as  for  future  violations  of 
the  patent.*     A  grantee  whose  territorial  rights  have  been 

right,  haying  begnn  a  suit  for  his  own  That  a  suit  at  law  by  order  of  chan- 

henefit  and  at  his  own  expense  in  the  eery  may  be  brought  in  the  name  of  any 

name  of  the  legal  owner,  may  be  joined  one  in  the  district  who  has  an  interest 

as  plaintiff  upon  motion  made  after  the  which  the  defendant  has  violated,  see 

answer  has  been  filed,    the   eyidence  Wood  worth  «.  Edwards  (1847),  8  W.  & 

heard,  and  the  case  set  down  for  final  M.  120 ;  2  Robb,  610. 

hearing,  see  Patterson  v.  Stapler  (1881 ),  '  That  an  association  must  sue  in  the 

7  Fed.  Rep.  210.  names  of  its  members,  see  Metal  Stamp* 

*  That  persons  not  within  the  juris-  ing  Co.  v.  Crandall  (1880),  18  0.  0. 

diction  cannot  be  made  parties  unless  1581. 

they  voluntarily  appear,  see  Sec.  787,  *  That  under  Sec.  4919,  Rev.  Stat., 

Bev.  Stat  an  assignee  of  the  patent  and  of  all 

^  That  a  new  party  cannot  be  added  claims  for  damages  can  recover  in  his 

to  the  bill  when  the  effect  would  be  to  own  name  on  claims  for  past  infringe- 

institute  a  new  suit   both*  as  to  the  ments  as  well  as  for  infringements  since 

parties  and  the  rights  of  action,   see  the  assignment,  see  Adams  v.  Bellaire 

Goodyear  v.  Bourn  (1855),  3  Blatch.  Stamping  Co.    (1885),    25  Fed.   Bep. 

266.  270  ;  83  0.  0.  628. 

§  1101.  ^  That  an  action  cannot  be  That  an  assignee  may  sue  in  his  own 

brought  in  the  name  of  any  attorney  or  name  though  his  assignment  was  not 

delegate,  see  §  944,  note  4,  arUe,  recorded  before  his  bill  wbs  filed»  see 
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invaded  must  also  sue  in  his  own  name.^  Licensees  cannot 
sustain  an  action  in  their  ow^  names  alone,  except  when  the 
licensor  is  the  infringer,  but  must  sue  in  the  name  of  the 
owner  of  the  patent  from  whom  they  derive  their  licenses 
and  with  whom  thej  may  join  themselves  as  plaintiffs.^ 

§  1102.    MlBjoinder  of  Plaintlfb. 

The  misjoinder  of  plaintiffs,  not  being  real  parties  in  inter- 
est, cau  be  taken  advantage  of  by  the  defendant  on  a  demurrer 
to  the  bill  for  want  of  equity,  and  the  bill  as  to  such  parties 
may  then  be  dismissed.^  But  such  misjoinder  will  not  pre- 
vent the  court  from  affording  equitable  relief  to  any  party  to 
the  record  who  may  be  entitled  to  demand  it.^  After  a  final 
decree  in  the  Supreme  Court  no  objection  for  misjoinder  will 
avail.'  The  nonjoinder  of  parties  may  be  cured  by  adding 
the  omitted  parties  to  the  record  after  the  proper  order 
and  appearance,  or  by  a  disclaimer  of  their  title,  in  favor  of 
the  actual  plaintiff,  on  the  part  of  those  whom  the  defendant 
asserts  should  have  been  joined.^  An  objection  on  the  ground 
of  a  nonjoinder  is  not  favored  when  the  defendant  is  an  in- 

Gay  V.  Cornell  (1849),  1  Blatch.  506 ;  ent,  see  Birdsell  v.  Shaliol  (1884),  112 

PitU  V.  Whitman  (1843),  2  Story,  609  ;  U.  8.  485  ;  30  O.  G.  261. 
2  Robb,  189.     Contra :  Wyeth  v.  Stone         §  1102.  ^  That  a  nuqoinder  of  plain* 

(1840),  1  Story,  278  ;  2  Robb,  23.  tiifa,    not   interested   parties,    can   be 

*  That  a  grantee  may  sue  in  lus  own  reached  by  a  demurrer  for  want  of  equity, 

name,  see  §  941  and  notes,  ante*  see  Hodge  «.  North  Misaouri  R.  R.  Co. 

«  That  a  licensee  cannot  sue  in  his  (1869),  4  Fisher,  161 ;  1  Dillon,  104. 
own  name  alone  even  in  equity,  see         *  That  a  misjoinder  of  plaintifls  will 

Birdsell  v,  Shaliol  (1884),  112  U.   S.  not  prevent  an  injunction,  if  any  of 

484  ;  30  0.  G.  261 ;  Union  Paper  Bag  them  are  entitled  to  it,  see  Woodworth 

Mach.  Co.  v.  NUon  (1882),  105  U.  S.  v.   Hall   (1846),   1  W.   &  H.   248;  2 

766  ;  21  0.  G.  1275  ;  Littlefield  v.  Perry  Robb,  495. 

(1874),  21  Wall.  205 ;   7  O.  G.  964.         *  That  an  objection  on  the  ground 

Cem^m ;  Brammer  v,  Jones  (1867),  8  of  mbjoinder  is  too  late  after  final  decree 

Fisher,  340  ;  2  Bond,  100.  in  the  Supreme  Court,  see  liyingston  v. 

That  where  the  owner  of  the  patent  Woodworth  (1858),  15  How.  546. 
is  the  infringer,  the  licensee  may  sue  in         ^  That  nonjoinder  may  be  cured  by 
his  own  name  only,  see  Littlefield  r.  a  disclairoer  of  title  by  tiie  absent  par- 
Perry  (1874),  21  WalL  205  ;  7  0.  G.  ties  in  fayor  of  the  record  plaintiff,  see 
964.  Graham  v.  Geneva  Lake  Crawford  Mfg. 

That  a  suit  in  equity  for  the  benefit  Co.  (1880),  11  Fed.  Rep.  188 ;  21 0.  G. 

of  the  licensee  may  be  in  the  joint  names  1536.  t 

of  the  licensee  and  the  owner  of  the  pat- 
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fringer  and  has  denied  the  title  of  the  absent  parties,  or 
when  the  record  plaintiff  is  the  legal  owner  of  the  patent 
and  the  Interest  of  the  omitted  parties  rests  upon  an  ancient 
and  long  dormant  contract.*^  No  objection  for  nonjoinder 
can  be  urged  on  the  accounting  unless  it  has  been  set  up  in 
the  answer,  or  unless  the  court  must  have  the  absent  parties 
before  it  in  order  to  render  a  decree.^  When  the  defendant 
sets  up  a  nonjoinder  in  his  answer  or  otherwise,  he  must 
name  the  parties  of  whose  omission  he  complainsJ 

§  1103.   Bifeot   of  ConTsyanoe  pendente  lite  on  the  Rights  of 
Parties:  CoUusIts  Suits. 

Gonvevances  pendente  lite  do  not  affect  the  litigation  as 
between  the  original  plaintiff  and  defendant,  but  courts  of 
equity  will  protect  the  rights  of  the  real  parties  and  secure 
to  each  his  due  proportion  of  the  damages  or  profits  resulting 
from  the  suit.^    An  assignment  of  the  entire  interest  in  the 

*  That  objections  for  noigoinder  of  That  noi\joinder  cannot  be  taken  ad- 
plaintiffs  are  not  favored  when  the  plain-  vantage  of  by  objection  to  the  decree, 
tiff  has  the  legal  title  and  the  other  in-  but  by  demnrrer  or  answer,  see  Adams 
terests  are  derived  from  an  old  and  dor-  v.  Howard  (1884),  26  O.  O.  825  ;  22 
raant  contract,  see  Graham  v,  McCor-  Blatch.  47 ;  19  Fed.  Rep.  317. 

mick  (1880),  11  Fed.  Rep.  859 ;   21  ^  That  when  a  defendant  objects  to 

O.  G.  1583 ;  10  Bissell,  89  ;  6  Bann.  a  bill  for  want  of  parties  he  must  set 

&  A.  244.  forth   what   parties   are   wanting,  see 

Tliat  the  objection  that  other  parties  Campbell  v,  James  (1880),  18  0.  G. 

are  not  joined  as  plaintiffs  has  not  much  1111 ;  2  Fed.  Bep.  388  ;  18  Blatch.  92  ; 

weight  when  the  defendant  denies  their  5  Bann.  &  A.  354. 

title,  audit  is  really  doubtful  whether  §  1103.  ^  That  con  veyancesjKndSente 

they  are  parties  and  the  objector  is  an  lite  do  not  affect  the  suit  as  between  the 

alleged  infringer,  see  Grabam  v.  Geneva  original  parties,  but  the  court  will  pro* 

Jjake  Crawford  Mfg.  Co.  (1880),  11  Fed.  tect  the  rights  of  the  real  owners  to  the 

Rep.  138  ;  21  0.  G.  1586.  fruits  of  the  litigation,  see  CampbeU  v, 

•  That  a  defendant  who  has  litigated  James  (1880),  2  Fed.  Rep.  388;  18 
a  case  on  its  merits  cannot  at  the  hear-  O.  G.  1111 ;  18  Blatch.  92  ;  5  Bann. 
ing  raise  for  the  first  time  the  question  k  A.  854. 

of  defect  of  parties,  unless  indispensable  That  if  a  plaintiff  goes  into  bank- 
parties  are  absent,  and  in  that  event  the  ruptcy  the  suit  is  not  abated,  though  a 
court  will  refuse  to  decree  though  the  supplemental  bill  may  be  required,  see 
objection  is  not  suggested,  see  Adams  Gear  v.  Fitch  (1878),  16  0.  G.  1231 ;  8 
V.  Howard  (1884),  22  Fed.  Rep.  656  ;  Bann.  k  A.  573. 

23  Blatch.  27;  Wallace  v.  Holmes,  Booth,  That  a  plaintiff  becoming  bankrupt 

&  Haydens  (1871),  5  Fisher,  37  ;  10.  and  purchasing  the  right  of  action  from 

G.  117 ;  9  Blatch.  65.  his  assignee,  cannot  be  met  with  a  plea 
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patent,  pending  suit,  may  reserve  the  avails  of  the  action  to 
the  assignor,  and  equity  will  award  these  to  him,  while  pro- 
tecting the  assignee  against  future  infringements  by  injunc- 
tion; but  such  an  assignment,  reserving  the  right  to  an 
injunction,  calls  for  no  equitable  interference,  since  an  injunc- 
tion cannot  issue  in  favor  of  one  who  is  no  longer  an  owner 
of  the  patent.^  After  a  decree  and  an  accounting,  the  right 
to  the  computed  profits  may  be  transferred  by  the  plaintiff, 
and  the  transferee  will  be  permitted  to  receive  them,  and,  if 
necessary,  to  invoke  the  assistance  of  the  court  for  their  col- 
lection.^ Any  person  who  pays  the  expenses  of  the  litigation 
for  his  own  benefit,  under  a  contract  with  the  plaintiff,  in 
order  to  test  the  validity  of  the  patent  or  the  fact  of  infringe- 
ment, or  for  any  other  legitimate  purpose,  has  a  sufficient 
standing  in  the  court  to  enable  him  to  control  the  suit ;  ^  but 
a  collusive  action,  in  which  one  person  bears  the  cost  of  both 
parties,  in  order  to  obtain  a  judgment  to  be  employed  in 
enforcing  settlements  or  procuring  injunctions  against  others, 
will  not  be  entertained.** 

in  abatement,  see  Gear  v.  Fitch  (1878),  ^  That  a  party  hearing  the  expenses 

16  0.  G.  1281 ;  8  Bann.  &  A.  673.  of  a  suit  and  prosecuting  it  for  his  own 

^  That  an  assignment  daring  a  suit  benefit,  thoagh  in  the  name  of  another, 

**  reserving  the  right  to  profits  and  dam-  has  a  right  to  control  the  proceedings, 

ages  in  said  suit  and  to  have  the  patent  see  §  938,  note  5,  arUe, 

deckred    valid,    and   an   injunction,"  ^  That  coUusive  salts  wiU  not  be 

gives  the  plaintiff   the  right   to   the  permitted,  see  Barker  v.  Todd  (1882), 

profits  and  damages  up  to  the  time  of  28  0.  G.  488 ;  16  Fed.  Rep.  265  ;  and 

conveyance,  but  not  to  an  injunction,  §  1182  and  notes,  posL 

see  Boomer  v.  United  Power  Press  Co.  That  a  coUusive  decree  may  be  an- 

(1875),  13  Blatch.  107  ;  2  Bann.  &  A.  nulled  on  the  application  of  a  stranger, 

106.  see  Barker  v.  Todd  (1882),  28  O.  G. 

*  That  a  bill  wiU  not  be  dismissed  438 ;  15  Fed.  Rep.  265. 

on  account  of  the  plaintiff's  assign-  That  an  action  in  which  one  party 

ment  of  his  interests,  if  it  were  made  bears  the  expense  of  both  sides,  in  order 

after  the  time  when  the  computation  of  to  obtain  a  judgment  influencing  other 

profits  ended,  see  Dean  v.  Mason  (1857),  suits,  is  collusive  under  whatever  dis- 

20  How.  198.  gnise,  see  Gardner  v,  Goodyear  Dental 

That  the  court  will  enforce  the  rights  Vulcanite  Co.  (1878),  6  Fisher,  829 ;  8 

of  an   assignee   pettdenU    lite   to  the  O.  G.  295.     ~- 

avails  of  the  suit,  see  Campbell  v.  James  That  an  agreement  to  sae  and  pay 

(1880),  2  Fed.   Bep.   888  ;  18  O.  G.  all  expenses  for  one  half  the  resolta  is 

1111  ;  18  Blatch.  92 ;  5  Bann.  &  A.  champerty  and  cannot  be  upheld  in 

854.  equity  where  the  party  going  had  entin 
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§  1104.    Parties  Defendant  in  Bqnity. 

All  persons  who  participate  in  the  infringement,  whether 
by  performing  the  infringing  act,  or  by  ordering  it  to  be  com- 
mitted by  their  servants,  or  by  directly  sharing  in  its  benefits, 
may  be  joined  as  defendants.^  A  corporation  may  be  made 
defendant  when  it  profits  by  the  unlawful  use  of  the  inven- 
tion, and  with  it  may  be  joined  the  oflScers  by  whose  direction 
the  infringing  device  or  process  is  employed ;  or  either  may 
be  sued  alone  without  reference  to  the  other.*  When  several 
distinct  individuals  are  made  defendants,  the  plaintifiTs  bill 
must  show  how  they  are  related  to  each  other,  and  that  all 
are  connected  with  the  same  infringing  act ;  and  where  a 
defendant  is  one  of  a  group  of  persons,  whose  operations  are 
carried  on  beyond  the  limits  of  the  district  of  the  suit  by 
their  collective  authority,  the  bill  must  allege  that  this  de- 
fendant has  the  entire  control  of  the  infringement  and  can 
promote  it  or  prevent  it  at  his  pleasure.^  The  misjoinder  of 
defendants  does  not  impair  the  power  of  the  court  to  afford 
relief  against  such  of  them  as  are  found  guilty  of  the  infringe- 
ment, though  the  bill  as  to  the  others  will  be  dismissed.^ 
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control  of  the  claiins,  see  Gr^rson  v.  ment,  see  Kaolatype  Engraving  Co.  v, 

Imlay  (1861),  4  Blatch.  508.  Hoke  (1887),  80  Fed.  Bep.  444;  89 

§  1104.  1  For  roles  determining  who  O.  G.  686. 

may  be  defendants,  see  §S  946,  947,  and  That  if  the  defendant  is  one  of  sey- 

notes,  anU,  eiid  directors  of  a  corporation,  located 

That  complicity  between  defendants  and  doing  business  in  another  district, 

Tenders  them  liable  to  be  sued  in  equity  it  should  appear  that   he  has  power 

for  a  joint  infringement^  see  Wells  v.  alone  to  direct  the  use  or  disuse  of  the 

Jacques  (1874),  5  0.  G.  864 ;  1  Bann.  infringing  device,  or  all  or  a  majority 

&  A.  60.  of  the  directors  must  be  made  parties^ 

*  For  the  liabUity  of  corporations  see  Jones  v.  Osgood  (1869),  8  Fisher, 
and  their  officers,  etc,  see  §  912  and  691  ;  6  Blatch.  485. 

notes,  anU.  *  That  where  a  bill  alleges  that  the 

*  That  a  bUl  joining  defendants  defendants  *' jointly  and  collectively 
should  show  how  they  are  related  to  and  also  separately  infringed,"  and  no 
each  other,  whether  as  partners,  etc.,  joint  use  is  shown,  but  the  bill  is  not 
see  Shickle  v.  South  St  Louis  Foundiy  demurred  to  and  a  final  hearing  is  had 
Co.  (1884),  22  Fed.  Bep.  105.  without  objection,  a  decree  may  issue 

That  a  bill  alleging  ^hat  the  defend-  against  each  separately,  see  Putnam  v. 

ants  were  doing  business  as  a  company  HoUender  (1881),  6  Fed.  Rep.  882;  19 

while  infringing  avers  a  joint  infringe-  0.  G.  1428 ;  19  Blatch.  48. 
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§  1105.    Nonjoinder  of  Defendants. 

The  nonjoinder  of  defendants  is  no  ground  of  defence 
against  the  action,  unless  the  account  of  prolSts  is  insepara* 
ble,  or  for  some  other  reason  the  presence  of  the  omitted 
parties  is  indispensable  to  a  decree.^  The  absence  of  proper 
defendants  must  be  taken  advantage  of  hj  the  demurrer,  plea, 
or  answer,  and  the  objection  must  set  forth  the  connection  of 
such  persons  with  the  cause  of  action  and  allege  that  they 
are  within  the  territorial  jurisdiction  of  the  court'  If  the 
objection  is  sustained,  the  persons  named  may  be  ordered  to 
appear  and  be  made  parties,  and  if  this  order  cannot  be  en- 
forced the  court  will  stay  proceedings  indefinitely  or  dismiss 
the  bill.^  An  amendment  changing  the  capacity  in  which  the 
defendants  have  been  sued,  and  in  effect  creating  a  new  de- 
fendant, cannot  be  allowed.^ 

§  1106,    ATerments    of  a   BiU   in   Bquity   in   Aotiona   for   In- 
fringement. 

A  bill  in  equity,  i|i  actions  for  infringement,  must  disclose 
the  substantial  groundwork  of  the  case  and  contain  aver- 

§  1105.  ^  That  nonjoinder  of  defend*  parties  are  oat  of  its  jarisdiction,  see 

ante  is  no  defence  unless  their  presence  Florence  Sewing  Madh.  Co.  v.  Singier 

is  necessary  to  enable  the  coort  to  de-  M%.    Co.   (1870)   4   Fisher,    329 ;   8 

cree  any  effectual  relief,  see  Florence  Blatch.  118. 

Sewing  Mach.  Co.  v.  Singer  Mfg.  Co.         That  in  a  suit  against  a  mere  vendee 

(1870),  4  Fisher,  829  ;  8  BUtch.  118.  his  vendor  may  apply  to  be  made  a  de- 

.  *  That  the  objection  that  the  biU  does  fendant,  and  if  admitted  he  submits  to 

not  allege  a  joint  infringement  by  the  the  jurisdiction  for  all  purposes  though 

defendants  is  to  be  taken  by  demurrer,  not  originally  within  it,  but  cannot  set 

see  Fischer  v,  O'Shaughnessy  (1881),  6  up  in  a  cross-bill  any  matter  which  the 

Fed.  Rep.  92.  original  defendant  could  not  have  al- 

That   a   plea   of   noigoinder   must  leged,  see  Cnrran  v,  St.  Charles  Car  Co. 

allege  that  the  absent  defendants  are  (1887),  82  Fed.  Rep.  835. 
within  the  jurisdiction,  see  Goodyear  v.        *  That  a  biU  against  several  defend- 

Toby  (1868),  6  Blatch.  180.  ants  as  copartners  cannot  be  amended 

*  That  if  the  want  of  parties  da-  to  charge  them  as  separately  the  pres- 

fendant  is  not  objected  to  by  demurrer,  ident,  secretary,  and  directors  of  a  com* 

plea,  or  answer,  it  is  too  late  to  make  pany,  this  being  unnecessary  in  a  suit 

the  objection  afterward,   provided  the  against  them  as  individuals,  and  im- 

court  can  make  a  decree   concerning  proper  in  a  suit  against  the  company 

the  sctual  parties  separately  from  the  as  a  whole,  see  Tyler  o.  Galloway  (1882), 

others ;  but  where  it  cannot,  the  court  13  Fed.  Rep.  477 ;  22  0.  G.  1294 ;  21 

will  not  proceed,  though  the   absent  Blatch.  C6» 
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ments  covering  every  material  fact,  the  court  having  no 
authority  to  consider  what  is  proved  and  not  alleged,  or 
what  is  alleged  and  not  supported  by  the  evidence.^  The  ma- 
terial facts  in  equity,  as  at  law,  relate  to  these  five  questions : 
(1)  The  performance  by  the  alleged  inventor  of  an  inventive 
act  resulting  in  the  alleged  invention ;  (2)  The  existence  and 
validity  of  a  patent  protecting  this  invention ;  (8)  The  title 
of  the  plaintiff  to  that  patent ;  (4)  The  infringement  of  that 
patent  by  the  defendant ;  and  (5)  The  damage  sustained  by 
the  plaintiff,  and  the  benefits  accruing  to  the  defendant,  from 
the  infringing  acts.  The  averment  of  the  inventive  act  may 
state  the  performance  of  the  act  and  the  resulting  invention 
in  general  terms,  sufficient  to  identify  the  invention  with  the 
subject-matter,  and  the  inventor  with  the  grantee,  of  the  let- 
ters-patent, as  these  appear  in  the  ensuing  allegations.'  The 
averment  of  the  patent  may  describe  it  by  its  date  and  title 
with  a  profert^  neither  setting  it  out  according  to  its  terms, 

§1106.^  That  the  sabstantialgrouiwl-  the  inyention  is  given  in  the  hill,  the 

work  of  a  case  mnst  be  alleged  in  the  patent   must   he   annexed    or   profert 

biU  or  no  decree  can  he  rendered,  see  made,  or  the  hill  will  he  demnrnihle, 

Pelham  v.  Edelmeyer  (1888),  15  Fed.  see  Wise  v.  Grand  Ave.  R.  R.  Co.  (1888), 

Bep.  262 ;  25  0.  G.  292 ;  21  Blatch.  88  Fed.  Rep.  277. 

188.  That  the  description  of  the  inyention 

That  the  hill  mnst  aver  every  mate-  is  sufficient  when  the  hill  refers  to  and 

rial  fact,  for  the  court  cannot  consider  makes  profBiri  of  the  patent,  or  employs 

what  is  proved  and  not  alleged  or  what  the  language  of  the  specification,  or  gives 

is  alleged  and  not  proved,  see  Blandy  v.  a  full  and  accurate  description  in  the 

Griffith  (1869),  8  Fisher,  609.  pleader's  own  words,  see  Post  v.  Richards 

That  a  hill  in  equity  under  the  act  Hardware   Co.   (1885),  25  Fed.   Rep. 

of  1870  must  follow  and  be  supported  by  905. 

the  general  doctrines  of  equity,  see  Boot  That  the  bill  or  declaration  must 

V.  Lake  Shore  &  Michigan  Southern  R.  allege  that  the  invention  was  not  in 

R.  Co.  (1882),  105  U.  S.  189  ;  21  0.  public  use  or  on  sale  for  more  than  two 

G.  1112.  years  before  the  application,  see  Bless- 

For  the  form  and  requirites  of  a  bill  ing  v.  Steam  Copper  Works  (1888)  84 

in  equity,  see  McC:k>y  «.  Nelson  (1887),  Fed.  Rep.  758. 

121  U.  S.  484  ;  89  0.  G.  881.  That  the  history  of  the  art  being 

*  That  a  bill  in  equity  must  describe  part  of   the  controversy  in  a  patent 

the  invention,  not  merely  by  date  and  cause,  the  description  of  prior  patents 

number  of  the  patent,  but  so  fuUy  as  to  and  the  litigation  thereon  may  be  proper 

apprise  the  court  of  its  nature  and  char-  averments  in  the  bill,  see  Steam  Gauge 

acteristics,  see  Post  v.  Richards  Hard-  h  Lantern  Co.  v.  McRoberts  (1886),  26 

ware  Co.  (1885),  25  Fed.  Bep.  905.  Fed.  Bep.  765  ;  86  0.  G.  822. 

That  unle..  a  clear  description  of 
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nor  in  the  case  of  a  re-issue  specifying  the  ground  of  the  re« 
issue  nor  the  concurrence  of  the  owners  of  the  original  in  its 
surrender.^  The  averment  of  title  may  allege  the  interest  of 
the  plaintiff  in  the  patent  without  reciting  the  chain  of  title 
or  declaring  that  the  conveyance  under  which  he  claims  has 
been  recorded,  but  it  must  define  the  right  in  which  he  sues, 
and  if  this  right  is  based  upon  or  is  to  be  established  by 
reference  to  a  former  judgment  such  judgment  must  be  also 
stated.^  The  averment  of  infringement  need  not  describe  the 
particular  acts  performed  by  the  defendant,  nor  point  out  the 
portions  of  the  invention  which  he  has  appropriated  nor 
the  articles  produced  by  its  unlawful  use.^    It  must  allege 

*  That  the  patent  need  not  be  set  fendant  may  claim  to  be  the  honafdi 
out  in  the  bill,  but  a  statement  of  title  owner  without  notice,  see  Perry  v,  Cor- 
and  9.jirofert  are  enough,  see  American    ning  (1870),  7  Blatch.  195. 

Bell  Telephone  Co.  v.  Southern  Tele-  That  an  aU^gation  of  an  assignment 

phone  Co.  (1888),  84  Fed.  Rep.  808;  of  the  whole  patent  except  in  certain 

McMillin  v.  St.  Louis  &  Mississippi  Val-  specified  counties^  if  not  traversed  in 

ley  Transportation  Co.  (1888),  18  Fed.  the  answer  or  the  evidence,  cannot  be 

Rep.  260  ;  5  McCrary,  561.  otherwise  objected  to,  see  Washburn  & 

That  a  bill  on  are-issued  patent  need  Moen  M^.  Co.  v.  Haish  (1880),  4  Fed. 

not  aver  that  the  grantee  of  a  territorial  Rep.  900  ;  19  0.  G.  178  ;  10  Bissell,  65. 

right  acted  with  the  patentee  in  the  That  if  the  plaintiff  relies  on  a  former 

surrender  of  the  original  patent,  or  that  verdict  and  judgment  to  show  his  titles 

he  concurred  in  the  re-issue,  see  Meyer  or  his  right  to  equitable  relief,  his  bill 

V.  Bailey  (1875),  8  0.  6.  487  ;  2  Bann.  must  aver  it,   see  Blandy  «.   Griffith 

&  A.  73.  (1869),  8  Fisher,  609;  Parker  v.  Brant 

That  a  bill  for  the  infringement  of  a  (1:850),  1  Fisher,  58. 

re-LBSue  need  not  aver  the  ground  of  re-  That  a  bill  ailing  the  infringement 

issue,  see  Spaeth  v.  Barney  (1885),  22  of  two  claims  and  a  judgment  in  a 

Fed.  Bep.  828  ;  80  0.  G.  997.  former  suit  on  one  of  them  does  not  im- 

That  a  bill  in  equity,  setting  forth  ply  that  full  relief  has  been  obtained  in 
the  issue  of  a  patent  and  its  re-issue  the  other  suit,  see  AlUs  v.  Stowell, 
with  expanded  CUdms  after  two  yean  (1888),  15  Fed.  Rep.  242 ;  28  0.  G.  1088. 
and  not  explaining  the  delay,  suggests  That  allegations  of  residence  of  par- 
sufficient  to  serve  as  a  defence  on  de-  ties  are  not  necessary  to  confer  jnrisdio* 
murrer,  see  WoUensak  v.  Reiher  (1885),  tion,  see  Teese  v.  Phelps  (1855),  1  Me- 
115  U.  S.  96 ;  81  0.  G.  1801.  AUister,  17. 

*  That  the  bill  need  not  state  the  *  In  Thatcher  Heating  Co.  v.  Carbon 
entire  chain  of  title,  an  averment  that  Stove  Co.  (1878),  4  Bann.  k  A.  68, 
the  title  is  in  the  complainants  being  Nixon,  J.  :  (69)  "  It  was  insisted  that, 
sufficient,  see  Nourse  v.  Allen  (1859),  unless  the  whole  invention,  as  claimed, 
8  Fisher,  63  ;  4  Blatch.  876.  had  been  infringed,  it  was  necessary  for 

That  a  plaintiff  grantee  need  not  aver  the  complainant  to  specify  in  the  bill 
the  recording  of  his  grant,  but  the  de-    the  particular  Claims  of  the  violation  of 

SU06 
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infringing  acts  committed  in  violation  of  the  plaintiffs  rights, 
and  disclose  such  circumstances  of  time,  place,  and  method 
as  show  upon  the  face  of  the  averment  that  these  rights,  as 
before  described,  have  been  invaded.®  The  allegation  must 
be  positive  and  certain,  not  stating  the  infringing  acts  hy- 

which   he   complained.    Perhaps  that  upon  his  answer.    It  would  obviously 

would  have  been  the  correct  practice  to  be  a  very  inconvenient  practice  to  require 

have  been  established  in  suits  for  the  the  complainant  to  set  out  at  length  in 
infringement  of  patent  rights,  in  analogy    his  bill  the  details  of  his  invention  and 

of  what  is  required  in  courts  of  equity  of  the  defendant's  manufacture.    The 

in  actions  for  relief  against  fraud.     In  bill  would  be  very  voluminous  and  not 

such  cases  it  is  not  permitted  to  allege  necessarily  more  clear  or  explicit.    The 

fraud  generally.     The  party  alleging  it  defendant  is,  by  the  general  averment, 

must  state  the  facts  which  constitute  put  in  possession  of  the  allegation  that 

the  fraud.  (Small  v.  Boudinot,  1  Stockt  he    has   infringed    the    complainant'a 

891 ;  Borback  v,  Dorsheimer,  10  C.  £.  patent     This  he  may  deny  by  answer. 

Green,  516. )    But  such  ia  not  the  recog-  The  burden  of  proof  is  then  upon  the 

nized  practice  in  patent  cases.    A  state-  complainant  to  prove  infringement  and 

ment  of  the  complainant's  patent,  and  a  to  show  wherein  it  consists.    If  he  fails 

general  allegation  that  the  defendant  has  to  do  this,  he  is  not  entitled  to  relief." 
infringed,  is  deemed  sufficient  to  put  the         Further,  that  the  bill  may  allege 

defendant  upon  his  answer.    (TnrreU  v.  infringement  generally  without  specify- 

Oammerrer,  8  Fisher,  462.)  .  .  .  When  ing  particulars,  see  American  Bell  Tele- 

the  proofs  are  closed,  and  at  the  final  phone  Co.  v.  Southern  Telephone  Co. 

hearing,  the  complainant  is  permitted  to  (1888),  84  Fed.  Rep.  808;   Haven  v, 

specify  the  Claims  of  the  patent  on  Brown  (1878),  6  Fisher,  418. 
which  he  will  ask  for  a  decree."    16         That  a  bill  for  the  infringement  of  a 

0.  6.  1051  (1051).  machine-patent    need   not   state  what 

In  Turrell  v,  Cammerrer  (1868),  8  articles  the  defendant  has  made  by  his 

Fisher,  462,  Leavitt,  J. :  (468)  **  The  machine,  see  Fischer  v,  Hayes  (1881),  6 

question  before  the  court  arises  upon  a  Fed.  Rep.  76 ;  20  0.  G.  289 ;  19  Blatch. 

demurrer  to  a  bill  filed  by  the  complain-  26. 

ant  for  the  infringement  of  letters-patent.         '  That  no  recovery  can  be  had  unless 

It  is  objected  that  the  bill  does  not  state  an  infringement  by  making,  using,  or 

facts  enough  to  enable  the  court  to  base  selling  the  invention,  before  the  filing  of 

a  decree  upon  it,  and  it  is  insisted  that,  the  bill,  is  alleged  and  proved,  see  Sles- 

before  the  defendant  can  be  called  upon  singer  v.  Buckingham  (1888),  17  Fed. 

to  answer,   the   complainant  shall  be  Rep.  454 ;  8  Sawyer,  469. 
required  to  set  forth  the  precise  infringe-         That  a  bill  alleging  a  grant  to  the 

ment  complained  of,  by  some  adequate  plaintiffs  and  that  the  defendants  are 

description  of  the  patented  invention,  now  making  and  using  the  invention 

and  ofthe  infringing  machine  or  process,  against  the  interest  of  the   grantees, 

This  he  has  never  been  required  by  although  informal,  is  a  sufficient  charge 

the  practice  of  this  court  to  do.    The  of  the  infringement  as  occurring  after  the 

general  allegation  of  the  bill  that  the  grant  and  within  the  granted  territory, 

defendant    has   infringed   the    letters-  see  Meyer  v,  Bailey  (1875),  8  0.  G. 

patent  has  been  sufficient  to  put  him  437  ;  2  Bann.  &  A.  78. 
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potlieticallj,  argumentatively,  nor  in  the  disjunctiye ;  ^  and 
if  the  patent  had  expired  before  the  date  of  the  infringement 
it  must  aver  that  the  infringing  articles  were  unlawfully  con- 
structed while  the  patent  was  in  force.^  Where  the  plaintiff 
has  conveyed  assignable  interests  to  others,  which  were  out- 
standing when  the  infringement  was  committed,  the  averment 
of  infringement  must  deny  that  the  defendant  used  the  inven- 
tion under  such  conveyance.^  If  there  is  more  than  one  de- 
fendant the  relation  which  subsists  between  them  must  be 
sufficiently  delineated  to  indicate  that  all  participate  in  the 
infringing  acts.^^  The  averment  of  damages  may  be  in 
general  terms;  that  of  profits  must  set  forth  such  facts  as 
to  the  mode  in  which  the  defendant  has  practised  the  in- 
vention, and  the  benefits  he  has  thence  derived,  as  in  connec- 
tion with  the  preceding  averments  will  show  that  there  have 
been  pecuniary  gains  or  savings  for  which  the  plaintiff  is  en- 
titled to  an  account.^^    Where  the  advantage  to  the  defendant 

7  That  an  allegation  of  infringement  pired,    see   American    Diamond    Bock 

must    not    be  in   the   disjunctiTe,  as  BoringCo.  v.  Rutland  Marble  Co.  (1880), 

"  making  vr  selling/'  but  if  it  alleges  2  Fed.  Rep.  855  ;  18  Blatch.  147 ;  5 

both  making  and  selling  it  is  sustained  Bann.  &  A.  S46. 
by  evidence  of  either,  see  LocomoUve         *  That  in  a  suit  by  the  owner  of  » 

Engine  Safety  Truck  Co.  v,  Erie  Rail-  patent,  who  has  sold  an  exclusive  right 

way  Co.  (1872),  6  Fisher,  187  ;  3  0.  G.  for  a  term  of  years,  the  bill  must  set  out 

OS  ;  10  Blatch.  292.  that  the  defendant  is  not  operating  un- 

That  an  allegation  that  the  defend-  der  the  licensee,  see  Still  v.  Beading 

ant  "  has  built  and  is  now  using  "  does  (1881),  9  Fed.  Bep.  40  ;  20  0.  G.  1025 ; 

not  aver  that  he  uses  what  he  built  or  4  "Woods,  845. 

built  what  he  uses,  see  Locomotive  En-        ^^  That  where  a  corporation  is  sued 

gine  Safety  Truck  Co.  v.  Erie  Railway  for  infringement   and   its   officers  are 

Co.  (1872),  6  Fisher,  187  ;  8  0.  G.  93 ;  made  parties,  the  fiict  that  they  are  such 

10  Blatch.  292.  officers  should  be  averred,  see  Shlckle  v. 

That  the  allegation  that  the  defend-  South  St  Louis  Foundry  Co.  (1884), 
ant  is  making  and  using  devices  "in  22  Fed.  Rep.  105. 
some  parts"  substantially  the  same  in  i^  That  tiie  bill  need  not  pray  for  dam- 
construction  and  operation  with  those  ages  eononiine,  but  they  may  be  awarded 
of  the  plaintiff,  though  objectionable,  is  under  the  general  prayer  for  relief,  see 
still  sustained  as  a  sufficient  statement  Emerson  v.  Simm  (1873),  3  O.  G.  293  ; 
of  infringement,  see  McMillin  v.   St.  6  Fisher,  281. 

Louis  &  Mississippi  Valley  Transporta-         That  the  bill  must  state  such  facts 

tion  Co.  (1883),  18  Fed.  Rep.  260  ;  5  as  indicate  that  profits  were  realized  by 

McCrary,  561.  the  defendant  in  order  to  support  a 

^  That  a  bill  to  enjoin  a  device  after  prayer  for  an  accoont,  see  Vaughn  v. 

the  patent  expires  must  aver  that  the  Central  Pacific   R«   R.   Co.   (1877),  4 

device  was  made  before  the  patent  ex-  Sawyer,  280 ;  8  Bann.  &  A.  27. 
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can  onlj  be  estimated  as  a  whole,  or  from  the  nature  of  the 
invention  or  his  method  of  infringement  could  not  result  in 
pro&ts,  no  account  in  equity  can  be  decreed.^  But  profits 
may  be  alleged  as  either  general  or  special,  and  the  actual 
profits  appearing  on  the  accounting  will  then  be  covered 
by  the  averment. 

§  1107.    Prayers  for  Bqnitable  Relief. 

The  bill  must  close  with  a  prayer  for  the  desired  relief;  and 
the  relief  sought  must  be,  in  part  at  least,  of  such  a  character 
as  equity  alone  can  grant.  If  tlie  bill  prays  for  damages  only, 
and  in  most  cases  where  it  prays  for  profits  only,  it  presents 
no  ground  for  equitable  interference.^  With  these  petitions 
must  be  united  one  for  an  injunction,  or  a  discovery,  or  some 
other  remedy  not  obtainable  at  law,  unless  those  portions  of 
the  bill  relating  to  the  parties  or  the  title  or  the  infringement 
or  the  profits  make  it  apparent  that  out  of  equity  the  plain- 
tiff has  no  adequate  redress.^  To  each  of  these  forms  of 
relief  special  averments  of  the  circumstances  which  require 
such  relief  are  necessary,  in  addition  to  the  ordinary  allega- 
tions of  the  bill.*  Thus  where  an  injunction  is  requested,  the 
bill  must  state  that  the  defendant  threatens  to  commit  or  re- 

^  That  a  bill  claiming  an  accoant  is  covery  of  damages  for  past  infringe- 
Improper  where  the  advantage  to  the  ments  before  the  assignment,  see  Camp- 
defendant  is  a  general  one  and  can  only  beU  v.  James  (1880),  2  Fed.  Rep.  SS8; 
be  estimated  as  a  whole,  see  Sayles  v,  18  0.  G.  1111;  18  Blatch.  92;  6  Bann. 
Bichmond,  Fredericksburg,  &  Potomac  &  A.  854. 

B.  B.   Co.   (1879),   16  0.   G.   48 ;   8  §  1107.  ^  That  over  a  mere  claim  for 

Haghes,  172  ;  4  Bann.  k  A.  289.  damages  or  profits  equity  has  no  juiis- 

That  a  general  allegation  that  profits  diction,  see  §  1087  and  notes,  anU. 

were  made  by  the  defendant  is  not  suffi-  >  That  a  bill  in  equity  will  not  lie  for 

cient,  and  if  from  the  nature  of   the  damages  alone,  but  must  pray  for  an 

invention  it  appears  that  profits  were  injunction,  a  discovery,  or  an  account, 

not  obtainable,  the  bUl  wiU  be  dismissed,  see  Vaughn  v.  East  Tennessee,  Virginia, 

see  Vaughn  v.  Central  Pacific  R.  R.  Co.  &  Georgia  R.  R.  Co.  (1877),  11  0.  G. 

(1877),  4  Sawyer,  280 ;  3  Bann.  &  A.  789 ;   1  Flippin,  621 ;  2  Bann.  &  A. 

27.  637. 

That  a  bill  averring  an  assignment  *  That  the  bill  must  aver  such  facts 

of  all  right  "for  and  to  the  post  use  of  as  show  that  the  equitable  relief  prayed 

the  invention  and  improvements  under  for  is  necessary,  see  Dunham  v.  R.  B. 

said  letters-patent,"  and  praying  for  an  Co.  (1861),  1  Bond,  492;  Harrison  v. 

injunction,   profits   and   damages  and  Nixon  (1835),  9  Peters,  483. 
other  relief,  is  sufficient  basis  for  a  n- 

VOL.  III.  —28 
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fuses  to  desist  from  an  infringement,  and  if  the  injunction  is 
to  precede  the  trial  of  the  cause  upon  its  merits  a  prior 
judgment  sustaining  the  plaintiffs  right,  or  long  continued 
public  acquiescence  in  the  exercise  of  his  exclusive  privilege) 
must  be  averred.*  When  the  bill  prays  for  a  discovery  it 
must  point  out  the  facts  concerning  which  the  disclosure  is 
required  and  allege  the  inability  of  the  plaintiff  to  estab* 
lish  them  by  any  evidence  at  his  command.^ 

§  1108.    Joinder  of  Different  Caoees  of  Aotlon  Based  on  Several 
Patents :  Moltlfarioasness. 

Where  several  patents  belonging  to  the  plaintiff  are  violated 
by  the  same  infringement  on  the  part  of  the  defendant,  these 
different  causes  of  action  may  be  united  and  relief  for  the  en- 
tire injury  may  be  afforded  in  a  single  suit.^  A  bill  in  equity, 
therefore,  is  not  multifarious  merely  because  it  counts  upon 
numerous  patents,  or  alleges  various  infringing  acts.  A  bill 
is  multifarious  when  it  joins  matters  perfectly  distinct,  or  de- 

*  That  if  the  bill  contains  a  prayer  v.  Pennock  Mfg.  Co.  (1882),  22  0.  G. 

for  an  injanction  the  facts  which  render  1131 ;  18  Fed.  Rep.  451 ;  16  Phila.  498. 

it  necessary  must  be  set  forth  and  the  That  suits  on  a  patent  for  an  original 

plaintiff's  title  shown,  see  §  1206  and  inventiou  and  on  a  patent  for  an  im- 

notes,  post,  provement  thereon  are  not  divisible,  if 

That  no  allegation  of  a  trial  at  law  both  patents  belong  to  the  same  owner, 

should  be  made  as  the  foundation  for  an  see  Case  v.  Bedfield  (1849),  4  McLean, 

injunction  unless  there  was  a  bona  fide  626 ;  2  Robb^  741. 

trial  and  judgment,  see  Doughty  v.  West  That  one  who  is  sole  owner  of  one 

(1865),  2  Fisher,  553.  patent  and  exclusive  licensee  under  an* 

^  That  a  prayer  for  discovery  must  other  may,  joining  his  licensor,  eigoin  a 

indicate  the  points  for  a  disclosure  and  device  which  infringes  both  patents,  see 

the  absence  of  other  evidence,see  Vaughn  Huber  v.  Myers  Sanitaiy  Depot  (1888), 

».  Central  Pacific  R.  R.  Co.  (1877),  4  84  Fed.  Rep.  752. 

Sawyer,  280 ;  3  Bann.  &  A.  27.  That  where  the  plaintiff  owns  one 

§  1108.  ^  That  more  than  one  patent  patent  in  one  State  and  the  same  with 

may  be  embraced  in  the  same  suit,  see  another  patent  in  a  second  State,  and  on 

Matthews  v.  Lalance  &  Grosjean  Mfg.  an  infringement  in  the  second  State  his 

Co.  (1880),  17  0.  G.  1284  ;  2  Fed.  Bep.  bill  counts  on  both  patents,  it  is  proper, 

232;  18Blatch.  84;  6  Bann.  ft  A.  819  ;  see  GUlespie  v.  Cummings  (1874),  8 

Parks  V.  Booth  (1880),  102  U.  S.  96  ;  Sawyer,  259  ;  1  Bann.  &  A.  687. 

17  0.  G.  1089.  That  where  all  the  Qaims  of  several 

That  several  patents  may  be  included  patents  are  infringed  by  one  stmcturs 

in  one  suit  when  their  subjects-matter  a  suit  on  all  is  not  multifarious,  see 

are  correlative  and  are  embodied  in  the  Hayes  v.  Bickelhoupt  (1885),  28  Fed* 

infringing  process  or  device,  see  Nellis  Bep.  183  ;  82  O.  G.  185. 
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mands  remedies  of  an  independent  character  against  separate 
defendants :  for  a  defendant  cannot  be  compelled  to  associate 
wholly  different  defences  in  his  answer,  to  the  confusion  of  the 
evidence  and  the  protraction  of  the  controversj,  nor  can  the 
expense  of  proceedings  against  separate  defendants  on  distinct 
issues  be  imposed  upon  him.^  No  universal  test  of  multifa- 
riousness can  be  established ;  but  whenever,  in  its  sound  dis- 
cretion, the  court  perceives  that  the  defendant  is  embarrassed 
by  the  multiplicity  of  the  plaintifiPs  claims,  the  bill  may  be 
treated  as  defective  and  its  reduction  to  a  more  simple  form 
required.^    In  actions  for  infringement,  as  a  general  rule,  the 

*  In  Hayes  v.  Dayton  (1880),  8  Fed.  there  ia  a  joinder  of  distinct  claims  he' 
Bep.  702,  Blatchford,  J. :  (703)  '*  A  bill  tween  the  same  parties  it  has  never  been 
is  multifarious  when  it  improperly  unites  held,  as  a  general  proposition,  that  they 
in  one  bill  against  one  defendant  several  cannot  be  united,  and  that  the  bill  is  of 
matters  perfectly  distinct  and  uncon-  course  demurrable  for  that  cause  alone, 
nected,  or  when  it  demands  several  mat-  Nor  is  there  any  positive,  inflexible  rule 
ters  of  a  distinct  and  independent  nature  as  to  what,  in  the  sense  of  courts  of 
against  several  defendants  in  the  same  equity,  constitutes  a  fatal  mnltifarious- 
bilL  The  reason  of  the  first  case  is  that  ness  on  demurrer.  A  sound  discretion 
the  defendant  would  be  compeUed  to  is  always  exercised  in  determining 
unite  in  his  answer  and  defence  different  whether  the  subject-matters  of  the  suit 
matters  wholly  unconnected  with  each  are  properly  joined  or  not.  It  is  not 
other,  and  thus  the  proofs  applicable  to  very  easy,  a  priori^  to  say  exactly  what 
each  would  be  apt  to  be  confounded  is  or  what  ought  to  be  the  true  line  reg- 
with  each  other,  and  delays  would  be  nlating  the  course  of  pleading  on  this 
occasioned  by  waiting  for  the  proofs  point  AU  that  can  be  done  in  each 
respecting  one  of  the  matters  when  the  particular  case,  as  it  arises,  is  to  consider 
others  might  be  fully  ripe  for  hearing,  whether  it  comes  nearer  to  the  class  of 
The  reason  of  the  second  case  is  that  decisions  where  the  objection  is  held  to 
each  defendant  would  have  an  unneces-  be  fatal,  or  to  the  other  class,  where  it 
sary  burden  of  costs  by  the  statement  in  is  held  not  to  be  fatal.  In  new  cases 
the  pleadings  of  the  several  claims  of  the  the  court  is  governed  by  those  analogies 
other  defendants  with  which  he  has  no  which  seem  best  founded  on  general  con- 
connection."  18  0.  G.  1406  (1407);  renience,  and  will  best  promote  the  due 
18  Blatch.  420  (421).  administration  of  justice,  without  mul- 

That  in  equity  several  causes  of  tiplying  unnecessary  litigation  on  the 
action  may  be  joined  between  the  same  one  hand,  or  drawing  suitors  into  need- 
parties  to  avoid  multiplicity  of  action,  less  and  oppressive  expenses  on  the 
unless  the  defence  may  be  embarrassed  other."  18  O.  G.  1406  (1407)  ;  18 
by  confounding  different  issues  and  Blatch.  420  (422). 
proofs,  see  Nourse  v.  Allen  (1869),  8  That  whether  a  bill  is  multifarious  de- 
Fisher,  63  ;  4  Blatch.  876.  pends  on  the  circumstances  of  each  case 

*  In  Hayes  v,  Dayton  (1880),  8  Fed.  and  the  court  must  act  on  its  discretion 
Bep.  702,  Blatchford,  J. :  (704)  "Where  in  sustaining  it,  see  United  States  v. 
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bill  will  not  be  multifarious  unless  it  charges  several  distinct 
violations  of  several  independent  patents.  Where  the  same 
infringement,  whether  it  be  committed  by  one  act  or  by  a 
series  of  acts,  invades  the  rights  conferred  on  the  plaintiff 
by  numerous  patents,  he  is  not  forced  to  divide  the  infringe- 
ment into  portions  measured  by  the  invention  covered  by  each 
patent  and  pursue  a  separate  remedy  for  every  violated  right^ 

Amercan  Bell  Telephone  Co.  (1888)»  128    on  the  ground  of  the  joinder  of  two  sep* 
U.  S.  315;  Singer  Mfg.  Co.  v.  Spring-    arate  and  distinct  causes  of  action.     It 
field  Foundry  Co.  (1888),  84  Fed.  Rep.    appearing  by  the  MU  that  the  defend- 
893.  ant's  broom,  if  infringing,  must  be  an 
*  In  Hayes  v.  Dayton  (1880),  8  Fed.    infringement  of  both  of  the  patents,  and 
Rep.  702,  Blatchford,  J.:   (704)  "We    that  there  was  therefore  a  common  point 
are  not  without  cases  on  this  subject,    to  be  litigated,  and  much  of  the  testi- 
in  suits  on  patents  in  this   country,    mony  must  from  the  nature  of  things 
In  Nourse  v.  Allen  (4  Blatch.  C.  G.  R.     be  applicable  to  both  of  the  patents,  the 
876),  in  1859,  before  Mr.  Justice  Nelson,    bill  was  held  good.    In  Herman  Patent 
a  bill  on  four  patents  was  held  good    Mfg.  Co.  v.  Brooklyn  City  R.  R.  Co. 
on  demurrer,  where  it  alleged  that  the    (16  Blatch.  C.  C.  R.   444),  in  1879, 
machine  sued  contained  all  the  improve-  before  Judge  Benedict,  a  bill  in  equity 
ments  in  all  the  patents.    The  court  on  two  patents  alleged  that  the  defend- 
thought  that  the  convenience  of  both  par-  ant  was  using  machines  containing  in 
ties,  as  well  as  a  saving  of  the  expenses  one  and  the  same  apparatus  the  inven« 
in  the  litigation,  seemed  to  be  consulted  tions  secured  by  each  of  the  two  patents, 
in  embracing  all  the  patents  in  one  suit  It  was  demurred  to  on  the  ground  that 
in  such  a  case ;  and  that  although  the  it  did  not  allege  that  the  devices  were 
defences  as  respected  the  several  im-  used  coi^'oinily  or  ooonected  together  in 
provements    might   be    different    and  any  one  apparatus,  bat  the  demurrer 
unconnected,  yet  the  patents  were  con-  was  overruled.     The  court  held  that,  as 
nected  with  each  other  in  each  infring-  the  bill  did  not  show  the  oontroveray  to 
ing   machine.     In  Nellis  v,  McLana-  be  of  such  a  character  that  prejudice  to 
ban  (6  Fisher's  Patent  Cases,  286),  in  the  defendant  would  result  from  the 
1^73,  before  Judge  McEennan,  it  was  joinder  in  one  action  of  the  causes  of 
held  that  where  a  suit  in  equity  is  action  joined,   the  bill  must  be  sus- 
brought  for  the  infringement  of  several  tained.    The  court  was  of  opinion  that, 
patents  for  different  improvements  not  in  the  absence  of  any  other  fact,  the 
necessarily  embodied  in  the  construction  circumstance  that  the  two  truisactiona 
and  operation  of  any  one  machine,  the  complained  of  were  the  use  in  a  single 
UU  must  contain  an  explicit  averment  machine  of  two  patented  devices  con- 
that  the  infringing  machines  contain  all  nected  with  the  mechanism  of  the  ma- 
ths improvements  embraced  in  the  sev-  chine  warranted  the  inference  that  no 
eral  patents,  or  it  will  be  held  bad  for  prejudice  would  result  to  the  defendant 
multifariousness  on  demurrer.     In  Gil-  from  the  joinder  of  the  two  transactions, 
lespie  V.  Cummings  (3  Sawyer,  259),  in  The  decisions  above  cited  all  tend  in  one 
1874,  before  Judge  Sawyer,  the  bill  was  direction."    18  O.  G.  1406  (1407) ;  18 
founded  on  two  patents  for  the  manu-  Blatch.  420  (428). 
facture  of  brooms.  There  was  a  demurrer         That  a  bill  counting  on  several  pat- 
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The  fact  that  the  inventicms  are  capable  of  a  joint  employ* 
ment,  and  that  the  defendant  has  thus  wrongfully  employed 
them,  entitles  the  plaintiff  to  regard  this  wrongful  use  as  con* 
stituting  a  single  injury,  and  to  seek  his  redress  for  it  in 
a  single  action,  although  the  defences  to  each  patent  may  be 
different  and  unconnected.  In  such  cases,  however,  the  bill 
must  aver,  and  the  evidence  must  prove,  the  joint  employment 
of  the  several  inventions ;  and  even  then  the  difficulties  which 
attend  the  defendant's  presentation  of  his  claims  may  be  so 
great  as  to  demand  a  different  method  of  procedure.*^  Where 
the  inventions  covered  by  the  various  patents  are  incapable  of 
a  united  use,  or  are  applied  to  separate  uses  by  the  defendant, 
the  infringements  are  distinct  and  a  bill  counting  upon  more 
than  one  of  them  is  multifarious.^    A  bill  is  not  rendered 

ents  IB  not  nmltifarioiu  when  all  are  Co.  v,  Chillicothe  (1881),  7  Fed.  Rep. 

alleged  to  be  infringed  by  one  machine,  851 ;  Hayes  v,  Dayton  (1880),  8  Fed. 

see  Deeringv.  Winona  Horveeter  Works  Rep.  702;  18  0.  G.  1406;  18  Blatch. 

(1885)  24  Fed.  Rep.  90  ;  32  0.  6.  664  ;  420  ;   NeUis  v.  McLanahan  (1873),  6 

Koarse  v.  AUen  (1859),  3  Fisher,  63  ;  Fisher,  286. 
4  Blatch.  876.  That  a  bill  alleging  the  infringement 

*  In  LilUendahl  v.  Detwiller  (1888),  of  five  patents  by  one  machine,  when  in 

18  Fed.  Rep.  176,  Nixon,  J. :  (177)  "A  fact  each  invention  is  capable  of  separate 

bill  IB  not  necessarily  obnozioos  to  the  nse  and  the  trial  as  to  each  on  the  ques- 

charge  of  multifarionsness  because  the  tions  of  validity  and  infringement  must 

suit  is  brought  upon  more  than  one  be  separate  and  upon  distinct  issues,  is 

patent.     Courts  encourage  single  suits  multifarious,  see  Consolidated  Electric 

upon  a  number  of  patents  to  avoid  mul-  Light  Co.  v.  Brush  Co.  (1884),  20  Fed. 

tiplicity  of  actions;  but  in  such  cases  Rep.  502;   22  Blatch.  206;  28  O.  G. 

the  bill  of  complaint,  in  order  to  be  544. 

maintainable,  must  allege  and  the  proofs  *  That  one  bill  cannot  embrace  in- 
must  show  that  the  inventions  embraced  fringements  of  two  wholly  separate  pat- 
in  the  several  patents  are  capable  of  ents  for  non-unitable  inventions,  see 
conjoint  use,  and  are  so  used  by  the  Hayes  v,  Dayton  (1880),  18  0.  G.  1406; 
defendants."  8  Fed.  Rep.  702  ;  18  Blatch.  420. 

Further,  that  a  bill  alleging  the  in-         That    a  bill   will    not  lie  for  the 

fringement  of  several  patents  must  aver  infringement   of    several    patents    for 

that  the  inventions  are  capable  of  joint  machines  unless  all  the  machines  have 

nse  and  are  so  used  by  the  defendant,  been  used  conjointly,   see  Shickle  v, 

see  Eaolatype  Engraving  Co.  v.  Hoke  South  St.  Louis  Foundry  Co.  (1884), 

(1887),  89  0.  G.    589 ;  80  Fed.  Rep.  22  Fed.  Rep.  105. 
444  ;  Griffith  v.  Segar  (1887),  29  Fed.         That  where  one  device  is  used  in  one 

Rep.   707  ;  Barney  v.  Peck  (1888),  16  machine  and  the  other  in  another,  no 

Fed.  Rep.  418;  24  0.  G.  101;  Pope  joinder  can  be  permitted,  see  Noursev. 

Mrg.  Co.  V.  Marqua  (1888),  15  Fed.  Rep.  Allen  (1859),  8  Fisher,  68  ;  4  Blatch. 

400  ;  Gamewell  Fire  Alarm  Telegraph  876. 
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bill  will  not  be  multifarious  unless  it  charges  sev€^' 
violations  of  several  independent  patents.  W^  ^ 
infringement,  whether  it  be  conmiitted  by  #^  g*  0' 
series  of  acts,  invades  the  rights  conferr^  g*.  |1  ^ 
by  numerous  patents,  he  is  not  forced  to^  ^  ^  1*  i 
ment  into  portions  measured  by  the  in^  ^  8  ^  ^  fi 
patent  and  pursue  a  separate  remedy/-    %*%^^  ^ 

Amepcan  BeU  Telephone  Co.  (1888),  128  on  t^  |.  -  |  $  ^  6  \ 
U.  S.  315;  Singer  Mfg.  Co.  v.  Spring-  "fl^f^S  ^^  jj  ^ 
field  Foundry  Ca  (1888).  84  Fed.  Rep-     H  |   g   f  f'  g    ? 

Rep.  702,  Blatchford,  J.:   (704)  '^      «------' 

are  not  without  cases  on  this  sr.  |  ^         ^^    ^^    ^ 

in  suits  on  patents  in  this  f^V  \%\  \%Xr,  \ 
In  Nourse  v.  Allen  (4  Blatch|  |  "^  ?.  p  g  $  5  IT  • -• 
876).  in  1859,  before  Mr.  JuF  /f  ?  |  *^^   ^  |    ?^  S 

"      ^  5^  S-  ^ 


893. 


p/fl 


*  In  Hayes  v.  Dayton  (1880),  8  Ff|  ^  ^  ^  ?.  V  '^ 


* 


> 


a  bill  on  four  patents  ^'^   i^d 
on  demurrer,  where  it  •;* .?    ?;  a 


I'" 


'^ 


machine  sued  containe^^  ^  ^ 
ments  in  all  the  V'l'ft 
thought  that  the  «o^  '5  "^  jf 
ties,  as  well  as  a  ''  ^f  ^ 

in  fliA  liticmtion  •'    ''  f 


cui  attach- 


in  the  litigation. . 
in  embracing ''/ 
in  such  a  cp//  ' 
defences  p;  ' 
proveme*' 
nnconr' 
necte 
ing 


o  a  pleading  by  which  the  defendant 

.ect  in  the  bill,  as  a  reason  why  he  should 

.v.'d  to  answer  further  to  its  allegations.^    This 


separate  infringements  of  dif-  is  about  to  distribute  the  corporate  assets 

,'OlaimB  of  the  same  patent  may  be  without  regard  to  the  plaintiff's  rights, 

.ded  in  one  bill,  see  Bates  v.  Coe  and  praying  for  an  iiijunction,  decree, 

(1878),  98  U.  S.  31 ;  15  0.  6.  337 ;  and  account,  is  not  multifarious  and 

Eelleher  v.  Darling  (1878),  4  Clifford,  may  be  properly  brought  in  the  Fedend 

424  ;   14  0.  G.  673  ;   3  Bann.  k  A.  courts,  see  Gordon  o.  St.  Paul  Harrester 

488.  Works  (1885),  23  Fed.  Rep.  147. 


That  a  bill  to  repeal  an  interfering 
patent  and  to  reooTer  for  infringements 
is  not  multifarious,  see  Holliday  v,  Pick- 
hardt  (1887),  29  Fed.  Rep.  853;  Leach 
«.  Chandler  (1883),  18  Fed.  Rep.  262. 


§  1109.  1  Equity.  Rules  7,  11, 1& 

«  Equity  Rule  18. 

•  Equity  Rule  18. 

«  Equity  Rule  18. 

§  1110.  1  For  the  nature  and  effect 


That  a  bill  averring  an  infringement    of  a  demurrer  in  equity,  see  Story  Eq. 
by  a  corporation  and  its  assignee  in  in-    PI.  §§  436-646  ;  Equity  Rules,  81-88. 
solvency,  and  alleging  that  the  assignee         That  %  general  demurrer  to  a  bill 
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defect  must  be  apparent  on  the  face  of  the  bill,  and  may  con- 
sist either  in  a  want  of  jurisdiction  in  the  court,  or  the  inca* 
pacity  of  the  parties  to  sue  or  be  sued  in  the  mode  adopted  by 
the  plaintiff,  or  in  the  want  of  proper  allegations  in  the  bill 
itself.  Thus  where  the  averments  show  that  the  invention 
was  not  patentable,  or  that  the  patent  sued  on  is  invalid,  as  in 
a  variance  between  an  original  and  its  re-issue,  or  that  the 
plaiutiff  has  no  interest  in  the  patent  which  has  been  preju- 
diced by  the  infringement,  or  that  the  infringements  charged 
are  distinct  violations  of  different  patents  or  are  by  different 
defendants,  or  that  the  remedy  at  law  is  adequate,  objection 
may  be  taken  by  demurrer,  and  if  sustained  the  bill  must  be 
amended  or  dismissed.^ 

containing  the  nsnal  averments  cannot  18  Blatch.  126  ;  2  Fed.  Rep.  859 ;  5 

be    sustained,    see    McCk>y  o.  Nelson  Bann.  k  A.  880. 
(1887),  121  U.  S.  484;  89  0.  G.  881.  That  a  variance  between  the  original 

That  objections  toform  must  be  taken  and  re-issue  cannot  be  taken  advantage 

by  demurrer,'  and  after  the  evidence  is  of  on  demurrer  unless  the  original  is  set 

given  the  bill  will  not  be  studied  to  dis-  out  in  the  complaint  or  attached  to  it,  or 

cover  defects,  see  Pelham  v.  Edelmeyer  profert  is  made  of  it,  see  Adams  k  West- 

(1883),  15  Fed.  Rep.  262  ;  25  0.  G.  lake  Mfg.  Go.   v.   Meyrose  (1882),   12 

292  ;  21  Blatch.  188.  Fed.  Rep.  440. 

*  That  the  question  of  patentability         That  whether  delay  in  applying  for 

cannot  be  decided  on  demurrer  except  in  a  re-issue  is  reasonable  is  a  question  of 

clear  cases,  see  Blessing  o.  Steam  Copper  law  for  the  court,  and  may  be  raised 

Works  (1888),  84  Fed.  Rep.  753  ;  Dick  by  demurrer,  see  Wollensak  v,  Reiher 

V.  Oil  Well  Supply  Co.  (1885),  25  Fed.  (1885),  115  U.  S.  96  ;  81  0.  G.  1801. 
Bep.  105.  That  a  demurrer  denying  the  right 

That  a  demurrer  does  not  admit  that  of  the  Commissioner  to  extend  a  patent 

the  invention  is  patentable,  see  Kaola-  will  be   overruled,  see  New  American 

type  Engraving  Co.  v.  Hoke  (1887),  80  File  Co.  v.  Nicholson  File  Co.  (1881), 

Fed.  Rep.  444 ;  89  0.  G.  589.  8  Fed.  Rep.  816  ;  20  0.  G.  524. 

That  where  the  court  can  see  from         That  a  demurrer  to  a  bill  for  profits, 

the  light  of  common  knowledge  that  a  filed  one  day  before  the  patent  expired, 

patent  is  void  it  may  so  decree  on  a  de-  was  sustained  with  costs  to  defendant, 

mnrrer,  see  West  v.  Kae  (1887),  83  Fed.  see  Davis  v.  Smith  (1884),  19  Fed.  Rep. 

Rep.  45 ;  Kaolatype  Engraving  Co.  o.  823. 

Hoke  (1887),  80  Fed.  Rep.  444;  89  That  a  question  of  title  raised  by 
O.  0.  589.  demurrer  cannot  be  removed  by  amend- 
That  where  recovery  can  be  had  only  inent,  see  Steam  Relief  Valve  Co.  v.  City 
by  extending  the  re-issue  beyond  the  of  New  Bedford  (1884),  28  0.  O.  283; 
original  the  bill  will  be  dismissed,  see  19  Fed.  Rep.  258. 
Covell  V.  Piatt  (1880),  18  0.  G.  801 ; 
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§  1111.    Ddnmrrar    to    Part   of    tlie  Bill:    ProoeedlngB  on  Do* 
innrror. 

The  defendant  may  demur  to  one  part  of  the  bill,  plead  to 
another  part,  and  answer  the  remainder,  but  he  is  not  per- 
mitted to  demur,  plead,  and  answer  to  the  entire  bill  at  once, 
especially  when  the  answer  contains  all  the  objections  which 
are  urged  by  the  demurrer  or  the  plea.^  The  plaintiff  may, 
however,  overlook  this  defect  and  cannot  object  to  the  pro- 
ceedings upon  that  account,  unless  before  the  argument  on 
the  demurrer  he  moves  to  strike  out  the  superfluous  pleadings 
or  compel  the  defendant  to  elect  between  them.^  For  the 
purposes  of  a  hearing  upon  a  demurrer  the  allegations  of  the 
bill  are,  by  the  demurrer,  admitted  to  be  true.*  Where  the 
demurrer  covers  the  entire  bill,  a  judgment  thereon  in  favor 
of  the  defendant  results  in  the  dismissal  or  amendment  of  the 
bill.*  If  the  bill  is  good  in  part,  a  demurrer  to  it  as  a  whole 
will  be  overruled.*    Where  the  demurrer  objects  to  the  entire 

S  1111.  ^  That ander rule 82 inequity  That  a  bill  will  not  be  dismissed  for 

a  defendant  may  demur  to  the  whole  bill,  the  reason  that  the  complainant  does 

or  demur  to  a  part  and  answer  the  rest,  not  set  down  the  demurrer  for  argument 

but  cannot  both  demur  and  answer  to  or  take  evidence  within  three  months, 

the  whole  bill,  especially  when  the  an-  if  these  are  satisfactorily  explained,  see 

swer  sets  up  all  that  is  in  the  demurrer,  Adams  v,  Howard  (1881 ),  21  O.  G.  264; 

the  demurrer  being  thereby  waived,  see  20  Blatch.  88  ;  9  Fed.  Rep.  847. 

Adams  v,  Howard  (1881),  9  Fed.  Sep.  That  where  a  demurrer  is  oyermled 

847  ;  21  0.  G.  264 ;  20  Blatch.  88  ;  see  the  defendant  is  to  answer  over  on  terms 

also  rule  87,  as  interpreted  contra  in  and  may  contest  the  injunction,  though 

Hayes  v.  Dayton  (1880),   18  Blatch.  if  when  ordered  to  file  evidence  he  only 

420;  18  0.  G.  1406;  8  Fed.  Rep.  702.  filed  a  demurrer  the  judgment  will  not  be 

*  That  if  a  demurrer  and  answer  are  opened  for  further  hearing  on  the  tern- 
filed  simultaneously  the  plaintiff  waives  porary  injunction,  but  the  caae  will 
the  right  to  object  under  rule  87,  if  he  be  taken  as  confessed  as  to  the  fiusts, 
goes  to  aigument  on  the  demurrer,  see  nnless  an  affidavit  is  offered  that  delay 
Hayes  v.  Dayton  (1880),  18  0.  G.  1406 ;  was  not  the  object,  and  a  bond  of  in- 
8  Fed.  Rep.  702 ;  18  Blatch.  420.  demnity  is  given,  see  Woodworth  «. 

•  That  after  special  demurrer  to  the  Edwards  (1847),  8  W.  &  M.  120 ;  8 
biU  the  facts  as  alleged  are  taken  as^  Bobb^  610. 

true  on  a  hearing  of  the  demurrer,  see  *  Equity  Rule  85. 
Woodworth  v,  Edwards  (1847),  8  W.  6  That  if  a  bill  is  good  in  part  a  de- 
ft M.  120  ;  2  Robb,  610.  murrer  to  the  whole  bill  wiU  be  over^ 
That  in  a  prayer  for  an  ii^unction  ruled,  see  Perry  0.  Littlefield  (1879), 
and  a  demurrer,  the  demurrer  will  be  17  0.  G.  61 ;  17  Blatch.  272  ;  4  Bann. 
heard  first,  see  Woodworth  v.  Edwards  k  A.  624. 
(1847),  3  W.  &  M.  120  ;  2  Robb,  610. 
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bill  and  also  to  some  specific  allegation,  and  the  latter  objec- 
tion only  is  sustained,  the  bill  may  be  dismissed  as  to  the 
defectiTC  part  and  the  defendant  be  required  to  plead  or  an- 
swer over  as  to  the  residue.^  A  failure  to  demur  within  the 
proper  time,  or  at  the  prescribed  stage  of  the  proceedings, 
operates  as  a  waiver  of  all  defects  which  are  not  ipso  facto 
destructiye  to  the  action.^ 

§  1112.  Plea  in  Bquity :  When  Proper. 

A  plea  in  equity  is  a  special  answer,  urging  some  particular 
defence  by  which  the  issue  is  reduced  to  a  single  point.  Such 
particular  defences  are  a  want  of  jurisdiction  over  the  contro- 
versy or  the  parties  by  reason  of  some  fact  not  apparent  in  the 
bill,  or  some  statute,  record,  or  other  matter  which,  if  estab- 
lished, would  defeat  the  action.^  But,  except  in  special  cases, 
a  plea  must  not  anticipate  the  answer  by  denying  the  substan- 
tial allegations  of  the  bill,  —  since,  if  this  were  allowable,  the 
defendant,  in  his  answer  over  after  the  plea  is  overruled,  might 
revive  and  again  contest  the  same  issues  which  had  been 
decided  against  him  on  his  plea.*    Thus  while  such  special 

*  That  on  a  demiiTreT  to  the  vhole  parte  affidavits  which  are   introdnced 

bill,  and  also  to  part  thereof,  if  the  latter  withont  notice  or  opportunity  to  cross* 

is  sustained  the  biU  will  be  dismissed  examine,   as  well   as   unauthenticated 

as  to  the  defective  part  and  the  rest  writings,  are  inadmissible,  see  Lilienthal 

answered,  see  Giant  Powder  Co.  v.  Cal-  v.  Washburn  (1881),  8  Fed.  Rep.  707. 
ifomia  Powder  Works  (1878),  98  U.  S.         §  1112.  ^  For  the  nature  and  effect 

120 ;  15  O.  G.  289.  of  a  plea  in  equity,  see  Story  £q.  PL 

T  That  an  omission  to  swear  to  a  §§  647-837  ;  Equity  Rules,  81-38. 
bill  is  no  ground  of  demurrer  after  the         '  That  general  defences  not  averring 

hearing  and  an  order  to  file  the  evidence,  new  matter  cannot  be  made  under  a  spe- 

see  Woodworth  v.  Edwards  (1847),  8  W,  cial  plea,  see  Hubbell  v.  De  Land  (1882), 

&  M.  120  ;  2  Bobb,  610.  14  Fed.  Rep.  471 ;  11  Bissell,  882  ;  22 

That  the  bill  may  be  verified  by  the  O.  G.  1883  ;  Sharp  v,  Reissner  (1881), 

equitoble  owner  without  the  legal  owner,  20  0.  G.  1161;  9  Fed.  Rep.  445;  20 

see  Goodyear  v.  Allyn  (1868),  8  Fisher,  Bktch.  10. 
874 ;  6  Blatch.  83.  That  in  some  cases  the  plea  may 

That  if  the  bill  ia  not  duly  sworn  to  deny  an  averment  of  the  bill,  see  Mat- 

the  objection  should  be  taken  as  soon  as  thews  v.  Lalance  &  Grosjean  Mfg.  Co. 

the  defendant  appears,  and  the  court  (1880),   2  Fed.  Rep.  282 ;  17  0.   G. 

may  order  the  oath  if  it  deems  it  neces-  1284  ;  18  Blatch.  84  ;  5  Bann.  &  A. 

sary ,  see  Woodworth  v.  Edwards  ( 1 847),  819. 
3  W.  &  M.  120  ;  2  Robb,  610.  That  the  defendant  cannot  set  up  all 

That  on  a  plea  to  the  jurisdiction  ex  his  issues,  except  the  issue  as  to  infringe- 
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matters  as  the  departure  of  a  re-issued  patent  from  its  original 
maj  form  the  subject  of  a  plea,  defences  which  attack  the 
patentability  of  the  inyention,  or  the  fact  of  infringement,  or 
other  principal  averment  of  the  bill,  can  be  set  up  only  in  the 
answer.^  But  a  plea  stating  new  matter,  which  displaces 
the  equity  of  the  bill,  is  proper  though  it  may  thereby  attack 
the  patent.* 

§  1113.  RaqulBites  of  a  Plea  in  Bqnity :  Prooednre  Thereon. 

A  plea  in  equity  must  be  single,  clear,  and  unevasiye.^ 
Though  it  may  cover  several  facts  when  all  together  constitute 
but  one  defence,  if  it  embraces  several  defences  it  is  fatally 
defective  on  account  of  the  duplicity.^     Double  pleading  in 

ment,  in  pleas  and  try  them  aepoiately,         *  That  a  plea  setting  np  new  matter, 

see  Oiant  Powder  Co.  v.  Safety  Nitro-  displacing  ^e  equity  of  the  bill,  will 

Powder  Co.  (1884),  10  Sawyer,  28  ;  27  not  be  stnick  from  the  files  or  ordered 

0.  G.  99  ;  19  Fed.  Rep.  509.  to  stand  as  an  answer  on  the  ground 

*  That  the  departure  of  a  re-issue  that  it  attacks  the  patent,  see  Hubbell 

from  the  original  can  be  set  up  in  a  v.  De  Land,  (1882),  22  O.  G.  188S ;  14 

special  plea,  see  Hubbell  v.  De  Land  Fed.  Rep.  471 ;  11  Bissell,  382. 
(1882),  14  Fed.  Rep.  471 ;  11  BisseU,         §  1118.   ^  That  every  pleadix^  in 

882  ;  22  0.  G.  1888.  equity  must  be  single,  clear,  and  uneva- 

That  a  plea  may  aver  the  expiration  sive,  see  Graham  v.  Mason  (1869),  5 

of  the  patent  before  suit  and  so  dispute  Fisher,  1 ;  4  Clifford,  88. 
the  jurisdiction  of  equity,  see  Edison         That  a  plea  may  be  negative  in  form, 

Electric  Light  Co.  v.  United  States  Elec-  see  Edison  Electric  Light  Co.  v.  United 

trie  Lighting  Co.  (1888),  35  Fed.  Rep.  States  Electric  Lighting  Co.  (1888),  35 

134.  Fed.  Rep.  184. 

That  the  issue  of  infringement  as        >  That  several  defences  cannot  be 

well  as  other  issues  on  the  merits  must  be  made  by  plea,  see  Reissner  v.  Anness 

raised  by  answer,  not  by  plea,  see  Kom  (1877),  12  0.  G.  842 ;  8  Bann.  &  A. 

V.  Wiebusch  (1887),  83  Fed.  Rep.  50.  148. 

That  a  plea  denying  infringement         That  a  plea  must  present  a  sin^e 

only  will  be  struck  out  on  motion,  since  issue,  see  Giant  Powder  Co.  «.  Safety 

the  same  matter  could  be  set  up  in  the  Nitro- Powder  Co.  (1884),  10  Sawyer, 

answer  were  the  plea   overruled,    see  23 ;  27  0.  G.  99  ;  19  Fed.  Rep.  509. 
Sharp  V.  Reissner  (1881),  9  Fed.  Rep.         That  though  a  plea  must  present  a 

445  ;  20  0.  G.  1161 ;  20  Blatch.  10.  single   issue   it  may  embrace   several 

That  a  plea,  denying  that  the  defend-  facts,  see  Reissner  v.  Anness  (1877),  12 

ant's   structures   are   covered  by   the  0.  G.  842 ;  8  Bann.  k  A.  148. 
plaintiff's  patent,  denies  an  allegation         That  the  defences   of  fraud,    new 

of  the  bill  and  is  bad  in  substance,  see  matter  in  the  re*issue,  and  prior  foreign 

Matthews  v.  Jjalance  &  Gro^ean  Mfg.  patent  are  independent  defences   and 

Co.   (1880),   17  0.   G.    1284;  8  Fed.  cannot  be  embraced  in  one  plea,  ses 

Rep.   282;    18  Bktoh.   84;  6  Bann.  Reissner  v.  Anness  (1877),  12  0.  O. 

&  A.  819.  842 ;  8  Bann.  &  A.  148. 
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equity  is  not  permitted  except  by  special  leave  of  the  court, 
and  if  without  leave  the  defendant  enters  several  pleas  he 
may  be  compelled  to  elect  one  of  them  on  which  to  stand,  or 
to  treat  the  pleas  as  an  answer  on  which  a  final  hearing  may 
be  had.^  A  plea  may  be  interpreted,  when  necessary,  by  the 
exhibits  thereunto  annexed.^  Unless  in  proper  form  the  plea 
should  not  be  answered  by  the  plaintiff.^  If  on  a  trial  of 
the  issues  it  presents  the  defendant  obtains  judgment,  the 
facts  thus  found  in  his  favor  will  avail  him  as  far  as  in 
law  and  equity  they  ought  to  do.^  By  setting  down  the  plea 
for  argument  on  its  sufficiency  the  plaintiff  admits  the  truth 
of  its  averments ;  by  joining  issue  he  admits  its  sufficiency  as 
a  defence;  and  therefore  if  its  allegations  are  sustained  the 
bill  must  be  dismissed  J    When  upon  argument  or  trial  the 

*  That  there  can  be  no  doable  plead-  affidavit  to  the  plea  under  Rale  81  is 
ing  in  eqaity  nnleas  special  leave  is  waived  by  demurrer  and  ai^iment  on 
given,  see  Giant  Powder  Co.  «.  Safety  the  merits  of  the  plea,  see  Goodyear  v. 
Nitro-Powder  Co.  (1884),  19  Fed.  Rep.  Toby  (1868),  6  Blatch.  180. 

509  ;  10  Sawyer,  28 ;  27  0.  G.  99.  That  a  replication  to  a  plea  admits 

That  delay  in  asking  leave  to  file  its  sufficiency  both  in  form  and  sub* 

several   pleas   is  not  encouraged,   see  stance,  and  if  the  facts  pleaded   are 

Giant   Powder   Co.    9.   Safety  Nitro-  proved  the  biU  must  be  dismissed,  see 

Powder  Co.  (1884),  10  Sawyer,  28 ;  19  Bean  v.  Clark  (1887),  40  0.  G.  1454 ; 

Fed.  Rep.  509 ;  27  0.  G.  99.  Cottle  v.   Krementz   (1885),   25   Fed. 

That  a  double  plea  may  stand  as  an  Rep.  494 ;  Birdseye  v.  Heilner  (1885), 

answer,  or  the  defendant  may  disclaim  26  Fed.   Rep.  147  ;   84  0.  G.   1892 ; 

all  the  defences  except  one,  see  Reissner  27  Fed.  Rep.  289  ;  Reissner  v.  Anness 

9.  Anness  (1877),  12  O.  G.  842  ;  8  Bann.  (1878),  18  0.  G.  7. 

&  A.  148.  That  where  the  plea  merely  denies 

*  That  a  plea  in  equity  may  be  qual«  an  averment  of  the  bill,  a  replication 
ified  by  a  paper  annexed,  the  paper  does  not  admit  the  plea  to  be  valid,  see 
being  treated  as  incorporated  in  the  Matthews  «.  Lalance  &  Grosjean  Mfg. 
plea,  see  Wheeler  v.  McCormick  (1871),  Co.  (1880),  2  Fed.  Rep.  282  ;  17  0.  G. 
4  Fisher,  488  ;  8  Blatch.  267.  1284 ;    18  Blatch.  84 ;  5  Bann.  &  A. 

*  That  if  the  plea  is  insufficient  as  a  819. 

defence  it  should  be  set  down  for  argu-         That  long  neglect  to  join  issue  on  a 

ment  on  that  question,  not  replied  to,  plea  may  admit  its  truth  and  sufficiency, 

see  Cottle  v.  Krementz  (1885),  25  Fed.  see  Keller  v.   Stolzenbach  (1886),   28 

Rep.  494  ;  Birdseye  v.  Heilner  (1885),  Fed.  Rep.  81 ;  87  0.  G.  564. 
26  Fed.  Rep.  147  ;  84  0.  G.  1892  ;  27         That  a  decree  against  a  plaintiff  for 

Fed.    Rep.    289  ;    Sharp   v.    Reissner  failure  to  answer  a  plea  or  set  it  down 

(1881),  20  0.  G.  1161 ;  9  Fed.  Rep.  for  argument   is   not   conclusive,  see 

445  ;  20  Blatch.  10.    '  Keller  v,  Stolzenbach  (1884),  27  0.  G. 

*  Equity  Rule  88.  209  ;  20  Fed.  Rep.  47. 

7  That  the  want  of  a  certificate  and        That  where  a  plea  alleges  a   fact 
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plea  is  overruled  the  defendant  may  either  file  an  answer  to 
the  bill  or  submit  to  a  decree  upon  the  merits.^ 

§  1114.  Answer  in  Equity,  when  Proper:   Defenoes  Peculiar  to 
Bqulty:  Zmohes:  EitoppeL 

An  answer  in  equity  is  a  denial,  or  a  confession  and  avoid- 
,  ance,  of  the  material  allegations  in  the  bill.^  It  is  the  method 
by  which  the  defendant  sets  forth  his  general  defences  to  the 
action.  In  cases  of  infringement  all  defences  which  are  avail- 
able at  law  may  be  resorted  to  in  equity,  and  to  certain  of 
them  equity  attaches  an  especial  significance.  Those  which 
deny  the  patentability  of  the  invention,  or  the  existence  ^nd 
validity  of  the  patent,  have  the  same  weight  and  scope  in  either 
jurisdiction.  But  in  equity  the  defendant  may  avail  himself 
of  any  interest  which  he  possesses  in  the  patent  whereby  his 
use  of  the  invention  can  be  justified  although  the  entire  legal 
title  may  be  vested  in  the  plaintiff ;  and  where  a  licensee  is 
treated  by  his  licensor  as  an  infringer  the  former  may  defend 
himself  on  any  ground  open  to  infringers  without  regard  to 
the  conditions  of  his  license.^  In  equity,  also,  the  defence 
based  on  an  estoppel  is  particularly  favored,  and  here  the 
laches  of  the  plaintiff  in  enforcing  his  monopoly  may  often  be 
sufficient  to  defeat  his  suit.^    Delays  which  he  cannot  avoid, 

which  may  seire  one  of  the  defendants  defence   open  to  infringers,  whateTor 

it  will  not  be  overruled,  but  held  until  covenants  his  license  may  contain,  see 

the  evidence  is  in  and  then  decided,  see  Pelham  v.  Edelmeyer  (1883),  15  Fed. 

Williams  &  Albright  v.  Empire  Trans-  Rep.  262 ;  25  O.  6.  292 ;  21  Blatch. 

portation  Co.  (1878),  14  0.  G,  528 ;  3  188  ;   White  r.  Lee  (1882),  23  0.  G. 

Bann.  &  A.  533.  1621  ;  14  Fed.   Bep.  789.      It  would 

s  That  the  34th  rule  in  equity  permits  seem  that  this  proposition  can  be  trae 

an  answer  even  after  plea  overruled,  see  only  when  the  licensee  is  sued  as  an 

Wooster  v.  Blake  (1881),  7  Fed.  Bep.  infringer  for  doing  the  acts  authorised 

816  ;  20  0.  G.  158.  by  his  license,  the  suit  in  such  cases 

§1114.  ^  As  to  the  nature  and  scope  amounting  to  an  eviction  and  releas- 
of  an  answer  in  equity,  see  Story,  £q.  ing  him  from  the  license  and  its  cove- 
PL  §§  838-876.  nants. 

^  That  the  defendant  may  set  up  his        *  That  a  patentee  inay  forfeit  his 

equitable  rights  against  the  legal  title  right  to  past  profits  by  his  laches  and 

of  the  plaintiff,  see  §  1090  and  notes,  acquiescence,  see  Kittle  v.  Hall  (1887), 

ante.  29  Fed.  Rep.  608  ;  89  0.  G.  707  ;  Eel- 

That  in  equity  a  licensee  treated  as  ler  v.  Stolzenbach  (1886),  28  Fed.  Rep. 

an  infringer  may  avail  himself  of  any  ,  81 ;  37  0,  G.  564 ;  New  York  Grape 
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or  for  a  period  so  short  as  to  raise  no  presumption  of  his  ac- 
quiescence in  the  wrong,  or  during  the  pendency  of  other  suits 
iuYolving  similar  issues,  or  after  the  defendant  has  been  dulj 

notified  or  has  discovered  that  his  acts  were  violations  of  the 
patent,  cannot  affect  the  right  of  the  plaintiff  to  complete 
redress.^    But  where  the  defendant  is  not  conscious  that  his 

Sugar  Co.  v.  Buffalo  Grape  Sugar  Co.  Co.  v.  Buffalo  Grape  Sugar  Co.  (1885), 
(1883),  18  Fed.  Rep.  638  ;  25  0.  G.  32  0.  G.  1356  ;  24  Fed.  Rep.  604. 
1076 ;  21  Blatch.  519.  See  also  «  In  McMiUin  v.  Barclay  (1872),  5 
(  1194,  aud  notes,  post,  Fisher,  189,  McKennan,  J.  :  (201)  '*I 
That  laches  in  obtaining  a  re-issne  have  failed  to  discover  any  evidence 
is  a  question  of  law  wheii  it  appears  on  upon  which  an  equitable  estoppel  in 
the  face  of  the  patent,  and  unless  there  favor  of  the  respondents  can  rest.  It 
explained  by  stating  its  reasons  at  length  must  necessarily  grow  out  of  some  dec- 
it  may  be  raised  by  demurrer  and  may  laration  or  act  of  the  applicant,  by 
defeat  the  suit,  see  Wollensak  v.  Reiher  which  they  were  induced  to  believe  that 
(1885),  115  U.  S.  96  ;  81  0.  G.  1301.  they  might  rightfully  or  innocently  use 
That  a  delay  of  thirteen  years  in  the  invention  now  claimed  by  him.  If 
suing,  if  the  bill  does  not  show  some  they  appropriated  it  without  consulting 
good  reason  for  it,  is  such  laches  as  him,  and  he  was  passive  when  he  knew 
will  prevent  an  injunction,  though  it  because  he  was  powerless  to  prevent 
perhaps  not  a  suit  for  damages,  see  them,  he  is  not  estopped  from  asserting 
McLaughlin  o.  People's  Railway  Co.  his  right  when  he  is  in  a  condition  to 
(1884),  29  0.  6.  277  ;  21  Fed.  Bep.  enforce  it.  If  they  took  the  risk  of 
574.  using  what  they  did  not  own,  the  own- 
That  laches  is  a  good  defence  in  er's  helplessness  then  will  not  shield 
equity  and  can  be  raised  by  demurrer  them  from  accountability  to  him  now. 
if  apparent  on  the  bill,  see  McLaughlin  This  is  the  only  effect  of  the  proof ;  for, 
V.  People's  Railway  Co.  (1884),  21  Fed.  although  the  applicant  publicly  used  his 
Bep.  574  ;  29  0.  6.  277.  invention  after  he  applied  for  a  patent, 
That  a  bill  averring  acts  of  infringe-  he  did  not  intend  to  abandon  it,  as  has 
ment  on  *'  divers  days  and  occasions  "  been  already  shown  ;  and  as  he  had  a 
during  twelve  years  does  not  aU(^  clear  right  so  to  use  it,  the  law  does  not 
continuous  acts  or  show  laches  in  the  presume  from  that  fact  that  he  assented 
plaintiff,  see  Kaolatype  Engraving  Co.  to  its  use  by  others.  (Ryan  v.  Goodvdn, 
V.  Hoke  (1887),  80  Fed.  Rep.  444;  39  3  Sum.  519.)  Nor  is  this  supposed  estop- 
O.  6.  589.  pel  invigorated  by  the  fact  that  invasion 
That  a  delay  not  amounting  to  an  of  the  patentee's  rights  has  been  wide- 
estoppel  will  not  prevent  an  injunction,  spread,  aud  that  all  who  may  be  found 
though  it  may  be  a  bar  to  a  recovery  of  in  that  category  may  be  held  liable  ac- 
past  profits,  see  New  York  Grape  Sugar  cordingly.  Whoever  reaps  whero  he  did 
Co.  V,  Buffalo  Grape  Sugar  Co.  (1883),  not  sow  wrongfully  appropriates  what 
25  0.  G.  1076  ;  18  Fed.  Rep.  638  ;  21  belongs  to  another,  and  equity  will  not 
Blatch.  519.  stay  the  hand  of  the  rightful  owner  of 
That  an  assignee  of  claims  for  past  the  harvest  against  him."  4  Brews, 
infringements  is  barred  by  the  laches  of  (Pa.)  275  (285). 
his  assignor,  see  New  York  Grape  Sugar  That  redress  is  promptly  sought  when 
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use  of  the  inTention  is  unlawful,  and  the  plaintiff  is  aware  of 
the  infringement,  the  latter  must  take  measures  for  his  own 
protection  with  all  reasonable  diligence,  or  the  delajwill  furnish 
a  sufficient  answer  to  his  claim  for  an  injunction  if  not  for 
damages  or  profits  on  account  of  past  invasions  of  his  rights.^ 

§  1115.  Scope  of  Answer :  Joinder  of  Defenoee. 

The  answer  must  include  all  matters  of  defence  on  which 
the  defendant  intends  to  rely,  except  such  as  are  proper  sub- 
jects for  a  plea  or  a  demurrer.^    Defences  not  inserted  in  the 

action  is  brought  within  six  months  after  is  dae  to  the  misrepresentations  of  the 

the  patent  is  granted,  see  Brick  v.  Staten  defendant  it  is  not  laohes^  aie  Wilson  v. 

IsUnd  Ry.  Co.  (1885),  25  Fed.  Rep.  558.  Keely  (1888),  48  0.  O.  511. 

That  delay  pending  other  suits  is         That   a   delay  in   suing  infringers 

not  laches,  see  Van  Hook  v,  Pendleton  caused  by  the  patentee's   bankruptcy 

(1846),   1   Blatch.   187 ;  and  {{  1194,  and  the  passing  of  the  patent  into  the 

1195,  and  notes,  post,  hands  of  his  trustee,  with  ineffectual 

That  delay  after  due  notice  to  the  efforts  of  the  patentee  to  regain  it  until 
defendant  is  not  laches,  see  City  of  shortly  before  suit,  is  not  such  laches 
Concord  v.  Norton  (1888),  16  Fed.  Rep.  as  forfeits  in  equity  the  right  to  sue,  if 
477.  timely  notice  of  an  intention  to  prose- 
That  seasonable  notice  to  an  infringer,  cute  were  given  to  infringers,  see  Kittle 
followed  by  a  suit  within  reasonable  «.  Hall  (1887),  29  Fed.  Bep.  508  ;  89 
time,  rebuts  the  claim  of  laches,  see  0.  G.  707. 

Seibert  Cylinder  Oil-Cup  Co.  v.  Michi-         •  That  if  the  plaintiff  is  aware  of  the 

gan   Lubricator   Ca    (1888),   84  Fed.  infringement  and  the  defendant  acts  in 

Hep.  88.  good  faith  notioe  must  be  given  or  the 

That  the  plaintiff  is  not  guilty  of  remedy  by  ii^unction  may  be  lost  by 

laches  by  not  suing  infringers  of  whom  delay,  see  Mundy  v,  Kendall  (1885),  28 

he  is  ignorant,  see  Adams  v,  Howard  Fed.  Rep.  591 ;  82  O.  G.  1287. 
(1884),  26  0.  G.  825  ;  19  Fed.  Rep.         That  equity  will  grant  no  relief  to 

817 ;    New  York  Grape  Sugar  Co.  v.  any  one  acting  fraudulently,  see  Hoff- 

Buffalo  Grape  Sugar  Co.  (1883),  25  0.  heins  v.  Brandt,  (1867),  8  Fisher,  218. 
G.    1076;     18    Fed.    Rep.    688  ;    21         §  1115.  ^  That  in  equity  as  at  law 

Blatch.  519.  the  foundation,  for  evidence  must  bo 

That  a  patentee  who  is  diligently  laid  in  the  pleadings,  see  Wilson  v, 

prosecuting  infringen  is  not  guilty  of  Stolley  (1847),  4  McLean,  275. 
laches  in  not  suing  some  particular  one         That  a  general  defence  of  "  want  of 

who  knows  of  the  other  suits,  see  Amer-  equity  "  will  not  be  r^rded,  see  Pueti 

ican  Bell  Telephone  Co.  «.  Southern  Tel-  v.  Bransford  (1887),  89  0.  G.  1088 ;  31 

ephone  Co.  (1888),  84  Fed.  Rep.  795.  Fed.  Rep.  458. 

That  laches  of  a  plaintiff  does  not  bar         That  the  issue  must  be  raised  bj 

his  rights  where  he  gave  such  notice  as  allegations  in  the  bill  and  answer,  and 

he  was  able,  see  Kittle  «.  Hall  (1887),  if  defective  they  may  be  amended,  see 

89  0.  G.  707  ;  29  Fed.  Rep.  508.  Doughty  v.  West  (1865),  2  Fisher,  558. 

That  where  inaction  of  the  patentee         That  every  material  fact  must  be  set 
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answer  will  not  be  noticed  by  the  court.^  Any  number  of  de- 
fences may  be  joined  in  the  same  answer  provided  they  are  con- 
sistent with  each  other,  and  defences  are  consistent  when  they 
can  ail  be  true.^  Inconsistent  defences  create  a  repugnancy 
which  is  fatal  to  the  answer  unless  cured  by  an  abandonment 
of  one  of  the  antagonistic  claims.  Each  defence  must  be 
distinctly  and  affirmatively  stated,  with  such  particularity  as 
to  time,  place,  person,  and  circumstances  that  the  plaintiff 
may  be  informed  of  the  precise  attack  he  has  to  meet>  The 
answer  must  apprise  the  plaintiff  of  the  defendant's  theory  as 
to  the  scope  and  meaning  of  the  patent,  in  order  that  he  may 
perceive  under  what  view  of  the  invention  the  defences  will  be 
urged,  for  the  defendant  cannot  set  up  hypothetical  defences 
based  upon  possible  constructions  of  the  patent  subsequently 
to  be  given  by  the  court.^    The  defendant  is  concluded  by 

up  in  the  pleadings,  see  Blandy  v.  Griffith  488  ;  Wood  v.  Wood,  2  Paige,  Ch.  108  ; 

(1869),  8  Fisher,  609.  Hopper  v.  Hopper,  11  Paige,  Ch.  46  ; 

That  affirmative  defences,  especially  DanielVs  Ch.  Pr.  727.)     Defences  are 

that  of  prior  knowledge,  most  be  prop-  inconsisteut  where  they  cannot  both  be 

erly  alleged  as  weU  as  proved,  see  Searls  true ;  but  where  there  are  different  de- 

V.  Boutou  (1882),  21  0.  G.  1784  ;  12  fences  and  they  may  all  be  true,  though 

Fed.  Rep.  140 ;  20  Blatch.  426.  entirely  different  in  their  nature,  they 

'  That  defences  not  set  up  in  the  an-  are  not  inconsistent.*' 
swer  will  not  be  considered  by  the  court,         ^  That  if  more  than  one  defence  is 

see  Sessions  v.  Romadka  (1884),  28  0.  presented  in  the  answer  each  must  be 

O.  721 ;  21  Fed.  Rep.  124  ;   Bates  v,  distinct  and  unconditional,  see  Graham 

Coe   (1878),   98  U.   S.  81  ;  15  O.  G.  v.  Mason  (1869),  5  Fisher,  1 ;  4  Clif- 

387  ;  Salamander  Felting  Co.  v.  Haven  ford,  88. 

(1875),  9  O.  G.  258 ;  8  Dillon,  181 ;  2         That  substantial  matters  of  defenco 

Bann.  &  A.  164 ;  Howes  v.  Nute  (1870),  as  to  the  novelty  of  the  invention  must 

4  Clifford,  173  ;  4  FiBher,  263.  be  set  up  in  the  answer  with  such  psr- 

That  if  the  invention  described  in  ticularity  as  to  time,  place,  and  per- 

the  patent  is  evidently  not  the  result  son  that  the  plaintiff  may  know  what 

of  inventive  skill,  the  court  will  dismiss  he  has  to  meet,   see  Brown  v.   Hall 

the  bill  though  this  defence  is  not  urged  (1869),  8  Fisher,  531 ;  6  Blatch.  401, 
in  the  answer,  see  Slawson  v.  Grand  St.,         ^  That  the  answer  must  inform  the 

Prospect  Park,  &  Flatbosh  R.  R.  Co.  plaintiff  of  the  defendant's  theory  as  to 

(1882),  107  U.  S.  649  ;  24  O.  G.  99.  the  construction  of  the  patent,  and  can- 

*  In  National  Mfg.  Go.  v.  Meyers  not  aver  that  if  the  plaintiff's  patent  be 

(1881),  7  Fed.  Rep.   355,  Swing,  J.  :  so  construed  as  to  cover  the  defendant's 

(357)  "  In  equity  a  defendant  has  the  device  he  will  then  defend  on  the  ground 

right  to  set  up  as  many  defences  as  ofprioruse,  see  Graham  v.  Mason  (1869), 

he  may  have,  providing  they  are  not  4  Clifford,  88 ;  5  Fisher,  1. 
inconsiBtent    (Sharp  v.  Carlisle,  5  Dana, 
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his  answer,  which  is  regarded  as  embracing  his  actual  and 
entire  defence,  and  cannot  depart  from  it  except  by  an 
amendment  under  leave  of  the  court,  especially  where  the 
plaintiff  is  entitled  to  an  answer  under  oath.^ 

§  1116.    statement  of  Special  Dalenoes  in  the  Answer. 

Those  special  defences,  which  in  actions  at  law  must  be  set 
forth  in  a  notice  served  on  the  defendant,  in  equity  appear  only 
in  the  answer.^  Their  statement  is,  however,  governed  by 
the  same  rules  as  to  precision  and  completeness  which  are  ap- 
plicable to  a  notice.^  If  the  answer  asserts  that  the  patentee 
or  his  assignor  surreptitiously  or  unjustly  obtained  the  patent 
for  that  which  was  in  fact  invented  by  another,  it  must 
also  allege  that  the  first  inventor  was  using  reasonable  dili- 
gence in  adapting  and  perfecting  it.^  When  it  denies  the  nov- 
elty of  the  invention,  on  the  ground  of  prior  use  or  knowledge, 
it  must  recite  the  names  and  residences  of  the  persons  using 
or  having  knowledge  of  the  invention,  and  sufficiently  de- 
scribe the  place  of  use  to  put  the  plaintiff  in  possession  of  the 
means  of  identifying  such  invention  with  his  own.^    When 

*  That  a  departure  from  the  defence  That  the  defence  that  the  invention 

alleged  in  the  answer  is  not  aUowed  in  was  not  patentable  need  not  be  aet  np  iu 

equity  when  the  plaintiff  is  entitled  to  the  answer,  see  Hendy  v.  Golden  State 

an  answer  under  oath,  see  Russell  &  k  Miners*  Iron  Works  (1S88X  127  U.  S. 

Erwin  Mfg.  Co.  v.  MaUory  (1872),  5  870 ;  4S  0.  G.  1117. 

Fisher,  632  ;  2  0.  G.  495 ;  10  Blatch.  >  That  the  notice  at  law  and  the  an- 

140.  swer  of  special  defences  in  equity  an 

That  an  answer  in  equity  is  evidence  governed  by  the  same  rules,  see  Roemer 

as  well  as  defence  and  cannot  be  made  v.   Simon  (1877),   96  U.  S.  214 ;   12 

by  attorney,  though  the  objection  is  0.  G.  796.    Also  {{  998-1005,  ante. 

waived  if  not  insisted  on,  see  Wooster  *  That  an  answer  alleging  that  the 

V.  Muser   (1884),  28  O.  G.  286 ;    20  patentee  surreptitiously  obtained  a  pat- 

Fed.  Rep.  162.  ent  for  what  he  knew  was  the  invention 

f  1116.  1  That  in  equity  the  special  of  another  must  also  all^  that  the  first 

defences  are  set  up  in  the  answer,  not  inventor  was    adng  due  dUigenoe  to 

by  a  notice,  see  Bates  o.  Coe  (1878),  98  perfect  it,  see  Agawam  Co.  v.  Jordan 

U.  S.  31  ;  15  0.  G.  837  ;  Pickering  v,  (1868),  7  WaU.  588.    This  refers  to  the 

Phillips  (1876),  10  0.  G.  420  ;  4  Clif-  defence  described  in  the  act  of  1836,  not 

ford,  383;  2  Bann.  &  A.  417  ;  Agawam  that  under  the  act  of  1793.     See  |  960 

Co.   V.  Jordan   (1868),   7  Wall   583 ;  and  notes,  ante. 

Doughty  V.  West  (1865),  2  Fisher,  553  ;  «  That  the  defence  of  want  of  novelty 

Pitts  V.  Edmonds  (1857),  2  Fisher,  52 ;  must  be  clearly  and  specifically  aet  forth 

1  BisseU,  168.  in  the  answer,  see  Loom  Co.  «. 
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it  attacks  the  noveltj  of  the  inventiou,  on  the  ground  of  a 
prior  patent  or  a  prior  publication,  it  must  disclose  the  name 

(1882),  105  U.  S.  680  ;  21  0.  G.  2031 ;  21  0.  G.  1784  ;  12  Fed.  Rep.  140  ;  20 

Gaidet  v.  Barber  (1878),  5  0.  G.  149  ;  Blatch.  426. 

Jordan    v.   Dobson    (1870),   4  Fisher,  That  an  aUegation  by  the  defendant 

232  ;  2  Abbott,  898  ;  7  Phila.  583  ;  Gra-  of  a  prior  use,  on  his  knowledge  and  be- 

ham  V.  Mason  (1869),  5  Fisher,  1 ;  4  lief,  amounts  to  nothing  unless  his  in- 

Cliffiord,  88  ;  Pitts  v.  Edmonds  (1857),  formation  is  disclosed,   see  Young  v. 

8  Fisher,  52  ;  1  Bissell,  168.  Lippman  (1872),  2  O.  G.  249;  5  Fisher, 

That  the  defendant  in  equity  must  230  ;  9  Blatch.  277. 

give  notice  in  his  answer  of  the  names  That  evidence  as  to  a  prior  rejected  ap* 

and  residences  of  the  persons  whom  he  plication  of  a  third  person,  his  use  and 

intends  to  prove  possessed  the  knowl-  knowledge,  is  not  admissible  in  equity 

edge  of  the  invention,  and  of  the  place  unless  these  facts  are  set  up  in  the  an« 

where  it  has  been  used,  see  Seymour  v,  swer,  see  Union  Paper  Bag  Mach.  Co. 

Osbom  (1870),  11  WaU.  516.  v,  Pultz  &  Walkley  Co.  (1878),  15  0.  G. 

That  a  defendant  who  relies  on  a  de-  428  ;  15  Blatch.  160 ;  3  Bann.  &  A.  403. 

fence  of  prior  use  must  set  out  in  his  That  where  the  answer  mentions  a 

answer  the  names  of  those  who  have  in-  person  who  made  a  prior  application  for 

Tented  or  used  the  anticipating  device,  a  patent,   but  gave  no  residence,   he 

but  not  the  names  of  his  witnesses,  see  oonld  not    be    examined    as  to  prior 

Aliis  V.  Buckstaff  (1882),  22  0.  G.  1705;  knowledge  and  use,  see  Decker  v.  Grote 

18  Fed.  Rep.  879  ;   Roemer  v.  Simon  (1873),  3  0.  G.  65  ;  10  Blatch.  331 ;  6 

(1877),  95  U.  a.  214  ;  12  0.  G.  796.  Fisher,  143. 

That  depositions  as  to  prior  use  can-  That  unless  the  answer  denying  pri* 

not  be  read  unless  the  persons  using  ority  of  invention  gives  notice  of  the 

were  named  in  the  answer,  see  Col-  persons  and  places  of  the  previous  use, 

lender  v,  Griffith  (1873),  3  0.  G.  689;  evidence  of  foreign  patents  and  other 

11  Blatch.  212.  evidence  in  support  of  the  answer  is  not 

That  where  an  answer  merely  alleges  regarded,  see  Earl  v.  Dexter  (1874),  6 

prior  knowledge,  and  does  not  set  forth  O.  G.  729  ;  Holmes,  412  ;  1  Bann.  &  A. 

where  and  by  whom  the  invention  was  400. 

used,  evidence  of  prior  knowledge  and  That  an  answer  in  equity  may  be 

use  is  not  admissible,  see  Searls  v.  Bou-  sufficient  for  an  order  to  try  the  issue  at 

ton  (1882),  12  Fed.  Rep.  140  ;  21  0.  G.  law  though  it  does    not  set  out  the 

1784 ;  20  Blatch.  426.  names  of  prior  users  and  the  place  of 

That  evidence  of  prior  use,  given  by  use,  but  the  answer  in  the  suit  at  law 

witDesses  not  named  in  the  answer,  can  must  set  them  out,  see  Orr  v.  Merrill 

be  considered  only  to  show  the  state  (1846),  1  W.  &  M.  376  ;  2  Robb,  331. 

of  the  art,  see  Stevenson  v.  Magowan  That  evidence  of  prior  use  abroad  is 

(1887),  42  0.  G.  1063 ;  31  Fed.  Rep.  not  supported  by  notice  of  use  in  this 

824 ;  Richardson  v.   Lock  wood  (1873),  country,  see  Dixon  v,  Moyer  (1821),  4 

4  0.  G.  398  ;  6  Fisher,  454.  Wash.  68  ;  1  Robb,  324. 

That  an  answer  alleging  knowledge  That  the  answer  denying  priority  of 

by  certain  persons  of  a  certain  place,  but  invention  must  cover  the  whole  inven- 

not  at  any  specified  place,  does  not  open  tion,  not  a  part  of  it,  see  Parks  v.  Booth 

the  way  for  evidence  of  knowledge  at  (1880),  102  U.  S.  96  ;  17  O.  G.  1089. 

ftny  place,  see  Searls  v,  Bouton  (1882),  That  machines  not  set  up  in  the  an- 

voL.  in.  —  29 
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of  the  patentee  and  the  date  of  the  patent,  and  give  the  volmne, 
page,  and  date  of  the  publication.^  An  answer  of  abandon- 
ment must  specifically  aver  the  facts  on  which  the  defendant 

swer  caoDot  be  offered  in  evidence  nor  Roemer  i;.  Simon  (1874),  5  O.  6.  565 ; 

considered  on  final  hearing,  see  Howe  1  Bann.  &  A.  188. 

V,  WiUiams  (1868),  2  Fisher,  395;  2  That  the  improper  admission  of  evi* 

Clifford,  245.  dence  of  prior  use  without  due  notice 

That  evidence  of  prior  nae^  if  taken  cannot  be  excepted  to  in  the  Supreme 

without  proper  averments  in  the  an-  Court  on  appeal,  unless  objection  were 

swer,  and  duly  objected  to,   may  be  made  at  the  proper  time,  see  Loom  Co. 

struck  out  on  motion,  see  Bragg  v.  City  v.  Higgins  (1882),  105  U.  S.  580  ;  21 

of  Stockton  (1886),  27  Fed.  Rep.  609  ;  0.  G.  2031. 

11  Sawyer,  597;  Decker  v.  Grote  (1878),  That  if  the  evidence  of  prior  use  were 

6  Fisher,  143  ;  3  0.  G.  65  ;  10  Blatch.  admitted  without  due  notice  against  the 

331.  plaintifiTs  objection,  the  Supreme  Court 

That  if  evidence  of  prior  use  be  taken  on  appeal  will  reverse  the  judgment^ 

without,  proper  notice,  the  answer  may  though  the  appeal  did  not  rest  on  that 

sometimes  be  amended  and  the  evidence  ground,  see  Blanchard  v.  Putnam  (1869), 

may  stand,  see  Forbes  v.  Barstow  Stove  8  Wall.  420. 

Co.  (1864),  2  Clifford,  379.  That  the  Supreme  Court  may  consult 

That  evidence  of  prior  use  taken  the  evidence  contained  in  the  record  in 
without  proper  notice  will  be  allowed  order  to  determine  the  soope  of  the  in- 
to stand  unless  a  motion  to  strike  it  out  vention,  though  prior  use  is  not  set  up 
is  made,  see  Elm  City  Co.  v,  Wooster  in  the  answer,  see  Eachus  v.  BroomaU 
(1873),  4  0.  G.  83  ;  6  Fisher,  462.  (1886),  115  U.  S.  429  ;  88  0.  G.  1266. 

That  evidence  of  prior  use,  taken  un-  *  That  defences  of  prior  patent  o? 

der  a  general  denial  of  priority  without  prior  publication  must  be  set  up  in  the 

objection,  is  properly  received  both  as  to  answer,  not  by  special  plea,  see  Cam* 

the  state  of  the  art  and  the  priority  of  rick  v,  McKesson  (1881),  19  Bbitch. 

the  invention,  see  Zane  v,  Soffe  (1884),  869  ;  8  Fed.  Rep.  807. 

110  U.  S.  200;  26  0.  G.  737;  Loom  Co.  That  copies  of  drawings  of  prior  pefc- 

V,  Higgins  (1882),  106  U.  S.  580 ;  21  ents  and  evidence  as  to  them  are  inad- 

O.  G.  2031.  missible  to  show  priority  unless  set  up 

That  evidence  taken  without  due  no-  in  the  answer,  see  Earl  v.  l>exter  (1874), 

tice  and  against  objections,  but  with  full  6  0.  G.  729  ;  Holmes,  412  ;  1  Bann.  & 

examination  and  cross-examination,  may  A.  400. 

stand  after  amendment  of  the  answer.  That  the  answer  cannot  allege  any 

see  Allis  v,  Buckstaff  (1882),  13  Fed.  earlier  date  for  a  prior  patent  or  publi- 

Rep.  879  ;  22  0.  G.  1706.  cation  than  its  actual  issue,  see  Kelleher 

That  amendment  after  evidence  taken  v.  Darling  (1878),  14  0.  G.  673  ;  4  Clif- 

under  objection  will  not  cure  the  defect  ford,  424 ;  3  Bann.  &  A.  438. 

unless  the  former  omission  was  inadver-  That  a  prior  patent  not  set  up  in  the 

tent  and  the  plaintiff  is  not  taken  by  answer  can  be  use4  only  to  show  the 

surprise,  see  Roberts  v.  Buck  (1878),  6  state  of  the  art  and  so  give  a  oonstruc- 

Fisher,  325 ;  Holmes,  224  ;  3  0.  G.  268.  tion  to  the  patent  in  question,  see  Grier 

That    witnesses    produced    without  v.  Wilt  (1887),  120  U.  S.  412;  88  0.  G. 

proper  notice  most  be  objected  to  at  the  1365. 

time  or  the  defect  will  be  waived,  see  That  evidence  of  the  state  of  the  art 

§1116 
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will  rely,  and  if  these  facts  consist  of  instances  of  public  use 
and  sale  more  than  two  jears  before  the  application  thej 
must  be  stated  in  a  separate  allegation  from  those  which  set 
up  other  methods  of  abandonment.^  Where  the  defence  rests, 
wholly  or  in  part,  upon  the  fraud  of  the  patentee  in  attempt- 
ing to  mislead  the  public  by  an  imperfect  or  redundant  speci- 
fication, or  in  obtaining  by  deceit  the  issue  of  the  patent,  the 
answer  must  charge  the  fraudulent  acts  in  terms  distinct,  par- 
ticular, and  positive  J  The  departure  of  a  re-issued  patent  from 
its  original,  or  its  unlawful  grant  by  the  Commissioner  when 
the  original  was  sufficient  to  protect  the  actuskl  invention ;  ^ 

18  adnuBttble  without  notice  at  law  or  the  use  relied  on  is  a  public  use  un- 

mention  in  the  answer  in  equity,  see  der  the  inventor  or  by  him,  there  is 

Brown  r.  Piper  (1875),  91  U.  S.  37;  10  no  need  to  give  notice  of  the  persons 

O.  G.  417.  using  or  the  place  where  used,  see  Amer- 

*  That  if  abandonment  is  relied  on  ican    Hide    &  Leather   Splitting  and 

it  must  be  specially  set  up  in  defence,  Dressing  Mach.  Co.  v,  American  Tool 

see Wyeth O.Stone (1840),  1  Story, 273;  k  Mach.  Co.    (1870),  4  Fisher,  284; 

2  Hobb,  23.  Holmes,  503. 

That  an  answer  of  use  and  sale  before  ^  That  fraud  must  be  set  up  in  the 

application    must  allege  an  abandon-  answer  by  distinct  and  special  allega- 

ment,  or  that  the  use  and  sale  were  tions,  see  Blake  v.  Stafford  (1868),  3 

more  than  two  years  before  the  applica-  Fisher,  294  ;  6  Blatoh.  195. 

lion,  see  Boot  o.  Ball  (1846),  4  Mc-  That  an  allegation  that  a  re-issue  was 

Lean,  177  ;  2  Robb,  513.  obtained  under  false  pretences  must  be 

That  an  answer  alleging  that  the  in-  made  in  distinct  language  without  equiv- 

vention  was  in  use  two  years  before  the  ocation,  and  be  the  subject  of  distinct 

application  need  not  also  aver  that  the  proof,  see  Doughty  «.  West  (1865),  2 

inventor  consented  to   such    use,   see  Fisher,  558. 

Campbell  v.  New  York  (1888),  35  Fed.  That  an  averment  in  the  answer  that 

Bep.  504.  the  patent  was  obtained  by  "false  and 

That  an  answer  alleging  two  years  fraudulent  representations  to  the  Com- 

public  use  and  sale  before  the  plaintiff's  missioner,"  and  "is  void  in  law,'*  is  too 

inveTUion  is  improper,  no  such  defence  general  to  raise  an  issue,  see  Clark  v. 

being  known  to  the  law,  see  Kelleher  v.  Scott  (1872),  5  Fisher,  245  ;  2  0.  0.  4; 

Darling  (1878),  4  Clifford,  424;  14  0.  G.  9  Blatch.  301. 

673  ;  3  Bann.  &  A.  438.  ^  That  the  want  of  identity  between 

That  public  use  and  sale  and  aban-  an  original  and  re-issue  must  be  set  up 

donraent  may  be  set  up  in  the  same  in  the  answer  by  distinct  and  special 

answer,  but  not  in  the  same  allegation,  allegations,  see  Blake  v,  Stafford  (1868), 

as  they  depend  on  different  principles,  3  Fisher,  294  ;  6  Blatch.  195. 

see  Jones  v.  SewaU  (1873),  6  Fisher,  That  an  answer  in  a  suit  on  a  rc« 

343  ;  3  0.  G.  630  ;  3  Clifford,  563.  issued  patent,  alleging  that  the  original 

Tliat  where  no  question  as  to  nov-  was  not  surrendered  because  it  was  in- 

elty   is  made  by  the  pleadings,   and  operative  or    invalid   or    claimed   too 

§  1116 
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the  ambiguity  of  the  Description  or  the  Claim ;  *  nnreason- 
able  delay  in  filing  a  disclaimer ;  ^^  the  failure  of  the  plain- 
tiff to  stamp  or  label  his  patented  articles  when  placed  upon 
the  market  ;^^  the  issue  of  a  joint  patent  for  a  sole  inven- 
tion;^* the  defendant's  license  or  co-ownership;^  each  of 
these,  if  insisted  on  by  the  defendant,  must  be  so  fully  and 
exactly  declared  in  the  answer  as  to  forewarn  the  plaintiff 
of  the  precise  line  of  attack  and  enable  him  to  make  the 
necessary  preparation  to  repel  it. 

§  1117.   Denial  of  PlalntiiTs  Title  or  of  Defendant's  Znfrineement 
in  the  Answer. 

When  the  defendant  disputes  the  title  of  a  plaintiff  in 
whom,  according  to  the  records  of  the  Patent  Office,  the 
legal  ownership  resides,  the  answer  must  reveal  the  facts 
which  qualify  the  record  title  or  create  antagonistic  or  ex- 
clusive interests  in  others.^  If  he  himself  claims  to  own  the 
patent,  as  an  equitable,  assignee,  he  must  state  the  considera- 
tion which  he  paid  for  it,  both  in  nature  and  amount,  in  such 

mach,  and  that  the  re-issne  claims  were  Go.  v.  West,  Bradley,  &  Oaiy  Mfg.  Co. 

broadened,  puts  in  issue  the  lawfulness  (1880),  2  Fed.  Rep.    774 ;   17  O.   G. 

of  the  enlargement  and  the  scope  of  the  1504  ;  18  Blatch.  218  ;  5  Bann.  &  A. 

original,  see  Searls  v,  Bouton   (1882),  475. 

22  0.  0.  946;  12  Fed.  Rep.  874;  20        ^i  Thatanobjection  that  "patented" 

Blatch.  528.  is  not  stamped  on  the  plaintiff's  articles 

'  That  an  objection  to  the  patent  on  mast  be  set  up  in  the  answer,  see  Rub- 
account  of  an  insufficient  specification  ber  Co.  i;.  Goodyear  (1869),  9  WaU.  788. 
must  be  set  up  in  the  answer,  or  it  will  ^  That  the  defence  that  joint  paten- 
not  be  considered,  see  Jennings  v.  Pierce  tees  were  not  joint  inrentors  must  be 
(1878),  15  Blatch.  42;  8  Bann.  &  A.  specially  set  up,  see  Butler  v.  Bain- 
861 ;  Wonson  v.  Peterson  (1878),  18  bridge  (1886),  29  Fed.  Rep.  142 ;  87 
0.  0.  548  ;  3  Bann.  &  A.  249  ;  Rubber  0.  G.  1124. 

Co.  p.  Goodyear  (1869),  9  Wall,  788  ;        ^*  That  in  ecjuity  the  defendant  must 

Goodyear   v.    Providence   Rubber  Co.  specially  allege  his  license  or  co-owner- 

(1864),  2  Fisher,  499  ;  2  Clifford,  851.  ship,  see  Puetz  v.  Bransford  (1887),  81 

10  That  unreasonable  delay  in  filing  Fed.  Bep.  458  ;  89  0.  G.  1088. 
a  disclaimer  must  be  specifically  alleged         §  1117.  ^  That  if  the  defendant  de- 

in  the  answer,  see  Worden  v.  Searls  nies  the  title  of  owners  of  record  he 

(1884),  21  Fed.  Rep.  406;  Burden  «.  must  set  up  in  his  answer  the  fiuzts  which 

Coming  (1864),  2  Fisher,  477.  affect  their  title,  or  produce  the  proper 

That  an  amendment  of  the  applica-  proof,  see  Washburn  k  Moen  Mfg.  Co. 

tion  without  authority  need  not  be  set  «.  Haish  (1880),  19  0.  G.  178 ;  4  Fed. 

up  in  the  answer,  see  Eagleton  Mfg.  Rep.  900 ;  10  Bissell,  65. 
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form  that  its  adequacy  or  good  faith  can  be  denied.^  The 
answer  must  traverse  the  allegation  of  infringement  posi* 
tivelj  and  without  equivocation.'  This  traverse  maj  be 
couched  in  general  terms,  containing  no  precise  description 
of  the  invention  but  referring  to  it  as  the  one  covered  bj  the 
patent.^  Where  the  defendant  admits  the  use  of  the  inven- 
tion,  but  excuses  his  infringing  act  on  the  ground  of  his 
subjection  to  authority,  the  answer  must  disclose  his  prin* 
cipal.^  If  he  justifies  under  a  license,  it  must  appear  upon 
his  answer  that  the  license  warrants  the  use  that  he  has  made 
of  the  invention.®  Facts  which  constitute  an  estoppel  in  pais 
should  be  set  out  in  the  answer  with  sufficient  detail  to  indl* 
cate  that  if  established  by  the  evidence,  and  unexplained  by 
counter  proof  from  the  plaintiff,  they  must  operate  as  an 
equitable  bar  to  the  further  prosecution  of  the  action.^ 

'  That  a  defendant,  claiming  to  be  is  sufficient  withont  particularly  netting 
the  owner  of  the  patent  in  controversy  forth  the  invention,  or  specifically  con- 
by  purchase,  must  set  forth  the  consid-  tradicting  the  allegation  in  the  bill,  see 
eration  he  paid  for  it  in  amount  and  in  Miller  v,  Buchanan  (1880),  18  0.  G. 
such  form  that  it  can  be  traversed  and  1582  ;  6  Fed.  Bep.  866. 
that  its  adequacy  may  appear,  if  the  That  where  the  bill  alleges  a  cove- 
record  shows  the  title  to  be  in  the  plain-  nant  on  the  part  of  the  defendant  not 
tiff,  see  Seoombe  v,  Campbell  (1880),  2  to  infringe,  an  answer  giving  the  history 
Fed.  Bep.  857  ;  18  Blatch.  108 ;  5  of  such  covenant  is  not  responsive,  see 
Bann.  &  A.  429.  Sargent  v.   Lamed  (1855),   2  Curtis, 

*  That  if  infringement  is  allied  in  840. 
the  biU  the  defendant  must  answer  it         ^  That  a  claim  that  the  defendant 

distinctly  and  uneyasively,  see  Jordan  acted  only  as  agent  must  disclose  the 

V.  Wallace  (1871),  5  Fisher,  185.  principal,  see  Morse  v.  Davis  (1862),  5 

That  the  answer  must  deny  infringe-  Blatch.  40. 
ment  specifically  in  order  to  allow  eyi-         *  That  a  defendant  may  answer  that 

dence  against  it,  unless  a  stipulation  he  was  acting  under  a  license,  and  may 

between  counsel  takes  the  place  of  the  impeach  the  patent  unless  the  covenants 

answer,  see  Allis  v,  Buckstaff  (1882),  13  of  his  license  estop  him,  see  National 

Fed.  Rep.  879  ;  22  0.  G.  1705.  Mfg.  Co.  v.  Meyers  (1881),  7  Fed.  Rep. 

That  unless  the  defendant  in  his  an-  855. 
swer   contests    the   infringement  very         That  an  answer  by  an  infringing  user, 

slight  proof  will  sustain  the  allegation,  alleging  recovery  against  his  vendor, 

see  Spring  v.  Domestic  Sewing  Mach.  does  not  state  a  defence  unless  it  also 

Co.  (1881),  9  Fed.  Rep.  505  ;  21  0.  G.  avers  satisfaction  of  the  Judgment,  see 

633  ;  Goodyear  v.  Berry  (1868),  8  Fish-  Fisher  v.   Consolidated  Amador  Mine 

er,  439  ;  2  Bond,  189.  (1885),  11  Sawyer,  190  ;  25  Fed.  Rep. 

^  That  a  denial  that  the  defendants  201. 
have  practised  the  invention  described        ^  That  the  answer  must  set  out  in 
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§  1118.    Effect  of  AdmissioziB  in  the  Answer. 

Admissions  in  an  answer  are  conclusive  on  the  defendant, 
but  have  no  effect  beyond  the  necessary  import  of  the  words.^ 
Thus  the  acknowledgment  that  the  defendant  has  infringed 
admits  but  one  act  of  infringement,  and  a  joint  answer  c<ml- 
taining  such  acknowledgment  does  not  admit  a  joint  infring- 
ing act,  or  a  joint  status  on  the  merits  of  the  case.^  An 
indirect  admission  is  as  binding  as  one  that  is  affirmatively 
expressed.  An  allegation  in  the  answer  that  the  defendant 
has  patented  the  invention  since  the  issue  of  the  plaintiff's 
patent  is  a  concession  that  it  is  both  new  and  useful.'  The 
omission  to  notice  in  the  answer  any  positive  material  allega- 
tion in  the  bill  is  a  confession  that  the  matters  thus  alleged 
are  true>    Admissions  are  not  waived  by  the  production  of 

detail  the  facts  from  which  an  estoppel  Halsted  (1875),  8  0.  G.  558  ;  18  Blatch. 

is  alleged  to  arise,  see  Paetz  v.  Brans-  95 ;  2  Bann.  &  A.  98. 

ford  (1887),  89  0.  G.  1083,  1427;  81  That  an  answer  not  denying  infringe- 

Fed.  Rep.  458.  ment,  but  alleging  that  the  defendant's 

§  1118.  ^  That  admissions  in  the  an-  device  produces  a  diiferent  result  from 

swer  are  conclusiye,  but  go  no  further  the  plaintiff's,  admits  the  infringement, 

than  the  necessary  import  of  the  Ian-  see  Stuart  v.  Shantz  (1872),  6  Fisher, 

guage,  see  Jones  v.  Morehead  (1863),  1  35  ;  2  0.  G.  524. 

Wall.  155.  That  if  the  bill  avers,  and  the  answer 

'  That  the  admission  of  "  making  does  not  deny  nor  the  evidence  contra- 

and  selling"  implies  only  the  making  diet,  that  the  defendant  uses  a  described 

and  selling  of  one  article,  unless  the  device,  the  use  is  admitted,  see  Ely  v. 

plural  is  used,  when  it  implies  two,  see  Monson  &  Brimfield  M^«  Ca  (1860),  4 

Jones  V,  Morehead  (1863),  1  WalL  155.  Fisher,  64. 

That  a  joint  answer  does  not  admit  That  an  answer  denying  the  use  of 

a  joint  infringement  or  a  joint  status  the  invention  *' with  the  full  knowledge 

on  the  merits,  nee  Elizabeth  v.  Pave-  of  the  premises  in  the  bill  and  in  vioU* 

ment  Go.  (1877),  97  U.  S.  126.  tion  of  the  complainant's  exclusive  rights 

*  That  if  a  defendant  in  his  answer  secured  by  the  patent  of  1864 "  is  an 

avers  that  he  has  patented  the  inven-  implied  admission  of  actual  use,  and  no 

tion,  after  the  plaintiff's  patent,  as  now  further   proof  thereof  is   needed,   see 

and  useful,  he  cannot  claim  that  it  is  Jordan  «.   Wallace   (1871),  5  Fisher, 

old,   see  Morse  Fountain    Pen  Co.  v.  185. 

Esterbrook  Steel  Pen  Mfg.  Co.  (1869),  That  an  admission  in  the  answer  that 

8  Fisher,  515.  the  defendants  bought  the  business  in 

^  That  where  the  bill  avers  and  the  which  the  infringing  device  was  used, 

answer  does  not  deny  but  merely  de-  and  describing  it  as  the  *'  machine  used 

roands  proof  of  the  title  of  the  plaintiff  by  the  defendants,"  is,  in  the  absence 

corporation,   its  corporate    capacity  is  of  all  other  evidence,  enough  to  show 

admitted  by  the  pleadings,  see  Stover  v,  prima  fade  an  infringement  by  them. 
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evidence  in  support  of  the  same  position  on  the  part  of  the 
plaintiff.* 

§  1119.  Answer  :  Whether  under  Oath :  Sffeot  of  Sworn  Answer. 
The  plaintiff  is  entitled  to  an  answer  under  oath;  but 
since  the  act  of  1864,  by  which  all  parties  were  made  com- 
petent witnesses,  it  is  in  most  cases  wiser  not  to  require  it. 
The  defendant  is  limited  in  his  defences  to  the  matters  set  up 
in  his  answer,  and  is  also  bound  bj  its  admissions,  whether 
or  not  he  swears  to  its  correctness  ;  and  if  the  plaintiff  needs 
his  testimony  in  support  of  any  averments  of  the  bill,  he  can 
procure  it  at  the  trial  in  the  ordinary  method.  The  principal 
advantage,  therefore,  of  the  oath  in  modern  practice,  except  in 
a  few  special  cases,  is  to  compel  the  defendant  to  confine  the 
allegations  of  his  answer  to  facts  whose  existence  he  can  ver- 
ify, and  thereby  save  the  plaintiff  from  some  fruitless  inquiry. 
The  disadvantage,  however,  is  a  great  one.  A  sworn  answer  is 
still  regarded  as  equivalent  to  the  evidence  of  one  competent 
witness,  and  is  sufficient  to  sustain  its  various  averments 
unless  met  by  proof  of  corresponding  weight  upon  the  other 
side.  It  is  thus  equal  to  the  testimony  of  the  plaintiff,  and 
when  to  it  is  added  the  evidence  of  the  defendant  on  the  trial, 
the  burden  of  overcoming  both  is  often  greater  than  the 
plaintiff   can  sustain.^    Hence  it  is  customary  as  well  as 

aee  Fischer  v.  Wilson  (1879),  16  0.  G.  ordinary  sense,  and  is  entitled  to  weight 

455  ;  16  Blatch.  220  ;  4  Baun.  &  A.  228.  in  ascertaining  the  truth  or  falsehood  of 

That  if  the  defendant  denies  the  in-  their  showing  before  the  master,  see  Troy 

fringement,  it  is  not  proved  by  one  Iron  &  Nail  Factory  v.  Coming  (1869), 

reply  of  his,  whUe  testifying  in  refer-  8  Fisher,  497  ;  6  Blatch.  828. 
ence  to  another  matter,  in  which  he         ^  That  the  adverse  party  does  not 

seems  to  imply  that  he  has  infringed,  see  waive  an  admission  by  going  into  evi* 

Reay  v.  Ran  (1888),  23  0.  Q.  1928  ;  15  dence  on  the  same  matter,  see  Jones  v. 

Fed.  Rep.  749.  Horehead  (1863),  1  Wall.  155. 

That  want  of  consent  to  use  the  de-  {  1119.  ^  In  Slessinger  o.  Bucking- 
Tice  need  not  be  proved  when  it  was  ham  (1883),  17  Fed.  Bep.  454,  Sawyer, 
alleged  in  the  bill  and  not  denied  in  the  J.:  (455)  "The  answer,  so  far  as  re- 
answer,  see  Fischer  v.  Hayes  (1881),  6  sponsive  to  the  bill,  directly  denying 
Fed.  Bep.  76  ;  20  0.  G.  239  ;  19  Blatch.  the  matters  alleged,  not  only  makes  an 
20.  issue,  but  it  is  testimony  in  the  case 

That  an  admission  of  the  defendants  called  for  by  complainant  proving  the 

in  their  answer  that  they  have  made  issua  for  defendants ;  and  it  must  be 

large  profits  is  to  be  understood  in  its  overthrown  by  the  testimony  of  two 
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pnident  for  the  plaintiff  to  dispense  with  this  requirement, 
and  to  accept  the  answer  as  a  simple  pleading  which  gives 
him  notice  of  the  claims  hereafter  to  be  urged  by  the  defend- 
ant. When  an  answer  under  oath  is  demanded  the  demand 
must  be  complied  with,  if  the  defendant  has  the  capacity  to 
take  an  oath.  A  bill  against  a  corporation  cannot  contain 
this  demand  unless  its  officers  are  made  parties,  —  the  cor* 
porate  body  being  unable  to  comply,  although  a  corporation 
may  be  called  upon  to  answer  interrogatories  and  must  give 
such  replies  as  the  knowledge  of  its  officers  permits.^ 

witnesses,  or  the  testimony  of  one  wit-  oath  may  now  be  advantageously  waived 
ness  and  circumstances  equivalent  to  by  the  complainant  in  at  least  a  great 
another,  or,  at  least,  sufficient  to  make  m^ority  of  cases.**  8  Sawyer,  469  (471). 
a  preponderance  of  testimony  in  favor  *  In  Colgate  v.  Compagnie  Francaise 
of  complainant.  Solicitors,  generally,  (1885),  23  Fed.  Rep.  82,  Wallace,  J.: 
in  this  circuit,  seem  to  overlook  the  (83)  "  Undoubtedly,  a  corporation  can- 
great  disadvantages  under  which  they  not  be  compelled  to  answer  under  oath  to 
often  labor  in  not  waiving  an  answer  a  bill  in  equity.  It  answers  only  under 
under  oath  in  equity  cases,  now  that  the  seal  of  the  corporation.  It  is  for 
the  complainant  and  defendant  are  them-  this  reason  the  practice  has  obtained  ot 
selves  both  competent  witnesses,  and  making  the  officers  of  the  corporation 
can  be  orally  examined  under  Equity  parties  to  the  bill  and  requiring  them 
Rule  67,  where  the  complainant  can  get  to  answer  the  interrogatoriea.  This, 
the  evidence  of  his  opponent,  fresh  from  however,  does  not  excuse  a  corporation 
him  in  person,  under  a  sharp  and  press-  from  answering,  and  the  complainant  is 
ing  examination,  instead  of  having  it  de-  entitled  to  an  answer  from  a  corporation 
liberately  shaped  by  him,  and  cautiously  as  well  as  from  an  individual,  although 
arranged  and  shaded  for  him,  by  his  the  value  of  the  answer  as  evidence  may 
solicitor  at  his  leisure  in  his  office,  not  be  worth  the  expense  of  the  experi- 
Besides,  when  examined  orally  as  a  wit-  ment.  Although  no  officer  or  agent  is 
ness,  the  defendant  counts  but  one  ;  and  made  a  party  to  the  bill,  it  is  still  the 
the  complainant  may  offer  himself  in  duty  of  the  corporation  to  cause  diligent 
opposition  as  to  matters  within  his  examination  to  be  made,  and  give  in  its 
knowledge,  if  he  swerves  in  the  least  answer  all  the  information  derived  from 
particular  from  the  truth  ;  while,  if  such  examination  ;  and  if  it  alleges  ig- 
called  upon  to  answer  a  bill  of  discovery  norance  without  excuse  a  disposition  on 
under  oath,  the  defendant's  answer,  if  its  part  to  defeat  and  obstruct  the  course 
responsive  to  the  allegations  of  the  biU,  of  justice  may  be  inferred  which  will 
must  be  overthrown  by  the  evidence  of  justify  the  court  in  ohaiging  it  with  the 
two  witnesses,  or  of  one  witness  and  costs  of  the  suit.  (Attorney  General  v. 
other  circumstances  equivalent  to  a  Burgesses  of  East  Retford,  2  Mylne  A 
a  second.  Besides,  if  complainant  has  K.  85.)  There  is  nothing,  therefore,  in 
other  evidence  sufficient  to  overthrow  the  fact  that  the  defendant  is  a  cor- 
defendant's  answer  under  oath,  he  has  poration  to  defeat  the  complainant's 
no  occasion  for  a  discovery.  It  would  right  to  maintain  a  bill  of  discovery." 
seem  that  a  discovery  by  answer  under  23  Blatch.  86  (88). 
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§  1120.  Answer  Setting  np  Special  Defences,  ^rhen  Filed :  Joint 
Ans^Mrers  :  Zlzceptions  to  Answer. 

An  answer,  containing  a  statement  of  any  defence  of  which 
special  notice  is  required  in  actions  at  law,  must  be  filed  a 
sufficient  time  before  the  trial,  or  the  plaintiff  may  insist 
on  a  continuance.^  Each  of  the  defendants  may  answer  sep- 
arately from  the  others,  or  where  it  can  be  done  without 
confusion  all  may  join.'  A  joint  answer  cannot  be  sworn  to 
by  a  part  of  the  defendants,  though  such  an  answer  may  be 
amended  by  erasing  the  non-juring  parties  and  be  allowed  to 
stand  as  the  reply  of  those  who  have  made  oath  to  its  aver* 
ments.^  A  defendant  who  has  neither  joined  in  the  answer  of 
his  co-defendants,  nor  filed  a  separate  answer  of  his  own,  can- 
not appear  and  answer  after  a  final  decree,  though  no  decree 
pro  confesao  has  been  passed  against  him.^  Objections  to  an 
answer  on  account  of  defects  of  form,  or  the  omission  of  neces* 
sary  allegations,  or  the  insertion  of  scandalous  and  imper- 
tinent matter,  must  be  taken  by  exceptions,  and  if  these  are 
sustained  the  answer  must  be  amended  by  such  alterations, 
expurgations,  or  additions  as  it  may  require.^  The  filing  of 
the  answer,  and  its  amendment  if  excepted  to,  is  followed  by 
the  general  replication,  which  puts  the  cause  at  issue  without 
rejoinder  or  further  pleadings  upon  either  side.^ 

{  1120.  ^  That  a  plea  or  notice  at  sworn  to  by  two  only  must  be  erased  or 

law  setting  np  special  defences  nnder  the  third  defendant  omitted  from  it,  see 

the  statute  mnst  be  served  or  filed  at  Bailey  Washing  Hach.  Co.  v.  Yonng 

least  thirty  days  before  the  term  of  trial  (1874),  12  Blatch.  199  ;  1  Bann.  k  A. 

or  a  contin  nance  will  be  allowed,  and  862. 

that  the  rule  in  equity  is  substantially  *  That  where  one  of  several  defend* 

the  same,  see  Boemer  v,  Simon  (1877),  ants  did  not  appear,  but  no  decree  pro 

95  U.  S.  214  ;  12  O.  G.  796  ;  Seymour  eonfesso  was  taken,  he  was  not  allowed 

9,  Osbom  (1870),  11  Wall.  516  ;  Phil-  to  file  an  answer  after  final  hearing  and 

lips  V.  Comstock  (1849),  4  McLean,  625  ;  decree,  see  Allen  v.  Mayor  of  New  York 

2  Robb,  724.  (1880),  7  Fed.  Rep.  488 ;  18  Blatch. 

That  the  rules  as  to  defences  and  239  ;  5  Bann.  &  A.  461. 

notices  are  the  same  in  equity  as  at  law,  *  Equity  Rules  61,  68-65. 

see  Roeroer  v.  Simon  (1877),  95  U.  S.  That   objections  to  an  answer  for 

214  ;  12  0.  6.  796.  failure  to  name  persons,  Ac.,  ought  to 

*  That  seveial  defendants  may  answer  be  taken  by  exceptions,  see  Graham  o. 
severally,  see  Equity  Rule  62  ;  Story,  Mason  (1869),  6  Fisher,  1 ;  4  Clifford,  88. 
£q.  PI.  S  84S.  •  Equity  Rule  66. 

*  That  an  answer  of  three  defendants  That  a  replication  cannot  go  behind 
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§  1121.   CroM-BlllB. 

Where  the  defendant,  m  an  action  in  equity,  is  entitled  to 
relief  against  the  plaintiff,  in  some  matter  connected  with  tho 
suit,  he  may  file  a  cross-bill  with  his  answer  setting  up  his 
claims  and  praying  for  the  relief  required.^  A  cross-bill  can- 
not introduce  new  parties,  or  a  new  and  independent  contro- 
versy, but  may  be  used  for  purposes  of  discovery  or  for  the 
determination  of  any  issue  subordinate  to  that  involved  in  the 
original  bill.^  It  must  aver  all  facts  that  are  essential  to  sus- 
tain the  defendant's  right  to  the  desired  relief,  and  disclose  the 
'  relation  between  the  remedy  it  seeks  and  that  which  forms  the 
object  of  the  principal  suit.^  Cross-bills  cannot  be  filed  with- 
out leave  of  the  court  upon  due  notice  to  the  adverse  party> 

the   case  made  on  the  pleadings  and  newparties,  eeeSheilds  v.  Barrow  (1 854)^ 

add  a  different  cause  of  action,   see  17  How.  130. 

Bardell  v.  Denig  (1888),  15  Fed.  Bep.  That  a  croes-bill  must  relate  to  mat- 

897.  tera  contained  in  the  original  bill,  see 

That  where  the  defendants  to  a  bill  Forbes  o.  R.  R.  Co.  (1872),  2  Woods, 

for  infringement  plead  accord  and  satis-  823;  Rubber  Go.  v.  Goodyear  (1889),  9 

faction   with   the   plaintiffs,   and    the  Wall.  807;  Cross  v.  DeVaUe  (1863),  1 

plaintiffs    reply    that    the    defendants  Wall.  1. 

obtained  their  machines  of  thiinl  parties  That  a  biU  claiming  a  set-off  against 

before  the  plaintiffs  became  owners  of  one  of  several  plaintiffs  is  not  a  cross- 

the  patent  and  before  the  infringement  bill,  see  Rubber  Co.  v.  Goodyear  (1869), 

claimed  in  the  bill,  the  replication  is  a  9  Wall.  807. 

departure  and  bad,  see  Burdell  v.  Denig  That  a  cross-bill  is  not  the  proper 

(1888),  15  Fed.  Rep.  397.  mode  of  raising  a  question  as  to  the  de- 

That  an  excess  in  a  replication  is  sur-  fendant's  ownership  of  the  plaintiff's 

plusage,  and  the  rest  may  stand  as  a  patent,  a  demurrer  corering  such  cases, 

traverse,   see  Wrien  v.  Spencer  Optical  see  Puetz  v.  Bransford  (1887),  32  Fed. 

Mfg.  Co.  (1879),  18  0.  G.  857  ;  5  Bann.  Rep.  318  :  41  O.  G.  353. 

&  A.  61.  *  That  a  cross-bill  must  disclose  the 

That  if  the  pkintiff  instead  of  filing  grounds  of  the  defendant's  claim,  and 

a  replication  sets  down  the  case  for  a  the   connection  between   the    matters 

hearing  on  the  bUl  and  answer,  it  admits  averred  and  the  original  bill,  see  Story, 

that  all  that  is  well  pleaded  in  the  £q.  PI.  {  401. 

answer  is  proved,  see  Parton  v.  Prang  *  That  cross-bills   cannot   be    filed 

(1872),  2  O.  G.  619.  without  leave  of  court,  see  Loom  Ca  v. 

That  the  want  of  a  replication  is  Short  (1876),  10  O.G.  1019 ;  Bronsonv. 

waived  by  taking  the  evidence  on  both  LaCrosse  R.  R.  Co.  (1863),  2  Wall.  288. 

sides  without  objection,  see  Fischer  v.  That  cross-bills  cannot  be  filed  with- 

Wilson  (1879),  16  0.  G.  455 ;  16  Blatch.  out  due  notice,  see  Loom  Co.  v.  Short 

220  ;  4  Bann.  &  A.  228.                       *  (1876),  10  O.  G.  1019. 

S  1121.  1  Equity  Rule,  72.  That  on  a  bill  against  the  defend- 

>  That  a  cross-bill  cannot  introduce  ants,  setting  up  a  license  to  some  of  the 
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After  the  original  bill  is  answered  the  plaintiff  must  answer 
the  cross-bill,  and  until  this  is  done  the  cause  will  not  be 
heard.^  If  the  plaintiff  withdraws  the  action  after  a  cross-bill 
has  been  filed  and  served  upon  him,  a  decree  pro  confeBso  on 
the  cross-bill  may  be  taken  by  the  defendant.^ 

§  1122.  Supplemental  Bills. 

Whenever  any  action  in  equity  becomes  defective  after  the 
filing  of  the  original  bill,  whether  by  a  change  of  the  persons 
interested  in  the  subject-matter  of  the  suit,  or  by  the  occurrence 
of  events  enlarging  or  diminishing  the  rights  of  the  parties, 
or  whenever  the  plaintiff  discovers  facts  essential  to  the  proper 
decision  of  the  controversy  concerning  which  he  had  no  infor- 
mation at  the  commencement  of  the  action,  he  may  file  a 
supplemental  bill  alleging  the  new  matter  and  thereby  making 
*  it  a  part  of  his  original  claim.^  A  supplemental  bill  must  not 
vary  the  character  of  the  suit  or  the  cause  of  action ;  and  can 
be  filed  only  by  leave  of  the  court,  for  sufficient  reasons  and 
upou  proper  notice  to  the  defendant.^  In  actions  in  equity  for 
infringement  this  method  of  amending  the  proceedings  to  suit 
the  changing  circumstances  of  the  case  is  frequently  employed. 
Thus  where  the  plaintiff  becomes  bankrupt  or  assigns  his 
interest  in  the  patent  and  the  compensation  for  past  infringe- 
ments, pending  suit,  a  supplemental  bill  is  necessary  on  be- 
half of  the  trustee  in  insolvency  or  the  assignee.*     Where 

defendants  as  a  meaanre  of  damages,  if  matter,  see  Tappan  v.  Smith  (1868)»  6 

the  licensed  defendants  file  a  cross-bill  BisseU,  78 ;  Uoxie  v.   Carr  (1882),  1 

for  a  surrender  of  the  Ucense,  there  is  no  Snmner,  178. 

authority  for  a  notice  to  non-residents        That  matter  subsequently  occurring 

by  publication,  see  Loom  Co.  o.  Short  may  be  set  up  by  supplemental  bill,  see 

(1876),  10  O.  G.  1019.  Copen  v.  Flesher  (1861),  1  Bond,  440. 

*  Equity  Rule  72.  *  That  the  character  of  the  suit  can- 

*  That  a  decree  pro  eonfuto  wiU  bo  not  be  changed  after  the  hearing  by  a 
entered  on  the  croas-biU  if  the  plaintiff,  supplemental  bill,  see  Snead  v.  McCouU 
having  been  served  or  appearing  to  an-  (1851),  12  How.  407. 

swer,  withdraws  the  original  biU,  see  That  leave  of  the  court  must  be  ob« 

Lowenstein  v.  GlideweU  (1878),  5  Dil-  tained  and  due  notice  given,  see  Equity 

Ion,  825.  Rule  57. 

§  1122.  1  Equity  Rule  57.  *  That  if  the  plaintiff  becomes  bank- 
That  a  bill  in  the  nature  of  a  supple-  Yupt  pending  suit,  a  supplemental  bill 
mental  bill  is  proper  where  there  has  may  be  needed  unless  the  plaintiff  has 
been  a  change  of  interest  in  the  subject-  xe-acquired  the  right  of  action,  see  Gear 


460  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  IT. 

other  persons  than  those  named  in  the  original  bill  are  found 
to  have  been  participants  in  the  infringing  acts,  or  where  new 
persons  become  interested  in  the  infringing  enterprise,  a  sup- 
plemental bill  brings  them  before  the  court  and  joins  them  as 
defendants  in  the  original  action.^  If  the  defendant  has  been 
guilty  of  additional  infringements  since  the  institution  of  the 
suit,  these  may  be  incorporated  in  the  cause  of  action  by  a  sup- 
plemental bill  at  any  time  before  the  plaintiff's  evidence  is 
closed.^  When  the  patent  is  extended  during  the  litigation, 
and  the  infringement  continues  under  the  extension,  a  supple- 
mental bill  based  on  the  extension  may  be  filed,  and  the  plain- 
tiff can  then  recover  for  the  entire  injury  in  the  single  action.* 
When  the  plaintiff  obtains  a  rehearing  after  the  dismissal  of 
his  bill,  upon  the  ground  of  newly  discovered  evidence,  a  sup- 
plemental bill  is  necessary,  setting  up  the  evidence  and  show- 
ing that  it  is  material  and  could  not  have  been  produced  by 
reasonable  diligence  on  the  former  trialJ    Whether  a  supple- 

V.  Fitch  (1878),  16  0.  G.  1231;  8  Bann.  it  is  releyant,   see  TurreU  v.   Spaeth 

k  A.  673.  (1876),  9  O.  G.  1168 ;  2  Baim.  ft  A. 

That  if  the  original  complaiuant  and  315. 
assignor  dies,  the  assignee  may  file  a         *  That  a  supplemental  biU  is  proper 

supplemental    bill,  see   Metal    Stamp-  when  an  extension  is  granted  daring  the 

ing  Co.  V.  Crandall  (1880),  18  0.  G.  suit,  see  Beedy  v.  Scott  (1874),  23  Wall. 

1531.  352  ;  7  0.  G.  468. 

*  That  when  a  plaintiff,  on  a  motion  That  where  a  patent  expired  daring 
for  leave  to  file  a  supplemental  bill  to  snit  and  was  extended,  and  a  snpple- 
add  a  new  defendant,  avers  that  he  is  mental  bill  was  filed,  and  then  the  pat- 
informed  and  believes  that  the  new  de-  ent  was  re-issued,  and  a  supplemental 
fendant  has  obtained  an  interest  in  the  bill  was  filed  on  the  re-issue,  and  on  the 
infringing  devices  and  is  using  them,  it  latter  bill  a  hearing  was  had,  the  pro- 
is  sufiicient,  see  Parkhurst  v.  Kinsman  ceedings  were  allowed,  see  Howe  v,  WU- 
(1848),  2  Blatch.  72.  liams  (1863),  2  Fisher,  895  ;  2  CUfford, 

^  That  new  matters  concerning  the  245. 
original  defendants,  and  a  prayer  for  ^  That  a  supplemental  bill,  after  the 
discovery  thereon,  may  be  inserted  in  a  dismissal  of  the  original,  praying  for  a 
supplemental  bill  to  bring  in  a  new  hearing  on  the  ground  of  new  evidence, 
defendant,  see  Parkhurst  v.  Kinsman  etc.,  must  allege  and  show  that  the  evi- 
(1848),  2  BUtch.  72.  dence  could  not  have  been  obtained  be- 
That  a  subsequent  bill,  alleging  new  fore  the  former  hearing  with  reasonable 
infringements  since  the  original  bill  was  diligence,  and  that  the  evidence  is  ma- 
filed,  may  be  received  after  the  answer  terial,  see  Spill  v.  Celluloid  Mfg.  Co. 
is  made  and  the  plain tiflTs  prima /icm  (1884),  22  Fed.  Rep.  94;  22  Blatch. 
case  is  proved,  and  the  evidence  al-  441;  29  0.  G.  773. 
ready  in  will  then  be  applied  as  far  as 
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mental  bill  can  be  filed  upon  the  re-issue  of  the  patent,  pending 
suit,  has  been  disputed,  —  some  decisions  asserting  that  the 
action  fails  and  an  original  bill  on  the  new  patent  becomes 
necessary ;  ®  others  declaring  that  although  no  damages  or 
profits  can  now  be  recovered  for  the  infringement  of  the  origi- 
nal patent,  the  plaintiff  may  avail  himself  of  the  presence  of  the 
parties  iit  the  court,  and  continue  the  action  under  a  supple- 
mental bill.^  The  right  to  object  to  this  mode  of  procedure, 
if  such  right  exists,  may,  however,  be  waived  by  the  defend- 
ant, and  if  he  acquiesces  in  a  hearing  on  the  re-issue  under  a 
supplemental  bill,  he  cannot  afterwards  take  advantage  of  the 
error.^^  The  supplemental  bill  need  not  repeat  the  allegations 
of  the  original,  but  may  contain  additional  averments  of  the 
same  general  character,  and  state  new  matters  constituting 
the  same  cause  of  action.^^  The  defendant  may  demur,  plead, 
or  answer  to  a  supplemental  bill  in  the  manner  and  for  the 
reasons  heretofore  described  in  reference  to  the  original.^ 

§  1123.    AmendmentB  to  Bill  or  Ans^rer. 

Before  the  filing  of  the  replication  amendments  may  be 
made,  as  a  matter  of  right,  in  the  bill  or  answer,  but  after 
replication  no  material  alteration  in  either  is  allowed,  except 
by  leave  of  the  court  upon  notice  to  the  adverse  party .^    Leave 

*  That  when  a  patent  is  re-issued  pending  snit,  a  supplemental  bill  set- 
pending  suit,  no  supplemental  bill  can  ting  up  the  re-issue  cannot  be  filed,  a 
be  filed  on  the  re-issue,  but  the  suit  new  original  bill  being  necessary  unless 
abates  and  a  new  bill  must  be  filed,  the  defendant  acquiesces  in  a  different 
see  Fry  v.  Quinlan  (1875),  18  Blatch.  course ;  but  if  a  supplemental  bill  is 
205 ;  Reedy  v.  Scott  (1874),  28  Wall,  filed  and  the  hearing  goes  on  without 
802 ;  7  O.  G.  468.  objection,  the  proceedings  are  valid,  see 

*  That  a  supplemental  bill,  counting  Beedy  v.  Scott  (1874),  28  Wall  352; 
cm  a  re-issue,  may  be  filed  after  the  on-  7  0.  G.  468. 

ginal  patent  has  expired,  if  the  original        That  where  a  disclaimer  pending  suit 

Inll  was  filed  during  the  life  of  the  pat-  does  not  materially  change  the  nature 

ent,  see  Dental  Vulcanite  Co.  v.  Wether-  of  the  cause,  a  supplemental  bill  and 

bee  (1866),  8  Fisher,  87  ;  2  Clifford,  new  motion  for  an  ii^junction  are  not  re- 

565;  Howe  V.  Williams  (1868),  2  Fisher,  quired,  see  Libbeyr.  Mt.  Washington 

896  ;  2  Clifford,  245.  Glass  Go.  (1886),  26  Fed.  Bep.  757  ;  86 

That  a  bill  maybe  amended  to  count  G.  G.  572. 
on  the  last  re-issue,  see  Reay  v.  Raynor         ^^  Equity  Rule  58. 
(1884),  19  Fed.  Rep.  808  ;  26  0.  G.         ^  Equity  Rule  57. 
1111 ;  22  Blatch.  18.  {  1128.   >  Equity  Rules  28,  29,  60. 

^  That  when  a  patent  is  re-issued        That  defects  in  a  biU  or  answer  must 


462  TREATISE  ON  THE  LAW  OF  PATENTS*         [BOOK  IV. 

to  amend  will  not  be  granted  where  the  proposed  amendment 
could  with  reasonable  diligence  have  been  sooner  introduced, 
nor  where  it  changes  the  character  of  the  pleading,  or  is  evi- 
dently offered  for  the  purpose  of  delay.*  The  authority  to 
permit  amendments  is  conferred  upon  the  court  for  the  fur- 
therance of  justice,  and  to  relieve  the  parties  from  the  conse- 
quences of  their  unavoidable  ignorance  or  mistake,  and  this 
authority  may  be  exercised  at  any  stage  of  the  proceedings 
when  its  necessity  becomes  apparent.  Thus  where  the  evi- 
dence discloses  that  the  description  of  the  parties  in  the  bill 
is  incorrect,  or  that  a  different  re-issue  is  in  force  from  the 
one  recited  in  the  bill,  or  where  the  allegations  of  a  bill 
brought  by  an  assignee  are  broad  enough  to  embrace,  but  do 
not  specifically  mention,  claims  for  past  infringements,  or 
where  the  answer  and  the  defendant's  proof  set  up  new  mat- 
ter in  avoidance  of  his  liability  for  the  infringing  acts,  the 
plaintiff  may  amend  the  bill  by  the  correction  of  the  error, 
the  enlargement  of  the  insufficient  allegation,  or  the  insertion 

be  cored  by  arnendraent  not  by  special  well  as  since  tbe  original  answer  was 

naotion,  see  Doughty  v.  West  (1895),  2  filed,  there  is  no  ground  for  an  amend- 

Fisher,  553.  ment,  see  India  Rubber  Comb  Co.  «. 

That  a  bill  counting  on  one  of  two  Phelps  (1870),  i  Fisher,  815  ;  8  Bktch. 

patents  which  together  cover  the  infring-  85. 

ing  invention  may  be  amended  to  count         That  an  amendment  changing  the 

on  both  and  the  evidence  already  taken  character  of  the  biU  is  not  nsuaUy  al- 

will  be  applied  thereto,  see  Underwood  lowed  after  a  hearing,  or  after  the  case 

«.  Gerber  (1889),  37  Fed.  Rep.  796.  is  set  down  for  a  hearing,  see  Tremaine 

*  Tliat  a  motion  to  amend  the  an-  v.  Hitchcock  (1874),  28  WalL  518 ;  7 

swer  wiU  be  denied  if  the  new  matter  O.  G.  1055. 

is  not  relevant  or  material,  or  could         That  where  the  new  defence  rests  on 

by  due  diligence  have  been  put  in  the  parol  evidence  only,  the  courts  will  dis- 

original  answer,  see  Richardson  v.  Croft  favor  an  amendment  to  introduce  it^  as 

(1881),  20  0,  G.  372.  tending  to  encourage  the  manufacture 

That  there  is  no  good  cause  for  allow-  of  testimony,  see  India  Rubber  Comb 

ing  an  amendment,  under  the  60th  and  Co.  v.  Phelps  (1870),  i  Iisher,  815  ;  8 

29th  rules  in  equity,  so  as  to  introduce  Blatch.  85. 

a  new  defence  into  the  answer,  if  the         That  a  motion  to  amend  the  answer 

same  matter  could  with  reasonable  dili-  and  for  a  commission  to  take  evidence 

gence  have  been  set  up  in  the  original,  abroad  will  not  be  granted  when  the 

see  India  Rubber  Comb  Co.  v.  Phelps  proof  before  the  court  shows  that  no 

(1870),  4  Fisher,  315  ;  8  Blatch.  85.  evidence  to  sustain  the  amendment  can 

That  where  the  same  search  would  be  obtained,  see  Hicks  v.  Otto  (1888), 

have  shown  the  same  facts;  before  as  17  Fed.  Rep.  688. 
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of  new  facts  to  meet  the  evidence  and  answer  of  the  defend- 
ant.' In  like  manner,  where  the  evidence  shows  that  the 
answer  is  insuflficient,  as  by  its  failure  to  state  all  the  avail- 
able defences,  or  to  recite  the  names  and  residences  of  all 
the  persons  who  made  prior  use  of  the  invention,  or  that  it 
contains  unfounded  admissions  to  the  detriment  of  the  de- 
fendant, amendments  may  be  made  to  render  the  answer 
conformable  to  the  proof,  unless  the  other  evidence  clearly 
indicates  that  on  the  case,  taken  as  a  whole,  the  plaintiff 
cannot  be  defeated.^    The  amendment  of  the  pleadings  does 

*  TLat  where  the  evidence  shows  that  cree  may  be  entered  subject  to  the  find- 

the  staius  of  parties  has  been  misde-  ing  on  such  new  defence,  see  Snow  v. 

scribed,  itisan  be  cured  by  amendment,  Tapley  (1878),  18  0.  G.  548  ;  8  Bann. 

see  Needham  v.  Washburn  (1874),  7  &  A.  228. 

O.  G.  649  ;  4  Clifford,  254  ;  1  Bann.  k        That  where  the  eyidence  clearly  shows 

A.  537.  that  the  patent  is  invalid  the  court  may 

That  where  the  bill  set  up  one  re-  permit  the  answer  to  be  amended  so  as 

issue,  but  all  the  evidence  and  refer-  to  give  proper  notice  of  it,  see  Geier  p. 

ences  were  based  upon  a  second  re-issue,  Goetinger  (1874),  7  0.  G.  563  ;  1  Bann. 

an  amendment  in  the  bill  inserting  the  &  A.  558. 

second  re-issue  will  be  allowed,  see  Tre-         That  a  motion  to  insert  new  defences 

maine  v.  Hitchcock  (1874),   28  Wall,  in  the  answer  in  equity  will  be  denied 

518 ;  7  0.  G.  1055.  after  an  answer  has  been  made  under 

That  an  assignee  of  the  patent,  in  a  oath  and  the  evidence  thereon  is  closed, 

suit  against  an  alleged  infringer,  can  unless  the  defendant  is  without  fault, 

move,  before  the  signing  of  the  inter-  see  Loom  Ck>.  v.  Higgins  (1876),  9  0.  G. 

locutory  decree,  to  amend  his  bill  so  as  965  ;  18  Blatch.  849. 
to  include  the  subject  of  assigned  claims         That  an  answer  failing  to  name  the 

for  damages  and  profits  which  were  due  persons  using,  under  a  defence  of  prior 

to  mesne  assignors,  where  it  appears  that  use,  may  be  excepted  to  and  amended 

the  bill  was  brought,   answered,   and  underspecialorder,  see  Graham  v.  Mason 

tried  on  the  theory  that  a  recovery  on  (1869),  5  Fisher,  1 ;  4  Clifford,  88. 
those  assigned  claims  was  sought,  see         That  an  admission  in  the  answer  that 

New  York  Grape  Sugar  Co.  v.  Buffalo  the  defendants  had  made  certain  articles 

Grape  Sugar  Co.  (1884),  20  Fed.  Rep.  which  the  plaintiff  was  seeking  to  en- 

505 ;  22  Blatch.  182.  join  may  be  struck  out,  if  a  denial  of 

That  if  the  defendant  pleads  a  license  the  validity  of  the  patent  is  to  be  made 

and  the  plaintiff  claims  that  he  has  and  no  testimony  has  yet  been  taken, 

abandoned  it,  the  plaintiff  must  amend  and  the  defendants  are  not  guilty  of 

his  bill  and  set  up  the  abandonment^  laches,  see  Morehead  v.  Jones  (1860), 

see  Wilson  v.  Stolley  (1847),  4  McLean,  3  Wall.  Jr.  806. 
275.  That  a  defendant  having  in  a  former 

^  That  an  answer  may  be  amended  stage  of  the  suit  defended  on  the  ground 

by  inserting  a  new  defence  on  a  motion  that  he  owned  the  patent,  and  admitted 

offered  before  final  argumentt  and  a  de-  its  infringement  and  its  extent,  and 
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not  render  evidence  admissible  if  when  taken  it  was  inad- 
missible and  properly  objected  to ;  but  evidence  taken  without 
objection  in  the  presence  of  the  adverse  party  may  be  re- 
ceived and  considered  under  the  amendment.^ 

§  1124.    Trial,  Varlovui  Modes  of. 

Issues  of  fact,  in  actions  in  equity  for  infringement,  are 
always  determined  by  the  court,  in  accordance  with  its  own 
views  as  to  the  significance  and  weight  of  the  evidence  pre- 
sented.^   Various  methods  of  investigating  facts  exist.    The 

been  defeated,  cannot  amend  hia  answer        That  evidence  offered  without  notice 

after  account  taken  on  the  ground  that  and  objected  to  may  be  admitted  alter 

such  admission  was  a  mistake,  and  con-  amendment    by    agreement  when    the 

test  the  infringement  or  the  extent  of  omission  of  notice 'was  inadrertent  and 

it  before  the  master,  see  Ruggles  v,  the  plaintiff  was  not  taken  by  surprise, 

Eddy  (1S74),  11  Blatch.  524 ;  1  Bann.  see  Roberts  v.  Buck  (1873),  6  Fisher, 

A  A.  92.  825  ;  8  0.  G.  268;  Holmes,  224. 

That  a  defendant  who,  in  one  suit        That  when  evidence  as  to  prior  use 

between  him  and  the  plaintiff,  has  con-  was  taken  before  the  answer  was  amend- 

sented  to  a  decree  with  substantial  dam-  ed  to  give  proper  notice  of  it,  against 

ages,  and  has  given  the  plaintiff  an  objection  but  with  full  rebutting  evi- 

agreement  acknowledging  the  validity  deuce  and  cross-examination,  it  was  al- 

of  the  patent  and  the  novelty  and  utility  lowed  to  stand,  see  Allis  v,  Buckstaff 

of  the  invention,  cannot  on  the  second  (1882),  18  Fed.  Rep.  879  ;  22  0.  G.1705. 
suit  amend  his  answer  to  insert  a  denial        That  unless  evidence  not  covered  by 

of  novelty  and  attack  the  patent,  see  the  answer  is  oljected  to  when  offered, 

Pentlai^  p.  Beeston  (1878),  15  Blatch.  if  the  plaintiff  is  present,  the  defendant 

847.  may  amend  his  answer  to  cbver  it  with- 

That  after  a  verdict  and  refusal  of  out  costs,  see  Brown  v.  Hall  (1869),  8 

new  trial,  a  feigned  issue  may  be  or-  Fisher,  581 ;  6  Blatch.  401. 
dered  in  equity  on  new  evidence,  and        That  an  amendment  of  a  plea  mak- 

the  answer  may  be  amended  to  insert  it,  ing  it  double  will  not  be  aDowed  after 

see  Foote  V.  Silsby(  1850),  1  Blatch.  545.  long  delay,  see  Giant  Powder  Co.  v. 

That  where  the  evidence  shows  that  Safety  Nitro-Powder  Co.  (1884),  19 
the  plaintiff's  patent  cannot  be  defeated  Fed.  Rep.  509  ;  27  0.  G.  99 ;  10  Saw- 
on  final  hearing,  a  motion  to  amend  the  yer,  28. 

answer  will  be  denied,  see  Richardson  r.         That  a  paper  fUed  without  leave  to 

Croft  (1880),  11  Fed.  Rep.  800.  amend  cannot  be  treated  as  an  amend- 

*  That  an  amendment  of  an  answer  ment  of  the  original  answer,  see  Dental 

under  leave  of  court  does  not  render  evi-  Vulcanite  Co.  v.  Wetherbee  (1866),  8 

denoe  admissible  which  was  properly  Fisher,  87 ;  2  Clifford,  555. 
objected  to  before  the  amendment,  see         {  1124.    ^  This  is  equally  true  what- 

Alli8v.BucksUff  (1882),  22  0.  G.1705;  ever   be  the  mode   of  trial.      If  the 

18  Fed.   Rep.  879  ;  Roberts  v.  Buck  court  hears  the  evidence,  either  directly 

(1878),  8  0.  G.  268 ;  Holmes,  224 ;  6  or   through  depositions,    its    decision 

Fisher,  825.  upon  the  facts  is  at  once  primary  and 
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court  maj  hear  the  testimonj  of  the  witnesses  orallj,  or  it 
may  be  offered  iu  the  form  of  depositions.^  Feigned  issues 
may  be  framed  and  sent  to  a  jury  in  a  court  of  law,  or  sub- 
mitted to  a  special  jury  impanelled  in  the  court  of  equity.^ 
If  the  witnesses  are  examined  in  open  court  before  the  judge 
alone,  the  procedure  is  the  same  as  in  any  other  viva  voce  trial* 
Depositions  are  taken  before  some  proper  officer,  or  other 
person  appointed  for  that  purpose  by  the  court  or  by  the 
parties,  and  transmitted  in  the  usual  manner  to  the  clerk  for 
publication  and  for  presentation  to  the  court  in  connection 
with  the  arguments  of  counsel.^  The  trial  of  feigned  issues 
to  a  jury,  whether  in  the  court  of  equity  or  law,  is  a  proceed- 
ing of  a  peculiar  character,  and  in  reference  to  patent  cases 
is  still  of  practical  importance. 

§  1125.    Trial  by  Jury  on  Feigned  iMues* 

In  the  earlier  periods  of  patent  litigation  the  courts  of 
equity,  in  deference  to  the  statute  of  Jac.  I.,  referred  all 
questions  concerning  the  patentability  of  the  invention,  the 
validity  of  the  patent,  the  title  of  the  plaintiff,  the  fact  of 
infringement,  and  the  amount  of  damages,  to  the  decision  of 
the  courts  of  law,  and  afforded  equitable  relief  only  for  the 
protection  of  the  plaintiff  during  the  litigation  and  for  the 

final.    Where  the  facts  are  first  passed  *  That  a  feigned  issue  may  be  or* 

Qpon  by  a  jury,  whether  on  a  feigned  dered«  see  Gray  v,  Halkyard  (1886),  28 

issue  at  law  or  under  the  act  of  1875,  Fed.  Rep.  854 ;   38  O.  G.  784 ;   also 

the  Terdict  is   merely  advisory,    and  {  1125  and  notes,  post. 

may  be  departed  from  by  the  court.  That  a  special  jury  may  be  employed 

See  Watt  v.  Starke  (1879),  101  U.  S.  in  patent  cases  in  equity,  see  act  of  Feb. 

247  ;  17  0.  G.  1092  ;  Goodyear  «.  Provi-  16,  1876,  Sec.  2. 

dence  Rubber  Co.  (1864),  2  Fisher,  499;  That  a  jury  trial  under  Sec  2,  act 

2Cliffozd,  851 ;  Elyt?.  Monson  ft  Brim-  of  1875,  is  matter  of  discretion  not  of 

field  Mfg.  Co.  (1860),  4  Fisher,  64.  right,  see  Keyes  v.  Pueblo  Smelting  and 

>  That  the  court  may  hear  the  testi-  Befining  Co.  (1887),  31  Fed.  Rep.  560. 

mony  directly,  see  Blease  v,  Garlington  That  priority    and  public  use   are 

(1875),  92  U.  S.  1  ;  /»  re  Clark  (1872),  questions  of  fact,  and  may  properly  be 

9  Blatch.  872.  submitted  to  a   jury   by  a  court    of 

That  evidence  may  be  taken  by  de^  equity,  see  Gray  v.   Halkyard  (1886)« 

positions,  see  Equity  Rules  67-69.  88  0.  G.  784  ;  28  Fed.  Rep.  854. 

That  a  secret  trial  of  a  patent  suit  ^  Equity  Rules  67-69. 
cannot  be  allowed,  see  Opinion  Atty. 
Gen.  (1820),  1  Op.  Att.  Gen.  876. 
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enforcement  of  the  judgment  after  it  bad  been  obtained.^ 
When,  at  a  later  period,  equity  assumed  a  more  immediate 
jurisdiction  over  this  class  of  cases  it  still  regarded  a  jury  as 
the  proper  tribunal,  and  a  court  of  law  as  the  proper  forum, 
for  the  investigation  of  the  most  important  issues,  and  there- 
fore, having  framed  these  issues  in  a  form  to  suit  its  pur- 
poses, sent  them  into  the  court  of  law  for  trial  and  received 
the  verdict  of  the  jury  as  the  determination  of  the  matters  it 
embraced.^  But  even  this  modification  of  the  ancient  prao* 
tice  has,  during  the  past  half-century,  almost  disappeared, 
and  at  the  present  day  equity  usually  conducts  its  inquiries 
within  its  own  tribunals.  When  it  requires  the  assistance 
of  a  jury,  as  in  some  cases  it  still  may  do,  the  act  of  1875 
enables  it  to  summon  and  impanel  one  consisting  of  not  less 
than  five  nor  more  than  twelve  persons,  to  present  to  them 
such  issues  as  it  deems  expedient,  and  to  proceed  upon  their 
verdict  in  the  same  manner  as  if  the  issues  had  been  tried  at 
law.^  The  submission  of  feigned  issues  to  a  jury  is  now  a 
matter  entirely  within  the  discretion  of  the  court,  and  no 
appeal  will  lie  from  its  refusal,  although  on  an  appeal  for 
other  causes  the  court  above  may  send  the  cause  back  for  a 
jury  trial,  if  it  seems  expedient.^    It  is  not  ordered  at  the 

§  1125.  ^  As  to  the  early  relation  of  will  usaally  decline  to  suitain  a  priTate 

trials  at  law  to  equity  proceedings  in  complaint  to  abate  it,  if  the  question  of 

patent  cases,  see  {  932  and  notes,  ante,  nuisance  be  not  first  settled  at  law  and 

*  As  to  the  later  relation  of  trials  at  by  a  jury.  (Irwin  v.  Dixon,  9  How.  10, 
law  to  patent  cases  in  equity,  see  §  932,  and  in  cases  cited  there.)  Such  is  not 
1081-1084,  and  notes,  anU,  the  class  to  which  the  present  case  be* 

*  Act  of  Feb.  16,  1875,  Sec.  2.  longs.    Another  set  of  instances,  where 

*  In  Brooks  v.  Norcross  (1851),  2  a  jury  is  ordered  in  chancery,  is  to  try 
Fisher,  661,  Woodbury,  J.  :  (662)  "It  particular  facts,  and  not  to  settle  at  law 
is  requested,  as  a  preliminary  favor  or  a  question  of  right.  It  is,  too,  with  a 
right,  that  the  question  of  infringe-  riew  to  settle  facts  on  which  the  court 
ment  in  this  case  be  tried  by  a  jury,  feels  doubt,  and  itself  wishes  the  aid  of 
I  am  not  aware  of  any  trial  of  that  a  jury  to  do  it,  and  not  where  the  party 
kind  which  is  aUowed  in  any  way  in  applies  for  a  jury  either  as  a  right  or  a 
chancery,  as  a  matter  of  right  to  a  party,  favor.  This  is  the  most  numerous  class 
unless  it  be  in  case  of  a  bill  in  chancery  of  cases  where  a  j^ry  is  used.  (7  How. 
to  abate  a  nuisance  which  is  of  a  public  227,  Mcljaughlin  v.  Bank  of  Potomac 
character,  and  which  some  individual  etal.  8  Story  R.  746.)  In  the  aigu- 
claims  to  injure  himself  specially,  ment  of  counsel,  it  seems  to  be  conceded 
There,  if  the  nuisance  be  denied,  courts  that  the  allowance  of  a  jury  to  settle  at 

$1125 
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request  of  the  parties,  nor  until  the  court  finds  itself  unable 
otherwise  to  ascertain  the  facts,  and  this  may  not  occur  b^ 
fore  the  evidence  has  been  published.^    It  is  more  readilj 

law  the  qaestion  of  infringement  is  re-  a  jury  on  mere  questions  of  fact,  see 

garded  not  as  a  right,  but  a  matter  in  the  Gray  v.  Halkyard  (1886),  28  Fed.  Bep. 

sound  discretion  of  the  court  This,  too,  854  ;  88  0.  G.  784. 

is  the  adjudged  law  in  instances  of  that  That  feigned  issues  are  not  favored 

character.    (Pierpont  o.  Fowle,  2  W.  &  in  our  courts,  see  Cochrane  v.  Deener 

M.  25,  87  ;  Saunders  v.  Smith,  3  Mylne  (1876),  94  U.  S.  780  ;  11  0.  G.  687. 

k  Craig,  785;  Jacobs,  811.)     But  this  That  in  the  Federal  courts,  the  judge 

discretion  must,  of  course,  be  regulated  being  the  same  at  law  and  in  equity, 

by  sound    reasons.    And   though    an  there  is  no  such  reason  for    sending 

English  Chancellor  has  said  he  remem-  cases  to  the  jury  as  in  England,   see 

bered  no  case  where  the  trial  at  law  was  Brooks  r.  Norcroas  (1851),  2  Fisher, 

refused  when  wished,  it  is  certain  there  661. 

have  been  many.  The  chief  test  is,  That  it  is  a  matter  of  discretion,  not 
whether  the  chancery  court  entertains  jurisdiction,  whether  chancery  will  send 
any  reasonable  doubt  as  to  the  law  or  a  case  to  be  tried  at  law,  and  a  deci- 
fact,  and  wants  them  ascertained  for  its  sion  thereon  is  no  ground  of  appeal, 
aid.  (Curtis  on  Pat  388  ;  Web.  Pat.  though  if  an  appeal  be  taken  on  other 
Cas.  473.)  And  if  a  trial  is  ordered  at  grounds,  and  it  appears  that  the  case 
law,  to  remove  doubts  or  settle  con-  ought  to  be  tried  otherwise,  it  can  be 
tested  rights,  before  a  final  decision  sent  back  for  that  purpose,  see  Coch- 
in chanceiy,  the  latter  court  will  still  lane  v.  Deener  (1876),  94  U.  S.  780  ; 
often  issue  the  temporary  iigunction,  II  O.  G.  687. 

founded  on  long  possession  of  the  pat-  ^  That  an  issue  at  law  will  not  be 

ent,  or  other  prima  facie  evidence,  till  ordered  on  the  mere  request  of  the  par- 

a  decision  is  had  at  law.     (Web.  Pat  ties,  see  Brooks  o.  Norcross  (1851),  % 

Cas.  730  ;  Curtis  on  Pat  381  ;  14  Yes.  Fisher,  661. 

130 ;  8  Merivale,  622. )  Most  of  the  pat-  That  an  order  for  jury  issues  will  not 
ent  cases  where  the  court  has  deemed  be  g^nted  when  the  truth  of  the  mat- 
it  proper  to  dissolve  an  iigunction,  or  ters  in  dispute  can  be  conveniently  and  ' 
refuse  one  till  the  parties'  rights  are  satisfactorily  ascertained  by  the  court 
settled  at  law,  are  those  where  the  de-  itself,  see  Goodyear  v.  Providence  Bub-  ' 
fendant  denies  the  plaintifTs  right  in  ber  Co.  (1864),  2  Fisher,  409 ;  2  Clif- 
his  answer,  and  the  recoveries  against  ford,  351 ;  Brooks  «.  Norcroas  (1851), 
other  persons,  and  numerous  sales  and  2  Fisher,  661. 

long  possession,  have  not  been  such  as  to  That  no  jury  issue  as  to  in  fringe- 
raise  a  strong  presumption  that  the  ment  will  be  ordered  unless  the  court 
patent  is  valid.  (Orr  v.  Littlefield,  1 W.  has  doubts  as  to  the  identity  of  the  de- 
ft M.  1 3  ;  Woodworth  v.  Edwards  et  al.,  vices,  see  Van  Hook  v.  Pendleton  (1846), 
8  W.  &  M.  120,  and  cases  there  cited,  1  Blatch.  187. 

2  Eden,  Ch.  137  ;  Curtis  on  Pat  339 ;  That  a  suit  at  law  may  be  ordered 

Web.   Pat   Cas.   472  ;  Hindmarch  on  on  an  answer  which  does  not  set  out  the 

Pat  30-37.)*'   See  also  Ely  v.  Monson  &  names  of  the  persons  in  prior  use  or 

Brimfield  Mfg.  Co.  (1860),  4  Fiaher,  64.  knowledge,  but  the  pleadings  in  the 

That  a  feigned  issue  may  be  sent  to  suit  at  law  must  set  them  out^  see  Orr 

§U20 


468  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  IT. 

allowed  when  the  patent  is  recent,  the  novelty  of  the  inven- 
tioD  doubtful,  the  identity  of  the  infringing  process  or  device 
with  that  covered  by  the  patent  uncertain,  and  the  proof 
conflicting  or  the  credibility  of  the  witnesses  disputed.^  It 
is  not  often  resorted  to  when  the  patent  and  the  infringement 
have  already  been  established  by  a  verdictJ 

§  1126.    Bffeot  of  the  Verdict  on  a  Feigned  Imho* 

During  the  trial  of  a  feigned  issue  in  a  court  of  law  equity 
will  not  interfere  with  the  proceedings.^  It  may  send  with 
the  record  of  such  issues  the  depositions  already  taken  to  be 
used  as  evidence,  but  other  depositions  will  not  be  admitted 
except  when  obtained  in  conformity  with  the  ordinary  rules 
of  law.^    The  verdict  of  the  jury  is  advisory  only,  and  may 

V.  Merrill  (1846),  1  W.  &  M.  876  ;  2  granted  are  also  shown  in  some  of  the 

Bobb,  881.  numerous  cases  cited  by  the  respondent. 

That  an  order  for  issues  to  the  jury  but  it  is  a  sufficient  answer  to  aU  snch 

will  not  be  made  until  the  eyidence  is  decisions,  as  applied  to  this  case,  to  say 

taken  and  publication  has  passed,  see  that  the  motion  ought  not  in  general  to 

Goodyear  v.   Providence    Rubber    Co.  be  granted  where  it  appears  that  a  trial 

(1864),  2  Fisher,  499  ;  2  Clifford,  351.  at  law  and  a  hearing  in  equity  have  al« 

*  That  equity  grants  a  motion  for  ready  been  had,  and  that  both  hare  re- 
jury  issues  when  the  patent  b  new  and  suited  in  favor  of  the  complainant ;  and 
novelty  uncertain,  or  when  the  case  de-  the  motion  is  accordingly  overruled, 
pends  on  conflicting  evidence  or  the  Goodyear  v.  Day,  2  WaU.  Jr.  296."  2 
credibility  of  witnesses,  see  Howe  v.  Clifford,  245  (246). 
Williams  (1868),  2  Fisher,  895  ;  2  Clif-  {  1126.  i  That  when  chancery  sns- 
ford,  245.  pends,  in  order  to  allow  a  case  to  bo 

7  In  Howe  v.  Williams   (1868),  2  tried  at  law,  it  does  not  interfere  with 

Fisher,  895;  Clifford,  J.:  (898)  "Such  the  proceedings  at  law.   see  Watt  r. 

a  motion  is  sometimes  granted,  where  Starke  (1879),  101  U.  S.  247  ;  17  O.  G. 

the  patent  is  recent,  and  where  the  case  1092. 

shows  that  the  originality  of  the  inven-  *  '^at  on  the  trial  of  feigned  issnea, 
tion  is  doubtful ;  or  where  the  merits  depositions  de  bene  mm,  token  without 
of  the  controversy  chiefly  depend  upon  notice  to  the  opposite  party,  are  not  ad- 
contradictory  evidence,  involving  the  missible  unless  they  are  sent  down  with 
credibility  of  witnesses  ;  but  where  the  the  record  of  the  issues  framed  on  the 
patent  is  of  long  standing,  and  the  in-  equity  side  of  the  court,  see  Gaboon  «• 
yen  tor  has  had  an  exclusive  possession  Bing  (1861),  1  Clifford,  692. 
under  it,  the  motion  is  seldom  received  That  after  a  decree  ordering  jury  is- 
with  any  favor.  (Washburn  et  al,  «.  sues  and  the  sending  of  the  record  to 
Gould,  8  Story  C.  C.  169 ;  Hill  v.  the  court  of  law,  the  court  of  law  will 
Thompson,  8  Meriv.  622 ;  Collard  v,  not  order  any  depositions  taken  in 
Allison,  4  Mylne  &  Cr.  487.)  Other  equity  to  be  removed  to  the  law  court 
examples    where    such  a  motion    was  unless  they  were  sent  down  with  tha 
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be  discarded  in  the  court  of  equity  and  a  contrary  judgment 
rendered.^  A  motion  for  a  new  trial  for  a  verdict  against 
evidence  must  be  made  to  the  judge  in  chancery,  and  may 
be  supported  by  the  record  and  proof  of  the  testimony  as  given 
in  the  court  of  law.*  After  the  verdict  the  defeated  party 
may  proceed  in  the  cause  in  equity,  and  introduce  further 
evidence  unless  the  time  for  taking  evidence  is  past;  and 
for  this  purpose,  where  an  order  for  feigned  issues  is  made 
before  the  time  for  taking  evidence  expires,  the  time  will  be 
extended  until  after  the  verdict  is  rendered  and  a  sufficient 
opportunity  has  been  afforded  for  additional  testimony.^ 

FQCoid,  nor  will  they  be  admitted  as  ceedings  and  evidence  at  law  must  be 

evidence,  aee  Gaboon  o.  King,  (1861),  1  submitted  to  the  chancellor,  see  Watt 

CUfford,  592.  v.   Sterke  (1879),  101  U.  S.  247 ;  17 

That  on  the  trial  of  feigned  issnes  as  O.  G.  1092. 
to  novelty  Office  copies  of  the  plaintifiTs        That  a  bill  of  exceptions  cannot  bo 

correspondence  with  the  Patent  Office,  taken  on  the  trial  of  a  feigned  issue 

as  to  the  re-issne  or  its  construction,  directed  by  a  court  of  eqaity,   or  if 

are  not  admissible   evidence^  see  Ca«  taken  can  only  be  used  on  a  motion 

boon  «.  Ring  (1861),  1  Clifford,  592.  for  a  new  trial,   see  Watt  v.  Starke 

That  a  i-espondent  cannot  be  asked  a  (1879),  101  U.  8.  247  ;  17  O.  G.  1092. 
question  on  the  trial  of  a  feigned  issue.         That  the  proceedings  and  evidence 

if  the  reply  which  it  calls  for  would  at  law  may  be  brought  to  the  notice  of 

contradict  an  admission  in  his  answer,  the  chancellor  either  by  having  them 

see  Gaboon  v,  Bing  (1861),  1  CUfford^  reported  with  the  verdict  or  by  moving 

592.  the  chancellor  to  send  to  the  judge  at 

That  if   feigned  issues  present   no  law  for  his  notes  or  by  any  other  proper 

qnestion  of  fraud  or  mistake,  and  the  way,  and  they  then  become  part  of  the 

bill  is  based  on  a  re-issued  patent,  the  record,  see  Watt  v.  Starke  (1879),  101 

original  is  not  admisrible,  see  CSahoon  v.  U.  S.  247  ;  17  0.  G.  1092. 
Bing  (1861),  1  Gliffoid,  592.  *  That  the  verdict  on  jary  issnes  is 

*  That  the  verdict  of  a  jury  in  a  never  final,  but  the  defeated  party  may 
cause  sent  from  chancery,  being  only  proceed  in  the  cause  and  if  the  evidence 
advisory  and  never  conclusive,  may  be  is  not  closed  under  the  rules,  or  if  the 
disregarded,  and  a  decree  rendered  con*  court  grants  leave,  he  may  introduce 
trary  to  it,  see  Watt  v,  Starke  (1879),  further  proof  to  support  his  claims, 
101  U.  8.  247;  17  0.  G.  1092;  Good-  see  Goodyear  v.  Providence  Rubber  Co. 
year  v.  Providence  Bubber  Go.  (1864),  (1864),  2  Fisher,  499  ;  2  GUfford,  851. 
fi  Fisher,  499  ;  2  Clifford,  861 ;  Ely  v.  That  when  feigned  issues  are  ordered 
Monson  &  Brimfield  Mfg.  Go.  (1860),  before  the  time  for  taking  the  evidence 
4  Fisher,  64.  expires,  no  decree  after  verdict  on  such 

*  That  when  chancery  sends  an  isne  issues  will  be  ordered  until  further  time 
to  law  for  a  trial  on  the  facts,  a  motion  for  taking  evidence  is  given,  see  Gaboon 
for  a  new  trial  must  be  made  to  the  v.  Ring  (1861),  1  Clifford*  592. 

court  of  chancery,  and  notes  of  the  pro- 
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§  1127.    Bvidenoe  Admiaslble  in  Equity. 

The  OTidence  admissible  in  equity  upon  the  yarious  issues 
created  by  the  bill  and  answer  is  the  same  as  that  receivable 

at  law  upon  the  corresponding  issues.^    The  burden  of  proof 

rests  upon  the  plaintiff  as  to  all  the  materiaL  ayerments  of 
his  bill,  and  upon  the  defendant  as  to  matters  of  avoidance 
or  estoppel  or  the  subordination  of  a  legal  to  his  equitable 
rights.^  The  parties  are  competent  witnesses  on  either  side, 
and  neither,  by  summoning  and  examining  the  other,  waives 

§  1127.  ^  For  the  evidence  admissible  the  damages,  the  plaintiff  takes  the  bar- 
on each  issue,  see  §§  1022-1049,  and  den  of  proving  the  infringement,  see 
notes,  ante.  Wooster  v.  Muser  (1884),  20  Fed.  Bep. 

3  That  the  conit  cannot  notice  what  162  ;  28  0.  O.  286. 

is  merely  alleged  and  not  proved,  see  That  defences  set  np  in  the  answer, 

Blandy  V.  Griffith  (1869),  8  Fisher,  609.  if  the  harden  is  on  the  defendant,  are 

That  the  burden  of  proof  on  all  mat-  not  noticed  unless  some  proof  is  offered 

tare  necessary  to  sastain  the  action  rests  in  their  support,  see  Cook  v,  Howard 

on  the  plaintifi;  see  §  1018  and  notes,  (1870),  4  Fisher,  269. 

ante.  '  That  the  burden  of  proving  an  equi- 

As  to  the  prima  facie  evidence  af-  table  against  a  legal  title   is  on  the 

forded  by  the  patent,  see  §  1016  and  affirmant,  and  his  pleadings  must  deny 

notes,  ante,  that  the  plaintiff  is  a  bona  fide  holder 

That  whatever  is  averred  in  the  bill  for  value  without  notice,  see  Gibson  «. 

and  not  denied  in  the  answer  is  ad-  Cook  (1850),  2  Blatch.  144. 

mitted,  and  need  not  be  further  proved.  That  in  equity  the  court  may  inspect 

see  S§  1114-1118  and  notes,  ante.  a  model  of  the  invention,  and  upon  in- 

That  the  burden  of  proof  on  the  ques-  spection    declare    it  unpatentable,  see 

tion  of  infringement  rests  on  the  appei-  Everett  v.  Thatcher  (1878),  16  0.  G. 

lant,  and  if  he  fails  in  it  the  decree  wiU  1046  ;  2  Flippin,  284  ;  8  Bann.  k  A. 

be  affirmed,  see  Price  v.  Eelley  (1881),  486. 

20  0.  G.  1452 ;  13  Fed.  Rep.  804.  That  a  court  of  equity  has  power  to 

That  if  the  defendant  denies  infringe-  order  an  inspection    of  infringing  or 

ment  the  plaintiff  must  prove  it,  see  controverted  inventions,  see  Wilson  v. 

Francis  v.  Mellor  (1871),  8  Phila.  157  ;  Keely  (1888),  48  O.  G.  511. 

5  Fisher,  153  ;  1  0.  G.  48.  That  the  plaintiTs  affidavits  offered 

That  infringement  may  be  found,  as  in  rebutter  must  not  strengthen   his 

against  the  defendant*s  sworn  denial  in  case  as  to  the  infringement,  thus  creat* 

his  answer,   upon  circumstantial  evi-  ing  a  danger  of  surprise  to  the  defend- 

dence,  though  no  direct  act  of  infringe-  ant  if  allowed,  see  Union  Paper  Bag 

ment  can  be  proved,  see  Peterson  v.  Mach.  Co.  «.  Binney  (1871),  5  Fisher, 

Simpkins  (1885),  25  Fed.  Bep.   486;  166. 

S3  0.  G.  1392.  That  exhibits  not  properly  explained 

That  if  the  plaintiff  does  not  object  >&d  applied  wiU  not  be  considered,  see 

to  the  defendant's  answer,  on  the  ground  Miller  v.  Smith  (1880),  6  Fed.  Bep. 

that  it  merely  denies  information  as  to  869  ;  18  0.  G.  1047. 
the  validity  of  the  patent  and  disputes 
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any  claim  against  him.'  The  plaintiff  may  compel  the  defend- 
ant to  produce  the  books  by  which  infringing  sales  are  evi- 
denced, but  cannot,  under  the  preliminary  proof,  force  him  to 
disclose  the  details  of  his  business  and  give  the  names  of  con- 
fidential customers.^  One  party,  whose  deposition  is  being 
taken  by  the  other,  has  a  right  to  decline  to  answer  questions 
which  he  deems  improper  and  his  replies  to  which  might  pre- 
judice his  interests,  and  to  refer  his  objections  to  the  court  to 
be  decided  before  the  examination  can  proceed.^  An  answer 
under  oath,  if  respousiye  to  the  bill,  not  only  makes  but  proves 
the  issue  and  requires  two  witnesses,  or  their  equivalent,  to 
overthrow  it.^  An  irresponsive  answer  is  an  admission  of  the 
truth  of  the  averments  of  the  bill,  and  an  equivocal  answer, 
especially  on  the  question  of  infringement,  affords  such  strong 
presumptions  in  favor  of  the  plaintiff  that  little  further  evi- 
dence is  necessary  to  support  his  allegations^  Direct  admis- 
sions in  the  answer  are  conclusive  evidence  against  the  de- 
fendant.'   A  bill  in  perpetuam  in  one  Federal  court,  with  the 

*  That  the  plaintiff  does  not  waive  *  For  the  effect  of  an  answer  nnder 
his  rights  against  the  defendant  by  mak-    oath,  see  §  1119  and  notes,  ante, 

ing  him  hia  witness,  see  Jenkins  v,  ^  That  an  answer  is  not  evidence  as 
Green wald  (1857),  2  Fisher,  87  ;  1  to  matter  not  responsive  to  the  inter- 
Bond,  126.  rogatories,  and  if  the  allegations  of  the 

^  That  the  books  of  the  defendant  answer  are  not  responsive  to  the  inter- 
may  be  ordered  produced,  see  Roberts  rogatories  or  sustained  by  other  evi- 
V,  Wolley  (1882),  14  Fed.  Rep.  167.  dence,  the  plaintiff  has  judgment,  see 

That  when  the  infringement  and  va-  Wren  v.  Spencer  Optical  Mfg.  Co.  (1879), 

lidity  are  denied  the  plaintiff  cannot  18  0.  0.  857  ;  5  Bann.  &  A.  61. 
compel  the  defendant,  on  the  prelimi-         That  unless  the  denial  of  infringe- 

nary  proof,  to  give  him  the  names  of  ment  in  the  answer  under  oath  is  posi- 

more  than  one  of  his  confidential  cus-  tive  and  unequivocal,  the  testimony  of 

tomers  to  whom  he  furnished  articles  a   single  witness,    with   corroborating 

covered  by  the  patent,  see  Roberts  v.  facts,  is  sufficient  proof  of  the  infringe- 

Wolley  (1882),  14  Fed.  Rep.  167.    '  ment,  see  Goodyear  v.  Berry  (1868),  8 

*  That  an  examiner  has  no  power  Fisher,  439  ;  2  Bond,  189. 

to  rule  on  the  evidence,  and  the  de-         '  As  to  the  effect  of  admissions  in 

fendant,  when  a  witness,  has  the  right  the  answer,  see  §  1118  and  notes,  ante. 
to  take  the  opinion  of  the  court  in  a         That  when  the  defendant  by  an  an- 

donbtful  case,  and  when   he  acts  in  swer  in  regard  to  date  seemed  to  admit 

good  faith  nnder  the  advice  of  counsel  an  infringement  on  which  there  was  no 

he  cannot  be  punished  for  contempt,  other  evidence,  but  denied  the  infringe- 

see  Roberts  v.  Wolley  (1882),  14  Fed.  ment  constantly,  the  answer  was  not 

Rep.  167.  sufficient  to  prove  it,  see  Reay  v,  Rau 
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evidence  taken  nnder  it,  may  be  received  in  any  other.*  Evi- 
dence admissible  at  law  only  under  a  special  notice  cannot 
be  introduced  in  equity  unless  the  same  notice  has  been  given 
by  the  answer.^^ 

§  1128.   Method  of  Prodaoing  Zhrldenca  in  Bqnity :  Objectlomi : 
Bzoeptlons. 

When  the  trial  of  an  action  in  equity  is  conducted  in  open 
court,  whether  with  or  without  a  jury,  the  methods  of  offering 
and  objecting  to  evidence  follow  those  which  are  pursued  in 
courts  of  law.  But  when  the  testimony  is  taken  by  deposition, 
according  to  the  usual  practice  in  courts  of  equity,  different 
rules  prevail.  In  such  cases  the  court  fixes  a  period  within 
which  each  party  shall  complete  his  evidence,  and  appoints 
some  proper  officer  or  other  person  as  an  examiner  to  receive 
the  testimony  and  transmit  it  to  the  court.^  Under  this  order, 
if  the  plaintiff  fails  to  take  his  evidence  within  the  time  pre- 
scribed, and  does  not  apply  for  an  extension,  the  court  may 
proceed  with  the  cause  and  determine  it  upon  the  pleadings 
as  they  stand.^    Evidence  taken  after  the  appointed  time  will 

(1883),  15  Fed.  Bep.  749;   28  0.  6.  set  npin  equity  in  the  answer,  or  eri* 

1928.  dence  concerning  them  is  inadmissible^ 

That  the  defendant  does  not  admit  see  §§1114-1116,  and  notes,  ante. 
his  infringement  by  accepting  seryice         §  1128.  ^  Ei^uity  Rules,  67-71. 
of  an  injunction,  giving  bond,  and  ac-         That  affidavits  cannot  be  entitled  in 

knowledging  the  validity  of  the  patent  the  cause  before  the  bin  is  filed  though 

and  the  plaintiff's  title,  but  the  pre-  they  may  be  taken,  see  Baldwin  v.  Bern- 

sumption  arising  from  these  acts  may  ard  (1872),  5  Fiaher,  442 ;  2  0.  G.  820 ; 

be  rebutted,  see  Byam  v.  Eddy  (1858),  9  Blatch.  509,  note. 
24  Yt  666  ;  2  Blatch.  521.  That  affidavits  not  entitled  in  the 

*  That  a  bill  perpetuam  rei  menuh  cause  are  mere  extra-judicial  oaths  and 

riam  to  take  evidence  for  the  defendant  not  receivable,  see  Baerk  v.  Imhaeuser 

of  a  witness  over  ninety  on  a  matter  (1876),  10  0.  G.  907. 
twelve  years  before  the  patent  issued.         That  when  expert  evidence  is  desired 

if  the  plaintiff  will  not  sue  at  once,  is  an  application  to  put  it  in  must  be  made 

proper,  and  the  evidence  thus  taken  in  before  the  first  hearing,  see  Hitchcock  v. 

a  Federal  court  is  admissible  in  any  Tremaine  (1872),  1  0.  G.  638;  5  Fisher, 

other  Federal  court,  see  New  York  &  587 ;  9  Blatch.  550. 
Baltimore  Coffee  Polishing  Co.  v.  New         *  That  if  the  plaintilT  fiiils  to  take 

York  Coffee  Polishing  Co.  (1881),  20  evidence  within  the  prescribed  time,  and 

Blatch.  174  ;  9  Fed.  Rep.  578.  does  not  apply  for  an  extension,  the 

^^  That   the    statutory   defences   of  court  will  proceed   to    determine  the 

which  notice  is  required  at  law  must  be  case  on  the  pleadings  as  they  stradf 
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be  considered,  nnless  a  motion  to  suppress  it  is  presented ;  but 
if  objected  to  the  court  will  ordinarily  reject  it,  though  where 
no  injury  could  result  to  the  opposing  party,  it  may  be  allowed 
to  remain.*  Inadmissible  evidence  must  be  objected  to  when 
it  is  offered  before  the  examiner,  if  the  adverse  party  is  then 
present,  and  the  objection  must  be  entered  on  the  record  of 
the  testimony  to  be  transmitted  with  it  to  the  court.^    Every 

flee  Irwin  v.  Meyrose  (1881),  2  McCmry,  will  be  admitted  on  condition  that  the 

244  ;  7  Fed.  Rep.  583.  opporitepartybave  a  chance  to  take  them 

*  That  nnder  Kale  69  no  evidence  over  again  and  cross-examine,  see  Aiken 

taken  after  the  time  can  be  read  at  the  v.  Bemis  (1847),  8  W.  &  M.  848  ;  2 

hearing  if  the  other  party  objects,  see  Robb,  844. 

Wooster  v,  Clark  (1881),  21  0.  G.  264 ;         *  That  objections  mnst  be  distinctly 

0  Fed.  Rep.  854.  made  when  the  evidence  is  presented  or 

That  when  a  defendant  offers  no  evi-  they  will  be  waived,  see  Barker  v.  Stowe 

dence  to  sustain  his  defence  of  prior  (1878),  15  Blatch.  49  ;  14  0.  G.  559  ; 

use,  and  after  the  evidence  is  closed  8  Bann.  &  A.  887* 
and  the  plaintiff  has  made  out  his  case,         That  if  a  party  is  present  at  an  ex* 

the  defendant  without  amending  his  amination  of  witnesses,  and  does  not  oh* 

answer,  or  obtaining  an  extension  of  ject  to  the  evidence  on  the  ground  of  a 

time,  files  affidavits  of  public  use,  they  want  of  averment  in  the  answer,  he  can* 

are  too  late  and  are  not  regarded,  see  not  take  advantage  of  the  defect  at  the 

Union  Paper  Bag  Mach.  Co.  v.  Newell  hearing,  see  Brown  v.  Hall  (1869),  8 

(1874),  5  O.  G.  459  ;  1  Bann.  &  A.  118 ;  Fisher,  581 ;  6  Blatch.  401. 
11  Blatch*  549.  That  witnesses  produced  as  to  prior 

That  if  evidence  is  taken  and  filed  use  without  notice  must  be  objected  to 

out  of  lime  without  any  motion  to  sup*  when  the  testimony  is  taken  or  the  evi* 

press  it,  it  may  be  considered,  see  Mat*  dence  will  be  admitted,  see  Roemer  v. 

thews  V.  Spangenberg  (1882),  19  Fed.  Simon  (1874),  5  0.  G.  555  ;  1  Bann.  & 

Bep.  828  ;   28  0.  G.  92  ;   20  BUtch.  A.  188. 
482.  That  if  the  defence  of  prior  invention 

That  evidence  taken  without  objec-  is  not  set  out  in  the  answer  as  it  should 

tion  may  stand  on  an  amended  answer,  be,  and  no  objection  is  made  at  the 

see    Baboock   v.  Pioneer    Iron  Works  proper  time,  it  cannot  be  excepted  to 

(1888),  84  Fed.  Rep.  888.  in  the  Supreme  Court  after  appeal,  see 

That  under  Rules  66  and  69  the  court  Loom  Co.  v.  Higgins  (1882),  105  U.  S. 

has  discretion  to  direct  that  a  replica-  580  ;  21  O.  G.  2081. 
tion  filed  and  evidence  taken  after  the         That  objections  to  the  admissibility 

time  named  in  Rule  66  shall  stand  as  if  of  evidence  must  appear  on  the  record, 

filed  and  taken  within  the  time,  see  or  they  will  be  considered  as  waived, 

Fischer  V.  Hayes  (1881),  20  O.  G.  289;  see  Fischer  v.  Neil  (1881),  19  O.  G. 

6  Fed.  Bep.  76  ;  19  Blatch.  26.  603  ;  6  Fed.  Rep.  89. 

That  when  depositions  were  taken  in         That  if  there  is  no  objection  on  the 

conformity  with  a  special  order  as  to  no-  record  to  hearsay  evidence  the  objection 

tioe,  and  the  adverse  party  had  no  time  to  will  be  waived,   see    Fischer  «.   Neil 

eonfer  with  his  counsel  and  attend,  they  (1881),  6  Fed.  Rep.  89 ;  19  O.  G.  603. 
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objection  must  specifically  state  the  grounds  on  which  it  rests, 
and  every  ground  not  stated  will  be  waived.^  Evidence  not 
objected  to  can  be  employed  only  for  purposes  for  which  it  is 
legally  admissible.®  Objections  to  the  competency  of  wit- 
nesses, or  to  their  introduction  under  the  pleadings  as  they 
are  framed,  or  to  the  authenticity  of  documentary  evidence, 
must  be  fully  disclosed  in  order  that,  if  possible,  the  obstacle 
may  be  removed.^  When  the  record  of  the  testimony  with 
the  objections  is  returned  to  court,  the  inadmissible  evidence 
may  be  struck  out  on  motion ;  or  if  the  inadmissibility  arises 
from  the  want  of  proper  averments  in  the  bill  or  answer,  the 
defects  may  be  amended  and  the  evidence  may  be  then  re- 
ceived or  the  cause  sent  back  to  the  examiner  for  a  repetition 
of  the  testimony.®    A  motion  to  suppress  the  evidence  of  a 

*  That  a  general  objection  to  evi*  and  a  motion  was  afterwards  made  to 
dence  is  not  considered  unless  the  amend  the  answer,  an  amendment 
ground  of  objection  is  specified,  and  would  not  make  that  evidence  admis- 
if  the  ground  of  objection  is  specified  sible  which  was  taken  under  objection 
all  other  grounds  are  waived,  see  Fischer  before  the  amendment.  After  aU,  I 
V.  Neil  (1881),  19  0.  G.  603  ;  6  Fed.  suppose  it  to  be  discretionary  with  the 
Bep.  89  ;  Brown  o.  Uall  (1869),  8  Fish-  court  in  such  a  case,  especiaUy  after 
er,  681 ;  6  Blatch.  401.  the  objecting  party  has  fully  cross-ex- 

*  That  evidence  not  objected  to  can  amined  the  witnesses  and  taken  rebot- 
only  be  used  for  the  purpose  for  which  ting  proofs,  either  to  let  the  testimony 
it  is  admissible,  see  Zane  v.  Sofire(  1880),  stand  in  the  case,  or  to  strike  it  out 
2  Fed.  Bep.  229.  and  permit  the  defence  to  take  the  tea- 

That  under  a  general  denial  of  the  timony  anew  under  the  amended  an- 

patentee's  priority  evidence  of  prior  use  swer.    So  far  as  the  state  of  the  case 

taken  without  objection  is  competent  at  in  Roberts  v*  Buck  is  disclosed,  in  the 

the  final  hearing,  both  as  to  the  state  of  opinion  of  the  court  there  is  ground  for 

the  art  and  the  priority  of  the  patent,  the  Inference  that  the  objecting  party 

see  Zane  p.  Soffe  (1884),  110  U.  S.  200  ;  stood  on  his  objection  and  elected  not 

26  O.  G.  737.  to  cross-examine  the  witnesses  or  to 

7  That  an  objection  to  the  examina-  offer  rebutting  proofs.  In  the  case  at 
tion  of  a  witness  must  state  specifically  bar  objection  was  made  to  the  exami- 
the  grounds  of  the  objection  so  that  it  nation  of  the  witnesses^  but  there  was 
may  be  removed  if  possible,  see  Wood-  full  cross-examination,  and  proofs  in 
bury  Patent  Planing  Mach.  Co.  v.  Keith  rebuttal  of  that  particular  evidence  were 
(1879),  101  U.  S.  479  ;  17  O.  G.  1081 ;  offered,  and  I  think  it  U  a  proper  exer^ 
4  Bann.  k  A.  100.  lAa/d  of  discretion  to  let  the  testimtmy, 

8  In  AUis  V.  Buckstaff  (1882),  18  which  is  objected  to  as  irregularly  taken. 
Fed.  Rep.  879,  Dyer,  J.  :  (884)  "It  was  stand  in  the  case."  22  0.  G.  1705 
held  in  Roberts  v.  Buck,  6  Fisher,  325,  (1707). 

that  where  evidence  of  anticipations  not         Further,  that  the  pleadings  may  be 
set  up  in  the  answer  had  been  taken,    amended  and  the  evidence  allowed  to 
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witness,  on  the  ground  that  he  was  mistaken  in  its  details, 
will  not  be  entertained  if  the  examination  was  in  due  form 
and  .after  proper  notice.^  No  eTidence  can  be  used  in  argu- 
ment before  the  court  unless  presented  to  the  examiner  and 
appearing  on  the  record,  except  such  documents  as  are  equally 
accessible  to  both  parties,  and  whose  connection  with  the  con- 
troversy is  so  apparent  that  their  production  by  one  can 
operate  as  no  surprise  upon  the  other.^  Upon  the  motion 
of  either  party,  for  sufficient  cause,  the  court  may  refer  the 
record  back  to  the  examiner  for  the  introduction  of  additional 
evidence  or  the  re-examination  of  the  former  witnesses,  and  in 
such  reference  the  testimony  must  be  limited  to  the  points 

etand,  see   Babcock   v.  Pioneer    Iron  by  agreement  of  the  parties  and  where 

Works  (1888),  84  Fed.  Rep.  838;  Forbes  the  omission  of  notice  was  inadvertent 

V.  Barstow  Stove  Co.  (1864)i  2  Clifford,  and  the  plaintiff  was  not  taken  by  sur- 

379.  prise,  see  Roberts  v.  Back  (1873),  6 

That  if  a  witness  is  objected  to  be-  Fisher,  825  ;   8  0.  0.  268 ;   Holmes, 

fore  the  examiner  on  the  ground  that  224. 

the  notice  is  imperfect,  the  notice  must         *  That  a  motion  to  suppress  testi- 

be  amended  or  the   evidence  though  mony,  on  the  ground  that  the  witness 

taken  will  not  be  considered,  see  Eiesele  was  mistaken  as  to  the  occasion  named, 

V.  Haas  (1887),  82  Fed.  Rep.  794.  is  not  allowed  if  the  examination  was 

That  evidence  of   prior  use  taken  in  proper  form  and  after  due  notice  and 

against  objection  before  the  examiner,  on  oath,  see  Fischer  v.  Hayes  (1881),  20 

without  due  notice  or  answer,  will  be  O.  G.  242 ;  6  Fed.  Rep.  86, 
struck  out  by  the  court,  see  Bragg  v.        ^^  That  a  patent  not  offered  as  evi- 

City  of  Stockton  (1886),  11  Sawyer,  dence  before  the  examiner,  and  not  set 

697  ;  27  Fed.  Rep.  509.  up  in  the  answer,  cannot  be  introduced 

That  where  a  witness's  name  was  not  in  equity,  even  upon  a  question  of  title, 

stated  in  the  answer  but  his  application  as  the  plaintiff  has  no  opportunity  for 

for  a  patent  was  .referred  to,. a  motion  to  explanation,  see  Grover  &  Baker  Sewing 

strike  out  his  evidence  will  be  sustained.  Machine  Co.  v.  Sloat  (1860),  2  Fisher, 

see  Decker  v.  Grote  (1878),  6  Fisher,  112. 
143  ;  8  0.  G.  65  ;  10  Blatch.  381.  That  prior  patents,  though  generally 

That  evidence  of  prior  use,  &c,  given  referred  to  in  the  answer  cannot  be  first 

by  persons  not  named  in  the  answer,  introduced  after  the  hearing  is  closed, 

will  be  considered  on  the  hearing  unless  see  Peterson  v.    Simpkins  (1885),   25 

a  motion  is  made  to  strike  it  out,  al-  Fed.  Rep.  486. 

though  it  was  objected  to  when  taken.         That  the  defendant  may  offer  the 

see  Elm  City  Co.  v.  Wooster  (1878),  4  original  at  the  hearing  to  show  that  the 

0.  G.  83  ;  6  Fisher,  452.  re-issue  departs  from  it,  though  it  was 

That  evidence  of  prior  use  taken  with-  not  put  in  before  the  maater,  if  it  works 

out  proper  notice  and  objected  to  cannot  no  surprise  to  the  plaintiff,  see  Enapp 

be  admitted  under  the  answer  when  v.  Shaw  (1883),  15  Fed.  Rep.  115  ;  28 

afterward  amended  on  motion,  unless  0.  G.  2286. 
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designated  by  the  court.^^  When  the  eyidence  is  thus  comi> 
plete  and  printed,  and  the  briefs  of  counsel  are  prepared,  the 
cause  is  argued  and  submitted  to  the  decision  of  the  court. 
After  the  hearing  and  submission  neither  party  has  the  right 
to  file  any  paper  in  the  case  without  leave  of  the  court,  upon 
motion  and  due  notice  to  the  adversary.^ 

§  1129.    Practice  and  Procedure  in  Bqnity  in  Actions  for  In* 
frlngement. 

The  practice  in  equity,  in  actions  for  infringement,  follows 
that  of  the  English  chancery  as  it  existed  before  the  *^  New 
Rules  "  were  adopted,  except  where  changed  by  express  regu* 
lations.^  The  rules  in  equity  prescribed  by  the  Supreme 
Court  of  the  United  States  are  binding  on  the  Circuit  Court.* 
These  rules  were  framed  to  conduct  the  cause  to  a  hearing  and 
have  no  effect  upon  it  after  it  has  been  heard,  unless  steps  are 
taken  to  bring  it  again  within  their  operation.  All  privileges 
which  they  confer  upon  the  parties,  and  all  objections  on  the 
ground  of  their  violation,  must,  therefore,  be  made  available 

u  That  if  the  case  is  referred  back  to  ferring  the  oanae  to  him  for  the  pnrpoM 

the  master  to  take  new  proof,  and  it  re-  specified  in  the  decree." 

lates  to  the  same  subject,  it  does  not  §  1129.  ^  That  equity  practice,  on* 

make  oat  a  new  case,  see  Wooster  v.  Si-  less  otherwise  ordered  by  the  Acts  of 

monson  (1884),  20  Fed.  Kep.  816  ;  28  Congress,  or  the  Rules  of  the  Supreme 

0.  G.  918.  Court,  is  usually  in  accordance  with 

u  In  Union  Sugar  Refinery  v.  Mat-  the  English   chancery  practice  as  it 

thiesson   (1868),  3  aifford,  146,  aif-  was    before    the    "New   Rules,"  see 

ford,  J. :  (148)  "  When  a  suit  in  equity  Goodyear  v,   Proyidence    Rubber   Co. 

has  been  heard  and  submitted  to  the  (1864),  2  Fisher,  499  ;  2  Clifford,  851 ; 

court  for  decision,  neither  party  has  a  Parker  v.  Sears  (1850),  1  Fisher,  93 ; 

right  to  file  any  paper  in  the  cause  ez-  Motte  v.  Bennett  (1849),  2  Usher,  642. 

cept  by  leave  of  the  court.    Such  pro-  *  That  the  Circuit  courts  are  bound 

hibition  commences  at  the  date  of  the  by  and   cannot   rescind  the  rules   of 

submission  of  the  cause  to  the  court,  equity  made  by  the  Supreme  Court, 

and  continues  throughout  the  period  see   Jenkins   v,  Greenwald   (1857),  8 

that  it  remains  upon  the  docket  there-  Fisher,  87  ;  1  Bond,  126. 

after.    The  master  may  report  back  the  That  Federal  courts  of  equity  follow 

cause  to  the  court  at  any  time  when  he  the  practice  prescribed  by  the  judiciaiy 

has  completed  his  investigations  ;  and  acts  and  their  own  rules,  not  the  local 

it  would  be  the  duty  of  the  clerk  to  law,  see  United  States  v,  American  Bell 

allow  him  to  file  his  report  without  any  Telephone  Co.  (1886),  29  Fed.  Rep.  17 ; 

new  order  from  the  court,  as  the  right  88  0.  G.  1287. 

to  do  so  is  implied  from  the  decree  re-  , 
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before  or  at  the  hearing,  or  they  will  be  waived.^  The  stipu- 
lations of  the  parties,  when  properly  evidenced,  are  recognized 
by  the  court,  but  parol  stipulations  made  out  of  court,  and 
concerning  the  terms  of  which  dispute  has  arisen,  will  not  be 
enforced.* 

§  1130.   Decrees  in  Bqoity  :  Decrees  Pro  Confesso. 

Decrees  in  equity  in  actions  for  infringement  are  of  three 
kinds :  Decrees  pro  c<ynfe»so ;  Interlocutory  Decrees ;  and  Fi- 
nal Decrees.  A  decree  pro  confenso  may  be  granted  where 
the  defendant,  having  been  served  with  process,  fails  to 
appear  within  the  time  required,  or  having  appeared  fails 
to  plead,  demur,  or  answer  according  to  the  order  of  the 
court,  or  fails  to  answer  after  a  former  demurrer,  plea,  or 
answer  has  been  overruled  or  declared  insufficient.^  Such 
a  decree  assumes  the  truth  of  the  bill,  and  until  rescinded  is 
as  binding  as  any  solemn  decree.^    It  concludes  the  defendant 

*  In  Allen  v.  Mayor  of  New  York  the   oonrt,   see   Roemer  v.   Neumann 

(1880),  7  Fed.  Rep.  483,  Wheeler,  J. :  (1886),  26  Fed.  Rep.  832. 
(484)  **The  rales  in  equity  are  framed         That  parol  stipnlations  of  counsel 

for  bringing  a  canae  to  a  hearing,  and  made  oat  of  court  are  not  noticed  by 

do  not  apply  after  a  cause  has  been  the  court  so  far  as  to  decide  upon  the 

heard  unless  some  proceedings  are  taken  accuracy  of  recoUectbn,  or  the  terms 

to  bring  it  within  their  operation  again,  of  the  agreement,  or  whether  the  court 

and  to  start  it  anew  towards  a  hearing,  ought  to  enforce  it,  especially  when  the 

"When  the  cause  is  heard,  without  ob*  stipulation  was  made   before  the  ex- 

jection  by  either  party,  all  steps  not  aminer  and  should  appear  on  the  record, 

taken  by  either,  which  the  other  had  see  American  Saddle  Co.  v.  Hogg  (1872), 

a  right  to  insist  upon  for  the  orderly  6  Fisher,  67  ;  2  0.  G.  695  ;  Holmes» 

bringing  the  cause  to  a  hearing,  must  177. 

be  considered  as  waived.     Any  other        §  1130.  ^  In  Thomson  v.    Wooster 

course  would  lead  to  re-opening  causes,  (1885),  114  U.  S.  104,  Bradley,  J. :  (112) 

after  hearing,  for  technical  and  unim-  *'By  our  rales  a  decree  pro  confe$$o 

portant  defects,  and  greatly  embarrass  may  be  had  if  the  defendant,  on  being 

the  prompt  administration  of  justice  by  served    with   process,  fails  to  appear 

the  courts,  which  is  for  the  good  of  the  within  the  time  required  ;  or  if  having 

people."  18  Blatch.  289  (240) ;  5  Bann.  appeared,  he  fails  to  plead,  demur,  or 

&  A.  461  (462).  answer  to  the  bill  within  the  time  lim- 

^  That  written  stipulations  filed  by  ited  for  that  purpose ;  or  if  he  fails  to 

the  parties  are  recognized  by  the  courts,  answer  after  a  former  plea,  demurrer,  or 

see  Allis  v.  Buckstaff  (1882),  22  O.  G.  answer  is  overruled  or  declared  insuffi- 

1705  ;  13  Fed.  Rep.  879.  oient"    81  O.  G.  918  (915). 

That  a  stipulation  cannot  have  the         *  In  Thomson  v.  Wooster  (1885), 

tffect  of  a  final  decree  until  ratified  by  114    U.    S.   104,  Bradley,  J.:   (Ill) 
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as  to  the  patentability  of  the  inventioiiy  the  validity  of  the 
patent,  the  title  of  the  plaintiff,  and  the  fact  of  his  infringe- 
ment, so  far  as  these  matters  are  supported  by  the  allegations 
of  the  bill,  in  the  same  manner  and  to  the  same  extent  as  if 
they  had  been  proved,  and  cannot  be  questioned  either  in  the 
Circuit  court  or  on  appeal,  unless  shown  to  be  erroneous  by 
other  statements  contained  in  the  bill  itself.'  During  the 
term  at  which  it  is  entered  it  is  a  decree  n%9ij  and  may  be 
revoked  upon  sufficient  grounds  at  the  discretion  of  the 
court,^  but  no  such  revocation  will  be  ordered  on  account  of 

"  We  may  properly  say,  therefore,  that  these  allegations,  and  not  extending  be- 
to  take  a  bill  pro  wnfesso  is  to  order  it  yond  them,  it  cannot  now  be  ques- 
to  stand  as  if  its  statements  were  oon-  tioned  by  the  defendants,  unless  it  i» 
fessed  to  be  true ;  and  that  a  decree  shown  to  be  erroneous  by  other  state- 
pro  confoio  is  a  decree  based  on  such  ments  contained  in  the  bill  itself.  A ' 
statements,  assumed  to  be  true  (1  confession  of  fkcts  properly  pleaded  dit- 
Smith's  Ch.  Pract  153),  and  such  a  penses  with  proofs  of  those  facts,  and  is 
decree  is  as  binding. and  conclusive  as  as  effective  for  the  purposes  of  the  suit 
any  decree  rendered  in  the  most  solemn  as  if  the  £Eu:ts  were  proved ;  and  a  decree 
manner.  It  cannot  be  impeached  col-  pro  eonfeaao  regards  the  statements  of 
laterally,  but  only  upon  a  bill  of  review,  the  biU  as  confessed."  81  O.  6.  913 
or  [a  bill]  to  set  it  aside  for  fraud.     1  (914). 

Daniell  Ch.  Pr.  696,  1st  ed. ;  Ogilvie         That  a  decree  pro  amfeno  admits 

V.  Heme,  13  Ves.  568."    81  0.  G.  918  that  the  patent  is  valid  for  that  salt* 

(915).  and  the  chanuster  of  the  inventive  act 

*  In  Thomson  v.   Wooster  (1885),  cannot  be  attacked  if  the  biU  alleges 

114  U.S.  104,  Bradley,  J. :  (109)  **The  infringement,  see  Dobson  v.  Hartford 

bill,   as  we  have  seen,  was  Uken  pro  Carpet  Co.  (1884),  114  U.  8.  439  :  31 

confessOf  and  a  decree  pro  confesso  was  O.  G.  787. 

regularly  entered  up,  declaring  that  the         That  after  a  decree  pro  confesm  as  to 

letters-patent  were  valid,  that  Douglass  the  validity  of  the  patent,  the  defend- 

was  the  original  inventor  of  the  inven-  ant  cannot  deny  its  validity,  or  if  it  ba 

tion  therein  described  and  claimed,  that  a  re-issue  dispute  the  diligence  of  the 

the  defendants  were  infringing  the  pat-  plaintiff  in  obtaining  it,  see  Thomson  «. 

ent,  and  that  they  must  account  to  the  Wooster  (1885),   114  U.  S.    104  ;  31 

complainant  for  the  profits  made  by  0.  G.  918. 

them  by  such  infringement,  and  for  the         That    while  a  decree  pro   confeam 

damages  he  had  sustained  thereby  ;  and  stands  unrevoked  the  defendant  cannot 

it  was  referred  to  a  master  to  take  and  set  up  anything  in    opposition   to  it 

state  an  account  of  such  profits  and  to  either  below  or  on  appeal,  except  what 

ascertain  said  damages.     The  defend-  appears  on  the  face  of    the  bill,  see 

ants  are  concluded  by  that  decree,  so  Thomson  v.  Wooster  (1885),  114  U.  S. 

far  at  least  as  it  is  supported  by  the  104  ;  31  0.  G.  913. 
allegations  of  the  bill,  taking  the  same         *  That  an  interlocutory  decree  pro 

to  be  true.     Being  carefully  based  on  wnftMto  is  not  definitive  nor  appealable^ 

§1130 
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the  existence  of  a  good  defence  where  the  defendant  has 
already  had  an  ample  opportunity  to  appear  and  answer,  nor 
where  the  cost  of  further  litigation  would  exceed  the  amount 
demanded  by  the  plaintiff.^  A  decree  pro  confe»so  cannot  be 
collaterally  impeached,  nor  after  it  becomes  absolute  can  it  be 
reversed  except  by  a  bill  of  review  or  a  petition  to  rescind  it 
on  the  ground  of  fraud.®  The  relief  afEorded  by  the  decree 
does  not  necessarily  conform  to  that  actually  required  or 
prayed  for  by  the  plaintiff,  but  must  be  awarded  in  a  degree 
and  kind  appropriate  to  the  circumstances  stated  in  the  alle- 
gations of  the  billJ  Whether,  while  a  decree  pro  confeBBO 
remains  in  force,  the  defendant  can  appear  before  the  master 
and  be  heard  on  the  account  for  profits  and  the  computation 
of  damages,  has  been  doubted  ;  at  all  events,  the  inquiries  of 
the  master  must  be  confined  to  the  advantages  derived  by  the 
defendant,  and  the  loss  suffered  by  the  plaintiff,  from  the 
wrongful  use  of  the  invention.^ 

but  lies  in  the  control  of  the  conrt,  see  feno  cannot  be  collaterally  impeached* 

Roemer  v.  Neumann  (1886),  26   Fed.  nor  directly  attacked  except  by  bill  of 

Bep..382.  review  or  for  fraud,    see   Thomson  «. 

That  after  a  decree  1^0  «an/<»io  a  mo-  Wooster   (1885),   114  U.  S.  104;   31 

tion  to  allow  an  answer  to  be  filed  is  O.  G.  918. 

addressed  to  the  discretion  of  the  court*         ^  In  Thomson  v.   Wooster  (1886), 

and  there  is  no  appeal  from  its  refusal,  114  U.  S.  104,  Bradley,  J. :  (118)  "  It 

see  Dean  «.  Mason  (1857),  20  How.  198.  is  thus  seen  that  by  our  practice  a  de- 

*  That  the  existence  of  a  meritorious  eree  pro  eanftaao  is  not  a  decree  as  of 
defence  gives  no  right  to  have  a  decree  course  according  to  the  prayer  of  the 
pro  confeno  set  aside  unless  equity  re-  bill,  nor  merely  such  as  the  com  plain- 
quires  it,  see  Andrews  v.  Denslow  ant  chooses  to  take  it ;  but  that  it  is 
(1877),  14  Blatch.  182  ;  2  Bann.  &  A.  made  (or  should  be  made)  by  the  courts 
687.  according  to  what  is  proper  to  be  de- 

That  after  a  decree  pro  eonfesao  and  creed  upon  the  statement  of  the  bill, 

the  filing  of  the  accounts,  if  the  de-  assumed  to  be  true."    81  0.  G.  918 

fendant  moves  for  leave  to  file  an  an-  (915). 

swer  and  to  open  the  account,  and  the         '  That  whether  after  a  decree  pro 

plaintiff  offers  to  take  a  judgment  for  eonfesao  the  defendant  is  entitled  to  an 

less  than  the  expense  to  the  defendant  order,  permitting  him  to  appear  before 

of  a  trial,  and  it  appears  that  the  de-  the  master  and  be  heard,  is  doubtful, 

fendant  has  ceased  to  use  the  invention,  see  Thomson  «.  Wooster  (1885),  114 

the  motion  will  be  denied  and  the  judg-  U.  S.  104  ;  81  O.  G.  918. 
ment  entered  for  that  amount,  see  An-         That  after  a  decree  pro  eonfesso  the 

drews  V,   Denslow   (1877),  14  Blatch.  master  cannot  inquire  into  the  cost  of 

182 ;  2  Bann.  &  A.  687.  producing  results  by  other  inventions, 

^    *  That  an  absolute  decree  pro  etm-  the  sole  question  being  as  to  the  profits 

§1130 
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§  1131.    Interlooutory  Daoraes. 

An  interlocutory  decree  is  a  decree  in  favor  of  the  plaintiff 
upon  the  issues  created  by  the  bill  and  answer,  and  referring 
the  cause  to  a  master  in  chancery  for  an  account  of  profits 
and  an  award  of  damages.  To  such  a  decree  the  plaintiff  is 
entitled  if  in  the  judgment  of  the  court  the  evidence  sustains 
the  patentability  of  the  inyeution,  the  validity  of  the  patent, 
the  title  of  the  plaintiff,  the  alleged  infringement  by  the  de- 
fendant, and  the  necessity  for  equitable  relief.^  Where  the 
bill  counts  on  several  patents  or  on  several  Claims  of  the 
same  patent,  and  either  patent  or  any  Claim  is  found  to  be 
valid  and  to  have  been  violated,  a  decree  must  be  granted  and 
an  account  ordered  upon  such  Claim  or  patent,  although  the 
others  are  invalid  or  have  not  been  infringed.^    The  presence 

made  by  asing  the  plaintiiTa  ioTentioii,  *  That  a  decroe  wUl  be  passed  where 

see  Thomson  v,  Wooster  (1885),   114  one  Claim  only  of  the  patent  is  in- 

U.  S.  104 ;  81  O.  G.  913.  fringed,  see  Tibbals  v.  Daby  (1880),  11 

§  1131.   1  That  where  the  validity  of  Fed.  Rep.  903. 

the  patent  and  the  fact  of  infringement  That  the  first  Claim  of  the  patent 

are  admitted  or  proved,  the  plaintiff  is  being  abandoned,  and  the  aUegations  of 

entitled  to  a  decree  and  account  as  a  the  second  Churn  not  being  denied,  the 

matter  of  course,  see  North  American  plaintiff  has  a  decree  on  the  latter  Claim, 

Iron  Works  v.  Fiske  (1887),  80  Fed.  see  New  York  Coffee  Polishing  Co.  ». 

Bep.   622  ;    39  0.  G.  1086  ;  Western  Wilson  (1880),  2  Fed.  Sep.  904. 

Electric  M%.  Co.   v.  Chicago  Electric  That  on  a  bill  based  on  several  pat- 

Mfg.  Co.  (1882),  14  Fed.  Kep.  691  ;  11  ents,  and  alleging  that  the  infringing 

Bissell,  427  ;  Franz  k  Pope  Knitting  stnictures  were  each  covered  in  part  by 

Mach.   Co.   V.  Lamb  Knitting  Maoh.  each  patent,  and  on  a  plea  denying  this 

Mfg.  Co.  (1881),  19  O.  G.  1000  ;  Cook  aUegation  and  issue  joined  and  proof 

V.  Ernest  (1872),  2  0.  G.  89  ;  5  Fisher,  taken,  if  it  appears  that  two  of  the  pat- 

896  ;  Carew  v.   Boston  Elastic  Fabric  ents  were  not  infringed,  the  plaintiff  is 

Co.  (1871),  1  0.  G.  91 ;  5  Fisher,  90 ;  entitled  to  a  decree  on  those  that  were 

3  Clifford,  866 ;  Allen  «.  Blunt  (1849),  infringed,   see  Matthews  v.  Laknce  4 

1  Blatch.  480.  Grosjean  Mfg.   Co.   (1880),  17  0.  G. 

That    any   infringement,    however  1284  ;  2  Fed.  Rep.  832 ;  18  Blatch.  84 ; 

slight,  entitles  the  plaintiff  to  a  decree,  6  Bann.  &  A.  819. 

see  Cary  v,  Wolff  (1885),  28  Blatch.  That  where  a  bOl  for  the  infringe- 

92;  82  0.  G.  257  ;  24  Fed.  Rep.  189.  ment  of  three  patents  states  that  "theee 

That  where  the  defendant  in  his  an-  several  patents  are  applicable  to  the 
•wer  declines  to  contest  the  suit  and  same  process  and  are  so  used  by  the  de- 
offers  to  pay  a  royalty,  the  plaintiff  is  fendants,**  and  damages  cannot  be 
entitled  to  a  decree  sustaining  the  pat-  awarded  on  two  patenU  withont  the 
ent  and  finding  infringement,  see  Globe  third,  and  the  third  is  so  near  ito  ex- 
Nail  Co.  V.  Superior  Nail  Co.  (1886),  piration  that  an  injunction  could  not 
27  Fed.  Rep.  454.  be  granted  on  it^  the  bill  will  not  bo 
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of  excessive  Claims  does  not  impair  the  right  to  a  decree 
upon  a  proper  Claim  of  the  same  patent,  on  filing  a  dis- 
claimer of  the  excess,  unless  such  a  disclaimer  has  already 
been  unreasonably  delayed.^  An  interlocutory  decree  can 
cover  only  the  patent  and  the  patented  articles  in  suit, 
though  if  the  defendant  justifies  his  use  of  the  invention 
under  a  license,  and  succeeds  in  his  defence,  the  court  may 
order  an  account  of  overdue  license  fees  instead  of  profits.^ 
A  decree  for  profits  may  be  entered  where  the  bill  merely 
prays  for  general  relief,  and  should  direct  the  defendant  to 
account  for  all  the  profits  made  in  violation  of  the  plaintiff's 
rights  by  the  employment  of  the  patented  inventions  de- 
scribed  in  tlie  bill.^    Where  several  defendants  are  charged 

dismissed,  the  case  differing  from  Betta  Claims  if  there  were  no  nnreasonahle 

V.  Gallaia,  L.  B.  10  Eq.  893,  see  New  delay,  though  the  invalid  Claims  are 

York  Grape  Sagar  Co.  v,  Peoria  Grape  not  yet  disclaimed,  but  no  costs  can  be 

Sugar  Co.  (1884),  21  Fed.  Rep.  878;  recoTered,  and  the  invalid  Claims  must 

82  0.  G.  138.  be  disclaimed  before  the  decree  will  be 

*  That  where  no  unreasonable  delay  granted,  see  Burdett  v.  Estey  (1878), 

has  occurred  excessive  Claims  may  be  15  O.  G.  877  ;  15  Blatch.  849  ;  4  Bann. 

disclaimed  and  a  decree  entered  on  the  k  A.  7. 

valid  Claims,  see  Hake  r.  Brown  (1889),  That  where  a  patent    has    several 

87  Fed.  Rep.  788  ;  Tyler  v.  Galloway  Claims,  some  of  which  are  void,  an  ac* 

(1882),  12  Fed.  Rep.  567  ;  20  Blatch.  tion  may  be  maintained  on  the  valid 

445  ;   22  0.   G.   2072  ;   Christman  v.  Claims  without  previous  disclaimer  of 

Rumsey  (1879),  17  Blatch.  148  ;  17  O.  the  others,  see  Cahart  v,  Austin  (1865), 

G.  903  ;  4  Bann.  &  A.  506 ;  58  How.  2  Fisher,  548 ;  2  aifford,  528. 
Pr.   114  ;    Myers  v.   Frame  (1871),   4         ^  That  a  decree  does  not  cover  any 

Fisher,   498  ;    8  Blatch.  446  ;  Aiken  v,  other  patented  articles  or  patent  except 

Dolan  (1867),  8  Fisher,  197.  those  in  suit,  see  Buerk  v.  Imhaeuser 

Tbat  unreasonable  deky  In  disclaim-  (1876),  11  0.  G.  112;  2  Bann.  &  A. 

ing,  or  omission  to  disclaim,  Ib  a  ques-  465. 

tion  of  Jact,  and  must  be  raised  by  the  •  That  under  a  prayer  for  general  re- 
answer  if  it  is  to  be  made  at  all,  see  lief  the  court  can  decree  an  account  of 
Burden  v.  Coming  (1864),  2  Fisher,  profits,  see  Stevens  v.  Gladding  (1854), 
477.  17  How.  447. 

That  where  a  patentee  has  assigned         That  profits  and  damages  may  be  de* 

an  undivided  interest  in  the  invention,  creed,  though  the  right  to  an  iigunction 

and  a  joint  suit  in  equity  is  afterward  may  be  lost,    see    Kirk  v.   Du    Bois 

brought,  a  disclaimer  by  the  patentee  (1886),  28  Fed.  Rep.  460  ;  87  O.  G. 

alone  does  not  enure  to  the  advantage  102. 

of  the  parties  to  the  bill,  see  Wyeth  v.         That  a  decree  for  profits  may  be  "  for 

Stoue  (1840),  1  Story,  278  ;  2  Robb,  all  the  profits  made  in  violation  of  the 

28.  rights  of  the  complainants  under  the 

That  a  recovery  may  be  had  on  valid  patents  aforesaid,  by  the  respondents, 

VOL.  III.  — 81 
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with  joint  and  separate  infringements,  but  no  joint  use  is 
found,  and  the  bill  is  not  objected  to  for  informalitj,  a  decree 
against  each  separately  is  proper,  though  where  defendants, 
sued  as  partners,  are  proved  to  have  been  a  corporation,  the 
bill  should  be  amended  in  order  to  warrant  a  decree  against 
tlie  corporation.^  A  decree  passed  after  the  decision  of  the 
court  upon  the  merits  relates  back  to  the  date  of  such  de- 
cisionJ  An  interlocutory  decree  for  an  account  is  always 
open  to  amendment  upon  motion,  after  due  notice  to  the  ad- 
verse party,®  and  may  be  stayed  by  the  court  for  any  inequi- 
table conduct  of  the  plaintiff  which  prevents  the  defendant 
from  embracing  proper  claims  in  his  account.^ 

§  1132.    Final  Decrees. 

A  final  decree  is  a  decree  which  terminates  the  litigation, 
either  by  awarding  to  the  plaintiff  the  profits,  damages,  and 
other  permanent  relief  to  which  he  is  entitled,  or  by  deciding 
the  cause  upon  its  merits  in  favor  of  the  defendant.  A 
final  decree  for  the  plaintiff  cannot  be  granted,  where  an 
account  is  necessary,  until  the  account  has  been  taken  by  the 
master  and  reported  to  and  accepted  by  the  court.^    A  final 

from  the  manufacture,  use,  or  sale  of  any  140  ;  Magic  Ruffle  Go.  «.  Elm  City  Co. 

of  the  articles  named  in  the  bill  of  com*  (1877),  11  0.  G.  501 ;  14  Bbtch.  109  ; 

plaint,"  see  Rubber  Co.  v.  Goodyear  2  Bann.  &  A.  500. 
(1869),  9  Wall.  788.  That  a  decree  ordering  an  account  on 

*  That  where  defendants  are  sued  as  two  patents  one  of  which  had  expired 

partners  and  proved  to  be  a  corpora-  before  suit   must  be  amended  to  ex- 

tion,  whether  a  decree  can  be  entered  elude  the  latter,  the  court  never  having 

against  the  corporation  without  amend-  had  jurisdiction,  see  Creamer  v»  Bowers 

iug  the  biU  is  doubtful,  see  Needham  (1887),  80  Fed.  Rep.  185. 
V.  Washburn  (1874),  7  O.  G.  649  ;  4        *  That  where  a  plaintiff  has  obtained 

Clifford,  254  ;  1  Bann.  &  A.  537.  a  decree  for  an  account,  and  has  begun 

7  That  a  decree  entered  after  the  de-  suits  against  the  same  defendants  in 

cision  on  which  it  is  based  relates  back  other  circuits,  the  court  will  on  motion 

to  the  date  of  such  decision,  see  Barker  stay  the  account  unless  the  other  suits 

V.  Stowe  (1882),  22  0.  G.  259  ;  11  Fed.  are  abandoned,  but  it  cannot  enjoin  the 

Rep.  303  ;  20  Blatch.  185.  plaintiff  from  prosecuting  such   other 

B  That  an  interlocutory   decree   is  suits,  especially  after  they  have  been  al- 

always  open  to  amendment  and  correc-  lowed  to  proceed  as  far  as  the  final  hear- 

tion,  see  Bell  v,  U.  S.  Stamping  Co.  ing,  see  Rumford  Chemical  Works  v. 

(1887),  82  Fed.  Rep.  549  ;  De  Florez  o.  Hecker  (1874),  5  0.  G.  644  ;  11  Blatch. 

Raynolds  (1880),  17  0.  G.  508  ;  8  Fed.  552  ;  1  Bann.  k  A.  120. 
Rep.  434;  17  Blatch.  486 ;  5  Bann.  4  A.         f  1182.  ^  That  a  docree  with  a  nf- 
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decree  for  the  defendant  can  be  ordered  at  the  conclusion  of 
the  hearing  on  the  bill  and  answer,  without  farther  proceed- 
ings, and  results  in  a  dismissal  of  the  bill.  The  defendant 
has  a  right  to  this  decree  wherever  he  sustains  any  one  of 
his  defences,  whether  against  the  patentability  of  the  inven- 
tion, the  validity  of  the  patent,  the  title  of  the  plaintiff,  the 
alleged  infringement,  or  the  equitable  right  of  the  plaintiff  to 
maintain  the  action,  except  perhaps  that  of  a  license,  where 
in  some  cases  the  court  may  still  retain  the  cause  and  settle 
the  account  for  unpaid  royalties.^  The  court  in  rendering  a 
decree  for  the  defendant  will  not  pass  on  such  Claims  of  the 
plaintiff  as  in  its  judgment  the  evidence  sustains,  in  order  to 
establish  precedents  for  future  guidance,  but  will  dismiss  the 
bill  and  leave  the  plaintiff  to  his  remaining  remedies.' 
Where,  on  its  face,  the  patent  is  evidently  void,  a  decree  is 

erence  to  a  master  is  not  a  final  decree,  Singer  Hfg.  Ck>.  (1882),  11  Fed.  Bep. 

see  Reeves   v.   Keystone    Bridge    Co.  427. 

(1876),  9  0.  G.  885  ;  2  Bann.  &  A.  That  a  biU  based  on  Toid  or  ex* 
256.  panded  Claims  in  a  re-issae  will  be  dis- 
That  the  overmling  of  a  demurrer  is  missed,  see  Cowell  v.  Sessions  (1888),  17 
not  a  final  decree  on  the  validity  of  the  Fed.  Bep.  450  ;  21  Blatch.  421. 
patent,  see  Wollensak  v,  Sargent  (1888),  That  where  on  a  suit  based  on  five 
83  Fed.  Bep.  840.  patents  the  court  finds  for  the  defend- 
That  a  decree  absolute  in  its  terms  in  ants  on  four,  and  is  divided  on  the 
favor  of  the  defendant  determines  the  fifth,  the  bill  will  be  dismissed  without 
controversy  and  is  a  bar  to  a  further  costs,  see  American  Wood  Paper  Co.  v. 
suit ;  nor  can  its  force  be  qualified  by  Heft  (1867),  8  Fisher,  816. 
any  statement  of  the  clerk  of  the  court  That  a  bill  counting  on  two  patents 
in  favor  of  either  party,  see  Lyon  v.  cannot  be  discontinued  as  to  one  after 
Perin  &  Gaff  Mfg.  Co.  (1888),  125  evidence  taken,  but  should  be  wholly 
U.  S.  698  ;  43  0.  G.  983.  dismissed  and  a  new  bill  filed  to  which 
That  an  interlocutory  decree  may  be  the  evidence  already  taken  may  apply, 
made  final  if  the  complainant  signs  a  see  Brush  v.  Condit  (1884),  28  0.  G. 
release  of  the  profits,  damages,  and  costs,  451 ;  20  Fed.  Rep.  826  ;  22  Blatch.  246. 
see  Roemer  v.  Neumann  (1886),  26  Fed.  That  a  bill  will  not  be  dismissed  with« 
Bep.  332.  out  prejudice  as  to  one  defendant  after 
*  That  the  defendant  is  entitled  to  proof  taken  in  full,  see  Archer  v,  Annd 
judgment  if  he  proves  any  one  of  his  sp&>  (1887),  40  0.  G.  1029. 
cial  defences,  see  Bates  v.  Coe  (1878),  98  *  That  if  no  infringement  is  found 
U.  S.  31 ;  15  0.  G.  337.  the  court  will  uot  pass  on  the  questions 
That  the  bill  will  be  dismissed  if  the  of  novelty  and  validity,  see  Saxe  v, 
evidence  shows  that  the  claimed  inven-  Hammond  (1875),  Holmes,  456  ;  7  0.  G. 
tion  was  anticipated,  see  Raymond  v.  781 ;  1  Bann.  &  A.  629. 
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granted  to  the  defendant  without  reference  to  the  defences 
set  up  in  his  answer.^ 

§  1133.    Rahearings. 

A  rehearing  may  be  ordered  at  any  time  between  the  inter- 
locutory  and  the  final  decree  for  ihe  purpose  of  admitting 
new  evidence  or  additional  defences,  or  on  any  other  sufficient 
grounds.^  A  rehearing  after  final  decree  must  be  granted  at 
the  same  term  at  which  such  decree  is  rendered,  if  the  case 
can  be  appealed  to  the  Supreme  Court,  otherwise  it  may  be 
permitted  during  the  next  succeeding  term.*  When  the 
period  for  a  rehearing  has  expired,  a  final  decree  can  be 
annulled  or  set  aside  only  by  an  appeal  or  bill  of  review.' 
The  allowance  of  a  rehearing  is  not  a  matter  of  right,  but 
rests  entirely  in  the  discretion  of  the  court*  Any  person 
interested  in  the  action  and  conducting  it  at  his  expense, 
though  not  a  party  to  the  record,  may  move  for  a  rehearing, 
and  if  he  does  not,  will  be  bound  by  the  decree.^ 

«  That  if  the  patent  is  void  on  its  Barker  v.  Stowe  (1879),  16  0.  6.  S07 ; 

face,  as  where  the  want  of  novelty  is  4  Bann.  &  A.  485. 

apparent,   the  bill  will    be    dismissed  *  That  a  motion  for  a  rehearing  will 

without  regard  to  the  answer,  see  Slaw-  not  be  granted  unless  presented  within 

son  V.  Grand  St.,  Prospect  Park,  &  Flat-  the  time  fixed  by  law,  see  Brown  v. 

bush  R.  R.  Co.  (1882),  107  U.  S.  649;  Deere  (1881),  19  0.  O.  1217  ;  6  Fed. 

24  0.  G.  99  ;  Quirolo  v.  Ardito  (1880),  Rep.  487  ;  2  McCrary,  425. 

1  Fed.  Rep.  610 ;  17  Blatch.  400  ;  5  That  due  diligence  is  required  for  a 

Bann.  &  A.  80.  motion  to  re-open  a  decree,  and  four 

§  1133.  ^  That  a  case  may  be  re-  years'  delay  is  too  long,  see  Bate  Re- 
opened after  an  interlocutory  decree  for  frigerating  Co.  v.  GUlett  (1887),  40  O. 
further  hearing,  or  to  amend  the  an-  G.  1029 ;  81  Fed.  Rep.  809. 
swer,  or  to  introduce  a  new  subject-  ^  That  a  rehearing  after  a  decree  for 
matter  of  defence,  upon  a  proper  peti-  an  injunction  and  account  is  in  the 
tion  and  affidavit,  see  Allis  u.  StoweU  discretion  of  the  court,  see  American 
(1880),  18  0.  G.  465;  5  Bann.  &  A.  458.  Diamond  Rock  Boring  Co.  v.  Sheldon 

That  a  rehearing  may  be  had  at  any  (1880),  1  Fed.  Rep.  870  ;  18  Blatcb. 

time  before  final  decree,  see  Reeves  v.  50 ;  5  Bann.  &  A.  292. 

Keystone  Bridge  Co.  (1876),   9.0.  G.  That  no  rehearing  wiU  be  allowed  un- 

885  ;  2  Bann.  &  A.  256.  less  the  matters  presented  would  change 

'  That  under  Equity  Rule  88,  an  ap-  the  decree,  see  Brown  v,  Deere  (18S1), 

plication  for  a  rehearing  must  be  made  19  0.  G.  1217;  6  Fed.  Rep.  487;  2 

at  the  same  term  as  the  final  decree  is  McCrary,  425. 

entered  and  recorded,  such  cases  being  *  That  a  party  who  furnishes  the 

appealable  to  the  Supreme  Court,  see  money  to  carry  on  a  suit  may  apply 
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§  1134.  Rehearing  on  the  Ghroond  of  Newly  Disoovered  Evidence. 
The  principal  ground  for  a  rehearing  is  the  discovery  of 
new  evidence  since  the  termination  of  the  trial.  No  rehear- 
ing upon  this  ground  will  be  granted  where  the  alleged  new 
evidence  is  immaterial  or  cumulative,  or  would  not  lead  to  a 
change  in  the  decree,  or  was  known  to  the  party  or  his  coun- 
sel at  the  former  hearing,  or  could  then  have  been  discovered 
and  presented  by  the  exercise  of  proper  diligence.^    That  the 

for  a  lehearing,  and  if  he  does  not  he  1468 ;  Mnnson  v.  City  of  New  York, 

will  be  bound  by  the  decree,  see  Miller  (1882),  22  0.  G.  686  ;  20  Blatch.  858  ; 

V.  Liggett  k  Myers  Tobacco  Co.  (1881),  11  Fed.  Rep.  72 ;  Cobam  v.  Schroedor 

7  Fed.  Rep.  91 ;  19  O.  G.  1138  ;  2  Me-  (1882),  22  0.  G.  419  ;  20  Blatch.  892  ; 

Crary,  875.  11  Fed.  Rep.  425 ;  OoUina  Co.  v.  Goes 

That  a  case  will  not  be  le-opened  (1881),   8  Fed.   Rep.   617 ;  20  O.   G. 

after  the  hearing,  against  the  objection  1084  ;  McCloskey  v.  Da  Bois  (1881),  20 

of  the -plaintiff,  in  the  interest  of  other  0.  G.  1086  ;  9  Fed.  Rep.  88  ;  20  Blatch. 

persons  not  parties,*  though  new  evi-  7  ;  De  Florez  v.  Raynolds  (1879),  16 

dence  may  exist  which  renders  the  de-  Blatch.  897  ;  4  Bann.  k  A.  831 ;  Buerk 

cision  worthless  to  the  plaintiff  as  a  v.  Imhaieuser  (1876),  10  0.  G.  907. 

guide  in  future  cases,  see  Schneider  «.  That  no  rehearing  will  be  granted  on 

Thill  (1 880),  3  Fed.  Rep.  95  ;  18  Blatch.  the  ground  of  newly  diacoyered  evidence 

241 ;  5  Bann.  &  A.  509.  of  prior  use,  when  the  evidence  is  less 

§  1184.  ^  That  no  rehearing  will  be  persuasive  than  on  the  former  trial,  see 

granted  to  admit  immaterial  evidence,  American  Bell  Telephone  Co.  v.  People's 

see  Hoe  v.  Kahler  (1885),  25  Fed.  Rep.  Telephone  Co.  (1885),  25  Fed.  Rep.  725 ; 

271 ;  28  Blatch.  854  ;   84  0.   G.  127  ;  84  O.  G.  561. 

Spill  V.  Celluloid  Mfg.  Co.  (1884),  29  That  a  question  of  fact  will  not  be  i«- 

0.  G.  778  ;  22  Blatch.  441;  22  Fed.  Rep.  heard  because  the  drawings  first  offered 

94 ;  MuDson  v.  Mayor  of  New  York  in  evidence  were  defective,  unless  the 

(1882),  22  O.  G.  686;  20  Blatch.  858;  new  evidence  is  so  clear  and  positive 

11  Fed.  Rep.  72;  Collins  Co.  o.  Coes  that  an  entirely  different  case  is  pre- 

(1881),  8  Fed.   Rep.   517;  20  0.  G.  sented,  see  Hayes  v.  Dayton  (1884),  20 

1084  ;  Reeves  «.  Keystone  Bridge  Co.  Fed.  Rep.  690. 

(1876),  90.  G.  885  ;  2  Bann.  &  A.  256.  That  no  rehearing  will  be  granted 

That  no  rehearing  will  be  ordered  to  where  the  evidence  could  have  been 

admit  cumulative  evidence,   see  Pfan-  before  produced   by  proper  diligence, 

Schmidt  v,  P.  H.  Kelly  Mercantile  Co.  see  Hoe  v,  Kahler  (1885),  25  Fed.  Rep. 

(1887),  41  O.  G.  1501 ;  82  Fed.  Rep.  271 ;  84  0.  G.  127 ;   28  Blatch.  854 ; 

667;  Blandy  V.  Griffith  (1878),  6  Fbher,  Willimantic  Linen  Co.  v.  Clark  Thread 

484.  C^.  (1885),  24  Fed.  Rep.  799  ;  82  0.  G. 

That  no  rehearing  will  be  granted  1356;  Spill  v.  Celluloid  Mfg.  Co.  (1884), 

unless  the  new  evidence  would  change  29  0.  G.  778  ;   22  Blatch.   441  ;  22 

the  result,  see  Starling  v.  St.  Paul  Plow  Fed.  Rep.  94  ;  Hitchcock  v.  Tremaine 

Works  (1887),  41  O.  G.  818 ;  82  Fed.  (1872),  5  Fisher  587 ;  1  O.  G.  683  ;  9 

Rpp.   290 ;  United  States  v.  Gunning  Blatch.  550. 

(1885),  28  Fed.  Rep.  668;  82  O.  G.  That  a  rehearing  on  the  ground  of 
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party  was  taken  by  surprise  by  the  testimony  offered  by  his 
adversary,  but  did  not  ask  for  a  continuance  in  order  to  inves- 
tigate and  answer  it,  and  has  since  discovered  that  it  could 
have  been  successfully  contradicted,  or  that  expert  evidence 
could  have  been  but  was  not  produced,  or  that  new  instances 
of  prior  use  have  been  brought  to  his  knowledge  and  can  now 
be  proved,  does  not  warrant  the  opening  of  the  decree  and  the 
rehearing  of  the  testimony.^  But  where  new  facts  have 
occurred  since  the  former  trial,  which  would  have  influenced 
the  court  in  rendering  its  decree,  or  where  material  facts  then 
existing,  of  which  the  party  had  no  information  or  means  of 
obtaining  it  until  the  former  trial  closed,  have  been  since  dis- 
covered, a  rehearing  will  not  be  refused.  Thus  where  a 
judgment  has  been  rendered  in  another  court  between  the 
same  parties  and  on  the  same  issues,  since  the  trial  of  the 
present  suit ;  ^  or  where  the  jurisdiction  of  the  court  is  ques- 


aewly  diACoyered  evidence  will  not  be  the  groond  of  new  evidence  where  the 

allowed  where  the  evidence  is  conflict-  evidence  was  not  before  offered  because 

ing  and  of  late  discoveiy,  and  the  ez-  of  the  inexperience  or  ignorance  of  coun- 

cuses  for  delay  are  vagae  and  unaatis-  sel,  see  De  Florez  o.  Raynolds  (1879), 

factory,  see  Albany  Steam  Trap  Co.  v.  16  Blatch.  897  ;  4  Bann.  &  A.  831. 

Felthousen  (1886),  26  Fed.  Rep.  818.  ^  That  if  the  plaintiff  is  snrprised  by 

That  a  rehearing  will  be  denied  where  the  evidence  of  the  witneaseSy  he  may 

the  evidence  could  as  well  have  been  ob-  ask  time  to  investigate  on  the  ground 

tained  before  the  former  trial,  especially  that  no  notice  had  been  given  in  the 

in  the  defence  of  prior  use,  where  the  answer,  but  must  not  take  the  risk  of  a 

defendant  can  always  make  it  appear  decision,  see  Barker  v.  Stowe  (1879),  16 

that  he  has  discovered  new  evidence,  0.  G.  807  ;  4  Bann.  k  A.  485. 

see  Hicks  v,  Ferdinand  (1884),  20  Fed.  That  no  rehearing  will  be  granted  on 

Rep.  111.  the  ground  that  the  defendant  did  not 

That  no  rehearing  will  be  granted  for  have  proper  expert  evidence,  unless  the 
new  evidence  if  it  were  known  to  the  excuse  is  shown  and  the  application  is 
party  or  his  counsel  at  the  time  of  the  made  before  final  hearing,  see  Hitch- 
former  trial,  see  Colgate  v.  Western  cock  v.  Tremaine  (1872),  5  Fisher,  587  ; 
Union  Telegraph  Co.  (1884),  19  Fed.  1  0.  G.  683 ;  9  Blatch.  550. 
Rep.  828  ;  22  Blatch.  118.  *  That  where  a  decree  in  a  former 

That  on  a  motion  for  a  rehearing  or  suit  between  the  same  parties  on  the 

a  new  trial  the  knowledge  and  diligence  same  issues  was  filed  after  the  present 

of  counsel  are  regarded  as  those  of  the  suit  was  begun,  the  pending  case  may 

party,  see  Ready  Roofing  Co.  v,  Taylor,  be  opened  to  let  a  copy  of  the  decree  be 

(1878),  15  Blatch.  94;  8  Bann.  &  A.  filed,  see  Barker  v.  Stowe  (1882),  22 

868.  O.   G.   259;    11   Fed.   Rep.   308;    20 

That  no  new  trial  will  be  allowed  on  Blatch.  185. 

§1134 
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tioned  and  the  new  evidence  will  tend  to  settle  that  dispute  ;  ^ 
or  where  a  prior  patent  offered  to  anticipate  the  invention  of 
the  plaintiff  is  now  discovered  to  have  actaally  been  issued 
after  his  invention  was  conceived,^  —  the  case  will  be  re-opened 
to  allow  the  testimony  to  be  offered  and  considered  by  the 
court.  After  a  final  decree  no  rehearing  is  allowed  on  the 
ground  of  new  evidence  if  the  evidence  were  known  or  could 
have  been  known  before  the  decree  was  entered,  or  if  it  would 
not  have  been  available  to  the  party  on  the  final  hearing.^ 
The  motion  for  rehearing  must  be  signed  by  counsel,  sworn  to 
by  the  party,  clearly  allege  the  new  evidence  and  its  discovery, 
and  state  in  detail  the  efforts  which  were  made  at  the  former 
hearing  to  ascertain  and  produce  iV     Due  notice  must  be 

*  That  a  decree  may  be  opened  and  see  Railway  Register  Mfg.  Co.  v.  Broad- 

a  rehearing  granted  after  an  interloca-  way  6  Seventh  Avenne  R.  R.  Co.  (1885)» 

tory  decree  and  a  reference  to  the  mas-  82  0.  G.  257. 

ter,  if  the  jarisdiction  in  equity  is  in  *  That  a  petition  to  re-open  the  case 

question  and  new  evidence  has  been  and  for  leave  to  file  a  supplemental  an- 

discovered,  see  Spring  v.  Domestic  Sew-  swer,  setting  up  newly  discovered  evi- 

ing  Mach.  Co.  (1882),  22  0.  G.  1445;  dence  after  final  hearing  and  decree, 

13  Fed.  Rep.  446.  will  be  granted  only  when  such  evi- 

^  That  the  case  will  be  opened  for  dence  would  have  availed  the  defend- 
further  evidence  and  rehearing  when  a  ant  if  offered  on  the  final  hearing,  see 
foreign  patent,  supposed  to  be  prior  to  Collins  Co.  v.  Coes  (1881),  8  Fed.  Rep. 
the  one  in  question,  had  been  relied  on  517  ;  20  0.  G.  1084. 
and  was  afterward  found  to  be  subse-  That  a  rehearing  will  not  be  granted 
quent,  see  Baldwin  r.  Schultz  (1871),  5  on  the  ground  that  the  court  misquoted 
Tisher,  75  ;  2  0.  G.  819  ;  9  Blatch.  494.  the  testimony,   the    misquotation  not 

That  no  rehearing  will  be  allowed  on  affecting  the  decision,  see  Torrent  v.  Du- 

the  ground  that  a  patent  earlier  than  luth  Lumber  Co.  (1887),  82  Fed.  Rep. 

the  plaintiffs,  which  was  offered  in  evi-  229. 

dence  on  the  hearing,  has  been  discov-  ^  That  a  petition  to  re-open  must  be 

ered  by  the  defendant  to  have  been  signed  by  counsel,  sworn    to  before  a 

twice  re-issued,  the  last  time  being  since  disinterested  magistrate,  and  must  be 

the  hearing,  as  this  fact  is  immaterial,  clear  in  its  allegations,   fully  disclose 

see  Hitchcock  ».   Tremaiue   (1872),  5  the  new  evidence  and  its  discovery,  and 

Fisher,  587 ;  1  0.  G.  638 ;  9  Blatch.  set  forth  the  diligence  used  before  the 

550.  former  hearing,    see  AUis    r.   Stowell 

That  a  rehearing  may  be  granted  at  (1880),  18  0.  G.  465  ;  5  Bann.  &  A.  458. 

the  discretion  of  the  court  on  a  claim  That  the  petition  must  aver  that  due 

of  newly  discovered  evidence,  in  order  diligence  was  used,  see  Spill  v.  Celluloid 

that  the  cases  may  be  completed  and  Mfg.    Co.    (1884),  29  0.   G.  778  ;  22 

all  points  relating  to  the  patent  decided,  Blatch.  441 ;  22  Fed.  Rep.  94. 

though  the  petitioners  may  not  be  en-  That  the  petition  must  show  why 

titled  to  a  rdiearing  as  matter  of  right,  the  evidence  was  not  produced  before^ 

§U34 
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given  to  the  opposite  party,  and  an  opportunity  to  answer  it 
afforded.^  If  the  court  is  satisfied  that  proper  diligence  has 
been  exercised,  and  that  the  motion  should  be  granted,  a  sup- 
plemental bill  is  filed  containing  the  new  evidence,  on  which 
the  additional  testimony  with  its  counter*proof  is  taken,  and 
the  case  is  then  presented  to  the  court  to  be  decided  on  the 
whole  evidence  together.* 

§  1135.  Rehearing  on  the  Oroond  of  Newly  DisooTered  Defences. 
Another  ground  for  a  rehearing,  often  recognized  by  the 
court  in  actions  for  infringement,  is  the  existence  of  a  defence 
not  set  up  in  the  answer,  and  consequently  not  hitherto  pre« 
sented  to  the  court.^    A  rehearing  will  be  granted  upon  this 

see  Bardsall  v.  Carran  (1887),  81  Fed.  *  That  the  practice  in  a  rehearing  is 

Rep.  918 ;  42  0.  G.  1167.  to  petition  for  leave  to  file  a  snpple- 

That  a  rehearing  wiU  not  be  granted  mental  bill  setting  out  the  newly  dia- 

on  the  affidavit  of  counsel  that  to  the  covered    evidence,    and    for    rehearing 

best  of  his  information  and  belief  the  when  the  supplemental  bill  is  in  readi- 

new  evidence  could  not  have  been  ob-  ness  to  be  heard,  see  Reeves  v.  Eeystona 

tained,  some  positive  proof  as  to  this  Bridge  Co.  (1876),  9  0.  G.  885 ;  2  Bann. 

point  being  required^  see  Page  v.  Holmes  k  A.  256. 

Burglar  Alarm  Telegraph  Co.  (1880),  That  In  a  motion  for  leave  to  file  » 

2  Fed.  Rep.  830 ;  18  Blatch.  118  ;  5  new  bill,  after  the  case  is  once  adjudged, 

Bann.  &  A.  439.  on  the  ground  that  new  facts  have  bee& 

That  an  affidavit  in  support  of  a  mo-  discovered,  the  court  will  examine  and 

tion  for  a  rehearing  is  not  sufficient  if  consider  the  counter  affidavits,  and  if 

it  merely  states  that  the  party  "  made  the  evidence  is  cumulative,  or  the  ap- 

every  effort*'  to  obtain  the  testimony,  plication    unreasonably    delayed,    the 

'*  but  was  not  aware  that  he  could  do  motion  will  be  denied,  see  Blandy  v. 

BO,"  for  it  must  state  what  efforts  he  Griffith  (1873),  6  Fisher,  484. 

made,  see  Barker  v.  Stowe  (1879),  16  That  the  petitioner  must  satisfy  the 

0.  G.  807 ;  4  Bann.  &  A.  485.  court  that  due  diligence  was  used  and 

That  a  petition  to  re-open  a  case  on  that  the  new  evidence  is  material,  see 

the  affidavit  of  one  of  two  joint  paten-  Reeves  t;.  Keystone  Bridge  Co.  (1876), 

tees  that  he  was  the  sole  inventor,  and  9  0.  G.  885  ;  2  Bann.  &  A.  256. 

those  of  third  persons  that  they  had  That  where  a  rehearing  is  granted, 

heard   him    so    declare,    will    not   be  and  new  evidence  admitted,  opening  the 

granted,  see  Collins  Co.  v,  Coes  (1881),  whole  record,  the  old  and  new  evidence 

8  Fed.  Rep.  517  ;  20  O.  G.  1084.  will  be  considered  together,  see  Reed  v. 

9  That  a  petition  for  a  rehearing  after  Lawrence  (1887),  82  Fed.  Rep.    228; 

a  decree  is  not  ex  parte,  but  requires  a  Henry  v.   Francestown   Soapetone  Co. 

notice  to  the  opposite  party  and  a  chance  (1880),  17  O.  G.  569  ;  2  Fed.  Rep.  78 ; 

to  answer,  see  Giant  Powder  Co.  v.  Call-  5  Bann.  &  A.  108. 

fornia  Vigorit  Powder  Co.  (1880),  6  Saw-  §  1135.  *  That  an  interlocutory  de- 

yer,  508.  cree  may  be  opened  on  motion,  without 
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ground  only  when  the  defence  has  come  to  the  knowledge  of 
the  defendant  since  the  former  hearing,  or  having  been  known 
was  then  withheld  for  reasons  which  the  court  approves. 
When  the  defence  is  newly  discovered,  the  court  in  determin- 
ing the  question  of  a  rehearing  is  guided  by  the  principles 
applied  to  cases  of  newly  discovered  evidence.  If  the  defence 
were  known  and  purposely  withheld,  the  equity  of  the  decree 
in  view  of  the  alleged  defence  and  the  defendant's  reasons  for 
neglecting  to  present  it  will  control  the  court.^  Thus  a 
defence  which  if  maintained  could  not  change  the  ultimate 
result,  or  a  defence  withheld  in  pursuance  of  parol  stipulations 
which  are  now  disputed,  or  a  defence  which  would  have  been 
urged  had  not  the  defendant  negligently  mistaken  the  real 
issue,  or  a  defence  incapable  of  positive  and  prevailing  proof, 
affords  no  ground  for  opening  the  decree.^  The  affidavits, 
which  support  the  petition  for  a  rehearing  upon  this  ground, 
must  state  each  of  the  new  defences  and  account  for  the 
defendant's  previous  failure  to  present  it.*    A  rehearing  will 

a  bill  of  review,  to  let  in  a  new  defence,         That  ignorance  or  incapacity  of  coun- 

bat  the  motion  most  be  anpported  by  sel  is  no  ground  for  new  trial,  see  De 

the  same  proof  as  the  same  attempt  after  Florez  v.  Raynolds  (1879),  16  Blatch. 

final  decree,  see  Willimantic  Linen  Co.  897  ;  4  Bann.  &  A.  831. 
V.  Clark  Thread  Co.  (1885),  24  Fed.         That  a  case  will  not  be  re-opened  to 

Rep.  799  ;  82  0.  G.  1856.  admit  the  defence  that  a  joint  patent  is 

*  That  a  rehearing  will  be  ordered  invalid  because  the  invention  is  sole, 

when  the  vital  points  in  the  case  are  upon  the  claim  of  the  sole  inventor  that 

not  fuUy  opened  up  in  the  former  evi-  he  alone  invented  it,  and  where  there  is 

dence,  see  Bumford  Chemical  Works  v.  no  admission  to  that  effect  by  the  other 

Lauer  (1872),  5  Fisher,  615  ;  8  O.  G.  inventor  and  no  proof  except  the  state- 

849 ;  10  Blatch.  122.  ments  of  the  alleged  sole  inventor  to 

'  That  a  motion  to  re-open  and  let  others,  although  another  case  is  pend- 
in  a  new  defence  based  on  a  patent  for  ing  in  which  this  defence  may  be  set  up 
a  different  invention  will  be  denied,  since  and  the  patent  adjudged  void,  see  Col- 
it  could  not  change  the  result,  see  Adair  lins  v.  Coea  (1881),  20  0.  G.  1084  ;  8 
V,  Thayer  (1881),  20  0.  G.  528  ;  7  Fed.  Fed.  Rep.  517. 

Rep.  920.  ^  That  on  a  motion  for  a  rehearing 
That  a  case  will  not  be  re-opened  to  the  affidavits  must  set  forth  the  par- 
allow  a  defendant  to  put  in  a  new  de-  ticnlar  defences  to  be  urged  and  the 
fence  not  set  up  in  his  answer,  when  reasons  why  they  were  not  before  pre- 
his  claim  so  to  do  is  based  on  an  agree-  sented,  see  Day  o.  Schwab  (1880),  2 
ment  with  opposite  counsel  not  entered  Fed.  Rep.  544  ;  17  0.  G.  1848 ;  5  Bann. 
of  record  and  now  disputed,  see  American  6  A.  889. 

Saddle  Co.  v.  Hogg  (1872),  6  Fisher,         That  after  a  final  hearing  and  decree 

67  ;  2  0.  G.  595  ;  Holmes,  177.  for  the  plaintiff  the  defendant  cannot 
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not  be  granted  in  order  that  the  case  may  be  prepared  anew, 
nor  because  the  counsel  were  neglectful  of  their  duties  or 
were  surprised  by  unexpected  claims  of  their  antagonists,  nor 
for  defects  in  the  preliminary  stages  of  the  trial  when  no 
injustice  has  been  done.^  Laches  in  applying  for  a  rehearing 
will  form  a  ground  for  its  denial,  even  in  cases  where  it 
might  otherwise  be  granted.^  When  further  argument  on  the 
same  facts  might  lead  the  court  to  different  conclusions,  a 
new  hearing  for  that  purpose  may  be  properly  allowed;^  and 

hAve  the  case  re-opened,  and  amend  hia  That  the  iasues  are  not  changed  on  a 

answer  hy  setting  up  a  new  defence  of  rehearing  by  a  disdaimer  of  part  of  a 

prior  usOf  unless  he  alleges  particular  Claim  set  up  at  a  former  hearings  tha 

facts  which  show  that  he  could  not  disclaimer   narrowing   the   issue,    not 

have   discovered  this  defence  by  due  broadening  it,  see  Coburu  r.  Schroeder 

diligence  before  the  prior  hearing,  see  (1882),  11  Fed.  Rep.  425 ;   22  O.  O. 

Hiuks  V,  Otto  (1884),  22  Blatch.  122.  419  ;  20  Bktch.  892. 

^  That  a  case  will  not  be  re-opened  That  a  rehearing  may  be  denied  on 

to  allow  it  to  be  prepared  anew  for  trial,  the  ground  that  the  new  matter  alleged 

see  Cobnm  v,  Schroeder  (1882),  11  Fed.  Is  not    material,   see    Hoe  r.   Kahler 

Rop.  425  ;  22  0.  G.  419  ;  20  Blatch.  (1885),  28  Blatch.  354  ;  25  Fed.  Rep. 

392.  271  ;  34  0.  O.  127. 

That  the  case  was  not  attended  to  by  *  That  a  rehearing  may  be  denied 

counsel  is  no  reason  for  a  rehearing,  on  the  ground  of  laches,  see  Hoe  v. 

see  Day  v.  Schwab  (1880),  2  Fed.  Rep.  Kahler  (1885),  23  Blatch.  354 ;  25  Fed. 

544  ;  17  0.  G.  1348  ;  5  Bann.  &  A.  889.  Rep.  271  ;  34  O.  G.  127. 

That  no  rehearing  will  be  allowed  That  a  delay  of  a  year  and  a  half  after 

on  the  ground  that  the  petitioner  was  the  new  evidence  is  discovered  before 

surprised  by  the  unexpected  claims  of  filing  a  motion  for  leave  to  offer  it  is 

opposing  counsel,  see  Everest  v.  Buffalo  too  long,  see  Blandy  v.  Griffith  (1878), 

Lubricating  Oil  Co.    (1884),  22  Fed.  6  Fisher,  434. 

Rt^p.  252 ;  22  Blatch.  524.  That   where    a    defendant,    eleven 

That  a  case  will  not  be  re-opened  on  months  after  paying  the  execution  in 

account  of  mere  technical  and  unim-  full,  moves  to  open  the  decree,  he  is 

portant  defects  in  its  preliminary  steps,  too  late,  see    Doubleday  v.   Sherman 

when  no  iigustice  has  been  done,  all  (1869),  6  Blatch.  513. 

such  defects  being  waived,  see  Allen  v.  That  when  a  decree  has  been  entered 

Mayor  of  New  York  (1880),  7  Fed.  by  consent  and  the  damages  are  paid, 

Rep.  483 ;  18  Blatch.  239  ;  5  Bann.  &  and  after  many  terms  the  defendant 

A.  461.  applies  for  leave  to  file  a  supplemental 

That  a  decree  will  not  be  opened  for  bill  on  the  ground  of  mistake  of  fact 

a  rehearing  where  the  change  of  issue  in   giving   such  consent,  the   motion 

by  filing  a  disclaimer  limited  the  issue,  will    be   denied  as  being  in  effect  a 

and  a  chance  to  try  the  question  has  bill  of  review  and  too  late,  under  rule 

been    already    had,    see    Oobum     v.  88,  see/TitvPentlarge&Beeston  (1879), 

Schroeder  (1882),  22  0.  G.   419  ;   20  17  BUtch.  806  ;  4  Bann.  6  A.  607. 

Bhitch.  392 ;  11  Fed.  Rep.  425.  *  That  a  motion  for  rehearing  may 
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an  award  of  excessive  damages  from  some  error  in  their  mode 
of  computation  may  be  similarly  reviewed.^  Evidence  already 
taken  under  a  decree  may  be  ordered  to  stand  for  future  use 
in  case,  upon  rehearing,  the  decree  should  be  affirmed.^ 

§  1136.  Profits  in  Bquity  DIstinot  from  Profits  at  Law,  both  in 
Theory  and  in  Mode  of  Computation. 

The  award  of  profits  to  the  plaintiff  in  an  action  in  equity 
for  infringement  rests  upon  an  entirely  different  theory  from 
an  award  of  damages  at  law,  though  both  are  intended  as  a 
compensation  for  his  injury.^    It  is  true  that  in  computing 

be  made  on  the  groand  of  neceasity  for  Gfllett  (1887),  40  O.  G.  1029  ;  81. Fed. 

further   argnment   and   consideration,  Rep.  809. 

though  no  new  facte  are  presented  and  *  That  when  an  error  has  been  com- 
the  issues  are  unchanged,  see  Celluloid  mitted  in  assessing  damages  a  new  hear- 
Mfg.  Co.  V.  Chrolithion  Collar  &  Cuff  ing  will  be  ordered,  unless  the  plaintiff 
Co.  (1885),  25  Fed.  Rep.  482.  wUl  remit  the  amount  to  nominal  dam- 
That  a  decree  will  not  be  reversed  ages,  see  Cowing  v.  Rumsey  (1870),  4 
on  rehearing  npon  the  same  facts  and  Fisher,  275 ;  8  Blatch.  86. 
arguments,  see  Gage  v,  Kellogg  (1886),  *  That  a  rehearing  on  the  merits 
26  Fed.  Rep.  242 ;  86  0.  G.  284.  being  granted  alter  decree  for  account 
That  a  rehearing  may  be  granted  in  and  partial  hearing  thereon,  an  order 
▼iew  of  recent  decisions  of  the  Supreme  may  be  made  that  the  evidence  already 
Court,  bnt  the  testimony  taken  will  taken  on  the  account  shall  stand  for 
stand  for  future  use  if  necessary,  see  future  use,  if  needed,  see  Campbell  o. 
American  Diamond  Rock  Boring  Co.  v.  New  York  (1888),  85  Fed.  Rep.  504 ; 
Sheldons  (1885),  32  0.  G.  1240 ;  24  Fed.  American  Diamond  Rock  Boring  Co.  r. 
Bep.  874  ;  28  Blatch.  286  ;  Wooster  v.  Sheldon  (1885),  28  Blatch.  286  ;  24 
Handy  (1884),  28  O.  G.  629  ;  22  Bktch.  Fed.  Rep.  874  ;  82  0.  G.  1240. 
30)  ;  21  Fed.  Rep.  51 ;  American  Dia-  That  where  a  rehearing  was  granted 
mond  Drill  Co.  v.  Sullivan  (1884),  28  on  condition  that  the  proceedings  in  ac- 
0.  G.  811 ;  22  Blatch.  298 ;  21  Fed.  count  should  stand  if  the  decree  were 
Bep.  74.  snstained,  and  the  bill  was  dismissed. 
That  a  rehearing  will  not  be  granted  the  dismissal  was  without  prejudice  to 
on  the  ground  that  a  false  allegation  in  the  proceedings  in  account  if  the  decree 
the  bill  misled  the  defendant,  after  of  dismissal  were  reversed  on  appeal,  see 
laches  in  applying,  see  Willimantic  American  Diamond  Rock  Boring  Co.  v. 
Linen  Co.  v,  Clark  Thread  Co.  (1885),  Sheldon  (1885),  26  Fed.  Rep.  768 ;  88 
82  O.  G.  1856  ;  24  Fed.  Rep.  799.  0.  G.n598. 

That  a  rehearing  will  not  be  granted  §  1186.  ^  That  "profits"  and  "  dam- 
on  the  ground  that  the  defendants  were  ages "  are  not  convertible  terms,  see 
misnamed  in  the  bill,  were  ignorant  of  Goodyear  Dental  Vulcanite  Co.  v.  Van 
the  patent,  or  were  mere  nominal  parties,  Antwerp  (1876),  9  O.  G.  497  ;  2  Bann. 
if  they  appeared  and  answered  without  &  A.  252. 
objection,  see  Bata  Refrigerating  Co.  v.         That  "profits"  refer  to  what  the 
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damages  the  jury  may  refer  to  the  defendant's  profits  as 
affording  some  indication  of  the  loss  sustained  by  the  plain- 
tiff ;  but  even  these  profits  in  themselves  are  wholly  distinct 
from  profits  when  accounted  for  in  equity,  the  former  embrac- 
ing only  that  pecuniary  gain  of  the  defendant  which  but  for 
his  infringement  would  have  accrued  to  the  plaintiff,  the  lat- 
ter including  all  the  benefits  which  the  defendant  has  derived 
from  the  invention,  without  reference  to  the  amount  which 
the  plaintiff  might  otherwise  have  received.*  Scarcely  a  rule 
or  doctrine  belonging  to  the  one  idea  of  profits  is  thus  fully 
applicable  to  the  other;  and  each  should  therefore  be 
examined  and  expressed  as  if  the  other  never  had  existed, 
the  interchange  of  propositions,  in  such  cases  of  funda- 
mental difference  in  theory,  leading  to  hopeless  confusion  and 
perplexity. 

§  1137.    Power  of  Equity  to  Cpmpel  an  Infringer  to  Aoooont 
for  his  Unlawfal  Qalns. 

The  power  of  a  court  of  equity  to  order  the  defendant  to  ac- 
count for  his  unlawful  gains  by  an  infringement,  in  cases  where 
on  other  grounds  it  had  obtained  jurisdiction  over  him,  has 
never  been  questioned.^    This  power  was  exercised  in  the  earli- 

defendant  has  gained  by  the  unlawful  %  1187.  ^  In  Steam  Stone  Cutter 

use  of  the  invention,  and  "damages**  Co.  v,   Windsor  Mfg.  Co.  (1879),  17 

refer  to  what  the  plaintiff  has  lost,  see  Blatch.  24,  Wlieeler,  J.  t  (26)  "  There 

Goodyear  Dental  Vulcanite  Co.  v.  Van  was  nothing  in  the  statutes  relating  to 

Antwerp  (1876),  9  0.  G.  497  ;  2  Bann.  the  patents,  before  the  act  of  1870,  pio- 

&  A.  252.  Tiding  expressly  for  the  recovery  of  the 

That  a  patentee  cannot  expect  or  r^  gains  and  profits  of  an  infringement  of 

ceive  a  complete  remedy,  see  Spaulding  a  patent  by  suit  in  equity.    The  right 

V.  Page  (1871),  4  Fisher,  641 ;  1  Saw*  must  hare  been  derired  from  the  appli- 

yer,  702.  cation  of  the  general  principles  of  jus* 

*  For  a  discussion  of  the  defendant's  tice  as  administered  in  courts  of  equity 

profits  as  a  measure  of  the  plaintifTs  to  the  relations  between  the  owners  of 

damages  at  law,  see  §§  1062,  1063,  and  patents  and  infiringers,  created  by  the 

notes,  anU.  Patent  Laws.    The  patentee  owns  the 

That  in  equity  both  profits  and  dam*  monopoly  of  the  patented  inyention, 

ages  are  recoverable,  see  Williams  v.  When  an  infringer  converts  any  part 

Rome,  Watertown,  &  Ogdensbnrgh  R.  of  the  monopoly  into  money,  or  into 

R.  Co.  (1880),  17  0.  0. 1447;  18  Blatch.  anything  else,  the  owner  has  the  right 

181 ;  2  Fed.  Rep.  702 ;  Goodyear  Dental  to  follow  his  property  in  its  new  form. 

Vulcanite  Co.  v.  Van  Antwerp  (1876),  The  person  in  whose  bands  it  is,  be- 

9  0.  G.  497 ;  2  Bann.  k  A.  252.  comes  his  tmstee^  — not  becaoae  he  was 
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est  actions  for  infringement  which  were  brought  before  the 
English  chancery,  and  has  been  unhesitatingly  applied  in  our 
own  courts  of  equity.  No  statute  authorized  it  until  the  act 
of  1870,  adopting  and  sanctioning  the  uniform  judicial  prac- 
tice, provided  that  not  only  profits  but  damages  might  be 
recovered  by  a  successful  plaintiff.  The  mode  in  which  this 
power  has  been  and  is  exerted  resembles  that  employed  when 
a  trustee  is  forced  to  render  an  account  of  the  trust  estate 
confided  to  his  care,  and  hence  expressions  have  sometimes 
fallen  from  the  lips  of  judges  representing  the  defendant  as 
a  true  trustee  subject  at  all  times  to  the  supervision  of  the 
court.^  But  the  defendant  is  not  a  trustee,  nor,  as  we  have 
already  seen,  does  any  fiduciary  relation  subsist  between  him 
and  the  plaintiff.^  He  is  a  simple  tort  feoBor,  who  having 
become  amenable  to  equity  is  there  compelled  to  recompense 
the  plaintiff  for  the  injury  in  the  manner  best  suited  to  the 
6ircumstances  of  the  parties  and  the  exigencies  of  the  case. 
No  analogy  exists  between  it  and  any  other  form  of  remedy. 
The  nature  of  the  property  appropriated  by  the  defendant, 
its  inseparable  intermixture  with  the  results  of  his  own  labor 
or  expenditure,  the  impossibility  of  ascertaining  in  most 
cases  with  any  reasonable  certainty  the  precise  pecuniary 
loss  of  the  plaintiff,  —  all  render  necessary  some  peculiar 
and  arbitrary  method  by  which  the  amount  of  compensation 
may  be  finally  determined ;  and  this,  which  has  been  univer-* 

ever  a  tnistee  of  the  invention  or  mo-  received,  see  Birdsallv.  CooUdge  (1876), 

nopoly,  or  had  any  right  whateyer  to  93  U.  S.  64  ;  10  0.  G.  748  ;  Packet  Co. 

dispose  of  it  for  the  owner,  but  because  v.  Sickles  (1873),  19  Wall.  611. 
he  had  the  money  or  other  thing  in  his        *  That  there  can  be  no  trustee  de  ton 

hands  which  the  owner  of  the  invention  tori  and  no  account  unless  the  property 

had  the  right  to  claim  because  the  in-  is  trust  property,  see  Sayles  v.  Rich- 

vention  brought  it.     It  is  what  is  re-  mond,  Fredericksburg,  &  Potomac  R.  R. 

ceived  for  the  invention  that  belongs  to  Co.  (1879),  8  Hughes,  172 ;  4  Bann.  & 

the  owner  of  the  patent^  and  when  that  A.  239  ;  16  0.  O.  48. 
is  not  mixed  with  what  is  receired  for         That  equity  may  treat  the  infringer 

anything  else,  there  can  be  no  difficulty  as  a  trustee  though  he  is  not  truly  such, 

about  how  much  the  owner  of  the  patent  see  Tilghman  «.   Proctor  (1888),  125 

is  entitled  to  ;  when  it  is,  the  difficulty  IT.  S.  136 ;  43  O.  6.  628. 
lies  wholly  in  making  separation."    4         For  a  discussion  of  the  relation  of  the 

Bann.  &  A.  445  (447).  infringer  to  the  patentee,  as  trustee  or 

^  That  the  rule  in  equity  is  to  treat  otherwise,  see  §§  1086,  1091,  and  notes^ 

the  defendant  as  trustee  for  the  profits  ante. 
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sally  employed  in  equity,  is  at  least  as  certain  and  as  just 
as  that  pursued  at  law.  Resemblances,  indeed,  may  be  dis- 
covered between  this  mode  of  redress  and  others,  both  at  law 
and  equity,  and  in  some  cases  these  indicate  a  similarity  in 
principle,  as  where  one  who  has  converted  chattels  and  turned 
them  into  money  is  held  accountable  to  the  owner  for  the 
price  received  in  the  same  manner  as  the  defendant  in  in- 
fringement is  compelled  to  pay  the  owner  of  the  patent  such 
a  proportion  of  the  results  of  his  infringing  sales  as  represents 
the  value  of  the  patented  idea  of  means ;  but  all  these  resem- 
blances are  misleading,  and  if  on  some  occasions  they  give 
point  to  an  argument  or  a  decision,  in  others  they  obscure 
distinctions  which  reason  and  policy  require  to  be  preserved. 
The  theory  of  profits  in  equity  thus  stands  alone.  It  may  be 
stated  as  follows :  Equity,  having  acquired  jurisdiction  over 
the  parties  and  the  cause  on  other  grounds,  will  give  complete 
relief,  including  compensation  for  past  infringements;  in 
awarding  this  compensation  it  must  pursue  some  method  of 
computing  and  enforcing  the  payment  of  the  amount  which 
is  in  accordance  with  the  established  forms  of  equity  pro- 
cedure ;  and  it  has  adopted  the  one  now  in  use  as  that  which 
is  best  fitted  for  the  purpose,  and  which  when  properly  em- 
ployed preserves  most  perfectly  the  equitable  rights  of  all  the 
parties  to  the  action.  That  this  theory  has  in  some  instances 
been  perverted,  and  this  method  abused,  does  not  reflect  upon 
the  soundness  of  the  one  nor  on  the  practical  justice  of  the 
other.  The  mistakes  which  have  been  made,  and  the  grounds 
of  criticism  which  exist,  relate  to  the  details  of  practice  and 
the  significance  given  or  denied  to  certain  data  of  the  account, 
rather  than  to  the  substantial  principles  on  which  the  doc* 
trine  and  the  rule  themselves  are  based. 

§  1138.    Profits  in  Bqtiity  Defined  :  Oeneral  Mode  of  Computation. 

Profits  in  equity  include  all  those  pecuniary  benefits  which 
the  defendant  has  derived  from  the  infringement.  These  are 
regarded  in  equity  as  the  property  of  the  owner  of  the  patent.* 

§  1138.  »  That  the  benefits  derived  (1879),  17  0.  O.  106;  17  Blatch.  249 ; 

by  the  defendant  from  the  plaintiff's  in-  4  Bann.  &  A.  579. 
▼ention  are  a  proper  ground  of  recovery,         That  where  no  benefits  are  received 

see   Sargent  v.   Yale  Lock   Mfg.   Co.  by  the  defendant  there  are  no  profits  to 
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To  ascertain  their  amount,  and  to  compel  its  payment  to  the 
plaintiff,  the  defendant  is  ordered  in  the  interlocutory  decree 
to  render  an  account,  and  in  the  final  decree  to  pay  the  sum 
thus  ascertained  to  the  plaintiff;  and  these  orders  are  en- 
forced against  the  defendant's  person  or  property  by  the  usual 
measures  known  to  courts  of  equity.^  The  account  is  taken 
before  a  master,  who  after  due  investigation  reports  to  the 
court  the  value  of  the  profits  to  which  the  plaintiff  is  entitled. 
In  making  his  investigation,  and  forming  his  estimate  of  the 
net  amount,  the  master  is  bound  by  certain  rules  from  which 
he  is  not  permitted  to  depart.^  These  relate  chiefly  to  the 
items  with  which  the  defendant  must  be  charged,  the  items 
with  which  he  must  be  credited,  and  the  evidence  by  which 
the  claims  of  the  respective  parties  must  be  supported.  With 
reference  to  these  rules,  all  cases  of  infringement  may  be 
divided  into  two  great  classes:  (1)  Those  in  which  the  in- 
fringement consists  in  the  unlawful  use,  or  making  and  use, 
of  the  patented  invention ;  (2)  Those  in  which  the  infringe- 
ment consists  in  the  unlawful  sale,  or  manufacture  and  sale, 
of  the  patented  invention.  These  two  classes  are  wholly  dis- 
tincty — the  items  on  each  side  of  the  account  differing  more 

he  aoconnted  for,  see  Calkms  v,  B«rt*         *  That  the  plaintiff  may  recover  the 

rand  (1881),  8  Fed.  Rep.  755 ;  10  Bis-  profits  due  to  the  use  of  his  improve- 

sell,  445  ;  Bardett  v.  Estey   (1880),  8  meiit  on  a  biU  praying  for  either  general 

Fed.  Rep.  566 ;  19  Blatch.  1 ;  5  Bann.  or  special  profits,  see  Graham  v.  Mason 

k  A.  808;  Elizabeth  v.  Pavement  Ck>.  (1872),  6  Fisher,  290;  1  0.  G.  609  ; 

(1877),  97  U.  S.  126;  Vanghn  v.  Cen-  Holmes,  88. 

tral  Pacific  R.  R.  Co.  (1877),  4  Sawyer,         That  an  interlocutory  decree  direct- 

280 ;  8  Bann.  &  A.  27.  ing  an  account  of  "gains,  savings,  and 

That  profits  are  not  to  be  accounted  advantages,"  in  addition  to  the  profits, 
for  unless  due  to  the  invention  covered  and  awarding  costs,  is  proper,  see  Go- 
by the  patent,  see  Brady  v.  Atlantic  bum  v.  Schroeder  (1881),  8  Fed.  Rep. 
Works  (1878),  3  Bann.  &  A.  677;  16  521;  20  0.  G.  1085;  19  Blatch.  498. 
0.  G.  965.  That  a  decree  in  an  action  for  the 

That  no  profit  can  be  decreed  for  the  infringement  of  a  design -pn  tent  may 

use  of  a  void  patent,  see  Kennedy  v.  order  an  account  of  the  profits  and  dam- 

Hazelton  (1888),  128  U.  S.  667.  ages  resulting  from  making  and  selling 

That  where  the  defendant  has  used  the  article  containing  the  design,  see 

the  pkintiff's  device  it  is  presumed  that  Dobson  v.  Doman  (1886),  118  U.  S.  10; 

there  might  have  been  some  profits,  and  85  0.  G.  750. 

an  account  of  them  will  be  ordered,  see         *  For  the  mode  of  taking  the  account^ 

Andrews  v.  Creegan  (1881),  19  0.  G.  see  §§  1156,  1157,  uid  notes,  post, 
1140 ;  19  BUtch.  118  ;  7  Fed.  Rep.  477. 
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or  less  as  the  infringement  has  assamed  one  or  the  other  of 
these  forms.^  They  will  therefore  be  considered  separately, 
the  few  general  doctrines  applicable  to  both  being  noticed  in 
their  appropriate  place  in  each  discussion ;  and  as  the  rules 
which  govern  the  account  for  an  infringing  sale  are  fewer 
and  more  simple,  and  naturally  aid  in  the  comprehension  of 
those  which  govern  the  account  for  an  infringing  use,  the 
former  will  be  first  reviewed,  although  the  logical  order  of 
the  subject  is  thereby  reversed. 

§  1139.  Computation  of  Profits  where  the  Infringement  Consists 
in  the  Sale,  or  Manufacture  and  Sale,  of  the  Patented 
Invention. 

The  pecuniary  benefits  derived  by  the  defendant  from  the 
unlawful  sale,  or  manufacture  and  sale,  of  the  patented  inven- 
tion are  represented  by  the  profits  actually  received  by  him 
upon  the  patented  articles  which  he  has  sold.^  Upon  articles 
made  and  not  sold,  or  upon  articles  sold  and  yet  unpaid  for, 
or  upon  articles  sold  and  paid  for  at  a  price  not  exceeding  the 
cost  of  production,  no  profit  can,  of  course,  have  accrued  to 
the  defendant  or  have  become  in  equity  the  property  of  the 
plaintiff.^  Upon  articles  actually  sold  at  a  profit  and  paid  for 
the  profit  is  measured  by  the  difference  between  the  cost  of 
making  and  selling  and  the  price  obtained.'  Hence  in  these 
cases  the  defendant  must  be  charged  with  the  amount  received 

*  That  the  rule  of  profits  is  not  uni-  R.  R.  Co.  (1877),  4  Sawyer,  280 ;   3 

form,  see  Graham  v.  Mason  (1872),  1  Bann.  &  A.  27 ;  also  §  1146,  note  2, 

O.  G.  609  ;  Holmes,  88  ;  6  Fisher,  290.  past. 

That  if  the  invention  is  a  prodnct^         *  That  profits  on  sales  arise  onlj 

the  profits  on  the  product  wiU  be  al-  when  the  goods  are  actually  sold  and 

lowed,  see  Burdett  v,  Estey  (1880),  8  paid  for  is  evident,  since  whUe  the  goods 

Fed.  Rep.  566  ;  19  Blatch.  1 ;  5  Bann.  remain  unsold  they  are  liable  to  become 

4b  A.  308  ;  Elizabeth  v.  Pavement  Co.  a  source  of  loss  to  the  owner,  and  when 

(1877),  97  U.  S.  126.  sold,  though  at  an  advantageous  pricey 

§  1139.  ^  That  only  profits  actually  and  not  paid  for,  the  profit  is  stiU  con- 
received  are  to  be  accounted  for,  see  ttngent  and  may  never  be  realized. 
Tilghman  v.  Proctor  (1888),  126  U.  S.  *  That  profits  are  the  difference  be- 
136 ;  43  0.  G.  628 ;  Burdett  v.  Estey  tween  coat  and  yield,  see  Burdett  v. 
(1883),  3  Fed.  Rep.  566;  19BUtch.  1;  Estey  (1880),  8  Fed.  Rep.  566;  19 
6  Bann.  &  A.  808;  Calkins  v.  Bertrand  Blatch.  1 ;  5  Bann.  &  A.  808;  Piper  0. 
(1881 ),  8  Fed.  Rep.  755 ;  10  Bissell,  445;  Brown  (1878),  6  Fisher,  240 ;  8  0.  G. 
Elizabeth  v.  Pavement  (>).  (1877),  97  97 ;  Holmes,  196  ;  Rubber  Co.  v.  (xood- 
U.  S.  126 ;  Vaughn  v.  Central  Pacific  year  (1869),  9  Wall  788. 
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for  each  article  sold  in  violation  of  the  patent.  Against  this 
must  be  credited  the  cost  of  manufacturing  and  marketing 
each  article,  the  difference  indicating  the  defendant's  gain.^ 
Where  these  questions  are  uncomplicated  with  any  others 
the  only  diflBculty  encountered  pertains  to  the  credits  to  be 
giyen  to  the  defendant.  Concerning  these  some  difference  of 
opinion  has  existed.  That  the  cost  of  manufacture,^  includ- 
ing the  price  paid  for  materials  and  labor ,^  the  interest  on  the 
amount  actually  expended  for  machinery  and  power,^  the 
value  of  the  use  of  tools,^  the  loss  occasioned  by  waste,^ 

^  That  wbere  the  invention  infringes  enter  into  the  account  of  profits  to  be 

as  a  whole  all  profits  belong  to  the  pat-  ascertained  from  a  given  manufacture, 

entee,  see  Ruggles  v,  Eddy  (1877)i  12  Profit  is  the  gain  made  upon  any  in  vest- 

0.  G.  716;  2  Bann.  &  A.  627.  ment  when  both  receipts  and  payments 

*  That  profits  can  be  ascertained  only  are  taken  into  the  account.    Where  in- 

by  deducting  all  elements  of  cost,  see  terest  has  been  paid  upon  the  capital 

Troy  Iron  &  Nail  Factory  v.  Coming  invested,  or  where  it  is  to  be  paid  upon 

(1869),  S  Fisher,  497 ;  6  Blatch.  828.  borrowed  capital,  it  should  be  allowed 

That  the  cost  of  making  the  articles  in  estimating  profits ;  but  I  am  not 

must  be  allowed,  see  Zane  v.  Peck  Bros,  aware  of  any  rule  which  requires  that 

(1882),  23  0.  G.  191 ;  18  Fed.  Rep.  it  should  be  deducted  where  it  has  not 

475;   Rubber  Co.  v.  Goodyear  (1869),  been  actually  paid  or  incurred.    The 

9  Wall.  788;  Wilbur  v.  Beecher  (1850),  allowance  for  cost  of  power  is  to  be 

2  Blatch.  132.  determined  by  the  same  rule.     If  ez- 

^  That  the  price  paid  for  materials  pense  has  been  actually  incurred  for 

must  be  allowed,  see  Gould's  Mfg.  Co.  v,  power,  it  should  be  deducted.    But  if 

Cowing  (1882),  105  U.  S.  253 ;  21  0.  G.  interest  or  expense  for  cost  of  power  has 

1277  ;  Buerk  v.  Imhaeuser  (1876),  10  not  been  incurred,  there  is  no  more 

O.  G.  907  ;  14  Blatch.  19 ;  2  Bann.  6  reason  why  there  should  be  a  deduction 

A.  452 ;  Rubber  Co.  v,  Goodyear  (1869),  therefor  from  the  profits  than  that  there 

9  WalL  788.  should  be  for  the  personal  service  of 

That  wages  paid  for  actual  service  the  infringer  in  conducting  the  busi- 

are  allowed,  see  Steam  Stone  Cutter  Ca  ness."    8  Bann.  &  A.  896  (401). 
V.  Windsor  Mfg.  Co.  (1879),  17  Blatch.         See  also  as  to  allowance  of  interest 

24 ;  4  Bann.  k  A.  445  ;  American  Nich-  when  actually  paid.  Rubber  Co.  v.  Good- 

olson  PavementCo.v.  City  of  Elizabeth  year  (1869),  9  Wall.  788;  Wilbur  v. 

(1874),  6  0.  G.  764 ;  1  Bann.  k  A.  439.  Beecher  (1850),  2  Blatch.  132. 

That  charges  for  extra  work  and  ma-         '  That  the  value  of  the  use  of  tools 

terials  may  be  allowed  to  the  respond-  must  be  allowed,  see  Gould's  Mfg.  Co. 

ents  on  condition  that  they  will  assign  v.  Cowing  (1882),  105  U.  S.  253  ;  21 

the  charges   to   the  complainant,  see  0.  G.  1277 ;  Troy  Iron  &  Nail  Factory 

I  Brady  v.  Atlantic  Works  (1878),    16  v.  Coming  (1869),  3  Fisher,   497  ;   6 

'  O.  G.  965  ;  8  Bann.  k  A.  577.  Blatch.  328. 

T  In    Herring  v.   Gage  (1878),   16         *  That  loss  by  waste  should  be  al- 

Blatch.  124,  Wallace,  J.  :  (129)  "Un-  lowed,  see  Gould's  Mfg.  Co.  v.  Cowing 

doubtedly  interest  and  cost  of  power  (1882),  105  U.  S.  253 ;  21  0.  G.  1277. 
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the  rental  of  buildings  necessarily  occupied  in  the  manu- 
facture,^^ the  reasonable  salaries  of  superintendents  or  other 
higher  employees,"  the  royalties  paid  upon  machinery  or  pro- 
cesses used  in  producing  the  articles  sold,^^  the  decrease  in 
cost  of  manufacture  resulting  from  inventions  made  or 
owned  by  the  defendant,^  and  other  ordinary  running  ex- 
penses, should  be  allowed  is  undisputed.  It  is  equally  certain 
that  the  time  and  services  of  the  defendant,  or,  when  the  de- 
fendant is  a  corporation,  of  its  stockholders  unless  as  regular 
bona  fide  employees,  the  interest  on  capital  invested  in  the 
general  business,  and  the  insurance  on  the  property  employed, 
cannot  be  credited. ^^    Whether  the  defendant  may  deduct  the 

^0  That  the  value  of  real  and  personal  ant^   see   Steam  Stone   Catter    Co.   v. 

estate  employed  in  making  the  device,  Windsor  Mfg.  Co.  (1879),   17  Blatch. 

including  repairs  thereon,  is  part  of  its  24  ;  4  Bann.  &  A.  445. 
cost  and  is  to  be  allowed,  see  Steam         That  if  the  defendants  used  other 

Stone  Cutter  Co.  v,  Windsor  Mfg.  Co.  improvements  of  their  own  invention, 

(1879),    4  Bann.  &  A.  445;  17  Blatch.  and  claim  deductions  on  that  account, 

24  ;  Troy  Iron  &  Nail  Factory  v.  Coming  they  must   prove   them   affirmatively, 

(1869),  3  Fisher,  497  ;  6  Blatch.  328.  see  American  Nicholson  Pavement  Co. 

1^  That  reasonable  salaries  to  super-  v.  City  of  Elizabeth  (1874),  6  0.  G. 

intcndents  and  workmen  are  allowed,  764 ;  1  Bann.  &  A.  439. 
see  American  Nicholson  Pavement  Co.        ^*  In  Williams  v.  Leonard  (1872),  5 

».   City  of  Elizabeth  (1874),   6  0.  G.  Fisher,  881,  Woodruff,  J.:  (383)   "As 

764;  IBann.  &A.  439.  to    the    'salaries'  of    the   defendants 

That  extraordinary  salaries  are  not  during  the  period  in  which  they  have 

allowed,   see  Rubber  Co.  v.  Goodyear  been  engaged  in  infringing,  they  have 

(1869),  9  WalL  788.  no  title,  as  against  the  complainant.   It 

^'  That  a  royalty  paid  by  the  defend-  would  be  very  great  iignstice   if  the 

ant  on  another  patented  invention,  if  quantum  of  gains  and  profits  reoover- 

reasouable  in  amount,  will  be  allowed,  able  by  a  complainant  depended  on  the 

see  American  Nicholson  Pavement  Co.  question  how  much  of  such  gains  and 

V.  City  of  Elizabeth   (1874),  6  0.  G.  profits  the  defendants  used  for   their 

764  ;  1  Bann.  k  A.  439.  own  support,  or   the  support  of  their 

^*  That    where   the    defendant    hae  families ;    or,  as   even    more    broadly 

cheapened  the  cost  of  producing  the  in-  claimed  here  by  the  defendants,  how 

fringing  device  by  an  improvement  of  much  they  saw  fit  to  appropriate  to 

his  own,  he  is  entitled  to  a  correspond-  their  own  use.     Infringers  would  rarely 

ing  credit  in  ascertaining  the  profits,  be  required  to  pay  over  anything,  if 

see  Mason  v.  Graham  (1874),  23  Wall,  they  could  divide  the  gains  and  profits 

261 ;  7  0.  G.  833.  among  themselves,  under  the  name  of 

That  where  part  of  the  selling  price  salary,  wages,  or  any  other  designation, 

was  due  to  an  invention  of  the  defend-  Men  work  for  gains  and  profits,  but 

ant,  the  profit  thereon  is  not  allowed  to  they  are  gains  and  profits  stilL     Men 

the  plaintiff,  nor  its  coat  to  the  defend-  snpport  themselves  and  their  CEuniliee 
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amount  of  the  usual  manufacturer's  profit  has  been  doubted.^ 
The  cost  of  marketing,  comprising  the  price  paid  for  freight, 
storage,  commissions,  the  rental  of  warehouses  and  shops,  the 
salaries  of  clerks,  and  the  legitimate  expense  of  collecting 
the  amounts  due  for  sales,  should  also  be  allowed.^®    Where 

out  of  their  gains  and  profits,  but  that  estate  employed  in  the  basiness,  and 

does  not  change  their  nature.      If  it  local  taxes,  are  not  to  be  allowed,  see 

were  not  so,  inrentors  might,  by  reason  Steam  Stone  Cutter  Co.  v.   Windsor 

of  infringements,  fail  toobtain  anything  Mfg.   Co.    (1879),    17   Blatch.   24;    4 

and  the  infringers  obtain  what  they  see  Bann.  &  A.  445. 

fit  to  term  adequate  salaries  out  of  ^^  That  the  manufacturer's  profit 
their  piracy.  What,  in  good  faith,  the  should  be  allowed,  see  Simpson  v.  Davis 
defendants  pdy  to  others,  as  expenses,  (1884),  22  Fed.  Rep.  444;  22  Blatch. 
may  be  taken  as  the  cost  to  them  of  113  ;  Buerk  v.  Imhaeuser  (1876),  10 
their  manufacture.  What  they  take  to  0.  G.  907  ;  2  Bann.  &  A.  452 ;  14 
themselves  are  gains.  They  might  per-  Blatch.  19  ;  contra,  Rubber  Co.  v. 
haps  have  earned  and  gained  as  much,  Goodyear  (1869),  9  WalL  788. 
or  perhaps  more,  by  laboring  in  some  The  manufacturer's  profit  occupies 
other  business,  in  no  violation  of  the  different  positions  in  the  account  accord- 
rights  of  their  neighbor ;  but  they  can-  ing  to  the  mode  of  infringement.  Where 
not  be  permitted  to  gain  either  wages  or  the  infringement  is  by  making  and  sell- 
salary  by  a  violation  of  such  rights."  ing,  the  manufacturer's  profit  enters 
9  Blatch.  476  (478).  into  the  profit  resulting  from  the  sale. 

That  the  time  and  services  of  the  in-  and  is  a  direct  advantage  derived  from 

fringers  are  not  allowed,  see  Piper  o.  and  wholly  dependent  on  the  unlawful 

Brown  (1873),  3  O.  G.  97  ;  HolmeSi  nse  of  the  invention.    Like  salaries  or 

196  ;  6  Fisher,  240.  wages  claimed  by  the  infringer  it  should 

That  the  expense  of  maintaining  the  therefore  be  disallowed.     But  in  cases 

insane  infringer  while  under  guardian-  where  the  infringement  consists  in  the 

ship  cannot  be  allowed  after  his  restora-  nse  of  the  invention  and  the  sale  of  its 

tion  to  sanity,  see  Avery  v.  Wilson  products,  the  profits,  under  the  present 

(1884),  20  Fed.  Rep.  856.  questionable  doctrine,  are  represented 

That  where  the  defendant  is  a  cor-  by  the  difference  in  advantage  between 

poration  the  salaries  paid  by  it  to  its  the  invention  used  and  that  which  the 

stockholders  as  empl<^ees,  in  good  faith  defendant  had  a  right  to  use,  and  into 

and  not  as  a  mode  of  dividing  profits,  this  difference  the  manufacturer's  profit 

are  to  be  allowed,  see  Steam  Stone  Cut-  does  not  enter  unless  it  is  greater  or  less 

ter  Co.  0.  Windsor  Mfg.  Co.  (1879),  17  when  the  patented    invention  is  em- 

Blatch.  24  ;  4  Bann.  &  A.  445;  Ameri-  ployed  than  it  would  otherwise  be.     In 

can  Nicholson  Pavement  Co.  «.  City  of  these  cases,  therefore,  it  may  properly 

Elizabeth  (1874),  6  0.  G.  764  ;  1  Bann.  be  allowed,  either  wholly  or  in  part,  as 

ft  A.  489.  the  evidence  may  show  it  to  have  been 

That  interest  on  capital  stock  is  not  affected  by  the  infringement, 

allowed,   see  Rubber   Co.  v.  Goodyear  ^  That  the  cost  of  marketing  the  ar- 

(1869),  9  Wall.  788  ;  eonlray  Wilbur  «•  tides  is  to  be  allowed,  see  Gould's  Mfg. 

Beecher  (1850).  2  Blatch.  132.  Co.  v.  Cowing  (1882),  105  U.  S.  253  ; 

That  insurance  on  real  and  personal  21  0.  G.  1277  ;  Zane  v.  Peck  Brothers 

1139 


500  TREATISE  ON  THE  LAW  OP  PATENTS.  [BOOK  IT. 

the  defendant  is  engaged  in  a  general  business,  the  patented 
invention  constituting  only  one  department  of  his  sales,  the 
expenses  of  the  business  must  be  apportioned  in  the  ratio  of 
the  respective  sales  of  the  infringing  and  the  non-infringing 
articles,  and  the  proportion  of  the  former  charged  as  the 
expenses  of  their  sale.^^    In  this  computation  no  allowance 


(1882),  23  0.  G.  191 ;  13  Fed.  Bep.  the  eomplainantB'  patent.     (See  Hitch- 

475  ;  Rubber  Co.  v.  Goodyear  (1869),  cock  v,  Tremaine,  8  BUtch.  C.  C.  440 ; 

9  Wall.  788.  4  Fiaher»  508.)    The  oondact  of  their 

That  if  sales  are  large  the  coet  of  busiDess    necessarily   inrolves   certain 

clerk  hire,  storage,  freight,  etc,  are  to  general  expenses,  which  are  as  tnily 

be  allowed,  see  Zane  v.  Peck  Brothers  expenses  of  dealing  in  one  class  of  goods 

(1882),  23  0.  G.  191 ;  13  Fed.  Rep.  475.  as  of  dealing  in  another  class.    Such 

That  commissions  on  the  defendant's  expenses  as  general  clerk  hire,  rent  of 

sales,  where  they  have  not  paid  any,  store,  salary  of  book-keeper,  if  any,  and 

cannot  be  allowed,  see  Piper  v.  Brown  the  like,  concern  the  entire  business, 

(1873),  3  O.  G.  97  ;  Holmes,  196  ;  6  and  in  any  estimate  of  gains  and  profits 

Fisher,  240.  are  properly  apportionable  to  the  seT- 

That  a  commission  paid  to  an  agent  end  kinds  of  business  done,  or  kinds  of 

is  a  profit  to  be  accounted  for  by  the  goods  sold,  when  the  profits  of  either 

agent,  not  by  the  principal,  see  Steiger  are  to  be  separately  stated.  .  .  •  The 

V,  Heidelberger  (1880)  18  0.  G.  1463  ;  gross  proceeds  of  sales  of  each  kind 

4  Fed.  Rep.  455  ;  18  Blatch.  426.  being  ascertained,  and  a  deduction  from 

That  where  the  competition  produced  each  being  made  of  such  special  or  pe* 

by  the  infringement  increases  the  sales  culiar  expenses  as  in  a  pro  forma  ao- 

of  the  plaintiff  by  reason  of  the  reduced  count  would    be   chargeable  to  each, 

prices,  this  fact  is  to  be  considered  on  there  would  remain  for  allotment  to 

the  question  of  profits,  see  Ingersoll  v.  each  account  its  proportionate  share  of 

Musgrove  (1878),   13  0.  G.  966  ;  14  the  general  expenses  incurred  for  the 

Blatch.  541 ;  3  Bann.  &  A.  304.  benefit  of  aU,  —  that  is,  for  the  mainte* 

That  where  the  defendants  as  makers  nance  and  conduct  of  the  business ;  and 

sell  to  themselves  as  users,  and  are  the  this  distribution  should  be  in  the  pro- 

lai^st   users  while   other   purchasers  portion  of  the  several  amounts  of  sales 

buy  but  little,  it  is  proper  to  consider  of  each.    It  is  not  just  to  say,  in  respect 

that  the  magnitude   of  the  sales    to  to  either,  as  is  argued  by  the  complain- 

themselves    reduced    the   price   below  ants  here,  that  the  general  expenses  are 

that  to  small  buyers,  see  Troy  Iron  not  increased  by  the  presenoe  of  one 

k  Nail  Factory  V.   Coming  (1869),  3  class  of  goods»  and  would  have  been  the 

Fisher,  497  ;  6  Blatch.  328.  same  if  the  sales  had  been  confined  to 

^«  In  Hitchcock  o.  Tremaine  (1872),  the  other  classes.'     If  that  alignment 

5  Fisher,  310,  Woodruff,  J.:  (311)  were  supposed  to  prevail  in  an  account* 
"  The  defendants  are  dealers  in  musi-  ing  for  the  profits  of  sales  of  one  dass, 
cal  instruments,  including  pianos,  me-  it  would  also  prevail  in  each  separate 
lodeons,  and  organs  with  and  organs  accounting,  and  so  would  be  allowed  in 
without  the  tremolo  attachment,  which  neither.  In  the  present  case,  the  deal- 
has  been  decreed  to  be  an  infringement  of  ing  in  organs  having  the  tremoh  at- 
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can  be  made  for  losses  on  infringing  articles  which  have  been 
sold  at  cost  or  less  than  cost,  or  which  have  not  been  paid 
for  or  remain  unsold.  The  profits  on  articles  sold  at  a  profit 
and  paid  for  are  the  only  object  of  inquiry.  Losses  incurred 
by  the  defendant  through  his  wrongful  invasion  of  the  patent 
are  not  chargeable  to  the  plaintiff,  nor  can  their  value  be 
deducted  from  the  compensation  which  he  is  entitled  to  re- 
ceive.^    Nor  where  the  defendant  has  expended  money  in 

tachment  was  a  part  of  the  general  to  cover  their  losaes  on  other  sales."  9 
busineas  of  the  defendants.  These  were  Blatch.  885  (386). 
not  sold  without  involving  a  part  of  the  See  also  Brady  v.  Atlantic  Works 
general  expenses  of  the  busineas.  It  (1878),  8  Bann.  k  A.  677 ;  15  O.  G. 
may  be  true  that  in  a  given  case  it  965 ;  Tremaine  v,  Hitchcock  (1874),  28 
costs  the  defendants  no  more  to  seU  an  Wall.  518  ;  7  0.  G.  1055. 
oigan  containing  the  infringing  attach*  ^  In  Graham  v.  Mason  (1872),  5 
ment  than  it  would  have  cost  to  seU  an  Fisher,  290,  Shepley,  J.  :  (293)  "  lu 
organ  not  containing  the  attachment ;  making  up  the  account  of  profits,  the 
but  nan  eonaUU  that  if  the  orgau  sold  master  sometimes  takes  into  account 
had  not  contained  such  attachment,  it  the  cost  of  the  whole  number  of  in- 
would  have  been  sold  at  all.  The  com-  fringing  mechanisms  or  contrivances 
plsinants  an  here  demanding  the  profits  made  by  the  defendant,  and  the  pro- 
of that  sale.  They  must  take  them  ceeds  of  all  the  sales,  and  gives  the 
burdened  with  the  just  allowance  for  patentee  the  net  profits  on  the  whole 
those  disbursements  which  enable  the  amount  manufactured.  This  would  be 
defendants  to  offer  the  attachments  to  a  correct  rule  in  some  eases,  but  it 
the  public  in  a  salable  form,  and  to  would  not  be  just  to  the  patentee  in 
keep  them  in  the  market,  before  the  cases  where  the  infringer  had  made 
eye  and  within  the  reach  of  customers,  profits  on  one  fraction  of  the  whole 
and  generally  to  properly  conduct  the  number  made  and  sold,  and  through  de- 
business  of  selling,  and  keep  due  ac-  fective  manufacture  or  unskilful  man- 
count  thereof.  ...  On  the  other  hand,  agement  of  his  business  had  met  with 
the  master  very  properly  refused  to  ap-  losses  on  a  laiger  fraction,  so  that  a 
portion  these  expenses  according  to  the  correct  account  of  the  whole  operation 
amount  of  profits  on  sales.  Whether  would  show  a  loss  on  the  total  manu- 
the  defendants  made  any  profits  on  facture.  In  such  a  case,  if  the  patentee, 
their  whole  business  or  not,  is  quite  im-  with  a  full  knowledge  of  all  the  facts, 
material  to  these  complainants.  They  should  bring  his  bill  declaring  specifi- 
are  not  to  be  deprived  of  the  gains  cally  for  the  infringement  only  by  the 
made  by  selling  the  infringing  attach-  manufacture  of  those  specified  mechan- 
nents  because  the  defendants  made  isms  in  the  making  and  selling  of 
less  profits,  or  even  no  profits,  on  the  which  the  infringer  had  made  profits, 
sale  of  pianos,  or  as  the  case  may  be,  he  would  certainly  be  entitled  to  re- 
of  some  other  musical  instruments.  To  cover  the  profits  thns  made.  It  is  not 
allow  this,  would  permit  the  defendants  easy  to  see  why  he  is  not  entitled  to 
to  violate  the  rights  of  the  complain-  such  profits  in  a  bill  counting  generally 
ants,  and  use  the  profits  thereby  gained  against  the  infringer  without  offset  or 
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protecting  his  vendees  from  the  plaintiff,  or  securing  their 
release  from  liability,  or  given  them  guaranties  of  unmolested 
future  enjoyment,  can  these  expenses  be  considered  or  set  off 
against  the  profits  actually  made.^^ 

§  1140.  Computation  of  Profits  where  the  Infringement  Consists 
in  Selling  ArtioleB  in  which  the  Patented  Invention 
is  Embraoe4  and  Adds  to  the  Profits  of  Each  Sale. 

The  foregoing  rule  of  computation  is  sufficient  where  the 
article  sold  is  the  exact  patented  invention.  Where  it  em- 
braces more  than  the  patented  invention,  further  distinctions 
become  necessary.  If  the  infringing  article,  as  actually  made 
and  sold  by  the  defendant,  contains  substantial  features  which 
contribute  to  its  market  value,  but  are  not  covered  by  the 
plaintiff's  patent,  it  is  evident  that  the  price  paid  by  the  ven- 
dee is  not  based  on  the  sole  consideration  of  the  patented 
invention,  and  that  the  difference  between  the  price  and  the 
cost  of  manufacture  is  greater  than  the  benefit  derived  by 
the  defendant  from  his  infringing  act.  In  such  cases  an  ad- 
deduction  for  losses  made  in  the  man-  sidered  in  estimating  profits,  see  Rubber 
ufacture  and  sale  of  other  infringing  Co.  v.  Goodyear  (1869),  9  Wall.  788; 
mechanisms."  1  0.  G.  609  (610);  Wilburi;.  Beecher(1850),  2Blatch.  132. 
Holmes,  88  (90).  See  also  Tilghman  v.  But  not  properly  in  an  aceonnt  for 
Proctor  (1888),  125  U.  S.  136  ;  43  0.  G.  profits  on  sales,  since  no  profits  accrue 
628.  except  where  goods  sold  are  actually 

That  where  the  defendant  has  made  paid  for,  and  since  profits  arising  on 
and  sold  some  infringing  devices  at  a  sales  where  the  price  is  collected  are 
profit,  he  must  account  for  them  though  not  diminished  by  losses  on  other  sales, 
he  sold  others  without  profit  and  has  '*  That  money  paid  to  protect  de- 
some  on  hand  which  he  cannot  dispose  fendant's  vendees  from  the  plaintiff  is 
of,  see  Steam  Stone  Cutter  Co.  v.  Wind-  not  to  be  allowed  in  the  account  of  prof- 
sor  Mfg.  Co.  (1879),  17  Blatch.  24 ;  4  its,  see  Mason  v.  Graham  (1874),  23 
Bann.  &  A.  445.  Wall  261  ;   7  0.  G.  883  ;  Graham  v. 

That  where  business  is  carried  on  Mason  (1872),  1  0.  G.  609 ;  Holmes,  88  ; 
for  one  season  at  a  profit  and  for  the    6  Fisher,  290. 

next  at  a  loss,  and  no  connection  existed  That  liabilities  for  and  guaranties  of 
between  the  two,  and  the  accounts  were  title  given  to  purchasers  by  the  defend- 
kept  separate,  no  deductions  from  the  ant  are  not  allowed,  all  claims  of  the 
profits  of  the  former  on  account  of  the  plaintiff  against  them  being  extin- 
losses  in  the  latter  are  to  be  allowed,  gnished  by  his  recovery  of  profits,  see 
see  Piper  v.  Brown  (1873),  3  0.  G.  97 ;  Steam  Stone  Cutter  Co.  v.  Windsor 
Holmes,  196  ;  6  FUher,  240.  Mfg.  Co.    (1879),   17  Blatch.   24  ;    4 

That  bad  debts  are  sometimes  con-    Bann.  k  A.  446. 
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ditional  investigation  is  required.  The  price  of  the  patented 
invention  and  its  cost  must  be  separated  from  the  total  ex- 
penses and  receipts  in  order  that  the  deduction  of  the  latter 
from  the  former  may  indicate  the  pro&t  due  to  the  invention.^ 

§  1140.  ^  In  Maier  v.  Brown  (188S),  reason  for  awarding  the  plaintiff  more 

17  Fed.   Rep.   736,    Brown,  J.  :  (786)  than  he  is  justly  entitled  to  receive. 

"There  is  no  doubt  whatever  of  the  (Philp  v.  Nock,  17  Wall.  460;  Calkins 

general  proposition  that  the  patentee  of  v.  Bertrand,  8  Fed.  Rep.  755  ;  Gould's 

an  improvement  is  limited  in  his  re-  Mfg.  Co.  v.  Cowing,  12  Blatch.  248.) 

covery  to  such  profits  as  may  be  properly  In  case  he  is  unable  to  prove  how  much 

apportioned  to  the  use  of  his  improve-  of  the  entire  profit  upon  the  machine  is 

ment.    He  can  only  recover  profits  upon  due  to  his  patent,  he  can  recover  only 

the  entire  article  when  such  article  is  nominal  damages.     Blake  v,  Robertson, 

wholly  his  own  invention,  or  when  its  94  U.  S.  728." 

entire  value  is  properly  and  legally  at-  Further,  that  the  profits  on  the  ex- 
tributable  to,the  patented  feature.  (Sey-  act  invention,  as  distinguished  from 
mour  V,  McCormick,  16  How.  480 ;  profits  due  to  other  features  of  the  ar- 
Mowry  V.  Whitney,  14  Wall.  620 ;  Littie-  tide  as  a  whole,  must  be  separated  and 
field  V.  Perry,  21  Wall.  205  ;  Flizabeth  alone  accounted  for,  see  Fay  v.  Allen 
V.  Pavement  Co.,  97  U.  S.  126;  Garret-  (1887),  80  Fed.  Rep.  446;  Roemer  v. 
son  9.  Clark,  15  Blatch.  70;  Zane  v.  Simon  (1887),  81  Fed.  Rep.  41;  40 
Peck,  13  Fed.  Rep.  475;  Fitch  v.  Bragg,  O.  G.  1456  ;  Everest  v.  Buffalo  Lubri- 
16  Fed.  Rep.  248. )  The  difficulty  is  in  eating  Oil  Co.  (1887),  81  Fed.  Rep.  742; 
the  application  of  this  ]>rinciple.  Thus,  Reed  v.  Lawrence  (1886),  29  Fed.  Rep. 
if  one  discovers  a  new  composition  of  915 ;  Faulks  v.  Eamp  (1882),  22  0.  G. 
matter,  such  as  gun-cotton,  nitro-glycer-  2244;  10  Fed.  Rep.  675;  Gould's  Mfg. 
inp,  or  vulcanized  rubber,  or  invents  C'O.  i;.  Cowing  (1882),  105  IT.  S.  253 ; 
some  new  machine,  such  as  the  tele-  21  0.  G.  1277;  Eirby  v.  Armstrong 
phone,  or  some  new  article  of  manufac-  (1881),  19, 0.  G.  661 ;  10  Bissell,  185  ; 
ture,  such  as  barbed  wire  or  a  new  pave-  5  Fed.  Rep.  801  ;  Calkins  v,  Bertrand 
ment,  he  would  obviously  be  entitied  to  (1881),  8  Fed.  Rep.  755;  10  Bissell, 
damages  arising  from  the  manufacture  445  ;  Garretson  v.  Clark  (1879),  160.  G. 
and  sale  of  the  entire  article.  Upon  806 ;  4  Baun.  &  A.  586  ;  Steam  Stone 
the  other  hand,  if  his  invention  were  Cutter  Co.  v,  Windsor  Mfg.  Co.  (1879), 
limited  to  some  particular  part  of  a  17  Blatch.  24  ;  4  Bann.  &  A.  445 ;  24 
large  machine,  such  as  the  cut-off  of  an  0.  G.  703  ;  Garretson  v.  Clark  (1878), 
engine,  the  axle  of  a  wagon,  or  the  seat  14  0.  G.  485  ;  15  Blatch.  70  ;  8  Bann.  & 
upon  a  mowing  machine,  it  is  equally  A.  852  ;  Knox  v.  Great  Western  Quick- 
dear  that  his  recovery  must  be  limited  silver  Mining  Co.  (1878),  14  0.  G.  897  ; 
to  such  profits  as  arise  from  the  manu-  6  Sawyer,  430  ;  4  Bann.  &  A.  25  ;  Brady 
facture  and  sale  of  the  patented  feature,  v,  Atlantic  Works  (1878),  3  Bann.  &  A. 
His  damages,  too,  must  be  proved,  and  577;  15  O.  G.  965 ;  IngersoU  v,  Mus- 
not  left  to  conjecture ;  and  the  fact  that  grove  (1878),  18  0.  G.  966  ;  14  Blatch. 
it  la  impossible  to  separate  the  profits  541 ;  8  Bann.  &  A.  304 ;  Buerk  v.  Im- 
arising  from  the  improvement  from  haeuser  (1876),  10  0.  G.  907  ;  14 
those  incident  to  the  manufacture  of  Blatch.  19;  2  Bann.  &  A.  452  ;  Robert- 
the  whole  machine,  is  an  insufficient  son  v.  Blake  (1876),  94  IT.  S.  728 ;  11 
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The  price  paid  for  the  patented  invention  is  the  price  received 
for  the  whole  article^  less  what  it  would  have  brought  in  open 
market  had  the  patented  invention  been  omitted.  Its  cost  is 
the  difference  between  the  expense  of  making  the  article  with 
it  and  without  it.  If  the  article  is  more  expensive  and  brings 
a  higher  price  when  it  includes  the  patented  invention,  the 
subtraction  of  the  excess  of  cost  from  the  excess  of  price  will 
show  whether  a  profit  has  been  made,  and  its  amount.  When 
the  price  remains  the  same  as  if  the  patented  invention  were 
not  used,  and  the  expense  of  manufacturing  the  article  is  les- 
sened, the  pro&t  is  the  decrease  in  its  cost.  If  cost  and  price 
are  unchanged  by  the  introduction  of  the  patented  invention, 
or  are  increased  or  diminished  in  the  same  proportion,  or  the 
price  decreases  while  the  cost  is  still  the  same,  there  is  no 
profit  in  the  sale  of  any  single  article  for  which  the  plaintiff 
has  a  right  to  an  account  from  the  defendant,  and  whatever 
benefit  exists  must  be  occasioned  by  an  increase  of  his  sales. 
The  rule,  as  thus  far  stated,  presents  certain  difficulties,  since 
if  the  presence  of  the  patented  invention  adds  nothing  to  the 
gains  of  the  defendant,  and  the  plaintiff  has  sustained  no  act- 
ual loss  for  which  he  can  recover  damages,  the  wrongful  sale 
of   tlie  invention  must  go  unredressed,  except  by  nominal 

O.  G.  877  ;  Ingels  v.   Mast  (1875 ),  7  sold  separately,  do  not   measure   the 

0.  G.  836  ;  1  Flipplii,  424 ;  2  Bann.  &  damages  when  it  is  part  of  a  machine 

A.  24 ;   Gonld*s  Mfg.   Co.  v.  Cowing  and  enhances  the  value  of  the  machine 

(1874),  8  0.  G.  277  ;  12  Blatch.  243;  itself  if  applied  to  it,  see  Gould's  Ufg. 

1  Bann.  &  A.  375 ;  Graham  v.  Mason  Co.  v.  Cowing  (1882),  105  U.  S.  253 ; 

(1872),  1  0.  G.  609;  Holmes,  88;  6  210.  G.  1277. 
Fisher,  290.  That  profits  are  to  be  allowed  though 

That  where  part  of  the  selling  price  the  defendant  has  improved  the  shape 

was  due  to  other  matter  than  the  plain-  and  effectiveness  of  the  device,  see  Gm- 

tiff's  invention,  and  he  was  allowed  the  ham  v.  Mason  (1872),  1  0*0.  609; 

whole  profits,   the  cost  of  this  other  Holmes,  88 ;  5  Fisher,  290. 
matter  must  be  deducted,  see  Steam         That  the  invention  being  a  unit,  the 

Stone  Cutter  Co.  v.  Windsor  Mfg.  Co.  profits  of  the  monopoly  cannot  be  di- 

(1879),  17  Blatch.  24 ;  4  Bann.  &  A.  vided  among  its  parts  arbitrarily,  see 

445.  Livingston  v,  Jones  (1861),  2  Fisher, 

That  on  a  patent  for  a  combination  207  ;  8  Wall.  Jr.  830. 
only  the  profits  on  the  exact  new  fea-         That  profits  due  to  an  element  not 

tures  of  the  invention  can  be  recovered,  patented,  which  enters  into  the  oompo- 

see  Ingels  v.  Mast  (1875),  7  O.  G.  886  ;  sition  of  patented  articles,  are  aometimei 

1  Flippin,  424;  2  Bann.  &  A.  24.  allowed,  see  Bubber  Co.  9.  Goodyear 

That  profito  on  the  device  alone,  as  (1869),  9  Wall  78S. 
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damages  and  future  prohibition.  But  this  rule  leaves  the 
plaintiff  in  no  worse  position  than  he  would  have  occupied 
at  law,  and  equity  does  not  aim  to  give  a  higher  compensa- 
tion than  the  law,  although  its  methods  of  procedure  often 
so  result. 

§  1I41.  Ck>mpntation  of  Profits  where  the  Infringement  Conalste 
in  Selling  Artidee  in  which  the  Patented  Invention 
is  Bmbraoed  and  Inoreasee  the  Number  and  Amount 
of  Bales. 

Where  the  presence  of  the  patented  invention,  though 
adding  nothing  to  the  profits  of  the  defendant  on  a  single 
article,  increases  the  number  of  his  sales,  and  thus  augments 
the  gains  which  he  derives  from  the  manufacture  and  sale  of 
the  articles  as  a  whole,  another  mode  of  computation  must 
be  followed.  Here  it  is  evident  that  all  the  profits  on  those 
articles,  which  would  not  have  been  sold  had  they  not  con- 
tained the  patented  invention,  ai*e  due  to  the  infringement ;  ^ 
and  if  these  >  articles  can  be  separated  from  the  rest,  their 
profits  can  be  ascertained  by  deducting  the  cost  of  manufac- 
ture from  the  price  received.  In  many  cases  this  separation 
may  be  impossible,  and  if  so,  no  profits  can  be  computed  or 
recovered.  But  where  the  introduction  of  the  patented  inven- 
tion into  the  article  makes  it  available  for  new  uses  and  m 
new  lines  of  business,  those  whose  market  has  depended  on 
the  presence  of  the  patented  invention  are  easily  distin- 
guishable from  those  which  might  as  readily  have  been  sold 
without  it,  and  the  estimate  of  profits  due  to  the  invention 
can  be  as  accurately  and  intelligibly  made  as  if  the  entire 
article  were  covered  by  the  patent. 

§  1142.  Computation  of  Profits  where  the  Infringement  Consists 
in  Belling  Articles  whioh  Xhnbrace  the  Patented  In- 
vention, and  thenoe  Derive  their  ZSntire  Market  Value. 

Where  the  article,  though  embracing  other  features  than 
those  covered  by  the  patent,  so  far  derives  its  marketability 

§  1141.  1  That  where  no  sale  would    sale  and  conseqneDt  profit  are  due  to  the 
take  place  were  not  the  patented  inven-    invention,  see  §  1142  and  notes,  post. 
tioD  incorporated  in  the  article  sold,  the 
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from  the  presence  of  the  invention  that  articles  from  which 
it  is  absent  would  be  totally  unsalable,  the  entire  profit  on 

the  sales  must  be  attributed  to  tlie  infringement.^    This  may 

§1142.  1  In  Gould's  Mfg.  Co.  v^  Cow-  ket"    21  O.  G.  1277  (1278);  11  Fed. 

ing  (1882),  105  U.  S.  258,  Waite,  C.  J.:  Bop.  447  (447). 

(255)  *'  The  rule  applicable  to  this  In  Whitney  v.  Mowiy  (1886),  4 
class  of  cases  was  well  stated  by  Mr.  Fisher,  141,  Swayne,  J.:  (145)  *'Batit 
Justice  Strong,  speaking  for  the  whole  would  seem  to  be  very  clear  that  if  a 
court,  in  Mo  wry  v.  Whitney  (14  Wall,  party  invents  a  machine,  or  anything 
620).  The  subject-matter  of  that  suit  else,  that  is  perfectly  valueless,  having 
was  a  patent  for  an  improvement  in  the  no  salable  commercial  value,  and  which 
process  of  manufacturing  car-wheels,  in  every  other  respect  is  worthless  be- 
and  in  respect  to  the  profits  resulting  cause  he  cannot  sell  it,  and  then  use  in 
to  an  infringer  from  the  use  of  the  pa-  connection  with  that  machine  or  struc- 
tented  process  it  was  said,  p.  651 :  '  The  tune,  or  article,  whatever  it  may  be,  the 
question  to  be  determined  ...  is,  what  invention  of  another,  no  matter  how 
advantage  did  the  defendant  derive  slight  that  invention  may  be,  which 
from  using  the  complainant's  invention  gives  it  its  entire  market  valne,  it  would 
over  what  he  had  in  using  other  pro-  seem  at  first  view  that  the  amount  to 
cesses  then  open  to  the  public,  and  ade-  be  recovered  should  be  the  entire  amount 
quate  to  enable  him  to  obtain  an  equally  of  profit,  because  there  is  a  proximate, 
beneficial  result.  The  fruits  of  that  ad-  inseparable  connection  between  the  old 
vantage  are  his  profits.'  It  does  not  or  useless  article  sold  by  means  of  the 
necessarily  follow  from  this  that  where  new  invention  which  could  not  have 
the  patent  is  for  one  of  the  constituent  been  sold  otherwise.  In  the  case  of  a 
parts  and  not  for  the  whole  of  a  ijoa-  close  monopoly,  there  is  a  profit  made 
chine,  the  profits  are  to  be  confined  to  which,  it  would  seem,  at  first  view,  is 
what  can  be  made  by  the  manufacture  entirely  due  to  the  infringement  of  the 
and  sale  of  the  patented  part  separately,  patent  right  of  another ;  and  it  would 
If  without  the  improvements  a  machine  seem  that  the  infringer  ought  not  to  be 
adapted  to  the  same  uses  can  be  made  pennitted  to  say,  under  such  circum- 
which  will  be  valuable  in  the  market  stances,  that  there  should  be  an  appor- 
and  salable,  then,  as  was  further  said  tionment  of  the  profits.  But,  on  the 
in  that  case,  the  inquiry  is  '  what  was  other  hand,  take  the  case  for  instance 
the  advantage  in  cost,  in  skill  required,  of  a  railroad  car,  or  anything  else,  the 
in  convenience  of  operation,  or  market-  making  of  which  involves  a  large  ex* 
ability,'  gained  by  the  use  of  the  paV  penditure  of  money ;  and  then  by  the 
ented  improvement  f  If  the  improve-  application  of  the  invention  of  another^ 
ment  is  required  to  adapt  the  machine  slight  and  trifling  in  its  character,  of 
to  a  particular  use,  and  there  is  no  very  little  cost,  of  no  value  except  in 
other  way  open  to  the  public  of  supply-  connection  with  that  structure,  the  ap- 
ing the  demand  for  that  use,  then  it  is  plication  of  that  slight  improvement  is 
clear  the  infringer  has  by  his  infringe-  aufficient  to  turn  the  scale  in  the  market 
ment  secured  the  advantage  of  a  market  so  that  nobody  will  buy  the  article  ex- 
he  would  not  otherwise  have  had,  and  cept  in  connection  with  the  patented 
that  the  fruits  of  this  advantage  are  the  invention.  Suppose,  in  further  illustra* 
entire  profits  he  has  made  in  that  mar-  tion  of  this  view  of  the  subject,  it  be  a 

§1142 
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occur  where  an  article  previouslj  in  demand  has  been  wholly 
superseded  in  the  market  by  the  same  article  containing  a 
patented  improvement.  The  ori^nal  still  preserves  its  for- 
mer utility,  and  if  marketable  might  become  a  source  of 
profit  to  the  seller.  But  if  unsalable  without  the  patented 
improvement  no  profit  could  arise,  since  in  this  form  of  in- 
fringement  profits  are  the  fruit  of  sales,  not  of  utility,  and^ 
therefore,  when  made  salable  by  the  incorporation  of  the 
patented  improvement,  it  is  to  this  that  both  the  sales  and 
profits  are  due.  Hence,  in  these  cases,  though  with  some 
hesitation  on  the  part  of  certain  judges,  the  entire  profits 
on  the  sales  are  awarded  to  the  plaintiff,  notwithstanding 
the  intrinsic  value  of  the  original  invention,  or  its  present 
usefulness  to  any  one  who  might  wish  to  employ  it' 

railroad  car,  the  cost  of  which  is  thou-  R.  R.  Co.  (1882),  106  U.  S.  189;  21 
sands  of  dollars,  and  some  little  inven-  O.  G.  1112;  Zane  v.  Peck  Brothers 
tion  is  made  in  regard  to  the  interior  (1882),  28  0.  G.  191 ;  IS  Fed.  Rep.  475. 
structure  of  the  car  or  in  its  omamenta-  That  where  the  entire  market  value 
tiou,  which  is  patentable  under  the  act  of  a  device  depends  on  its  infringing 
of  1861,  yet  the  slight,  the  simple  thing  features,  the  profits  are  found  by  corn- 
is  such  as  to  strike  the  public  taste  and  paring  the  profits  made  by  this  device 
judgment,  and  have  such  an  effect  in  with  those  made  by  one  not  having  the 
the  commercial  world  that  nobody  will  infringing  features,  see  Garretson  v. 
buy  the  article  without  that  invention  ;  Clark  (1879),  16  O.  G.  806  ;  4  Bann. 
yet  it  would  seem  to  be  a  pretty  hard  &  A.  686. 

measure  of  justice  in  a  court  of  equity         *  In  reference  to  this  point  market 

to  say  that  the  entire  profits  made  on  value  must  not  be  confounded  with  sal- 

that  large  article  should  go  into  the  ability.    Market  value  is  the  price  com- 

pockets  of  the  inventor  and  patentee  of  manded  by  the  article  in  open  market, 

this  small  thing,  which  had  been  used  Salability  may  aid  in  fixing  this  price, 

without  license  or  authority  in  connec-  and  may  determine  what  amount  of  pro- 

tion  with  it."  fits  may  be  derived  from  each  sale  and 

Further,  that  where  the  plaintiff's  from  all  sales  collectively.    In  infringe* 

device  gives  its  entire  value  to  the  de-  ments  which  consist  in  making  and 

fendant's  article,  the  profits  of  the  en-  selling  infringing  articles  all  sales,  and 

tire  article  are  to  be  accounted  for,  see  consequently  all  profits  on  sales,  may 

Hurlburt    «.    Schillinger  (1889),    180  depend  upon  the  presence  of  the  pa- 

U.  S.  466 ;  Callahan  v.  Myers  (1888),  tented  feature,  however  slight  in  itself 

128  U.S.  617;  Fifield  v.  Whittemore  the  advantage  thereby  conferred.    In 

(1888),  33  Fed.  Rep.  836  ;  Welling  v.  the  case  of  the  railway  car,  used  as  an 

La  Ban  (1888),  48  0.  G.  115  ;  Fay  v,  illustration  in  Mowiy  p.  Whitney,  avUe^ 

Allen  (1887),  30  Fed.  Rep.  446  ;  Reed  if  the  railway  car  were  unsalable  with- 

V.  Lawrence  (1886),  29  Fed.  Rep.  915;  out  the  patented  improvement,  the  sale 

Root  V.  Lake  Shore  &  Mich.  Southern  itself,  the  price  received,  and  the  differ* 

1142 
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§  1143.   BardMd  of  Proof  Conoemlng  the  Amoant  of  Profiti  Ro« 
snlUng  from  Infringing  Bales. 

The  burden  of  proof  concerning  the  receipt  of  profits  bj 
thev  defendant  from  the  sale  of  the  patented  invention,  and 
also  concerning  their  precise  amount,  devolves  upon  the  plain- 
tiff.^ While  the  defendant  may  be  subjected  to  examination 
before  the  master,  and  while  his  books  may  be  inspected  and 
every  other  available  method  of  investigation  be  pursued,  it 
is  still  for  the  plaintiff  to  show  by  a  preponderance  of  testi- 
mony the  exact  sum  for  which  the  defendant  is  accountable.* 
Profits  are  ascertained  by  computation,  and  computation  re- 
quires certain  data  to  which  arithmetical  processes  may  be 
applied  with  definite  and  invariable  results.  These  are  not 
a  matter  of  speculation,  or  of  compromise,  or  of  arbitrary 
adjustment.'    The  price  received  for  the  patented  invention 

ence  between  price  and  cost,  would  all  linger  v.  Gunther  (1878),  14  0.  G.  713  ; 

be  directly  attributable  to  the  presence  15  Blatch.  303  ;  8  Bann.  &  A.  491. 

of  the  patented  improvement,  and  the  That  every  intendment  is  against  a 

profits  would  properly  be  accounted  for  wilful  infringer  and  the  plaintiff's  proof 

to  the  patentee.     This  is  the  result  of  loss  should  be  liberally  construed  in 

which  would  be  reached  in  an  action  at  his  favor,  see  Bigelow  Carpet  Co.  v. 

law,  if  it  were  shown  that  the  cars  made  Dobson  (1882),  15  Phila.  476 ;  10  Fed. 

and  sold  by  the  defendant  would  have  Bep.  385  ;  21  0.  G.  1200. 

been  sold  by  the  plaintiff^  the  profits  *  That  the  evidence  must  show  the 

of  the  sale  being  in  that  case  the  meas-  amount  of  profits  and  not  Jeave  them 

ure  of  the  plaintiff's  damages ;  and  that  open  to  conjecture,  see  Ingersoll  v.  Mus- 

the  same  is  true  in  equity  on  an  ac-  grove  (1878),  18  0.  G.  966 ;  14  Blatch. 

count  of  profits  seems  certain,  notwith-  541 ;  3  Bann.  &  A.  304. 

standing   the   doubts  of   the   learned  That  the  right  to  recover  profits  rests 

judge.  on  the  principle  that  the  defendant, 

§  1143.  ^  That  the  burden  of  proof  having  unlawfully  appropriated  benefits 

as  to  the  amount  of  damages  or  profits  belonging  to  the  plaintiff,  is  accountable 

rests  on  the  plaintiff,  see  |  1071  and  for  them,  and  these,  being  ascertainable 

notes,  anU,  by  computation,  do  not  rest  in  the  dis- 

'  That  the  defendant  may  be  ex-  cretion  of  the  court  or  jury,  see  Jenkins 

amined  as  a  witness  and  his  books  in-  v,  Greenwald  (1857),  2  Fisher,  87 ;  1 

spected,  see  Equity  Rule  77  ;  Foote  v.  Bond,  126. 

Silsby  (1856),  3  Blatch.  507.  That  an  arbitrary  award  of  one  half 

That  the  plaintiff  must  afiirmatively  the  net  profits  on  the  whole  article  as 

show  what  profits  are  due  to  his  inven-  due  to  the  plaintiff's  device  is  not  proper, 

tion,  see  Tilghman  v.  Proctor  (1888),  since  the  exact  amount  is  to  be  asoer- 

125  U.  S.  136 ;  43  O.  G.  628 ;  Bell  v.  taiiied  by  computation,  see  Calkins  v. 

U.  S.  Stamping  Co.   (1887),   32  Fed.  Bertrand  (1881),  8  Fed.  Rep.  755 ;  10 

Rep.  549  ;  Garretson  v.  Clark  (1884),  Bissell,  445. 

Ill  IT.  S.  120 ;  27  0.  G.  524 ;  Schil-  That  there  is  no  preemption  that 
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and  the  cost  of  producing  it  are  the  two  factors  which  must 
affirmatively  appear,  that  by  the  subtraction  of  one  from  the 
other  the  profit  may  be  known.  Thus  when  the  article  sold 
is  entirely  covered  by  the  patent,  or  when  though  embracing 
other  features  it  derives  its  marketability  solely  from  the 
presence  of  the  patented  invention,  the  plaintiff  must  prove 
the  amount  of  the  receipts  and  the  expenditures,  the  differ- 
ence in  that  case  being  the  profit  due  to  the  infringement. 
Where  the  article  would  be  marketable  without  the  patented 
invention,  but  sells  for  a  higher  price  or  is  manufactured  at 
less  cost  when  it  contains  the  features  covered  by  the  patent, 
the  evidence  must  separate  the  patented  invention  from  the 
other  portions  of  the  article,  and  disclose  how  much  of  the 
increased  receipts  or  lessened  cost  arises  from  its  presence, 
and  what  proportion  of  the  profits  on  each  article  is  prop- 
erly attributable  to  its  use.^      When,  in  the  latter  case, 

the  defendant's  peroentago  of  profit  is  lowed,  see  Calkins  v.  Bertrand  (1881), 

the  same  as  that  of  the  plaintiff;  bat  S  Fed.  Bep.  756  ;  10  Bissell,  445. 
the  amount  must  be  specificaUy  shown,         *  In  Ganetson  v.  Clark  (1884),  111 

see  Roemer  v.  Simon  (1887),  81  Fed.  U.S.  120,  Field,  J.:  (121)  '<When  a 

Bep.  41 ;  40  0.  O.  1456.  patent  is  for  an  improvement,  and  not 

That  when  the  profits  cannot  be  de-  for  an  entirely  new  machine  or  contri* 

termined  by  evidence  they  cannot  be  re-  vance,  the  patentee  must  show  in  what 

covered  aa  danuiges,  see  Blake  v.  Green*  particulars  his  improvement  has  added 

wood  Cemetery  (1888),  16  Fed.  Rep.  to  the  usefulness  of  the  machine  or  con- 

676 ;  21  Blateh.  222.  trivanoe.     He  must  separate  its  results 

That  profits  are  not  allowed  unless  distinctly  from  those  of  the  other  parts, 

capable  of  measurement,  see  Locomo-  so  that  the  benefits  derived  from  it  may 

tive  Safety  Truck  Co.  v.  Pennsylvania  be  distinctly  seen  and  appreciated.   The 

R.  B.  Co.  (1880),  2  Fed.  Bep.  677;  5  rule  on  this  head  is  aptly  stated  by  Mr. 

Bann.  k  A.  514  ;  14  Phila.  432.  Justice  Blatchford  in  the  court  below. 

That  royalties  paid  by  the  defendant  *  The  patentee,'  he  says,  '  must  in  every 
or  others  do  not  afibrd  a  measure  of  case  give  evidence  tending  to  separate 
profits,  see  Tilghman  v.  Proctor  (1888),  or  apportion  the  defendant's  profits  and 
125  U.  S.  136  ;  48  0.  G.  628  ;  Wooster  the  patentee's  damages  between  the 
V.  Taylor  (1878),  14  Blateh.  408;  3  patented  feature  and  the  unpatented 
Bann.  &  A.  241 ;  Knox  v.  Great  West-  features,  and  such  evidence  must  be  re- 
em  Quicksilver  Mining  Co.  (1878),  14  liable  and  tangible,  and  not  coxgectural 
O.  G.  897;  6  Sawyer,  480;  4  Bann.  or  speculative;  or  he  must  show,  by 
&  A.  25.  equally  reliable  and    satiBfactory  evi- 

That  if  the  defendant  offers  evidence  dence^  that  the  profits  and  damages  are 

to  show  that  no  profits  were  realized  to  be  calculated  on  the  whole  machine, 

and  the  pLuntiff  does  not  prove  the  for  the  reason  that  the  entire  value  of 

contrary,  only  nominal  damages  are  al-  the  whole  machine,  as  a  marketable  aj> 
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the  relation  between  cost  and  receipts  remains  unchanged 
whether  or  not  the  article  contains  the  patented  inyention, 
and  whatever  benefit  may  have  accrued  to  the  defendant 
from  the  infringement  assumes  the  form  of  an  increase  in 
sales,  the  plaintiff  must  separate  the  sales  due  to  the  pres- 
ence of  his  invention  from  those  which  would  have  taken 
place  without  it,  and  prove  the  amount  of  profits  derived 
by  the  defendant  from  such  separated  sales.  The  evidence 
upon  all  these  points  must  be  direct;  or,  if  circumstantial, 
the  inferences  drawn  therefrom  must  be  conclusive.*  The 
fact  that  an  article  containing  the  patented  invention  practi« 
cally  commands  the  market  does  not  of  itself  show  that  all 
sales  or  profits  are  necessarily  attributable  to  the  infringe- 
ment ;  nor  does  the  fact  that  the  defendant  sold,  at  the  same 

tide,  is  properly  and  legally  attributa-  shape  appeals  only  to  the  taste  throngh 
ble  to  the  patented  feature.' "  27  O.  G.  the  eye,  and  is  often  a  matter  of  e^anes* 
C24  (524).  cent  caprice.  The  article  which  em- 
Farther  that  the  plaintiff  must  prove  bodies  it  is  not  necessarily  or  generaUy 
that  the  entire  profits  of  the  defendant  any  more  serviceable  or  durable  than  an 
are  due  to  his  invention  or  he  must  sepa-  article  for  the  same  use  having  a  differ- 
rate  the  profits  due  thereto  from  all  ent  design  or  pattern.  Approval  of  the 
others,  see  Tuttle  v.  Gaylord  (1886),  28  particular  design  or  pattern  may  very 
Fed.  Kep.  97;  Sd  0.  G.  694  ;  Calkins  well  be  one  motive  for  purchasing  the 
V.  Bertrand  (1881),  8  Fed.  Bep.  755 ;  10  article  containing  it»  but  the  article 
Bissell,  445;  Kirby  V.Armstrong  (1881),  must  have  intrinsic  merits  of  quality 

5  Fed.  Rep.  801 ;  19  0.  G.  661;  10  Bis-  and  structure  to  obtain  a  purchaser, 
sell,  185;  Schillingerv.  Guuther  (1878),  aside  from  the  pattern  or  design;  and 
14  0.  G.  713  ;  15  Blatch.  808;  8  Bann.  to  attribute,  in  law,  the  entire  profit  to 

6  A.  491;  Black  v,  Munson  (1877),  14  the  pattern,  to  the  exclusion  of  the 
Blatch.  265;  2  Bann.  &  A.  623.  other  merits,  unless  it  is  shown  by  evi- 

That  where  the  plaintiff's  device  is  dence  as  a  fact  that  the  profit  ought  to 

an  improvement  he  must  show  what  be  so  attributed,  not  only  violates  the 

proportion  of  the  profits  were  due  to  it  statutory  rules  of  '  actual  damages '  and 

and  to  the  original  device,  or  only  nomi*  of  '  profits  to  be  accounted  for,'  but  con* 

nal  damages  will  be  allowed,  see  Bos-  founds  all  distinctions  between  cauae 

took  V.  Goodrich  (1886),  26  Fed.  Rep.  and  effect."    81  0.  G.  787,  (789).     See 

819;  34  0.  G.  1047.  also  Tomkinson  v.  Willetts  Mfg.   Co. 

As  to  the  application  of  this  rule  to  (1888),  84  Fed.  Rep.  686 ;  Dobson  v, 

the  infringement  of  a  design  patent,  see  Doman  (1886),  118  U.  S.  10 ;  85  0.  G, 

Dobson  V.  Hartford  Carpet  Co.  (1885),  760. 

114  U.  S.  439,  where  Blatchford,  J.,         ^  That  the  evidence  must  afford  all 

says:  (445)  ''The  rule  in  question  is  necessary  data  for  the  computation  and 

even  more  applicable  to  a  patent  for  a  be  direct  and  positive,  see  §  1167  and 

design  than  to  one  for  mechanism.    A  notes,  post, 
design  or  pattern  in  ornamentation  or 
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profit,  articles  from  which  the  patented  elements  were  absent, 
determine  that  no  portion  of  the  profit  on  the  infringing 
article  was  due  to  the  unlawful  use  of  the  invention.®  The 
burden  thus  imposed  upon  the  plaintiff  may  be  difficult  to 
bear,  and  may  involve  a  tedious  research  and  considerable 
expense  without  available  results,  but  no  other  rule  would  be 
just  to  the  defendant,  or  tend  in  any  manner  to  protect  the 
equitable  rights  of  either  party.  And  since  the  power  to 
award  damages  has  been  conferred  on  courts  of  equity,  all 
the  redress  obtainable  in  any  forum  by  the  plaintiff  can  be 
afforded  him,  although  he  fails  to  make  his  claim  to  profits 
good. 

■ 

§  1144.  Computation  of  Profits  where  the  Infringement  Consista 
in  the  Use,  or  Manufacture  and  ITae,  of  the  Patented 
Invention. 

In  the  second  class  of  cases,  where  the  infringing  act  con- 
sists in  the  unlawful  use,  or  making  and  use,  of  the  patented 
invention,  the  data  for  computation  are  less  capable  of  defi- 
nite ascertainment.  The  cost  of  using  the  invention  may 
present  little  difficulty,  but  the  benefit  derived  from  its  em- 
ployment rarely  assumes  the  form  of  a  specific  sum  of  money, 
like  the  price  received  for  an  article  sold,  and  hence  requires 
the  application  of  different  and  more  complicated  rules  for  its 
detection.  The  benefit  derived  from  the  use  of  any  art  or 
instrument  may  manifest  itself  either  in  the  increase  of  di- 
rect pecuniary  receipts,  or  in  the  decrease  of  expenses.  A 
process  or  machine  whose  products,  though  entailing  the 
same  cost  of  manufacture  on  the  maker,  command  a  higher 
price,  confers  upon  its  user  an  advantage  measured  by  the 
increment  of  price  received.     An  art  or  article  whose  use 

*  That  the  fact  that  the  machine.         That  if  the  defendant  sold  the  in- 

with  the  improvements,  commands  the  fringing  device  at  a  profit  it  is  not 

market  does  not  show  that  all  the  prof-  affected  by  the  fact  that  he  sold  other 

its  are  dne  to  the  improvement,   see  non-infringing  devices  at  the  same  profit, 

Garretson  v.  Clark  (1878),  14  0.  6.  485  ;  as  each  stands  by  itself,  see  Simpson  v, 

15  Blatch.  70;   8  Bann.   &  A.  852;  Davis  (1884),  22  Fed.  Rep.   444;   22 

Gonld*s  Mfg.  Co.  v.  Cowing  (1877),  12  Blatch.  118. 
0.  6.  942 ;  14  Blatch.  815;  3  Bans. 
k  A.  75. 
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results  in  lessening  the  expenses  of  a  business,  without  in- 
creasing its  receipts,  is  profitable  to  its  employer  in  proportion 
to  the  saving  it  involves.  Thus  the  profits  from  the  unlaw- 
ful use  of  a  patented  invention  may  assume  different  forms 
according  to  the  nature  of  the  invention  and  the  circum- 
stances under  which  it  is  used,  and  consist  either  in  direct 
gains,  or  in  savings,  or  in  both  together. 

§  1145.  Computation  of  Profits  whore  tha  Infringement  ConsistB 
in  the  Use,  or  Manufacture  and  Usei  of  the  Patented 
Invention :  Reoeipta  and  Savinga  Taken  as  the  Min- 
uend. 

In  computing  the  profits  derived  from  the  unlawful  use  of 
a  patented  invention,  the  entire  amount  received  or  saved  by 
the  defendant  cannot  be  taken  as  one  factor  of  the  problem, 
except  in  a  few  peculiar  cases.  If  the  defendant  is  paid  a 
definite  sum  for  using  the  invention,  or  if  the  product  which 
he  makes  and  sells  can  be  produced  only  by  the  infringing 
process  or  machine,  or  if  the  saving  in  expense  can  be  ac- 
complished neither  in  the  whole  nor  in  part  by  any  other 
method,  then  may  the  total  receipts  for  the  use  of  the  inven- 
tion or  the  sale  of  .its  products,  or  the  total  savings,  be  taken 
as  the  minuend,  from  which  the  cost,  being  deducted  the  re- 
mainder may  be  properly  regarded  as  the  profit  due  to  the 
infringement.^  But,  under  the  present  doctrine  of  our  courts 
upon  this  subject,  where  the  product  is  producible  by  other 
means,  or  the  saving  might  entirely  or  in  part  result  from  the 
use  of  other  arts  or  instruments,  the  advantage  derived  by  the 
defendant  from  the  unlawful  use  of  the  patented  invention 
cannot  be  measured  by  the  difference  between  the  gross 
amount  of  his  receipts  or  savings  and  his  expenses.  The 
value  of  the  use  of  an  invention  is  held  to  be  the  value  of  the 
use  of  that  new  idea  of  means  which  the  inventor  has  em- 
bodied and  expressed  in  his  article  or  process,  and  to  which 
only  the  protection  of  his  patent  is  extended,  since  whatever 
inventions  exist  in  the  arts,  open  to  the  public  at  the  date 

§  1145.  ^  That  when  the  article  can    see  Mulford  v.  Pearce  (1877),  11  0.  G. 
be  made  only  by  the  patented  process    741;  14  Blatch.  141 ;  2  Bann.  &  A.  542. 
the  entire  profits  belong  to  the  patentee. 
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of  his  inventive  act,  maj  be  employed  by  all,  and  to  the  whole 
community  thus  belongs  already  the  entire  benefit  derivable 
from  their  unrestricted  use.  When  any  new  invention  is  per- 
fected, therefore,  the  benefit  that  it  confers  on  its  employer 
consists  not  of  the  whole  advantage  flowing  from  its  use,  but 
of  the  advantage  it  affords  in  excess  of  that  obtainable  by 
other  means  which  have  been  previously  bestowed  upon  the 
public.^  Upon  this  doctrine  rests  the  rule  that  where  the 
defendant's  savings  or  receipts  could  have  been  secured,  to 
any  extent,  by  the  use  of  arts  or  articles  which  were  open  to 
the  public  at  the  date  of  the  invention  covered  by  the  patent, 
the  proportion  of  such  savings  or  receipts  which  may  enter 
into  the  computation  of  the  profits  due  to  the  infringement  is 
ascertained  by  deducting  from  their  gross  amount  whatever 
would  have  been  received  or  saved  by  the  employment  of  such 
prior  means.^    In  the  application  of  this  rule  no  attention  is 

*  In  Locomotive  S&fety  Track  Co.  v,  he  may  be  able  to  show  he  has  suffered 

Penna.  R  R.  Co.  (1880),  2  Fed.  Rep.  from  an  infringer,  he  cannot  claim  any 

677,  Strong,  J.:  (679)   "This  rale  is  portion  of  what  has  been  realized  as 

founded  upon  the  soundest  reason.    It  profits  in  any  sense  owing  or  due  to 

is  only  that  which  was  previously  not  him,  for  the  reason  that  the  infringer 

known,  or,  in  other  words,  it  is  only  could  just  as  well  have  obtained  such 

the  addition  to  human  knowledge  and  product  or  result  without  his  aid,  or 

convenience  which  a  patentee  has  made,  the  benefit  of  his  work  or  ideas.' "    14 

that  he  can  be  said  to  own.   The  Patent  Phila.  482  (482) ;  5  Bann.  &  A.  514 

Laws  give  him  an  exclusive  right  to  (516).     But  see  §  1062,  note  7,  anttf 

that  addition,  and  to  the  advantages  re-  where  this  doctrine  is  criticised  and 

suiting  from  it,  and  to  nothing  more,  limited. 

Undoubtedly  it  naay  be  a  benefit  to  the  *  That  the  profits  derived  from  the 
community  to  have  two  modes  of  doing  use  of  a  patented  invention  are  meas- 
Certain  work  instead  of  one,  both  equally  nred  by  the  advantage  gained  by  the  in- 
economical  and  convenient,  accomplish-  fringer  in  excess  of  what  he  would  have 
ing  the  same  result,  and  each  still  pat-  obtained  by  using  means  already  open 
en  table ;  but,  as  was  well  remarked  by  to  the  public  and  able  to  produce  the 
the  master :  *  Unless  a  patentee  can  same  results,  see  Coupe  v,  Weatherhead 
show  such  an  absolute  advantage  in  the  (1888),  87  Fed.  Eep.  16  ;  McMurray  v. 
use  of  his  patent  over  results  which  Emerson  (1888),  86  Fed.  Rep.  901 ; 
could  be  reached  by  other  processes  in  Shannon  v.  Braner  (1888),  33  Fed.  Rep. 
common  and  unrestricted  use,  thers  has  871 ;  Creamer  v.  Bowers  (1888),  85  Fed. 
been  nothing  really  gained,  no  advance  Rep.  206  ;  Tilghman  o.  Proctor  (1888), 
made  by  his  invention.  In  such  a  case,  125  U.  S.  186  ;  43  0.  O.  628;  Turrill  v. 
though  he  may  maintain  a  monopoly  Illinois  Central  R.  R.  Co.  (1880),  20 
over  his  patented  machine,  process,  or  Fed.  Rep.  912 ;  Knox  v.  Great  Western 
combination,  and  exact  such  damages  as  Quicksilver  Mining  Co,  (1878),  14  0.  G. 

YOL.  III.  —  83 
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paid  to  the  existence  of  other  prior  patented  inventions  which 
the  defendant  had  or  could  have  acquired  the  right  to  use, 
nor  to  any  inventions  subsequent  to  the  one  covered  by  the 
patent,  whether  or  not  they  have  been  patented.  The  plain* 
tifiTs  patent,  if  valid,  secures  to  him  the  exclusive  use  of  his 
invention,  and  those  who  use  it  without  right  cannot  defend 
nor  palliate  nor  in  any  wise  escape  the  consequences  of  their 
unlawful  acts  upon  the  ground  that  they  might,  with  equal 
advantage  to  themselves,  have  violated  the  rights  of  others, 
or  have  obtained  other  privileges  under  different  patents,  or 
have  availed  themselves  of  subsequent  inventions.^    Having 

897;  6  Sawyer,  480  ;  4  Bann.  &  A.  25  ;  of  a  prior  pateotee  without  liability  to 

Mere  V.  CoDOTer(1876),  11  0.  G.  1111 ;  the  latter  for  profits,  provided  he  shows 

Irigels  V.  Mast  (1875),  7  0.  G.  886  ;  1  that  had  he  used  his  own  inventiou  he 

Flippin,  424  ;  2  Bann.  &  A.  24  ;  Black  would  have  accomplished  the  same  or 

t;.  Thoni  (1874),  7  0.  G.  176 ;  12  Blatch.  better  results  at  the  same  or  less  cost 

20  ;  1  Bann.  k  A.  155  ;  Turrill  v.  llli-  I  do  not  believe  such  to  be  the  law,  al- 

nois  Central  B.  R.  Go.  (1873),  5  Bissell,  though  in  several  cases  cited  by  counsel 

844;  Mowry  v,  Whitney  (1872),  14  Wall,  there  are  general  expressions  which  seem 

620;  5  Fisher,  494 ;  1  0.  G.  492.  to  sustain  that  view.     But,  after  close 

That  no  profits  are  recoverable  where  study  of  those  cases,  I  am  of  opinion 

other  methods  in  common  use  produce  that  in  no  one  of  them  was  the  precise 

the  same  results  with  equal  facility,  see  point  now  under  consideration  in  the 

Black  V.  Thorn  (1884),  111  U.  8.  122;  mind  of  the  court,  or  necessarily  in- 

27  0.  G.  415.  volved  in  the  decision." 

«  In  Turrill  v.  Illinois  Central  R  R.  In  Herring  v.  Gage  (1878),  15  Blatch. 
Co.  (1883),  20  Fed.  Rep.  912,  Harlan,  124,  Wallace,  J.  :  (128)  '*In  settling 
J. :  (914)  ''If  the  position  of  defend-  an  account  between  a  patentee  and  an 
ants'  counsel  be  tenable,  a  prior  patent  infringer,  the  real  inquiry  is  :  What  la 
may  be  practically  destroyed,  and  the  the  advantage  which  the  infringer  has 
dwner  deprived  of  all  profits  arising  derived  from  his  use  of  the  invention ! 
therefrom,  by  obtaining  from  a  junior  If  he  has  derived  a  profit  attributable 
patentee  a  license  to  use  his  invention,  directly  to  the  employment  of  the  inven- 
If  the  latter  be  equally  useful  with  the  tion,  that  profit  belongs  to  the  patentee 
former,  the  claim  of  the  prior  patentee  and  is  the  measure  of  his  recovery, 
for  profits  realized  from  the  actual  use  Here  the  defendants  saved  a  considera- 
of  his  invention  by  an  infringer  can  al-  ble  quantity  of  flour  by  the  use  of  the 
ways  be  defeated  by  showing  that  the  complainants'  property,  which,  untQ 
infringer  was  at  liberty  to  use,  although  they  used  it,  had  been  lost  Their  gain 
he  did  not  use,  the  subsequent  inven-  is  directly  traceable  to  the  use  of  the 
tion,  and  might  have  made  thereby  the  invention.  How  is  it  important  to  as- 
same  or  greater  profits  at  less  cost.  In-  certain  what  they  might  have  saved,  if, 
deed,  upon  the  principle  or  theory  as-  instead  of  using  the  complainants'  prop- 
serted  by  defendants'  counsel,  the  junior  erty  they  had  used  some  other  device  I 
patentee  may  himself  use  the  invention  How  are  they  in  a  better  position  than 
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voluntarily  selected  bis  invention  as  their  method  of  procuring 
receipts  or  effecting  savings,  they  are  accountable  for  what- 
ever savings  or  receipts  are  due  to  its  employment,  though 
other  means  which  might  by  wrong  or  by  right  have  been  ac- 
quired would  have  resulted  in  an  equal  or  a  greater  benefit. 

§  1146.  Computatloii  of  Profits  where  the  Infringement  Consists 
in  the  Use,  or  Mannfactnre  and  Use,  of  the  Patented 
Invention :  Actual  Receipts  and  Savings  Alone  Re- 
garded. 

Into  this  factor  of  the  computation,  moreover,  no  element 
can  enter  unless  it  has  been  actually  saved  or  received  by  the 
defendant,  either  in  money  or  in  some  form  of  property  or 

they  would  be  if  there  had  been  a  differ-  as  a  trustee,  and  as  snch,  required  to 
ent  device  which  was  patented,  and  they  account  for  the  proBts  actually  made  by 
had  acquired  the  right  to  use  it  from  the  use  of  the  patentee's  property.  It 
the  patentee,  but^  instead  of  using  it,  would  be  a  novel  jdefence  to  permit  a 
saw  fit  to  employ  the  complainants*  de-  trustee  who  has  made  a  profit  by  the 
▼ice  ?  Mowry  v.  Whitney  was  a  case  use  of  the  money  or  property  of  his 
where  the  entire  profit  of  the  manufac-  eeatui  que  trtist,  to  show  that  he  would 
ture  of  an  article  made  by  the  patented  have  made  an  equal  profit  if  he  had 
process  was  given  upon,  an  accounting,  used  the  money  or  property  of  a  third 
when  that  profit  was  largely  due  not  to  person,  or  if  he  had  used  his  own  money 
the  advantage  derived  from  the  patented  or  property.  It  was  quite  unnecessary, 
process,  but  from  that  of  other  processes  in  my  judgment,  to  enter  into  any  in- 
actually  used  by  the  manufacturer,  and  vestigation  of  the  savings  which  the 
which  he  had  the  right  to  use;  and  defendants  might  have  realized  if  they 
what  was  said  in  that  case,  pertinent  to  had  used  some  other  than  the  complain- 
Buch  a  state  of  facts,  is  not  to  be  as-  ants'  device,  and  the  exception  to  the 
Bumed  as  the  enunciation  of  the  rule  master's  finding  upon  the  question  can- 
where  the  profit  has  been  made  directly  not  avail  the  defendants."  8  Bann.  & 
by  the  use  of  the  patentee's  device.  A.  896  (400).  See  also  Burdett  v,  Estey 
Such  a  rule  would  impose  an  extraordi-  (1880),  8  Fed.  Rep.  566  ;  19  Blatch.  1; 
nary  burden  upon  a  patentee,  because  it  6  Bann.  &  A.  808  ;  Knox  v.  Great  West- 
would  require  him,  when  seeking  for  re-  em  Quicksilver  Mining  Co.  (1878),  14 
d.ess»  to  explore  the  whole  realm  of  O.  G.  897  ;  6  Sawyer,  430  ;  4  Bann.  &  A. 
practical  and  theoretical  mechanism,  25  ;  American  Nicholson  Pavement  Co. 
to  ascertain  and  demonstrate  that  what  v.  City  of  Elizabeth  (1874),  6  O.  6.  764  ; 
was  realized  by  the  wrongful  appropria-  1  Bann.  It  A.  489. 
tion  of  his  invention  could  not  have  That  the  fact  that  an  equally  useful 
been  made  by  the  use  of  any  other  de-  invention  might  have  been  obtained  at 
vice  or  substitute  which  the  infringer  a  less  royalty  may  be  considered,  see 
mi^ht  have  employed.  The  infringer  is,  Ingels  v.  Mast  (1875),  7  O.  G.  886 ;  I 
at  the  election  of  the  patentee,  treated  Flippin,  424  ;  2  Bann.  &  A.  24. 
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service  which  has  a  definite  ascertainable  money  yalue.^ 
What  the  defendant  might  have  gained  or  saved  by  greater 
skill  or  diligence  in  the  use  of  the  invention,  or  with  larger 
capital  at  his  command,  or  if  he  had  collected  all  his  debts, 
is  immaterial.^  Equally  unimportant  is  the  fact  that  he  en* 
joyed  benefits  of  which  no  pecuniary  estimate  is  possible,  such 
as  an  increase  in  his  physical  comfort  or  his  intellectual 
acquisitions.^    These  savings  and  receipts  must  also  be  di- 

§  1146.  1  In  Vaaghan  v.  Central  Pa*  money  bat  in  general  advantage,  and 

cific  R.  R.  Co.,  (1877),  4  Sawyer,  280,  most  be  compensated  for  in  an  estimated 

Sawyer,  J.  :   (282)    *'But  in  order  to  sum,  a  bill  for  account  is  not  proper, 

maintain  a  suit  in  equity  for  an  account  but  tbe  remedy  is  at  law,  see  Sayles  r. 

of  profits,  thera  must  be  actual  profits  Richmond,  Fredericksburg,  &  Potomac 

resulting  to  the  infringer  susceptible  of  R.  R.  Co.   (1879),  8  Hughes,  172 ;  4 

computation  or  estimation,  of  which  the  Bann.  &  A.  239  ;  16  O.  G.  43. 

patentee  could  be  deprived  and  with  *  That  the  exact  profits  or  savings, 

which  the  infringer  can  be  charged  as  as  the  defendant  actuaUy  used  the  in- 

trustee.    If  from  the  character  of  the  in-  vention,  are  to  be  accounted  for,  see 

vention  there  can  be  nothing  in  the  na*  Williams  v.  Rome,  Watertown,  &  Og* 

ture  of  profits  of  which  the  patentee  can  densburgh  R.  R.  Co.  (1880),  17  O.  G. 

be  deprived,  there  is  no  basis  for  charg*  1447  ;  18  Blatch.  181;  2  Fed.  Rep.  702; 

ing  the  infringer  with  receiving  profits  5  Bann.  &  A.  423. 

for  his  benefit,  and  nothing  for  which  he  That  where  the  profit  consists  in  sav- 

can  be  called  upon  to  account.    As  the  ing  time,  the  question  is  not  how  much 

defendant's  counsel  well  observe,  if  onjB  might  have  been  saved  but  how  much 

should  invent  and  patent  a  more  com-  was  saved,  see  Munson  v.  City  of  New 

Ibrtable  bed  than  any  heretofore  exist-  York  (1883),   16  Fed.   Rep.  560 ;   21 

ing,  and  another  should  infringe  the  Blatch.  842. 

patent  by  using  it,  the  use  of  the  bed  That  profits  are  to  be  based  on  the 
might  well  be  more  agreeable,  and  afford  actual  production  of  the  defendant's  in- 
greater  comfort  and  satisfaction  to  the  fringing  articles,  not  on  their  productive 
Infringer  than  any  other ;  yet  it  would  capacity,  see  Webster  v.  New  Brunswick 
be  absurd  to  say  that  he  derived  any  Carpet  Co.  (1875),  9  0.  G.  203;  2  Bann. 
pecuniary  profits  from  its  mere  use  with  &  A.  67. 

which  he  could  be  charged  as  the  trus-  That  no  profits  are  recoverable  where 
tee  of  the  holder  of  the  patent ;  or  that  the  defendant  through  his  unskilfulness 
there  is  any  basis  of  profits  in  the  legal  or  unbusiness-like  habits  made  none, 
sense  of  the  term  for  which  he  could  be  see  Conover  v.  Mers  (1873),  6  Fisher, 
called  upon  in  a  court  of  equity  to  ac-  506  ;  11  Blatch.  197. 
count.  It  would  be  impossible  to  predi-  That  no  profits  should  be  cbaiged  on 
cate  profits  in  any  just  sense  upon  such  work  for  which  the  defendants  cannot 
an  infringement.  It  could  furnish  no  collect  their  pay,  see  American  Nichol- 
element  for  the  basis  of  an  account,  son  Pavement  Co.  v.  City  of  Elizabeth 
The  same  is  true  of  many  inventions."  (1874),  6  0.  G.  764  ;  1  Bann.  &  A.  439. 
3  Bann.  It  A.  27  (29).  *  That  an  increase  in  comfort  or  con- 
That  where  the  profits  are  not  in  renience  is  not  a  profit,  see  Vaughn  v. 
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rectly  traceable  to  the  employment  of  the  patented  invention, 
excluding  all  contingent  or  remote  advantages  whose  de- 
pendence upon  the  infringing  act  is  open  to  a  reasonable 
doubt,  and,  therefore,  may  be  due  to  other  causes.^ 

§  1147.  Computation  of  Profits  where  the  Infringement  ConslBte 
in  the  Use,  or  Manulkotiire  and  Use,  of  the  Patented 
InTention:  Ascertainment  of  Receipts  from  the  Tin* 
lawful  Use  of  the  Invention. 

In  estimating  the  proportion  of  receipts  which  are  charge- 
able to  the  defendant  as  the  profits  arising  from  his  use  of 
the  invention,  the  same  general  methods  are  pursued  as  in 
cases  of  unlawful  sales.  Such  receipts  consist  either  of  com- 
pensation paid  to  the  infringer  for  his  use  of  the  invention, 
or  of  prices  obtained  by  him  for  products  made  by  the  in- 
fringing process  or  device.  Where  the  receipts  are  compen- 
sation for  his  unlawful  use  of  the  invention,  their  gross  amount 
less  the  expenses  which  attend  the  use  are  the  profits  due  to 
the  infringement.^    Among  these  expenses  are  to  be  allowed 

Central  Pacific  R.  B.  Go.  (1877),  4  Saw-  those  which  are  remote  and  contingent 

yer,  280 ;  8  Bann.  &  A.  27.  is  recognized  in  Masterton  v.  Mayor  of 

«  In  Piper  v.  Brown  (1878),  8  0.  G.  Brooklyn,  7  HiU,  61,  and  the  Philadel* 

97,  Shepley,  J.  :  (98)  "  Where  profits  phia,  W.  and  B.  RaUroad  v,  Howard, 

are  reco7erable  by  the  owner  of  a  pat-  13  Howard,  807."    Holmes,  196  (197); 

ented  inyention  against  an  infringer,  6  Fisher,  240  (241). 
they  are  snch  profits  or  gains  as  result         That  where  a  large  amount  of  mer- 

directly  or  immediately  from  the  wrong-  chandise  is  withdrawn  from  the  market 

fol  act  of  the  infringer.    Remote  and  by  the.  use  of  the,  patented  process  and 

contingent  profits  or  gains,  depending  the  price  of  the  remainder  is  thereby 

upon  the  result  of  successful  schemes  or  enhanced,  the  effect  is  too  remote  to  be 

investments,  are  never  aUowed.     The  estimated  upon  as  indicating  profits, 

resultant  profits  are,  ordinarily,  best  ar-  see  Piper  v.  Brown  (1878),  8  0.  6.  97  ; 

rived  at  by  determining  the  difference  Holmes,  196  ;  6  Fisher,  240. 
between  the  actual  ascertained  cost  and         §  1147.  ^  The  profits  made  by  the 

the  actual  ascertainaUe  value  to  the  in*  sale  of  an  infringing  article,  and  th« 

fringer,  which  value,  in  case  of  sales  by  profits  made  where  an  exact  sum  is 

him  is  the  price  obtained  or  the  market  received  as  compensation  for  an   in- 

value  of  the  thing  sold.    Profits  contin-  fringing  use,  are  practically  identical  in 

gent  upon  future  bargains  or  specula*-  character  and  in  their  relation  to  the 

tions,  or  future  states  of  the  market,  patented  invention.     In  the  former  the 

are  not  estimated  and  are  not  recovera-  invention  is  used  as  a  means  of  obtain- 

ble.    The  distinction  between  such  prof-  ing  a  compensation  measured  by  the 

its  as  are  direct  and  immediate  and  difference  between  cost  and  receipts,  in 
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the  cost  of  the  infringing  device  or  of  the  materials  consumed 
in  the  process,  the  sums  paid  for  power,  labor,  salaries,  and 
shop-rent,  the  value  of  the  use  of  buildings,  tools,  and  other 
property  necessary  to  the  performance  of  the  infringing  act, 
the  current  running  expenses  of  the  enterprise,  and  the  loss 
by  waste ;  but  not  the  value  of  the  time  and  skill  of  the  in- 
fringer, nor  any  loss  he  may  sustain  in  other  branches  of  his 
business  or  in  other  employments  of  the  patented  invention. 

§  1148.  Computation  of  Profits  whera  the  Infitogement  ConsifltB 
in  the  Usa^  or  Mannfaotnre  and  Usa^  of  tha  Patented 
Invention :  Ascartainmant  of  Raoaipts  from  tha  Sala 
of  Prodnota  made  by  tha  TJnlawful  Uaa  of  tha  In* 
Tantion. 

When  the  receipts  consist  of  prices  obtained  by  the  defend- 
ant for  products  made  by  the  infringing  process  or  device, 
inquiry  must  be  first  directed  to  the  degree  in  which  the 
market  value  of  the  product  depends  on  the  employment  of 
the  patented  invention.  Where  the  complete  product  is  pro- 
duced in  marketable  condition  by  the  infringing  art  or  instru- 
ment, or  where  although  containing  other  elements  its  entire 
market  value  is  derived  from  those  which  have  resulted  from 
the  infringing  process  or  device,  the  total  receipts  are  evi- 
dently due  to  the  unlawful  use  of  the  invention.  But  where 
these  elements  bestow  upon  the  product  a  mere  fraction  of 
its  market  value,  a  division  of  the  price  obtained  for  the 
whole  product  must  be  effected,  in  the  ratio  of  the  market 
values  due  to  these  and  to  the  extraneous  elements,  and  only 
the  amount  attributable  to  the  former  must  be  regarded  as 

the  latter  the  act  of  using  the  invention  the  act  of  ndng  should  be  credited  to 

is  sold  for  a  specific  price.    The  cost  of  him,  and  against  it  should  be  debited 

making  and  marketing  the  article  is  the  the  specific  sum  reoeiyed  for  the  infringe- 

equivalent  of  the  cost  of  performing  the  ment.    (See  1 1189  and  notes,  oii^e,  for 

act  of  using  ;  the  profit  on  the  article  these  items  in  detail.)   The  only  doubt 

sold  is  the  equivalent  of  the  price  re-  attaches  to  Ihe  allowance  of  the  cost  of 

ceived  for  the  infringing  use.    The  rules  the  infringing  deyioe,  which  still  re- 

goveming  the  charges  and  allowances  in  mains  his  property  though  he  is  unable 

the  account  are,  therefore,  the  same,  so  to  employ  it,  and  which  though  an  ex- 

far  as  the  different  methods  of  infringe-  pense  inyolved  in  the  performance  of 

ment  permit.    Whatever  expense  is  in-  the  act  of  using  is  not  one  property 

curred  by  the  defendant  in  performing  chaigeable  against  the  plaintiff. 
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received  from  the  infringement.^  Deducting  from  these  re« 
ceipts  the  expense  of  applying  the  invention  to  the  manu- 
facture of  the  product  and  its  proportion  o£  the  cost  of  mar- 
keting, including  the  rental  of  the  necessary  buildings,  the 
sums  paid  for  machinery,  power,  materials,  wages,  storage, 
freight,  and  commissions,  the  value  of  the  use  of  tools,  re- 
pairs, waste,  and  a  proper  share  of  the  current  expenses  of 
the  business,  the  remainder  constitutes  that  part  of  the  re- 
ceipts which  may  contribute  toward  the  profits  arising  from 
the  use  of  the  invention.^  If  it  appears  at  this  stage  of  the 
computation  that  no  profit  has  accrued  to  the  defendant  which 
can  be  carried  to  the  credit  of  the  patented  invention,  the 
inquiry  into  his  receipts  will  terminate,  unless  the  presence 
of  the  elements  due  to  the  infringing  instrument  or  process 
has  increased  the  sale  of  his  products  to  a  definitely  measur- 
able extent,  in  which  case  all  the  profit  from  such  increment 
of  sales  must  be  attributed  to  the  use  of  the  invention.^  The 
net  amount  received  from  the  unlawful  use  of  the  invention 
having  been  thus  ascertained,  the  present  rule  seems  to  re- 
quire that  a  comparison  next  be  instituted  between  this  net 
amount  and  that  which  would  have  been  received  by  the  de- 

§  1148.  1  That  the  amount    of  the  Gould's  Mfg.   Co.  v.  Cowing  (1874),  1 

profits  due  to  the  use  of  the  precise  in-  Bann.    &  A.   375  ;   8  0.   G.  277  ;  12 

▼ention  in  question  must  be  separated  Blatch.  243;  Graham  v.  Mason  (1872), 

and  distinguished  from  all  others,  see  1  O.  G.  609 ;  Holmes,  88 ;  5  Fisher, 

Faulks  V,  Eamp  (1882),  22  0.  G.  2244  ;  290. 

10  Fed.  Rep.  675  ;  Kirby  v.  Armstrong         That  if  the  plaintiff's  patent  covers 

(1881),  19  0.  G.  661 ;   10  Bissell,  135  ;  all  that  is  meritorious  in  the  device  used 

5  Fed.  Rep.  801  ;  Garretson  v.  Clark  by  the  defendant,  the  plaintiff  should 
(1879),  16  O.  G.  806  ;  4  Bann.  &  A.  recover  all  that  the  defendant  has  made, 
636;  Garretson  v,  Clark  (1878),  14  while  if  other  improvements  contributed 
O.  G.  485  ;  15  Blatch.  70  ;  8  Bann.  &  to  it  an  allowance  must  be  made  for 
A.  852;  Buerk  v,  Imhaeuser  (1876),  them,  seeHnrlburtv.  Schillinger(1889), 
10  0.  G.  907  ;  14  BUtch.  19  ;  2  Bann.  130  U.  S.   456  ;   American  Nicholson 

6  A.  452  ;  Robertson  v.  Blake  (1876),  Pavement  Co.  v.  City  of  Elizabeth 
94  U.  S.  728  ;  11  0.  G.  877.  (1874),  6  0.  G.  764  ;  1  Bann.  &  A.  439. 

That  where  the  invention  is  an  im-  '  For  the  items  allowed  as  the  cost 

provement  the  profits  due  to  it  must  be  of  manufacturing,  see  §  1189  and  notes, 

separated  from  those  due  to  the  original,  arUe, 

see  Kirby  v,  Armstrong  (1881),  19  0.  *  For  the  rules  governing  profits  aris- 

G.  661 ;  10  Bissell,  135 ;  5  Fed.  Rep.  ing  from  an  increase  of  sales,  see  §  1062 

SOI ;  Garretson  V.  Clark  (1878),  14  O.  and  notes,  anie. 

0. 485;  15  Blatch.  70;  8  Bann.  k  A.  852;  , 
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fendant  had  he  employed,  in  place  of  the  infringing  article  or 
art,  some  instroment  or  process  which  was  open  to  the  pub* 
lie  before  the  conception  of  the  patented  invention.^  If  no 
such  open  process  or  device  existed  by  which  the  product 
could  have  been  produced,  the  net  amount,  arrived  at  as 
above  described,  is  chargeable  to  the  defendant  as  a  profit 
for  which  he  must  account  to  the  plaintiff.  But  if  this  open 
process  or  device  would  have  produced  a  product  substan- 
tially  identical  with  that  already  made  and  sold  by  the  de- 
fendant and  having  market  value,  the  difference  between  the 
net  amount  arising  from  the  sale  of  such  a  product  and  the 
net  amount  received  by  the  defendant  indicates  the  profit 
which  he  has  derived  from  the  infringement,  through  the 
sale  of  products  made  by  his  unlawful  use  of  the  invention.^ 

§  1149.  Computation  of  Profits  where  the  Infringement  Conelets 
In  the  Use,  or  Manufacture  and  Use,  of  the  Patented 
Invention :  Ascertainment  of  Savings. 

The  profit  derived  through  savings  is  less  susceptible  of 
direct  computation  than  that  accruing  through  receipts.  A 
saving  in  the  expense  of  manufacturing  and  marketing  a 
product  is  included  in  the  estimate  of  the  profits  resulting  from 
its  sale.^  If  its  cost  and  price  are  equal,  as  the  product  is 
actually  made  and  sold,  a  saving  in  the  cost  is  an  escape  from 
an  amount  of  loss  equivalent  to  the  saving,  and  under  the 
presumption  that  at  all  events  the  product  would  have  been 

*  That  the  infringer  of  a  process  duction  of  cost  is  a  profit,  see  Knox  «. 
must  account  for  the  advantage  derived  Great  Western  Qnicksilver  Mining  Co. 
from  it  over  what  he  would  have  ob-  (1878),  14  0.  0.  897  ;  6  Sawyer,  430 ; 
tained  without  it,  but  not  for  aU  the  4  Bann.  &  A.  25. 

profits  of  the  manufacture,  see  Mowiy        That  savings  in  cost  by  infringement 

r.  Whitney  (1872),    14  Wall  620  ;  1  may  be  recovered  as  profits,  see  Gamp* 

O.  G.  492  ;  5  Fisher,  494.  bell  v,  James  (1880),  18  O.  G.  1111  ; 

See,  also,   as  to  the  same  sulject,  18  Blatch.   92 ;    2  Fed.  Rep.  888 ;    5 

S§  1062,  1145,  and  notes,  ante,  Bann.    &   A.   854  ;    Herring  o.   Gaga 

*  That  the  true  rule  would,  in  this  (1878),  16  Blatch.  124  ;  8  Bann.  It  A. 
case,  give  the  entire  net  amount  of  profit  896;  Tilghman  v.  MitcheU  (1871),  4 
to  the  plaintiff,  unless  the  process  or  Fisher,  599 ;  9  Blatch.  1. 

device  were  a  mere  improvement  on         That  a  saving  is  not  a  profit  nnlest 

the  one  open  to  the  public,  see  §  1062,  it  increases  a  gain  or  diminishes  a  loss, 

note  7,  ante,  see  Bell  v.  U.  S.  Stamping  Co.  (1887), 

§  1149. 1  That  advantage  in  the  re-  82  Fed.  Rep.  549. 
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produced  and  put  upon  the  market,  is  properly  regarded  as 
a  profit.^  But  where  the  business  carried  on  by  the  defendant 
is  of  a  general  character,  consisting  not  in  the  manufacture 
of  specific  products  but  in  service  to  the  public,  and  the 
saving  is  distributed  over  numerous  items  in  the  cost  of  the 
whole  enterprise,  while  it  may  be  perfectly  apparent  that 
the  defendant  has  been  benefited  largely  by  the  use  of  the 
invention,  the  amount  of  his  pecuniary  advantage  may  be 
beyond  the  possibility  of  exact  discovery  or  calculation.  What 
can  be  shown  in  such  cases,  either  by  direct  evidence  or  by 
fair  inference  from  the  nature  of  the  enterprise  and  the  gen* 
eral  effect  of  the  employment  of  the  patented  invention  on 
its  profits  as  a  whole,  to  have  been  saved  by  the  infringement, 
is  to  be  credited  to  the  plaintiff  as  his  profit.  And  where 
the  enterprise  has  been  conducted  at  a  loss,  any  excess  of 
loss  which  would  have  been  incurred  without  the  use  of  the 
infringing  art  or  instrument  is  also  to  be  reckoned  as  a 
profit  and  accounted  for  by  the  defendant.^ 

^  That  profits  are  recoverable  for  the  general  bosiness  be  ever  so  profitable,  if 
improvement  thoagh  the  whole  device  the  use  of  the  invention  has  not  con- 
was  unprofitable,  see  Graham  v.  Mason  tributed  to  the  profits,  none  can  be  re* 
(1872),  5  Fisher,  290;  1  0.  6.  609  ;  covered.  The  same  resnlt  would  seem 
Holmes,  88.  to  follow  where  it  is  impoesible  to  show 

*  In   Elizabeth    v.   Pavement    Co.  the  profitable  effect  of  using  the  inven* 

<1878),  97  U.  S.  126,  Bradley,  J.:  (188)  tion  upon  the  business  resulte  of  the 

*' But  one  thing  maybe  affirmed  with  party  infringing.      It  may   be  added, 

reasonable  confidence,   that  if  an  in-  that  where  no  profits  are  shown  to  have 

fringer  of  a  patent  has  realized  no  profit  accrued,  a  court  of  equity  cannot  give  a 

from  the  use  of  the  invention,  he  cannot  decree  for  profits,  by  way  of  damages, 

be  called  upon  to  respond  for  profits;  or  as  a  punishment  for  the  infringement, 

the  patentee,  in  such  a  case,  is  left  to  (Livingston  v.  Wood  worth,   15  How. 

his  remedy  for  damages.    It  is  also  clear  559. )     But  when  the  entiro  profit  of  a 

that  a  patentee  is  entitled  to  recover  business  or  undertaking  results  from  the 

the  profits  that  have  been  actually  re*  use  of  the  invention,  the  patentee  will 

alized  from  the  use  of  his  invention,  be  entitled  to  recover  the  entire  profits^ 

although,  from  other  causes,  the  general  if  he  elects  that  remedy.     And  in  sucli 

business  of  the  defe^idant,  in  which  the  a  case,  the  defendant  will  not  be  aU 

invention  is  eipployed,  mtty  not  have  lowed  to  diminish  the  show  of  profits 

resulted  in  profits, —  as  where  it  is  shown  by  putting  in  unconscionable  claims  for 

that  the  use  of  his  invention  produced  a  personal    services  or  other  inequitable 

definite  saving  in  the  process  of  a  manu-  deductions.    Rubber  Go.   v.  Goodyear, 

facture.     (Mowry  v.  Whitney,  14  WalL  9  Wall.  788." 

434;   Cawood  Patent,  94  U.  S.  695.)         Further,  that  profits  may  exist  though 

On  the  eontrazy,  though  the  defendant's  the  business  is  generally  unprofitable, 
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§  1150.    Burden  of  Proof  on  the  Plaintiff  to  Bhow  the  Amount 
of  Receipts  or  Bavinga. 

Whether  aii  estimate  of  profits  proceeds  upon  the  basis  of 
receipts  or  sayings,  it  is  the  dutj  of  the  plaintiff  to  establish 
their  existence  and  amount  hj  reliable  and  tangible  proof. 
The  difficulty  in  procuring  testimony  by  which  this  can  be 
done  may  be  insuperable,  but  no  dilemma  of  the  plaintiff 
warrants  the  master  or  the  court  in  arbitrarily  assuming  any 
other  measure  of  the  profits  than  that  which  is  determined 
by  the  evidence.^  Each  stage  of  the  computation  must  be 
reached  by  arithmetical  processes  employing  data  furnished 
by  the  testimony,  and  fixing  that  proportion  of  receipts  or 
savings  which  is  due  to  the  infringing  use  of  the  invention ; 
and  what  the  plaintiff  cannot  thus  disclose  he  cannot  claim 
as  profits.^  The  presumptions  of  law  are,  however,  in  his 
favor  in  all  cases  of  wilful  infringement,  and  the  rule  requir- 
ing  complete  proof  will  npt  be  strained  against  him.  If  from 
the  data  furnished  a  reasonable  calculation  can  be  made,  he 
will  not  be  denied  relief  upon  the  ground  that  a  higher  degree 

866  Tilghman   v.  Proctor  (1888),  125  Biasell,  445;  Kirby  v.  Armstrong  (1881), 

U.  S.  136 ;   48  O.  O.  628 ;    Knox  r.  5  Fed.  Rep.   801 ;  19  O.  O.   661 ;    10 

Great  Western  Quicksilver  Mining  C!o.  BisseU,  185. 

(1878),  14  0.  G.  897 ;  6  Sawyer,  430 ;        That  where  the  patent  covers  onlj 

4  Bann.  &  A.  25  ;  Illinois  Central  R.  R.  one  feature  of  the  defendant's  device 

Go.  V.  Tnrrill  (1876),  94  U.  S.  695;  12  the  proof  must  separate  the  profit  due 

O.  G.  709  ;  Mers  v.  Conover,  (1876),  11  to  the  patented  invention,  or  onlynomi- 

O.  G.  1111 ;  Conover  v.  Mers  (1878),  6  nal  damages  can  be  awarded,  see  TuttU 

Fisher,  506  ;  11  Blatch.  197  ;  Hitch-  v.  Gaylord  (1886),   28  Fed.  Rep.  97; 

cock  V.  Tremaine  (1872),  5  Fisher,  810 ;  86  O.  G.  694 ;  Garretson  v.  Clark  (1884), 

9  Blatch.  385.  Ill  U.  S.  120  ;  27  0.  G.  524  ;  Schillin- 

§  1150.  ^  As  to   the   duty   of  the  ger  v,  Gunther  (1878),  8  Bann.  A  A. 

plaintiff  in   proving    the   amount   of  491 ;  14  O.  G.  713 ;  15  Blatch.  303 ; 

profits,  and  the  evidence  on  which  the  Black  v.  Munson  (1877),  14  Blatch. 

computation  must  be  based,  see  §  1143,  265  ;  2  Bann.  &  A.  623. 
and  notes,  ante,  and  {  1157  and  notes.         That  on  a  suit  for  infringing  one 

pod.  Claim  of  a  patent  the  plaintiff  must  con- 

^  That  the  plaintiff  must  apportion  fine  the  profits  to  the  Claim  infringed, 

the  defendant's  profits,  and  show  how  and  cannot  show  that  the  invention  as 

much  resulted  from  his  own  invention  an  entirety  was  better  and  more  profit* 

by  reliable  and  tangible  proof,  or  else  able  than  any  other  in  use,  unless  its 

he  must  show  that  aU  the  profits  were  whole  advantage  resided  in  the  feature 

due  to  his  invention,   see  Calkins  v.  embraced  in  this  Claim,  see  FuM^er  •• 

Bertrand  (1881),  8  Fed.  Rep.  765  ;  10  Hayes  (1884),  22  Fed.  Rep.  529. 
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of  certainty  might  be  desirable,  especially  where  the  uncer* 
tainty  arises  from  the  defendant's  concealment  or  neglect.' 

§  1151.  Computation  of  Profits  from  Bubordinate  Methods  of 
Infringement :  Commissions  on  Sales :  Repairs,  Ao. 
Profits  may  be  derived  from  the  unlawful  use  of  an  inven- 
tion in  other  ways,  subordinate  to  those  already  noticed.  A 
defendant  who  does  not  manufacture  the  infringing  article 
or  sell  it  on  his  own  account,  but  on  commission,  receives 
therefrom  a  profit  measured  by  the  amount  of  the  commis- 
sion less  that  proportion  of  his  general  expenses  which  con- 
stitutes the  cost  of  sale.^  Wages  received  for  the  repairing 
of  infringing  articles  or  of  their  integral  parts,  deducting  the 
expense  incurred  by  the  repairer,  but  not  the  value  of  his 
personal  services,  may  leave  a  residue  of  profit  which  should 
be  credited  to  the  invention.^  But  where  the  purchasei^  of  an 
infringing  article  pays  to  the  wrongful  maker  and  vendor  the 
same  price  which  the  plaintiff  would  have  charged,  the  advan- 
tages derived  from  its  enjoyment  contain  no  element  of  profit 
due  to  the  infringement,  the  lawful  and  unlawful  use  of  the 
invention  resulting  in  the  same  measure  of  expense  and  bene- 
fit to  the  defendant,  whose  liability  for  the  infringing  use  is 
therefore  in  the  form  of  damages,  and  not  of  profits.' 

'  That    reasonable    certainty  is  all        §  1151.  ^  That  one  who  sells  apon 

that  is  required  from  the  plaintiff,  where  commission  is  accountable  for  his  com« 

the  facts  are  peculiarly  within  the  de-  missions  on  his  sales,  and  may  be  en« 

fendant'8  knowledge,    see  Creamer  v.  joined,  when  he  makes  a  profit  distinct 

Bowers  (1888),  85  Fed.  Rep.  206;  Lewis  from  that  of  his  employers,  see  Steiger 

V.  Standard  Laundry  Mach.  Co.  (1888),  v.   Heidelberger  (1880),   4  Fed.   Rep. 

21  Blatch.  184.  455  ;  18  0.  G.  146S  ;  18  Blatch.  426. 

That  the  doctrine  of  confusion  of        That  a  commission  agent    may  be 

goods  does  not  apply  where  there  is  sued  for  infringement  in  one  district 

mere  confusion  of  accounts  and  the  ar-  though  a  suit  may  be  pending  against 

tides  themsdves  cannot  be  mixed,  see  his  principal  in  another,  see  Steiger  v. 

National  Car  Brake  Shoe  Go.  v.  Terre  Heidelbeiger  (1880),   18  0.   G.  1468 ; 

Haute  Car  Mfg.  Co.  (1884),  28  O.  G.  4  Fed.  Rep.  455  ;  18  Blatch.  426. 
1007 ;  19  Fed.  Rep.  514.  ^  That  the  profits  made  by  repairing 

That  an  infringer  is  liable  for  all  the  infringing  devices,  or  on  parts  sold  for 

profits  on  an  article  used  as  an  entirety  such  repairs,  are  to  be  accounted  for,  see 

onleas  he  can  show  that  a  part  resulted  Graham  v.  Mason  (1872),.  1  0.  G.  609  ; 

from  the  employment  of  something  else.  Holmes,  88  ;  5  Fisher,  290. 
see  Elizabeth  v.  Pavement  Co.  (1877),         '  That  where  a  dty  hired  infringing 

97  U.  S.  126.  contractors  to  pave,  and  paid  them  as 
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§  1152.    Computation  of  Profits  as  Determined  by  the  Duration 
of  the  Infringement :  Interest. 

The  plaintiff  is  entitled  to  recoTer  all  profits  derived  by  the 
defendant  through  his  infringing  acts,  from  the  date  of  the 
issue  or  re-issue  of  the  patent  to  the  date  of  the  accounting, 
irrespective  of  the  price  paid  by  the  plaintiff  for  the  patent 
or  the  royalties  due  from  him  to  his  licensor.^  Whether  he 
caa  recover  interest  on  such  profits,  and  if  so  for  what  period 
it  must  be  computed,  depends  upon  the  mode  in  which  the 
profits  have  accrued.  In  certain  cases  where  profits  are 
taken  as  a  measure  of  damages  in  a  court  of  law  they  are 
treated  as  unliquidated  until  ascertained  by  verdict,  and, 

much  as  it  woidd  have  had  to  pay  the  the  inFention  after  the  first  decidoo, 

plaintiff,  it  was  held  that  the  city  had  see  Tilghman  v.  Prootor,  (1888),  126 

made  no  profit,  and  was  liable  for  none,  U.  S.  138 ;  48  O.  G.  628. 

bat  might  be    liable   in   damages,   see  That  an  account  for  profits  accruing 

Elizabeth  v»  Pavement  Co.  (1877)»  97  after  the  suit  commenced  will  be  or- 

U.  S.  128.  dered  only  where  the  infringement  began 

$1152.  ^  That  when  the  biU  limits  before  the  suit  and  was  continued  after- 

the  time  of  the  infringement  the  account  wards,  see  Marsh  v.  Kichols  (1888), 

cannot  go  beyond  it,  see  Creamer  «.  128  U.S.  605. 

Bowers  (1888),  85  Fed.  Kcp.  206.  That  an    assignee  can  recover   the 

That  profits  are  to  be  accounted  for  entire  profits  whatever  royalty  airange* 

to  the  time  of  taking  the  account,  how-  ments  he  may  have  with  the  patentee^ 

ever  derived  from  the  invention,  see  seeElizabethv.  Pavement  Co.  (1877),  97 

Knox    o.    Great  Western    Quicksilver  U.  S.  126. 

Mining  Co.  (1878),  14  O.  G.  897  ;  6  That  the  amount  paid  by  other  per- 

Sawyer,  480 ;   4  Bann.  &  A.  25 ;  Ta-  sons  for  past  infringements  is  no  guide 

tham  V.  Lowber  (1857),  4  Blatch.  86.  to  the  profits  now  to  be  awarded,  see 

That  the  value  of  an  infringement  is  Rude  v.  Westcott  (1889),  180  U.  S.  152  ; 

its  value  at  the  date  of  infringement,  Comely  v.  Marckwald  (1889),  181  U.  8. 

see  National  Car  Brake  Shoe  Co.   v.  159 ;  Westcott  v.  Rude  (1884),  19  Fed. 

Terre  Haute  Car  Mfg.  Co.  (1884),  28  Rep.  830  ;  27  O.  G.  719. 

O.  G.  1007  ;  19  Fed.  Rep.  514.  That  the  profits  are  to  be  accounted 

That  when  the  patent  was  antedated  for   without   reference   to    the    usual 

under  the  Act  of  1836,  the  defendant  royalty,      see     Williams     v.     Rome, 

was  liable  for  all  profits  after  the  time  Watertown  k  Ogdensbnrgh  R.  R.  Co. 

to  which  it  was  antedated,  see  Burdett  (1880),   2  Fed.   Rep.   702 ;    17  O.  G. 

V.  Estey  (1880),  8  Fed.  Rep.  566 ;  19  1447  ;  18  BUtch.  181 ;  5  Bann.  &  A. 

Blatch.  1 ;  5  Bann.  &  A.  308.  423;  Wooster  v.    Taylor    (1878),    14 

That  where  the  Supreme  Court  has  Blatch.  408  ;  8  Bann.  &  A.  241  ;  Knoz 

held  the  patent  invalid  and  has  after*  «.  Great  Western  Quicksilver  Mining 

wards  sustained  it,  the  infringer  islia-  Co.   (1878),  14  0.  G.  897;  6  Sawyer, 

ble  for  profits  arising  from  his  use  of  480 ;  4  Bann.  k  A.  25. 
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therefore,  not  subject  to  interest.'  But  in  equity^  profits  are 
regarded  as  a  debt  due  by  the  defendant  to  the  plaintiff  from 
the  time  when  they  appear  as  money  or  as  money  value  in 
the  hands  of  the  defendant,  and  consequently  bear  interest 
from  that  time  until  the  date  of  payment.'  Thus  where  the 
defendant  receives  the  price  for  products  sold,  such  a  propor- 
tion of  that  price  as  represents  the  profit  due  to  the  infringe- 
ment is  the  property  of  the  plaintiff,  and  interest  should  be 
allowed  thereon  while  it  remains  in  the  possession  of  the 
defendant.*  Where  the  profit  results  from  savings  which  do 
not  enter  into  the  cost  of  products  sold,  and  are  not  recog- 
nized as  money  or  as  its  equivalent  until  the  annual  balance 
of  accounts,  the  computation  of  interest  on  the  savings  may 
then  properly  begin.*  Upon  these  questions  the  decisions 
are  not  uniform ;  but  the  principle  is  clear,  and  if  the  dis- 
tinctions between  the  profits  arising  from  different  modes 
of  infringement  are  kept  in  mind,  its  application  presents 
little  difficulty.^     Interest  on  the  entire  sum  found  by  the 

*  For  tbd  rule  regarding  interest  on  Truck  Co.  v.  Pennsylyania  R.  R.  Co. 
damages  in  actions  at  law,  and  on  (1860),  2  Fed.  Rep.  677  ;  6  Bann.  &  A. 
profits  when  taken  as  the  measnre  of    614  ;  14  Phila.  482. 

snch    damages,  see  §  1066  and  notes,  *  That  in  some  cases  interest  is  to  be 

ante,  computed  each  year  on  the  profits,  see 

*  That  profits  are  not  regarded  as  Tilghman  v,  Mitchell  (1871),  4  Fisher, 
unliquidated  damages,  see  Jenkins  v.  699  ;  9  Blatch.  1. 

Gieenwald   (1867)»    2  Fisher,   S7  ;    1         *  A  mong  the  statements  of  the  courts 

Bond,  126.  on  this  subject  are  the  following,  most 

That  in  equity  the  profits  of  an  in-  of  which  wiU,  however,  be  found  recon* 

fringement  are  not  damages,  but  money  cilable  with  the  doctrine  laid  down  in 

liad  and  received,  and  are  a  claim  against  the  text,  if  the  exact  facts  in  issue  are 

the  bankrupt  estate  of  the  infringer,  see  carefully  examined  : 
Watson  V.  Holliday  (1882),  L.  B.  20  Ch.         That  interest  is  not  allowed  on  profits 

D.  780  ;  contra,  Gordon  v.  St.  Paul  Har-  any  more  than  on  unliquidated  damages, 

vester  Works  (1886),  28  Fed.  Rep.  147  ;  see  Illinois  Central  R.  R.  Co.  v,  Turrill 

In  re  Boston  &  Fairhaven  Iron  Works  (1884),  110  U.  8.  801 ;  26  0.  G.  917  ; 

(1886),  23  Fed.  Rep.  880.  Locomotive  Safety  Truck  Co.  v,  Penna. 

*  That  profits  bear  interest  from  the  R.  R.  Co.  0880),  14  PhUa.  432 ;  2  Fed. 
time  they  were  unlawfully  detained,  see  Rep.  677 ;  6  Bann.  k  A.  614  ;  Parks  v. 
Burdett  v.  Estey  (1880),  8  Fed.  Rep.  Booth  (1880),  102  U.  S.  96 ;  17  0.  G. 
666 ;  19  Blatch.  1 ;  6  Bann.  &  A.  808.  1089. 

That  interest  on  royalties  is  allowed  That  interest  may  be  allowed  as  dam- 
fnm  the  date  of  the  infringement  to  the  ages,  though  damages  do  not  carry  in- 
date  of  the  decree,  see  Locomotive  Safety    terest  as  snch,  as  where  a  sum  became 
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master  to  be  due  as  profits  is  reckoned  from  the  date  of  his 
report,  or  from  the  time  at  which  the  account  is  terminated.^ 
Counsel  fees  and  other  expenses  of  litigation  are  not  included 
in  the  estimate  of  profits.®  Profits  cannot  be  trebled  hj  the 
court  as  damages  may  be.^ 

§  1153.    Liabmty  of  Infrinser  to  Aooount :  Partial  XdabiUty  of 
SeTeral  Infringera :  Corporate  ZdabiUty. 

The  defendant  is  equally  liable  for  the  profits  whether  the 
invention  is  adapted  to  general  use  or  is  available  only  in  his 
own  personal  or  official  occupation.^    Though  he  is  the  mere 

due  properly  before  judgment,  see  Bates  proper  form  for  ezoeptions,  see  Tilgh- 

V.  St.  Johnsbary  &  L.  C.  R.  R.  Co.  man  v.  Proctor  (1888),  125  U.  S.  186 ; 

(1887),  82  Fed.  Bep.  628.  48  O.  6.  628  ;  Illmois  Central  R.  R.  Co. 

That  profito  are  really  damages  and  r.  Tarrill  (1884),  110  U.  S.  801  ;  26 

are  unliquidated  until  the  decree,  see  0.  0.  917 ;  TurriU  v.  Illinois  Central 

Mowry  v.  Whitney  (1872),   14  Wall.  R.  R.  Co.  (1880),  20  Fed.  Rep.  912. 

620 ;  5  Fisher,  494 ;  1  O.  6.  492.  >  That  counsel  fees  are  not  allowed 

That  interest  is  not  to  be  computed  in    assessing  damages  or    profits,   see 

on  profits  unless  under  special  circum-  Parks  v.  Booth  (1880),  102  IT.  S.  96  ; 

stances,  see  Parks  v.  Booth  (1880),  102  17  0.  G.  1089  ;  Philp  v.  Nock  (1878), 

U.  S.  96  ;  17  O.  6.  1089 ;  Holbrook  v.  17   Wall.   460  ;    Teese  v,  Huntingdon 

Small  (1S78),  17  O.  G.  65  ;  8  Bann.  &  (1859),   23   How.  2;   Blanchard's  Gun 

A.    625;    Brady   v.    Atlantic   Works  Stock  Turning  Factory  r.  Warner  (1848), 

(1878),  15  O.  G.  965;  8  Bann.  &  A.  1   Blatch.  258  ;  Stimpson  v.  RaUroads 

577  ;    American    Nicholson  Pavement  (1847),  1  Wall.  Jr.  164  ;  2  Robb,  595  ; 

Co.  V.  City  of  Elizabeth  (1874),  6  O.  G.  Boston  Mfg.    Co.  v.  Fiske   0820),  2 

764 ;  1  Bann.  &  A.  439.  Mason,  119  ;  1  Robb,  820  ;  Whittemoro 

That  interest  on  profits  is  not  allowed  v.Cutter  (1813),  1  Gallison,  429;  1  Robb, 

before  the  decree,  especially  when  the  de-  28. 

fendant  has  acted  in  good  faith  under  *  That  profits  cannot  be  trebled  as 

his  own  patent,  see  Mowry  v.  Whitney  damages  may,  see  Holbrook  v.  Small 

(1872),  14  Wall.  620  ;  5  Fisher,  494  ;  (1878),  17  O.  G.  55  ;  8  Bann.  &  A.  625. 

1  0.  G.  492.  I  1158.  1  That  although  the  inven- 

That  interest  is  to  be  allowed  on  tion  was  useless  except  to  the  defendant, 

profits  to  the  date  of  the  master's  re-  and  he  might  use  it  or  not  as  he  chose 

port,  see  Tatham  v.  Lowber  (1857),  4  without  materially  affSecting  his  busi- 

Blatch.  86.  ness,    he  is  still  liable  for  profits,  see 

That    interest  is  to  be  allowed  on  Campbell  v.  James  (1880),  18  0.  G. 

profits  from  the  time  of  the  interlocutory  1111  ;  18  Blatch.  92  ;  2  Fed.  Rep.  838 ; 

decree,    see  Steam  Stone  Cutter  Co.  v.  5  Bann.  k  A.  354. 

Windsor  Mfg.  Co.   (1879),  17  Blatch.  That  if  an  officer  of  the  government 

24 ;  4  Bann.  &  A.  445.  yoluntarily  uses  an  invention,  which  is 

7  That  interest  should  be  allowed  on  of  no  value  except  for  governmental 

profits  from  the  time  the  report  is  in  purposes,    he   must   account   for   the 
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delegate  of  a  superior  authority,  to  whom  all  his  receipts  are 
payable,  yet  if  the  infringement  is  his  voluntary  act  he  must 
account  for  its  advantages  even  where  he  has  paid  the  entire 
sum  to  his  superior.*  Where  there  are  several  defendants, 
some  of  whom  are  interested  in  the  enterprise  during  a  por- 
tion only  of  the  period  of  the  infringement,  their  liability  for 
profits  is  limited  to  the  amount  accruing  while  they  were  en- 
gaged in  the  infringing  acts.'  Profits  received  by  one  cor- 
poration are  not  collectible  from  its  successor,  whatever  may 
be  their  identity  of  enterprise  or  membership.*  The  death 
of  an  infringer  does  not  bar  the  right  of  the  owner  of  the 
patent  to  an  account  from  his  estate,  and  if  his  death  occur 
during  the  action  a  bill  of  revivor  will  continue  the  proceed- 
ings against  his  personal  representative.^  After  a  decree  for 
profits  tlie  defendant  cannot  be  enjoined  from  paying  them  to 
the  plaintiff,  at  the  suit  of  a  third  party  who  claims  to  be  the 
owner  of  the  patent.^    A  plaintiff,  being  the  sole  owner  of 

profits,  nee  CaropbeU  v.  Jamas  (1880),  when  one  retired,  then  against  the  re- 

18  0.  G.  nil  ;  18  Blatch.  92  ;  2  Fed.  maining  two,  though  a  new  partner  had 

Bep.  388  ;  5  Bann.  &  A.  854.  been  taken  in  who  was  not  made  a  de- 

That  where  the  United  States  ia  the  fendant,   see  Herring  v.  Gage  (1878), 

real  defendant,  and  has  made  no  profits  15  Blatch.  124  ;  8  Bann.  &  A.  896. 
to    itself    except   by  saving   expense        ^  That  a  defendant  corporation  is  not 

otherwise  to  be  incurred,  its  officers  are  accountable  -  for  the  profits  made  by  a 

liable,  see  Campbell  v.  James  (1880),  preceding    corporation,    see  Sayles    p. 

18  O.  G.  nil  ;  18  Blatch.  92  ;  2  Fed.  Dubuque    k    Sioux    City  R.   R.    Co. 

Bep.  888  ;  5  Bann.  k  A.  854.  (1878),   5  Dillon,  561 ;  3  Bann.  &  A. 

>  That  although  the  defendant,  as  219. 
an  officer  of  the  United  States,  has  paid        ^  That  the  estate  of  an  infringer  is 

over  the  savings  to  the  government,  he  liable    for  profits  after  his  death,   see 

is  still  liable,  see   Campbell  v.  James  Smith  v.  Baker's  Adm'rs  (1874),  5  0.  0. 

(1880),  18  0.  G.  nil;  18  Blatch.  92  ;  2  496  ;  10  Phila.  221 ;  1  Bann.  &  A.  117. 
Fed.  Bep.  888  ;  5  Bann.  &  A.  854.  That  a  bill  of  revivor  will  lie  where 

But  see  as  to  the  foregoing  case  James  the   infringer   dies  pending    suit,   see 

V.  Campbell  (1882),  104  U.  S.  856;  21  Hohorst  v.    Howard   (1888),    87   Fed. 

O.  G.  887.  Rep.  97 ;  Kirk  v.  DuBois  (1886),   28 

*  That  if  not  all  the  defendants  are  Fed.  Rep.  460 ;  87  O.  G.  102  ;  Smith 

infringing  during  the  whole  time,  the  v.  Baker's  Adm'rs  (1874),  5  O.  G.  496  ; 

profits  are  to  be  apportioned  accordingly,  10  PMla.  221  ;  1  Bann.  &  A.  117. 
see  Tatham  v.  Lowber  (1857),  4  Blatch.         *  That  a  defendant,  after  a  decree 

86.  for  profits,   cannot  be  enjoined   from 

That  when  a  copartnership  consisted  paying  such  profits  to  the  plaintiff,  upon 

of  three  members  profits  were  awarded  the  motion  of  a  third  party  who  claims 

against  the  three  jointly,  np  to  the  time  title  to   the   patent   adversely  to  the 
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the  patent,  may  recover  the  whole  profits,  though  they  belong 
to  him  in  common  with  his  partners  by  yirtue  of  the  partner* 
ship  agreement.7 

§  1154.   Damages  in  Hquity. 

Damages,  as  such,  were  not  recoverable  in  equity  in  cases 
of  infringement  until  the  act  of  1870,  which  conferred  upon 
the  Circuit  courts  the  power  to  award  them  in  addition  to 
the  profits.  The  purpose  of  this  act  was  to  afford  the  plain* 
tiff  adequate  compensation  for  his  injury  in  actions  in  equity, 
although  the  evidence  on  the  accounting  might  show  that  the 
defendant  had  made  no  profits,  or  that  the  profits  which  he 
had  received  were  insufficient  to  cover  the  whole  loss  that  the 
plaintiff  had  sustained,  and  thus  relieve  him  from  the  neces- 
sity of  discontinuing  his  equitable  proceedings  and  seeking 
his  redress  in  damages  at  law.^    Construing  the  act  in  this 

plaintiff,     see    Secombe   v.    CampbeU  dition  to  profits  to  be  recovered,  but  did 

(1880),  6  Fed.  Rep.  804 ;  6  Baim.  &  A.  not  restrict  the  right  to  reoover  for  anj 

632.  gains,  savings,  or  advantages  recovera- 

T  That  the  plaintiff  may  recover  ble  before,  see  Cobum  v.  Schroeder 
profits,  though  part  of  them  may  be-  (1881),  20  O.  G.  1085 ;  8  Fed.  Bep. 
long  to  his  copartners  in  business,  he  521 ;  19  Blatch.  49S. 
being  owner  of  the  patent,  see  Sar-  That  Sec.  55,  act  of  1870,  merely  con- 
gent  V.  Yale  Lock  Mfg.  Co.  (1879),  17  fers  on  a  conrt  of  equity  the  power  to 
Blatch.  244  ;  4  Bann.  k  A.  574  ;  17  O.  award  or  multiply  damages,  in  addition 
O.  105.  to  its  decree  for  an  account,  see  Boot  v, 

§  1154.  1  That  prior  to  the  act  of  Lake  Shore  k  Michigan  Southern  B.  R. 

July  8,  1870,  profits  and  damages  were  Co.  (1882),  105  U.  8.  189 ;  21  O.  O. 

not  recoverable  in  a  single  suit,  but  the  1112. 

former  might  be  obtained  in  equity,  the        That  the  right  to  reoover  damages  as 

latter  at  law,  see  Willimantic  Thread  well  as  profits  does  not  re^t  wholly  on 

Co.  V.  Clark  Thread  Co.  (1886),  27  Fed.  Sec.  4921  of  tbe  Bevised  Statutes,  see 

Rep.  865  ;  Williams  v.  Leonard  (1872),  Cobum  v.  Schroeder  (1881),  20  O.  O. 

9  Blatch.  476  ;  5  Fisher,  881;  Perry  v.  1085;  8  Fed.  Bep.  521 ;  19  Blatch.  498. 
Coming  (1870),  7  Blatch.  195  ;  Living.         That  on  a  bill  in  equity  brought  be* 

•ton  V.  Jones  (1861),  2  Fisher,  207 ;  8  fore  July  8,  1870,  no  damages  beyond 

WalL  Jr.  830.  the  actual  profits  of  the  defendant  oould 

That  the  act  of  1870  (Sec  4921,  be  recovered,  see  American  Nicholson 

Rev.  Stat),  authorizes  equity  to  give  Pavement   Co.    v.    City  of  Elizabeth 

damages  as  well  as  profits,  see  Willi-  (1874),  6  0.  G.  764;  1  Bann.  &  A.  489. 
mantic  Thread  Co.  v.  Clark  Thread  Co.         That  no  damages  are  recoverable  in  a 

(1886),  27  Fed.  Rep.  865.  suit  in  equity  begun  before  July  8, 1870, 

That  the  act  of  1870  enlarged  equity  though  a  supplemental  bill  is  filed  and 

jurisdiction  by  allowing  damages  in  ad-  a  re-issae  granted  after  that  date,  see 
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spirit,  the  courts  have  held  that  wherever  the  plaintiff  has 
Buffered  an  injury  by  the  infringement  greater  than  the 
amount  of  profits  made  by  the  defendant,  whether  because 
the  defendant  has  made  no  profits  or  less  than  a  fair  profit 
through  his  unskilfulness  or  unwise  conduct  of  his  business, 
or  because  the  wrongs  inflicted  on  the  plaintiff  lie  outside  the 
scope  of  the  mere  loss  of  profits  on  the  patented  invention,  the 
plaintiff  is  entitled  to  recover  in  excess  of  profits  such  a  sum 
in  damages  as,  taken  with  the  profits,  will  give  him  complete 
compensation  for  the  injury.^  The  rule  of  damages  in  equity 
is  otherwise  the  same  with  that  at  law.'    Their  amount  must 

Saryen  v.  Hall  (1872),  6  Fisher,  416  ;  1         That  where  the  defendant  conducts 

0.  G.  437  ;  9  Blatch.  524.  his  business  so  carelessly  as  to  make  no 

That  the  provisions  of  the  act  of  profits,  damages  may  be  allowed,  see 

July  8,  1870,  apply  to  suits  begun  after  Brady  v.  Atlantic  Works  (1878),  3  Bann. 

that  date  for  ii^uries  previously  com-  &  A.  677;  16  0.  O.  966  ;  Marsh  v.  Sey* 

mitted,  see  Union  Paper  Bag  Mach.  Co.  mour  (1877),  97  U.  a  848 ;  18  O.  O. 

V,   Newell  (1878),   6   Fisher,   682;    6  728. 
0.  6.  178 ;  11  Blatch.  879.  That  where  the  defendant  made  no 

*  That  profits  and  savings  are  stiU  profits  because  he  reduced  his  prices  in 

the  measure  of  recovery  in  equity  un-  order  to  drive  the  plaintiff  from  the 

less  the  extent  of  the  plaintiff's  loss  market,  damages  may  be  awarded,  see 

requires  an  additional  allowance  of  dam-  Brady  v.  Atlantic  Works  (1 878),  8  Bann. 

ages,  see  Willimantic  Thread    Co.  v.  &  A.  677  ;  16  0.  G.  966. 
Clark  Thread  Co.  (1886),  27  Fed.  Rep.         That  a  decree  for  profits  does  not  au- 

866;  Birdsall  v.   Coolidge   (1876),   98  thorize  the  allowance  of  damages,  see 

U.  S.  64;  10  O.  G.  748.  Livingston  v.  Woodworth   (1868),   16 

That  if  the  profits  do  not  fully  oom-  How.  646. 
pensate  the  plaintiff,  damages  may  be         That  where  the  plaintiff  cannot  show 

awarded  in  addition,  see  Simpson  v.  any  advantage  in  the  use  of  his  inven- 

Davis  (1884),  22  Fed.  Rep.  444 ;   22  tion  over  others  which  are  open  to  the 

Blatch.  113  ;  Brady  v.  Atlantic  Works  public,  he  cannot  recover  profits  though 

(1878),  8  Bann.  It  A.  677;  16  O.  G.  he  may  recover  damages,  see  Locomotive 

966  ;    Birdsall  v.  Coolidge  (1876),  98  Safety  Truck  Co.  v.  Pennsylvania  R.  B. 

U.  S.  64;  10  0.  G.  748 ;  Bnerk  v.  Im-  Co.  (1880),  2  Fed.  Rep.  677;  6  Bann. 

baeuser  (1876),  10  0.  G.  907  ;  14  Blatch.  &  A.  614  ;  14  Phik.  432. 
19;  2  Bann.  It  A.  462;  Carew  v.  Bos-         That  only  net  profits  are  allowed  and 

ton  Elastic  Fabric  Co.  (1871),  1  O.  G.  no  damages  where  the  infringement  was 

91;  3  Clifford,  366;  6  Fisher,  90.  not   wilful  or  malicious,   see  Ford  v. 

That  damages  may  be  recovered  in  Kurtz  (1882),  12  Fed.  Rep.  789;  11 

equity  though  the  defendant  made  no  Bissell,  324. 

profit,  see  Yale  Lock  Co.  v,   Sargent         '  For  the  rule  of  damages  at  law  and 

(1886),  117  U.  S.  636 ;  86  O.  G.  497  ;  evidence  thereon,  see  §§  1049-1071  and 

Burdett  v.  Estey  (1880),  19  Blatch.  1;  notes,  an^. 
8  Fed.  Rep.  666  ;  6  Bann.  &  A.  308. 

VOL.  ni. — M 
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be  established  by  evidence,  not  conjectured;  and  the  court, 
if  it  deem  necessary,  may  treble  them.^  Literest  cannot  be 
reckoned  till  after  the  decree.^  On  a  bill  pro  co'nfe%%o  nomi- 
nal damages  piay  be  awarded,  where  neither  damages  nor 
profits  can  be  proved.* 

§  1155.  Aoooont   Ordered   if  Infringement  Proved :   By  'whom 
Taken. 

The  defendant  may  be  ordered  to  account  whenever  he  has 
been  found  guilty  of  infringement.  The  fact  that  he  has 
practised  the  invention  raises  a  presumption  that  its  use  was 
beneficial,  and  this  presumption  is  not  overcome  by  an  asser- 
tion in  his  answer  that  the  infringement  was  unprofitable. 
Having  for  his  own  advantage  unlawfully  appropriated  the 
property  of  the  plaintiff,  he  must  now  incur  the  trouble  and 
expense  of  a  full  disclosure  of  the  enterprise,  since  if  no 
gains  or  savings  have  been  made  an  estimate  and  award  of 
damages  may  be  required.^    An  account,  when  ordered,  is 

*  That  the  damageA  must  be  proved  in  the  defence,  see  Welling  v.  La  Baa 
bj  evidence,  not  left  to  conjecture,  see  (1888),  35  Fed.  Rep.  802. 
lugersoU  i^.  Musgrove  (1878),  18  0.  G.  That  if  the  patent  is  really  void, 
966;  14  Blatch.  541 ;  8  Bann.  ft  A.  804.  though  no  such  defence  were  made,  the 
That  when  the  profits  cannot  be  fixed  damages  will  not  be  increased,  see  Wcl- 
by  evidence  they  cannot  be  recovered  as  ling  p.  La  Bau  (1888),  S5  Fed.  Rep.  302. 
damages,  see  Blake  o.  Greenwood  Ceme-  ^  That  no  interest  is  to  be  allowed 
tery  (1883),  16  Fed.  Rep.  676 ;  21  on  the  damages  until  the  date  of  the 
Blatch.  222.  decree,  see  Anierican  Nicholson  Pare- 
That  the  court  may  treble  the  dam-  ment  Co.  v.  City  of  Elizabeth  (1874), 
ages  in  equity  as  weU  as  at  law,  see  6  0.  G.  764  ;  1  Bann.  k  A.  439. 
Carew  v.  Boston  Elastic  Fabric  Co.  That  where  a  license  fee  is  the  meas* 
(1871),  1  0.  G.  91 ;  3  Clifford,  356  ;  5  ure  of  damages,  interest  on  the  amount 
Fisher,  90.  may  be  allowed  from  the  date  of  the 
That  where  an  infringement  is  fla-  interlocutory  decree,  see  Graham  v.  Ge- 
grant  the. damages  wiU  be  trebled,  see  neva  Lake  Crawford  Mfg.  Co.  (1881), 
Lyono.  Donaldson  (1888),  34  Fed.  Rep.  24  Fed.  Rep.  642  ;  32  0.  G.  1603. 
789.  «  That  where  the  bill  is  taken  pro 
That  where  the  defendant  evidently  confesso^  and  on  the  Yeference  to  the 
believed  himself  to  be  right,  the  court  master  no  satisfactory  proof  of  damages 
will  not  increase  the  damages  on  the  and  profits  is  given,  the  plaintiff  can  re- 
ground  that  he  fought  vigorously,  or  cover  only  nominal  damages,  see  Fisk  v. 
refuse  to  increase  them  on  the  ground  West,  Bradley,  &  Cary  Mfg.  Co.  (1880), 
that  the  patent  is  apparently  void  where  19  0.  G.  545. 
that  claim  was  not  made  iu  due  season  {1155.   ^  In    Andrews    v.  Creegan 
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taken  by  a  master  appointed  for  that  purpose  by  the  court, 
who,  having  given  notice  to  the  parties  or  their  counsel  of 
tiie  day  fixed  for  the  hearing,  receives  the  evidence  presented, 
and  from  it  makes  his  computation  of  the  profits  which  the 
defendant  has  received  or  the  damage  which  the  plaintiff  has 
sustained.  The  failure  of  the  defendant  to  appear  at  the  day 
named  for  the  accounting  does  not  delay  nor  prevent  the 
hearing,  unless  his  evidence  or  his  books  are  needed,  in 
which  case  a  continuance  is  granted  and  an  order  to  be  pres- 
ent at  a  certain  future  day  is  personally  served  upon  him, 
followed  by  an  attachment  for  contempt  if  he  should  then  be 
absent.^    When  the  master  has  arrived  at  his  conclusions 


(1881),  7  Fed.  Rep.  477,  Wheeler,  J. :  day  for  proceeding  with  the  reference, 
(478)  ''The  defendant  denies  any  profits,  and  gives  notice,  by  mail  or  otherwise, 
and  insists  that  none  are  proved  to  lay  to  the  parties  or  their  solicitors.  We 
the  foundation  of  an  accounting.  None  think  the  solicitor  should  be  notified, 
are  proved  beyond  the  presumption  whether  the  party  is  or  not ;  though 
arising  from  the  fact  of  the  patting  the  probably,  under  Rule  75,  notice  to  the 
weU  down  so  that  it  could  be  used,  p^rty  is  a  good  notice.  If  the  defend- 
This  would  raise  a  presumption  that  ant  does  not  appear,  the  master  pro- 
there  were,  or  might  have  been,  some  ceeds,  ex  parUf  and  makes  out  the 
profits,  and  the  allegation  that  the  jirofits  and  damages,  if  he  can,  from 
transaction  was  not  profitable  would  not  the  evidence  produced  by  the  plaintiff, 
meet  the  presumption  so  as  to  defeat  an  If  it  appears  that  an  account  of  profits 
accounting.  The  plaintiff  would  have  is  necessary  to  a  just  decision  of  the 
the  right  to  have  the  account  taken,  cause,  and  is  desired  by  the  plaintiff, 
however  it  might  result,  left  to  him.  he  makes,  an  order  that  the  defendant 
Besides  this,  the  act  of  1870  (Rev.  St.  furnish  an  account  by  a  certain  day, 
§  4921),  provides  for  an  accounting  for  and  adjourns  the  hearing  to  that  day. 
damages  as  weU  as  profits,  and  there  Tlie  defendant  should  be  served  person- 
may  be  damages  to  be  accounted  for  in  ally  with  a  notice  of  this  adjournment, 
thb  case."  19  0.  G.  1140  (1140)  ;  19  and  of  the  order  to  produce  his  account, 
Blatch.  113  (114).  See  also  Umer  v.  if  it  is  intended  to  move  for  an  attach- 
Kay  ton  (1883),  17  Fed.  Rep.  639 ;  24  ment  in  case  he  fails  to  appear.  The 
O.  G.  1178 ;  21  Blatch.  428 ;  Motte  v.  service  may  be  made  by  any  disinter- 
Bennett  (1849),  2  Fisher,  642.  ested  person,  and  need  not  be  by  the 

That   an    account    may  be  ordered  marshalk     If  the  defendant  then  fails 

though  no  injunction  or  bond  would  be  to  appear  and  account,  he  will  be  in 

required,  see  Smith  «.  Baker's  Adm'rs  contempt."    5  Bann.  ft  A.  78  (79). 

(1874),  5  0.  G.   496  ;  1  Bann.  &  A.  That  a  disclosure  of  gains  and  profits 

117;  10  Phila.  221.  is  incidental  to  an  accounting  under  a 

*  In  Kerosene  Lamp  Heater  Co.  v.  decree  in  an  infringement  suit,  see  Gor- 

Fisher  (1880),  1  Fed.  Rep.  91,  Lowell,  don  v,  Anthony  (1879),  16  0.  G.  1135; 

J.  :   (92)  "The  practice  which  we  ap-  16  Blatch.  234 ;  4  Bann.  &  A.  248. 
prove  is  this:  The  master  appoints  a 
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from  the  testimony  they  are  embodied  in  a  draft  report,  and 
filed  in  court  or  submitted  to  the  parties.  To  this  report  the 
parties  make  objections  as  they  deem  advisable ;  and  thereupon 
the  master  reconsiders  the  matter  involved  in  such  objections, 
modi&es  or  affirms  his  previous  conclusions,  and  in  a  final 
report  presents  them  to  the  court.  Either  party  may  file 
exceptions  to  this  report  based  on  his  previous  objections, 
and  may  have  the  entire  evidence  as  taken  by  the  master 
laid  before  the  court,  and  the  court  may  then  review  the 
questions  of  fact  as  well  as  of  law  involved  in  the  accounting, 
and  recommit,  or  set  aside,  or  alter,  or  reverse  the  report  as 
in  its  judgment  the  law  and  evidence  require.^  Throughout 
this  proceeding  the  master  must  be  guided  by  the  terms  of 
the  decree  which  orders  the  account,  and  if  these  are  am- 
biguous he  may  call  upon  the  court  for  more  definite  instruc- 
tions.^ It  is  his  duty  also  to  forward  the  accounting  as 
rapidly  as  circumstances  will  permit,  although  the  court 
may  stay  the  hearing  when  the  pendency  of  other  suits  in 
other  jurisdictions  between  the  same  parties,  or  any  facts 
within  its  knowledge,  render  such  a  stay  desirable.^ 

*  Equity  Rules  73-84.  That  a  suit  against  the  dealer  who 
^  That  if  the  decretal  order  is  am*    sells  will  not  be  kept  open  indefinitely 

biguous  the  master  can  report  the  case  to  await  the  decision  of  an  appeal  from 

back  for  specific  instructions,  see  Union  a  judgment  in  favor  of  the  manufacturer. 

Sugar  Refinery  v.  Matthiesson  (1868)»  see  Grain  Drill  Mfg.  Co.  v.  Reinstedler 

3  Clifford,  146.  (1S85),  25  Fed.  Rep.  198. 

That  the  master  may  act  beyond  the        That  where  priority  is  in  issue  and 

territorial  jurisdiction    of   the    court,  an  interference  was  declared,  and  three 

and  even  in  foreign  countries,  see  Bate  different    and   variant  decisions   were 

Refrigerating  Co.  r.  Gillette  (1886),  28  rendered  in  the  Patent  Office  and  the 

Fed.  Rep.  678.  Distiict  court,  and  a  bill  for  repeal  is 

That  the  master  must  choose  the  best  now  pending  in  the  Circuit  court,  the 

and  cheai)e8t  method  of  taking  evidence,  present  case  will  be  retained  until  the 

see   Bate  Refrigerating  Co.  v,  Gillette  latter  suit  is  tried   and  decided,  see 

(1886),  28  Fed.  Rep.  673.  Lockwood  v.  Cutter  Tower  Ca  (1882), 

*  That  in  a    proper  case    properly  11  Fed.  Rep.  724. 

presented  the  court  may  suspend  a  suit        That  an  accounting  will  not  be  stayed 

against  the  users  until  the  suit  against  on  the  ground  that  another  case  is  pend* 

the  maker  is  ended,  since  if  the  maker  ing  in  the  Supreme  Court  on  different 

pays  the  user  is  not  liable,  provided  it  issues,  or  that  another  court  has  held 

appears  that  the  thing  used  is  the  very  the  patent  invalid  on  different  facts, 

one  for  which  the  maker  is  .sued,  see  see  Celluloid  Mfjy^.  Co.  v.  Comstock  & 

Allis  V.  Stowell  (1883),  16  Fed.  Rej).  Cheney  Co.  (1886),  27  Fed.  Rep.  358; 

783.  86  0.  0.  1356. 
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§  1156.  Procedure  in  Taking  «n  Aooonnt. 

In  taking  the  account  the  master  has  no  right  to  consider 
the  question  of  infringement  or  the  scope  and  meaning  of 
the  patent,  but  must  accept  these  matters  as  •thej  have  been 
already  settled  by  the  court.^  All  inquiries  into  the  damages 
or  profits  resulting  from  the  infringement  are  within  his 
powers,  and  in  pursuing  these  he  may  be  led  into  numerous 
investigations  as  to  the  state  of  the  art  at  the  time  of  the 
invention,  or  other  kindred  subjects,  and  may  inspect  the 
articles  sold  or  used  by  the  defendant  in  connection  with 
those  covered  by  the  patent  for  the  purpose  of  determining 
what  proportion  of  the  defendant's  gains  or  savings  is  at- 
tributable to  the  latter;  but  otherwise  he  has  no  occasion  to 
explore  their  history  or  origin.' 

§  1156.  1  That  A  master  taking  an  (18S6),  26  Fed.  Rep.  274 ;   84  0.  G. 

acoonnt  has  no  business  with  the  ques-  660. 

tion  of  infringement  or  the  scope  or  ez-  That   on   a  bill    for   infringement 

tent  of  the  patent,  but  must  apply  the  against  a  railroad  company  for  using 

principles  laid  down  by  the  courts  and  the  invention  on  other  roads  than  their 

though  he  may  inspect  the  two  devices  own  under  a  license  to  use  on  roads 

he  has  no  concern  with  their  history,  "  owned  or  operated "  by  them,  the 

see  Tnnill  c  IllinoiB  Central  K.  R.  Co.  legal  right  of  the  defendants  to  operate 

(1873),   5    Bissell,   844;   Whitney  o.  such  other  roads  cannot  be  questioned, 

Howry  (1870),  4  Fisher,  207.  see  Matthew  v.  Pennsylvania  R.  R.  Co. 

That  a  decree  finding  infringement  (1881),  8  Fed.  Rep.  45. 
binds  the  master  as  to  everything  sub-  That  a  decree  in  equity  for  profits 
stautially  like  the  infringing  device^  only  does  not  authorize  the  allowance 
though  he  may  inquire  whether  specific  of  damages,  see  Livingston  v.  Wood- 
articles  are  covered  by  the  decree,  see  worth  (1858),  15  How.  546. 
Wooster  v.  Thornton  (1886),  26  Fed.  >  That  on  the  question  of  profits  the 
Rep.  274 ;  84  O.  G.  560.  state  of  the  art  at  the  date  of  the  in- 

That  a  re-issue  being  sustained  by  vention  is  always  material,  see  Locomo- 

the  interlocutory  decree  or  decree  jnv  tive  Safety  Truck  Co.  v,  Pennsylvania 

am/esao,  its  validity  or  divergence  from  R.  R.  Co.  (1880),  2  Fed.  Rep.  677 ;  6 

the  original  cannot  be  considered  by  Bann.  ft  A.  514 ;  14  Phila.  482. 

the  master,  see  Thomson  v.  Wooster  That  evidence  may  be  offered  before 

(1885),    114  U.   S.    104 ;    81  0.  G.  the  master  on  an  accounting  to  show 

918.  that  certain  articles  of  the  defendant 

That  in   a  suit  on  a  re-issue  the  did  not  embrace  the  infringing  features, 

defendant  cannot  for  the  first  time  offer  see  Welling  v.  La  Bau  (1885),  28  Blatch. 

to  the  master,  on  the  accounting,  the  805  ;  82  Fed.  Rep.  298. 

original  as  evidence  that  the  re-issue,  That   all    questions  as  to  whether 

if  identical  therewith,   had  not  been  gains  or  savings  are  due  to  the  infringe* 

infringed,   see    Wooster    v.    Thornton  ment,  and  are  to  be  accounted  for,  arise 
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§  1157.  Byidenoe  on  the  Aooountiiig. 

The  evideuce  admissible  before  the  master  is  indicated  by 
the  rules  which  are  to  govern  his  estimate  of  the  profits  and 
the  damages.  The  plaintiff  must  furnish  sufficient  testimony 
to  enable  him  to  arrive  at  definite  conclusions,  and  cannot  rely 
upon  him  to  suggest  what  proof  may  be  required.^  The  mas- 
ter must  receive  all  relevant  and  material  evidence,  and  by 
collating  and  comparing  it  must  ascertain  the  data  for  his 
computation,  and  formulate  their  result  in  the  award  of  a 
specific  sum  as  damages  or  profits.^  The  plaintiff  may  com* 
pel  the  presence  of  the  defendant,  and  the  production  of  his 
books,  and  subject  them  to  examination,  but  if  the  books 
disclose  the  sale  or  use  of  various  articles,  some  of  which 
may  not  have  been  covered  by  the  patent,  the  plaintiff  must 
by  other  testimony  separate  those  by  which  his  rights  have 
been  infringed.^    Admissions  in  the  answer  as  to  the  extent 

on  the  aocoonting,  aee  Cobnm  v,  Schioe-  are  bound  to  enggest  what  proof  is 

der  (1881),  20  O.  G.  1085 ;  19  Blatch.  needed,  but  the  plaintiff  mua    fiuniBh 

498  ;  8  Fed.  Rep.  521.  enough  to  show  the  profits  or  damages, 

That  the  oonfusion  of  accounts  is  not  see  Qarretson  v.  Clark  (1879),  16  0.  G. 

a  confasion  of  the  goods  sold,  and,  as  806;  4  Bann.  k  A.  586. 
some  may  infringe  while  others  do  not,         '  That  the  master  is  to  sift  ont  the 

those  which  do  must  be  separated  by  evi*  evidence  and  get  at  the  profits  as  best 

denoe,    see  National  Car  Brake  Shoe  Ca  he  may,  see  Herring  v.  Gage  (1878),  15 

V.  Terre  Haute  Car  &  Mfg.  Co.  (1884),  Blatch.  124;  3  Bann.  ft  A.  896. 
19  Fed.  Rep.  514  ;  2  O.  G.  1007.  *  That  the  master  taking  an  aooonnt 

That  in  taking  the  account  the  mas-  may  examine  the  defendants  and  in- 
ter is  not  limited  to  the  date  of  entering  spect  their  books,  see  Brady  v.  Atlantic 
the  decree,  but  may  extend  it  down  to  Works  (1878),  15  O.  G.  965 ;  8  Bann. 
the  time  of  hearing  before  him,   see  &  A.  577. 

Rogers  v.  Reissner  (1887),  89  0.  G.  832 ;         That  on  a  bill  in  equity  for  an  ac- 

Rubber  Co.  v.  Goodyear  (1869),  9  WalL  count  on  a  re-issue  a  subpcena  duee$  teeuvi 

788.  will  issue  to  compel  the  defendants  to 

That  pending  the  accounting  no  suit  produce  all  their  books,  etc.,  which  can 

at  law  for  subsequent  infringements  by  show  the  number  of  articles  sold  since 

the  same  defendant  can  be  brought  with-  the  re-issue,  see  Turrell  v.  Spaeth  (1S75X 

out  leave  of  the  court,   see  Morss  r.  8  0.  G.  986  ;  2  Bann.  ft  A.  185. 
Knapp  (1888),  35  Fed.  Rep.  218.  That  if  the  defendant's  books  are 

§  1157.  ^  That  the  plaintiff  must  fhr-  needed  by  the  plaintiff  he  should  move 

nish  evidence    enough  to  enable    the  for  them,  or  the  case  will  not  be  sent 

master  to  make  the  computation,   see  beck  to  the  master  for  review,  see  Fis- 

Brady  v.   Atkntio  Works  (1878),   15  cher  v.  Hayes  (1888),  16  Fed.  Rep.  469  ; 

O.  G.  965  ;  8  Bann.  k  A.  577.  24  O.  G.  804. 

That  neither  the  master  nor  the  court         That  where  on  the  accounting  the 
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of  the  infringement,  and  the  benefits  therefrom  derived,  are 
taken  in  their  ordinary  sense,  and  may  be  considered  in 
determining  the  truth  or  falsehood  of  the  testimony  given 
by  the  defendant.^  The  evidence  must  be  positive  and  cer- 
tain.^ The  opinions  of  witnesses  concerning  the  value  of  the 
invention  to  the  defendant,  or  the  amount  of  injury  to  the 
plaintiff,  are  of  little  weight.®  Evidence  of  sums  paid  in 
settlement  or  as  license  fees  by  other  parties  does  not  tend 
to  show  the  profit  made  by  the  defendant,  nor  does  it  serve 
as  any  guide  to  the  loss  suffered  by  the  plaintiff,  unless  the 
settlement  was  voluntary  on  both  sides  and  for  an  exactly 
similar  infringement,  or  unless  the  license  fee  is  universally 
established.^  But  the  amount  which  the  defendant  has  him- 
self expended  for  other  processes  or  instruments,  performing 

plaintiff  testified  to  the  cost  of  making  conld  haye  been  saved  by  the  defendant, 
and  selling,  the  defendant  has  a  right  to  see  Munson  v.  City  of  New  York  (1888), 
the  production  of  the  plaintiff's  books,  16  Fed.  Rep.  560 ;  21  Blatch.  842. 
though  the  plaintiff  may  refuse  and  ^  That  the  amount  paid  by  others 
withdraw  the  evidence  already  offered,  for  past  infringements  is  no  guide  to  the 
•ee  Wisner  v.  Dodds  (1888),  14  Fed.  profits  due  on  the  present  one,  see  Rude 
Bep.  666.  V.  WestcoU  (1889),  180  U.  S.  162 ;  Cor- 
^  That  admissions  in  the  answer  are  nely  v.  Marckwald  (1889),  181  (J.  S. 
taken  as  usually  understood  and  may  169  ;  United  Nickel  Co.  v.  Central  Pa- 
be  considered  by  the  master,  see  §  1118  cific  R.  R.  Co.  (1888),  86  Fed.  Rep. 
and  notes,  ante.  186  ;  Westcott  v.  Rude  (1884),  19  Fed. 

*  That  the  evidence  must  definitely  Rep.  830  ;  27  O.  G.  719. 

fix  the  amount  of  profits,  see  IngersoU  That  the  recovery  of  one  dollar  dam- 

V.  Musgrove  (1878),  18  0.  G.  966  ;  14  ages,  on  a  stipulation  leaving  that  mat- 

Blatch.  641 ;  8  Bann.  &  A.  804.  ter  to  the  court  on  the  evidence  taken. 

That  evidence  not  sufficiently  defi-  is  no  guide  to  the  value  of  the  inven- 

nite  to  show  the  amount  of  profits  will  tion,  see  Blake  v.  Greenwood  Cemetery 

not  warrant  an  award  either  of  profits  (1883)  16  Fed.  Bep.  676 ;  21  Blatch.  222. 

or  of  damages,  see  Blake  v.  Greenwood  That  where  the  evidence  before  the 

Cemetery  (1888),  16  Fed.  Rep.  676  ;  21  master  does  not  show  an  established 

Blatch.  222.  license  fee,   and  his  finding  is  based 

*  That  the  mere  opinion  and  esti-  upon  damages  not  upon  profits,  refer- 
mate  of  two  witnesses  may  not  be  suffi-  ence  to  a  settlement  in  another  suit 
cient  to  show  the  value  of  the  use  of  with  different  ciroumstances  cannot  be 
the  invention  to  the  defendant,  see  Sar-  allowed,  see  Greenleaf -o.  Yale  Lock  Mfg. 
gentv.  Yale  Lock  Mfg.  Ca  (1879),  17  Co.  (1879),  17  0.  G.  626;  17  Blatch. 
O.  G.  106 ;  17  Blatch.  249  ;   4  Bann.  268  ;  4  Bann.  ft  A.  688. 

k  A.  679.  That  profits  cannot  be  measured  by 

That  the  report  cannot  be  sustained  a  license-fee  but  must  be  accounted  for, 

where  the  only  evidence  was  the  opinion  see  Williams  v.  Rome,  Watertown,  k 

of  a  witness  that  the  amount  awarded  Ogdensbuigh  R,  R.  Co.  (1880),  2  Fed. 
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the  same  work  or  effecting  the  same  saying  as  the  patented 
invention,  is  a  fair  measure  of  its  worth  to  him,  and  may, 
therefore,  be  proved.^  If  the  plaintiff's  testimony  supports 
his  claims  concerning  the  damages  and  profits,  and  the  de- 
fendant has  an  opportunity  to  contradict  or  qualify  it  and 
he  fails  to  do  so,  it  is  presumed  to  be  impregnable.^  During 
the  hearing  the  case  is  pending  before  the  master  and  all 
papers  must  be  filed  with  him  and  not  in  court ^®  Objections 
to  the  evidence  presented  must  also  be  taken  to  him  as  the 
evidence  is  offered,  although  he  has  no  power  to  finally  decide 
upon  them,  but  must  note  both  the  objection  and  his  ruling, 
to  be  reviewed  in  due  time  by  the  court.^^  Reference  to  the 
court  as  each  question  arises  is  improper.^    The  record  of 

• 

Rep.  702 ;  17  0.  G.  1447 ;  18  Blatch.         '  That  the  amount  afterwarda  paid 

181 ;  6  Bann.  ft  A.  428.  by  the  defenduit  for  another  devioe  an- 

That  damages  may  be  shown  by  an  swering  the  same  purpose  as  the  plain- 
established  lioense  fee,  see  Cary  v,  LoveU  tifTs  may  show  the  yalue  of  the  Utter 
Mfg.  Co.  (1889),  87  Fed.  Rep.  654 ;  to  him,  see  Sargent  o.  Tale  Lock  M%. 
United  Nickel  Co.  v.  Central  Paci&c  R.  Co.  (1879),  17  O.  G.  106 ;  17  BUtch. 
R.  Co.  (1888),  86  Fed.  Rep.  186  ;  also  249  ;  4  Bann.  ft  A.  574. 
§  1059  and  notes,  ante.  *  That  where  the  plaintiff  makes  out 

That  where  a  lioense  fee  is  established  a  prima  faeit  case  as  to  the  amount  of 

with  refersnce  to  the  entire  patent,  and  profits  and  the  defendant  has  an  oppor- 

only  certain  Gaims  are  infringed,  the  tnnity  to  vary  it,  but  does  not,  the  pre- 

master  must  apportion  the  license  fee  sumption  is  that  he  cannot,  see  Lewis 

according  to  the  Talne  of  the  Claims,  if  v.  Standard  Laundiy  Mach.  Co.  (1888), 

possible,  unless  the  remaining  Claims  21  Blatch.  184. 
are  merely  structural,  and  the  burden         »  That  afler  a  reference  to  a  master 

of  proof  is  on  the  plaintiff  to  show  the  for  account,  papers  are  to  be  giren  to 

value  of  the  infringed  Claims,  see  Willi-  him,  and  not  filed  in  court  except  by 

mantic  Thread  Co.  v,  Clark  Thread  Co.  special  order,  see  Union  Sugar  Refinery 

(1886),  27  Fed.  Rep.  865.  ».  Matthiesson  (1868),  8  Cliffoid,  146. 

That   the   master   must   determine         u  That  objections  to  the  rulings  of 

whether  a  license  fee  is  the  fair  measure  the  master  on  the  admissibility  of  eW- 

of  the  value  of  the  invention,   where  dence  must  be  taken  when  the  ruling  is 

the  infringement  took  pUoe  before  the  made,  see  Troy  Iron  ft  Nail  Factory  ». 

lioense  fee  was  established,  see  Wooster  Coming  (1869),  8  Fisher,  497  ;  6  Blatch. 

V.  Thornton  (1886),  26  Fed.  Rep.  274 ;  828. 
84  O.  G.  660.  »  In  Lull  v.  Clark  (1884),  22  Blatch. 

That  on  the  question  of  profits  evi-  207,  Coze,  J. :  (208)  *'He  [the  master] 

dence  to  show  what  open  methods  there  occupies,  for  the  time  beings  the  poai- 

are  and  their  degree  of  advantage,  is  tion  of  the  court,  and  is  not  to  be 

admissible,  see  Black  «.  Thome  (1874),  continually  interfered  with  while  dis- 

7  O.  G.  176 ;  12  Blatch.  20 ;  1  Bann.  charging  his  duties  to  the  best  of  hit 

ft  A.  1 55.  ability.    It  would  create  intolerable  de- 


CH.  m.]  OF  WRONGS  AGAINST  PATENTEES.  587 

the  proceedings,  which  accompanies  his  report,  must  bring 
them  all  at  once  to  the  attention  of  the  court,  that  at  the  hear- 
ing on  the  exceptions  all  may  be  determined.^  After  the 
draft  report  is  filed  no  evidence  can  be  received.^* 

§  1158.  XSzceptions  to  the  Report  of  the  Master  concerning  the 
Amount  of  Profits. 

Having  submitted  his  draft  report  to  the  parties,  and  having 
heard  their  objections  and  reconsidered  his  conclusions,  the 
master  may  file  his  final  report  at  any  time  without  an  order 
from  the  court.^  Exceptions  to  the  final  repoi*t  cannot  be 
made  on  any  question  which  was  closed  by  the  decree  re- 
ferring the  case  to  the  master,  nor  on  any  ruling  as  to  the 
admissibility  of  evidence,  unless  the  objection  was  duly  entered 
on  the  record,  and  was  urged  before  the  master  after  the 
filing  of  his  draft  report.^    Errors  not  affecting  the  decisions 

IsjB  and  oonfnsion,  besides  patting  an  objection  can  then  be  made,  see  Union 

nnneoeesaiy  burden  upon  the  conrt,  to  Sngar  Refinerj  «.  Matthiemon  (1868), 

hold  that  each  time  the  master  makes  8  diflbrd,  148. 

a  mling  the  aggrieved  party  may,  by        ^*  That  no  STidenoe  can  be  intro- 

speeial  motion,  have  it  reviewed.    The  dnced  after  the  master  has  submitted  a 

orderly,  and  it  seems  the  generally  ac-  draft  of  his  report  to  one  of  the  parties, 

oepted,  procedure  is  to  present  aU  the  see  Piper  v.  Brown  (1878),  Holmes,  196  ; 

questions  arising  beforo  the  master  by  6  Fisher,  240 ;  8  0.  O.  97. 

objections  and  exceptions  to  his  report."         §  1158.  *  Equity  Rule  88. 

JO  Fed.  Rep.  464  (456).  *  In  Troy  Iron  ft  NaU  Factory  v. 

Further,  that  the  rulings  of  the  mas-  Coming  (1869),  8  Fisher,  497,  Ship- 

ter.  except  in  extreme  cases,  will  not  be  man,  J. :  (601)  "  But  let  us  take  the 

reviewed  by  the  court  pending  a  refer-  rulings  of  the  master  that  were  formal 

ence,  see  Bate  Refrigerating  Co.  v.  GU-  and  peremptory,  overruling  or  sustain- 

lette  (1886),  28  Fed.  Rep.  678  ;  Welling  ing  objections  to  the  admission  of  evi- 

V.  La  Bau  (1885),  28  Blatch.  806 ;  82  dence  at  the  time   they  were   made. 

Fed.  Rep.  298  ;  Union  Sugar  Refinery  What  are  the  rules  of  practice  to  be  oh- 

».  Matthiesson  (1868),  8  Clifford.  146.  wrved  by  the  party  who  desires  to  re- 

That  the  examiner  cannot  rule  on  ▼!»«  «»ch  rulings  t   First,  we  think  an 

evidence,  and  the  defendant  if  a  wit-  exception  should  always  be  taken  on 

ness  has  a  right  to  the  opinion  of  the  the  spot  to  each  ruling  of  the  master 

court  before  he  answers,  and  is  not  in  which  a  party  intends  to  contest    It 

contempt  if  acting  under  advice  he  re-  need  not  then  be  drawn  up  in  form,  but 

fuses  to  answer  till  he  has  that  opinion,  it  should  be  taken  by  giving  notice  to 

see  Roberts  v.  Walley  (1882),  14  Fed.  the  master,  and  it  is  his  duty  to  note 

Rep.  167  ;  26  O.  O.  107.  the  facts  in  his  minutes.    This  is  a  &- 

1*  That  the  master  should  finish  his  miliar  rule,  constantly  applied  in  other 

hearing  and  file  his  draft  report,  and  trials,  and  we  see  no  reason  why  tt 
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of  the  master  afford  no  ground  for  exceptions,  nor  can  excep- 
tions be  sustained  when  the  report  conforms  to  the  decree, 

should  not  be  adhered  to  in  hearings  his  investigations  under  the  rules  pre* 
before  masters.  .  .  .  The  reason  of  this  scribed  by  the  Supreme  oourt,  and  in 
rule  is  founded  in  the  interest  of  jus-  accordance  with  the  usual  course  of  pro- 
tice,  as  its  obsenrance  tends  to  narrow  ceeding  in  equity  cases  in  this  circuit, 
the  limits  of  controversy ;  for  if  the  The  usual  course  is  that  the  master 
party  in  whose  favor  a  ruling  is  made  is  allow  both  parties,  if  they  desire,  to  in- 
notified  that  an  exception  is  taken,  and  troduce  testimony  upon  the  subject  of 
the  question  is  to  be  revised,  he  can  damages.  He  hears  them  fully,  and 
waive  the  point  and  admit  or  withdraw  when  he  has  taken  all  the  testimony, 
the  evidence,  as  the  case  may  be,  and  heard  the  parties,  and  come  to  a  oonclu* 
thus  avoid  future  controversy  and  delay  sion,  he  makes  a  draft  of  his  report  in 
over  it.  It  may  be  said  that  this  can  the  premises,''and  shows  it  to  the  par- 
have  no  application  to  the  instances  on  ties,  or  files  it  in  the  clerk's  office,  aod 
this  hearing,  where  the  master  admitted  gives  time  for  the  parties  respectively,  if 
evidence  objected  to,  and  reserved  the  they  see  fit,  to  make  their  objections  to 
questions  arising  on  the  objections.  As  the  drafted  report.  When  those  objec- 
we  have  already  intimated,  it  is  not  tions  are  made  it  becomes  his  dnty  to 
always  easy  to  determine  what  precise  consider  or  reconsider,  as  the  case  may 
disposition  was  made  by  the  master  of  be,  the  questions  involved  in  those  ob- 
many  of  these  reserved  questions.  But  jections ;  and  if,  upon  fuU  considera- 
if  he  omitted  to  decide  them,  or  ulti-  tion,  he  is  stiU  of  the  opinion  that  he 
mately  decided  them  incorrectly,  the  was  right  in  the  conclusions  formed  and 
first  opportunity  should  have  been  taken  stated  in  the  drafted  report,  he  then 
to  except  to  his  omissions  or  alleged  makes  his  final  report,  and  the  parties 
errors  in  this  particular.  This  opportu-  have  a  right  to  file  their  exceptions  to 
nity,  if  not  presented  before,  occurred  the  final  report,  founded  upon  the  pre* 
when  the  draft  report  was  served,  and  vions  objections  made  to  the  draft  re* 
the  parties  filed  their  objections  thereto,  port ;  and  then  the  whole  matter  comes 
None  of  these  errors  are  embraced  in  back  to  the  Circuit  court  for  adjudica- 
the  objections  then  filed.  Exceptions  tion  upon  the  master's  report.  Either 
to  these  rulings  appear  for  the  first  time  party  may  set  down  the  case  for  hearing 
among  those  presented  to  the  master's  upon  the  exceptions  to  the  master's  re- 
final  report,  although  some  of  them  port.  Both  parties  may  except ;  both 
were  made  years  before  either  the  draft  may  object  in  the  first  instance  to  the 
or  final  report  was  drawn  up.  It  would  draft  report,  and  both  parties  may  after> 
seem  from  the  authorities  that  if  it  is  wards  except  to  the  final  report  They 
proper  to  except  at  aU  to  the  master's  are  entitled  to  be  heard  upon  aU  the 
final  report,  for  rulings  admitjting  or  re-  questions  which  have  arisen  before  the 
jecting  evidence,  this  can  only  be  done  master,  provided  they  are  embraced  in 
where  objections  of  the  same  kind  have  their  objections  and  in  their  exceptions, 
been  made  to  the  draft  report."  6  When  the  exceptions  are  filed,  if  either 
Blatch.  828  (381 ) .  party  desires  the  evidence  to  be  rei)orted. 
In  Union  Sugar  Befinery  v.  Matthies*  they  request  the  master  to  report  it  in 
son  {1868),  8  Clifford,  146,  Clifford,  J. :  whole  or  in  part,  as  the  case  may  be. 
(148)  '*  The  better  practice,  as  the  court  It  is  the  usual  course  for  the  master  to 
thinks,  is  for  the  master  to  complete  comply  with  such  a  request;  but  if 
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though  the  decree  itself  may  be  amended  when  erroneous, 
and  the  report  then  correspondingly  corrected.*  Exceptions 
must  point  out  the  defects  in  the  report,  and  must  direct  the 
attention  of  the  court  to  those  portions  of  the  evidence  oj*  the 

record  in  which  they  appear.*  The  conclusions  of  the  master 
concerning  matters  of  fact  cannot  be  reviewed,  unless  the 
entire  testimony  is  presented  to  the  court.^ 

neither  party  makes  the  request,  it  is  he  set  aside  on  the  ground  that  no 
not  incumbent  upon  the  master  to  re-  "special  reason"  for  his  appointment  is 
port  the  evidence  at  all.  He  may  or  alleged  under  the  act  of  March  3,  1879, 
may  not,  in  his  discretion,  as  he  sees  if  the  appointment  was  made  by  con- 
fit.  If  he  does  report  the  evidence  at  sent  of  parties  and  acted  on,  but  the 
the  request  of  one  or  both  parties,  it  consent  will  be  entered  of  record  as 
then  becomes  the  duty  of  the  court,  if  such  **  special  reason  "  after  the  report 
there  be  proper  exceptions,  to  review  is  filed,  see  Fischer  v.  Hayes  (1884),  22 
the  questions  of  fact  embraced  in  the  Fed.  Rep.  92  ;  22  Blatch.  505. 
report  as  well  as  the  questions  of  law.  That  evidence  as  to  allowances  not 
But  if  the  evidence  is  not  reported,  the  finally  allowed  is  properly  taken  by  the 
court  does  not  review  the  facts,  but  master  and  must  be  objected  to  by  a 
simply  re-examines  the  questions  of  motion  to  suppress  the  testimony,  not 
law.  Such  has  been  the  practice  in  by  exceptions  to  the  master^s  report, 
this  circuit  as  far  back  as  the  knowl-  see  American  Nicholson  Pavement  Co. 
edge  of  the  justices  now  holding  the  v.  City  of  Elizabeth  (1874),  6  O.  G.  764  ; 
court  extends ;  and  there  has  been  no  1  Bann.  k  A.  489. 
departure  from  the  practice  since  either  That  no  exception  can  be  taken  when 
of  us  came  into  the  court,  within  the  the  master's  report  conforms  to  the  de- 
recollection  of  either  member  of  it."  cree,  but  the  decree  if  erroneous  may  be 

That  an  exception  to  a  principal  find-  resettled,  see  Williams  v,  Leonard  (1872), 
ing  by  a  master  is  not  waived  by  not  5  Fisher,  881 ;  9  Blatch.  476. 
making  the  exception  before  the  master.         That  on  a  hearing  on  a  master's  re- 
see  Jennings  v.  Dolan  (1887),  29  Fed.  port  presented  for  acceptance  or  rejec- 
Bep.  861  ;  88  O.  G.  1018.  tion,  no  matter  will  be  considered  which 

That  where  the  master  notified  coun-  was  closed  by  the  decree  referring  the 
sel  that  the  draft  reports  were  ready  for  case  to  the  master,  see  Whitney  v.  Mow- 
inspection  and  verbal  objections  had  been  ry  ( 1 870),  4  Fisher,  207. 
made  but  not  written  out,  and  the  ox-  *  That  exceptions  to  the  master's 
cepUons  to  the  report  are  the  same,  these  report  must  point  out  his  errors,  or  the 
objections  may  be  filed  with  the  master  counsel  must  direct  attention  to  the 
mme  pro  tune,  see  Fischer  v.  Hayes  evidence  showing  them,  or  they  will  be 
(1888),  16  Fed.  Bep.  469 ;  24  0.  G.  804.  overruled,  see  Turrill  v.  Illinois  Central 

*  That  errors  not  affecting  the  con-  B.  B.  Co.  (1878),  5  Bissell,  844 . 
elusions  of  the  master's  report  are  no         *'  That  questions  of  fact  or  computa- 

ground  for  exceptions,  see  Gottfried  v.  tion  which  are  for  the  master  to  decide 

Crescent  Brewing  Co.  (1884),  22  Fed.  will  not  be  reviewed  on  exceptions  to 

Bep.  488  ;  80  0.  G.  892.  the  report,  see  Hammacher  v,  Wilson 

That  the  report  of  the  master,  being  (1887),  82  Fed  Bep.  796. 
the  deputy  clerk  of  the  court,  will  not        That  the  report  of  the  master  will 
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§  1159.    Reoommittal  of  Report  for  Fnrtber  Hearing  or  Amend- 
ment. 

The  court  has  power  to  recommit  the  report  to  the  master 
for  a  further  hearing,  or  for  an  amendment,  when  it  is  erro- 
neous in  principle,  or  when  the  master  takes  a  wrong  view 
of  the  invention,  or  when  it  fails  to  complete  the  computation, 
or  exhibits  anj  other  misconception  in  law  or  fact  which  an 
additional  investigation  may  correct.^  No  recommittal  will 
be  ordered  to  allow  either  party  to  avail  himself  of  objections 

not  be  Mt  afdde  on  the  gronnd  that  he  That  where  the  master  takes  a  wrong 
erroneously  decided  a  complicated  qnes-  yiew  of  the  inyention,  and  so  mistakes 
tion  of  fact  where  the  eyidehoe  is  doubt-  the  profits,  the  report  will  be  sent  back 
ful,  see  Welling  v.  La  Bau  (1885),  82  for  further  evidence,  see  Ruggles  o.  Ed- 
Fed.  Rep.  293  ;  28  Blatch.  805.  dy  (1877),  12  0.  6.  716  ;  2  Bann.  ft  A. 

That  the  finding  of  the  master  on  627. 
a  question  of  fact  will  not  be  reviewed        That  a  re-aoooonting  will   not  be 

unless  the  whole  evidence  is  reported,  granted  on  account  of  trifling  errors  bj 

see  Piper  V.Brown  (1873),  6  Fisher,  240;  the  master  S8  to  the  items  of  the  ao- 

8  O.  G.  97 ;  Holmes,  196.  count,  see  Zane  v.  Peck  Bros.  (1882). 

1 1159.   1  That  the  court  has  power  28  O.  G.  191 ;  13  Fed.  Bep.  476. 
to  set  aside  the  master's  report  for  any         That  where  the  master's  report  shows 

error  in  law  or  in  fact,  or  to  recommit  the  peroentsge  of  profit,  but  not  the 

it  for  further  proceedings,  or  correct  it  amount  on  which  the  percentage  should 

when  there  is  anything  to  correct  it  by,  be  calculated,  the  case  must  be  sent 

see  Steam  Stone  Cutter  Co.  v.  Windsor  back  for  further  evidence,  see  Gonovw 

Mfg.  Co.  (1879)  17  Blatch.  24  ;  4  Bann.  v.  Mers  (1873),   6   Fisher,   506  ;   11 

&  A.  445.  Blatch.  197. 

That  proceedings  before  a  master  are         That  when  the  master's  report  shows 

of  nearly  the  same  solemnity  as  those  that  further  investigation  is  needed*  the 

before  the  court,  and  his  finding  will  court  will  order  it,  see  liagio  Ruffle 

not  be  set  aside   unless   sgainst    the  Co.  v.  Elm  City  Co.  (1877),  11  O.  G. 

weight  of  evidence,   see  Tilghman  v.  501 ;  14  Blatch.  109  ;  2  Bann.  4  A. 

Proctor  (1888),  125  U.  S.  186;  43  O.  G.  506. 

628;  Welling  v.  La  Bau  (1888),  48  0.  G.         That  a  master^s  report  may  be  re* 

117.  committed  in  order  that  it  may  so  com- 

That  on  a  supplemental  accounting  plete  the  esse  as  to  raise  all  qoestiona 

the  master  may  use  his  report  on  the  which  might  be  found   material,  see 

first  accounting  for  all  proper  purposes  McKay  v.  Jackman  (1888),  24  O.  G. 

without  having  it  offered  in  evidence,  1177 ;  17  Fed.  Rep.  641. 
see  Reed  v.  Lawrence  (1886),  29  Fed.         That  on  a  Tefsrence  of  his  report 

Rep.  915.  back  to  the  master  for  excessive  dam- 

That  if  the  master^s  report  is  erro-  ages,  be  may  find  a  license  fee  end  re- 

neous  in  principle  it  will  be  sent  back  port  that  as  the  measure,  see  Wooster  v. 

for  further  hearing  and  correction,  see  Simonson  (1884),  28  0.  G.  918;  20  Fed. 

Faulks  V.  Eamp  (1882),  22  O.  G.  2244 ;  Bep.  816. 
10  Fed.  Rep.  675. 
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which  he  has  already  waived,  or  to  produce  testimony  which 
he  has  once  advertently  omitted.*  Before  the  hearing  by  the 
court  on  the  report  evidence  properly  objected  'to  and  inad- 
missible may  be  suppressed.^  A  report  awarding  to  the 
plaintiff  a  substantial  sum,  but  showing  on  its  face  that  no 
account  of  damages  or  profits  which  can  be  taken  will  be 
legaUy  sustainable,  may  be  set  aside.^  When  the  report  or 
the  accompanying  evidence  discloses  both  the  error  and  the 
means  for  its  correction,  the  court  may  rectify  the  mistake 
without  a  recommittal.^ 

§  1160.    Aooeptanoe  of  Report :  Final  Decree. 

The  acceptance  of  a  report  of  the  master,  in  favor  of  the 
plaintiff,  is  followed  by  a  final  decree  awarding  him  the  sum 
found  by  the  master  to  be  due  to  him  as  damages  or  profits, 
or  both,  and  granting  a  perpetual  injunction  or  such  other 
equitable  relief  as  may  be  necessary.  Where  there  are  seve- 
ral plaintiffs  the  decree  also  provides  for  the  distribution  to 
each  of  a  share  of  the  award  proportioned  to  his  interest  in 

*  That  the  report  of  the  master  will  is  not  granted,  since  it  would  hinder  an 

not  he  referred  hack  to  him  if  there  has  a)>peal,  bat  the  decree  is  so  drawn  as  to 

been  no  inadvertence,  and  if  no  further  show  to  what   date  the  account  was 

evidence  is  to  be  had,  and  the  objection-  taken,  see  Union  Metallic  Cartridge  Co. 

able  evidence  was  duly  excepted  to,  see  v.  United  States  Cartridge  Co.  (1881), 

GarretHon  v,  Clark  (1878),  14  O.  G.  485  ;  8  Fed.  Rep.  446. 
15  Blatch.  70  ;  8  Bann.  ft  A.  852.  *  That  inadmissible  evidence,  duly 

That  a  finding  of  the  master  based  objected  to,  may  be  reached  by  motion 

in  part  on  his  personal  examination  of  to  suppress,   see  American  Nicholson 

the  apparatus  at  the  request  of   the  Pavement   Co.    v.  City   of   Elizabeth 

parties,  and  in  their  presence,  will  not  (1874),  6  0.  6.  764  ;  1  Bann.  k  A. 

be  reversed,  see  Piper  v.  Brown  (1878),  489. 

Holmes,  196  ;  6  Fisher,  240  ;  8  0.  O.  *  That  before  the  act  of  1870,  wheT« 
97.  an  interlocutory  decree  gave  both  dam- 
That  where  the  evidence  as  to  extent  ages  and  profits  and  the  defendant  ex* 
of  infringement  is  conflicting,  and  suf-  cepted  to  the  master's  report  concerning 
ficient  to  warrant  either  conclusion,  the  them,  the  exception  was  not  allowed, 
finding  of  the  master  will  not  be  dis-  but  the  damages  were  stnick  out»  see 
turbed,  see  Wooster  v.  Thornton  (1886),  Williams  v.  Leonard  (1872),  5  Fisher, 
26  Fed.  Rep.  274  ;  84  O.  G.  560.  881 ;  9  Blatch.  476. 

That  a  motion  to  recommit  the  re-         *  That  if  the  evidence  before  the 

port  to  the  master,  that  he  may  take  master  does  not  sustain  a  charge  ai- 

an  account  of  the  profits  to  the  date  of  lowed  by  him,  it  will  be  struck  out, 

the  final  decree  on  machines  enjoined  and  such  evidence  must  appear  on  the 

Bubsequent  to  the  interlocutory  decree,  face  of  the  report^  see  American  Kichol* 
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the  patent  or  the  amount  of  his  injury.^  A  report  in  favor 
of  the  plaintifiF  does  not,  however,  bind  the  court  nor  compel 
it  to  ratify  that  finding  on  the  merits  which  was  contained  in 
the  interlocutory  decree.  The  final  decree  may  depart  from 
both,  and  dismiss  the  bill  for  reasons  apparent  on  the  plead- 
ings or  in  the  evidence  adduced  before  the  master.^  A  final 
decree  can  be  amended  only  during  the  term  at  which  it  was 
entered.* 

§  1161.    Appeal  to  the  Supreme  Court. 

Errors  of  law  or  fact  committed  by  Federal  courts  of  equity 
are  corrected  by  an  appeal  to  the  Supreme  Court  of  the 
United  States.^  This  appeal  lies  only  on  a  final  decree  dis- 
missing the  bill,  or  awarding  damages  or  profits  or  other 
relief  to  the  plaintiff  after  the  acceptance  of  the  master's 
report ;  but  all  prior  orders  and  decrees,  on  matters  not 
within  the  discretion  of  the  court,  are  thereby  brought  up  for 
review.^    An  appeal  may  be  taken  in  any  case  arising  under 

son  Payement  Co.  v.  City  of  Elizabeth  pears  that  lie  ought  not  to  recover,  the 

(1874),  6   O.  6.  764;  1  Bann.  ft  A.  final  decree  maybe  for  the  defendant, 

439.  Bee  Steam  Stone  Cutter  Co.  v,  Sheldon 

§  1160.    1    That   the    final   decree  (1884),  22  BUtch.  484 ;    21  Fed.  Bep. 

should  proride  for  the  distribution  of  875  ;  Spill  v.  Celluloid  Mfg.  Co.  (1884), 

the  profits  or  damages  awarded  to  the  22  Blatch.  441 ;  29  0.  G.  773  ;  22  Fed. 

respective  parties  in  interest,  see  Camp-  Rep.  94  ;  Wooster  v.  Handy  (1884),  22 

bell  V.  James  (1880),  18  Blatch.  92 ;  5  Blatch.  807;   28  0.  0.  629 ;  21   Fed. 

Bann.  ft  A.   864 ;  18  O.  G.  1111  ;  2  Bep.  51. 
Fed.  Rep.  338.  That  if  a  re-issue  is  improper,  the  bill 

That  a  decree  will  not  issue  against  will  be  dismissed  even  after  the  report 
the  officers  of  a  corporation  as  individu-  of  the  master  ou  an  interlocutory  de- 
als where  the  corporation  is  solvent,  and  cree  for  the  plaintiff,  see  American  Dia* 
they  do  not  as  individuals  violate  or  mond  Drill  Co.  v.  Sullivan  Mach.  Ca 
threaten  to  violate  the  patent,  see  How-  (1884),  22  Blatch.  298  ;  28  0.  G.  811 ; 
ard  V,  St.  Paul  Plow  Works  (1888),  45  21  Fed.  Rep.  74. 
O.  G.  1067.  That  the  dismissal  of  a  bill,  after 

That  the  defendant  will  not  be  or-  evidence  taken,  on  the  stipulation  thai 

dered  to  deliver  up  the  infringing  ar-  such  evidence  may  be  used  in  any  fh- 

ticles  to  be  destroyed,  except  perhaps  ture  suit  on  that  patent,  is  allowablop 

in  some  peculiar  cases,  see  American  and  is  not  a  dismissal  on  the  nterits,  8e« 

Bell  Telephone  Co.  v.  Eitsell  (1888),  Bnish  v.  Condit  (1884),  22  Blatch.  246 ; 

35  Fed.  Rep  521.  28  O.  G.  451  ;  20  Fed.  Rep.  826. 

3  That  nlthough  an  interlocutory  de-         *  Sc^e  Equity  Rule  88. 
cree  is  given  for  the  plaintiff,  yet  if  on         §  1161.    ^  Sec.  692,  Rev.  Stat 
the  return  of  the  master's  report  it  ap-         *  That  appeal  lies  only  from  a  final 
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the  Patent  Laws  without  reference  to  the  amount  involved, 
unless  the  questions  at  issue  relate  merely  to  the  taxation 
of  costs,  concerning  which  no  appeal  is  entertained  if  the 
costs  iu  controversy  are  less  than  two  thousand  dollars.' 
Any  party  aggrieved  by  the  alleged  error,  and  having  a  dis* 
tinct  interest,  may  move  for  an  appeal  within  two  years  after 
the  entry  of  the  final  decree ;  but  if  the  appeal  is  to  operate 
as  a  supersedeas^  the  motion  must  be  made  within  sixty  days, 
and  security  be  given  by  the  appellant  sufficient  to  cover  the 
award,  if  any,  to  the  prevailing  party,  with  his  costs  and  dam- 
ages for  the  delay.*    A  notice  to  the  adverse  party  to  appear 

decree,  see  Hayes  v,  Fischer  (1880),  102  That  an  appeal  will  lie  to  the  Sa- 
il. S.  121.  preme  court  on  a  question  of  costs,  not 

That  a  decree  cannot  be  appealed  inroMng    the    interpretation    of    the 

from  until  after  the  return  of  the  mas-  Patent  Laws,  only  when  the  amount  is 

ter's  report,  see  Potter  r.  Mack  (1868),  over  two  thousand  dollars,  see  Sizer  v. 

8  Fisher,  428.  Many  (1853),  16  How.  98. 

That  a  decree  referring  the  case  to  a         *  That  any  party  aggrieved  may  ap- 

master  for  an  account  or  damages,  but  peal  though  he  has  been  added  since 

not  dismissing  the  bill  or  decreeing  costs,  proceedings  commenced,  see  Ex  parte 

is  not  a  final  decree  from  which  appeal  Jordan  (1876),  94  U.  S.  248;  Ex  parU 

lies  to  the  Supreme  court,  though  a  Cutting  (1876),  94  IT.  S.  14 ;  Sage  v. 

perpetual  injunction  was  granted,  see  Central  B.  R.  Co.    (1876),  93  U.  S 

Barnard  v.  Gibson  (1849),  7  How.  650.  412. 

That  the  decision   of   the    Circuit         That  any  defendant  can  appeal  to 

court,  affirming  or  denying  simply,  is  the  Supreme  court  though  the  defend- 

a  judgment  from  which  an  appeal  lies  ants  in  previous  cases  have  not  done  so, 

to  the  Supreme  court,  see  Barker  v.  see  Potter  v.  Whitney  (1866),  3  Fisher, 

Stowe  (1882),  22  0.  G.  259 ;  11  Fed.  77;  1  LoweU,  87. 
Rep.  803;  20  Blatch.  185.  That  after  the  Supreme  court  has 

That  the  damage  caused  by  a  per-  passed  on  one  case  on  its  merits  it  will 

petual  iigunction  does  not  make  it  the  not  hear  arguments  on  technical  points  of 

subject-matter  of  an  appeal,  see  Barnard  pleading  in  another  branch  of  the  same 

9.  Gibson  (1849),  7  How.  650.  case  in  another  State,  between  those 

*  That  in  patent  cases  an  appeal  lies  who  were  privies  to  the  former  case,  see 

without  reference  to  the  amount,  see  Smith  v.  Ely  (1853),  15  How.  137. 
Philip  V.  Nock  (1871),  18  WalL  185 ;         That  if  an  appeal  does  not  operate 

Wilson  V.  Sandford  (1850),  10  How.  m  a  supersedeas,  security  should  be  re- 

99;' AUen  v.  Blunt  (1846),  2  W.  &  M.  quired  of  the  appellant  in  twice  the 

121;  2  Robb.  580.  amount  of  the  costs  that  the  appellee 

That  the  Supreme  court  will  not  may  recover,  but  if  tlie  appeal  does 
examine  into  the  merits  of  any  decree,  operate  as  a  supersedeas  then  the  se- 
on  an  appeal  by  the  plaintiff,  where  the  curity  should  be  twice  the  value  of  all 
only  question  is  one  of  costs,  see  Elastic  that  is  to  be  recovered  nnless  it  is  nth- 
Fabrics  Co.  9,  Smith  (1879),  100  U.  S.  erwise  secured,  see  American  Ni'hol- 
llO,  son  Pavement  Co.  v.  City  of  Elizabeth 


544  TKEATISE  ON   THE  LAW  OF  PATENTS.  [bOOK  IY. 

is  necessary^  unless  the  appeal  is  tak'en  in  open  court  during 
the  term  at  which  the  decree  was  granted.*  No  error  of  law 
will  be  considered  in  the  court  above  except  those  apparent 
on  the  record  and  dulj  and  specficiallj  assigned.^  Questions 
of  fact  are  heard  and  determined  upon  the  evidence  sent  up 
with  the  record  from  the  court  below ;  ^  or  an  agreed  statement 
of  facts  may  be  submitted  presenting  the  points  on  wliich  the 
judgment  of  the  court  is  sought.^     Collusive  appeals,  how- 

(1874)i  6   0.  6.  772;  1   Baun.  &  A.  what  was  read  or  inspected  below,  not 

463.  what    was  merely  iiresented,  like  the 

That  an  appeal  nuiy  he  taken  within  affidavits  in  supfwrt  of  a  biU  of  review, 

two  years  unless  it  is  to  operate  as  a  see  Craig  v.  Smith  (1879),  100  U.  S. 

auperaedeas,  see  Seo.  1008,  Rev.  Stat.  226  ;  17  O.  G.  145. 

That  where  an  appeal  operates  as  a         That  affidavits  taken  before  the  mas- 

iupersedeaa  it  must  be  moved  -for  within  ter  or  the  court  below  as  grounds  of 

sixty  days,  see  Sees.  1007,  1012,  Rev.  application  to  open  proofs  cannot  be 

Stat.  taken  as  evidence  before  the  court  on 

*  That  notice  of  the  appeal  must  be  appeal,  see  Thomson  v,  Wooster  (1886), 
given  to  the  adverse  party,  see  R.  R.  114  U.  S.  104 ;  81  0.  G.  918. 

Co.  V.  Blair  (1879),  100  (J.  S.  661.  That  copies  only  should  be  sent  np 

That  if  the  appeal  is  taken  in  open  and    the  originals  kept  in  the  court 

court  at  the  same  term  no  citation  is  where  they  belong,  unless  in  the  opin- 

necessary,  see  Milner  v.  Meek  (1877),  ion  of  the  court  below  they  require 

95  U.  S.  252.  inspection  above,   see  Craig  v.  Smith 

•  That  on  appeal  no  error  can  be  (1879),  100  U.  S.  226 ;  17  0.  G.  145. 
assigned  unless  it  is  apparent  on  the  That  papers  which  ought  to  have 
record,  see  Hates  v.  Coe  (1878),  98  been  copied  into  the  transcript  and  are 
U.  S.  31 ;  15  O.  G.  837  ;  Boemer  v,  sent  up  as  originals  wiU  not  be  noticed, 
Simon  (1877),  95  U.  S.  214;  12  0.  G.  see  Craig  v.  Smith  (1879),  100  U.  S. 
796.  226  ;  17  0.  G.  145. 

That  an  assignment  of  error  that  the         That  the  recordfor  the  Supreme  court 

"patent  is  invalid,"  without  pointing  must  set  out  the  account  of  profits  if 

out  the  defect,  is  insufficient,  see  Marsh  any  has  been  taken,  see  Illinois  Central 

V.  Seymour  (1877),  97  U.  S.  348  ;  13  R.  R.  Co.«.  TurriU  (1876), 94  U.S.  695; 

0.  G.  728.  12  0.  G.  709. 

V  That  on  an  appeal  a  patent  not         That  the  Supreme  court  may  consult 

introduced  below  cannot  be  offered,  see  the  evidence  contained  in  the  record 

Thomson  v,  Wooster  (1885),  114  IT.  S.  in  order  to   determine  the    scope   of 

104 ;  31  0.  G.  913.  the    invention,  though   prior    use    is 

That  ou  appeal  to  the  Supreme  court  not  set  up  in  the  answer,  see  Eachns 

only  the  printed  matters  can  be  used  v.  Broomall  (1885),  115  U.  S.  429 ;  83 

at  the  hearing,  and  delay  will  not  be  O.  G.  1265. 

granted  for  the  printing  of  papers  which         '  That  cases  may  be  brought  to  the 

ought  not  to  have  been  sent  up  at  aU,  Supreme  court  on  an  Agreed  statement 

see  Craig  V.  Smith  (1879),  100  U.S.  226;  of  fsots,  see  Stimpson  v.  Baltimore  k 

17  0.  G.  145.  Susquehanna  R.  R.  Co.  (1850),  10  How. 

That  the  lower  court  should  send  up  329. 
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ever,  are  not  tolerated ;  and  if,  pending  an  appeal  taken  in 
good  faith,  such  compromises  are  effected  between  the  par- 
ties as  to  leave  no  real  contest  subsisting,  the  court  will  refuse 
further  cognizance  of  the  appeal.^  Unless  dismissed  on  these 
or  other  grounds  of  impropriety,  an  appeal  results  in  the 
afiBrmation  of  the  decree  of  tho  Circuit  court,  or  in  its  modi- 
fication or  reversal,  whereupon  a  mandate  issues  to  the  court 
below,  in  pursuance  of  which  further  proceedings  are  con- 
ducted.i<> 

§  1162.    Costs  in  Equity :  when  Taxed  and  in  Whose  Fav^r. 

In  equity  costs  are  divided,  awarded,  or  denied  by  the 
court  as  justice  may  require.^  They  do  not  follow  the  judg- 
ment as  a  matter  of  right,  and,  unless  granted  in  the  decree, 
they  cannot  be  recovered.^  Prima  facie,  however,  the  pre- 
vailing party  is  entitled  to  his  costs,  and  the  burden  of  proof 
rests  upon  his  adversary  to  show  that  such  allotment  would 
be  inequitable.^     A  full  taxation  of  the  costs  cannot  take 

*  That  where  the  appellants,  pending  was  heard  as  to  it  against  the  plaintiff's 
the  appeal,  purchased  the  opposing  pat-  objection,  judgment  will  be  reversed  in 
ents  and  gave  the  parties  stock  in  the  the  Supreme  court,  though  the  plain- 
defeated  corporation,  but  did  not  com-  tiff  did  not  appeal  on  that  ground,  see 
promise  the  damages,  the  appeal  was  Blanchard  v.  Putnam  (1869),  8  Wall, 
dismissed,  there  being  no  longer  any  420. 

real  controversy,  see  Wood  Paper  Ckx  v.         That  an  appeal  from  a  final  decree 

Heft  (1869),  8  Wall.  S8S.  providing  for  payment  of  the  master's 

That  when  it  appears  that  an  appeal  fees  does  not  suspend  the  order  for  their 

is  collusive,  the  decree  of  affirmance  in  payment,  see  Myers  v.  Dunbar  (1874), 

the  Supreme  court  will  be  set  aside,  8  0.  G.  821 ;  1  Bann.  &  A.  565 ;  12 

and  the  order  to  the  Circuit  court  re-  Blatch.  880. 

called,  see  Gardner  v..  Goodyear  Dental  §  1162.  ^  That  in  equity  the  court 
Vulcanite  Co.  (1878),  8  0.  G.  295 ;  6  will  divide,  award,  or  deny  costs  as  jus- 
Fisher,  829.  tice  requires,  see  Troy  Iron  and  Nail 

w  That  on  an  appeal  if  the  Supreme  Factory  ».  Coming  (1872),  6  Fisher, 
court  reverses  the  decision  of  the  Circuit  85  ;  10  Blatch.  228. 
court,  sustaining  the  patent,  it  may  also  *  That  in  equity  coats  do  not  follow 
reverae  such  orders  and  judgments  for  as  a  matter  of  right,  and  must  be  award- 
contempt  as  embrace  an  awanl  of  dam-  ed  in'  the  decree  or  they  will  not  be 
ages  or  profits  to  the  plaintiff,  see  Wor-  recoverable,  see  Cobum  v.  Schroeder 
den  V.  Searls  (1887),  121  U.  S.  14 ;  89  (1881),  8  Fed.  Rep.  521  ;  20  0.  G. 
0.  G.  859.  1086  ;  19  Blatch.  498. 

That  where  no  notice  was  given  of        *  That  costs  are  always  awarded  to 

the  defence  of  priority  and  the  evidence  the  successful  party  unless  his  own  con- 

VOL.  III. — 35 
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.place  until  the  final  4ecreo,  though  special  costs  may  be  at 
lowed  on  interlocutory  orders  during  the  course  of  the  pro- 
ceedings.^ Full  costs  will  be  decreed  in  favor  of  the  plaintiff 
when  the  substantive  issues  raised  on  the  accounting  were  de- 
cided in  accordance  with  his  claims ;  though  where  the  defend* 
ant  was  willing,  at  the  outset,  to  pay  the  net  profits,  and  the 
costs  of  the  accounting  have  thus  been  unnecessarily  made 
by  the  plaintiff,  each  party  is  compelled  to  bear  his  own  costs 
and  one-half  the  master's  fee.^     The  same  division  of  the 

dnct  would  render  it  inequitable  and  of  the  court,  and  may  be  apportioned, 

m^just,  flee  Bunker  v.  Stevens  (1885),  see  Pennsylvania  Diamond  Drill  Co.  v. 

^6  Fed.  Rep.  246  ;  86  0.  G.  845.  Simpson  (1886),  87  0.  O.  218  ;  29  Fed. 

That  in  equity  costs  are  prima  facie  Rep.  288. 
taxable  to  the  prevailing   party,   but         That  a  bill  being  dismissed  as  to  one 

not  if  inequitable  in  whole  or  in  part,  patent  and  sustained   as  to  the  other, 

though  the  burden  of  proof  rests  upon  costs  were  allowed  to  neither  party,  see 

the  party  objecting  to  them,  see  Hovey  Schmid  v.  Scovill  Mfg.  Co.  (1889),  39 

9.  Stevens  (1846),  8  W.  ft  M.  17  ;  2  Fed.  Rep.  845;  Fay  v.  Allen  (1885),  24 

Robb,  667.  Fed.  Rep.  804  ;  82  0.  G.  1355  ;  Everest 

That  no  costs  will  be  taxed  in  equity  v.  Buffalo  Lubricating  Oil  Co.  (1884), 

when  neither  party  fully  prevails,  see  28  0.  G.   1101  ;   20  Fed.   Rep.   848 ; 

Hayes  v.  Bickelhoupt  (1885),  29  0.  G.  Adams  v.  Howard  (1884),  26  O.  G.  826  ; 

868  ;  21  Fed.  Rep.  567.  19  Fed.  Rep.  817  ;  22  Bhitch.  47. 

*  That  costs  cannot  be  fully  taxed  or        That  when  a  re-issue  is  held  invalid 

execution  issue  until  final  decree,  and  in  part,  costs  may  be  divided,  see  Yale 

an  appeal  or  supersedeas  will  stay  the  Lock  Co.  v.  Sargent  (1886),  117  U.  S. 

execution,    see    Cobum    v.    Schroeder  686  ;  86  0.  G.  497. 
(1881),  20  0.  G.   1085;  8  Fed.  Rep.         That  if  the  defendants  have  infringed 

621  ;  19  Blatch.  498.  and  there  has  been  no  unreasonable  de- 

That  in  taxing  costs  a  "  final  hear-  lay  in  disclaiming,  a  disclaimer  may  be 

ing"  is  the  submission  of  a  case  for  filed,  and  an  injunction  issue,  and  an 

judgment    after   issue,    see    Goodyear  account  be  ordered,  but  no  costs  can 

Dental  Vulcanite  Co.  v.  Osgood  (1878),  be  recovered,  see  Hake  v.  Brown  (1889), 

13  0.  G.  325  ;  2  Bann.  k  A.  529.  87  Fed.  Rep.  783  ;  Electrical  Accumu- 

That  equity  may  allow  costs  on  Idf  later  Co.  v.  Jutien  Electric  Co.  (1889), 

terlocntory  orders  before  final  decree,  38  Fed.  Rep.  117;  Hayes  v.  Bickelhoupt 

see  Avery  ».  Wilson  (1884),  20  Fed.  (1885),   23  Fed.  Rep.   183  ;  32  0.  G. 

Rep.  856.  135  ;  Myers  v.  Frame  (1871),  4  Fisher, 

«  That  if  the  plaintiff  prevails   in  493  ;  8  Bktch.  446. 
the  issues  raised  on  the  accounting,  the         That  a  plaintiff  disdaiming  pending 

defendant  must  pay  the  whole  cost,  see  suit    cannot    recover   coats,   but   may 

Umer  v.  Eayton  (1883),  17  Fed.  Rep.  have  an  injunction,  each  party  paying 

845.  his  own  costs,  without  previous  record 

That  where  the  plaintiff  prevails  on  of  the  disclaimer  in  the  Patent  Office, 

one  of  two  patents  in  suit  he  must  have  see  Aiken  v.  Dolan  (1867),  3  Fisher,  197. 
a  decree,  but  costs  are  at  the  discretion         That  one  Claim  being  disclaimed*  a 

1162  .  . 
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costs  is  ordered  where  the  plaintiff,  by  exaggerating  his  de- 
mands, has  wasted  time  in  the  accounting,  and  has  finally 
recovered  but  a  small  amount.^  When  the  master  reports 
no  profits  or  substantial  damages,  and  nominal  damages 
alone  are,  therefore,  given  to  the  plaintiff,  costs  are  allowed 
him  up  to  and  including  the  interlocutory  decree,  while  the 
costs  of  the  accounting  are  awarded  to  the  defendant;  one 
being  set  off  against  the  other,  and  the  balance  recovered  by 
the  proper  party  .^  A  similar  disposition  of  the  costs  is  made 
when  a  report  of  damages  or  profits  is  reversed.®    The  de- 


decree  without  eoets  may  be  had  on  the  the  cost  of  the  acconnting,  see  HiU  v. 

others,  see  Christman  v.  Rumsey  (1879),  Smith  (1887)»  82  Fed.  Rep.  758. 
17  Blatch.  148  ;  17  0. 6. 908  ;  4  Bann.         ^  That  where  uominal  damages  are 

St  A.  506 ;  58  How.  Pr.  114.  allowed,   costs  wiU  be  taxed  for  the 

That  where  one  Claim  of  a  re-issue  is  plaintiff  up  to  the    reference  to  the 

too  broad,  a  decree  may  be  had  on  the  roaster,  after  that  for  the  defendant,  see 

other  without  costs,  on  filing  a  dis-  Kirby  v,  Armstrong  (1881),  19  O.  G. 

daimer,  see  Tyler  v,  Galloway  (1882),  661 ;  5  Fed.  Rep.  801  ;  10  Bissell,  185  ; 

20  Blatch.  445 ;   22  0.  G.  2072 ;   12  Ingersoll  v.  Musgroye  (1878),  18  0.  G. 

Fed.  Rep.  567.  966  ;   14  Blatch.  541 ;  8  Bann.  k  A. 

That  where  the  patent  dainis  old  804. 
features,  the  disclaimer  must  be  filed  That  when  the  master  reports  only 
before  suit  or  no  costs  will  be  allowed,  nominal  damages  on  a  decree  pro  eon* 
see  Tuck  v,  Bramhill  (1868),  8  Fisher,  /»9o,  and  the  plaintiff  excepts  to  the 
400 ;  6  Blatch.  95 ;  Singer  v.  Walms-  report,  and  the  exceptions  are  over- 
ley  (1860),  1  Fisher,  558.  ruled,  costs  will  be  allowed  him  only 
That  if  the  defendants  were  willing  up  to  and  including  the  interlocutory 
at  the  outset  to  pay  the  net  profits,  and  decree,  and  the  defendant  will  be  al- 
the  plaintiff  has  made  the  costs,  each  lowed  costs  thereafter,  the  one  to  be 
party  must  pay  his  own  costs  and  one  set  off  against  the  other  and  the  balance 
half  the  master's  fee,  see  Ford  v,  Kurtz  only  recovered,  see  Fisk  v.  West,  Brad- 
(1882),  12  Fed.  Rep.  789  ;  11  BisseU,  ley,  &  Caiy  Mfg.  Co.  (1880),  19  0.  G. 
824.  545. 

*  That  where  the  plaintiff  exaggerated         That  on  an  award  of  nominal  dam- 

his  daima,  and  wasted  much  time,  and  &g^e  the  cost  of  the  reference,  the  mas- 

Tecovered  only  a  small  amount,  costs  ter*s  fees,  and  the  hearing  on  the  report, 

were  allowed  to  fall  on  each  party,  and  fall  on  the  plaintiff,  see  Everest  v,  Buf- 

the  master's  fee  was  paid  by  both  equal-  falo  Lubricating  Oil  Co.  (1887),  81  Fed. 

ly,  see  Troy  Iron  and  Nail  Co.  v.  Com-  Rep.  742. 

ing  (1872),  10  Blatch.  223  ;  6  Fisher,  That  where  nominal  damages  are 
85.  allowed,  costs  will  be  awarded  accord- 
That  though  the  patent  is  sustained  ing  to  the  circumstances  of  the  case, 
and  an  accounting  is  had,  if  the  plain-  see  Calkins  v.  Bertrand  (1881),  8  Fed. 
tiff  knew  that  nothing  could  be  allowed  Rep.  755  ;  10  Bissell,  445. 
him  as  profits  or  damages,  he  must  pay         *  That  when  the  assessment  of  dam* 

§116S 
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fendant  has  his  costs  oq  the  dismissal  of  the  bill  either  at  the 
interlocutory  or  the  fiual  hearing,  unless  the  cause  has  been 
to  his  advantage  by  defining  his  rights  and  protecting  him 
from  future  interference,  and  the  action  was  in  good  faith 
instituted  by  the  plaintiff.^  No  costs  are  thus  taxed  in  his 
favor  when  the  patent  is  found  invalid,  and  the  bill  is  dis- 
missed, on  the  ground  of  the  inventor's  acquiescence  in  more 
than  two  years'  public  use  or  sale  while  ignorant  of  his  legal 
rights.^*^  When  evidence  not  covered  by  the  notice  in  the 
answer  is  admitted  on  amendment  by  agreement,  and  the 
defendant  finally  prevails,  the  costs  which  had  accrued  to 
him  before  the  hearing  cannot  be  recovered.^^  On  the  dis- 
missal of  a  bill  and  cross-bill,  the  costs,  being  equal,  are  not 
taxed  for  either  party.^  All  persons  who  are  entered  on  the 
record  as  plaintiffs  or  defendants  are  liable  for  any  costs  HiBt 
may  be  decreed  against  them.  Claims  not  in  issue  will  not 
be  adjudicated  merely  to  settle  questions  as  to  costs.^ 

ages  is  reyeraed  the  plaintiff  will  he  see  Sisson  v.  Gilbert  (1871),  5  FiBher, 

allowed  costs  up  to  and  inclnding  the  109 ;  9  Blatch.  185. 
interlocatory  decree,  and  the  defendant        ^^  That  where  evidence  not  covered 

afterwards,  see  Dobson  v,  Hartford  Car-  by  the  notice  is   admitted   upon   an 

pet  Co.  (1885),  114  U*.  S.  489  ;  81  0.  G.  amendment  of  the  notice  by  agreement, 

787.  the  defendant  can  have  no  costs  np  to 

*  That  no  costs  will  be  allowed  to  the  hearing,  see  Roberts  v.  Back  (1878X 

the  defendant  when  the  bill   is   dis-  8  0.  G.  268  ;  Holmes,  224 ;  6  Fisher, 

missed,  if  the  defendant  is  really  bene-  825. 

fited  by  it,  as  when  his  own  rights  are         ^*  That  no  costs  will  be  aUowed  on 

definitely  settled,  see  Smith  v.  Wood-  dismissing  the  bill  and  cross-bill,  they 

raff  (1878),  4  0.  G.  685 ;    6  Fisher,  being  nearly  equal,  see  Prime  v.  Bran* 

476.  don  Mfg.  Co.  (1879),  U  Blatch.  458 ; 

That  costs  may  be  denied  the  defend-  4  Bann.  k  A.  879. 
ant  where  his  own  conduct  led   the         ^  That  claims  not  in  issue  will  not 

plaintiff  into  the  controversy,  see  Bun-  be   contested   merely   to   settle   costs, 

kerv.  Stevens  (1885),  26  Fed.  Bep.  245;  see  American  Bell   Telephone  Co.   v. 

86  O.  G.  845.  Spencer  (1881),  20  O.  G.  299 ;  8  Fed. 

^  That  where  the  patent  is  found  in-  Bep.  509. 
valid,  and  the  bill  is  dismissed  on  the        That  a  decree  will  not  be  reviewed 

ground  of  the  plaintiff's  acquiescence  in  on  appeal  for  the  mere  purpose  of  set- 

the  public  use  and  sale  of  his  invention,  tling  a  question  of  costs,   see  Union 

in  ignorance  of  his  legal  rights  and  du-  Paper  Bag  Mach.  Co.  v,  Nixon  (1882), 

ties,  no  costs  will  be  taxed  against  him,  105  U.  8.  766  -,  21  O.  G.  1275. 
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§  1163.    Items  of  Taxable  Costs. 

The  items  of  costs  recoverable  in  equity  are  substantiallj 
identical  with  those  taxable  at  law,  so  far  as  the  essential 
differences  in  procedure  will  permit.  The  fees  of  the  clerk, 
the  marshal,  and  the  witnesses,  the  cost  of  the  pleadings,  the 
expenses  incurred  for  models  or  copies  of  models  in  the 
Patent  Office,  or  for  transcripts  of  assignments  when  procured 
by  the  defendant,  and  for  necessary  telegraphing,  are  among 
the  items  usually  allowed.^  A  docket-fee  is  taxed  in  erery 
case  where  a  final  decree  is  entered  after  a  replication  has 
been  filed,  and  though  several  cases  are  by  agreement  heard 
together  and  one  decree  is  passed  deciding  all,  a  docket-fee 
in  each  case  may  be  awarded.^  Depositions  taken  in  another 
case  and  in  the  present  one  admitted  by  consent,  the  cost 
of  printing  the  pleadings,  evidence,  or  arguments  for  the  con- 
venience of  the  court,  the  expense  of  making  or  procuring 
copies  of  models  not  on  deposit  in  the  Patent  Office,  or  copies 
of  patents  or  drawings  obtained  as  evidence  for  his  own  use 
by  the  defendant,  are  not  included  in  the  items  taxed.^    The 

f  ll(^.    ^  Aa  to  the  usoal  itenu  replication,  or  who  has  not  been  admitted 

taxed  as  costs,  see  J  ^080  and  notes,  to  the  Supreme  coort  or  to  some  Circnit 

atUe.  court,  see  Goodyear  Dental  Vulcanite 

<  That  any  final  decree  after  repli-  Co.  v.  Osgood  (1877),  18  O.  G.  825 ;  2 

cation  is  a  final  hearing  under  Sec.  284,  Bann.  &  A.  529. 
Bev.  Stat.,  for  the  purpose  of  a  docket-         That  no  attorney's  docket-fee  is  to 

fee,  see  Goodyear  Dental  Vulcanite  Go.  be  taxed  for  attendance  on  an  order  of 

V.  Osgood  (1877),  18  O.  G.  825;  2  Bann.  reference  to  a  master,  see  Doughty  v. 

St  A.  529.  West,  Bradley  &  Gary  Mfg.  Co.  (1870), 

That  where  several  cases  are  heard  4  Fisher,  818 ;  8  Blatch.  107. 
together  by  agreement  and  one  decree         That  a  docket-fee  and  certified  copies 

Is  entered  for  all,  a  docket-fee  will  be  of  file-wrappers,  &c.,  are  not  taxable  for 

taxed  in  each  case,  see  Goodyear  Dental  the  defendant  where  the  bill  is  dismissed 

Vulcanite  Co.  o.  Osgood  (1877),  18  O.  after  the  cause  was  at  issue  and  noticed 

G.  825;  2  Bann.  &  A.  629.  for  hearing,  see  Byan  v.  Gould  (1887), 

That  where  a  case  is  dismissed  on  41  0.  G.  1892. 
motion  of  the  plaintiff  after  issue  and        *  That  officers  of  an  infringing  cor- 

interlocutory  decree  on  the  merits,  a  poration  who  appear  as  witnesses  on  an 

docket-fee  will  be  taxed,  see  Goodyear  accounting,  cannot  have  their  mileage 

Dental  Vulcanite  Co.  v,  Osgood  (1877),  and    attendance    taxed    as   costs,    see 

18  0.  G.  825;  2  Bann.  k  A.  529.  American  Diamond  Drill  Co.  v.  Snlli- 

That  no  docket-fee  will  be  taxed  for  van  Mach.  Co.  (1885),  82  Fed.  Rep. 

an  attorney  who  did  not  enter  on  the  552. 
docket  befora  the  filing  of  the  general         That  when  evidence  is  taken  to  be 
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master's  fee  is  payable  by  the  defendant  on  the  return  of  the 
report,  and  may  be  recovered  by  him  from  the  plaintiff  if 
the  bill  is  finally  dismissed  ;  though  in  some  districts  it  is  the 
custom  to  charge  it  to  the  plaintiff,  and  tax  it  in  his  costs 
against  the  defendant.^ 

used  in  two  cases  its  cost  will  be  divided  the  master  in  peculiar  cases,  see  Doughty 

between  them,  see  Thayer  v.  Hart  (1884),  v.  West,  Bradley  &  Gary  Mfg.  Co.  •  1870^ 

80  0.  O.  776.  4  Fisher,  818 ;  8  Biatch.  107. 

That  depositions  taken  in  another  That  the  clerk  has  no  power  to  fix, 

case  against  other  defendants  and  ad-  the  compensation  of   the  master,   see 

mitted  in  the  present  one  by  consent,  Doughty  v.  West,  Bradley,  k  Caiy  Mfg. 

though  under  the  same  patent,  were  Co.  (1870),  4  Fisher,  818 ;  8  Biatch. 

not  taxed,  but  a  solicitor's  fee  of  $2.50  107. 

was  allowed  in  each,  see  Wooeter  v.  That  where  the  interlocutory  decrea 

Handy  (1885),  28  Fed.   Rep.  49 ;  28  for  the  plaintiff  is  set  aside  on  rehear- 

Biatch.  118.    See  this  case  for  several  ing  or  final  decree,  the  master^s  fees 

other  rulings  on  items  of  cost  paid  by  the  defendant  an  taxable  as 

That  the  expense  of  printing  evidence  costs  against  the  plaintiff,  but  the  oonrt^ 

for  the  convenience  of  the  court  will  not  not  the  clerk,  should  tax  them,   see 

be  taxed  against  the  losing  party,  see  American  Diamond  Drill  Ca  v.  Snlli- 

Spaulding  v.  Tucker  (1871),  4  Fisher,  van  Mach.  Ca  (1885),  82  Fed.  Bep. 

638.  552. 

As  to  other  items  not  taxed,  see  g  That  in  Massachuastts  the  master's 

1080  and  notes,  ante,  fee  for  taking  the  account  is  chaiged  in 

*  That  the  master's  fee  may  be  col-  the  first  instance  to  the  plaintiffs,  and 

lected,  in  the  first  instance,  from  the  recovered  by  him  as  costs  against  the 

defendant  by  order  of  court,  and  by  defendant  if  he  prevails,  see  Maodonald 

him  recovered  as  costs  on  a  final  de«  v.  Shepard  (1882),  10  Fed.  Rep.  919. 

cree  in  his  favor,  see  Umer  v.  Eayton  That  the  master  is  an  officer  of  tha 

(1888),  24  0.  G.  1178 ;  Myers  v.  Dun-  court  and  is  entitled  to  his  compensa- 

bar  (1874),  8  0.  G.  821 ;  12  Bbitch.  tion  irrespective  of  the  result  of  the 

880 ;  1  Bann.  &  A.  565.  suit,  see  Myers  v.   Dunbar  (1874),  8 

That  the  order  of  court  for  payment  0.  G.   821 ;  1   Bann.   4b  A.  565 ;  13 

of  the  master's  fees  and  such  other  costs  Biatch.  880. 

must  be  literally  obeyed,  see  Myers  v.  That  costs  being  once  equitably  taxed 

Dunbar  (1874),  8  O.  G.  821;  12  Biatch.  by  consent,  the  consent  cannot  be  with- 

880 ;  1  Bann  k  A.  565.  drawn  when  the  master's  report  cornea 

That  the  fees  of  the  master  are  not  in,  see  Holbrook  v.  Small  (1878),  17 

to  exceed  the  fees  allowed  by  the  stat-  0.  G.  55  ;  8  Bann.  4b  A.  625. 

utes  to  a  commissioner  in  a  like  refer-  That  no  costs  will  be  taxed  aa  to  the 

ence,  though  in  some  difficult  cases  it  exceptions  to  a  master's  report  when  all 

may  be  greater,  see  Doughty  v.  West,  were  overruled  by  the  court,  see  Troy 

Bradley  4b  Gary  Mfg.   Co.   (1870),  4  Iron  k  Nail  Factory  v.  Coming  (1872), 

Fisher,  818  ;  8  Biatch.  107.  6  Fisher,  85 ;  10  Biatch.  328. 

That  ten  dollars  a  day  may  be  allowed 
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§  1164.  BJll  of  Review. 

A  final  decree  in  equitj,  if  nnappealed  from  or  affirmed 
upon  appeal,  permanently  concludes  the  parties  on  all  mat- 
ters covered  by  its  terms,  unless  reversed  by  a  bill  of  review. 
A  bill  of  review  may  be  filed,  by  leave  of  the  court,  for  errors 
of  law  apparent  on  the  record,  and  without  leave  of  the  court 
for  errors  in  fact  disclosed  by  the  discovery  of  new  evidence.^ 
When  based  upon  alleged  errors  of  law,  the  bill  serves  the 
same  purpose,  and  is  governed  by  the  same  general  principles, 
as  a  writ  of  error,  and  must  be  filed  within  the  time  allowed 
for  that  proceeding.'  If  intended  to  correct  errors  in  fact, 
and  for  l^at  end  to  introduce  new  evidence,  it  occupies  the 
same  position  and  is  guided  by  the  same  rules  as  an  appli- 
cation for  a  new  trial.^  On  such  a  bill  the  court  may  permit 
additional  testimony  to  be  offered,  and  new  instances  of  prior 
use  to  be  alleged  and  shown ;  but  if  the  party,  although  duly 
notified,  was  voluntarily  absent  from  the  former  triaJ,  or  if 
the  new  evidence  suggested  could  have  been  discovered  by 
diligent  attention  to  the  matters  brought  out  in  the  previous 
hearing,  the  bill  will  be  dismissed  and  the  relief  denied.^  A 
decree  by  consent  cannot  be  reversed  on  a  bill  of  review, 
unless  the  consent  has  been  obtained  by  fraud.^  The  bill 
must  show  that  the  new  facts  to  be  produced  are  material 

§  1164.    1  Aa  to  the  nature  and  ob-  of  prior  oae  may  be  alleged  and  shown, 

jeet  of  a  Bill  of  Beview,  see  Story  £q.  if  the  bill  is  filed  more  than  thirty  days 

PL  §§  403-428.  before  the  final  sabmission,  see  Craig  v. 

*  That  a  bill  of  reyiew  hased  on  Smith  (1879),  100  (J.  S.  226;  17  0.  G. 
errors  of  law  follows  the  rules  govern-  145. 

ing  writs  of  error,  see  Clark  v.  Killian         That  if  the  plaintiff  fails  to  appear 

(1880),  108  U.  S.  766.  at  the  trial  and  the  conrt  examines  the 

*  That  a  bill  of  review  based  on  er-  pleadings,  proofs,  and  exhibits,  and  de- 
rors  of  fact  is  governed  by  the  teme  crees  for  the  defendant,  a  bill  of  review 
mles  as  a  petition  for  a  new  trial,  see  cannot  be  sustained  unless  it  alleges 
Story  Eq.  PI.  §§  412-419.  new  matter  or  an  error  on  the  record, 

*  That  courts  may,  in  their  discre-  see  Irwin  v.  Meyroee  (1881),  2  McCrary, 
lion,  allow  newly  discovered  evidence  244 ;  7  Fed.  Kep.  588.  This  case  eon« 
to  be  introduced  on  a  bill  of  review,  tains  a  discussion  of  bills  of  review  and 
but  the  power  is  to  be  exercised  cau-  decisions  thereon. 

tiously  and  only  when  necessary  to  jus-         *  That  a  decree  by  consent  cannot 

tioe,  see  Craig  v.  Smith  (1879),   100  be  set  aside  by  a  bill  of  review,  see 

U.  8.  226 ;   17  O.  G.  145.  In  re  Pentlarge  k  Beeston  (1879),  17 

That  on  a  bill  of  review  new  instances  Biatch.  306  ;  4  Bann.  k  A.  607* 
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to  some  issue  covered  bj  the  decree ;  that,  if  the  testimony 
is  received,  the  decree  upon  this  issue  will  bo  more  favorable 
to  the  petitioner ;  and  that  he  had  employed  due  diligence  in 
the  investigation  and  presentation  of  his  evidence  at  the  for^ 
mer  trial  .^  If  tlie  bill  is  sustained,  the  decree  is  opened  and 
a  new  hearing  takes  place,  upon  which  the  decision,  and  if 
necessary  the  new  reference  and  accounting,  will  proceed. 

§  1165.  Bm  of  Revivor. 

When  by  the  death  of  either  of  the  parties  a  suit  in  equity 
becomes  abated,  a  bill  of  revivor  will  restore  it  and  permit 
the  court  to  proceed  to  its  determination.^  A  bill  of  revivor 
can  be  filed  only  by  or  agaiiist  the  personal  representatives, 
as  distinguished  from  the  assignee  or  devisee,  of  the  deceased 
party,  and  only  when  the  death  does  not  prevent  the  court 
from  granting  the  desired  relief.^  Thus  if  the  original  bill 
prays  for  an  injunction  and  account,  and  the  defendant  dies 
before  the  final  decree,  though  an  injunction  is  no  longer 
possible,  a  bill  of  revivor  will  perpetuate  the  suit  against  his 
representatives  and  enable  the  plaintiff  to  secure  his  dam* 
ages  and  profits  against  the  estate.'    A   devisee,  although 

•  That  a  petition  for  leave  to  file  a  v.  Howard   (1888)»  S7  Fed.  Rep.  97  ; 

sapplemental  bill  in  the  nature  of  a  biU  Kirk  v.  Da  Bois  (1886),  28  Fed.  Bep. 

for  a  review  must  show  that  the  peti-  460  ;  87  0.  G.  102  ;  Smith  v.  Baker's 

tioner  ooold  not  with  reasonable  dili-  Adm'rs  (1874),  5  0.  O.  496  ;  10  PhUa. 

gence  have  discovered  the  aUeged  new  221 ;  1  Bann.  k  A.  117. 

matters  before  the  hearing  and  decision,  *  That  a  biU  of  revivor  is  not  to  be 

and  that  the  new  matter  is  material,  filed  by  the  assignee  of  the  original 

see  SpiU  v.  Celhiloid  Mfg.  Co.  (1884),  complainant,  but  only  by  the  legal  rep- 

22  Blatch.  441 ;  29  0.  G.  778 ;  22  Fed.  resentatives  of  a  deoeased  party,   see 

Bep.  94.  Metal  Stamping  Co.  p.  Ciandall  (1880), 

That  a  bill  of  review  will  not  be  18  0.  G.  1581. 

granted  when  the  {letitioner  could,  by  That  a  bill  of  revivor  will  lie  only 

diligent  attention  to  the  exhibits  at«  where  the  cause  of  action  would  survive, 

tached  to  the  original  bill,  have  found  see  Story  £q.  PL  |  356. 

out  what  he  now  relies  on  as  new  matter,  *  That  where  a  decree  fixing  the  lia- 

or  where  the  court  is  satisfied  that  the  bility  of  a  defendant  is  rendered  during 

decree  will  be  the  same,  see  Rubber  Co.  his  lifetime,  the  suit  wiU  survive,  see 

V.  Goodyear  (1869),  9  WaU.  805.  Atterbury  v.  GiU  (1877),  13  0.  G.  276 ; 

§  1165.    1  Etiuity  Rule  56.  2  Flippin,  239  ;  8  Bann.  ft  A.  174. 

That  where  the  defendant  dies  pend*  That  on  the  death  of  a  defendant, 

ing  suit,  a  bill  of  revivor  may  be  filed  pending  a  bill  for  an  injunction  and 

against  his  representatives,  see  Hohorst  account,  a  bill  will  lie  against  his  rep- 
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unable  to  avail  himself  of  a  bill  of  revivor,  may  file  an  origi- 
nal bill  of  the  same  character,  and  obtain  thereby  the  benefit 
of  the  previous  proceedings.^  An  action  abated  by  any  other 
event  than  the  death  of  a  party,  if  the  cause  of  action  still 
exists,  may  be  restored  in  a  similar  manner  by  a  bill  in  the 
nature  of  a  bill  of  revivor.* 

§  1166.    Bm  to  Perpetaate  Testimony. 

Auxiliary  to  actions  for  infringement  are  two  other  equi- 
table proceedings :  a  Bill  to  Perpetuate  Testimony,  aud  a  Bill 
of  Discovery.  A  bill  to  perpetuate  testimony  is  required 
whenever  it  becomes  apparent  that  on  a  future  action,  which 
the  proper  plaintiff  refuses  to  commence  or  which  he  cannot 
yet  begin,  certain  evidence  will  be  important,  and  that,  though 
now  available,  this  evidence  may  at  that  time  be  beyond  the 
reach  of  the  petitioner.^  Upon  this  bill,  its  allegations  being 
sustained  by  proof,  the  court  will  cause  the  testimony  to  be 
taken  in  some  suitable  manner,  and  preserved  among  the 
records  of  the  court,  until  it  may  be  needed  at  the  trial.^ 

§  1167.    BUI  of  Dlsoovery. 

A  bill  of  discovery  is  a  bill  praying*  for  the  compulsory 
disclosure  of  certain  facts  within  the  knowledge  of  the  re- 

resentatives  to  revive  the  rait  and  ob-  *  Equity  Rule  66. 

tain  an  account,  see  Smith  v.  Baker's  That  the  death  of  a  patentee  after 

Admre.  (1874),  5  0.  G.  496  ;  1  Bann.  an  appeal  does  not  abate  the  rait,  see 

ft  A.  117  ;  10  Phila.  221.  lUinois  Central  R.  R.   Co.  v.  Turrill 

That  under  Rule  56  abUlof  reviyor  (1884),  110  U.  S.  801 ;  26  0.  G.  917. 

filed  by  an  administrator  when  the  de-  §1166.  ^  As  to  the  object  and  na- 

fendant  died  after  the  interlocutory  de*  ture  of  a  Bill  to  Perpetuate  Testimony, 

eree  against  him,  and  while  the  case  see  2  Story  Eq.  Jnr.  §§  1505-1516. 

was  before  the  master  for  an  award.  That  a  bUl  for  the  perpetuation  of 

does  not  revive  the  case  unless  the  court  testimony  will  not  be  granted  where  a 

so  orders,  see  Atterbury  v.  Gill  (1877),  suit  oan  at  once  be  brought  by  the  pe« 

18  0.  G.  276 ;  2  Flippin,  239  ;  3  Bann.  titioner,  see  New  York  &   Baltimore 

ft  A.  174.  Coffee    Polishing   Co.    v.  New    York 

*  That  a  devisee  is  unable  to  obtain  Coffee  Polishing  Co.   (1881),   9  Fed. 

a  bill  of  revivor,  though  he  may  have  Rep.  578  ;  20  Blatch.  174. 

relief  and  the  benefit  of  the  prior  pro-  *  As  to  the  form  of  and  proceedings 

oeedings  on  filing  an  original  bill  in  the  in  a  Bill  to  Perpetuate  Testimony,  see 

nature  of  a  bill  of  revivor,  see  Story  Story  £q.  PI.  §§  800-SlO. 
£q.  PI.  S§  877-879. 
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spondenty  or  the  production  of  certain  documents  or  other 
articles  within  his  custody  or  control.^  It  is  ordinarily  em- 
ployed only  in  aid  of  suits  at  law,  or  as  collateral  or  intro- 
ductory to  other  equitable  proceedings.'  The  bill  must  aver 
some  right  in  the  petitioner  which  the  discovery  might  help 
to  vindicate,  and  demand  information  which  might  constitute 
a  ground  for  some  claim  or  defence  in  the  principal  action.' 
The  respondent  named  must  be  a  party  to  such  action,  and 
not  simply  a  witness.^  A  corporation  may  be  called  upon  for 
a  discovery  by  this  proceeding  and  must  answer ;  but  if  a 
disclosure  under  oath  is  to  be  ordered,  its  officers  must  also 
be  made  parties.*  Under  a  mere  bill  of  discovery,  the  peti- 
tioner can  obtain  no  other  assistance  than  the  disclosure  for 
which  he  asks ;  but  if  his  bill  contains  a  prayer  for  general 


$1167.   ^  Ab  to  the  nature  and  ob-  That  a  defendant  cannot  demand  a 

ject  of  a  BUI  of  Diacoveiy,  see  2  Story  discovery  from  the  plaintiff  as  to  his 

£q.  Jur.  SS  689-691, 1480-1504 ;  Equity  title  and  its  scarce  and  validity  by  a 

Rules,  40-44.  cross-bill,  unless  he  alleges  title  in  him- 

For  a  discussion  of  the  value  and  self,  see  Young  v.  Colt  (1862),  2  Blatch. 

employment  of  bills  of  discovery,   see  873. 

Colgate  V,  Compagnie  Fran9aise  (1885),  That  discovery  in  patent  caaes  is  of 

Its  Blatch.  86  ;  28  Fed.  Rep.  82.  the  nature  of  an  inspection,  and  is  mora 

*  That  a  bill  of  discovery  of  royal-  effective  than  adverse  testimony,   aea 
ties  due  is  not  allowable  except  in  aid  Colgate  v.  Compagnie  Fran^aise  (1885), 
Qf  an  action  at  law,  the  legal  remedy  28  Blatch.  86 ;  23  Fed.  Rep.  82. 
being  sufficient,  see  Perkins  v.  Hendryz  For  the  requisites  of  a  BUI  of  Dia* 
(1885),  28  Fed.  Rep.  418.  oovery,  see  Story  Eq.  PI.  §|  311-325. 

That  a  court  of  law  cannot  compel  *  That  discovery  can    be    obtained 

the  defendant  to  allow  an  inspection  of  only  from  one  who  ia  a  party  to  tha 

his  methods  aa  equity  can,  and  thus  a  biU,  see  Equity  Rule  40. 

bill  of  discovery  in  aid  of  a  suit  at  law  *  That  a  coloration  may  be  defend- 

ia  proper,  see   Colgate  v.   Compagnie  ant  on  a  bill  of  discovery  in  aid  of  a 

Fran9ai8e  (1885),  23  Fed.  Rep.  82  ;  28  auit  at  law  for  infringement,  and  must 

Blatch.  86.  make  answer,  though  it  cannot  answer 

That  a  bill  of  discovery  will  lie  in  under  oath,  see  Colgate  v.  Compagnie 

the  Circuit  court,  as  ancillary  to  a  suit  Fran^aise  (1885),  23  Fed.  Rep.  82  ;  23 

for  infringement,  irrespective  of  citizen*  Blatch.  86. 

ship,  see  Kendall  v.  Winsor  (1860),  6  That  where  a  corporation  ia  defend- 

R.  I.  453.  ant  in  a  bill  of  discovery  the  ofBoera 

*  That  a  bill  of  discovery  must  aver  must  be  made  parties,  if  the  disooveiy 
a  title  to  be  aided  by  the  discovery,  and  is  to  be  on  oath,  see  Vaughn  v.  East 
if  it  ia  imperfect  it  cannot  be  treated  aa  Tennessee,  Yiiginia,  k  Geoigia  R.  R.  Co. 
a  bill  for  general  relief,  see  Young  v.  (1877),  11  0.  G.  789  ;  1  Flippin,  621 ; 
Colt  (1852),  2  Blatch.  873.  2  Bann.  &  A.  537. 
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relief,  and  the  discoverj  is  made,  the  court  may  grant  what* 
ever  remedy  the  facts  disclosed  require.^ 


SECTION  V. 
OF  infringement:   injunctions. 

§  1168.    Value  of  Preventive  Equitable  Action  in  Caaee  of  Xbc« 
peoted  Infringement. 

The  exercise  of  its  preventive  jurisdiction  by  a  court  of 
equity,  in  cases  of  infringement,  is  the  most  potent  and  most 
valuable  of  all  the  methods  provided  by  the  law  for  the  pro- 
tection of  the  owner  of  a  patent.^  It  removes  from  him  the 
danger  of  an  irremediable  injury,  precludes  the  necessity  of 
innumerable  suits  for  his  successive  wrongs,  and  interposes 
in  the  path  of  the  infringer  an  obstacle  which  he  cannot 
overcome.'    It  is  the  proper  complement  of  that  legislative 

*  That  under  a  bill  for  discovery  jurisdiction  and  give  complete  relief, 

only,  the  plaintiff  is  not  entitled  to  see  Magic  Buffle  Co.  v.  Elm  City  Co. 

an  account,   see  Magic  Buffle  Co.  r.  (1877),  11  0.  G.  501;  14  Blatch.  109; 

Elm  City  Co.  (1877),  11  0.  G.  501 ;  2  Bann.  &  A.  500. 
14  Blatch.  109 ;  2  Bann.  &  A.  506.  That  under  a  bill  for  discovery  and 

That  a  bill  in  equity,  stating  ap-  other  equitable  relief,  if  the  object  of 

proximately  the  amount  of  the  defend-  the.  plaintiff  is  to  obtain  damages,  the 

ant*8  gains  and  praying  for  a  disclosure,  discovery  being  had  the  court  will  give 

is  not  a  bill  of  discovery  or  a  bill  relief  in  damages,  see  Magic  Ruffle  Co. 

praying  for  a  discovery,  see  Gordon  v,  v.  Elm  City  Co.  (1877),  11  0.  G.  501 ; 

Anthony  (1879),   16  0.  G.   1135  ;  16  14  BUtch.  109  ;  2  Bann.  k  A.  506. 
Bbitch.  234  ;  4  Bann.  &  A.  248.  J  H^^-     ^  l^^t  there  can  be  no  in- 

That  the  admission  of  counsel  as  to  junctions  at  law,  see  Motte  v.  Bennett 

ihe  object  of  a  bill  is  disregarded,  for  (1849),  2  Fisher,  642. 
if  the  bill  appears  to  be  a  bill  for  a         That  only  equity  can  prevent  an  in- 

discovery,  it  is  such,  see  Perry  v.  Com-  vasion  of  rights,  see  McMUlin  v.  Barclay 

ing  (1868),  6  Blatch.  134.  (1871),  5  Fisher,  189 ;  4  Brews.  (Pa.) 

That  a  bill  praying  for  an  answer  275. 
on  oath  and  an  account,  though  it  does         That  a  court  of  equity  may  decree  a 

not  allege  that  a  discovery  is  necessary  final  remedy,  and  also  protect  property 

or  contain  interrogatories,  or  pray  for  during  litigation,  see  Potter  v.  Dixon 

an  injunction,  im  a  bill  for  a  discovery  (1863),  2  Fisher,  381 ;  5  Blatch.  160. 
and  account  and  is  sufficient,  see  Perry         *  That  the  purpose  of  an  injunction 

9.  Coming  (1868),  6  Blatch.  134.  b  to  prevent  infringements  and  a  mul- 

That  where  a  discovery  is  necessary  tipHcity  of  suits,  see  Brooks  v.  Miller 

and  granted,  the  ooort  may  take  entire  (1886),  28  Fed.  Bep.  615  ;  Brooks  «. 
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action  which  confers  upon  the  inventor  his  exclnsive  privi« 
lege, — the  one  prohibiting  all  interference  with  his  monop* 
olj,  the  other  practically  enforcing  this  prohibition  against 
individual  transgressors ;  and  could  the  patentee  be  always 
forewarned  of  the  intended  invasions  of  his  rights,  and  were 
he  vigilant  in  seeking  this  form  of  relief,  no  other  litigation 
would  ever  be  required.  An  injunction  is  thus  the  strong 
arm  of  the  court,  at  once  prompt  in  its  action  and  effective 
in  its  results,'  never  to  be  employed  w^ien  other  remedies  are 
adequate,  but  applied  unhesitatingly  and  without  restriction 
wherever  the  plaintiff  cannot  otherwise  escape  irreparable  or 
repeated  injuries.** 

§  1169.  Classes   of  Injonotions :    Preliminary  Injunctions    and 
Perpatnal  Injnnotions. 

Injunctions  in  actions  for  infringement,  as  in  other  cases, 
may  be  either  preliminary  or  perpetual.  A  preliminary  in- 
junction issues  at  the  commencement,  or  during  the  pendency, 
of  other  proceedings  in  equity  or  at  law.  It  is  intended  to 
compel  the  defendant  to  desist  from  his  alleged  infringing 
acts  until  it  becomes  evident  that  they  do  not  invade  the 
plaintiff's  patent,  and  thus  preserve  affairs  in  statu  quo  while 
the  necessary  investigation  is  in  progress  in  the  courts.^  A 
perpetual  injunction  is  a  decree  upon  the  merits  of  the  contro- 

NorcrosB  (1851),  2  Fisher,  661 ;  Motto  That  an  ii^anction  is  often  the  only 
V,  Bennett  (1849),  2  Fisher,  642.  available  remedy,  see  Potter  v.  Mailer 

*  That  an  injunction  is  the  strong    (1864),  2  Fisher,  465. 

arm  of  equity  and  is  never  to  be  used  J  1169.    ^  Tliat  the  object  of  an  in- 

unless  the  court  is  convinced  of  its  real  jnnction  is  to  preserve  matters  tn  BitUu 

necessity,  see  Potter  v.  Schenck  (1866),  qiu>  till  the  court  has  investigated  them, 

8  Fisher,  82 ;  1  Bissell,  515.  and  if  it  is  of  no  importance  thus  to 

*  That  an  injunction  will  issue  when-  preserve  them  no  injunction  will  issue, 
ever  it  is  needed  to  protect  rights,  see  see  Westinghouse  Air  Brake  Go.  v.  Gar* 
Wilson  V,  Bamum  (1849),  2  Fisher,  penter  (1887 ,  82  Fed.  Rep.  484 ; 
685 ;  1  WalL  Jr.  847  ;  2  Robb,  American  Nicholson  Pavement  0». 
749.  V.  aty  of  Elisabeth  (1870),  4  Fisher, 

That  it  is  the  duty  of  the  court  189. 
to  protect  the  plaintiflTs  clear  rights         That  an  injunction  is  granted    to 

by  an  injunction  and  thus  prevent  a  preserve  the  existing  order  of  things, 

multiplicity  of  suits,  see  Ely  v.  Mon-  not  to  disturb  it,  even  though  rights 

son  &  Brimfield  Mfg.   Co.  (1860),  4  may  be  doubtful,  see  Singer  Mfg.  Co. 

Fisher,  64.  v.  Union  Button  Hole  k  Embroidery 
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yersy,  after  a  trial  in  equity  and  a  judgment  for  the  plaintiff, 
permanently  prohibiting  the  defendant  from  the  performance 
of  those  acts  which  have  been  proved  and  adjudged  to  be 
violations  of  the  patent.  Its  purpose  is  to  put  an  end  to  the 
manufacture,  use,  or  sale  of  the  invention  by  the  defendant, 
until  the  exclusive  privilege  of  the  inventor  has  expired. 

§  1170.  Preliminary   Injonotion :    Discretion    of    the    Court   in 
Granting  it  Onlded  by  Bstabliahed  Roles. 

A  preliminary  injmiction  is  not,  like  a  perpetual  injunction, 
a  matter  of  course,  nor  can  its  issue  be  governed  by  any  for- 
mulated and  established  rules.  Its  allowance  or  refusal 
depends  neither  upon  the  plaintiff's  right  nor  on  the  defend- 
ant's wrong,  but  upon  innumerable  qualifying  circumstances 
of  varying  importance,  affecting  the  minds  of  different  judges 
in  a  different  manner,  and  rendering  each  case  emphatically 
a  case  by  itself,  whose  decision  rests  entirely  with  the  indi- 
vidual court  to  which  it  is  presented.^  Nevertheless,  there 
are  certain  principles  by  which  the  courts  are  guided  in  the 
grant  of  these  injunctions,  and  certain  facts  which  operate 
as  arguments  for  or  against  their  issue.  These  facts  and 
principles  require  detailed  discussion,  and  in  the  following 
paragraphs  their  character  and  bearing  on  preliminary  in- 
junctions  will  therefore  be  considered.  So  far  as  the  same 
principles  or  facts  are  applicable  to  perpetual  injunctions 
they  will  be  hereafter  noticed. 

Go.  (1878),   4  0.  O.  558;  6  Fisher,  the  plaintiff  presents  an  andebatable 

480;  Holmes,  258.  case,  see  Goodyear  v.  Hills  (1866),  8 

That  the  purpose  of  an  injunction  ia  Fisher,  184. 
to  disturb  the  existing  order  of  things         That  a  motion  for  an  ii\junction  de- 

and  set  them  right,  see  Cook  v,  Ernest  pends  on  its  own  facts,  and  the  court 

(1872),  5  Fisher,  896 ;  2  0.  O.  89.  must  decide  so  as  to  accomplish  the 

That  an  injunction  does  not  impair  ends  of  justice  and  the  purposes  of  its 

the  right  of  trial  hy  jury,  hut  merely  jurisdiction,  see  Potter  v.  Cro well  (1866), 

aids  the  party  having  a  legal  title  to  8  Fisher,  112 ;  1  Abbott,  89. 
protect  it  tiU  such  trial  can  be  had.         That  on  a  motion  for  an  injunction 

see  Woodworth  v,  Rogers  (1847),  8  W.  the  court  wiU  carefully  consider  the 

ft  M.  185  ;  2  Robb,  625.  rights  of  parties,  and  protect  the  pat- 

§  1170.    ^  That  on  a  motion  for  an  entee  during  the  litigation,  see  Monis 

injunction  the  only  question  is  whether  v.  LoweU  Mfg.  Co.  (1866),  8  Fisher,  67. 
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§  1171.  Preliminary  Injunotion :  Grantable  only  to  Prevent 
Proflpeotive  Injury  where  no  other  Adequate  Rem- 
edy ZbdstB. 

A  preliminarj  injunction  is  intended  to  prevent  a  pro- 
spective injury,  and  must  be  confined  to  the  purpose  for  which 
it  is  designed.^  It  cannot  be  employed  for  the  punishment 
of  past  infringements,  nor  as  a  method  of  comi)elling  the 
defendant  to  compromise  existing  controversies,  nor  to  re- 
strain third  parties  from  contracting  with  the  alleged  in- 
fringer.^ It  is  exclusively  an  auxiliary  and  collateral  remedy, 
applied  only  in  cases  where  the  right  is  probable  and  the 
invasion  of  the  right  apparent,  and  contemplates  a  trial  of 
the  principal  action  on  its  merits,  in  which  the  existence, 
nature,  and  extent  of  the  infringement  will  be  definitely 
ascertained.'  Hence  where  the  right  is  doubtful,  or  the  wrong 
uncertain,  or  where  some  other  mode  of  temporary  protection 
is  equally  beneficial  to  the  plaintiff  and  less  injurious  to  the 
defendant,  or  where  the  object  of  the  plaintiff  is  not  protection 
to  himself  but  punishment  or  coercion  to  the  defendant,  the 
injunction  ought  to  be  and  is  refused.^ 

§  1172.  Preliminary  Injanotion :    Orant  or  Refnsal  not  Subject 
to  AppeaL 

The  issue  or  refusal  of  a  preliminary  injunction  is  always 
within  the  discretion  of  the  court,  and  from  its  judgment 

1 1171.    ^  In  American   NicholBon  invasion  of  the  right  is  proved  beyond 

Pavement   Co.    v.   City   of   Elizabeth  reasonable  doubt." 

(1870),  4  Fisher,  189,  Strong,  J.  :  (iU)  <  See  J  1190  and  notes,  post, 

*'  A  preliminary  injunction  is  always  *  That  the  act  of  Feb.  16,  1819,  does 

an  extraordinary  exercise   of  judicial  not  alter  the  principles  on  which  in* 

powers.     Its  purpose  is  to  preserve  the  junctions  are  granted,  see  Sullivan  v, 

existing  state  of  things  until  the  rights  Redfield  (1825),  1  Paine,  441  ;  1  Robb^ 

of  the  parties  can  be  fairly  investigated.  477. 

It  is  not  to  be  used  for  any  other  pur*  *  That  an  ii^'unction,  though  needed, 

pose.    It  looks  forward  to  a  trial,  and  is  not  to  be  granted  without  great  cau- 

when  it  is  of  no  importance  to  preserve  tion  before  a  final  decree  on  the  merits, 

things  as  they  are,  when  the  injunction  see  Goodyear  v,  Dunbar  (1859),  1  Fisher, 

is  asked  for,  it  will  not  be  granted.    It  472  ;  8  WalL  Jr.  810. 

ought  never  to  be  issued  unless  the  That  an  injunction  will  only  issue 

right  of  a  patentee  is  an  established  or  nisi  if  the  defendants  are  ready  to  stop 

admitted  one,  and  unless  the  alleged  infringing  and  the  validity  of  the  patent 
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there  is  no  appeal.^  The  law  presumes  that,  as  the  circum^ 
stances  of  cases  differ,  so  judges  will  inevitably  disagree  in 
the  views  thej  take  of  the  same  circnmstances,  and  in  the 
significance  which  thej  attach  to  the  particular  facts  which 
enter  into  their  decisions.  The  widest  liberty  is  necessarily 
conceded  to  the  courts  in  the  exercise  of  this  authority,  and 
action  in  accordance  with  their  best  discretion  is  all  that  is  re- 
quired.^ Discretion  is  not,  however,  prejudice  or  arbitrary 
whim.  It  involves  the  obligation  to  determine  each  case  by 
what  has  been  done  by  equity  in  like  cases,  in  conformity  with 
the  practice  in  equity  and  the  principles  on  which  equity  de- 
cides.'   To  do  exact  justice  between  the  parties,  according  to 

is  donbtful,  see  Maigot  v.  Schnetzer  cide  a  question  of  this  kind  as,  in  his 

(1888),  15  Fed.  Bep.  118 ;  24  0.  O.  judgment  upon  the  particular  case  he- 

101.  fore  him,  the  principles  of  equity,  and 

§1172.  1  That  the  grant  of  an  iigunc-  the  practice  of  its  courts  warrant  or 
tion  rests  in  the  discretion  of  the  court,  dictate,  —  and  this,  whether  his  de- 
see  Irwin  V.  Dane  (1871),  4  Fisher,  859  ;  cision  be  in  accord  or  at  variance  with 
2  Bissell,  442;  Potter  v.  Whitney  (1866),  that  of  his  brother  officer,  of  whatever 
8  Fisher,  77  ;  1  Lowell,  87  ;  Ayling  v.  grade  or  whatever  locality.  The  largest 
Hull  (1865),  2  Clifford,  494.  liberty  imaginable  is  his, '  with  no  rules 

That  courts  have,  under  Sec  4921,  to  restrain,  no  after  reckoning  to  dread.' 

Rev.   Stat,   a  laiger  discretion  as  to  Neither  upon  appeal,  nor  by  writ  of 

injunctions   in    patent  cases  than   in  error,  nor  even  by  petition  for  revisory 

others,  see  Yuengling  v.  Johnson  (1877),  action,  can  a  judge*s  rulings  or  findings 

1  Hughes,  607  ;  8  Bann.  k  A.  99.  upon  a  motion  for  a  preliminaiy  i^junc^ 

*  In   Earth    Closet   Co.  v,   Fenner  tion  be  subjected  to  correction  or  even 

(1871),  5  Fisher,  15,  Kuowles,  J.  :  (20)  criticism  on  the  part  of  his  superiors  in 

''The  motion  is  one  of  that  class  ad-  official  rank  or  in  judicial  acumen." 
dressed,  in  technical  parlance,  to  the         That  the  best  ezercise  of  discretion 

discretion  of   the  court.     For   prece-  is  all  that  can  be  expected,  see  Potter 

dents,  in  any  recognized  sense  of  that  v.   Whitney  (1866),  8  Fisher,  77  ;   1 

word,  it  is,  therefore,  idle  to  search.  Lowell,  87. 

By  one  judge  an  injunction  may  be         *   In  Motte  «.   Bennett  (1849),   2 

granted  to-day  under  a  given  state  of  Fisher,  642,   Wayne,  J.  :  (646)   '*  By 

&ct8,  and  by  another  be  refused  to-mor-  discretion,  of  course,  is  meant  an  ob- 

Tow  upon  identically  the  same  state  of  ligation  upon   judges  in  chancery  to 

iacts,  and  yet  neither  functionary  be  determine  each  case,  as  nearly  as  it 

chargeable  with  even  error  in  judgment,  can  be  done,  by  what  has  been  the 

The  law  makes  the  judge's  discretion  course  in  chancery  in  like  cases,  as  well 

the  rule,  not  unheedful  that,  in  the  as  to  prescribe  the  practice  to  be  ob- 

qualities  of  mind  which  give  character  served  in  each  case,  and  the  principles 

to  an  exercise  of  discretion,  individuals  by  which  the  right  is  to  be  determined 

differ  scarcely  less  than  in  form  and  between  the  parties  in  controversy.     It 

features.     The  judge  is  bound  to  de-  never  means  will  or  authority  in  the 
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the  condition  of  the  litigation,  the  nature  of  the  invention,  the 
character  and  extent  of  the  infringement,  and  the  effect  of 
the  injunction  on  the  interests  of  the  plaintiff  and  defendant, 
must  be  the  motive  and  endeavor  of  the  court,  and  in  the 
effort  to  accomplish  this  the  analogy  of  precedents  and  the 
established  rules  o|  equity  must  be  the  acknowledged  and 
controlling  guide.^  While  these  are  followed,  the  weight  of 
evidence,  the  bearing  of  the  facts,  and  the  justice  of  the 
antagonistic  claims  are  for  the  judge  alone. 

§  1173.  Preliminary  Injunction :  Granted  only  when  the  Patent 
ie  Valid,  the  Title  is  in  the  Plaintiff  and  there  is 
Danger  of  an  Infringement  by  the  Defendant. 

A  preliminary  injunction  will  be  granted  only  when  the 
court  is  satisfied :  (1)  That  the  patent  is  valid ;  (2)  That 
the  plaintiff  is  the  owner  of  a  legal  or  equitable  interest 
therein;  and  (8)  That  the  defendant  is  about  to  commit 
an  act  of  infringement.^  It  will  be  denied  if  reasonable  doubt 
exists  on  any  one  of  these  points,  and  even  when  they  are 
established  if  other  circumstances  render  its  allowance  inex- 
pedient or  inequitable.  Upon  an  application  for  a  preliminary 
injunction,  an  exhaustive  hearing  as  to  these  essential  points 

jadge,  hat  Iwth  restnined  by  decided  oat  sending  the  plaintiff  to  law  to  try 

caaee  or  long-standing  rales."  his  right.     And  the  role  applies  as  weU 

*  That  though  a  preliminary  iiyonc*  to  a  l»ll  brought  by  an  assignee  as  by 

tion  is  a  matter  of  discretion,  not  of  the  original  inventor."    See  also  Wise 

precedent,  the  discretion  is  to  be  exer«  v.  Grand  Avenae  R.  R.  Co.  (1888),  85 

cised  as  the  roles  of  equity  and  the  Fed.  Rep.  277. 

practice  of  the  courts  may  require  in  Further,  that  an  iigunction  win  issue 

the  case  at  bar,  see  Earth  Closet  Co.  v.  only  when  the  Talidity  of  the  patent, 

Fenner  (1871),  5  Fisher,  15.  the  rij^t  of  the  plaintiff,  and  infringe- 

§1178.  ^  InMottev.  Bennett  (1849),  ment,  actual  or  prospectiTe,  by  the  de- 

8  Fisher,  642,  Wayne,  J. :  (659)  "  In  fendant,  are  shown  to  the  satiBfaction  of 

equity,  where  the  case  is  clear  and  with-  the  court,  see  SheUy  «.  Brannaa  (1870), 

out  reasonable  doubt,  where  the  bill  4  Fisher,  198;  2Bissell,  815;  Goodyear 

stotes  a  clear  right  to  the  thing  pat-  «.  Hills  (1866),  8  Fisher,  184 ;  Potter 

ented  which,  together  with  the  alleged  v,  MuUer  (1864),  2  Fisher,  465  ;  Good* 

infringement   is  verified  by  aflSdayit,  year  v.  Day  (1852),  2  Wall.  Jr.,  288. 

and  where  the  plaintiff  has   been  in  That  no  injunction  will  issue  on  s 

possession  of  it  by  having  sold  or  used  theory  unsupported  by  proof,  see  Ameii- 

it  in  part  or  in  the  whole,  the  court  can  Diamond  Rock  Boring  Machine  Co. 

will  grant  an  iigunction  and  continue  v.  Sullivan  Mach.  Co.  (1877),  14  Blateh* 

it  till  the  hearing  or  farther  order  with-  119  ;  2  Bann.  &  A.  522. 
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is  not,  however,  usually  permitted.  The  court  will  not  an- 
ticipate the  trial  on  the  merits  bj  an  extended  examination 
of  the  testimony  then  to  be  produced,  but  in  cases  involving 
obscure  propositions  of  law,  or  disputed  and  intricate  ques- 
tions of  fact,  will  refuse  the  injunction  until  these  matters 
come  up  for  investigation  in  their  proper  order.^  This  ne- 
cessary attitude  of  the  courts  toward  these  applications  has  led 
to  the  adoption  of  peculiar  rules  of  evidence,  by  which  the 
plaintiff  is  required  to  furnish  certain  special  forms  of  proof, 
or  in  their  absence  to  await  the  final  hearing  before  invoking 
this  preventive  power. 

§  1174*  Preliminary  Injunction :  Proof  of  Validity  of  Patent : 
Prior  Judgment  in  its  Pavor:  Public  Aoquieeoenoe : 
Admissions  of  Defendant. 

Under  these  rules  of  evidence  the  validity  of  the  patent 
must  be  proved  either  by  the  judgment  of  some  competent 
tribunal,  or  by  the  long-continued  acquiescence  of  the  public 
in  the  exclusive  privilege  which  it  confers,  or  by  some  other 
act  or  fact  equivalent  thereto.^    The  judgment  of  a  compe- 

*  That  OD  a  motion  for  an  injunction  his  jpatent  and  an  infringement  of  it 

the  court  will  only  examine  far  enough  His  right   must   be   further  substan- 

to  see  whether  the  plaintiflTs  equitable  tiated  in  one  of  two  ways :  firsts  by  a 

rights  require  such  protection  during  possession  accompanied  by  an   actual 

the   litigation,   see    Sickela   v.  Young  use  and  eig'oyment  of  it  for  a  sufficient 

(1855),  3  Bktch.  293.  length  of  time  to  afford  a  reasonable 

That   a   motion   for  a  preliminary  presumption  of  the  acquiescence  of  the 

injnnction  is  not  designed  to  a4judi-  public  in  its  validity ;  or,  second,  by  a 

cate   disputed   points    not    preriously  judgment  in  his  favor  in  a  trial  at  law. 

discussed,  see  Gold  &  Stock  Telegraph  The  latter,  however,  is  never  necessary 

Co.  V.  Commercial  Telegraph  Co.  (18S5),  where  the  former  exists  ;  but  I  under- 

22  Fed.  Rep.  838.  stand  it  to  be  essential  in  all  cases  that 

That  on  a  motion  for  a  preliminary  there  should  be  a  trial  at  law  in  the  ab- 
injnnction,  the  court  is  not  bound  to  sence  of  such  use  and  enjoyment.  This 
decide  difficult  questions  of  law  or  dis-  has  been  the  rule  in  England  for  more 
pnted  issues  of  fact,  nor  to  order  an  than  a  century,  and  it  has  always  been 
injunction  till  after  a  full  hearing,  see  the  rule  in  the  United  States.  The  de- 
Parker  9.  Sears  (1850),  1  Fisher,  93.  cisions  by  which  the  rule  is  established, 

I  1 174.    ^  In    Brown   «.    Hinkley  and  the  reasons  upon  which  it  is  based, 

(1878),   3  0.  G.   384,    Longyear,  J.  :  are  too  numerous  to  be  cited  here." 

(384)    "To  entitle  a  patentee  to  the  6  Fisher,  870(373). 
extraordinary  writ  of  injunction,  it  is         In  Topjian  v.  National  Bank  Note 

not  sufficient  for  him  merely  to  show  Co.  (1861),  2  Fisher,  195,   Shipman, 
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tent  tribunal  sustaining  a  patent  is  the  highest  evidence  of 
its  validity.    It  is  not  only  conclusive  upon  the  parties  to  the 

J. :   (198)    "This  eztraoidinaiy  relief  dence,  — else  additiooal  hearing  on  the 

ifl  nerer  granted  as  matter  of  course.  biU  would  thus  be  anticipated  and  sa* 

It  LB  never  granted  on  filing  a  bill  and  perseded,  — yet  it  must  be  something 

producing  a  patent.     The  patent  itself,  stronger  than  the  mere  issue,  howeyer 

although  in  a  certain  sense  it  is  prima  careful  and  public,  of  the  patent  con* 

fade  evidence  of  the  validity  of  the  ferring  an  exclusive  right ;  as  in  doing 

grant,  is  never  sufficiently  strong  per  se  that,  there  is  no  opfiosing  party,  no 

to  warrant  the  relief  asked  for  in  this  notice,  no  long  public  use,  no  trial  with, 

motion.   The  title  of  the  patentee  must,  any  one  of  his  rights.    The  kind  of 

in  order  to  obtain  this  relief,  always  be  additional   evidence    is    this.      If  the 

strengthened  by  exclusive  ixrasessiou  for  patentee,  after  the  procurement  of  his 

some  period  of  time,  or  by  an  adjudica-  patent  conferring  an   excladve  right, 

tion  in  which  the  validity  of  the  patent  proceeds  to  put  that  right  into  exercisa 

has  been  sustained."    4  Blatch.   509  or  use  for  some  years  without  its  being 

(511).  disturbed,  that  circumstance  strength- 

In  Grover  k  Baker  Sewing  ICach.  ens  much  the  probability  that  the  pat- 
Co.  V.  Williams  (1860),  2  Fisher,  183,  ent  is  good,  and  renders  it  so  likely  as 
Sprague,  J. :  (185)  "  In  such  a  hear-  alone  often  to  justify  the  issue  of  an 
ing  it  is  not  sufficient  for  a  plaintiff,  injunction  iu  aid  of  it  .  .  .  After  that 
in  order  to  make  out  a  prima  facie  it  becomes  a  question  of  public  policy 
case,  merely  to  produce  his  patent.  The  no  less  than  private  justice  whether 
court  will  not,  upon  the  mere  produc-  such  a  grant  of  a  right,  exercised  and 
tion  of  a  patent,  entertain  this  motion  in  possession  so  long^  ought  not  to  ba 
for  a  preliminary  injunction.  Thej^n^ma  protected  until  avoided  by  a  full  hear- 
facie  right  under  the  patent  must  be  log  and  trial."  2  Bobb,  828  (826). 
strengthened;  and  that  is  done  in  one  Further,  that  no  injunction  will  ba 
of  two  ways,  by  a  judgment  or  decree  granted  unless  the  patent  has  been  sos- 
after  a  judicial  investigation,  or  by  ex-  tained  by  a  judgment,  or  aoqnieseenee 
elusive  possession  for  some  time,  or,  in  in  a  long  exclusive  use,  or  its  equiva- 
other  words,  by  the  acquiescence  of  the  lent,  see  Edward  Barr  Co.  v.  New 
public  in  the  claims  which  the  plain-  Haven  Automatic  Sprinkler  Co.  (1887), 
tiff  has  set  up  under  his  patent  to  a  48  0.  Q.  392  ;  82  Fed.  Bep.  79  ;  Foa- 
monopoly."  ter  v.   Crossin  (1885),   28  Fed.    Rep. 

In  Orr  v.  Littlefield  (1845),  1  W.  &  400  ;  Kirby  Bung  Mfg.  Co.  v.  White 

M.  18.  Woodbuiy,  J.:  (15)  "It  is  not  (1880),   17   0.  G.  974;  1   Fed.   Rep. 

enough  that  a  party  has  taken  out  a  604  ;  1  >IcCrary,  155  ;  5  Bann.  k  A. 

patent,    and    thus   obtained  a  public  263;    Hockholzer    v.    Eager    (1878), 

grant,  and  the  sanction  or  opinion  of  2    Sawyer,    861  ;    Doughty   v.    West 

the  Patent  Office  in  favor  of  his  right,  (1865),  2  Fisher,  553  ;  Orr  v.  Little- 

though  that  opinion,    since  the   laws  field  (1845),  1  W.  &  BC.  18  ;  2  Robb^ 

were  passed  requiring  some  examination  823  ;  Ogle  v,  Ege  (1826),  4  Wash.  584 ; 

into  the  originality  and  utility  of  inven-  1  Robb,  516. 

tions,  possesses  more  weight     But  the  That  the  decisions  of  the  courts  sns- 

complainant  must  furnish  some  further  taining  patents  do  not  ratify  the  defeats 

evidence    of   a    probable    right ;    and  in  them,  see  Ex  parte  Murray  (1873), 

though  it  need  not  be  conclusive  evi-  3  O.  G.  659. 
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controversy  in  which  the  judgment  was  rendered,  but  often 
constitutes  so  strong  a  general  presumption  in  favor  of  the 
patent  that,  for  the  purposes  of  a  preliminary  injunction,  no 
other  persons  are  allowed  to  contradict  it.^  The  universal 
recognition  of  the  patent  as  creating  a  legitimate  monopoly, 
and  the  consequent  submission  of  the  public,  against  their 
interest,  to  the  claims  which  it  asserts,  is  evidence  in  its 
support  whose  weight  and  value  are  surpassed  only  by  those 
afforded  by  a  judgment.'  Admissions  by  the  defendant  ac- 
knowledging or  implying  an  acknowledgment  that  the  patent 
is  valid,  and  other  facts  of  similar  significance  and  force, 
may  be  received  when  public  acquiescence  and  judgments  are 
both  wanting."^  All  these  forms  of  proof  are  definite,  easily 
procured  and  presented,  and  usually  preclude  contradiction, — 
characteristics  which  render  them  especially  suitable  for  the 
purposes  of  a  preliminary  hearing.^ 

*  That  a  jadgment  sustaiuiog  tho  established  by  acyudicatioiiy  see  Glum 

patent  is  evidence  of  its  validity  for  the  «.  Brewer  (1855),  2  Curtis,  506. 
purposes  of  an  injunction,  see  Putnam         *  That  acquiescence  in  the  monopoly 

V.  Keystone  Co.  (1889),  88  Fed.  Rep.  is  evidence  to  prove  the  validity  of  the 

234;    Stuart  v.   Thorman   (1888),   87  patent,  on  a  motion  for  an  ixgunction. 

Fed.  Bep.  90 ;    Wells  v.  GiU   (1872),  see  McCoy  v.  Nelson  (1887),  121  U.  & 

2  0.   O.  590  ;    6  Fisher,   89.      Also  484  ;  89  O.  6.  881 ;  Miller  v.  Androe- 

tf  1175-1184,  and  notes,  post.  eoggin  Pulp  Co.  (1872),  1  0.  G.  409  ; 

That  a  current  of  decisions  sustain-  5  Fisher,  840  ;  Holmes,  142 ;  Goodyear 

ing  a  patent  is  not  to  be  departed  from  «.  Railroad  (1853),  1  Fisher,  626. 
without  good  reason,  see  American  Bell         Alio  {$  1185-1188,  and  notes,  pott. 
Telephone  Co.  v.  Wallace  Electric  Tele-         ^  That  admissions  by  the  defendant 

graph  Co.  (1889),  37  Fed.  Rep.  672 ;  and  other   evidence   may  supply  the 

Hammerschlag  Mfg:   Co.   v,   Spalding  place  of  judgments  and  acquiescence, 

(1888),  85  Fed.  Rep.  67.  "ee  {  1189  and  notes,  pad. 

That  an  injunction  will  be  granted         *  In  stating  the  evidence  on  which 

on  proof  of  infringement  only,  if  the  preliminary  injunctions  will  be  granted 

patent  has  been  sustained  by  repeated  or  refused,  courts  often  combine  two  or 

judgments,  especially  where  the  defend-  more  of  these  forms,  or  even  assert  that 

ant  was  interested  in  the  prior  defences,  one  without  the  other  is  insufficient^ 

see  Robertson  r.  Hill  (1873),  6  Fisher,  A  number  of  these  statements  are  hers 

465  ;  4  0.  G.  132.  cited,  not  merely  as  illustrations  of  tha 

That  an  injunction  will  iuue  where  practice,  but  that  the  cases  themselves 

a  patent  has  but  a  short  time  to  run,  may  be  examined  in  connection  with 

and  has  been  fully  sustained  by  judg-  the  more  accurate  enunciations  referred 

ments,   see  Cary  v.   Domestic  Spring  to  in  the  notes  to  this  and  the  succeed* 

Bed  Co.  (1885),  27  Fed.  Rep.  299.  ing  peragraphs. 

That  an  injunction  will  issue  under         That  an  injunction  will  be  refused 

an  extension,  if  the  original  had  been  where  the  patent  has  not  been  a4judi* 
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§  1175.  Preliminary  Injunction :  Prior  Judgment  as  Bridence  of 
Validity :  Ciroumetancea  Determining  the  Weight  of 
Prior  Judgments. 

The  weight  to  be  attached  to  anj  judgment  iu  favor  of  a 
patent,  as  evidence  of  its  validity  in  future  actions,  depends 

cated  and  patentability  is  doubtful,  see  ment  or  decree  in  his  favor  and  an 

Baldwin  v,   Conway  (1887),  32    Fed.  extensive  public  acknowledgment,  see 

Rep.  795.  American  Nicholson  Pavement  Co.  v. 

That  a  jury  trial  has  not  been  a  pre-  City  of  Elizabeth  (1870),  4  Fisher,  189. 

requisite  to  an  injunction  in  England  That  an  iigunction  will  issue  if  there 

since  1761,  if  the  court  is  satisfied  of  has  been  long  possession,  or  frequent 

the  infringement,  though  the  validity  recoveries,  unless  the  patent   apjiears 

of  the  patent  is  disputed,  see  Motte  v,  to    be    void,  see  Woodworth  v.  Hall 

BenneU  (1849),  2  Fisher,  642.  (1846),  1  W.  &  M.  248  ;  2  Robb^  495. 

That  an  injunction  will  be  granted  That  an  injunction  will  be  granted 
if  there  has  been  long  acquiescence  in  where  there  has  been  an  infringement^ 
the  patent  and  judgments  sustaining  it,  a  long  enjoyment  of  the  patent,  and  its 
and  clear  infringement,  see  Schneider  validity  is  not  disproved,  see  Miller  «. 
V.  Missouri  Glass  Co.  (1888),  86  Fed.  Androscoggin  Pulp  Co.  (1872),  5  Fish- 
Rep.  582 ;  American  Shoe  Tip  Co.  p.  er,  340  ;  1  0.  G.  409  ;  Hohnes,  142. 
National  Shoe  Toe  Protector  Co.  (1877),  That  an  injunction  will  be  granted 
11  0.  G.  740  ;  2  Bann.  &  A.  551.  where  priority  and  infringement  are  not 
That  where  many  licenses  had  been  questioned,  and  where  the  public  have 
taken,  the  invention  fully  examined  in  generally  acquiesced  and  admitted  tha 
the  OflSce,  and  a  qwui  judgment  ren-  novelty  of  the  invention,  though  no 
dered  in  its  favor  in  a  neighboring  cir-  prior  judgment  has  sustained  the  pat- 
cult,    an    iigunction    was    issued,  the  ent,  see  Weston  v.  White  (1876),  18 
injury  to  the  defendant  being  trifling  Blatch.  447  ;  2  Bann.  &  A.  364. 
as  compared  with  plain tiflTs  if  it  were  That  an  injunction  will  be  granted 
refused,   see   Hat  Sweat  Mfg.   Co.  tr.  where  the  patent,  being  supported  hy 
Davis  Sewing  Mach.   Co.    (1887),   32  the  oath  of  the  inventor,  the  action  of 
Fed.  Bep.  401 ;  41  0.  G.  1273.  the  Patent  Office,  and  an  undisturbed 
That  an  injunction  will  issue  if  the  enjoyment,  has  also  been  sustained  by 
patent  is  of  long  standing,  has  been  judgments  and  enforced  by  prior  ix\jnno« 
extended  in  the  face  of  opposition,  and  tions,   see  Hnssey  v,  Whitely  (1860), 
sustained  by  the  Federal  courts,  unless  1  Bond,  407  ;  2  Fisher,  120. 
some  other  tribunal  has  declared  it  in-  That  an  injunction  will  be  granted 
valid,  see  Putnam  o,  Weatherbee  (1875),  when  there  exist  undisputed  use  and  in« 
8  0.  G.  820.  fringement,  see  Chase  «.  Wesson  (1873), 
That  an  injunction  will  issue  if  the  Holmes,  274  ;  4  O.  G.  476  ;  6  Fisher, 
patent  has  been  used  for  eleven  years,  517. 

been  sustained  by  the  courts,  and  been  That  if  the  novelty  and  infringement 

extended,  see  Cook  v,  Ernest  (1872),  2  are  clear,  an  injunction  may  issue  though 

0.  G.  89  ;  5  Fisher,  396.  the  patent  has  never  been  judicially 

That  an  injunction  may  be  granted  sustained,  see  Foster  «.  Crossin  (1885)^ 

when  the  infringement  is  clear  and  the  23  Fed.  Bep.  400. 

plaintiff's  right  is  evidenced  by  a  judg-  That  no  injunction  will  issae  where 
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upon  the  identity  of  parties,  the  identity  of  issues,  the 
identity  of  testimony,  and  the  authority  of  the  tribunal  by 
which  the  former  controversy  was  decided.^  The  judgment  of 
a  court  of  last  resort,  in  a  suit  between  the  same  parties,  on 
the  same  issues,  and  on  the  same  or  equivalent  evidence,  is 
conclusive.  The  decision  of  an  inferior  tribunal,  in  a  litigation 
between  different  parties  or  upon  different  issues,  and  without 
a  full  examination  of  the  facts  or  law,  is  of  slight  or  no  im- 
portance. A  judgment  sustaining  a  patent  may  thus  possess 
any  degree  of  weight  as  proof  of  its  validity,  from  a'bsolute 

there  has  been  no  judgment,  and  no         These  decisions  are,   for  the  most 

acquiescence,  unless  the  plain tifiTs  right  part,    substantially    correct,    but    are 

is  clear  and  the  infringement  proved,  stated  too  broadly,  or  with  unnecessary 

see  North  v.  Kershaw  (1857),  4  Blatch.  restrictions,  or  with  indefiniteness,  — 

70.  rendering  them  unsafe  guides    except 

That  where  the  defendant  denies  the  where   interpreted    by    more   accurate 

validity  of  the  patent  unless  it  is  con-  expressions  of  the  law. 
strued  as  he  claims,  no  injunction  will         §  1175.  ^  That  an  injunction  will  be 

issue  until  the  plaintiff  shows  a  prior  granted,  after  ft  judgment  against  the 

judgment  or  its  equivalent,  see  Dicker-  defendant,  without  any  further  proof  of 

son   V.  De    La   Veigne    Refrigerating  the  right  or  its  violation,  see  Poppen- 

Mach.  Co.  (1888),  85  Fed.  Rep.  143.  husen  v.  New  York  Gntta  Percha  Comb 

That  an  injunction  will  be  refused  Co.  (1858),   2  Fisher,   74  ;  4  Blatch. 

unless  there  has  been  an  exclusive  pos-  184. 

session  or  public  acquiescence,  or  a  trial         That  if  a  former  suit  on  the  same 

at  law,  see  Muscan  Hair  Mfg.  Co.  v.  patent  between  the  same  parties,  with 

American  Hair  Mfg.  Co.  (1858),  1  Fish-  the  same  prayer  for  relief  and  raising 

er,  820 ;  4  Blatch.  174.  the  same    issues,  was  dismissed,  the 

That  no  injunction  will  issue  until  present  one  must  also  be,  see  Barker  v. 

after  a  trial  at  law  unless  the  plaintilt  Stowe  (1882),  11   Fed.  Rep.  808  ;   22 

shows  a  clear  and  unquestionable  right,  0.  O.  259  ;  20  Blatch.  185. 
or  such  an  exclusive  possession  for  so         That  after  a  judgment  against  the 

long  a  time  as  to  raise  a  presumption  defendant  in  a  former  suit  on  an  issue 

of  such  right,   see  Thomas  v.  Weeks  of  novelty  he  cannot,  in  a  second  suit, 

(1827),  2  Paine,  92,  and  notes.  raise  the  same  issue,  see  Dubois  v.  Phil- 

That  no  injunction  will  be  granted  adelphia,  Wilmington,  &  Baltimore  R. 

where  there  has  been  neither  long  ex-  R.  Co.  (1871),  5  Fisher,  208. 
elusive  possession,  nor  any  judgment,         That  a  decree  in  favor  of  the  plaintift 

nor  irreparable  injury,  see  Earth  Closet  in  one  suit  is  no  proof  of  public  acqui- 

Co.  V.  Fenner  (1871),  5  Fisher,  15.  escence  in  another  suit  against  a  de- 

That  where  a  patent  is  sustained  fendant  who  was  a  stranger  to  the  first 

only  by   acquiescence,   no   injunction  suit,  though  it  may  be  considered  on  a 

will  issue  unless  the  infringement  is  motion   for  a  preliminary  injunction, 

palpable,  see  Burleigh  Rock  Drill  Co.  v,  see  Matthews  v.  Iron    Clad  Mfg.  Co. 

Lobdell  (1875),  7  0.  G.  836 ;  Holmes,  (1884),   19   Fed.   Rep.    321 ;    Buck  p. 

450 ;  1  Bann.  &  A.  625.  Hermauce  (1848),  1  Blatch.  822. 
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demonstration  to  a  mere  suggestion,  according  as  these  attri- 
butes exist,  concur,  and  co-operate  to  augment  or  reduce  its 
value  as  a  precedent* 

§  1176.   Preliminary  Injunction :  Prior  Judgment  as  Svidenoe  of 
VaUdity :  Identity  of  Parties. 

The  identity  of  parties  is  a  question  for  the  court  before 
which  the  subsequent  action  is  conducted.^  Parties  include 
not  only  those  whose  names  appear  upon  the  record,  but  all 
others  who  participate  in  the  litigation  by  employing  counsel, 
or  by  contributing  toward  expenses,  or  who  in  any  manner 
direct  the  course  of  the  proceedings,  as  well  as  those  who 
deriye  their  rights  from  persons  primarily  interested  in  the 
suit.^    Thus  where  several  defendants,  by  agreement,  contest 

f  1176.  ^  That  tho  court  trying  a  under  contract  with  the  party  to  the 

case  is  to  determine  conclnsiyely  who  record,  can  protect  his  own  interest  in 

are  parties  and  privies,  see  MiUer  v.  the  salt  and  is  hound  by  the  decree,  see 

Liggett  k  Myers  Tobacco  Co.  (1881),  19  Miller  «.  Liggett  &  Myers  Tobacco  Co. 

0.  G.  1188 ;  7  Fed.  Bep.  91  ;  2  Mc-  (1881),  7  Fed.  Rep.  91 ;  19  0.  G.  11S8  ; 

Crary,  875.  2  McCraiy,  875. 

That  the  rules  governing  injunctions         That  one  who  employs  counsel  and 

•8  to  parties  to  suits  at  law  are  not  the  pays  the  expenses  of  a  suit,  though  not 

same  as  in  patent  cases,  see  Motte  v.  a  party  thereto,  Ib  concluded  by  the 

Bennett  (1849),  2  Fisher,  642.  judgment,  see'  United  States  k  Foreign 

*  That  both  parties  and  privies  are  Salamander   Felting   Co.    v.  Asbestos 

concluded  by  a  judgment,  see  Miller  v.  Felting  Co.  (1880),  19  0.  G.  362  ;  4 

Liggett  &  Myers  Tobacco  (>>.  (1881),  19  Fed.  Bep.  816 ;  18  Blatch.  SIO ;  5  Bann. 

0.  G.  1138 ;  7  Fed.  Bep.  91  ;  2  Mc  ft  A.  622. 
Crary,  875.  That  when  the  patent  has  been  sus- 

That  a  person  is  bound  by  a  decision  tained,  after  great  litigation,  against  a 

when  he  has  had  all  the  rights  of  a  defendant  who  is  intunately  connected 

party  to  it,  see  Miller  v.  Liggett  ft  My*  with  the  present  defendant,  an  izgunc* 

ers  Tobacco  Co.  (1881),  7  Fed.  Bep.  tion  will  be  granted  unless  such  evi- 

91  ;    19   O.    G.  1188  ;    S   McCrary,  dence  is  offered  ss  would  probably  have 

875.  changed  the  result  in  the  other  case,  see 

That  a  privy,  to  be  concluded,  must  Colgate  v.  Gold  ft  Stock  Telegraph  Co. 

be  privy  in  such   sense  that  he  can  (1879),  16  0.  G.  588 ;  16  Blatch.  508 ; 

control  the  litigation  by  making  mo*  4  Bann.  ft  A.  415. 
tions,  offering  evidence,  ezsmining  wit-        That  an  injunction  will  be  granted 

neases,  and  taking  an  appeal,  see  Miller  when  the  patent  has  already  been  sus- 

V.  Liggett  ft  Myers  Tobacco  Co.  (1881),  tained  in  a  suit  to  the  defence  of  which 

19  O.  G.  1188  ;  7  Fed.  Bep.  91 ;  2  Mc-  the  present  defendants  contributed,  al- 

Crary,  875.  though  they  now  claim  to  have  a  new 

That  a  person  who  furnished  money  witness  to  prove  prior  use,  see  Birdsall 

to  pay  oouDsel  and  carry  on  the  suit,  v.  Hagerstown  Agricultural  Implement 
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one  of  the  actions  in  their  joint  behalf,  all  become  thereby 
parties  to  the  suit,  and  are  equally  concluded  by  the  judg- 
ment ;  and  in  an  application  for  an  injunction  against  either, 
this  decision  has  controlling  weight  upon  the  issues  then 
determined,  unless  new  evidence  is  offered,  or  the  former 
court  is  of  inferior  authority.^ 

§  1177.    Preliminary  Injnnotion :  Prior  Judgment  as  Bvldenoe  of 
Validity :  Identity  of  leauea. 

A  judgment  is  a  precedent  only  upon  the  issues  which  it 
expressly,  or  by  necessary  implication,  has  determined.^    This 

Mfg.  Co.  (1874),  6  0'.  6.  604  ;  1  Bann.  ants  are  not  bound  by  that  deciaion,  see 

&  A.  426.  McMillan  v.  Conrad  (1883),  16  Fed.  Bep. 

That  an  injunction  will  be  granted  128  ;  5  McCrary,  140. 
where  parties,  whose  defence  was  con-         That  a  servant  or  agent,  separately 

dacted  by  the  present  defendant,  were  sned,  is  not  personally  boand  by  ajadg- 

fcnind  goilty  of  an  infringement  on  the  ment  against  the  principal,  see  Hayes  v. 

same  issues,  see  Yale  &  Towne  Mfg.  Co.  Bickelhoupt  (1885),  32  0.  G.  136  ;  24 

V.  Consolidated  Time  Lock  Co.  (1889),  Fed.  Rep.  806. 

88  Fed.  Rep.   917  ;  United  States  &         That  where  two  different  suits  in 

Foreign    Salamander    Felting    Co.   v.  different  districts  are  brought  on  inter  > 

Asbestos  Felting  Ca  (1876),  10  Q.  O.  fering  patents  under  Sec.  4918,  and  the 

828.  defendant  in  the  second  defended  in  the 

That  one  who  takes  an  assignment  first,  and  the   issues  were  the  same, 

of  a  junior  patent,  pending  proceedings  the  former  record  is  proper  evidence 

in  another    circuit,  is  bound  by  the  and  the  former  judgment  is  binding  on 

judgment  there  rendered,  see  Tyler  v.  the  defendant^  see  United  States  ft  For- 

Hyde  (1851),  2  Blatch.  808.  eign  Salamander  Felting  Co.  v.  Asbestos 

That  a  former  judgment  between  the  Felting  Co.   (1880),  4  Fed.  Rep.  813  ; 

same  parties  as  to  title  is  res  adjudU  18  Blatch.  310  ;  5  Bann.  &  A.  624  ;  19 

eato,  see  Puetz  v.  Bransford  (1887),  41  0.  G.  363. 
O.  G.  358 ;  32  Fed.  Rep.  818.  {  1177.  ^  That  courts  render  judg- 

That  a  Verdict  for  one  grantee  is  not  ments  only  on  the  issues  presented  and 

evidence  in  a  suit  by  another,  though  it  between  the  litigant  parties,  see  Page  v. 

will  be  considered  on  a  motion  for  an  Holmes  Burglar  Alarm  Telegraph  Co. 

injunction,     see    Buck   v.   Hermance  (1880),  2  Fed.  Bep.  830  ;  18  Blatch. 

(1848),  1  BUtch.  822.  118  ;  5  Bann.  &  A.  439. 

*  That  where  there  are  several  suits         That  prior  judgments  sustaining  the 

against   different   defendants,    one    of  patent  avail  only  within  the  scope  of 

which  is  made  a  test  case,  and  after  its  the  points  decided,  see  Carey  v.  Miller 

decision  in  favor  of  the  plaintiff,  and  (1888),  34  Fed.  Bep.  392. 
an  appeal,  the  appeal  is  abandoned  in         That  precedents  are  to  be  read  in 

pursuance  of  an  agreement  with  the  de*  the  light  of  circumstances,  and  are  not 

fendant  by  the  plaintiff,  and  the  other  authoritative  unless  the  facts  are  the 

cases  are  dismissed,  the  other  defend-  same,  see  Wilson  v.  Coon  (1880),  19 
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is  especiallj  true  in  patent  litigation,  since  a  decision  in  favor 
of  a  patent  does  not  assert  its  validity  in  all  respects,  but  in 
those  merely  which  have  been  the  subject  of  attack.  When 
each  of  the  sixteen  distinct  defences  which  can  be  set  up 
against  a  patent  is  advanced,  and  the  patent  is  sustained  in 
spite  of  all,  the  judgment  is  a  complete  and  final  vindication 
of  the  patent  between  the  contesting  parties,  unless  new  evi- 
dence is  offered  which  leads  the  later  court  to  different  con- 
clusions. But  when  the  former  judgment  covered  no  question 
which  is  involved  in  the  subsequent  litigation,  the  fact  that 
it  upheld  the  patent  is  of  no  significance,  although  the  parties 
were  the  same,  except  so  far  as  it  can  be  presumed  that  the 
defences  now  alleged  would  have  been  urged  on  that  occasion 
had  they  not  been  known  to  be  entirely  destitute  of  merit.* 
A  judgment  offered  as  evidence  to  support  a  patent  upon  an 
application  for  an  injunction  must,  therefore,  either  show  upon 
its  face,  or  be  accompanied  by  written  or  oral  testimony  to 
prove,  that  it  decided  the  same  issues  which  are  now  in  con- 

0.  6.  482  ;  6  Fed.  Bep.  611 ;  18  Blatch.  That  the  defendant,  on  a  motion  for 

532.  an  ii^'unetion,  may  show  that  a  former 

That  the  Circuit  courts  follow  prior  judgment  did  not  decide  the'  point  now 
decisions,  where  the  same  questions  are  in  controversy,  or  that  the  point  was 
raised  on  the  same  evidence,  see  Amen*  not  then  fairly  in  dispute,  or  that  ma- 
can  Bell  Telephone  Co.  v,  Wallace  Elec-  terial  facts  have  been  since  discovered, 
trie  Telegraph  Co.  (1889),  87  Fed.  Hep.  see  National  Hat  Pouncing  Hach.  Co. 
672  ;  Spring  v.  Domestic  Sewing  Mach.  «.  Hedden  (1886),  88  0.  6.  1129  ;  29 
Co.  (1881),  9  Fed.  Rep.  505  ;  21  0.  G.  Fed.  Rep.  147. 

683;  Edgarton  V.  Furst  &  Bradley  Mfg.  That  a  judgment   of  the  Supreme 

Co.  (1881),  21  O.  O.  261  ;  10  Bissell*  .court  is  not  conclusive  on  a  motion  for 

402  ;  9  Fed.  Rep.  450.  an  injunction,  unless  the  points  now  in 

*  That  the  effect  of  a  former  judg-  issue  were  therein  decided,  see  Gonsoli* 

ment  may  be  avoided  by  showing  that  dated  Safety  Valve  Co.  p,  Ashton  Yalve 

the  phuntiff's  title  was  not  then  in  con-  Co.  (1886),  26  Fed.  Rep.  319. 

troversy,  or  that  some  material  fact  was  That  only  a  direct  and  affirmative 

then  unknown  or  overlooked,  see  Parker  judgment,  determining  the  validity  of 

V.  Brant  (1850),  1  Fisher,  58.  the  patent,  affects  parties  in  other  courts^ 

That  a  decision    in  a  former  suit  see  Tyler  v.  Hyde  (1851),  2  Blatch.  808. 

avails  nothing  on  the  question  of  in-  That  when  the  validity  of  the  pat- 

fringement»  when  the  same  facts  are  not  ent  was  not  contested,  though  threat- 

in  controversy,  see  Worswick  Mfg.  Co.  ened,  in  the  former  suit,  and  judgment 

V.  City  of  Kansas  (1889),  88  Fed.  Rep.  was  obtained  without  coUusion,  the  pre- 

289  ;  Clarke  v.  Johnran  (1879),  17  0.  G.  sumption  in  favor  of  the  patent  is  very 

1401  ;  16  Blatch.  495;  4  Bann.  ft  A.  strong,  see  Potter  v.  Holland  (1858).  1 

408.  Fisher,  882  ;  4  Blatch.  288. 

§1177 
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troversj.'  Thus  if  the  former  suit  were  based  on  several 
patents,  or  on  several  Claims  in  the  same  patent,  or  upon  an 
original  which  has  been  since  re-issued  with  additional  Claims, 
it  must  appear  that  those  which  were  sustained  embraced  the 
one  whereon  the  present  judgment  turns.^  And  where  the 
defendant  in  the  previous  action  confined  himself  to  certain 
objections  to  the  patent,  making  no  effort  to  defeat  it  upon 
other  grounds,  the  nature  and  extent  of  his  objections,  and 
their  connection  or  identity  with  those  now  offered,  must  be 
proved. 

'  That  a  judgment  is  not  res  adjudu  subsequently  recognized,  see  National 

eata  unless  the  parties  are  the  same,  and  Wire  Mattress  Co.  v,  N.  Y.  Braided 

the  same  precise  matter  was  involved  Wire  Mattress  Co.  (1884),  28  0.  G.  96  ; 

and  determined  in  the  judgment,  and  if  20  Fed.  Rep.  119. 
this  does  not  appear  on  the  record  it         *  In  Cobum  v.  Clark  (1883),  15  Fed. 

may  be  shown  by  extrinsic  evidence,  see  Rep.  804,  Treat,  J. :   (807)    "  A  more 

Russell  V.  Place  (1876),  94  U.  S.  606  ;  searching  inquiry  is  needed  for  prelimi- 

12  0.  G.  58.  nary  iigunctions  than  a  mere  perfunc- 

That  where  several  matters  may  have  toiy  order  covering,  in  an   indefinite 

been  litigated,  and  it  is  uncertain  which  manner  possibly,  all  the  Claims  of  a 

have  been  decided,  all  are  open  to  dis-  patent,  and  all  possible  infringements 

pute,  see  Russell  v.  Place  (1876),  94  of  valid  or  invalid  Claims,  when  it  is 

U.  S.  606  ;  12  0.  G.  58.  impossible  to  determine  from  a  final  de- 

That  where  a  patent  covered  both  cree  what  was  in  detail  decided.     The 

a  general  and  a  special  process,  and  it  is  true  rule  should  require  it  to  be  shown 

uncertain  on  which  Claim  the  former  what  Claim  was  held  to  be  valid ;  the 

judgment  was  rendered,  both  are  open  validity  of  that  specific  Claim  having 

to  all  defences,   see  Russell  v.   Place  been  brought  into  question.     It  may  be 

(1876),  94  U.  S.  606  ;  12  0.  G.  5S.  that  the  court  on  final  hearing  passed  on 

That  unless  the  prior  judgment  shows  only  one  of  many  Claims,  and  that  the 

which  Claim  of  the   patent  was  con-  alleged  infringement  in  such  a  case  per- 

tested,  the  scope  of  the  patent  and  the  tained  only    to    that  specific    Claim, 

fact  of  infringement  are  open  for  in-  How  is  it  as  to  other  Claims  on  which 

quiry,  see  Cobum  v.  Clark  (1888),  24  no  decision  has  been  made  ?    Must  a 

0.  G.  899  ;  15  Fed.  Rep.  804  ;  5  Mc-  court,  on  a  motion  for  a  provisional  in- 

Crary,  99.  junction  for    alleged    infringement  of 

That  a  judgment  that  a  senior  paten-  some  other  Claim,  deem  itself  con- 
tee  is  not  the  first  inventor  cannot  affect  eluded  when  no  court  has  passed  upon 
the  rights  of  a  junior  patentee,  where  the  specific  inquiries  ?  There  should  be 
the  inventions  are  not  identical,  see  a  careful  investigation  of  the  precise 
Brush  V.  Naugatnck  R  R.  Co.  (1885),  points  decided,  and  of  the  alleged  in- 
82  O.  G.  894  ;  24  Fed.  Rep.  871 ;  23  fringement ;  otherwise  great  vrrongs  may 
Blatch.  277.  be  perpetrated  against  one  or  the  other 

That  a  decree    sustaining    re-issue  of  the  parties  litigant.     Preliminary  in- 

Claims  will  not  be  followed  as  a  prece-  luuctions  are  not  to  be  granted,  it  may 

dent,  if  a  stricter  rule  of  law  has  been  l)e  destructively  to  defendants,  merely 

§1177 
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§  1178.    Prelimiaary  Injunction:  Prior  Judgment  as  ZSvidenoe  of 
Validity  :  Identity  of  Available  Testimony. 

The  judgment  of  a  court  upon  any  issue  of  fact  is  always 
liable  to  error,  and  therefore  always  open  to  revisioiu  Al- 
though the  action  in  which  it  is  rendered  may  be  finally  con- 
cluded, and  no  further  contest  be  allowed  on  the  same 
pleadings,  yet  the  fact  itself  is  never  settled  or  beyond  inves- 
tigation. In  other  actions,  even  between  the  same  parties, 
and  sometimes  in  proceedings  supplemental  to  the  former 
action,  it  may  be  again  examined,  if  the  discovery  of  new 
evidence  or  any  alteration  in  the  attitude  of  the  litigants 
toward  each  other  should  render  it  expedient.^  Hence  when 
a  previous  judgment  upon  such  an  issue  is  offered  and  ac- 
cepted as  a  precedent,  it  is  only  on  the  supposition  that  on  a 
new  trial  of  the  question  the  same  testimony  would  be  pro- 

because  an  indefinite  decision  has  been  Co.   (1871),   5  Fisher,   28;  9  Blatch. 

made  by  some  court  whose  views  are  50. 

not  disclosed  in  its  decree  ;  and,  on  the  That  an  injunction  will  be  granted 

other  hand,  when  plalntifiTs  rights  have  upon  the  plaintiff's  bill   averring  in* 

been  fairly  determined,  should  piracy  be  fringemeut,  supported  by  a  judgment 

tolerated  pendente  litef"    24  0.0.  899  sustaining  the  patent,  unless  the  de- 

(900)  ;  5  McCrary,  99*  (102).  fendant  avers  facts  not  passed  upon  by 

That  one  patent  is  not  aided  by  ac*  the  former  judgment,  see  Gary  v.  Do- 
quiescence  or  judgments  sustaining  a  mestic  Spring  Bed  Co.  (1886),  26  Fed. 
different  patent,  unless  they  were  so  Bep.  88 ;  84  0.  6.  1158. 
legally  connected  as  to  have  been  cov*  {1178.  ^  That  circuit  courts  are 
ered  by  the  judgments,  see  Hovey  v,  guided  by  prior  decisions  only  when 
Stevens  (1846),  1  W.  &  M.  290 ;  2  the  same  questions  were  raised  on  the 
Robb,  479.  same  evidence,  see  Edgarton  v.  Fnrst 

That  a  judgment  obtained  without  k  Bradley  Mfg.  Co.  (1881),  21  0.  G. 

eontest  on  several  patents  is  not  of  as  261 ;  10  Bissell,  402  ;  9  Fed.  Rep.  450 ; 

much  weight  as  if  only  the  one  now  in  Spring  v.  Domestic  Sewing  Mach.  Co. 

question  had  been  sued  on,  see  Grover,  (1881),  21  0.  G.  688;   9   Fed.   Rep. 

&  Baker  Sewing  Mach.  Co.  v.  Williams  505. 

(1860),  2  Fisher,  188.  That  where  a  patent  has  been  mm* 

That    where    the  former  judgment  tained  by  previous  decisions  against  the 

does  not  show  what  claims  are  held  same  defendant,  the  patent  will  now  be 

valid  there  are  two  questions    open  :  construed  as  it  was  in  such  former  ac* 

(1)  What  does  the  patent  cover?  (2)  Has  tions,  and  if  its  validity  mij^t  then 

the  defendant  infringed  ?  see  Cobnm  v,  have  been  disputed  on  the  same  evi- 

Clark  (1883),  15  Fed.  Rep.  804  ;   24  dence  as  now  offered  the  irgnnction  will 

O.  G.  899  ;  5  McCrary,  99.  be  granted,  see  Clarke  w.  Johnson  (1879), 

That  in  citing  patent  cases  the  facts  17    O.  G.    1401;  16   Blatch.   496;  4 

of  the  cases  are  especially  to  be  consid-  Bann.  &  A.  408^ 
ered,  see  Bevin  v.  East  Hampton  Bell 
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duced  and  the  same  result  be  reached.'  And  if  in  opposition 
to  the  judgment  the  defendant  urges  that  the  former  trial 
did  not  properly  disclose  the  facts,  or  that  evidence  not  then 
introduced  has  since  become  attainable,  the  court  may  hear 
the  testimony  anew,  and  if  convinced  that  error  was  com- 
mitted may  disregard  the  judgment,  and  decide  de  novo  on 
the  question  of  validity.^ 

§  1179.   Preliminary  Injtmctlon :  Prior  Judgment  as  Evidence  of 
Validity:  Judgments  between  Di£Ferent  Parties. 

In  the  absence  of  identity  of  the  parties,  the  value  of  the 
judgment  as  a  precedent  depends  upon  the  nature  of  the  ques- 
tions it  decides.  Certain  matters  relating  to  the  validity  of 
a  patent  are  governed  by  established  rules  of  legal  definition 
and  construction,  and  their  determination  is  the  same  in  every 
case,  without  reference  to  the  parties,  and  sometimes  with- 
out reference  to  the  testimony.  Whether  or  not  the  patented 
invention  has  resulted  from  inventive  skill,  whether  it  is 
embraced  in  either  of  the  classes  protected  by  the  statute, 
whether  the  Claims  of  a  re-issue  are  identical  with  those  of 
its  original,  whether  the  patent  is  formally  sufficient,  and 
what  it  claims  as  the  invention  patented, — are  points  which, 
once  being  carefully  considered  and  decided,  may  be  regarded 
as  permanently  settled  for  all  purposes  of  future  litigation. 
True,  in  these  matters  even,  the  judges  are  not  bound  to 
follow  the  decisions  of  tribunals  of  inferior  or  co-ordinate 
jurisdiction ;  but  the  judicial  comity  which  always  must  pre- 
vail among  courts  representing  the  same  government  and 

*  That  an  ii^'unction  will  be  granted  considered,  or  that  other  releyant  mat- 
after  an  a4Judication  in  favor  of  the  ters  were  not  passed  npon,  see  Page  v. 
patent  npon  final  hearing  and  foU  con-  Holmes  Burglar  Alarm  Telegraph  Co. 
dderation  of  ezhaastive  evidence,  un-  (1880),  2  Fed.  Rep.  880  ;  18  Blatch. 
less  there  is  opposing  and  cogent  evi-  118  ;  5  Bann.  ft  A.  489. 

denoe  in  addition  to  that  offered  on  the  That  on  a  motion  for  an  iigonction 

fonner  hearing,  see   Jones  v,   Meirill  the  validity  of  the  patent  wiU  be  con- 

(1875),  8  0.  G.  401.  sidered  anew,  although  it  has  been  sus- 

*  That  where  a  former  judgment  tained  on  similar  hearings  before  other 
against  a  different  defendant  is  urged.  Judges,  if  it  is  alleged  that  new  facts 
it  may  always  be  shown  that  the  same  are  in  proof  and  that  the  merits  of  the 
matters  are  not  in  controversy,  or  that  case  were  not  fairly  presented  on  the 
material  facts  were  not  then  known  or  other  hearings,  see  Blake  v.  Rawson 
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administering  the  same  laws,  requires  that  judgments  upon 
points  like  these  should  not  be  departed  from  without  grave 
reasons  for  declaring  them  to  be  erroneous.^  On  other  ques- 
tions, whose  decision  is  necessarily  contingent  on  the  evidence 
produced,  such  as  priority,  novelty,  utility,  abandonment,  the 
sufficiency  of  the  description,  or  the  good  faith  of  the  inven- 
tor, no  party  can  or  should  be  prejudiced  by  the  imperfect 
presentation  of  the  law  or  evidence  except  in  cases  over 
which  he  had  control.^    Judgments  involving  these  points  are 

(1872),  3  0.  G.  122;   6  Fisher,  74;  Ytdcanite  Co.  v.  K\rans(1868),8  Fisher, 

Holmes,  200.  390  ;  6  Blatch.  121. 

That  where  the  court  is  oonvinced  That  ajudgment  sustaining  the  (wtent 
that  a  former  judgment  was  radicaUy  in  a  contested  case,  and  without  coUu- 
erroneous,  it  will  be  disregarded,  see  sion,  is  sufficient  evidence  of  its  valid- 
Wells  V,  GiU  (1872),  6  Fisher,  89  ;  2  ity  on  a  motion  for  an  injunction,  see 
0.  G.  590.  Cobum  v.  Brainard  (1888),  16  Fed.  Rep. 

That  new  and  additional  evidence  on  412  ;  5  McCrary,  215 ;  Cobum  v.  Clark 

the  same  points  may  deprive  a  former  (1883),  15  Fed.  Bep.  804;  24  O.  0. 

judgment  of  its  weight,  see  Lockwood  899 ;  5  McCrary,  99. 

9.  Faber  (1886),  27  Fed.  Bep.  63.  That  a  former  judgment  or  decree 

{1179.    ^  In    Potter   v.    Whitney  sustaining  the  patent,  though  between 

(1866),  8  Fisher,  77,    Lowell,  J. :  (80)  other  parties^  raises  a  strong  presump- 

"  Although  it  is  the  duty  of  the  judge,  tion  that  the  patent  is  valid,  see  Amer- 

in  every  case  of  this  nature,  where  the  ican  Nicholson  Pavement  Co.  v.  City  of 

defendant  has  not  been  a  party  to  any  Elizabeth  (1870),  4  Fisher,  189  ;  Potter 

former  suits,  to  examine  the  case  anew  v.  Fuller  (1862),  2  Fisher,  251. 

and  exercise  his   discretion  upon  the  That  an  a4judication  on  an  original 

questions  presented,  yet  when  questions  patent  is  no  ground  for  an  injunction 

are  in  fact  the  same  as  in  former  cases,  on  the  re-issue  where  the  inventions  are 

he  cannot  but  admit  those  decisions  as  different,  or  the  re-issue  is  broader  than 

having  great  weight,  as  much  as  in  any  the  original,  see  Poppenhusen  v.  Falke 

other  case  arising  for  instance  in  ad-  (1861),  2  Fisher,  181 ;  4  Blatch.  493. 

miralty  or  at  common  law,  in  which  the  '  That  decisions  in  former  cases,  of- 

point  in  controversy  has  been  passed  fered  to  prove  priority,  are  not  conclo- 

upon   and    decided."      1    liowell,    87  sive  except  between  the  same  parties  and 

(89).  privies,  see  Day  v.  Combination  Rubber 

That  the  judicial  construction  given  Co.  (1880),  17  0.  G.  1347  ;  2  Fed.  Rep. 

to  a  patent  by  one  court  will  usually  be  570  ;  5  Bann.  k  A«  385. 

followed  in  another,   see  Consolidated  That  the  question  of  infringement 

Safety  Valve  Co.  o.  Kunkle  (1883),  23  cannot  be  reguded  as  settled  by  prio<r 

0.  G.  630  ;  14  Fed.  Rep.  732.  judgments,  see  Goodyear  Dental  Vulcan- 

That  all  previously  adjudicated  mat-  ite  Co.  o.  Evans  (1868),  3  Fisher,  390  ; 

ters  are  prima  facie  established  against  6  Blatch.  121. 

the   defendant,  see  American  Nichol-  That  no  injunction  wiU  issue  where 

son  Pavement  Co.  v.  City  of  Elizabeth  the  judgment  by  which  the  patent  ia 

(1870),  4  FUher,  189;  Goodyear  Dental  supported  was  obtained  on  oontondictory 
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indeed  of  weight  where  no  effectual  attempt  is  made  to  prove 
their  error,  but  the  defendaut  on  an  application  for  an  injunc- 
tion may  claim  a  reconsideration  of  these  questions  upon  the 
evidence  and  arguments  which  he  presents.^ 

§  1180.    Preliminary  Injunction :  Prior  Jndsment  as  Bvidence  of 
Validity :  Judgments  of  Supreme  Court. 

The  influence  of  the  decisions  of  one  tribunal  over  the  con- 
clusions of  another  depends  mainly  upon  the  relations  estab- 
lished between  them  by  the  law.  A  judgment  of  the  Supreme 
Court  of  the  United  States  is  binding  on  all  other  courts  until 
reversed  or  modified ;  and  its  decision  that  a  patent  is  valid 
must,  therefore,  be  received  as  plenary  proof  of  such  validity 
between  the  same  parties  and  on  the  same  issues,  unless  it 
can  be  shown  that  the  judgment  was  obtained  by  fraud,  or 
that  new  evidence  has  been  discovered  which,  if  presented  at 
the  former  trial,  would  have  produced  a  different  result.  On 
questions  of  interpretation  or  definition  the  judgment  of  the 
Supreme  Court  must  be  followed  even  although  the  parties 

ekiiDs,  or  where  the  plaintifiTs  title  ia  in  withstanding  the  presuinption  thereby 

doubt,   or  where  possession  is  vaguely  raised  that  the  patent  is  valid,  it  may 

stated  in  the  bill,  and  is  met  by  counter-  always  be  shown  in  another  suit  on  tlio 

claims  and  proofs  for  the  defendant,  patent  against  another  defendant,  and 

see  Parker  v.  Seare  (1850),  1  Fisher,  93.  even  in  answer  to  an  application  for  a 

That  an  injunction  will  issue  when  preliminary  injunction  in  such  suit,  that 

the  novelty  of  the  invention  is  estab-  the  right  claimed  by  the  plaintiif  in 

lished,  see  Ilussey  v.  Whitely  (1860),  the  new  suit  was  not,  either  as  to  its 

2  Fisher,  120 ;  1  Bond,  407.  nature  or  its  extent,  fairly  in  contro- 

That  an  injunction  will  be  granted  veray  in  the  former  suit,  or  that  mate- 
when  the  patent  has  been  sustained  rial  facts  were  not  known  or  considered 
after  a  full  hearing  and  the  infringe-  when  the  former  suit  was  tried,  or  that 
ment  is  clear,  and  especially  when  the  there  are  relevant  matters  which  were 
very  form  of  the  device  used  by  the  de-  not  abjudicated  in  the  former  suit 
fendant  has  been  passed  upon  in  the  American  Nicholson  Pavement  Co.  v. 
former  case,  although  the  defendant  is  City  of  Elizabeth,  4  Fisher's  Pat.  Cas. 
responsible  and  willing  to  give  security,  189."  18  Blatch.  118  (125) ;  5  Bonn, 
see  Conover  v.  Mers  (1868),  3  Fisher,  &  A.  439  (446). 
886.  That  where  the  defendant  was  not  a 

*  In  Page  v.  Holmes  Burglar  Alarm  party  to  the  former  suit  he  is  entitled  to 

Telegraph  Co.  (1880),  2  Fed.  Rep.  330,  a  hearing  de  novo,  but  past  decisions  on 

Blatchford,  J. :  (336)  "  It  is  well  settled  the  same  facts  have  much  weight,  see 

that  even  after  the  validity  of  a  patent  Potter  v.  Whitney  (1866),  3  Fisher,  77; 

has  been  established  in  a  suit,  and  not-  1  Lowell,  87. 
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may  be  different ;  and  on  all  matters  its  determinations  are 
entitled  to  the  highest  deference,  in  view  of  the  wide  research, 
the  learned  argument,  and  the  careful  scrutiny  by  which  they 
are  preceded.^  Thus  when,  on  any  ground,  this  court  sus* 
tains  a  patent,  a  presumption  in  its  favor  is  created  which 
only  proof  can  overcome, 

$1180.  ^  In  Ainerican  Middlings  That  if  a  judgment  has  been  ae- 
Parifier  Co.  v.  Christian  (1877),  4  Dil-  quiesced  in,  or  has  been  affirmed  bf 
Ion,  448,  MiUer,  J. :  ( 452)  **  The  decision  the  Supreme  court  of  the  United  States^ 
which  is  brought  to  our  notice  in  this  any  doubts  as  to  the  validity  of  the 
case  is  a  decision  of  the  Supreme  court  patent  or  the  originality  of  the  inven* 
of  the  United  States,  the  court  whose  tion,  which  might  arise  in  a  new  case, 
judgments  are  final  upon  all  questions  are  removed,  see  Wells  v.  Gill  (1872),  tf 
of  Patent  Law  ;  whether  the  parties  in  Fisher,  89  ;  2  0.  6.  690. 
interest  now  were  before  it  or  not,  its  That  Supreme  court  decisions  are 
decision  as  to  what  is  law  in  the  case  binding  though  new  evidence  is  offered, 
governs  the  decision  of  all  the  other  unless  it  affects  the  legal  rights  of  tha 
courts  in  the  United  States.  Where  parties,  see  Richardson  «.  Lockwood 
the  question  is  one  of  complicated  (1870),  4  Cliffonlf  128. 
facta,  and  the  facts  may  be  contro-  That  when  the  Supreme  court  of  tha 
verted,  and  are  controverted  in  the  United  States  has  held  the  original 
Supreme  court  of  the  United  States,  patent  invalid,  no  injunction  will  be 
with  regard  to  the  validity  of  the  pat-  granted  on  the  re-issue  as  if  it  were  a 
ent,  of  course  the  decision  of  that  court  now  patent,  for  if  the  original  were  void 
upon  those  facts  is  conclusive,  so  far  as  for  want  of  novelty  the  re-issue  must  be^ 
the  f&cts  are  the  same ;  and  in  addition  see  Jones  v,  McMurray  (1877),  2  Hughes^ 
to  that  it  is  a  very  fair  presumption  that  627  ;  18  0.  Q.  6  ;  8  Bann.  ft  A.  ISO. 
wherever  the  validity  of  the  patent  is  a  That  an  injunction  wUl  be  refused 
question  which  is  brought  to  the  atten-  where  the  patent,  having  been  held  by 
tion  and  consideration  of  the  Supreme  the  Supreme  conrt  not  to  cover  the  de- 
court  of  the  United  States,  all  the  fendant's  device,  was  re-issued  to  cover  it 
questions  concerning  that  patent  which  and  the  plaintiff's  judgment  was  based 
could  possibly  be  before  the  conrt  were  on  the  ro-issne,  see  Wells  v.  Jaoqnet 
before  it,  and  were  fully  and  well  con-  (1871),  6  Fisher,  1S6. 
sidered,  and  received  its  full  and  careful  That  where  the  Supreme  court  haa 
attention."    8  Bann.  k  A,  42  (44).  limited  a  doctrine  since  a  decision  in* 

That  a  patent  snstained  by  the  Su-  volving  it  in  a  Ciroait  court  on  the  same 

preme  court  of  the  United  States  is  patent  that  decision  may  be  departted 

Talid  for  the  purposes  of  an  iignnction  from,  see  Rubber  ft  Celluloid  Harness 

unless  the  decree  is  collusive,  see  Amer*  Trim  mini;  Co.  v.  India  Rubber  Comb 

lean  Middlings  Purifier  Co.  v.  Atlantic  Co.  (1888),  44  0.  O.  848. 
Milling  Co.  (1877),  4  Dillon,  100  ;  8         That  on  questions  of  Patent  Law 

Bann.  k  A.  168.  the  decisions  of  the  Cirenit  courts  and 

That   Supreme  court  decisions  are  the  Patent  Office  are  not  binding  on 

binding  though  none  of  the  parties  are  the   Supreme    court,  see    Andrews  e. 

the  same,  see  Richardson  v.  Lockwood  Hovey  (1888),  124  U.  S.  694  ;  42  O.  G* 

(1870),  4  Cliffoid,  128.  1286. 
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§  1181.   Preliminary  Injanotion :    Prior  Judgmant  as  Bridenca  of 
Validity :  Judgments  of  drouit  Conrta. 

A  judgment  in  the  Circuit  court  of  the  same  circuit,  sus- 
taining the  patent  between  the  same  parties  and  upon  the 
same  issues,  is  sufficient  evidence  of  its  validity  for  the  pur- 
poses of  a  subsequent  injunction.  Where  the  parties  are  dif- 
ferent, the  value  of  the  judgment  as  a  precedent  depends 
upon  the  nature  of  the  questions  therein  decided  and  the 
thoroughness  with  which  they  were  examined.  Matters  which 
fall  within  the  province  of  the  court,  either  as  involving  legal 
definitions  or  the  construction  or  comparison  of  written  in- 
struments, do  not  vary  with  a  change  of  parties,  and  conse- 
quently, when  once  settled  by  the  court,  are  not  reviewed  in 
future  actions  unless  in  cases  of  palpable  mistake.^  On  other 
questions  its  determinations  will  be  reconsidered  whenever  new 
evidence  or  new  arguments  indicate  that  they  have  been  erro- 
neous, though  in  the  absence  of  good  reasons  to  the  contrary 
they  raise  a  presumption  in  favor  of  the  patent  which  is  suffi- 

S  1181.  1  That  doctrines  once  estab-  That  decisions  as  to  the  Tslidity  of  a 

lished  wiU  not  be  reconsidered  except  patent  are  binding  in  future  cases  in  the 

in  special  cases  where  justice  requires  it,  same  circuit  on  the  same  patent,  see 

see  Tilghman  v,  Mitchell  (1871),  4  Fish-  Meyer  v.  Qoodyear's  India  Rubber  GloTe 

er,  615  ;  9  Blatch.  18.  Mfg.  Co.  (1881),  22  0.  G.  681;  11  Fed. 

That  the  former  judgment  of  a  Cir-  Rep.  891 ;  20  Blatch.  91. 

cuit  court  sustaining  the  patent  will  not  That  one  decision  in  a  case  is  to  be 

be  followed  if  the  test  of  patentability  followed  by  other  judges  in  deciding 

as  since  defined  by  the  Supreme  court  the  same  points  in  subsequent  stages  of 

would   make   the   patent  invalid,   see  the  case,  see  Bate  Refrigerating  Co.  v. 

Rubber  k  Celluloid  Harness  Trimming  GilleU  (1887),  iO  0.  G.  1029 ;  81  Fed. 

Ca  V.  India  Rubber  Comb  Co.  (1888),  Rep.  809. 

44  0.  G.  843.  That  where  it  has  once  been  decided 

That  if  a  patent  has  once  been  de-  in  the  same  circuit  that  a  re-issue  is  in- 

liberately  and  carefully  construed  by  a  valid  because  the  same  matter  was  cov* 

court  and  sustained,  the  court  on  mo-  ered  by  an  earlier  patent,  no  further 

tion  for  an  injnncti6n  will  adhere  to  argument  against  it  will  be  heard,  see 

that  construction,  see  Mallory  Mfg.  Co.  Meyer   v.    Goodyear*s    India    Rubber 

«.  Hickok  (1884),  20  Fed.  Rep.  116.  Glove  Co.  (1881).  11  Fed.  Bep.  891; 

That  the  judicial  definition  of  a  pat-  22  0.  G.  681  ;  20  Blatch.  91. 

ent  is  usually  a  limited  one,  and  looked  That  a  decision  in  the  same  court, 

at  in  another  light  the  patent  may  be  though  with  other  parties,  on  the  same 

different,  and  hence  such    definitions  questions  will  not  be  disturbed  without 

cannot  be  final  and  binding  in  differ-  good  reasons,  see  Odorless  Excavating 

ent  cases,  see  Wilson  v.  Bamum  (1849),  Apparatus  Co.  v,  Clements  (1878),  16 

2  Fisher,  635.  O.  G.  854 ;  4  Bann.  k  A.  540. 
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i^ieut  for  the  graat  of  an  injunction.  The  judgment  of  a  Circuit 
court  in  another  circuit  has  no  controlling  authority.  All  Cir- 
cuit courts  are  of  equal  judicial  rank,  and  each  is  entitled  to  de* 
cide  its  causes  in  accordance  with  its  own  conclusions.*  The 
comity  of  courts,  however,  gives  to  the  judgments  in  another 
circuit  a  degree  of  weight  measured  by  the  character  and 
number  of  the  judgments,  the  eminence  of  the  judges,  and 
the  care  with  which  the  questions  were  coujdidered.^    A  judg- 

3  That  no  Circuit  conrt  ia  bound  by  In  American  Middlings  Purifier  Co.  v. 

the  decisions  of  other  Circuit  courts,  see  Christian  (1877),  4  Dillon,  448,  Miller, 

Blake  v.  Kobertsou  (1874),  6  O.  G.  297.  J. :  (451)  "I  think  that  the  uniform 

That  a  judgment  in  another  circuit  course  of  decisions  in  the  courts  of  the 
is  not  res  adjudicata,  unless  the  contro-  United  States,  where  a  prenous  decision 
versy  is  ended,  and  the  decree  finally  has  been  had  by  a  Circuit  court  with  re- 
settles all  questions,  leaving  none  open  gard  to  the  validity  of  a  patent,  has 
for  future  decision,  see  Runiford  Chemi-  been  to  treat  it  as  of  the  very  highest 
cal  Works  v.  Hecker  (1876),  10  O.  G.  nature,  and  as  almost  conclusiye  in  an 
289;  Beebe  v.  Bossell  (1866),  19  How.  application  for  injunction  in  another 
2283.  case  founded  on  the  same  patent.    No 

That  although  a  court  owes  respect  one  pretends,  no  one  ai^gues,  that  snch 

to  the  decisions  of  co-ordinate  courts,  it  a  decision,  even  by  a  Circuit  court,  is 

must  decide  on  its  own  convictions,  see  absolutely  conclusive  on  a  final  hearing 

Schillinger  v.  Cranford  (1885),  87  0.  G.  on  the  merits  of  the  case ;  but  since 

1349.  patents  are  of  such  extensive  and  gen- 

That  an  iiyunction  may  be  refused  eral  operation  all  over  the  country,  and 

where  the  court  is  in  doubt  as  to  in-  since  the  litigation  in  regard  to  patents 

fringement,  though  previous  decisions  has  been   found  so  expensive  and  so 

have  sustained  the  patent,  see  Hammer-  wearisome  to  tne  courts,  it  has  become 

schlag  Mfg.  Co.  17.  Judd  (1886),  28  Fed.  almost  a  matter  of  nece8sit}%  after  the 

Rep.  621.  validity  of  a  patent,  as  distinguished 

«  In  Searls  v,  Worden   (1882),   21  from  the  question  of  infringement,  has 

0.  G.  1955,  Brown,  J.:  (1956)  "Upon  been  passed  upon  by  a  competent  tri- 

generel  questions  of  law  we  listen   to  bunal  upon  a  fair  hearing?,  to  treat  that 

the  opinions  of  our  brother  judges  with  decision,  in  any  future  application  in 

deference  and  with  a  desire  to  conform  other  courts  and  against  other  parties, 

to  them  if  we  can  conscientiously  do  so;  as  strongly  persuasive  of  the  validity  of 

but  we  do  not  treat  them  as  conclusive,  the  patent ;  and  this  is  especially  so  on 

In  patent  causes,  however,  where  the  the  question  of  a  preliminary  injune- 

same  issue  hss  been  passed  upon  by  the  tion.  and  there  is  reason  for  it     The 

Circuit  court  sitting  in  another  district,  decision  of  the  Circuit  court  (I  am  say- 

it  is  only  in  case  of  a  clear  mistake  of  ing  nothing  about  the  Supreme  court 

law  or  fact,  of  newly  discovered  testi-  of  the  United  States)  in  snch  cases  is 

mony,  or  upon  some  question  not  con-  generally,  —  I  may  add  always,  except 

sidered  by  such  court,  that  we  feel  at  where  there  are  cases  of  collusion,  —the 

liberty  to  review  its  findings."    11  Fed.  result  of  carefiU  and  deliberate  consider. 

Rep.  601  (502).  ation,  either  of  a  protracted  trial  before 
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ment  in  another  circuit  on  the  same  issues  and  betwieen  the 
same  parties,  if  rendered  after  due  deliberation,  is  usually 

A  jury,  or.  of  a  careful  aud  full  lieariug  the  whole  court  was  to  conform  to  the 

upon  depositions  hefore  a  coui't.    The  opinions  of  each  other,  if  any  had  been 

presumption,  therefore,  that  the  title  to  given.'    Justice  McLean  had  previously 

the  patent  itself,  and  its  validity  (if  given  a  ruling  upon  the  same  point  in 

that  were  brought  in  question  in  one  of  the  Ohio  circuit  in  8  McLean,  250, 

these  suits),  was  more^  critically  and  Brooks  v,  Bicknell,  aud  Justice  Story 

more  thoroughly  looked  into,  and  de-  therefore  said :  'Although  his  mind  was 

cided  upon  better  hearing  and  more  ma-  not  without  much  difficulty  od    this 

ture  consideration,  than  it  can  be  in  a  point,  he  should  rule  for  the  plaintiffs, 

preliminary  injunction,  is  very  strong,  in  accordance  with  the  opinion  of  Mr. 

Therefore  I  think  I  may  state  it,  faiiiy  Justice  McLean.'     In  8   Fisher,  863, 

and  correctly,  that  wherever  a  patent  Am.  Wood  Paper  Co.  v.  Fibre  Disin- 

hos  been  established,  even  by  the  deci-  tegrating  Co.,  before  Benedict,  J.,  East- 

aion  of  the  Circuit  court,  under  a  careful  em  district  of  New  York,   there  had 

cousideratiou,  in  a  subseixuent  applica-  been  previous  suits  on  the  same  five 

tion,  either  before  the  same  court  or  patents  in  other  districts,   and  espe- 

any  other,  for  a  preliminary  injunction  cially  a  suit  in  the  Eastern  district  of 

or  for  any  preliminary  relief,  that  de-  Pennsylvania,  which  decided  the  points 

cision  is  of  very  great  weight."   8  Bann.  in  issue  as  to  two  of  the  patents.   Judge 

Is  A.  42  (48).  Benedict  said,  as  to  these  two  patents, 

In  Qoodyear  Dental  Vulcanite  Co.  '  The  determination  of  the  court  in  the 

«.  Willis  (1874),  7  0.  G.  41,  Emmons,  case  referred  to  furnishes  an  authority 

J. :  (41)  "We  think  the  learned  conn-  from  which  I  should  not  feel  at  liberty, 

sel  for  the  defendant  much  underrated  had  I  the  inclination,  to  dissent'    In 

the  effect  which  it  is  our  duty  to  give  8  Fisher,  448,  Goodyear  v.  Berry,  Lea- 

to  judgments  pronounced  by  co-ordi-  vitt,  J.,  Southern  district  of  Ohio,  a 

nate  courts,  where  precisely  the  same  patent  had  been  sustained  in  several 

points  are  brought  in  litigation  before  other  circuits.      Judge  Leavitt    says : 

us.    The  learning  upon  this  subject  is  *  In  so  ftur  as  principles  involving  the 

familiar,  but  the  motives  with  which  validity  of  these  patents  have  been  set- 

we  discuss  these  matters  at  all  wUl  be  tied  by  these  decisions,  they  will  be 

rabserved  by   referring   to   a   few   of  regarded  as  finsl  and  authoritative  on 

the  leading  judgments  upon  this  sub-  this  court.'    In  4  Fisher,  624,  Tilgh- 

ject  heT«.     Those  to  which  we  refer  tubh  v,  Mitchell,  Southern  district  of 

have  appUed  the  principle  in  patent  New  York,  Blatchford,  J.,  quotes  with 

cases,  but  it  is  by  no  means  peculiar  to  approbation  our  remark  in  Tilghman  v. 

them.    It  is  a  principle  of  general  juris-  Werk,  Southern  district  of  Ohio,  1868, 

prudence,  a  disregard  of  which  would  in  which  it  is  said,  *  Although  the  rec- 

produce  a  conflict  of  opinion  in  the  ord  in  this  case,  in  reference  to  some 

Federal  judiciary,  alike  unseemly  and  views  which  a  superior  court  may  pos- 

impolitic.     In  8  Story,  188,  Washburn  sibly  take,  contains  some  material  ad- 

•.  Gould,  Justice  Story,  sitting  in  the  ditional  proofs,  still  they  are  not  such 

Massachusetts  circuit,  said :  *  Th«  rule  as  to  authorize  the  same  court  to  over- 

of  comity  always  observed  by  the  Jus-  rule  its  former  deliberate  adjudications, 

tioes  of  the  Supreme   court  in  cases  and  to  disregard  the  judgments  of  a  co- 

which  admitted  of  being  carried  before  ordinate  one  in  a  case  in  all  respects 
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adopted  unless  evidently  incorrect.    A  concurrence  of  judg* 
ments  in  other  circuits  on  the  same  issues  but  between  dif- 

sabBt&ntiaUy  like  it.'  In  6  Pat.  Office  parent,  which  this  class  of  jndgmenta 
Gaz.,  p.  154,  Goodyear  Dental  Vulcan-  seeks  to  avoid  would  be  produced  should 
ite  Co.  V,  Root,  Justice  Hunt,  sitting  in  we  disregard  the  rule.  lo  the  elaborate 
the  Northern  district  of  New  York,  con-  treatment  of  this  general  subject  in  the 
Riders  as  authoritatiye  the  previous  de-  book  to  which  we  have  referred,  both 
cidions  in  Massachusetts  on  the  same  by  the  English  and  American  authors, 
patent.  To  the  support  of  the  gener-  it  is  significant  that  they  make  no  dis- 
ality  sustained  by  these  judgments  it  is  tinction  between  prior  decisions  of  the 
uonecessary  to  say  that  numerous  dta-  same,  and  co-ordinate  tribunals.  It  is 
tions  might  be  added,  all  showing  that,  enough  to  call  for  the  application  of  the 
in  the  opinion  of  the  most  enlightened  principle  that  the  courts  have  the  same 
jurists,  we  should  be  guilty  of  grossly  jurisdiction  under  the  same  govemmeut 
violating  well  established  judicial  usage  to  decide  the  same  points,  that  there  is 
and  propriety  should  we  disregard  the  a  common  appellate  court  finally  to  ad- 
adjudications  already  made  in  reference  just  the  difference  between  them.  K 
to  the  validity  of  the  patent  before  us.  one  system  of  co-ordinate  courts  more 
The  principle  which  inclines  a  court  to  than  another  calls  for  the  application 
adhere  to  its  own  decision  of  a  similar  of  this  general  principle  it  is  that  of 
point  although  subsequently  convinced  the  Circuit  courts  of  the  United  States, 
it  was  erroneous,  though  not  in  all  re-  They  all  havo  similar  special  jurisdie- 
spects  applicable  here,  furnishes  a  strong  tion,  and  are  all,  in  an  eminent  degree, 
analogy,  and  a  reason  on  which  our  looked  to  for  all  those  rules  of  right  and 
own  actions  should  be  based.  (See  property  created  under  the  Federal  stat- 
Ram  on  Legal  Judgment,  208  et  teq, )  utes,  and  in  reference  to  the  subjects 
It  there  abundantly  appears  that  the  coming  within  the  Federal  Constitu- 
adherence  to  decisions  is  by  no  means  tion.  Although  divided  in  jurlsdictioin 
confined  to  those  which  precede  it  in  the  geographically,  they  constitute  a  single 
same  tribunal.  Those  of  co-ordinate  system  ;  and  when  one  court  has  fully 
courts  are  equally  influentiaL  The  considered  and  deliberately  decided  a 
Queen's  Bench,  Common  Pleas,  and  the  question,  every  suggestion  of  propriety 
Exchequer,  where  there  is  a  common  and  fit  public  action  demand  it  should 
appellate  court  to  review  the  decisions  be  followed  until  modified  by  the  appel- 
of  each,  follow  with  the  utmost  respect  late  court.  The  comment  of  the  bar 
each  other's  adjudications.  Upon  rea-  upon  this  subject  assumed  that  the  final 
sons  having  much  influence  here,  ap-  decrees  and  elaborately  reasoned  ded- 
pellate  courts  often  follow  a  series  of  sions  of  Circuit  judges,  with  full  eita- 
adjudications  made  by  subordinate  tri-  tions  and  criticisms  of  authorities,  often 
bnnals  where  they  have  been  acquiesced  involving  the  entire  history  of  the  law 
in,  and  have  become  in  some  sense  a  upon  the  subject  discussed,  are  to  be 
rule  of  property.  It  is  not  because  ranked  with  what  are  termed  niai  pritu 
they  are  obligatory,  but  from  the  unfit-  decisions.  They  are  in  all  respects  jndg- 
ness  of  shifting  rules.  This  is  by  no  ments  in  bane.  They  not  only  have  the 
means  closely  applicable  here,  where  deUberation  and  care  of  judgments  in 
judgments  are  recent  and  refer  to  the  the  high  courts  of  chancery  in  England 
individual  rights  of  the  complainant,  and  this  country,  but  the  court  of  itself 
But  many  of  the  evils,  it  is  quite  ap-  bean  the  same  relation  to  the  whole 
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ferent  parties ;  the  decision  of  any  judge  of  recognized  ability 
upon  a  question  of  legal  definition  or  interpretation ;  a  series 

judicial  system  that  such  courts  do  to  ness  of  the  grants,  it  will  result  in  a 
those  in  which  they  exist.  There  is  but  large  saving  of  money  to  the  great 
one  appellate  court  above  them.  A  su-  masses  of  our  citizens  who  are  using 
perior  tribunal  also  reviews  the  judg-  these  improvements  to  let  them  and 
ments  of  the  English  Chancery,  and  so  their  advisei-s  of  the  profession  under- 
of  nearly  all  the  like  State  tribunals,  stand  that  a  fair  and  full  examination 
Although  we  would  by  no  means  con-  in  one  court,  followed  by  a  judgment, 
fine  our  acquiescence  in  the  decisions  of  will,  in  the  other  co-ordinate  tribunals, 
our  brother  judges  to  cases  where  the  be  acquiesced  iuvas  law,  if  there  is 
particular  patent  has  been  ac^udged  to  no  appeal  and  reversal"  1  Flippin,  888 
be  valid,  or  that  a  particular  device  (890);  1  Bann.  &  A.  668  (570). 
infringes  upon  it,  still  we  think  that  That  one  court  does  not  review  or 
eminently  beyond  other  cases  is  the  reverse  the  judgment  of  a  court  of  co- 
rule  applicable  to  them.  The  right  of  ordinate  jurisdiction,  see  Hayes  v.  Day- 
the  complainant  is  a  special  franchise  ton  (1884),  20  Fed.  Rep.  690. 
granted  by  the  political  power.  A  spe-  That  the  decision  of  a  co-ordinate 
cial  organism  is  created  for  the  purpose  court  will  be  followed,  unless  good  rea- 
of  ascertaining  his  right  to  the  grant,  son  for  departing  therefrom  is  shown, 
When  issued,  the  several  Federal  courts  where  the  issues,  pleadings,  and  evi- 
are  authorized  to  review  the  rectitude  of  dence  are  the  same,  see  Hancock  Inspi- 
this  action,  and  from  their  determina-  rator  Co.  v.  Regester  (1888),  85  Fed. 
tion  an  appeal  lies  to  the  court  of  last  Rep.  61;  Worswick  Mfg.  Co.  v.  Phil- 
resort.  It  is  an  indivisible  system  for  adelphia  (1887),  80  Fed.  Bep.  625 ; 
ascertaining  the  rightfulness  and  the  Steam  Gauge  &  Lantern  Co.  v.  McRob- 
limits  of  the  patent,  and  when,  in  any  erts  (1886),  86  0.  G.  822 ;  26  Fed. 
co-oidinate  department  of  it,  judgment  Bep.  765  ;  American  Bell  Telephone 
has  been  pronounced,  that  duty  should  Co.  v.  National  Improved  Telephone  Co. 
be  decmeii  performed  until  reversed  by  (1886),  27  Fed.  Rep.  668  ;  Cary  r.  Do- 
an  appellate  tribunal.  It  would  present  mestic  Spring  Bed  Co.  (1886),  26  Fed. 
an  unseemly  spectacle  for  the  same  gov-  Rep.  88 ;  84  0.  G.  1158 ;  Cary  v.  Lovell 
emmental  grant  to  receive  half  a  dozen  Mfg.  Co.  (1885).  82  0.  G.  1009;  24 
different  constructions  in  as  many  co-  Fed.  Rep.  141 ;  Field  r.  Ireland  (1884), 
ordinate  courts,  all  authorized  to  define  28  0,  G.  284 ;  19  Fed.  Rep.  885  ;  Co- 
it  and  inform  the  citizens  what  it  means,  bum  V.  Clark  (1888),  24  O.  G.  899;  5 
and  all  having  the  force  of  law  cotem-  McCrary.  99;  15  Fed.  Rep.  804;  Ameri- 
poraneously  under  the  same  government,  can  Ballast  Log  Co.  v.  Cotter  (1882),  11 
We  cannot  speak  with  great  certainty,  Fed.  Rep.  728  ;  21  0.  G.  1080. 
but  do  affirm  with  much  confidence  That  co-ordinate  courts  should  be 
that  the  expenses  paid  in  our  country  followed  on  questions  of  validity  and 
for  patent  litigations  are  rapidly  ap-  constniction  until  overruled  by  the  Su- 
proximating  the  entire  sum  demanded  preme  court,  see  Hammerachlag  Mfg. 
for  royalties.  Until  some  special  tribu-  Co.  •.  Bancroft  (1887),  40  O.  G.  1889. 
nal  is  instituted  for  the  determination  That  the  judgment  of  a  co-ordinate 
of  these  questions,  and  some  general  court  should  be  followed  unless  new 
mode  of  reviewing  thjune  public  granto,  evidence  is  offered  or  an  obvious  mis- 
wfaich  shall  test  definitely  the  rightful-  take  was  made  in  the  law,  see  Cary  «. 
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of  decisions,  or  even  one  decision,  sustaining  the  patent 
against  attacks  in  which  all  conceivable  objections  have  been 

urged,  —  each  of  these  is  of  sufficient  influence  to  goyern 

future  rulings  until  its  error  is  discovered.* 

Lovell  Mfg.  Co.  (1887),  31  Fed.  Bep.  that  fonaer  decisions  are  correct  when 

344 ;  40  O.  O.  1239.  four  different  Circuit  courts  have  made 

That  a  decision  sustaining  the  patent  the  same  ones  without  appeal,  see  Blake 

in  another  circuit  will  be  followed  on  v,  Robertson  (1874),  6  O.  G.  297. 

motion  for  injunction,  unless  such  new  That  where  the  same  issues  haye  been 

evidence  is  presented  as  would  have  led  often  presented  and  decided,  agreeing  in 

the  other  court  to  a  different  conclusion,  the  construction  of  the  patent,   such 

see  Ladd  v.  Cameron  (1885),  25  Fed.  decisions  will  be  accepted  as  final  until 

Rep.  37.  the  Supreme  court  OTermles  them,  un- 

That  prior  decisions  in  other  courts  less  new   features   are   presented,   see 

as  to  the  ralidity  of  the  patent  are  re-  Green  v.  French  (1882),  11  Fed.  Rep. 

garded  as  final,  see  Goodyear  v.  Berry  591 ;  21  0.  G.  1851. 

(1868),  3  Fisher,  439  ;  2  Bond,  189.  That  where  the  patent  has  already 

That  a  former  decision  will  be  pre-  been  sustained  in  three  cases,  in  one  of 

sumed  correct  though  in  another  court,  which  the  defendant  was  interested,  the 

if  no  new  eyidence  is  introduced  and  no  validity  of  ih.e   patent  is  established 

new  question  is  raised,  see  Worden  v.  and  the  only  question  open  is  infringe- 

Searls  (1884),  21  Fed.  Rep.  406.  ment,  see  Robertson  v.  HiU  (1873),  4 

That  where  one  Circuit  court  sus-  O.  G.  132 ;  6  Fisher,  465. 

tains  a  patent,   after  full   discussion,  That  where  four  judgments  have  been 

another  court  should  follow  it  on  the  rendered  sustaining  the  patent,  one  of 

same  evidence,  unless  in  cases  of  plain  which  was  against  the  defendant,  and 

mistake,  see  Hammerschlag  v,  Garrett  an  extension  has  also  been  granted,  the 

(1881),  9  Fed.  Rep.  43;  Goodyear  v.  validity  of  the  patent  and  the  infringe- 

Honsinger(1867),  3  Fisher,  147  ;  2  Bis-  ment  are  taken  as  established  for  tiie 

sell,  1.  purposes  of  an  injunction,  see  Tilghman 

That  when  the  patent  has  been  sus-  v.  Mitchell  (1871),  4  Fisher,  615 ;  9 

tained  by  other  courts  the  only  open  Blatch.  18. 

question  is  that  of  infringement,  see  That  a  patent  twice  sustained  by  the 

Goodyear  v.  Bust  (1868),  3  Fisher,  456  ;  courts  will  be  regarded  as  valid  for  the 

6  Blatch.  229.  purposes  of  an  injunction,  where  there 

That  a  judgment  rendered  in  one  cir-  is  no  reason  to  doubt  the  corroctness  of 

cuit  is  evidence  in  another  where  the  the  decisions,  see  Cary  «.  Lovell  Mfg. 

matter  in  dispute  is  the  same,  and  the  Co.   (1885),   32  0.  G.  1009 ;   24  Fed. 

defendant  in  the  later  suit  paid  the  ez-  Rep.  141. 

penses  and  employed  the  counsel  in  the  That  an  answer  denying  that  a  de* 
former,  though  he  was  not  a  nominal  dsion  was  rendered  "  after  ^11  consider- 
party,  see  United  States  &  Foreign  Sala-  ation  "  contains  no  imputation  on  the 
mander  Felting  Co.  v.  Asbestos  Felting  court  and  is  neither  impertinent  nor  scan- 
Co.  (1880),  19  O.  G.  362 ;  18  Blatch.  dalons,  see  MUler  v.  Buchanan  (1880), 
310 ;  4  Fed.  Rep.  816  ;  5  Bann.  A  A.  18  0.  6.  1532;  5  Fed.  Rep.  366. 
622.  That  a  decision  sustaining  a  patent, 

*  That  there  is  a  strong  presumption  after  a  contest  covering  aU  the  nsnal 


CH.  m.]  OF  WBONGS  AGAINST  PATENTEES.  581 

§  1182.  Praliminary  Xnjimotion  :  Prior  Jndgment  as  Eridenca  of 
Validity  :  Judgments  of  Circuit  Courts :  Judgments  on 
Hearings,  by  Consent,  by  Collusion,  eto. 

The  autlioritj  of  a  judgment  in  the  Circuit  court  depends 
to  some  extent  upon  the  mode  in  which  its  conclusions  were 
attained.  A  decree  based  upon  a  hearing,  in  which  all  ques- 
tions of  fact  as  well  as  of  law  were  submitted  to  the  judge  and 
by  him  were  examined  and  decided,  is  of  greater  weight  than 
one  based  on  the  verdict  of  a  jury  on  a  feigned  issue,  or  than 
a  judgment  on  a  verdict  in  a  court  of  law.^  A  decree  by  con 
sent,  if  without  collusion,  binds  the  defendant  in  the  same 
circuit,  but  has  no  effect  on  other  parties,  nor  against  him  in 
other  circuits,  unless  his  first  surrender  is  shown  to  have  re- 
sulted from  his  knowledge  that  he  had  no  adequate  defence.* 

defences,  is  almost  cottclnsive,  see  Gary  That  a  hearing  before  a  master  is  not 

«.  Domestic  Spring  Bed  Co.  (1885),  27  a  final  hearing,  see  Dooghty  v.  West, 

Fed.  Rep.  299.  Bradley  &  Gary  Mfg.   Co.   (1870),  i 

§  1182.  1  That  the  decision  of  a  Fisher,  818  ;  8  Blatch.  107. 
oonrt  of  equity  on  final  hearing  famishes  That  a  dismissal  of  the  bill,  for  fail- 
an  authority  for  the  action  of  courts  of  nre  to  prove  infringement,  is  no  bar 
co-ordinate  jurisdiction,  see  American  to  another  suit  between  the  same  par- 
Wood  Paper  Co.  v.  Fibre  Disintegrating  ties,  see  Steam  Gauge  &  Lantern  Co.  v. 
Co.  (1868),  8  Fisher,  862 ;  6  Blatch.  27.  Meyrose  (1886),   86  0.  G.   1477  ;   27 

That  the  conclusions  of  a  judge  on  Fed.  Rep.  218. 

a  patent  case  are  more  reliable  than  That  a  dismissal  of  a  bill  for  repeal 

those  of  a  jury,  see  Buchanan  p.  How-  on  its  merits  is  not  a  judgment  necessa- 

land  (1868),  2  Fisher,  841 ;  5  Blatch.  rily  importing  that  the  patents  in  ques- 

151.  tion  did  not  interfere,  or  that  the  earlier 

That  the  discussion  of  a  patent  by  one  was  void,  see  Tyler  v.  Hyde  (1851), 

the  court  in  a  former  suit  is  of  some  2  Blatch.  808. 

weight  on  a  motion  for  an  injunction,  *  That  a  judgment,  without  contest, 

see  Consolidated   Bunging   Apparatus  sustaining  the  patent  in  the  absence  of 

Co.  V.  Peter  Schoenhofen  Brewing  Co.  coUusion,  is  equally  good  proof  of  valid- 

(1886),  87  O.  O.  786 ;  28  Fed.  Rep.  ity  with  any  other  judgment,  see  Mc- 

428.  Williams  Mfg.  Co.  v.  Blundell  (1882), 

That  on  a  motion  for  an  injunction  22  O.  G.  177  ;  11  Fed.  Rep.  419. 

a  decree  in  chancery  is  of  more  weight  That  a  decree  by  consent  in  a  prior 

than  the  verdict  of  a  jury,  see  Goodyear  suit,  declaring  the  patent  valid  and  the 

V,  Mnllee  (1868),  8  Fisher,  420.  complainant  sole  owner,  is  binding  as 

That  the  final  decree  of  a  conrt,  if  to  all  questions  determined  thereby  in 

without  collusion,  is  good  ground  for  an  the  second  suit  between  the  same  par- 

injunction,  see  Kirby  Rung  Mfg.  Co.  ties,  see  Tomkinson  v.  Willetts  Mfg. 

V.  White  (1880),  1  Fed.  Rep.  604  ;  17  Co.  (1884),  28  Fed.  Rep.  895  ;  81  O. 

O.  G.  974 ;  1  McCrary,  155  ;  5  Bann.  G.  918  ;  82  O.  G.  882. 

k  A.  268b  That    a   decree  by  consent   mi*rely 
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Collusive  decrees  are  of  no  value  against  any  party  .^  A  de- 
cision on  an  application  for  a  preliminary  injunction  is  of  less 
weight  than  a  decree.^    The  verdict  of  a  jury  in  a  court  of 

shows  the  acquiescence  of  that  defeDd-         '  That    coUusive    decrees    are    not 

ant    in    that  decision,   see    Hayes    v.  ground  for  |ii  injunction,   see   Kirby 

Leton  (1881),  5  Fed.  Rep.  521.  Bung  Mfg.    Co.   v.  White   (1880),  17 

That  where  the  present  device  of  the  O.  G.  974  ;  1  Fed.  Bop.  604  ;  1  Me- 

defendant  differs  only  in  form  from  that  Crary,  155  ;  5  Bann.  k  A.  263. 
concerning  which  he  consented  to  a  de-         That  a  suit  is  collusive  if  one  party 

cree,  an  injunction  will  issue,  see  United  pays  the  fees  of  counsel  on  both  sides. 

States  Metallic  Packing  C'o.  v,  Tripp  below  and  on  appeal,  though  the  fees 

(1887),  39  0.  G.  1554;  31  Fed.  Rep.  350.  were  charged  to  the  party  primarily 

That  a  defendant  is  estopped  by  a  liable,  see  Gardner  v.  Goodyear  Dental 

decree  by  consent  in  a  suit  where  the  Vulcanite  Co.  (1873),  6  Fisher,  329  ; 

present  plaintiff's  assignor  was  plaintiff,  8  O.  G.  295. 

see  United  States  Metallic  Packing  Co.        That  coUusion  in  a  former  suit  must 

«.  Tripp  (1887),  39  0.  G.  1554 ;  31  be  fully  proved,  not  conjectured  or  sus- 

Fed.  Bep.  350.  pected,   see  Seibert  Cylinder  Oil  Cup 

That  a  decree  by  consent  in  one  cir-  Co.  v.  Beggs  (1887),  32  Fed.  Rep.  790. 
cuit  does  not  lay  the  foundation  for  an         *  That  a  decision  on  a  motion  for  a 

injunction  in  another,  see  Warner  v.  preliminary  injunction  is  of  no  control- 

Bassett  (1881),  7  Fed.  Rep.  468;  19  ling  authority  in  another  circuit,  see 

Blatch.  145.  Cornell  9.  Littlejohn  (1876),  9  O.  O. 

That  a  decree  pro  forma  on  the  mer-  837,  922  ;  2  Bann.  &  A.  824. 
its  is  not  ground  for  an  injunction  in         That  the  denial  of  an  iigunction  by 

other  courts,  see  Klrby  Bung  Mfg.  Co.  one  court  is  some  ground  for  its  denial 

«.  White  (1880),  17  0.  G.  974  :  1  Fed.  by  others,  see  Thompson  v.  Band  Avery 

Rep.  604  ;  1  McCrary,  155  ;  5  Bann.  A  Supply  Co.  (1889),  38  Fed.  Rep.  112. 
A.  263.  That  the  issue  of  injunctions  by 

That  a  decree  by  consent  is  not  effec-  other  courts  may  also  be  considered,  see 

tive  against  others  not  parties  thereto,  Schneider  v.  Missouri  Glass  Co.  (1888), 

and  has  very  little  weight  in  any  other  36  Fed.  Bep.  582. 
court  in  favor  of  the  patent,  see  Spring         That  the  decision  of  a  motion  for  an 

V.  Domestic  Sewing  Mach.  Co.  (1879),  injunction  does  not  settle  the  identity 

16  0.  G.  721 ;  4  Bann.  &  A.  427.  of  two  machines,  though  it  may  be  an 

That  an  injunction  will  not  issue  admission   of  the   parties   that   there 

against  third  parties  on  the  ground  of  a  was  an  infringement,  see  Florence  Sew* 

former  judgment  by  consent   against  ing  Mach.    Co.   v.   Singer    Mfg.    Col 

others,  or  where  the  former  defendants  (1870),  4  Fisher,  329  ;  8  Blatch.  118. 
abandoned  their  case  and  a  decree  was         That  a  refusal  to  grant  an  injunction 

entered  without  a  hearing,  see  Hayes  v,  against  a  vendor  by  one  court,  though 

Leton  (1881),  5  Fed.  Bop.  521.  with  leave  to  renew  the  motion,  is  a 

That  an  injunction  will  not  be  issued  reason  for  its  refusal  by  another  court 

where  infringement  is  denied,  solely  on  against  his  vendee,  see  Hicks  «.  Beards- 

the  ground  that  a  judgment  was  ren-  ley  (1887),  41  O.  G.  235  ;  82  Fed.  Bep. 

dcred  in  another  circuit  on  a  mere  mo-  281. 

tion,  see  Saigent  Mfg.  Co.  r.  Woodruff        That  the  user  may  be  enjoined  in  one 

(1878),  5  Bissell,  444.  f'irouit  though  the  maker  is  being  sued 

§1183 
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law  is  a  suflScient  warrant  for  the  grant  of  an  injunction,  but 
may  be  disregarded  by  the  court  even  when  not  so  clearly 

contrary  to  the  evidence  that  a  new  trial  would  have  been 
allowed.^    A  pending  bill  of  ei^ceptions,  or  a  writ  of  error,  or 

• 

in  another,  see  Thompson  v,  American  the  law  have  submitted  to  the  jury. 

Bank  Note  Co.  (1888),  45  0.  G.  847 ;  But  when  I  am  applied  to  in  equity, 

85  Fed.  Rep.  208.  where  I  am  judge  of  the  facts  as  well  as 

*  In  Wells  V,  Gill  (1872),  2  O.  G.  law,   and  required  to  perform  an  act 

590,  Strong,  J.  :  (591)  *'  Ordinarily  a  which  calls  upon  me  to  draw  my  own 

yerdict  and  judgment  sustaining  a  pat-  conclusions  from  the  evidence   which 

ent  are  controlling  oyer  the  discretion  I  heard  upon  the  trial,  there  my  own 

of  a  judge  when  he  is  asked  to  award  judgment  upon  the  law  and  the  oyi« 

a  proyisioual  injunction.    They  relieye  dence  must  detennine  my  action,  and 

him  from  the  necessity  of  inquiring  not  the  judgment  of  the  jury.     I  will 

into  the  validity  of  the  patent,  and  if  not  set  aside  a  yerdict  because  I  differed 

he  is  satisfied  there  has  been  an  in-  from  the  jury  upon  the  evidence,  be- 

fringement,  the  injunction  may  be  said  ^  cause  the  yerdict  is  theirs,  and  they 

to  be  almost  a  thing  of  course."    6  act  upon  their  conscience.     But  when 

Fisher,  89  (91).  I  have  to  act  upon  my  own  conscience. 

In  Day  v.  Hartshorn  (1855) ,  8  Fish-  then  I  cannot  suffer  the  jury  to  control 

er,  82,  Pitman,  J.  :  (86)  *'  It  was  argued  me  in  my  province,  for  the  same  reason 

before  me  that  if  I  was  not  satisfied  that  I  should  deem  it  improper  for  me 

with  the  verdict,  yet  if  I  would  not  to  control  them  in  their  province.  There 

have  set  it  aside  if  a  motion  had  been  are  cases  where,  though  I  might  be  dis- 

made   for  a   new  trial,   that  then   I  satisfied  with  the  verdict,  yet  not  so 

ought  to  grant  the  ii^unction.      If  I  much  so  but  that  I  might  think  it 

have  the  right,  in  a  court  of  equity,  to  proper  to  sufler  the  verdict  to  be  the 

examine  the  evidence  in  a  cause  which  basis  for  an  injunction.'* 
is  tried  before  me  at  law,  and  to  draw         Contra,  That  when  a  judge  disregards 

my  own  conclusions  when  I  am  asked  a  former  verdict  his  reasons  for  so  doing 

to  grant  an  ii^unction,  and  ought  to  should  be  sufficient  to  lead  him  to  grant 

lefuse  it  if  I  am  not  satisfied  with  the  a  new  trial,  see  Parker  v.  Brant  (1850), 

yerdict,  then,  thongh  I  might  hesitate  1  Fisher,  58. 

to  set  the  verdict  aside  because  I  was         That  the  verdict  of  a  jury  is  not 

not  satisfied  with  the  same,  especially  conclusive   on  motion  for  injunction, 

after  the  modem  decisions  on  this  sub-  but  the  court  will  examine  the  whole 

ject,  yet  it  would  not  follow  that  I  case,  see  Sickels  v.  Youngs  (1855),  3 

ought  to  grant   an  iigunction.      The  Blatch.  298 ;  Many  v.  Sizer  (1849),  1 

Jury  draw  their  own  conclusions  from  Fisher,  81. 

the  evidence,  and  it  is  their  right  so  to         That  a  verdict  in  an   uncontested 

do  ;  and  because  I  might  not  draw  the  case,  without  collusion,  is  of  as  great 

same  conclusions,  this  of  itself  is  not  weight  as  one  after  a  full  trial,  see 

sufficient  to  justify  roe  in  setting  the  Potter  v.  Fuller  (1862),  2  Fisher,  251. 
yerdict  aside,  if  they  have  evidence  to         That  a  verdict  on  an  issue  out  of 

judge  from.     If  I  should  do  so,  I  should  chancery,  and  a  trial  for  damages  on 

substitute  myself  as  judge  of  the  facts,  an  amended  specification,  are  not  the 

in  a  trial  at  law,  which  the  parties  and  same  matter,  and  the  former  is  no  bar 

ill82 
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a  petition  for  another  trial  impairs  the  force  of  such  a  verdict, 
and  the  court  should  not  receive  it  as  a  ground  for  an  injunc- 
tion without  a  further  inquiry  into  the  merits  of  the  case.^ 

§  1183.  Praliminary  Injonction  :  Prior  Judgment  as  Bvldence  of 
Vcdidity :  Judgments  in  the  Patent  Office. 
A  decision  in  the  Patent  Office,  though  not  binding  on  the 
courts,  has  more  or  less  weight  according  to  the  subject-matter 
of  the  judgment,  and  the  violence  of  the  contest  by  which  it 
was  preceded.^    The  awai-d  of  a  patent,  without  objection,  is 

to  an  injunction  when  no  judgment  was  hare  been  filed,  though  even  then  the* 

rendered  on  the  verdict  or  on  the  mer-  injunction  may  be  ordered,  see  Biorria  v. 

its  of  the  bill,  see  Allen  o.  Blunt  (1846),  Lowell  Mfg.  Ca  (1866),  S  Fisher,  67  ; 

2  W.  &  M.  121 ;  2  Robb,  530.  Day  o.  Hartshorn  (1855),  8  Fisher,  3S. 
That  on  a  motion  for  an  injunction         That  when  a  new   trial  has  been 

after  a  Terdict  at  law,  the  facts  found  granted  in  a  suit  wherein  the  patent 

by  the  verdict  will  be  considered  as  was  held  invalid,  but  on  grounds  not 

established  for  the  purposes  of  the  mo-  affecting  validity,  an  injunction  may  be 

tion,   see  Poppenhusen  v.  New  York  refused,  see  Keyes  v.  Pueblo  Smelting 

Gutta  Percha  Comb  Co.  (1858),  2  Fish-  &  Refining  Co.  (1887),  81  Fed.  Rep. 

er,  74 ;  4  Blatch.  184.  560. 

*  That  an  injunction  will  be  refused  §  1188.  ^  That  a  decision  in  the 
where  the  judgment,  on  the  strength  of  Patent  Office  is  not  binding  on  th« 
which  it  has  been  asked,  has  been  ap-  courts,  see  CeUuloid  Mfg.  Co.  ir.  Chro- 
pealed  from  and  seems  doubtful,  see  lithian  Collar  &  Cuff  Co.  (1885),  82  O. 
Many  v.  Sizer  (1849),  1  Fisher,  31.  6.  88S  ;  24  Fed.  Rep.  275  ;  Wilson  v. 
That  an  injunction  may  be  denied  Bamum  (1849),  2  Fisher,  685  ;  1  Wall^ 
when  the  judgment  at  law  was  followed  Jr.  847  ;  2  Robb^  749.- 
by  a  bill  of  exceptions,  see  Furbush  v.  That  a  decision  of  the  Patent  Office 
Bradford  (1858),  1  Fisher,  317.  does  not  bind  the  courts  when  steps  are 
That  after  a  judgment  at  law  and  a  taken  to  contest  its  validity,  see  Minne* 
bill  of  exceptions  the  court  must  exer-  spoils  Harvester  Works  v.  McCormick 
else  its  own  judgment  on  the  questions  Harvesting  Mach.  Co.  (1886),  28  Fed« 
involved  in  the  biU  of  exceptions,  and  Rep.  565 ;  87  O.  G.  566. 
determine  whether  the  title  is  clear  That  a  decision  of  the  Patent  Office, 
enough  to  warrant  an  injunction,  see  after  long  contest  and  full  examination 
Furbush  v.  Bradford  (1858),  1  Fisher,  of  the  art,  is  of  weight  on  a  motion  for 
317.  An  injunction,  see  Consolidated  Bung- 
That  a  judgment  is  not  conclusive  ing  Apparatus  Co.  o.  Peter  Schoenhofen 
on  a  motion  for  an  injunction,  if  a  writ  Brewing  Co.  (1886),  28  Fed.  Rep.  428  ; 
of  error  is  pending,  see  Wells  v.  Gill  87  0.  G.  786. 

(1872),  2  0.  G.  590  ;  6  Fisher,  89.  That  the  construction  given  to  a  pat- 
That  an  injunction  will  generally  be  ent  in  the  Patent  Offioe,  and  on  the 
refused  if  the  case  has  been  tried  at  law  strength  of  which  it  was  granted,  will 
and  motion  was  made  for  a  new  trial,  b<»  followed  in  the  courts,  see  Geis  «. 
or  a  biU  of  exceptions  and  writ  of  error  Kimber  (1888),  86  Fed.  Rep.  105. 
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of  some  authority,  yet  it  alone  does  not  empower  the  court  to 
interfere  for  the  protection  of  its  owner.^  But  a  judgment  in 
an  interference,  awarding  priority  to  one  rival  claimant,  is 
sufficient  ground  for  an  injunction  in  his  favor  against  the 
other  ;^  a  finding  that  the  patented  invention  will  accomplish 

*  In  Yuengling  v.  Johnson  (1877),  That   the   decision   of   the  Patent 
1  Hughes,  607,  Hughes,  J.:  (618)  "It  Office  iu  issuing  the  patent  has  some 
is  true  that  the  issuing  of  patents  is  not  weight  but  is  not  controlling,  see  Jones 
conclnsive  upon  the  courts.     Patents  v.  Merrill  (1875),  S  0.  G.  401.    See  also 
are  subject  to  review  by  the  courts.  §  1016,  and  notes,  ante. 
Suits  in  a  yery  large  proportion  of  pat*  That  the  action  of  the  Patent  Office 
ent  cases  aro  but  means  of  appeal  to  the  in  allowing  a  re-issue  is  of  weir;ht  on  a 
courts  from  the  action  of  the  Patent  motion  for  an  injunction,  see  ConsoU- 
Office.    Yet,  while  thia  is  so,  that  action  dated  Bunging  Apparatus  Co.  v.  Peter 
must  always  carry  great  weight  with  the  Schoeuhofen   Brewing   Co.   (1886),   87 
courts.     It  is  always  very  strongly  per-  0.  G.  786  ;  2S  Fed.  Rep.  428. 
Boasive  with  them.      Patents  are  the  That  a  re-issue  granted  to  correct  a 
results,   generally,  of  contests  between  mistake  made  by  an  attorney  in  accept- 
accompUshed  experts,   and  after  such  ing  an  amended  Claim  is  of  too  doubtful 
contests  of  the  matured  judgment  of  validity  to  aid  an  injunction,  see  Am- 
officers  selected  and  appointed  by  the  heim  v,  Finster  (1885),  82  0.  6.  256  ; 
President  for  their  extraordinary  compe-  24  Fed.  Rep.  276. 
teucy  and  skill,  I  think  it  is  hardly  *  That  an  interference  judgment  is 
going  too  far  to  say,  following  Mr.  Jus-  res  adjudicata  between  the  parties,  see 
tice  Grier,  in  N.  £.  Car  Company  v.  Shuter  v,  Davis  (1888),  24  O.  G.  808 ; 
Dunbar,  1  Fisher,  that  the  action  of  the  16  Fed.  Rep.  564. 
Patent    Office    is   aufficient    to   make  That  the  action  of  the  Commissioner 
such  a  prima  facie  case  as  to  justify  the  of  Patents  on  an  interference  makes  a 
action  of  a  court  on  almost  any  motion  prima  fade  case  for  an  injunction,  see 
for  a  preliminary  injunction.     If,  in-  Ynengling  v.  Johnson  (1877),  1  Hughes, 
deed,  in  any  case  the  general  unanimous  607  ;  8  Bann.  &  A.  99. 
testimony  of  experts  united  in  condemn-  That  an  interference  decision  raises 
ing  the  action  of  the  Patent  Office,  in  no  presumption  against  any  person  ex- 
such  case   a  court    might  well    hesi-  cept  the  defeated  party  and  his  privies, 
tate  to  treat  that  action  as  constituting  see  Edward  Ban*  Co.  v.  N.  Y.  &  N.  H. 
a  prima  facie  case  for  or  against  a  pre-  Automatic    Sprinkler    Co.    (1887),    82 
liminary  injunction.     But  when,  as  in  Fed.  Bep.  79. 

the  present  case,  the  weight  of  expert  That  an  interference  judgment,  ifap- 

testimony  is  nearly  evenly  balanced,  a  pealed  from,  is  not  operative  as  a  jndg- 

oourt  may  safely  presume  that  the  ac-  ment,  see  Minneapolis  Harvester  Worki 

tion  of  the  Patent  Office,  taken  after  a  v.   McCormick  Harvesting  Mach.  Co. 

sharp  contest  between   patent  lawyers  (1886),  37  O.  G.  566  ;  28  Fed.  Rep.  565. 

and  experts,  is  prima  facie  correct."    8  That  a  decision  in  interference,  not 

Bann.  &  A.  99  (104).  appealed  from,  thongh  not  conclnsive  is 

That  the  grant  of  a  patent  is  only  an  strongly  persuasive,  see  Kirk  v.  Du  Boia 

ex    parte   adjudication,   see  Potter  v.  (1887),  42  0.  G.  297. 

Stevens  (1861),  2  Fisher,  168.  That  an  interference  judgment  will 
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practical  results  avails  the  plaintiff  iu  bis  efforts  to  enjoin 
the  party  who  denied  it;^  a  decision  that  patentable  differ- 
ences exist  between  the  patented  invention  and  another  art  or 
instrument  is  a  sufficient  answer  to  the  latter  when  urged 
against  the  novelty  of  the  invention;^  and  an  extension  of 

warrant  an  iiyunction  against  the  de-  an  interference  decision  between  him- 

feated  party,  see  Celluloid  Mfg.  Co.  v.  self  and  the  plaintiff,  and  limited  his 

Chrolithian  Collar  &  Cuff  Co.  (1885),  own  patent  accordingly,  is  bound  by  it 

32  0.  G.  383  ;  24  Fed.  Rep.  275  ;  HoUi-  in  the  courts,  and  though  he  may  set 

day  V.  Pickhardt  (1882),  22  0.  G.  420  ;  up  priority  in  others  against  the  plain- 

12  Fed.  Kep.  147.  tift*s  patent,  yet  if  this  priority  were 

That  a  decision  of  the  Patent  Office  known  to  him  at  the  time  of  his  apidi- 

on  an  interference  is  ground  for  an  in-  cation,  the  action  of  the  Patent  Office 

junction,  so  far  as  the  question  of  pri-  in  allowing  the  plaintiff's  patent  is  of 

ority  is  concerned,  see  Smith  v.  Halk-  great  weight  against    him,   see  Peck, 

yard   (1883),   16  Fed.   Rep.    414 ;    23  Stow  &  Wilcox  Co.  r.  Lindsay,  Stenitt 

0.  a,  1838.  &  Co.  (1880),  18  O.  G.  63  ;  2  Fed.  Rep. 

That  an  interference  decision  affects  688 ;  5  Bann.  fr  A.  890. 

only  the  matter  of  priority  and  is  not  That  a  judgment  against  a  party  ia 

evidence  of  validity,  see  Dickerson  v,  an  interference  is  not  conclusive  upon 

De  la  Yergne  Refrigerating  Mach.  Co.  him,  see  Smith  9.  Halkyard'(1883),  16 

(1888),  35  Fed.  Rep.  143.  Fed.  Bep.  414  ;  23  0.  G.  1833  ;  Peny  v. 

That  an  injunction  will  be  granted  Starrett  (1878),  14  O.  G.  599  ;  3  Bann. 

against  the  defeated  party  to  an  inter-  &  A.  485  ;  Union  Paper  Bag  Mach.  Co. 

ference  if  he  had  knowledge  of  the  state  v.  Crane  (1874),  Holmes,  429  ;  6  O.  G. 

of  the  art  at  the  date  of  his  application,  801  ;  1  Bann.  &  A.  494. 

and  is  in  bad  faith,  see  Smith  v.  Halk-  That  a  party  to  an  interference,  not 

yai-d  (1883),    16  Fed.   Rep.    414 ;    23  appealing,  is  bound  by  a  decision  on 

0.  G.  1833.  priority,  for  the  purposes  of  an  injunc- 

That  an  injunction  will  be  granted  tion,  see  Greenwood  v,  Brecher  (1880), 

against  the  defeated  party  to  an  interfer-  l   Fed.  Rep.  856  ;   17  O.  G.  1151  ;  5 

enoe  unless  the  want  of  novelty  is  clearly  Bann .  &  A.  302. 

shown,  see  Smith  v.  Halkyard  (1883),  «  That    a    decision    of   the    Patent 

16  Fed.  Rep.  414  ;  23  0.  G.  1833.  Office,  on  an  issue  there  raised  between 

That  an  interference  decision,  though  the  same  parties,  that  the  inrention  is 

not  conclusive  on  the  parties,  is  suffi-  practicable  is  sufficient  ground  for  an 

cient  to  warrant  an  injunction,  and  any  injunction,  see  HoUiday  «.  Pickhardt 

claim  by  defendant  thot  both  he  and  the  (1882),  22  O.  G.  420;  12  Fed.  Bep. 

plaintiff  were  anticipated  by  othen  will  147. 

be  disregarded  if  known  at  the  time  he  *  That  the  court  will  consider  the 
was  seeking  a  patent,  unless  now  clearly  fact  that  the  Patent  Office  found  patent- 
established,  see  Celluloid  Mfg.  Co.  v.  able  differences  between  two  devices,  see 
Chrolithian  CoUar  k  Cuff  Co.  (1885),  Putnam  v.  Weatherbee  (1875),  8  O.  G. 
24  Fed  Rep.  275  ;  82  0.  G.  383  ;  Smith  820  ;  Holmes,  497  ;  2  Bann.  &  A.  78. 
V.  Halkyard  (1883),  16  Fed.  Rep.  414  ;  That  the  decision  of  the  Patent  Office 
38  0.  G.  1833.  in  an  interference  case,  as  to  the  iden- 

That  a  defendant  who  acquiesced  in  tity   of   the   inventions^   ia   suffident 
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the  pateut  after  persistent  opposition  is  evidence  of  its  validitj 
which  only  strong  counter-proof  can  overcome.* 

§  1184.    PreUminary  Injtmotion :  Summation  of  Rules  Conoem* 
ing  Prior  Judgments  as  Evidence  of  Vcdidity. 

The  foregoing  doctrines  concerning  the  effect  of  prior  judg- 
ments sustaining  the  patent,  as  evidence  on  an  application 
for  an  injunction,  may  be  summed  up  as  follows  :  A  judgment 
of  the  Supreme  Court,  or  of  the  Circuit  court  of  the  same 
circuit,  upon  the  same  issues  and  against  the  same  defendant, 
is  conclusive  proof  of  the  validity  of  the  patent,  unless  new 
evidence  has  since  been  discovered  or  the  judgment  has  been 
overruled  or  was  originally  obtained  by  fraud.  A  judgment 
in  another  circuit  against  the  same  defendant  on  the  same 
issues  is  not  conclusive,  but  is  of  high  authority  and  can  be 
overcome  only  by  convincing  evidence  that  the  former  tribu- 
nal was  mistaken  or  insufficiently  informed,  —  except  where  a 
decree  was  rendered  by  consent,  which  is  without  authority 
unless  it  also  appears  that  no  defence  against  the  patent  could 
have  been  maintained.  A  judgment  in  the  Patent  Office  in  a 
contested  case,  if  well  considered,  is  of  great  weight  against 
the  party  there  defeated,  and  in  the  absence  of  opposing  tes- 
timony is  sufficient  proof  of  the  validity  of  the  successful 
patent.  No  judgment  is  conclusive  against  persons  who  were 
neither  parties  nor  privies  to  the  suit ;  but  where  in  any  of 
these  tribunals  certain  questions  of  law  relating  to  the  exist- 
ence, scope,  or  validity  of  the  patent  have  been  once  decided, 
after  full  examination  and  careful  scrutiny,  thesQ  decisions 
command  more  or  less  respect  in  other  courts  and  causes, 
although  tlie  defendant  was  not  interested  in  the  prior  action. 
Such  a  decision  rendered  by  the  Supreme  Court,  or  the  same 
Circuit  court,  is  not  departed  from  without  clear  evidence  of 
error.    If  emanating  from  the  Circuit  court  of  another  circuit, 

priTiM  facie  endence  that  the  makers  of  Faber  (1875),  92  U.  S.  847  ;  10  O.  G. 

the   defeated   invention    infringe,    see  71. 

HoUiday  v,  Pickhardt  (1882),  22  O.  G.  *  That  a  special  act  of  extension  is 

420  ;  12  Fed.  Rep.  147.  conclusive  on  a  motion  for  injunction. 

That  a  decision  of  the  Commissioner  though  alleged  to  have  been  procured  by 

is  not  conclusive  as  to  novelty,  utility,  fraud,  see  Gibson  v,  Gifford  (1850),  1 

or  inventive  skill,  see  Reckendorfer  v,  Blatch.  529. 
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except  on  decrees  by  consent,  it  has  a  value  measured  bj  the 
ability  and  experience  of  the  judge,  and  the  completeness  of 
the  presentation  of  the  arguments  against  it.  When  it  results 
from  a  contest  in  the  Patent  Office,  it  raises  a  presumption  in 
favor  of  the  patent  on  that  question,  which,  in  the  absence  of 
better  reasons  to  the  contrary,  the  courts  will  usually  main- 
taiiL  But  in  all  cases  where  the  prior  judgment  does  not 
operate  as  an  estoppel  upon  the  defendant,  the  issue  on  the 
application  for  an  injunction  is  open  for  fresh  inquiry  and 
determination,  the  judgment  being  merely  evidence  in  favor 
of  the  plaintiff,  and  controlling  the  decision  of  the  court  only 
when  not  opposed  by  more  convincing  proof.  Judgments 
against  the  patent  are,  for  obvious  reasons,  of  higher  value 
and  a  wider  influence,  since  a  patent  invalid  upon  any  ground 
is  invalid  kgainst  all  the  world,  and  therefore  any  decision 
declaring  it  void,  though  in  a  different  tribunal  and  between 
other  parties,  affords  a  presumption  of  its  invalidity  which  the 
plaintiff  can .  with  difficulty  overcome.^  When  conflicting 
judgments  have  been  rendered,  the  court  must  follow  those 
which,  in  view  of  all  the  tests  of  authority,  appear  to  have 
the  higher  value,  and  if  the  question  is  still  doubtful,  and  no 
other  evidence  is  offered,  it  must  decide  in  favor  of  the  pat- 
ent.'   For  though  the  patent,  unsupported  by  a  judgment,  is 

S  1184.    ^    That   where    the   same  term  under  penalty  of  an  iigunction. 

Claims  have  in  a  former  suit  been  ad-  see  Serreil  v,  Collins  (1867),  4  Blatch. 

judged  to  have  been  anticipated  the  61. 

suit  will  be  dismissed,  see  CrandaU  v.         That  an  iiyunction  will  be  refused 

Dare  (1881),  11  Fed.  Rep.  902.  when  several  suits  were  brought  against 

That  a  decree  of  invalidity  in  the  several  defendants,   and    were  all  de* 

Federal  courts  is  conclusive  on  the  par-  fended  by  one  party,  and  iigunctions 

ties,  see  Hawks  v.  Swett  (1875),  i  Hun,  have  already  been  denied  in  some  of 

146  ;  6  Thonip.  &  C.  529.  them,  and  the  defendant's  case  is  ready 

That  a  decision  in  one  circuit  that  a  for  trial,  see  Wooster  v,  Howe  Mach. 

patent  is  void  for  want  of  novelty  wiU  Co.  (1879),  16  O.  G.  814 ;  4  Bann.  A 

be  followed  in  others,  see  Kidd  v.  Ran-  A.  319. 
som  (1888),  35  Fed.  Rep.  588.  *  That  an  injunction  may  be  granted 

That  an  injunction  will  not  be  where  some  judgments  have  sustained 
granted  after  successive  defeats  at  law,  the  patent  though  one  has  been  advene 
where  the  novelty  and  infringpment  are  to  its  validity,  «ee  United  States  Stamp- 
in  dispute  and  no  public  acquiescence  ingCo.  v.  Ring  (1879),  17  Blatch.  56  4 
appears,  unless  the  plaintiff  makes  out  Bann.  k  A.  469  ;  17  O.  G.  1899  ;  7  Fed. 
a  clear  case,  but  the  defendant  will  be  Rep.  860. 
ordered  to  try  the   case  at  the  next         That  an  iigunction  wiU  be  granted 
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not  sufficient  proof  of  its  own  validitj  for  the  purposes  of  au 
injunction,  yet  when  sustained  by  judgments  it  outweighs  all 
other  judgments  of  an  equal  value. 

§  1185.    PreUminary  Xnjtinotion :   Public  Aoqulesoenoo  as  Bvl* 
denoa  of  Validity :   Aoquiescenca  Defined. 

Where  no  judgment  sustaining  the  patent  upon  the  issues 
presented  on  the  application  for  an  injunction  can  be  offered, 
or  where  if  offered  the  judgment  is  of  doubtful  value,  the  de- 
ficiency may  be  supplied  by  proof  of  a  public  acquiescence  in 
the  claims  of  the  patent  of  sufficient  definiteness  and  dura- 
tion   to  afford  a   reasonable   presumption  of   its  validity.^ 

though  the  patent  haa  been  declared  §1185.  ^  In  Kirby  BangMfg.  Co.v. 

invalid  in  one  suit,  if  it  haa  been  sua-  White  (1880),  5  Bann.  &  A.  26S,  Treat, 

taiiied  in  aeveral  others  and  new  evi-  J.:  (265)  '*For  the  purposes  of  a  pro- 

dence  in  its  favor  is  now  at  hand,  see  visional   injunction  under  the  Patent 

United  States  Stamping  Co.  v.  King  Law  two  things,  or  either  of  two  things, 

(1879),  17  O.  G.  1899  ;  7  Fed.  Rep.  may  exist,— to  inrit,  as  in  this  case,  a 

860  ;    17  Blatch.   55 ;   4  Bann.  &  A.  court,  after  full    consideration  of  the 

469.  matter,  has  rendered  a  final  decree,  up- 

That  an  injunction  will  be  granted  holding  the  validity  of  the  patent.  That 

when  the  patent  has  been  sustained  in  a  is  sufficient  basis  in  itself  for  an  injunc* 

former  trial  in  the  same  circuit  though  tion  or  some  form  of  a  restraining  or 

other  suits  are  still  pending  in  the  courts  accounting   order,  provided  the  party 

of  other  circuita,  see  Atlantic  Giant  Pow-  defendant  in  the    particular  case  has 

der  Co.  v.  Goodyear  (1877),  18  0.  G.  infringed  the  patent.     In  other  words, 

45;  S  Bann.  &  A.  161.  the  court,  on  a  motion  for  a  provisional 

That  where  there  have  been  an  arbi-  iigunction,  does  not  go  into  the  merits 

tration  and  award  the  court  will  pre-  to  ascertain  the  validity  of  the  patent, 

same  them  correct  tiU  the  contrary  is  Prima  facie  the  patent  is  vaUd.     But 

shown,  see  Reedy  v,  Scott  (1874),  28  under  the  uniform  rulings  of  the  courts 

Wall.  352  ;  7  0.  G.  468.  of  the  United  States  for  more  than  half 

See  also  as  to  former  judgments  in  a  century,  if  there  has  been  no  decision 

the  Federal  courts  {  1017  and  notes,  as  to  the  patent  by  a  United  States  court 

ante,  on  the  merits,  the  party  is  driven  to 

That  no  regard  will  be  paid  to  the  show  that  lus  patent  went  into  use  un- 

decision  of   a  State  court  concerning  disputed  for  a  sufficient  time  to  raise  a 

the  contract  relations  of  the  parties,  see  priina  facie  case  in  his  favor.    But  if 

Oliver    v.   Ramford    Chemical   Works  the  court,  after  a  due  consideration  of 

(1888),  109  U.  S.  75 ;  25  O.  G.  784.  the  matter,  has  reached  the  conclusion 

That  the  judgment  of  a  Probate  that  the  patent  is  valid,  on  this  pro  vis- 
court  of  competent  joiiadiction  con-  ional  matter  the  inquiry  is  not  open." 
firming  a  sale  is  conclusive  as  to  the  17  0.  G.  974  (974) ;  1  Fed.  Rep.  604 
right  of  the  vendee,  see  May  v,  Mercer  (606);  1  McCrary,  155  (157). 
Co.  (1887),  41  O.  G.  815;  80  Fed.  In  HockhoUer  v.  Eager  (1878),  2 
Bep.  246.  Sawyer,  861,  Hillyer,  J.:  (862)  '*  Somtt- 
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Acquiescence,  in  reference  to  this  subject,  is  a  voluntary  sub- 
mission, against  interest,  to  an  asserted  right.    In  the  first 

thing  more  than  a  gnnt  of  letters-pst*  ens  mnch  the  probability  that  the  pat- 
ent mast  be  shown  ;  something  which,  ent  is  good,  and  renders  it  so  likely  as 
in  the  absence  of  a  trial  at  law,  may  alone  often  to  jnstify  the  issae  of  an  in- 
take its  place  in  establishing,  or  pre-  junction  in  aid  of  it."  2  Robb,  323 
sumptively  establishing,  the  validity  of  (826). 

the  patent.   This  may  be  done  by  show-  See  also  Brown  v,  Hinkley  (1878),  3 

ing  an  exclusive  possession  and  exercise  0.  G.  884  ;   6  Fisher,  870 ;   Miller  v. 

of  the  right  granted.     In  proof  of  such  Androscoggin  Pulp  Co.  (1872),  1  O.  6. 

po8.session  it  must  appear  that  the  pat-  409 ;  5  Fisher,  340 ;  Holmes,  142 ;  Gni- 

entee  after  the  grant  of  his  exclusive  det  v.  Palmer  (1872),  6  Fisher,  82  ;  10 

right  has  proceeded  to  exercise   that  Blatch.  217 ;  Sargent  v.  Carter  (1857), 

right  for  some  years  without  being  dis-  1    Fisher,    277 ;   Saigent    v.    Seagrave 

turbed.     (Orr  v.  Littlefield,  1  W.  &  M.  (1855),  2  Curtis,  558  ;  Brooks  v.  Nor- 

13.)    This  he  may  prove  by  showing  cross  (1851),  2  Fisher,  661  ;  Thomas  v. 

that  he  has  manufactured  and  sold  ma-  Weeks  (1827),  2  Paine,  92  and  notes  ; 

chines  repeatedly,  or  has  sold  to  others  Sullivan  if.   Redfield  (1825),  1  Paine, 

the  right  to  make,  vend,  and  use  the  441  ;  1  Robb,   477 ;  Isaacs  v.  Cooper 

thing  patented,  and  if  the  public  ao-  (1821),  4  Wash.  259  ;  1  Robb^  882. 

quiesce  in  this  exclusive  exercise  of  his  That  acceptance  by  the  public  is  evi- 

right,  it  affords  some  ground  for  pre-  dence  of  patentability,  see  Strobridge  v. 

suming  that  the  patent  is  valid."  Lindsay  (1880),  18  O.  O.  62;  2  Fed. 

In  Potter  v.  Muller  (1864),  2  Fisher,  Bep.  692  ;  5  Bann.  &  A.  411. 

465,  Leavitt,  J.:  (467)  "The  rule  as  to  That  acquiescence  must  indicate  a 

granting  or  continuing  injunctions  in  recognition  of  the  validity  of  the  plain* 

|»a tent-right  cases  is  now  well  settled  by  tiff's  patent,  and  this,  in  the  absence  of 

the  modem  usages  of  the  courts  of  the  a  judgment  of  validity,  is  important,  see 

United  States.     They  are  now  granted  Sargent  v,  Seagrave  (1855),  2  Oirti% 

without  a  previous  trial  at  law  in  cases  558. 

where  the  owner  of  the  patent  shows  a  That  an  injunction  wiU  issue  when 
clear  case  of  infringement,  and  has  been  sufficient  acquiescence  is  shown  if  the 
in  the  possession  and  enjoyment  of  the  plaintiff's  interest  requires  it,  though 
exclusive  right  for  a  term  of  years  with-  some  doubt  as  to  the  validity  of  the 
out  any  successful  impeachment  of  its  patent  may  remain,  see  Sargent  v.  Sea- 
validity.  Such  possession  and  enjoy-  grave  (1855),  2  Curtis,  658. 
ment,  aided  by  the  presumptions  aris-  That  an  injunction  will  issue  where 
ing  from  the  patent  itself,  are  nsually  the  plaintiff  has  been  for  years  in  the 
regarded  as  sufficient  to  warrant  an  in-  undisputed  use  of  his  patents  with  the 
junction  to  restrain  infringement."  acquiescence  of  the  public,  unless  spe* 

In  Orr  v.  Littlefield  (1845),  1  W.  &  cial  facts  take  the  case  out  of  the  gen« 

M.  18,   Woodbury,  J.:    (16)    "If  the  eral  rule,  see  McKay  v.  Dibert  (1881), 

patentee,  after  the  procurement  of  his  6  Fed.  Rep.  587 ;  19  O.  O.  1851. 

patent  conferring  an  exclusive  right.  That  the  use  and  sale  of  the  inven- 

proceeds  to  put  that  right  into  exercise  tion  by  the  plaintiff  before  he  applied 

or  use  for  some  years,  without  its  being  for  a  patent,  and  the  acquiescence  of  the 

disturbed,  that  circumstance  strength-  public  in  his  exclusive  claims,  is  to  be 
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place,  the  right  must  be  asserted.  The  issue  of  a  patent  is 
not,  of  itself,  such  an  assertion.  Where  the  patentee  alone 
employs  the  invention,  in  secret  or  on  his  own  premises, 
without  competition  or  attracting  public  notice,  or  where  he 
neitlier  exposes  his  monopoly  to  violation  nor  vindicates  it 
when  it  is  attacked,  there  is  no  right  asserted  in  which  the 
public  or  an  individual  can  acquiesce.*  Again,  the  asserted 
right  must  be  antagonistic  to  the  public  interest,  at  least  to 
the  interest  of  that  portion  of  the  public  who  are  generally 
benefited  by  the  use  of  such  inventions.  If  the  invention  is 
without  utility,  or  if  through  some  mistake  as  to  its  character 
the  public  are  convinced  that  it  is  worthless,  and  there  is  no 
demand  for  or  desire  to  use  it,  their  passive  indifference  to 
the  exclusive  claim  of  the  inventor  indicates  no  public  rec- 

considered  on  a  motion  for  an  injnnc-  plication  or  grant  of  the  patent.     This 

tion,  see  Sargent  v,  Seagrave  (1856),  2  jg  sometimes  done  on  the  principle  laid 

Curtis,  563.  down  in  Sargent  v,  Seagrave,  2  Curtis, 

That  previous  user  by  the  inventor  555.  But,  of  course,  the  use,  in  such  a 
and  others  is  not  necessary  where  the  case,  must  be  a  public  one  under  an 
patent  has  been  sustained  by  the  courts,  avowed  claim  of  a  right  to  a  patent ; 
espedaUy  where  the  patent  is  for  a  pro-  otherwise,  there  is  no  exclusive  posses- 
cess,  see  American  Middlings  Purifier  gion  as  against  the  public,  and  no  claim 
Co.  V.  Christian  (1877),  4  Dillon,  448  ;  in  which  the  public  can  acquiesce."  4 
8  fiann.  &  A.  42.  Blatch.  509  (512). 

«  In  Tappan  v.  National  Bank  Note  That  proof  showing  that  the  plain- 
Co.  (1861),  2  Fisher,  195,  Shipman,  J.:  tiff,  while  manufacturing  under  his  own 
(198)    "  The  principle    that  exclusive  patent  in  his  own  shop,  met  with  no 
possession  for  a  time  strengthens  the  competition  does  not  establish  acquies- 
title  of  a  patentee  is  founded  on  the  cence,  see  Grover  &  Baker  Sewing  Mach. 
idea  that  as  it  is  a  claim  of  right  ad-  Co.  v.  Williams  (1860),  2  Fisher,  138. 
verse  to  the  public,  and  the  public  ac-  That  on  motion  for  injunction  it  is 
*  quieaoe  in  that  claim,  such  acquiescence  important  that  the  invention  has  never 
raises  a  presumption  that  the  claim  is  been  put  in  the  market,  nor  the  patent 
good.    But  no  such  presumption  can  be  litigated,  nor  its  validity  accepted,  see 
raised  in  this  case.     There  is  no  evi-  Irwin  v.  McRoberts  (1879),  16  0.  0. 
dence  that  the  public,  or  that  small  868 ;  4  Bann.  &  A.  411. 
portion  of  it  who  would  be  likely  to  That  an  injunction  vrill  be  denied 
avail  themselves  of  this  invention  knew  unless   the   scope  of   the    patent    has 
even  of  its  existence,  much  less  of  the  been  defined  by  the  courts,  or  by  the 
existence  of  an  exclusive  grant  to  this  acquiescence  of  that  part  of  the  public 
patentee  or  to  any  one  else.     Nor,  in  who  are  cognizant  of  the  monopoly,  see 
this  view  of  the  case,  can  I  take  into  Steam  Gauge  &  Lantern  Co.  v.  Miller 
account  the  possession  of  the  right  and  (1881),   8  Fed.   Rep.   814;  20  0.  G. 
the  nse  of  the  invention  be/ore  the  ap-  889. 
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ognition  of  its  validity.^  Moreover,  the  submission  must  be 
voluntary.  There  is  no  acquiescence  where  the  monopoly 
is  constantly  invaded  or  the  rights  of  its  owner  are  respected 
only  under  the  compulsion  of  adverse  judgments  or  continual 
injunctions.^  Submission  after  a  single  contest,  which  serves 
to  define  the  limits  of  the  patented  invention,  is  stronger  evi- 
dence of  the  validity  of  the  patent  as  defined  than  if  its  scope 
were  still  undetermined,  but  the  general  resistance  of  the 
public  to  the  patentee's  demands,  though  provoking  numerous 
actions  in  all  of  which  he  is  successful,  is  inconsistent  with 
the  idea  that  they  regard  his  patent  as  valid.  His  judgments 
may  be  evidence  to  prove  the  existence  and  the  lawfulness  of 
his  monopoly ;  but  the  conduct  of  the  infringing  public  is  its 
perpetual  denial. 

*  In  Grover  &  Baker  Sewing  Mach.  canoot    afford   a   presumption  of  the 

Co.  V,  Williams  (1860),  2  Fisher,  133,  ri^^t  and    would    not   strengthen  it 

Sprague,  J.:    (186)    "Acquiescence  is  ...  (138)    But   it  would  not  necea- 

taken    as    evidence  of   the   plaintiffs  aarily  foUow,  hecauae  there  were  certain 

right,  and  may  in  some  cases  in  a  great  persons  carrying  on   an   art  or  man- 

degi-ee  strengthen  the  presumption  ere-  ufacture  at  their  own   manufacturing 

ated  by  the  patent  itself.    If  a  party  set  establishment,  and  others  <lid  not  enter 

up  an  exclusive  right  to  the  manufac-  into  competition  with  them,  that  that 

ture  and  use  of  an  article  which  others  abstaining  from  competition  was  owing 

are  desirous  of  manufacturing  or  using,  to  the  belief  that  they  had  the  exclusive 

and  it  would  manifestly  be  for  their  in-  right.    It  may  be  so,  and  it  may  not 

terest  to  do  so,  and  they  would  do  so  be.     Persons  set  up  the  manufacture  of 

did  they  not  think  themselves  prohib-  a  new  article ;   others  may  not  enter 

ited    by    the  patent-right  of  another,  into  competition  because  they  do  not 

then  their  acquiescence,  their  abstain-  believe  it  for  their  interest ;  they  may 

ing  from  making  that  which  it  is  mor-  not  believe  it  to  be  profitable,  and  in 

ally  certain  they  would  do  but  for  such  that  case  there  would  be  no  evidenoa 

patent,  shows  the  conviction  of  those  that  they  believed  they  were  excluded 

who  are  interested  adversely  to  it,  and  from  it  by  a  monopoly  in  possession  of 

who,  from  being  interested  in  it,  may  those  persons." 

be  presumed  to  have  knowledge  on  the  ^  That  no  ixgnnction  will  issue  where 

subject, — shows  that  they  are  convinced  the  patent  has  not  been  suatained  by 

of  the  patentee's  right,  and  that  they  the  courts,  and  there  has  been  only  a 

have  sacrificed  their  interest  to  their  limited  acquiescence,   and  the  defend- 

conviction.      But  if  there  be  no  adverse  ants  have  for  years  openly  denied  its 

interest,  no  person  who  would  be  desir-  validity,  see  Fish  v.  Domestic  Sewing 

oua  of  using  it,  whether  it  were  pat-  Mach.  Go.  (1882),  12  Fed.  Rep.  496 ;  22 

ented  or  not,  then  their  not  using  it  0.  G.  1207. 
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§  1186.  Preliminary  Injunotioii :  Publio  Aoquiesoenoe  as  Bri- 
denoe  of  Validity :  Weight  of  euoh  Bvidenoe,  how 
Measured. 

As  the  fact  of  acquiescence  depends  on  the  assertion  of  the 
right,  on  tlie  restriction  which  it  places  on  the  public  interest, 
and  on  the  willingness  of  their  submission,  so  its  value,  as 
proof  of  the  validitj  of  the  patent,  is  measured  by  the  degree 
and  the  duration  of  such  submission  and  restraint.^  That  a 
patent  covering  an  invention  of  slight  utility,  or  desirable  by 
but  a  small  fraction  of  the  public,  remains  inviolate,  affords 
little  proof  that  the  right  of  the  inventor  to  its  exclusive  use 
was  recognized ;  while  if  the  invention  were  of  great  impor- 
tance, affecting  the  whole  course  and  practice  of  the  art,  the 
absence  of  infringement  can  be  attributed  only  to  a  compli- 
ance with  the  prohibitions  of  the  patent,'  The  significance 
of  the  duration  of  the  acquiescence  is  not  estimated  by  the 
mere  lapse  of  time.^  No  period  can  be  specified  within  which 
such  submission  shall  be  insufficient  to  establish  the  validity 
of  the  patent.^    The  public  must  have  had  an  opportunity  to 

1 1186.  ^  In  Potter  9.  Whitney  (1866),  for  a  long  period,  and  where  large  and 
8  Fisher,  77,  Lowell,  J.:  (79)  "These  numerous  sales  were  had  without  dis- 
eases being  tried,  as  I  haye  said,  on  ex  pute,  and  the  defendant  does  not  deny 
parte  evidence,  must  be  decided  on  the  validity  of  the  patent,  see  White  v, 
broad  views  of  the  rights  of  the  parties.  He^itb  (1882),  22  0.  G.  500  ;  10  Fed. 
It  IB  usual  to  present  proof  either  of  long  Bep.  291. 

and  general  acquiescence  in  the  plaintiffs  *  That  mere  lapse  of  time  shows  no 
exclusive  rights,  or  of  their  having  been  acquiescence,  but  facts  must  appear 
sustained  by  the  courts.  The  ground  which  indicate  that  the  public  would 
on  which  acquiescence  is  important  is  not  have  acquiesced  had  they  not  con- 
that  it  shows  exclusive  possession,  which,  sidered  the  patent  valid,  and  the  nature 
if  it  has  been  of  long  standing,  open,  of  the  invention  and  all  attendant  cir- 
and  notorious,  is  a  clear  foundation  of  a  oumstances  must  be  regarded,  see  Gui« 
presumption  of  title.  It  is  not  always,  det  v.  Palmer  (1872),  6  Fisher,  82  ;  10 
however,  so  satisfactory  as  positive  ad-  Blatch.  217. 

judications,  because  it  may  have  arisen  *  In  Foster  o.  Moore  (1852),  1  Our- 

from  the  comparatively  small  commer«  tis,  279,  Curtis,  J.:  (286)  '*It  is  not 

eial  value  of  the  invention,  and  in  that  possible  to  fix  any  precise  term  of  years 

ease  shows  only  that  no  one  has  thought  during  which  the  exclusive  possession 

it  worth   infringing."     1   Lowell,   87  must  have  continued.    The  reason  for 

(89).  the  presumption  in  favor  of  the  validity 

s  That  an  injunction  is  seldom  re-  of  the  grant  is  the  acquiescence  of  the 

fused  where  there  has  been  exclusive  public  in  the  exclusive  right  of  the 

possession  for  some  time,  though  not  patentee,  which,  it  may  reasonably  be 

VOL.  III.  — 88 
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become  acquainted  with  the  merits  of  the  invention,  and  to 
be  informed  of  the  asserted  rights  of  the  patentee,  and  must 
have  voluntarily  refrained,  against  their  manifest  interest, 
from  appropriating  the  invention  for  such  a  time  as  makes  it 
evident  that  their  forbearance  is  the  result  of  knowledge  and 
deliberation.^  All  circumstances  which  tend  to  show  the 
value  of  the  invention  to  the  public  and  their  consequent 
motive  to  inquire  into  the  validity  of  the  patent  which  pro- 
tects it  are  here  important,  —  a  short  period  of  voluntary  sub- 
mission in  refer0nce  to  some  inventions  being  of  greater 
weight  upon  this  question  than  years  of  acquiescence  in 
regard  to  others. 

§  1187.    Preliminary  Injonotion :    Pablio  Aoqniesoenoe  as   Bvl- 
denoe  of  Validity :  AcqiiieBcenoe>  how  Manifested. 

The  acquiescence  of  the  public  in  the  monopoly  created  by 
a  patent  may  be  manifested  in  different  modes,  corresponding 
to  those  which  the  patentee  adopts  for  its  enjoyment.  Where 
he  makes  and  uses  the  invention  in  his  own  business,  or 
manufactures  it  for  sale,  the  omission  of  infringing  acts  is  a 
sufficient  recognition  of  his  patent.^     When   he  grants  li- 

aasumedy  would  not  exist  unless  the         That  the  exclusive   possession   for 

right  was  well  founded.    And  it  is  ob-  eight  years  of  a  device  affecting  the  bosi* 

vions  that  this  public  acquiescence  is  ness  of  a  large  class  of  persons  is  enough 

entitled  to  more  or  less  weight  accord-  to  make  an  injunction  proper,  see  Foster 

ing  to  the  degree  of  utility  of  the  ma-  v,  Moore  (1862),  1  Curtis*  279. 
chine,  and  the  number  of  persons  whose         That  no  iignnction  will  be  granted  a 

trade  or  business  are  affected  by  it."  few  months  only  after  the  issue  of  the 

That  though  the  duration  of  enjoy-  patent,  when  its  validity  is  denied,  the 

ment  necessary  to  constitute  possession  infringement  is  disputed,  and  the  de> 

and  acquiescence  cannot  be  fixed  by  rule,  fendant  is  responsible,  see  McGuire  v, 

it  must  be  long  enough  to  raise  a  pre-  Eames  (1878),  15  Blatch.  SIS  ;  8  Baniu 

sumption  that  the  patent  is  valid,  see  &  A.  499 ;  Jones  v.  Field  (1875),  18 

Potter  V.  Mnller  (1864),  2  Fisher,  466.  Blatoh.  494 ;  2  Bann.  &  A.  89. 

*  That  the  length  of  time  necessary         That  a  year  is  too  short  a  period  for 

for  acquiescence  depends  on  the  dura-  a  patent  to  acquire  a  construction  by 

tion  and  extent  of  the  use  and  sale  by  acquiescence,  and  an  injunction  based 

the  patentee,  or  the  degree  of  utility,  on  any  given  construction  wiU  not  be 

or  the  number  of  persons  whose  interest  warranted  thereby,  see  Johnston  Ru£9er 

it  is  to  infringe  the  patent,  and  the  Co.  v,  Avery  Mach.  Co.  (1886),  28  Fed. 

completeness  of  the  acquiescence,   see  Rep.  193  ;  36  0.  Q.  1043. 
Sargent  v.  Seagrave  (1855)  2  Curtis,         §  1187.   ^  That  an  omission  to  in* 

553.  fringe,  when  the  invention  is  of  pablie 
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censes  to  others,  the  general  acceptance  of  his  licenses  and  the 
payment  of  substantial  fees  constitutes  the  requisite  submis- 
sion.' Licenses  issued  and  received  on  nominal  royalties,  or 
without  consideration,  afford  no  indication  of  public  acquies- 
cence. The  acknowledgment  of.  his  exclusive  right  to  an 
article  or  process  which  embodies  several  inventions,  each  the 
subject  of  a  different  patent,  does  not  admit  the  validity  of 
either  patent  nor  that  all  the  patents  are  of  equal  force.' 
The  departure  of  the  defendant  from  the  universal  acquies- 
cence of  the  public  does  not  tend  to  weaken  the  presumption 
of  validity,  but  rather  adds  to  its  importance,  since  it  shows 
their  knowledge  of  the  value  of  the  invention  and  the  advan- 
tage they  might  gain  by  its  infringement.^  Acquiescence  in 
an  original  patent  avails  the  plaintiff  on  a  re-issue  for  the 
same  precise  invention,  but  not  where  new  claims  are  inserted 
of  which  the  public  could  have  had  no  previous  notice.^ 

yalae,  indicates  acquiescence,  gee  Grover  *  That  acquiescence  in  a  mannfiBe- 
&  Baker  Sewing  Macli.  Go.  v.  Williams  tore  protected  by  several  patents  does 
(1860),  2  Fisher,  188.  not  show  that  all  the  patents  were  sup- 
That  acquiescence  may  be  shown  by  posed  by  the  public  to  be  equally  valid, 
extensive  manufacture,  many  licenses,  or  that  any  particular  one  was  con* 
the  settlement  of  prior  suits,  and  gen-  ceded  to  be  valid,  especially  if  any  one 
eral  recognition  by  the  trade,  see  Hat  of  them  had  been  sustained  by  the 
Sweat  Mfg.  Co.  v.  Davis  Sewing  Biach.  courts,  see  Upton  v.  Way  land  (1888), 
Co.  (1887),  41  0.  G.  1278;  82  Fed.  86  Fed.  Rep.  691;  Orover  &  Baker 
Bep.  401.  Sewing  Mach.  Co.  v.  Williams  (1860), 

s  In  Grover  &  Baker  Sewing  Mach.  2  Fisher,  188. 

Co.  V,  Williams  (1860),  2  Fisher,  188,  ^  That  an  unsuccessful  attempt  to 

Sprague,  J. :  (188)  "  If  they  [the  pub-  interrupt     the    patentee's     possession 

lie]  had  paid  for  licensee,  that  would  be  strengthens   the    presumption    in    his 

a  palpable  and  manifest  sacrifice  of  their  favor,  see  Sargent  v.  Seagrave  (1855),  2 

interests  to  their  conviction  of  the  plain-  Curtis,  558. 

tiffs'  right,  because  it  shows  a  desire  to  That  an  injunction  wiU  be  granted 

make  the  machine  and  abstaining  from  where  the  plaintiffs  enjoyed  the  patent 

it,  paying  the  plaintiffs  and  thus  mak-  ten  years,   and  were  never  interfered 

ing  a  pecuniary  sacrifice  for  the  sake  of  with  except  by  the  defendant,  whom 

getting  the  right  from  the  plaintiffs."  they  promptly  notified,  see  CoUignon  v. 

That  an  acquiescence  by  infringers,  Hayes  (1881),  20  O.  G.  447  ;  8  Fed. 

as  shown  by  their  taking  licenses  rather  Bep.  912. 

than  contest  the  patent,  is  as  strong  evi-  *  In  Grover  k  Baker  Sewing  Mach. 

dence  as  voluntary  submission,  see  Hat  Co.  v.  Williams  (1860),  2  Fisher,  183, 

Sweat  Mfg.  Co.  v.  Davis  Sewing  Mach.  Sprague,  J..  (144)  "  Undoubtedly  there 

Co.  (1887),  82  Fed.  Bep.  401;  41  0.  G.  may  be  cases  in  which  the  original  patent 

1273.  relates  to  and  covers  probably  the  same 
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§  lld&  Prellxninary  Injixnction :  Comparative  Weight  of  Prior 
Judgments  and  Publio  Aoqniescenoe  aa  Bvidenoe  of 
VaUdity. 

The  acquiescence  of  the  public  in  the  exclusive  privilege 
of  the  patentee  is  of  less  weight,  although  usually  of  wider 
application,  than  a  judgment.^  Judgments,  except  in  extraor- 
dinary cases,  are  confined  to  certain  issues,  and  when  they 
sustain  a  patent  sustain  it  only  on  the  grounds  which  have 
been  made  the  subject  of  dispute.  Acquiescence,  on  the 
other  hand,  is  an  admission  of  the  validity  of  the  patent  as 
against  all  conceivable  objections,  and  in  its  scope  is  there- 
fore equal  to  a  judgment  upon  all  the  issues  which  the  law 
permits  to  be  presented.  Its  weight,  however,  is  by  far  in- 
ferior, since  in  the  absence  of  all  litigation  it  never  can  be 
known  what  causes  might  be  shown  for  the  avoidance  of  the 
patent,  nor  whether  each  defence  might  not  be  successfully 
maintained.  It  is  received  as  evidence  on  applications  for  in- 
junctions on  account  of  its  general  nature  and  comparative 
facility  of  proof,  and  because,  though  not  equal  to  a  judgment, 
it  may  rank  next  to  judgments  as  a  basis  for  presumptions. 
Where  it  can  be  strengthened  by  a  judgment,  6ven  in  a  co- 
ordinate or  lower  court,  its  value  as  evidence  of  validity  is 
much  increased.^ 

thing  that  ia  in  the  re-issaed  patent ;  a  re-issne  containing  claims  not  in  the 

and  if  it  does,  and  the  public  have  ac-  original  patent  is  treated  as  a  new  pat- 

qoiesced  in  the  claim  made  in  the  origi-  ent  so  far  as  the  questions  of  acquiee- 

nal  patent  for  the  same  thing  that  is  cence  and  public  acceptance  are  oon- 

daimed  in  the  re-issued  patent,  it  is  cerned,  see  Irwin  v.  McRoberts  (1879), 

evidence    to   show   that    they  believe  16  O.  G.  858 ;  4  Bann.  &  A.  411. 

that    the  patentee    had    an   exclusive  1 1188.  *  That  public  aequiesoencft 

right  to  it.     But  if  the  original  pat-  is  only  important  to   show  ezcloaiva 

ent  did  not  claim  the  same  thing,  and,  possession  and  create  a  presumption  of 

therefore,  the  public  had  no  notice  that  title,  and  is  of  less  weight  than  a  pri<ff 

it  was  the  patentee's  invention,  and,  a<^udication,  see  McWilliams  Mfg.  Co. 

if  it  was  his  invention,  had  no  notice  v.  Blundell  (1882),  11  Fed.  Rep.  419 ; 

that  he  chiimed  it,  —or,  at  all  events,  22  O.  G.  177  ;  Potterv. Whitney (1866), 

that  he  had  any  exclusive  right  to  it,  —  8  Fisher,  77  ;  1  Lowell,  87. 

then  the  acquiescence  in  the  original  '  That  the  presumption    from   ac- 

patent  cannot  be  construed  as  acquies-  quiescence  is  aided  by  judgments  either 

cence  in  that  which  he  did  not  then  at  law  or  in  equity,  see  Potter  v.  MuU 

claim,   but  which  sometime  afterward  ler  (1864),  2  Fisher,  465. 

he  did.  **  That  where  the  plaintiff  produced  his 

That  on  a  motion  for  an  injunction,  patent,  proved  an  uninterrupted   use 
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§  1189.   Preliminary  Injiinotion :    AdmiBsioiiB    of   Defendant   as 
XSvidence  of  Validity. 

Where  neither  judgments  nor  public  acquiescence  can  be 
offered  to  support  the  patent,  the  conduct  of  the  defendant 
may  still  furnish  sufficient  evidence  to  authorize  the  court  to 
find  this  point  in  favor  of  the  plaintiff.  The  failure  of  the 
defendant  to  deny  the  validity  of  the  patent,  in  his  answer  to 
the  application,  is  an  admission  which  serves  all  the  ends  of 
proof.^  Although  he  does  deny  it,  his  past  acts  may  contra- 
dict his  pleadings,  and  practically  estop  him  from  insisting 
upon  his  denial.  The  compromise  of  a  previous  action  after 
expensive  litigation,  in  which  he  has  admitted  his  infringe- 
ment of  the  patent;  his  express  contract,  unrescinded,  oblig- 
ing, him  to  acknowledge  its  validity;  his  covenant  on  due 
consideration  binding  him  not  to  urge  his  only  possible 
defence ;  his  former  union  with  the  plaintiff  in  the  enjoyment 

without  infringement  for  eleven  years,  is  not  dispated  by  the  defendant,  where 

and  had  recovered  a  judgment  in  a  capital  is  invested  in  the  manufacture 

trial  at  law,  daring  which  every  defence  and  a  successful  business  has  been  estab- 

known  to  the  law  could  have  been  set  lished,  and  where  lai^j^  and  numerous 

ap,  and  had  also  received  an  extension  sales  have  taken  place  without  dispute, 

in  spite  of  opposition,  an  ii^'unction  and  exclusive  possession  has  for  some 

wUl  issue,  see  McComb  v.  Ernest  (1871),  time  existed,  see  White  v.  Heath  (1882), 

1  Woods,  195.  10  Fed.  Rep.  291  ;  22  O.  G.  500. 

That  an  injunction  may  be  refused.         That  where  an  injunction  has  been 

though  acquiescence  be  shown,  if  there  granted  against  one  defendant,  and  upon 

is  reasonable  doubt  as  to  validity,  see  a  new  motion  for  an  iiyunction  against 

Bradley  k  Hubbard  Mfg.  Co.  v.  Charles  another  the  latter  does  not  deny,  either 

Parker  Co.   (1883),  24  0.  6.  995;  17  by  his  own  affidavit  or  that  of  any 

Fed.  Rep.  240.  expert,  that  his  device  is  identical  with 

{  1189.  1  That  an  iignnction  will  be  that  of  the  former  defendant  or  that  he 

grantedwhenthe  defendant's  answers  are  infringes,  and  his  counsel  makes  affi- 

equivocal  and  evasive,  or  disclose  facts  davit  merely  that  his  client  and  ex- 

which  show  that  the  conclusions  from  perts  tell  him  there  ia  no  infringement, 

them  are  erroneous  and  founded  on  a  and  asks  time  to  show  it,  the  injuno- 

mistake    of  law,   see  Parker  v.   Sears  tion  will  be  granted  and  the  defendant's 

(1850),  1  Fisher,  93.  device   be    presumed   to  infringe,  see 

That  an  injunction  will  issue  if  the  Conover  v.  Mers  (1868),  3  Fisher,  386. 
questions  as  stated  admit  the  facts  and         That  where  a  defendant  abandons 

their  solution  depends  on  the  construe-  his  case  and  confesses  judgment,  the 

tion  of  the  patent,  see  Goodyear  v.  Rail-  judgment    is   sufficient    unless    collu- 

road  (1858),  1  Fisher,  626.  sive,  see   Goodyear  v.  Railroad  (1853), 

That  an  injunction  will  be  granted  1  Fisher,  626. 
where  the  validity  of  the  original  patent 
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of  the  monopoly  and  in  enforcing  it  against  all  others,  — 
such  are  some  examples  of  the  conduct  which  on  an  appli- 
cation for  an  injunction  maj  be  treated  by  the  court  as  proof 
sufficient  to  sustain  the  patent.' 

*  That  a  compromise  and  admission  of  for  a  patent,  and  the  firm  sold  and  ad- 
infringement  after  expensive  litigation,  vertised  the  articles  under  the  patent, 
coupled  with  the  opinion  of  a  circuit  and  after  the  dissolution  of  the  firm  the 
judge  in  another  case  giving  a  hroad  defeated  parties  still  made  and  sold  the 
construction  to  the  patent/goes  far  to  articles^  their  former  acquiescence  was 
answer  the  purposes  of  a  prior  adjudi-  held  sufficient  to  warrant  an  injunction, 
cation  on  the  question  of  a  preliminary  see  Pentlarge  v.  Beeston  (1877),  14 
injunction,  see  Steam  Gauge  &  Lantern  Blatch.  S52  ;  8  Bann.  &  A.  142. 
Co.  9.  Miller  (1881),  20  O.  G.  889 ;  8  That  a  defendant  corporation  whose 
Fed.  Rep.  814.  officers  until  recently  were  occupying 

That  a  verbal  admission  of  infringe*  positions  of  tnist  under  the  plaintiff, 

ment  and  a  promise  to  desist  is  a  strong  asserting  the  validity  of  his  patent  and 

efrcumstanoe  against  the  defendant  on  enjoying  its  benefits,  may  be  held  to 

a  motion  for  a  preliminary  injunction,  stricter  accountability  than  an  ordinary 

see  Morse  Fountain  Pen  Co.  v.  Ester-  infringer,  see  Steam  Gauge  &  Lantern 

brook  Steel  Pen  Mfg.  Co.   (1869),   8  Co.  v.  Ham  Mfg.  Co.  (1886),  28  Fed. 

Fisher,  515.  Bep.  618. 

That  where  a  defendant  in  a  suit  at  That  a  former  part-owner  of  a  patent 

law  agreed  for  a  valuable  consideration  is  estopped  from  denying  its  validity 

to  cease  making  the  device,  and  suffered  on  a  motion  for  an  injunction  against 

judgment  to  be  entered  against  him,  a  firm  of  which  he  is  now  a  member, 

but  continued  to  sell  a  different  and  if  he  assigned  his  interest  in  the  patent 

■tiU  infringing  device,  and  upon  a  bill  to  the  plaintiff  for  value,  see  Parker  v. 

in  equity  being  brought  against  him  it  McKee  (1885),  24  Fed.  Rep.  808  ;  S2 

appeared  that  aU  the  defences  set  up  0.  G.  137. 

were  known  to  him  at  the  time  of  the  '  That  on  a  motion  for  an  ii^unction 

former  suit,  he  was  held  bound  by  his  the  defendant  cannot  deny  vdidity  if 

agreement,  and  estopped  from  denying  he  has  been  a  licensee  and  owner  of  the 

the  validity  of  the  patent,  see  Brooks  patent,  and  has  dealt  extensively  in  the 

«.  Moorhouse  (1878),  18  0.  G.   499  ;  articles  as  patented  under  it,  see  Burr 

8  Bann.  &  A.  229.  v.  Eimbark  (1886),  28  Fed.  Bep.  674  ; 

That  a  defendant  will  be  enjoined  87  O.  G.  1480. 

if  he  has  covenanted  not  to  further  in-  That  an  inventor  and  assignor   is 

fringe,  unless  he  can  show  reasons  for  estopped  to  deny  that  he  was  the  true 

a  release  from  his  covenants,  see  Sar-  inventor,  when  defendant  on  a  motion 

gent  V,  Larned  (1855),  2  Curtis,  340.  for  an  injunction,  see  American  Paper 

That  an  ii^'unction  will  be  granted  Barrel  Co.  v.  Laraway  (1886),  28  Fed. 

where  the  defendant  is  estopped  by  ex-  Rep.  141 ;  87  0.  G.  674. 

press  contract  from  setting  up  the  only  That  a  defendant,  by  taking  a  license 

defence  he  could  make,  see  McKay  v.  and  acting  under  it,  admits  the  validity 

KcEnight  (1881),  5  Fed.  Rep.  593.  of  the  patent  for  the  purpose  of  an  in- 

That  where  a  firm  is  composed  of  the  junction,  though  no  judgment  exists, 

defeated  and  the  successful  applicants  if  the   patent  is  not  chaUenged,  see 
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§  1190.    Preliminary   Injunction  :   Proof   of  PUdntUTs  Title. 

The  second  point  to  be  established  by  the  applicant  for  an 
injunction  is  his  ownership  of  a  legal  or  equitable  interest  in 
the  patent  alleged  to  be  infringed.^  As  this  is  a  matter 
capable  of  direct  proof  and  usually  without  extensive  investi< 
gation,  tlie  courts  require  a  higher  degree  of  certainty  in  the 
evidence  presented  than  is  necessary  in  regard  to  the  validity 
of  the  patent  If  the  plaintiff  holds  the  legal  title  as  patentee 
or  assignee  or  grantee,  the  instruments  themselves,  or  certi- 
fied copies,  must  be  offered,  disclosing  the  precise  condition  of 
the  ownership.  When  the  interest  of  the  plaintiff  is  merely 
equitable,  it  must  be  proved  by  the  production  of  the  written 
contract  upon  which  it  rests,  or  by  parol  testimony  of  the 
facts  and  circumstances  out  of  which  it  grows. 

§  1191.  Preliminary  Injunction  :  Proof  of  Intended  Infringement. 
Upon  the  third  point  the  plaintiff  must  satisfy  the  court 
that  the  defendant  intends  to  make,  use,  or  sell,  or  to  author- 
ize or  directly  profit  by  the  manufacture,  use,  or  sale,  of  some 

Brown  v,  Lapham  (1886),  27  Fed.  Rep.  inTentioDy  and  then  himself  obtains  a 

77  ;  23  Blatch.  475  ;  87  O.  6.  676.  patent  for  a  different  invention,  cannot 

That  a  licensee  openly  repudiating  claim  that  he  is  the  inventor  of  the 

his  license  and  denying  validity,  cannot  prior   invention,    see   Fraim   v.   Keen 

afterwards  be  eigoined  on  the  ground  (1885),  84  O.  G.  1048 ;  25  Fed.  Rep. 

of  his  former  acquiescence  in  the  patent,  820. 

see  Brown  V.  Lapham  (1886),  23  Blatch.         That  a  defendant  who  has  profited 

475 ;  27  Fed.  Rep.  77  ;  37  0.  G.  676.  by  an  infringement  cannot  deny  the 

That   a  patentee  cannot  deny  the  utility  of  the  invention,  see  La  Rue  v. 

TBlidity  of  the  patent  or  its  re-issues  in  Western  Electric  Co.  (1887),  81  Fed. 

a  suit  against  him   by  his   assignee,  Bep.  80 ;  40  O.  G.  576. 
though  the  re-issues  were  granted  after        That  a  patentee  cannot  aver  against 

the  assignment,  and  the  assignee  ought  his  assignee  that  the   invention   was 

to  have  known  that  they  were  void,  see  worthless  or  abandoned,  see  Many  v. 

Burdsall  v.   Curran  (1887),    81    Fed.  Jagger  (1848),  1  Blatch.  372. 
Rep.  918  ;  42  O.  G.  1167.  §  1190.   *  That  an  injunction  may 

That  a  person  who  induced  a  plain-  issue  notwithstanding  a  denial  of  the 

tiff  to  acquire  a  patent  and  commence  plaintiff's  title,   see    Clum   v.   Brewer 

business  under  it  is  estopped  to  deny  (1855),  2  Curtis,  506. 
its  validity  on  a  motion  for  an  injnnc-         That  an  injunction  will  be  refused 

tion,  see  Time  Telegraph  Co.  v.  Carey  where  the  plaintiff  has  only  a  doubtful 

(1884),  26  O.  G.  826 ;  22  Blatch.  84 ;  equitable  title  and  that  is  being  con- 

19  Fed.  Rep.  822.  tested  in  the  local  courts,  see  Continen- 

That   one  who  knowingly  permits  tal  Store  Service  Co.  v.  New  York  Store 

another  to  take  out  a  patent  for  an  Service  Co.  (1885),  81  0.  G.  1561. 
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art  or  instrument  identical  with  that  covered  by  his  patent.^ 
Where  the  identity  has  already  been  established  in  prior 
actions,  the  judgments  therein  rendered  may  be  offered  in  the 
same  manner  as  upon  the  issue  of  validity.'  If  the  invention 
is  an  instrument,  and  the  defendant  has  in  his  possession  or 
under  his  control  the  alleged  infringing  articles,  the  court 
may  personally  inspect  and  compare  them,  and  without 
further  proof  determine  their  substantial  agreement  or  dis- 
similarity.' When  these  modes  of  investigation  are  unavail- 
able, such  evidence  must  be  introduced  as  the  plaintiff  is  able 
to  obtain.^    The  intention  of  the  defendant  to  practise  the  in- 

§  1191.  ^  That  DO  injunction  wiU  mast  be  determined  anew  upon  each 

issue  unless    infringement  clearly  ap-  motion  for  an  ii^unction,  though  the 

pears,  see  Brooks  v,  MUler  (1886),  28  validity  of  the  patent  be  sustained  l^ 

Fed.  Rep.  615 ;  Steam  Gauge  &  Jjan-  prior  judgments,    see    Hammerschlag 

tern  Co.  V.  St.  I^nis  Railway  Supplies  Mfg.  Co.  v.  Judd  (1886),  28  Fed.  Rep. 

Mfg.  Co.  (1885),  25  Fed.  Rep.  491  ;  83  621. 

O.  G.  889  ;  AUis  v.  StoweU  (1883),  15         >  That  on  amotion  for  an  iigunction 

Fed.  Rep.  242 ;  28  O.  G.  1088  ;  Cobum  all  questions  adjudicated    in  preyious 

V.  Clark  (1883),  15  Fed.  Rep.  804 ;  24  oases  are  regarded  as  settled,  see  Good- 

0.  G.  899  ;  5  McCrary,  99  ;   Hardy  r.  year    Dental  Vulcanite  Co.  v.   Evans 

Marble  (1882),  10  Fed.  Rep.  752  ;  23  (1868),  3  Fisher,  890 ;  6  Blatch.  121. 
0.  G.  438  ;  Marks  v.  Com  (1881),  11         *  That  disputed   infHngement  may 

Fed.  Rep.  900  ;  23  0.  G.  94 ;  Pullman  be  settled  by  inspecting  the  two  d»> 

V.  Bait.  &  Ohio  R.  R.  Co.  (1881),  19  vices  without  any  prior  adjudication, 

O.  G.  224 ;  5  Fed.  Rep.  72  ;  4  Hughes,  see  Crowell  v.  Harlow  (1878),  18  0.  G. 

236 ;  White  v,  Harris  &  Sons  Mfg.  0>.  466  ;  8  Bann.  ft  A.  478. 
(1880),  3  Fed.  Rep.  161;  5  Bann.  &  A.         That  in  case  of  a  simple  mechanism 

571 ;  American  Middlings  Purifier  Co.  a  bare  inspection  of  the  two  machines  is 

V.  Atlantic  Milling  Co.  (1877),  4  Dillon,  often  enough  to  show  an  infringement 

100  ;  3  Bann.  &  A.  168  ;  Burleigh  Rock  for  the  purposes  of  a  preliminary  in- 

Drill  Co.  V.  Lobdell  (1875),  7  0.  G.  junction,  see  Morse  Fountain  Pen  Co.  v, 

836 ;  Holmes,  450  ;  1  Bann.  &  A.  625  ;  Esterbrook  Steel  Pen  Mfg.  Co.  (1869), 

Dodge  ».  Card  (1860),  2  Fisher,  116  ;  1  8  Fisher,  515. 
Bond,  393.  That  the  refrisal  of  a  defendant  to 

That  no  injunction  will  issue  unless  exhibit  his  device  raises  a  presumptioa 

it  has  been  shown  that  the  defendant  of  infringement,  see    Piper  v.  Brown 

has  used  the  invention,   or  emplojred  (1873),  Holmes,  196  ;  6  Fisher,  240 ; 

others  to  use  it,  or  has  profited  by  its  8  0.  G.  97  ;  Union  Pkper  Bag  Mach. 

use,  see  Woodworth  v.  Hall  (1846),  1  Co.  r.  Binney  (1871),  5  Fisher,  166. 
W.  &  M.  248  ;  2  Robb,  495.  *  That  on  a  motion  for  an  injunction 

That  an  injunction  may  be  granted  the  fact  of  a  difference  of  expert  opin* 

though  infringement  is  not  proved  be-  ions  will  be    regarded,   see    American 

yond  reasonable  doubt,  see  Doughty  v.  Kicholson    Pavement    Co.   v.  City  of 

West  (1865),  2  Fisher,  553.  Elizabeth  (1870),  4  Fisher,  189. 

■ 

That  the  qnotion  of  infringement         That  affidarits  of  the  makers  of  a 

§1191 
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yention,  in  violation  of  the  plaintifiTs  rights,  may  be  shown 
from  his  past  acts  of  infringement  in  reference  to  the  same 
invention,  or  from  his  threats  or  preparations  to  infringe.^ 
Where  the  defendant  has  once  knowingly  invaded  tlie  ex- 
clusive domain  of  the  plaintiff,  there  is  a  strong  presumption 
that  the  wrong  will  be  repeated,  although  he  may  have  since 
desisted  and  promised  to  refrain,  or  oven  sworn  that  it  is  his 
purpose  no  further  to  infringe.®    This  presumption  arises, 

eomporition  outweigh    those   of   mere  occasion  for  the  exercise  of  its  restrain* 

dealers  on  the  question  of  infringement,  ing  power  is  shown  in  this  case,  when  it 

see  Gutta  Percha  &  Rubber  Hfg.  Co.  v.  is  apparent  that  there  was  such  occasion 

Goodyear  Rubber  Co.  (1875),  8  Sawyer,  when  the  suit  was  commenced  ;  that  it 

542  ;  2  Bann.  &  A.  212.  has  but  recently  ceased  ;  that  it  may, 

*  That  an  injunction  will  be  granted  if  defendants  feel  disposed,  be  renewed 
before  a  wrong  is  committed  when  the  at  any  time  ;  and  that  the  complainants 
right  is  dear  and  the  wrong  is  threat-  claim  that  they  apprehend  a  continu- 
ened,  or  when  the  wrong  has  once  been  ance  of  the  wrong."  1  Abbott,  89 
committed  and  there  is  good  reason  to  (91). 

fear  its  repetition,  see  Sherman  v.  Nutt  In  Jenkins  v.  Oreenwald  (1857),  2 

(1888),  85Fed.  Rep.U9;  Poppenhusen  Fisher,  87,  Leavitt,  J.:    (48)    "These 

V,  New  York  Gutta  Percha  Comb  Ca  authorities  seem  decisive  on  the  point 

(1858),  2  Fisher,  74  ;  4  Blatch.  184.  referred  to.     They  establish  the  posi- 

That  an  injunction  will  be  granted  tion  that  if  the  party  proceeded  against 

where  there  have  been  no  actual  sales  as  an  infringer  of  the  exclusive  right  of 

but  only  prospective  ones,  see  White  ».  the  person  having  the  title  to  the  pat- 

Heath  (1882),  22  O.  0.  600  ;  10  Fed.  ent  admits  the  infringement,  but  as- 

Kq),  291.  ^^  ^^^  ^^f  notice  or  service  of  the 

That  where  an  injunction  has  been  injunction  he  had  refrained  from  the 

denied  on  the  ground  that  the  defend-  use  of  the  thing  patented,  and  asserts 

ant  before  suit  abandoned  the  infringe-  that  he  will  not  afterward  infringe,  it  is 

ment,  and  he  since  makes  a  diflferent  no  reason  why  an  injunction  should  not 

infHnging  devioe,  a  new  injunction  wiU  issue,   and  be  made   perpetual.      The 

be  granted  covering  all  the  devices,  see  complainant    in    such    a    case  is  not 

Odell  V.  stout  (1884),  22  Fed.  Rep.  159  ;  obliged  to  rest  his  interests  on  the  mere 

29  O.  G.  862.  asseveration  of  the  party  that  he  will 

*  In  Potter  o.  CroweU  (1866),  8  not  repeat  the  act  of  infringement. 
Fisher,  112,  Withej,  J.:  (115)  '*Per-  Having  once  been  a  wrong-doer,  the  law 
haps  as  safe  a  criterion  of  what  is  to  be  supposes  the  possibility  of  his  being  so 
apprehended  from  defendants  as  can  be  again,  and  will  impose  the  proper  re- 
obtained  is  to  look  at  that  which  they  straint  id  prevent  the  repetition  of  the 
have  done,  and  in  their  answer  justify  wrongful  act."  1  Bond,  126  (133). 
the  right  to  do,  rather  than  to  look  to  See  also  Facer  o.  Midvale  Steel-Work 
the  fact  of  their  having  discontinued  the  Co.  (1888),  38  Fed.  Rep.  231 ;  Cellu- 
alleged  injury,  and  their  declaration  of  loid  Mfg.  Co.  v.  Arlington  Mfg.  Co. 
want  of  intention  of  renewing  the  same.  (1888),  34  Fed.  Bep.  324 ;  42  O.  G. 
The  court  is  not  prepared  to  say  that  no  828 ;  North  Amerieaa  Iron  Works  v. 

§1191 
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whatever  may  have  been  the  extent  of  the  mfringement  or 
the  damage  thence  resulting  to  the  plamtiff  J  An  innocent 
mfringement,  abandoned  upon  notice  of  the  patent,  is  of 
comparatively  little  weight  as  evidence  of  this  jntention, 
though  not  wholly  disregarded  by  the  court  Assertions  of 
his  right  to  practise  the  invention,  the  possession  of  in- 
fringing machines  capable  of  operation  or  of  marketable 
articles  covered  by  the  patent,  or  other  indications  of  ability 
and  readiness  to  enter  into  unlawful  competition  with  the 
plaintiff,  are  also  competent  evidence  of  such  intention.^ 

§  1192.    PreUmlnary  Injanotion :  May  be  Granted  on  other  Proof 
or  Withheld  though  the  Foregoing  Proof  i»  Presented. 

The  requirement  of  the  foregoing  modes  of  proof  is  not 
designed  to  exclude  all  others,  or  to  prohibit  the  court  from 
granting  an  injunction  though  none  of  these  may  be  pre- 

FUke  (1887),  S9  0.  0.  1086  ;  80  Fed.  of  infringing  devices  warrant  an  iigone- 

Bap.  822  ;  Wollenaak  v,  Reiher  (1886),  tion,  though  no  actual  infringement  has 

88  0.  G.  108  ;  28  Fed.  Rep.  427.  been  committed,  see  American  BeU  Tel- 

That  ceasing  to  use  the  device  is  no  ephone    Co.    v.  Globe  Telephone  Co. 

reason  for  denying  an  injunction,  since  (1887),  81  Fed.  Rep.  729 ;  24  Blatch.  622. 
the  plaintiff  i»  entitled  to  future  pro-         That  the  use  of  an  invention  involv- 

teetion,  see  Goodyear  v.  Berry  (1868),  8  ing  a  patented  process  is  a  continuing 

Fisher,  439  ;  2  Bond,  189 ;  Sickels  v.  infringement,    see   Beedle   v.   Bennett 

HitcheU  (1867),  8  Blatch.  648.  (1887),  122  U.  S.  71  ;  89  0.  O.  1826. 

That  an  injunction  is  not  withheld         That  a  territorial  grantee  cannot  be 

on  account  of  an  assertion  under  oath  eigoined  from  advertising  and  selling 

by  the  defendant  that  he  does  not  in-  within  his  territory,  on  the  ground  that 

tend  to  infringe  during  the  suit,  see  his  vendees  take  the  articles  elsewhere, 

White  V.  Heath  (1882),  22  0.  G.  500  ;  see  Hatch  v.  Hall  (1884),  80  0.  G.  1096; 

10  Fed.  Rep.  291.  22  Fed.  Rep.  438. 

'  That  for  the  pniposes  of  a  prelim-         That  a  vendee  will  not  be  enjoined 

inary  injunction  the  extent  of  the  de-  from  using  the  article  purchased,  on 

fendant's  infringement    is  immaterial,  the  ground  that   it  infringes  another 

see  Brickill  v.    Mayor  of   New  York  patent  of  the  vendor,  if  it  could  be  used 

(1880),  7  Fed.  Rep.    479  ;    18  0.  G.  in  no  other  way,  see  Roosevelt  v.  Weet- 

468;    18  Blatch.  278  ;  5  Bann.  &  A.  em  Electric  Co.  (1884),  28  0.  G.  812; 

644.  20  Fed.  Bep.  724. 

*  That  an  injunction  will  issue  where         That  a  defendant  will  not  be  en- 

the  defendants  were  owners  of  the  de*  joined  from  using  an  invention  which 

vice  but  had  obtained  no  right  to  use  he  had  in  use  when  the  patent  was 

it,  see  Porter  Needle  Co.  v.  National  granted,  see  Dorian  v,  Guie  (1886),  26 

Needle  Co.  (1888),  17  Fed.  Rep.  636.  Fed.  Sep.  816 ;  34  O.  G.  708. 

That  the  possession  and  advertising 
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sented.  Whenever,  upon  such  investigation  as  the  court  has 
opportunity  or  is  disposed  to  make,  it  is  apparent  that  the 
plaintiff  has  a  right  which  the  defendant  threatens  to  invade, 
an  injunction  may  be  issued,  —  the  rules  which  govern  the 
discretion  of  the  couii;  being  intended  for  the  furtherance  of 
justice,  not  for  its  denial.  But  where  one  or  all  of  these  three 
forms  of  proof  are  offered,  it  is  still  within  the  same  discre- 
tion to  withhold  relief,  for  reasons  which  indicate  that  its 
application  in  the  present  instance  would  be  inequitable. 
These  reasons  relate  to  the  situation  and  conduct  of  the 
plaintiff  or  defendant,  to  the  substance  of  the  patent,  or  to 
the  consequences  which  would  follow  from  the  grant  of  an 
injunction. 

§  1193.   PreUminary  Injunction :   Ghrounds  of  its  Refusal :   No 
Irreparable  Injury. 

Among  the  reasons  relating  to  the  plaintiff  which  may 
induce  the  court  to  refuse  an  injunction  is  the  fact  that  no 
Irreparable  injury  would  result  from  the  infringement.^  Thus 
where  the  patent  is  about  to  expire,  or  an  established  license 
fee  exists  and  has  been  tendered  by  the  defendant,  or  the 
damages  resulting  from  the  infringement  could  be  easily 
computed  and  the  defendant  is  pecuniarily  responsible,  or 
where  the  bill  claims  damages  and  profits  only  to  some  date 
already  past,  or  an  adequate  remedy  can  be  obtained  at  law,  — 
the  court  may  either  deny  the  application  of  the  plaintiff  or 
grant  it  in  such  a  modified  form  as  will  secure  him  the  exact 
protection  to  which  he  is  entitled.^ 

{   1198.   ^  In  Pullman  Car  Co.  ««  that  no  subeeqnent  decree  of  the  coart 

Baltimore  &  Ohio  R.  R.  Co.  (1881),  can  safficiently  ascertain  and  make  good 

19  0.  G.   224,   Bond  k  Morris,  JJ.:  their  damages."    6  Fed.  Rep.  72  (73); 

(224)  "It  is  not  a  matter  of  oonrse,  4  Hughes,  286  (287). 

upon  the  presentation  of  a  patent  which  See  also  Westinghoiise  Air  Brake  Co. 

prima  facie  establishes  the  right  of  the  v.  Carpenter  (1887),  82  Fed.  Rep.  484  ; 

patentee  to  the  thing  patented,  accom-  Keyes  v.  Pueblo  Smelting  &  Refining 

panied  by  an  allegation  that  the  defend-  Co.  (1887),  81  Fed.  Rep.  560  ;  Zinsser 

ant  is  violating  it,  that  a  preliminary  v.  Cooledge  (1888),  17  Fed.  Bep.  538  ; 

injunction  will  issue ;  but  it  must  ap-  Earth  Closet  Co.  v.  Fenner  (1871),  5 

pear  likewise  that  if  the  writ  of  injunc  Fisher,  15. 

tion  does  not  now  issue  the  complain-  *  That  an  injunction  will  not  be  is- 

a&ti  wiU  be  irreparably  iigured,  and  sued  in  the  last  weeks  of  the  term  of 
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§  1194.    Preliminary  Injonotloii :  Oround*  of  Its  Refusal :  Plain- 
tiff's Laches  or  Aoquiesoenoe. 

Another  reason  is  found  in  the  plaintiff's  acquiescence  in 
the  infringement,  or  his  laches  in  the  enforcement  of  his 

the  patent,  when  the  pbuntiff  caa  be    when  the  defendant  will  take  a  Heense, 

compensated  in  dama^^  except  in  pe*  and  this  is  the  plaintiffs  usual  mode  of 

caliar  cases,  see  Parker  v.  Sears  (1850),  profit,  see  Baldwin  v.  Bernard  (1872),  5 

1  Fisher,  93.  Fisher,  442 ;  2  O.  G.  820  ;  9  BUtch. 

That  an  iigunction  will  issue  after  509,  note, 

the  patent  has  expired  to  prevent  the  That  no  ii^j unction  will  issue  where 

use  or  sale  of  articles  made  without  au-  there  is  adequate  remedy  at  law,   aa 

thority  for  that  purpose  while  the  pat*  where  a  licensee  refuses  to  pay  his  li- 

ent  was  in  force,  see  New  York  Belting  cenae-fiM,    see  Blanchard  «.  Spngue 

&  Packing  Co.  v.  Magowan  (1886),  27  (1859),   1   Clifford,  288. 

Fed.  Kep.  Ill  ;  84  0.  G.  1278  ;  Ameri-  That  an  injunction  may  be  granted 

can  Diamond  Bock  Boring  Co.  v.  Shel-  though  the  defendant  is  a  mere  user 

don  (1880),  1  Fed.  Bep.  870 ;  5  Bann.  and  the  plaintiff  grants  licenses  at  a 

&  A.  292  ;  18  Blatch.  50.  fixed  price,  see  Howe  v.  Newton  (1865), 

That  if  a  party  knows  that  the  arti*  2  Fisher,  531. 

eles  being  made  by  him  during  a  pat-  That  where  the  damages  would  be 

ent  are  infringements,  he  will  be  en-  measured  by  a  license-fee  no  injunction 

joined  against  selling  them  after  the  will  issue,  see  Smith  v.  Sands  (1885),  24 

patent  expires,  see  New  York  Belting  &  Fed.  Rep.  470  ;  82  0.  G.  1467  ;  Hoe  o. 

Packing  Co.  v.  Magowan  (1886),   27  Boston  Daily  Advertiser  Co.  (1888),  23 

Fed.  Rep.  Ill ;  34  0.  O.  1278.  0.  G.  1123 ;  14  Fed.  Rep.  914. 

That  the  sale  of  an  article  made  That  an  iigunction  will  be  granted 

under  the  patent  with  the  consent  of  though  the  defendant  offers  to  take  a 

the  patentee  cannot  be  enjoined  after  license,  if  the  granting  of  a  license  would 

the  patent  expires,  see  Reay  v.   Ran  injure  the  plaintiff's  business,  see  Bald- 

(1883),  23  0.  G.  1^28;  15  Fed.  Rep.  win  v.  Bernard  (1872),  2  O.  G.  320;  ft 

749.  Fisher,  442  ;  9  Blatch.  509,  note. 

That  the  patent  having  expired  an  That  where  a  biU  claims  profits  and 

iigunction  may  be  refused,  see  Clark  v.  damages  only  up  to  a  specified  past  date 

Wibon  (1886),  36  0.  G.  456  ;  28  Fed.  no  injunction  should  be  ordered,  see 

Rep.  95 ;  24  Blatch.  38.  Spring  v.  Domestic  Sewing  Mach.  Co. 

That  where  the  plaintiff  grants  li-  (1882),  18  Fed.  Rep.  446 ;  22  0.  G. 

censes  the  iigunction  may  be  refused  1445. 

and  a  license  fee  ordered,  see  Smith  v.  That  on  a  motion  for  an  injunction 

Sands  (1885),  24  Fed.  Rep.  470;  32  it  is  a  material  question  whether  the  de* 

0.  G.  1467  ;  Hodge  v.  Hudson  River  fendant  is  responsible  for  profits  and 

R.  R.  Co.  (1868),  6  Blatch.  165.  damages  if  any  are  recovered,  see  Mor- 

That  where  a  license  fee  exists  and  is  ris  v.  Lowell  Mfg.  Co.  (1866),  3  Fisher, 

tendered,  an  injunction  will  be  denied,  67. 

see  Blake  V.Greenwood  Cemetery  (1877),  That  when  the  defendants  are  lully 

18  0.  G.  1046  ;  14  Blatch.  342  ;  8  Bann.  responsible,  and  the  plaintiff  can  be  ade* 

lb  A.  112.  quately  compensated,  irreparable  dam* 

That  an  iig'unction  may  be  refused  age  must  be  ahown  ta  wamuit  an  »• 
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rights.^  The  unwilling  submission  of  the  plaintiff  to  injuries 
which  he  could  not  resist  does  not  prejudice  him  in  a  court 
of  equity.^  But  an  intelligent  and  voluntarj  consent,  even 
though  manifested  only  by  inaction,  for  any  considerable 
period,  if  unexplained,  is  a  fault  that  may  deprive  him  of 
a  remedy  which  otherwise  he  would  have  obtained.  Thus, 
where  he  has  abandoned  the  practice  of  the  invention,  and 
seen  it  go  into  general  unlicensed  use  without  attempting  to 
restrain  or  punish  the  infringers,  the  court  will  not  assist  him, 
after  a  long  interval,  in  the  endeavor  to  reclaim  his  monopoly 
and  interrupt  the  enjoyment  of  the  public,  except  upon  a  full 
and  final  hearing  of  the  cause.'    The  acquiescence  of  any 

janction,  see  New  York  Grape  Sugar  *  That  if  the  defendant   infringes 

Co.  V.  American  Grape  Sugar  Co.  (1882),  when  the  plaintiff  is  powerless  to  pre* 

10  Fed.  Rep.    835;   20  Blatch.   886;  rent  it,  that  does  not  take  away  his  right 

Pullman  Car  Co.  v.  Bait  k  Ohio  R.  R.  to  protect  his  interest  when  he  becomes 

Co.  (1880),  6  Fed.  Bep.  72  ;  19  0.  G.  able,  see  McMillin  v.  Barclay  (1871), 

824  ;  4  Hughes,  236.  5  Fbher,  189;  4  Brews.  (Pa.)  276. 

1 1194.  1  That  acquiescence  in  an  in-  That  a  patentee  is  not  guilty  of 
iringement  may  forfeit  the  right  to  relief  laches  while  ignorant  of  the  infringe- 
in  equity,  see  Kittle  v.  Hall  (1887),  24  ment,  see  Kilboum  v.  Sunderland  (1889), 
Blatch.  184 ;  29  Fed.  Rep.  508  ;  39  0.  G.  130  U.  S.  505 ;  Adams  v.  Howard  (1884), 
707 ;  Magic  Ruffle  Co.  v.  £lm  City  Co.  26  0.  G.  825  ;  19  Fed.  Rep.  817  ;  N.  Y. 
(1877),  11  0.  G.  501 ;  14  Blatch.  109  ;  Grape  Sugar  Co.  v.  Buffalo  Grape  Sugar 
2  Bann.  &  A.  506  ;  Union  Mfg.  Co.  v.  Co.  (1883),  250.  G.  1076 ;  18  Fed.  Rep. 
Lounsbury  (1863),  2  Fisher,  389.  688  ;  21  Blatch.  519. 

That  laches  in  obtaining  a  re-issue  That   a  delay  in    suing   infringers 

may  prevent  relief  in  equity,  see  Wol-  caused  by  the  bankruptcy  of  the  pat- 

lensak  v.  Reiher  (1885),  115  U.  S.  96  ;  entee  and  the  vesting  of  the  patent  in 

81  O.   G.  1301  ;  Tillinghast  v.  Hicks  his  assignee,  accompanied  with  fruitless 

(1882),  23  O.  G.  739  ;  13  Fed.  Rep.  efforts  of  the  patentee  to  regain  it  until 

888.  shortly  before  suit  was  brought,  is  not 

That  no  ipjunction  will  issue  where  such  laches  ss  forfeits  the  right  to  sue, 

the  plaintiff  has  been  negligent  in  ss-  If  timely  notice  were  given  to  infrin- 

aertlng  his  rights,  see  Keyes  v,  Pueblo  gers,  see  Kittle  v.  HaU  (1887),  29  Fed. 

« Smelting  &  Refining  Co.    (1887),    81  Rep.  508;  39  0.  G.  707;   24  Blatch. 

Fed.  Rep.  560  ;  McLaughlin  v.  People's  184. 

R.  R.  Co.  (1884),  21  Fed.  Rep.  574;  *  In  Green  v.  French  (1879),  4  Bann. 

S9  O.  G.  277  ;  Union  Mfg.  Co.  V.  Louns-  ft   A.   169,   Nixon,   J.:   (170)     *'Th6 

bury  (1863),  2  Fisher,  389.  general    principle  of  equity  jurispru- 

That  delay  may  or  may  not  defeat  dence  which  underlies  applications  of 

the  right  to  an  injunction,  see  American  this  sort  is  that  the  court  will  not  lend 

Middlings    Purifier    Co.    v.    Christian  its    help   by  way  of  preliminary   in- 

(1877),  4  Dillon,  448 ;  8  Bann.  k  A.  Junction  in  those  cases  where  it  appean 

42.  that  the  complainant  has  acquiesced  in 
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owner  of  the  patent  has  the  same  effect  upon  the  rights  of  his 
assignees  and  grantees  as  upon  bis  own.^  A  similar  .result 
follows  from  the  unreasonable  delay  of  the  plaintiff  in  insti- 
tuting actions,  though  he  has  never  intentionally  submitted  to 

an  infringement.^    The  owner  of  a  patented  invention  owes  a 

the  uifringement  and  unreasonably  de«  That  an  assignee  of  claims  for  past 

layed  suit  against  the  infringerB.    When  Infringements  is  bound  by  the  laches  of 

patentees  sleep  over  their  rights,  without  his  assignor,  see  N.  Y.  Grape  Sugar  Co. 

an  excuse,  they  must  not  rely  upon  the  v.  Buffalo  Grape  Sugar  Co.  (1835),  82 

extraordinary  aid  of  thh  court  when  0.  0. 1856  ;  24  Fed.  Rep.  604. 

they  awake  from  their  slumbers,  but  *  In  McLaughlin  v.  People's  B.  B. 

must  be  satisfied  with  such  relief  as  Co.  (1884)  21  Fed,  Bep.  674,  Brewer, 

may  be  afforded  by  the  ordinary  course  J. :  (574)  **  Under  these  circumstances, 

of   practice   after   final    hearing."     16  whatever  action  at  law  he  may  have  for 

O.   G.   215  (215).     See  aliio  Jones  «.  damages,  I  think  his  own  laches  such  as 

Merrill  (1875),  8  0.  G.  401 ;  Wyeth  v,  prevents  a  court  of  equity  from  inter* 

Stone  (1840),  1  Story,  278  ;  2  Robb,  23.  fering  by  ixg'unction.    That  the  general 

That  an  ii^unction  will  be  refused  if  principles  of  equity  jurisprudence  con- 

the  plaintiff  has  acquiesced   for   two  trol  in  patent  cases  cannot  be  doubted, 

years  in  the  infringement,  see  Spring  v.  Rev.  St.  |  629,  par.  9  ;  also,  section 

Domestic  Sewing  Mach.  Co.  (1879),  16  4921,  which  last  section  contains  these 

0.  G.  721 ;  4  Bann.  &  A.  427.  words  :  'The  several  courts  vested  with 

That  no  injunction  will  be  granted  jurisdiction  of  cases  arising  under  the 

where  the  plaintiff  has  long  acquiesced  Patent  Laws  shall  have  power  to  grant 

in  the  infringement  unless  his  acquies-  injunctions  according  to  the  course  and 

ence  be  explained,  see  Mundy  v.  Ken*  principles  of  courts  of  equity,  to  pre* 

dall  (1885),  23  Fed.  Bep.  591 ;  82  0. 0.  vent  the  violation  of  any  rights  secured 

1287.  by  a  patent,  upon  such  terms  as  the 

That  no  injunction  will  issue  if  the  court   may  deem   reasonable.*      Now, 

plaintiff  abandoned  the  invention,   or  generally  speakings  the  laches  of  com* 

abandoned  his  rights  under  the  patent,  plainant  is  sufficient  ground  for  non* 

see  Wyeth  v.  Stone  (1840),   L  Story,  interference  on  the  part  of  a  court  of 

278  ;  2  Bobb^  23.  equity.     Nearly  all  the  lifetime  of  this 

That  the  plaintiff  can  be  prejudiced  patent  the  complainant  has  remained 

only  by  such  acquiescence  in  the  in-  silent,  by  his.  silence  consenting  to,  or 

fringement  as  to  induce  the  reasonable  at  least  acquiescing  in,  the  acts  of  the 

belief  that  he  intended  to  dedicate  the  defendant.    To  interfere  now  by  i^juno* 

invention  to  public  use,  see  Williams  v,  tion  would  seem  manifesUy  inequitable. 

Boston  k  Albany  B.  B.  Co.  (1878).  16  That  this  question  of  laches  can  be 

0.  G.  906;  17  Blatch.  21 ;  4  Bann.  &  A.  raised  by  demurrer,  and  that  it  is  a  good 

441.  defence  to  a  bill  in  equity,  is  abun* 

^  That  the  plaintiffs  are  chargeable  dantly  sustained  by  the  authorities.** 

with  the  laches  of  former  owners  of  the  29  O.  G.  277  (277). 

patent,  see  Spring  v.  Domestic  Sewing  Further,  that  an  iignnction  may  bt 

Mach.    Co.  (1879),  16  O.  G.  721  ;  4  denied  where  suit  is  unreasonably  de- 

Bann.  &  A.  427.     See  also  $  1220,  note  layed,  see  lisdd  o.  Cameron  (1885),  25 

6,  potL  Fed.  Bep.  87  ;  Green  v.  French  (1879)» 

§1194 
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certain  duty  to  known  infringers,  which  obliges  him  to  give 
them  notice  of  the  wrongful  character  of  their  use  of  the  in- 
vention, unless  they  are  already  conscious  of  their  violation  of 
his  patent.®  Having  given  this  notice  without  avail,  he  may 
postpone  his  suit  during  the  pendency  of  other  actions,  or 
during  any  reasonable  time  upon  sufficient  cause,  provided  no 
intentional  encouragement  is  afforded  to  the  infringers^    But 

16  0.  G.  215  ;  4  Bann.  ft  A.  169  ;  Wil-  Morris  v.  Lowell  Mfg.  Co.  (1866),  8 
liams  o.  Boston  &  Albany  R.  B.   Co.     Fisher,  67. 

(1878),  16  0.  G.  906  ;  17  Blatch.  21 ;         That  if  the  plaintiff  gave  such  notice 

4  Bann.  Ic  A.   441 ;  Jones  v.  Merrill  as  he  was  able  it  is  sufficient,  see  Kittle 

(1875),  8  O.  G.  401.  v.  Hall  (1887),  89  O.  G.  707  ;  29  Fed. 

That  a  bill  alleging  thirteen  years  of  Rep.  508  ;  24  Blatch.  184. 
infringement  is  demurrable   unless  it         That  mere  delay  in  suing  when  the 

gives  satisfactory  reasons  for  the  delay  defendant  knows  he  is  infringing  is  no 

in  suing,  see  McLaughlin  v.  People's  bar  to  a  suit  for  damages,  see  Concord 

R.  R.  Co.  (1884),  21  Fed.  Rep.  574;  v.  Norton  (1888),  16  Fed.  Rep.  477. 
S9  O.  G.  277.  That  aU  persons  are  bound  to  take 

That  delay  in  bringing  suit  is  not  notice  of  a  patent  duly  issued,  see  Na« 

abandonment,  see  Williams  «•  Boston  &  tional  Car  Brake  Shoe  Co.   v,  Terr* 

Albany  R.  R.  Co.  (1878),  16  0.  G.  906  ;  Haute  Car  &  Mfg.  Co.  (1884),  28  0.  G. 

17  Blatch.  21  ;  4  Bann.  &  A.  441.  1007  ;  19  Fed.  Rep.  514. 

That  delay  in  suing,  if  satisfactorily         ^  That  a  mere  forbearance  to  sue, 

accounted  for,  is  not  laches,  see  Green  after  notice  given,  cannot   affect  the 

V,  French  (1879),  16  0.  G.  215 ;  4  Bann.  right  to  an  injunction,  unless  affirmative 

k  A.  169.  encouragement  to  the  infringer  was  also 

That  delay  in  seeking  relief  is  no  bar  given,  see  Collignon  v,  Hayes  (1881),  20 

.  to  an  injunction  unless  it  works  an  O.  G.  447 ;  8  Fed.  Rep.  912. 
estoppel,  see  N.  Y.  Grape  Sugar  Co.  v.         That  the  bringing  and  pendency  of 

Buffalo  Grape  Sugar  Co.  (1888),  18  Fed.  a  suit  is  notice  to  aU  other  infringers 

Rep.  688 ;  25  0.   G.  1076  ;  21  Blatch.  that  the  rights  conferred  by  the  patent 

519.  are  to  be  maintained,   see  Colgate  v. 

«  That  diligence  is  required  of  the  Gold  &  Stock  Telegraph  Co.  (1879),  16 

plaintiff  when  the  defendant  is  not  con-  O.  G.  588 ;  16  Blatch.  508  ;  4  Bann.  & 

scions  of  his  infringement,  see  Merriam  A.  415. 
V.  Smith  (1882),  11  Fed.  Rep.  588.  That  a  plaintiff   may  delay  suing 

That  silence  is  not  laches,  unless  the  other  infringers,  while  the  validity  of 

defendant  was  misled,  see  Reay  v.  Ray-  his  patent  is  in  question  in  a  pending 

nor  (1884),  26  0.  G.  1111 ;  22  Blatch.  suit,  without  being  guilty  of  laches,  see 

18 ;  19  Fed.  Rep.  808  ;  N.  Y.   Grape  Green  v.  Barney  (1884),  19  Fed.  Rep. 

Sugar  Co.  «.  Buffalo  Grape  Sugar  Co.  420  ;  Green  v.  French  (1879),  16  0.  G. 

(1888),  25  0.  G.  1076 ;  18  Fed.  Rep.  215  ;  4  Bann.  &  A.  169  ;  Van  Hook  v. 

688  ;  21  Blatch.  519.  Pendleton  (1846),  1  Blatch.  187. 
.   That  a  known  infringer  should  be         That  an  ii^unction  will  be  granted^ 

early  notified  of  the  plaintiff's  rights  though  not  prayed  for  till  the  patent  is 

and  of  his  intention  to  enforce  them,  see  about  to  expire,  if  the  plaintiff  has  de- 

§1194 
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any  laches,  either  in  commencing  or  in  prosecuting  his  suit, 
which  evidences  culpable  indifference  to  his  rights,  is  a  snf- 
ficient  reason  for  the  denial  of  that  interference,  which, 
if  really  needed,  would  more  promptly  have  been  sought.^ 
Where  there  has  been  no  laches,  the  lapse  of  time  since  the 
infringement  was  discovered  becomes  unimportant,  and  an 
injunction  may  be  granted  though  the  patent  has  almost 
expired.® 

§  1195.    Preliminary     Injanction  :     Qroonds    of     Its    Refusal  : 
Batoppel. 

Where  the  laches  or  acquiescence  of  the  plaintiff  has  mis- 
led the  defendant  into  enterprises  which  would  be  destroyed 
by  an  injunction,  the  court  will  recognize  the  estoppel  and 
refuse  the  desired  relief.^    An  effectual  estoppel  also  exists 

Uyed  only  in  order  to  establish   his  17  Fed.  Rep.  528;  24  0.  G.  1177;  21 

patent  iu  the  courts  and  has  but  just  Blatch.  415. 

succeeded,  see  Bumford  Chemical  Works         That   an   injunction   i!?ill    not   be 

V,  Vice  (1877),  11  O.  G.  600 ;  14  Blatch.  granted  after  a  suit  has  been  pending 

179  ;  2  Bann.  &  A.  584.  for  many  months,   and  no  new  facts 

That  acquiescence  cannot  be  inferred  have  been  shown  since  it  was  brought, 

ftom  the  fact  that  the  plaintiff  does  not  and  there  were  as  good  reasons  for  an 

sue  all  infringers  at  once,  for  this  w  at  injunction  then  as  now,  see  ikndiews  «. 

his  option,  see  Mo  Williams  Mfg.  Go.  «.  Spear  (1877),  4  Dillon,  472. 
Blundell  (1882),  11  Fed.  Rep.  419  ;  22         Tliat  a  motion  for  an  injunction  will 

O.  G.  177.  be  denied  where  it  has  been  already 

*  That  an  injunction  will  be  issued  refused  and  the  plaintiff  waits  tiU  the 
though  the  plaintiff  did  not  file  his  bill  defendant's  evidence  is  closed  before  re- 
till  three  months  after  the  infringement  newing  it,  see  Wooster  v.  Howe  Mach. 
was  ascertained,  see  Union  Paper  Bag  Co.  (1879),  16  O.  G.  814 ;  4  Bann.  it 
Mach.  Co.  V,  Binney  (1871),  5  Fisher,  A.  819. 
166.  *  In  Green  v,  French  (1879),  4  Bann. 

That  an  injunction  wiU  be  refused  &  A.  169,  Nixon,  J.:  (171)  "A  delay 

when  the  plaintiff  has  delayed  his  mo-  in  bringing  actions  against  infiingera^ 

tion  for  it  for  eighteen  months  after  when  satisfactorily  accounted  for,  is  not 

receiving  notice  of  the  infringement,  to  be  treated  as  laches.     It  would  be  a 

see  Hockholzer  v.  Eager  (1873),  2  Saw-  great  hardship  to  require  patentees,  who 

yer,  861.  are  generally  poor,  to  institute  legal 

That  when  the  plaintiff  permits  a  proceedings  as  soon  as  an  infringement 

suit  at  law  against  the  defendant  to  re-  was  ascertained,  or  lose  the  right  to  the 

main  three  years  unprosecuted,  and  the  protection  which  an  interlocutory  in* 

defendant  is  responsible,  no  injunction  junction  affords."   16  O.  G.  215  (215). 
will  issue,   see  United  Nickel  Co.   o.  §  1195.  ^  See  1 1194  and  notes,  ante. 

New  Home  Sewing  Mach.  Co.  (1883),         That  a  plaintiff  is  not  estopped  Iff 
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where  the  plaintiff  has  violated  his  equitable  obligations  to 
the  defendant,  whether  created  by  an  express  or  implied  con* 
tract,  and  has  thereby  placed  the  defendant  in  a  situation 
where  his  self-preservation  compelled  him  to  infringe.^  Thus 
if  the  defendant  is  a  licensee  and  has  been  secretly  under-sold 
by  his  licensor  —  the  plaintiff,  or  if  the  value  of  his  license 
has  been  impaired  by  the  unwarrantable  grant  of  licenses  to 
others  or  their  grant  at  lower  royalties,  or  if  any  subsisting 
relation  between  the  parties  renders  the  interference  of  the 
court  unjust,  the  application  for  an  injunction  will  be  denied.^ 
Where  the  defendant,  with  the  imderstanding  that  the  only 
open  question  between  the  plaintiff  and  himself  is  one  of  com- 
pensation, enters  in  good  faith  into  a  contract  with  third  par- 

■Qence  unless  the  defendant  was  misled  licensor  does  not  justify  an  infringement 

by  it,  see  Reay  v.  Baynor  (1884),  26  by  the  licensee,  see  Willis  v,  McGollin 

O.   G.   1111;  19   Fed.    Rep.    808;   22  (1886),  88  0.  G.  1017;  29  Fed.  Rep. 

Blatch.  13 ;  N.  Y.  Grape  Sugar  Co.  v.  641. 

Buffalo    Grape   Sugar  Co.   (1888),   26  That  one  who   knowingly  permits 

O.  G.   1076 ;  18  Fed.   Rep.  688 ;  21  another  to  take  out  a  patent  for  a  cer- 

Blatch.  619.              ^  tain  invention,  and  then  himself  patents 

That  an  injunction  may  issue  on  one  a  different  invention,  is   estopped  to 

patent  although  the  suit  has  been  aban-  claim  that  he  is  the  inventor  of  the 

doned  as  to  another,  unless  the  defend-  former  invention,  see  Fraim  v.   Keen 

ants  have    been    misled,   see  Atlantic  (1885),  84  0.  G.  1048;  25  Fed.  Rep. 

Giant  Powder  Co.  v.  Rand  (1879),  16  820. 

O.  G.  87  ;  16  Blatch.  250 ;  4  Bann.  k  >  That  an  ii^unction  wiU  be  denied 

A.  263.  to  one    who    has   acted   fraudulently 

That  the  release  of  an  infringer  from  toward  the  defendant,  as  where  a  licensor 

liability  for  the  past  is  no  bar  to  an  in-  has  secretly  undersold  his  licensee,  see 

junction  for  the  future,  see  Babcock  &  Washburn  &  Moen  Mfg.  Co.  o.  Scutt 

Wilcox    Co.    V.   Pioneer    Iron    Works  (1884),  22  Fed.  Rep.  710;  Hoffheins  v. 

(1888),  43  O.  G.  756.  Brandt  (1867),  8  FUher,  218. 

That  a  defendant  may  be  enjoined  That  an  injunction  will  be  denied  to 

though  he  has  been  misled  by  the  plain-  a   licensor  who   fraudulently   licensed 

tiff  into  supposing   that   his   present  others,  and  thus  hurt  the  defendant's 

acts  do  not  infringe,  see  Sarven  v.  Hall  trade,  see  Washburn  &  Moen  Mfg.  Co. 

(1873),  6  Fisher,  495  ;  4  0.  G.  666 ;  11  v.   Cincinnati  Barbed  Wire  Fence  Co. 

Blatch.  295.  (1884),  22  Fed.  Rep.  712. 

*  That  an  injunction  will  be  refused  That  no  injunction  will  be  granted 

if  the  plaintiff  has  violated  his  contract  where  new  and  difficult  questions  are  to 

with  the  defendant,  although  the  de-  be  decided,  or  where  there  is  anything 

fendant  has  also  broken  the  contract,  in  the  relations  of  the  parties  which 

see    Crowell  v.  Parmenter  (1878),  18  could  cause  it  to  operate  uignstly,  see 

0.  G.  360  ;  3  Bann.  &  A.  480.  Union  Paper  Bag  Mach.  Co.  v.  Binney 

That  a  breach  of  the  license  by  the  (1871),  5  Fisher,  166. 

TOL.  zu. — 89 
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ties,  the  injunction,  although  general  in  reference  to  all  other 
uses  of  tlie  invention,  may  except  this  contract  from  its  opera- 
tion and  permit  him  to  fulfil  it.^  Acts  of  bad  faith  toward 
the  public  may  also  furnish  reasons  for  denying  an  injunction 
to  the  plaintiff.^ 

§  1196.    Preliminary  Injunction :  Chrounds  for  its  Reiiuial :   Im- 
proper Purpose  of  Plaintiff  in  Requesting  it. 

The  improper  purposes  for  which  the  plaintiff  intends  to 
employ  the  injunction,  should  it  be  allowed,  are  also  a  suffi- 
cient ground  for  its  refusal.  An  injunction  is  designed  to 
preserve  existing  rights,  not  to  punish  past  injuries  nor  indi- 
rectly prejudice  the  defendant  by  placing  him  within  the 
plaintiff's  power,*  Where  the  main  object  to  be  effected  is  a 
proper  one  the  court  does  not  concern  itself  with  the  ulterior 
advantages  to  be  derived  from  its  employment.  But  if  as  a 
protection  against  infringements  it  is  of  small  importance  to 
the  plaintiff,  and  is  desired  by  him  chiefly  to  compel  the  de- 
fendant to  act  or  to  refrain  from  acting  in  other  matters,  or 
to  enforce  a  recognition  of  the  plaintiff's  rights  from  third 
parties,  the  court  will  ordinarily  decline  to  interfere.* 

«  That  where  the  defendant  had  en-  Hoe  v,  Enap  (1886),  27  Fed.  Rep.  204 ; 

tered  into  a  contract  with  third  parties  36  0.  G.  1244. 

in  good  faith,  and  with  the  understand-         §  1196.  ^  That  an  iigunction  issaes 

ing  that   the  only   question    between  to  protect  a  clear  right  from  ni^ost 

himself  and  the  plaintiff  was  one  of  injury,  see  Cook  v.  Ernest  (1872),  8 

compensation,   and  did  not  deny  the  O.  G.  89 ;  5  Fisher,  896. 
patent  nor  the  infringement  but  offered        That  an  injunction  is  a  remedial  writ 

to  pay  reasonable  sums  for  the  privilege  in  the  nature  of  a  prohibition,  intended 

of  completing  his  contract,  an  ir\junc-  to  prerent  the  commission  of  futare 

tion  was  refused  as  to  such  contract  and  iiguries,  not  to  punish  past  ones,  see 

granted  as  to  all  other  uses,  see  Smith  Poppenhusen  v.  N.  T.  Gutta   Percha 

v.   Sharp's  Rifle   Mfg.  Co.   (1857),   8  Comb   Co.    (1858),   2   Fisher,   74;  4 

Blatch.  545.  Blatch.  184. 

*  That  no  injunction  will  be  granted        <  That  an  injunction  is  for  the  pur- 

where  novelty  is  denied,  and  before  tak-  pose  of  preventing  multiplicity  of  suits 

ing  out  his  patent  the  plaintiff  sold  the  or  repeated  infringements,  not  to  stop 

goods  marked  "imported  from  Paris,"  litigation  or  force  a  compromise  in  the 

see  Booth  V,  Garelly  (1847),  1  Blatch.  suit  in  which  it  is  granted,  see  Morris 

217.  V.  Lowell  Mfg.  Co.  (1866),  3  Fisher, 

That  an  injunction  will  be  refused  if  67. 
the  patentee  has  never  used  the  inven-         That  the  object  of  an  injunction  Is 

tion,  nor  permitted  others  to  use  it,  see  to  prevent  mischief,  not  to  cause  it  by 
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§  1197.    Preliminary  Injunction :    Orounds  of  its  Refnaal :   De- 
fendant's Good  Faith. 

The  good  faith  of  the  defendant  is  a  matter  which,  in  con- 
nection with  other  circumstances,  may  exercise  a  powerful 
influence  upon  the  decision  of  the  court.  Mere  innocence  in 
the  infringement,  or  in  preparations  to  infringe,  constitutes  no 
reason  why  it  should  be  permitted  or  go  unredressed.  But 
where  a  defendant,  in  the  honest  belief  that  his  device  is  es- 
sentially different  from  that  of  the  plaintiff,  or  in  ignorance 
of  the  existence  of  the  plaintiff's  patent,  enters  into  important 
contracts,  or  invests  large  amounts  of  capital,  entailing  heavy 
losses  if  his  business  should  be  interrupted,  and  the  plaintiff 
can  be  otherwise  sufficiently  protected,  an  injunction  may 
be  properly  withheld.^  Where  the  defendant,  notwithstanding 
the  presumptions  of  infringement  and  validity  raised  by  the 
plaintiffs  evidence,  insists  that  on  the  full  hearing  he  can 
maintain  his  defence,  and  the  court  cannot  yet  determine 
whether  such  defence  would  or  would  not  be  fatal  to  the 

aiding  the  plaintiff  to  coerce  the  defend-  tion,  wiU  not  be  eigoined,  see  Batten 

ant  into  a  compromise,  see  Parker  v.  v,  SiUiman  (1855),  8  Wall.  Jr.  124. 
Sears  (1850),  1  Fisher,  98.  That  where  the  plaintiff's  assignor 

That  whether  an  ii^anction  should  has  neglected  to  employ  his  invention 

ever  be  issued  to  compel  a  party  to  per-  in  the  State  where  the  suit  is  pending 

form  his  contract  is  doubtful,  see  Smith  during  the  extended  term,  and  the  de- 

9.  Cummings  (1852),  1  Fisher,  152.  fen  dan  t  bought  his  machine  in  ignor- 

That  a  preliminary  injunction  cannot  ance  of  the  plaintiff's  rights,  and  the 

be  resorted  to  in  order  to  compel  the  same  questions  were  never  in  issue  in 

defendant  city  to  give  a  contract  to  the  prior  suits,  an  ii^  unction  will  be  refused 

plaintiffs  rather  than  to  their  competi-  unless  the  defendant  is  irresponsible, 

tors,  if  the  latter  are  the  lowest  bidders,  see  Gear  v.  Holmes  (1878), 6  Fisher,  595. 
see  American  Nicholson  Pavement  Co.         That  an  injunction  will  be  refused 

V.  City  of  Elizabeth  (1870),  4  Fisher,  where  there  has  been  no  judgment  sna- 

189.  taining   the  patent,   unless  there  has 

That  an  injunction  sought  for  the  been  acquiescence  equivalent  to  an  ad- 
purpose  of  establishing  an  apparent  title  mission  of  its  validity  or  some  other 
against  all  users,  and  thus  induce  them  strong  reason,  if  the  defendant  defends 
to  pay  tribute  to  the  plaintiff,  wiU  be  in  good  faith,  see  Crowell  v,  Harlow 
denied,  see  Western  Union  TeL  Co.  v.  (1878),  18  0.  O.  466 ;  8  Bann.  &  A. 
Bait  &  Ohio  TeL  Co.  (1885),  25  Fed.  478. 
Rep.  80.  That  aU  persons  are  bound  to  take 

1 1197.    ^  That  where  the  plaintiff  notice  of  a  patent  duly  issued,  see  Na- 

can  be  otherwise  protected,  a  defendant  tional  Car  Brake  Shoe  Co.  v,   Terre 

who  has  acted  in  good  faith,  and  who  Haute  Car  &  Mfg.  Oi.  (1884),  28  O.  O. 

would  be  seriously  iigured  by  an  Lojunc-  1007  ;  19  Fed.  Rep.  514. 
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action,  the  good  faith  of  the  defendant  may  also  torn  the 
balance  in  his  favor.^ 

§  1198.    Preliminary  Injunction:   Oronnds  of  its  Rofiuial:   De- 
fendant's Patent.  * 

Where  the  defendant  owns  or  acts  under  a  patent  which 
on  its  face  authorizes  the  use  of  the  process  or  device  now 
claimed  to  be  an  infringement,  an  injunction  may  be  withheld 
until  after  a  final  hearing,  although  the  plaintiff's  application 
is  supported  by  the  usual  proof.^  The  existence  of  the  de- 
fendant's patent  may  raise  a  doubt  upon  the  question  of  iden- 
tity between  the  infringing  and  the  patented  inventions,  or 
upon  the  question  of  priority  between  him  and  the  plaintiff, 
and  this  doubt  is  increased  by  any  evidence  of  negligence 
upon  the  part  of  the  plaintiff  in  the  enforcement  of  hia 

*  That  an  injunction  will  not  be  Goodyear  v.  Dnnbar  (18(K)),  1  Fisher, 
granted  if  the  defendant  shows  that  he  472  ;  8  WalL  Jr.  810. 
believes  he  has  a  just  defence,  and  ia  That  an  injunction  wiU  be  granted 
not  a  wilful  pirate  of  the  inyention,  though  the  defendant  holds  a  patent  for 
unless  hia  defence  is  an  evident  mis*  an  improvement,  since  this  patent  can- 
take  of  law  or  fact,  see  Goodyear  «•  not  avail' him  beyond  its  proper  scope, 
Dunbar  (1860),  1  Fisher,  472 ;  8  WalL  see  Goodyear  Dental  Vulcanite  Ca  v. 
Jr.  810.  Evans  (1868X  8  Fiaher,  890;  6  Blatch. 

That  a  defendant  acting  in  an  honest  121. 
belief  that  a  re-issue  with   expanded        That  an  ii^unction  will  be  granted 

Claims  is  void,  will  not  be  enjoined,  though  the  defendant  has  a  subsequent 

see  Western  Union  TeL  Co.  v.  Bait,  patent,  if  the  infHngement  be  clear,  see 

&  Ohio  Tel.  Co.  (1885),  25  Fed.  Rep.  Morse  Fountain  Pen  Co.  v.  Esterbrook 

80.  Steel  Pen  M%.  Co.  (1869),  8  Fiaher, 

That  a  defendant  will  not  be  en*  515. 
joined  from  using  an  invention  which        That  an  ipjnnction  will  issue  though 

he  employed   before   the   patent   was  the  defendant  has  patented  other  im* 

granted,  see  Dorian  v.  Gnie  (1885),  26  provements  on  the  same  subject,  see 

Fed.  Rep.  816  ;  84  O.  G.  702.  Cook  v.  Ernest  (1872),  5  Fisher,  896  ; 

§  1198,  1  That  an  injunction  will  be  2  0.  G.  89 ;  McComb  o.  Ernest  (1871), 

lefhsed  when  the  defendant  has  a  patent  1  Wooda,  195  ;  Goodyear  Dental  Yul* 

for  the  same  invention,  which  is  prima  canite  Co.  v,  Evans  (1868),  8  Fiaher, 

faeU  valid,  the  court  comparing  the  two  890  ;  6  Blatch.  121. 
specifications  to  determine  whether  they        That  an  injunction  may  issue  though 

are   the  same,   see  Saigent  v.  Carter  the  defendant  is  suing  to  obtain  a  pat- 

(1857),  1  Fisher,  877.  ent,  see  Minneapolis  Harvester  Works 

That  an  ii^'unotion  will  not  issue  if  v,  McOonnick  Harvesting  Mach.  Co. 

the  defendant  is  acting  under  letters-  (1886),  87  0.  G.  556 ;  S8  Fed.  Rep. 

patent  which  cover  his  machine^  see  565* 
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rights.'  The  good  faith  of  the  defendant,  the  absence  of 
concealment  in  reference  to  his  operations,  the  extent  of  his 
enterprise,  and  the  injury  he  would  sustain  from  any  prema- 

*  In  Qoodyear  Dental  Vulcanite  Go.  and  hence  that  the  defendant  does  not 
V.  Gardner  (1870),  4  Fisher,  224,  Glif-  infringe.  This  is  its  entiie  effect 
ford,  J. :  (228)  "Attempt  is  made  to  In  Blanchard  v.  Puttman  (1867),  8 
■how  that  the  rule  does  not  apply  in  Fisher,  186,  Leavitt,  J. :  (192)  "  I  may 
this  ease  because  letters-patent  have  remark  here  that  both  these  parties  are 
also  been  granted  to  the  respondent,  patentees,  and  the  presumption  equally 
but  it  is  clear  that  the  introduction  of  applies  to  both  in  relation  to  the  novelty 
the  respondent's  patent  does  not  change  Aud  utility  of  their  inventiona  There 
the  burden  of  proof  ou  the  question  of  is  a  presumption  from  the  issuance  of  a 
novelty.  He  must  still  prove  the  alle-  patent  to  Morris,  years  after  the  date 
gation  of  his  answer  that  the  original  of  the  Blanchard  patent,  that  he  had 
patentee  was  not  the  original  and  first  invented  something  different  from  the 
inventor  of  his  improvenvent  Serious  invention  for  which  a  patent  had  been 
doubts  were  fonneiiy  entertained  whether  previously  granted  to  Blanchard  ;  for, 
the  letters-patent  of  the  respondent  were  if  the  Commissioner  had  come  to  a  dif* 
admissible  in  any  view  of  the  case,  and  feient  conclusion,  it  would  have  been 
it  is  still  the  settled  rule  that  the  ques-  his  duty  to  have  rejected  the  applica* 
tion  of  infringement  cannot  be  oon-  tion."  2  Bond,  84  (98). 
trolled  or  materially  affected  by  such  In  Goming  v.  Burden  (1858),  16 
consideration.  (Blanchard  «^  al.  v.  Put-  How.  252,  Oner,  J.  :  (271)  "It  is  evi- 
man,  8  Wall.  425  ;  Coming  et  al,  v.  dent  that  a  patent,  thus  issued  after  an 
Burden,  15  How.  271).  Since  the  de-  Inquisition  or  examination  made  by 
dsion  of  the  case  last  named,  the  let*  skilful  and  sworn  public  officers,  ap- 
ters-patent  of  the  defendant  are  admitted  pointed  for  the  purpose  of  protecting 
in  evidence  on  the  question  of  novelty,  the  public  against  false  claims  or  use- 
as  entitled  to  some  weight  where  the  less  inventions,  is  entitled  to  much 
evidence  is  nicely  balanced,  but  it  is  more  respect,  as  evidence  of  novelty 
quite  incorrect  to  suppose  that  a  patent,  end  utility,  than  those  formerly  issued 
mibteqaent  in  date,  can  have  the  effect  without  any  such  investigation.  Gon- 
■teridonoe  to  overcome  the  ;»rfina/acM  aequently  such  a  patent  may  be,  and 
pntomption  otherwise  afforded  by  the  generally  is,  received  as  prima  faeU 
introduction  of  one  of  prior  date,  that  evidence  of  the  truth  of  the  facts  as- 
the  patentee  was  the  original  and  first  sorted  in  it«  And  in  cases  where  the 
inventor  of  what  is  therein  described  aa  evidence  is  nicely  balanced,  it  may  have 
his  improvement.  Such  a  conclusion  weight  with  a  jury  in  making  up  their 
is  without  any  foundation  in  principle,  decision  as  to  the  plaintiff's  right ;  and 
and  finds  no  support  in  any  analogy  of  if  so,  it  is  not  easy  to  perceive  why  the 
the  law  or  in  any  decided  cases. "  3  Glif-  defendant  who  uses  a  patented  machine 
ford,  408  (418).  The  defendant's  pat-  should  not  have  the  benefit  of  a  like 
ent  is  proof  that  the  experts  in  the  presumption  in  his  favor,  arising  from 
Patent  Office  regarded  his  invention  as  a  like  investigation  of  the  originality 
substantially  different  from  the  one  of  his  invention,  and  the  Judgment  of 
previously  patented  by  the  plaintiff  the  public  officers  that  his  machine  is 
(Westlake  v,  Gartter,  6  Fisher,  519),  new,  and  not  an  infringement  of  the 
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ture  decision  against  bis  patent,  are  all  elements  to  be  con- 
sidered by  tbe  court,  unless  his  patent  is  evidently  void,  or 
his  acts  are  unwarranted  by  its  provisions,  and  it  thus  con* 
stitutes  no  answer  to  tbe  plaintiff's  claims.^ 

patent  previously  graDted  to  the  plain-  That  no  injunction  will  issue  where 

tiff.     It  shows,  at  least,  that  the  defend-  the  defendants  have  manufactured  un- 

ant  has  acted  in  good  faith,  and  is  not  der  a  patent  of  a  date  prior  to  the 

a  wanton  infringer  of   the   plaintifiTs  plain tiiTs,  which  has  expired  without 

rights,  and  ought  not,  therefore,  to  be  ever  being  tested  by  the  plaintiff  in  a 

subjected  to  the  same  stringent    and  suit,  see  Whitney  v.  Rollstone  Machine 

harsh  rule  of  damages  which  might  be  Works  (1875),  8  0.  G.  908 ;  2  Bann.  ^ 

justly  inflicted  on  a  mere  pirate.     It  is  A.  170. 

true  the  mere  question  of  originality  *  That  no  injunction  will  be  granted 
or  infringement  generally  turns  on  the  where  the  defendant  is  openly  using  a 
testimony  of  the  witnesses  produced  on  device  made  under  other  patents,  in 
the  trial ;  but  if  the  plaintiff's'  patent  full  competition  with  the  plaintiff's  and 
in  a  doubtful  case  may  have  some  in  good  faith,  unless  the  injury  is  irre- 
weight.in  turning  the  scale  in  his  favor,  parable  or  the  defendant  unable  to  re- 
it  is  but  just  that  the  defendant  should  spend  in  damages,  see  Burleigh  Rock 
have  the  same  benefit  from  his  ;  valeat  Drill  Co.  v,  Lobdell  (1875),  7  O.  G. 
quantum  valecU,  The  parties  should  836  ;  Holmes,  450  ;  1  Bann.  &  A.  625. 
contend  on  an  equal  field,  and  be  al-  That  where  the  defendant  claims  to 
lowed  to  use  the  same  weapons."  have  acted  under  a  patent  and  with  the 

That  one  patented  article    is   pre-  acquiescence  of  the  plaintiff   and  to 

sumed  to  differ  from  articles  covered  by  have  invested  a  large  capital  in  the 

other  patents,  see  Buerk  v.  Imhaeuser  enterprise,  no  injunction  will  issue  un- 

(1876),  11  0.  G.  112  ;  2  Bann.  &  A. 465.  less  the  case  is  clear,  see  North  v.  Ker* 

That  if  the  defendant  has  a  patent  shaw  (1857),  4  Blatch.  70. 

it  is  evidence  that  the  experts  in  the  That  where  the  original  fiatent  has 

Patent  Office  did  not  consider  his  device  expired  and  a  patent  for  improvements 

identical  with  the  plaintiff's,  and  this  is  thereon,  ooTering  the  same  principle, 

entitled  to  consideration  by  the  jury,  has  not  been  adjudicated,  and  it  clearly 

see  Westlake  v.  Oartter  (1878),  4  O.  G.  appears  that  the  latter  patent  has  been 

636  ;  6  Fisher,  519.  infringed  under  a  patent  procured  for 

That  where  a  defendant  acts  under  that  purpose,  and  the  remedy  is  Impor* 

another  patent  it  is  presumed  that  he  tant  to  the  plaintiff  and  there  is  no 

does  not  infringe,  and  no  injunction  good  reason  to  the  oontrary,  an  injunc* 

will  issue  unless  the  court  can  see  from  tion  will  issue,  see  Plimpton  v.  Wins* 

inspection  that  he  does    infringe,   see  low  (1880),  3  Fed.  Rep.  333 ;  5  Bann. 

Sargent  Mfg.  Co.  v.  Woodruff  (1873),  &  A.  563. 

6  Bissell,  444.  That  where  the  litigants  claim  under 

That  an  injunction  will  issue  against  adverse  titles,  still  undetermined  in  the 

the  defeated  party  to  an  interference  in  Patent  Office,  an    ii^junction  will   be 

favor  of  the  successful  party,  if  the  refused,   see  National  Feather  Duster 

former  relies  on  his  own  prior  patent,  see  CSa  v.  Dearborn  Dnster  Co.  (1882),  24 

Greenwood  «.  Bracher  (1880),  17  0.  G.  0.  G.  497. 

1151 ;  1  Fed.  Bep.  856  ;  5  Bann.  &  A.  That  an  injunction  will  be  granted 

802.  though  the  defendant  operates  under 
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§  1199.    PreUminary  Injunctiozi :  Orounds  for  its  Refusal :  Boabts 

of  the  Court  as  to  the  Ezistenoe  of  Proper  CondltionB. 

Where,  notwithstanding  the  evidence  offered  bj  the  plain- 
tiff in  suppoi*t  of  his  patent  or  his  title  or  the  allegation  of 

infringement,  the  court  is  still  in  doubt  upon  either  of  these 

questions  the  injunction  may  be  denied.^    The  keener  scru- 

a  different  patent  with  unlike  Claims,  validity  of  the  patent.    But  if  the  de- 

if  what  he  reaUy  does  is  an  infringe-  fects  in  the  patent  or  specification  are 

ment,  see  Collignonv.Hayes  (1881),  20  so  glaring  that  the  court  can  enter- 

0.  G.  447 ;  8  Fed.  Rep.  912.  tain  no  doubt  as  to  that  point,  it  would 

§  1199.  ^  In  Sickelsv.  Young  (1855),  be  most  unjust  to  restrain  the  defend- 

8  Blatch.  293,  Nelson,  J. :  (296)  "  As  ant  from  using  a  machine  or  other  thing 

this  is  a  motion  simply  for  a  preliminary  which  he  may  have  constructed,  proba- 

injunction,  and  not  a  case  upon  plead-  bly  at  great  expense,  until  a  decision  at 

ings  and  proofs  for  a  final  hearing,  I  law  can  be  had."    1  Robb,  832  (334). 

■hall  not  look  further  into  the  mass  of  Further,  that  unless  upon  the  whole 

papers    before   me,   than  to  ascertain  evidence  the  court  is  reasonably  satis- 

whether  or  not  a  case  has  been  made  fied  that  an  injunction  should  issue  it 

which,  upon  established  principles  of  should  be   refused,  see   Norton    Door 

equity,  to  prevent  an  irreparable  ixgury  Check  &  Spring  Co.  v.  Hall  (1889), 

requires  the  court  to  interfere  pending  87  Fed.  Rep.  691 ;  Thompson  v.  Rand 

the  litigation,  and  restrain  the  defend-  Aveiy  Supply  Co.  (1889),  88  Fed.  Rep. 

ants  from  the  further  use  of  the  ap-  112 ;  Huber  v.  Myers  Sanitary  Depot 

paratus    or    machinery    charged    with  (1887),  34  Fed.  Rep.  48  ;    Bradley  it 

infringement,  until  the  right  is  finally  Hubbard  Mfg.  Co.  v.  Charles  Parker  Co. 

detennined.    And,  upon  these  princi-  (1883),  17  Fed.  Rep.  240  ;  24  0.  G.  995; 

pies,  it  is  well  settled  that,  unless  the  N.  Y.  Grape  Sugar  Co.  v,  American 

right  is  clear  upon  the  papers  and  proofs  Grape  Sugar  Co.  (1882),  10  Fed.  Rep. 

presented,  and  upon  which  the  motion  835  ;  20  Blatch.  386  ;   Illingworth  v. 

is  founded,  in  favor  of  the  plaintiffs,  8paulding(1881),  9  Fed.  Rep.  154;  Cross 

the  injunction  will  be  withheld,  and  v.  Livermore  (1881),  21  O.  G.  139;  9 

the  rights  of  the  parties  be  left  an-  Fed.  Rep.  607 ;  Wilson  Packing  Co.  v. 

aflected  and  unchanged  until  the  case  Clapp  (1878),  18  0.  G.  868 ;  8  Bissell, 

is  matured  for  the  final  hearing,  and  154  ;  8  Bann.  k  A.  248  ;  Burleigh  Rock 

definitively  disposed  of."  Drill  Co.  r.  Lobdell  (1875),  Holmes, 

In  Isaacs  v.  Cooper  (1821),  4  Wash.  450  ;  7  0.  G.  836  ;  1  Baun.  &  A.  625  ; 

259,  Washington,  J. :  (260)  "Theprac-  Wells  v.  Gill  (1872),  2  0.  G.  590;  6 

tice  of  the  court  of  equity,  upon  motions  Fisher,  89  ;  Fales  v,  Wentworth  (1872), 

of  this  kind,  is  to  grant  an  injunction  5  Fisher,  302 ;  Holmes,  96 ;  2  0.  G. 

upon  the  filing  of  the  bill,  and  before  a  58  ;  Jones  v.   Hodges  (1871),  Holmes, 

trial  at  law,  if  the  bill  state  a  clear  87 ;  American  Nicholson  Pavement  Co. 

right,  and  verify  the  same  by  affidavit,  v.  City  of  Elizabeth  (1870),  4  Fisher, 

If  the  bill  states  an  exclusive  posses-  189 ;  Muscan  Hair  Mfg.  Co.  v.  Ameri- 

sion  of  the  invention  or  discovery,  for  can  Hair  Mfg.  Co.  (1858),  1  Fisher, 

which  the  plaintiff  has  obtained  a  pat-  820  ;  4  Blatch.  174  ;  Winans  v.  Eaton 

ent,  an  injunction  is  granted,  although  (1854),  1  Fisher,  181 ;  Goodyear  v.  Rail- 

the  court  may  feel  doubts  as  to  the  road  (1858),  1  Fisher,  626 ;  Parker  v. 
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tiny  of  the  present  judge  may  detect  infirmities  in  the  patent 
hitherto  not  noticed  or  not  fully  appreciated,  or  may  perceive 
substantial  differences  between  the  defendant's  device  and  the 
patented  invention  which  have  previously  escaped  attentioa. 
In  such  a  case  he  may  decline  to  interfere,  though  prior 
judges  have  sustained  the  patent  and  determined  the  issue  of 
infringement  against  the  defendant.  Where  the  construction 
of  the  patent  is  not  inflexible,  or  where  the  monopoly  is  not 
invaded  unless  the  interpretation  claimed  by  the  plaintiff  is 
correct,  and  this  interpretation  can  be  questioned;*''  where 
the  defendant  offers  counter-judgments  in  his  favor,  of  sufB- 
cient  number  and  authority  to  show  that  serious  differences 
of  opinion  may  exist  on  the  same  facts  now  submitted  to  the 
court;'  where  the  respective  assertions  and  denials  of  the 
parties  disclose  equities  which  cannot  be  examined  and  de- 
cided on  a  motion  for  an  injunction,  or  terminate  in  issues 
of  fact  whicli  the  proof  admissible  on  such  a  motion  cannot 
properly  elucidate ;  ^  where  the  patent  is  recent  and  no  ade- 

Sean  (1850),  1  Fisher,  98 ;  Brooks  v.  St.   k  Newtown  R.  R.  Co.  (1872),  fl 

BickneU  (1845),  4  McLean,  70.  Fisher,  586 ;  10  Blatoh.  89. 

That  an  iiyunction  wiU  be  refused         That  a  oonstmction  by  aoquiesoenco 

where  the  question  is  one  of  fact  only,  cannot  be  established  in  a  single  year, 

and  the  affidavits  are  of  equal  weight,  and  an  iignnction  based  on  such  oon* 

see  Beane  v.  Orr  (1875),  9  0.  G.  255 ;  struction  is  not  warrantable^  see  Johns- 

8  Bann.  4b  A.  176.  ton  Ruffler  Co.  v,  Avery  Mach.  Go. 

That  where  validity  is  doubtful  an  (1886),  28  Fed.  Rep.  198  ;  86  0.  O. 

iigunction  will  be  denied,  see  Fraim  v.  1048. 

Sharon  YaUey  Malleable  k  Gray  Iron  *  That  where  the  novelty  was  de- 
Co.  (1886),  27  Fed.  Rep.  457.  nied,  and  the  patent  had  been  sustained 

That  where  the  validity  of  the  pat^  in  only  one  case  out  of  three,  an  iiyunc- 
ent  is  doubtful,  and  especiaUy  where  it  tion  was  refused  and  an  account  and 
rests  on  the  plaintiff's  evidence  and  monthly  report  ordered,  see  AUen  v. 
none  is  offered  in  opposition,  an  ii^june-  Sprague  (1850),  1  Blatch.  567. 
tion  will  be  refhsed,  see  Sullivan  v.  Red-  «  In  Potter «.  Whitney  (1866),  8  Fish- 
field  (1825),  1  Paine,  441 ;  1  Robb,  477.  er,  77,  Lowell,  J.:  (78)  "The  principles 

*  That  no  ii\junction  will  be  granted  which  govern  courts  in  granting  or  rs- 
when  the  novelty  of  the  plaintiff's  in-  fusing  preliminary  iigunctions  in  patent 
veution  is  doubtful,  where  his  patent  is  cases  are  well  established.  As  a  general 
not  sustained  by  a  judgment  or  acquies-  rule,  if  the  plaintiff  baa  made  oat  a 
cence  in  the  plaintiff's  construction  of  clear  title  and  the  question  of  infringe- 
bis  claim,  and  there  is  no  infringement  ment  preeents  no  difficulty,  an  injuno- 
unless  the  plaintiff's  construction  of  his  tion  will  be  granted.  The  hearing  is 
claim  is  correct,  see  Mowiy  v.  Grand  had  upon  ex  patU  affidavits,  and  if 

§1199 
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quate  opportunity  has  been  afforded  for  such  an  investigation 
of  the  patentability  of  the  invention  as  renders  the  judgments 
sustaining  it  reliable;^  where  a  re-issue  has  apparently  at- 
tempted to  extend  the  scope  of  the  original,  or  the  original 
has  been  judicially  construed  to  be  exclusive  of  the  invention 
practised  by  the  defendant,®  —  any  of  these  conditions  war- 

the  qneBtions  to  be  decided  are  diffionlt  alter  a  trial  at  law,  aee  Sullivan  v.  Red* 

and  complicated,  eapeciaUy  if  they  in-  field  (1825)»  1  Paine,  441 ;  1  Robb^  477. 

Tolye  disputed  facts  which  have  never  That  when  the  patent  has  been  is* 

been  passed  upon  by  a  court  or  jury,  sued  only  two  months  and  no  judgment 

then,  although  the  court  may  be  in-  or  acquiescence  sustains  it,  no  iigunc- 

dined   to   think  the  complainant   is  tion  will   be   granted,  see    Brown  v. 

right,  yet  it  wiU  not  interfere  at  this  Hinkley  (1878),  8  0.  G.  884  ;  6  Fisher, 

stage  of  the  cause  whether  the  questions  870. 

relate  to  title  or  to  infringement.    And  That  where  the  patent  is  doubtful* 

even  when  the  title  \b  clear,  yet  if  there  the  plaintiff  sells  licenses,  and  the  de* 

•re  peculiar  circumstances  which  show  fendant  is  responsible,   no  ipjunctioa 

that  the  defendant's  interests  would  be  will  inne,  see  National  Hat  Pouncing 

Tery  ipjurioualy  affected  by  an  injnnc-  Mach.  Co.  v.  Hedden  (1886),  29  Fed. 

tion,  while  those  of  the  plaintiff  would  Bep.  147  ;  88  O.  O.  1129. 

not  be  so  affected  by  refusing  it,  it  may  That  no  injunction  will  be  granted 

be  refused."    1  Lowell,  87  (88).  where  the  plaintiff  is  guilty  of  laches 

That  if  the  plaintiff  claims  only  an  and  the  defendant  is  responsible,   or 

equitable  title,  and  that  is  being  con-  where  novelty  is  denied  and  judgments 

tested  in  the  local  courts,  no  injunction  against  the  patent  are  produced,  though 

will  issue,  see  Continental  Store  Service  new  trials  have  been  granted  on  points 

Co.  V.  New  York  Store  Senrioe  Co.  not  affecting  validity,  see  Keyes  v.  Pne- 

(1885),  81  O.  G.  1561.  bio  Smelting  &  Refining  Co.  (1887),  81 

That  an  iigunotion  will  be  denied  if  Fed.  Bep.  560. 

there  is  a  substantial  controversy  as  to  That  an  iigunction  will  not  issue 

the  equities  of  the  parties,  and  the  mo-  where  the  patent  is  recent,  the  specifi- 

tion  does  not  permit  an  inquiry  into  cation  obscure,  and  the  proof  of  infringe* 

such  equities,  see  Smith  v.  Cummingp  ment  meagre,  see  Muscan  Hair  Mfg. 

(1852),  1  Fisher,  152.  Co.  v.  American  Hair  Mfg.  Co.  (1858), 

That  no  injunction  wiU  be  granted  1  Fisher,  820 ;  4  Blatch.  174. 

after  the  patent  has  expired  where  the  *  That  an  injunction  on  a  re-issue 

defendant  has  both  a  legal  and  an  eqni-  will  be  denied  where  its  Claims  are  evi- 

table  defence,  but  the  end  of  the  suit  at  dently  broader  than  those  of  the  origi* 

law  will  be  awaited,  see  Concord  V.  Nor-  nal,  see  Brewster  v.  Parry  (1882),  14 

ton  (1888),  16  Fed.  Rep.  477.  Fed.  Rep.  694. 

*  That  an  iigunction  will  be  refused  That  no  injunc^on  will  be  granted 

if  the  patent  is  openly  defective^  see  on  a  re-issue  where  the  re-issue  was  de* 

Isaacs  V.  Cooper  (1821),  4  Wash.  259 ;  layed  ten  years,  and  its  validity  is  dis* 

1  Robb,  382.  puted,  and  there  has  been  no  decision 

That  no  iigunction  will  issue  if  the  in  its  favor,  no  royalties  or  license-fees 

patent  is  recent  and  disputed,  nntil  paid  to  the  patentee,  and  no  general 

§1199 
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rants  the  court  in  overruling  the  presumption  which  the 
plaintiff's  evidence  may  have  created  in  his  favor,  and  in 
refusing  to  allow  a  temporary  injunction. 

§1200.    Preliminary  Injonctlozi:   Oronnds  of  its  Refaaal:    DSa- 
aatrons  ConBeqaenoes  if  Qranted. 

Reasons  for  withholding  an  injunction  may  also  be  found 
in  its  probable  effect,  if  granted,  either  upon  the  interests 
of  the  plaintiff,  or  those  of  the  defendant  or  the  public.^ 
Where  an  injunction  would  be  useless  to  the  plaintiff  on 
account  of  the  existence  of  another  order  of  the  same  char- 
acter or  because  no  injury  will  result  to  him  from  its  denial, 

acquiescence  by  the  public,  aud  the  de-  issue  is  doubtful,  no  injunction  will  be 
fendant  is  not  alleged  to  be  irresponsi-  granted,  see  Amheim  v.  Fioster  (1885), 
ble,  see  Tillinghast  v.  Hicks  (1882),  13  24  Fed.  Rep.  276 ;  82  O.  G.  256. 
Fed.  Kep.  388  ;  23  0.  G.  739.  {  1200.  i  That  an  ii^unction  wiU 
That  an  injunction  on  a  re-issue  wUl  issue  where  woi-se  mischief  would  ensue 
be  refused  where  it  is  doubtful  whether  from  denying  than  from  granting  it, 
the  re-issue  is  broader  than  the  original,  see  Hat  Sweat  Mfg.  Co.  v.  Davis  Sew- 
on  til  that  question  is  settled,  see  Steam  ing  Mach.  Go.  (1887),  41  0.  G.  1273; 
Gauge  &  Lantern  Co.  v.  Miller  (1882),  82  Fed.  Rep.  401 ;  Covert  v.  Curtis 
11  Fed.  Rep.  718.  (1885).  25  Fed.  Rep.  48;  Irwin  v.  Dane 

That  no  injunction  wiU  be  granted  (1871),  4  Fisher,  359  ;  2  Bissell,  442. 
on  a  re-issue  to  prevent  the  infringe-         That  the  standing  of  the  plaintiflb 

ment  of  inventions  previously  disclaim-  in  their  trade  is  matter  of  importanoe 

ed,  see  Leggett  v.  Avery  (1879),  101  and  may  be  considered  as  a  reason  for 

U.  S.  256  ;  17  0.  G.  445.  an  injunction,  see  Irwin  v.  Dane  (1871), 

That  an  injunction  will  be  granted  4  Fisher,  859 ;  2  Bissell,  442. 
when  the  valid  Claims  of  a  re-issue  are  That  on  a  motion  for  an  injunction 
infringed,  see  Starrett  v.  Athol  Mach.  it  is  a  material  question  whether  the 
Co.  (1883),  14  Fed«  Rep.  910;  23  0.  defendant  makes  and  sells  or  only  uses 
O.  1729.  '  the  phdntirs  invention,  the  former  be- 
That  an  injunction  will  be  granted  ing  an  increasing  wrong,  see  Morris  ©. 
though  the  Claims  of  the  re-issue  are  LoweU  Mfg.  Co.  (1866),  8  Fisher,  67. 
expanded,  see  Lorillard  v.  McDoweU  That  an  iQJuncdon  will  issue  more 
(1877),  13  Phila.  461;  2  Bann.  &  A.  easily  against  a  men  seller  than  a 
531 ;  11  0.  G.  640.  maker,  see  Covert  v.  Curtis  (1885),  25 

That  an   injunction  wUl    issue   on  Fed.  Rep.  43. 
Claims  reproduced  from  the  original  pat-         That  an  ixg  unction  ought  to  be  re- 

ent,  though  other  Claims  of  the  re-issue  fused  against  the  mere  user,  not  being 

are  invalid,  see  Duff  v.  Calkins  (1883),  the  maker  or  seller  of  the  invention,  if 

25  0.  G.  601 ;  Starrett  v,  Athol  Mach.  the  case  is  doubtful  or  the  balance  of 

Co.  (1883),  14  Fed.  Rep.  910  ;  23  0.  G.  inconvenience  is  on  the  side  of  the  de- 

1729.  fendant,  see  Howe  ».  Newton  (1865),  2 

That  where  the  validity  of  the  re-  Fisher,  69h 
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or  where  it  is  apparent  that,  if  now  allowed,  it  must  on 
final  hearing  be  dissolved,  the  court  will  reject  the  applica* 
tion.^  Where  the  injury  to  the  defendant  would  be  out  of 
all  proportion  to  the  benefit  accruing  to  the  plaintiff,  or  . 
where  the  invention  is  a  part  only  of  some  wider  process 
or  device  whose  use  is  essential  to  the  business  of  the  de- 
fendant and  whose  abandonment  must  prove  the  ruin  of  his 
enterprise,  the  court  may,  if  he  is  responsible  or  tenders  com- 
pensation to  the  plaintiff,  refuse  to  interrupt  his  operations 
until  the  necessity  therefor  is  made  apparent  on  the  final 
hearing.'     If  the  cessation  of  the  alleged  infringing  acts 

*  That  an  ipjunction  wiU  not  be  That  no  ipj  auction  will  be  issued 
granted  while  another  to  the  same  ef-  where  it  would  work  great  hardship  and 
feet  is  already  in  force  in  a  different  other  remedies  are  equally  available,  see 
suit,  see  Gold  &  Stock  Telegraph  Co.  v.  Swift  v.  Jenks  (1884),  19  Fed.  Rep. 
Pearce  (1884),  19  Fed.  Rep.  419;  22  641 ;  27  O.  6.  616;  Ouidet  v.  Palmer 
BUtch.  69.  (1872),  6  Fisher,  82  ;  10  Blatch.  217. 

That  no  preliminary  injunction  will  That  no  injunction  will  be  granted 

issue  to  compel  an  act,  when  on  final  where  the  plaintiff  and  defendant  are 

hearing  the  duty  to  perform  it  may  be  rival  manufacturers,   and    the    patent 

doubtful,  see  Westinghouse  Air  Brake  covers  only  part  of  a  laiger  machine 

Co.  V.  Carpenter  (1887),  82  Fed.  Rep.  which  cannot  be  dispensed  with  except 

484 ;  International  Tooth  Crown  Co.  v.  at  great  loss,  a  royalty  being  tendered. 

Mills  Co.   (1884),  22  Fed.  Bep.   659  ;  see  Hoe  o.  Boston  Daily  Advertiser  Co. 

80  O.  G.  662 ;  Parkhuret  v.  Kinsman  (1883),  14  Fed.  Rep.  914 ;  28  O.  G. 

(1847),  2  Halst.  Ch.  (N.  J.)  600.  1124. 

*  That  an  injunction  will  be  refused  That  where  a  defendant  has  acted 
where  it  will  do  the  plaintiff  little  good  in  good  faith  and  would  be  seriously  in* 
and  the  defendant  much  harm,  see  jured,  and  the  plaintiff  has  an  estab- 
Hockholzer  v.  Eager  (1873),  2  Sawyer,  lished  license-fee,  no  ipjunction  will 
861.  issue  unless  in  a  very  clear  case,  or 

That  an  injunction  will  be  refused  where  the  patent  has  been  sustained  by 

where  its  allowance  would  injure  the  de-  judgments,  see  Batten  v,  Silliman  (1855), 

feudant  more  thaiv  it  would  benefit  the  8  WalL  Jr.  124. 
plaintiff,  see  McCrary  v,  Pennsylvania         That  an  injunction  will  be  granted 

Canal  Co.   (1880),  5  Fed.  Rep.  867 ;  though  it  li^'ures  the  defendant,  espe- 

Potter  V.  Whitney  (1866),  8  Fisher,  77;  cially  where  he  was  not  ignorant  of 

1  Lowell,   87;  Morris  v.   Lowell  Mfg.  the  plaintiff's  invention,  see  Hus.sey  r. 

Co.   (1866),   8  Fisher,   67;  North  v.  Whitely  (1860),  2  Fisher,  120 ;  1  Bond, 

Kershaw  (1857),  4  Blatch.  70 ;  Day  v,  407. 
Candee  (1858),  8  Fisher,  9.  That  if  the  defendant  erects  works  to 

That  an  injunction  will  be  refused  carry  on  the  business  after  notice  that 

where  it  would  do  great  ii^'ury  to  the  he  infringes,  he  has  no  claim  to  consid- 

defendants,   see    Furbush  v.   Bradford  eration  in  equity,  see  Westinghouse  Air 

(1858),  1  Fisher,  817  ;  Barnard  v.  Gib-  Brake  Ca  v.  Carpenter  (1887),  82  Fed. 

mm  (1849),  7  Howaidy  650.  Bep.  545. 
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would  prove  injurious  to  the  public,  whose  safety  or  con- 
renience  depend  upon  the  use  of  the  invention  by  the  defend- 
ant, this  likewise  constitutes  a  sufficient  reason  for  the  denial 
of  the  application.^ 

§  1201.  Preliminary  Injunction :  Granted  without  Reserve  if  the 

Plaintiff  is  Entitled  to  it. 

Where,  however,  the  validity  of  the  patent,  the  title  of  the 
plaintiff  and  the  intention  of  the  defendant  to  infringe  are 
fully  proved,  and  neither  the  foregoing  nor  other  circum- 
stances render  the  grant  of  an  injunction  inequitable,  the 
court  will  issue  it  without  reluctance  or  evasion.^    Though  it 

*  That  an  injunction  will   not  be  remedy  by  injunction  would  be  a  yeiy 

granted  where  the  device  is  needed  for  inadequate  one.     When  the  rights  of  a 

public  nae  and  the  plaintiff  can  be  oth-  party  under  a  patent  have  been  clearly 

erwise  protected,  see  Bliss  v.  City  of  and  distinctly  established,  and  an  in- 

Brooklyn   (1871),   4  Fisher,   696;   8  fringement  of  such  rights  is  threatened, 

Blatch.  588.  or  when  they  have  been  infringed,  and 

That  an  iz^unction  wiU  not  be  grant-  the  party  has  good  reason  to  believa 

ed  where  it  would  occasion  great  public  they  will  continue  to  be  infringed,  an 

injury,   unless   in  a  case   of  absolute  injunction  will  issue.     It  issues  for  the 

right,  see  Blake  v.  Greenwood  Cemetery  reason  that  there  is  good  ground  to  be> 

(1877),  18  0.  G.  1046;  14  Blatch.  843 ;  lieve  that  in  future  they  will  be  in- 

8  Bann.  &  A.  112.  fringed.    And  when  a  trial  at  law  has 

That  an  injunction  will  be  denied  been  had,  resulting  in  a  verdict  in  favor 

where  it  would  injure  the  public  and  of  the  patentee,  in  which  the  right  to 

not  benefit  the  plaintiff;  see  Ballard  v.  the  improvement  patented    has    been 

aty  of  Pittsburgh  (1882),  12  Fed.  Bep.  fully  established  to  the  satisfaction  of 

788.  the  court,  and  the  infringement  of  right 

That  where  the  injunction  would  nuide  clear,  such  trial,  resulting  in  such 
merely  prevent  the  defendant  from  pur-  a  verdict,  is  sufficient,  without  any  other 
chasing  and  using  any  fresh  infringing  proof,  to  authorize  the  court  to  grant  an 
articles  it  will  not  be  withheld  on  the  injunction  to  prevent  any  future  viola- 
ground  that  the  public  will  be  incon-  tion  of  right  Such  trial,  with  such  a 
venienced,  see  Goodyear  v.  Railroad  result,  affords  sufficient  proof  that  in 
(1858),  1  Fisher,  626.  future  there  wiU  be  an  infringement 

§  1201.  1  In  Poppenhusen  v.  N.  Y.  unless  such  infringement  is  restrained 

Gutta  PerchaComb  Co.  (1858),  2  Fisher,  by  injunction."    4  BUtch.  184  (187). 
74,  Ingersoll,  J.:  (76)  "  The  writ  prayed         Further,  that  where  the  validity  of 

for  is  to  act  as  a  remedy  against  a  threat-  the  patent  is  established,  and  the  in- 

ened  wrong,  by  preventing  the  oommis-  fringement  by  the  defendant  is  dear,  an 

sion  of  such  wrong.    And  it  is  not  ne-  injunction  will  be  granted,  see  Foster  «. 

oessary,  before  a  writ  to  prevent  a  wrong  Grossin    (1885),    28  Fed.   Rep.    400; 

issue,  that  the  wrong  should  have  actn*  Odorless    Excavating    Co.  v,  Lauman 

ally  been  committed.    If  it  were,  the  (1882),  12  Fed.  Bep.  788 ;  Mc Williams 
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maj  work  hardship  to  the  defendant  or  to  other  parties,  and 
though  the  defendant  offers  such  security  against  future 
losses  as  the  plaintiff  may  require,  the  infringement  will  not 
be  permitted  to  continue  to  the  manifest  and  injurious  viola- 
tion of  the  patent^    Nor  can  the  defendant  claim  immunity 

Mfg.  Co.  V.  Blandell  (1882),  22  0.  G.  87 ;  Goodyear  v.  Hills  (1866),  3  FUher, 

177;    11   Fed.  Bep.   419;    White  v.  134;  Monis  v.  LoweU  Mfg.  (1866),  3 

Heath  (1882),  22  0.  G.  500  ;  10  Fed.  Fisher,  67  ;  Doughty  v.  West  (1866),  2 

Eep.  891 ;  New  York  Grape  Sugar  Co.  Fisher,  558  ;  Potter  v.  MuUer  (1864),  2 

9,  American  Giape  Sugar  Co.  (1882),  10  Fisher,  465  ;  Hnssey  v,  Whitely  (1860), 

Fed.  Bep.  885  ;  20  Blatch.  886  ;  Steam  2  Fisher,  120  ;  1  Bond,  407  ;  North  v. 

Gauge  &  Lantern  Co.  v.  Miller  (1881),  Kershaw  (1857),  4  Blatch.  70  ;  Sickels 

8  Fed.  Bep.  814 ;  20  0.  G.  880  ;  Cross  v.  Mitchell  (1867),  8  Blatch.  648;  Day 

V.  LiTermore  (1881),  21  0.  G.  189 ;  9  v.   N.   £.   Car   Spring  Co.    (1854),   3 

Fed.  Bep.  607  ;  Weeks  v.  Buffalo  Scale  Blatch.  154 ;  Goodyear  v.  Day  (1852), 

Co.  (1880),  11  Fed.  Bep.  901 ;  Eirby  2  Wall.    Jr.    283  ;    Tracy    v.    Torrey 

Bang   Mfg.   Co.  v.  White  (1880),  17  (1851),  2  Blatch.  275;  Gibson  v.  Van 

0.  G.  974 ;  1  Fed.  Rep.  604 ;  1  Mc  Dresar  (1850),  1  Blatch.  582 ;  Motte  «. 

Ciaiy,  155 ;  5  Bann.  &  A.  263 ;  Amer*  Bennett  (1849),  9  Fisher,  642  :  Ogle  v. 

ican  Middlings  Purifier  Co.  v.  Christian  Ege  (1826),  4  Wash.  584  ;  1  Robb,  516  ; 

(1877),  4  DUlon,  448 ;  8  Bann.  &  A.  Isaacs  v.  Cooper  (1821),  4  Wash.  959  ; 

42  ;  American  Shoe  Tip  Co.  v.  National  1  Bobb»  332. 

Shoe  Toe  Protector  Co.  (1877).  11  0.  G.  That  whenever  the  plaintiff  is  found 

740  ;  2  Bann.  k  A.  651 ;  Weston  v.  to  be  legally  entitled  to  an  iiiijanction  it 

White  (1876),  18  Blatch.  447  ;  2  Bann.  is  the  duty  of  the  court  to  grant  it  with- 

it  A.  364  ;  Brown  v.  Hinkley  (1878),  3  out  evasion,  see  Blanchard  v.   Beeves 

O.   G.   384 ;  6  Fisher,   870 ;  Chase  «.  (1850),  1  Fisher,  103. 

Wesson  (1873),  6  Fisher,  517  ;  4  0.  G.  That  the  court  has  no  discretion  to 

476 ;  Holmes,  274 ;  Bobertson  v.  Hill  refuse  an  injunction  where  the  patent 

(1873),  6  Fisher,  465;  4  0.  G.  132;  has  been  established  by  a  judgment  and 

Wells  V.  Gill  (1872),  2  0.  G.  690 ;  6  the  infringement  is  clear,  see  Green  v. 

Fisher,  89  ;  MUlerv.  Androscoggin  Pulp  French  (1879),  16  0.  G.  215 ;  4  Bann. 

Co.  (1872),  1  0.  G.  409  ;  5  Fisher,  340 ;  &  A.  169. 

Holmes,  142 ;  Mowry  o.  Grand  St.  lb  'In  Morris    v.  Lowell    Mfg.     Co. 

Kewtown  B.  R.  Co.  (1872),  5  Fisher,  (1866),  3  Fisher,  67,  LoweU,  J.:  (69) 

686 ;  10  Blatch.  89  ;  McComb  o.  Ernest  '*  In  granting  or  refusing  a  preliminary 

(1871),  1  Woods,  195  ;  Thayer  v.  Wales  iigunction,  the  court  wiU  carefully  con* 

(1871),  6  Fisher,  180 ;  9  Blatch.  170 ;  aider  the  situation  of  the  parties.    Its 

American  Nicholson  Pavement  Co.  v.  important  office  is  to  preserve  the  rights 

City  of  Elizabeth  (1870),  4  Fisher,  189 ;  of  the  patentee  pending  the  litigation  of 

Shelly  V.   Brannan  (1870),   4  Fisher,  his  title.     If  the  title  has  already  been 

198 ;  2  Bissell,  816 ;  Conover  v.  Mers  fully    established,  or  is  otherwise  so 

(1868),  3  Fisher,  386  ;  Goodyear  9.  Bust  dear  that  no  reasonable  doubt  of  its 

(1868),  8  Fisher,  456 ;  6  Blatch.  229  ;  validity   remains,   a    court    of  equity 

Hodge    V.   Hudson   River  R.  B.  Co.  would,  in  many  cases,  grant  such  an 

(1868),  6  Blatch.  165 ;  Potter  v.  Whit-  injunction  as  it  would  a  final  ixgunc* 

lay  (1866),  3  Fiaheri  77  S  1  Lowell,  tion  notwithstanding  the  injury  which 
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on  the  ground  that  the  plaintiff  infringes  other  patents,  nor 
that  other  persons  are  engaged  with  him  in  the  infringement 
of  the  plaintiff's  patent,  nor  that  he  is  under  obligations  to 
others  which  the  injunction  will  compel  him  to  disregard,  nor 
that  he  owns  the  articles  whose  use  or  sale  is  held  to  be  for- 
bidden by  the  patent.^    These  circumstances,  indeed,  like  the 

might  result  to  the  defendant.  Bat  That  an  injunction  will  issne  where 
where  there  is  no  danger  of  loss  to  the  the  plaintiflTs  loss  by  its  refusal  would 
plaintiff,  and  great  loss  will  result  to  far  exceed  the  injury  to  the  defendant 
the  defendant,  the  case  must  be  sub-  by  granting  it,  if  the  infringement  is 
stantially  free  from  doubt  to  require  not  disputed  and  acquiescence  is  proved, 
such  action."  see  Hat-Sweat  Mfg.  Co.  o.  Davis  Sew- 
That  an  ii^'unction  will  issue  though  IngMach.  Co.  (1887),  41  0.  G.  1273; 
the  injury  to  the  defendant  may  be  82  Fed.  Rep.  401. 
great,  if  the  right  of  the  plaintiff  and  That  when  the  patent  is  valid  and 
the  infringement  are  clear,  see  Hodge  v.  the  Infringement  clear  an  injunction 
Hudson  River  R.  R.  Co.  (1868),  6  will  be  granted  though  bonds  be  offered, 
Blatch.  165.  see  Mc Williams  Mfg.  Co.  v,  Blundell 

That  where  the  injury  to  the  plain-  (1882),  22  0.  G.  177  ;  11  Fed.  Rep.  419 ; 

tiff  from  refusing  an  injunction  would  Tracy  v.  Torrey  (1851),  2  Blatch.  275. 

be  great,  it  may  be  granted,  see  Covert  *  That  an  ii^unction  will  not  be  re- 

V.  Curtis  (1885),  25  Fed.  Rep.  48.  fused  on  the  ground  that  the  plaintiff  is 

That  an  ixgnnction  will  issue  where  violating  some  other  patent,  see  Toung 

the  plaintiff's  right  is  clear,  though  it  v.  Lippman  (1872),  5  Fisher,  230;  2 

works  hardship  to' the  defendant  and  a  0.  G.  249  ;  9  Blatch.  277. 

conditional  injunction  would  protect  the  That  an  injunction  will  not  be  with^ 

plaintiff,  see  Ely  v,  Monaon  &  Brimfield  held  in  order  to  allow  the  defendant  to 

Mfg.  Co.  (1860),  4  Fisher,  64.  fulfil  a  contract,  since  the  contract  is, 

That  if  the  plaintiff's  right  is  clear  in  effect,  only  the  apportioning  of  a  11- 

an  injunction  works  no  real  hardship  to  cense,  which  is  not  allowed,  see  ConsoU 

the  defendant,  see  Potter  v.  Schenck  idated  Fruit  Jar  Co.  v.  Whitney  (1874), 

(1866),  8  Fisher,  82  ;  1  Bissell,  515.  10  Phila.  268 ;  1  Bann.  &  A.  856. 

That  an  injunction  will  be  granted  That  when  the  defendant  is  a  lioen* 

though  it  may  cause  injury  to  third  par-  see,  and  is  notified  that  the  license  was 

ties,  see  Rumford  Chemical  Works  v.  obtained  by  fraud,  and  asks  the  court  to 

Vice  (1877),  11  0.  G.  600  ;  14  Blatch.  allow  him  to  finish  a  contract,  he  must 

179  ;  2  Bann.  &  A.  584.  show  that  the  contract  was  made  before 

That  when  the  case  is  clear  and  the  such  notice  was  given,  or  an  injunction 

infringement  proved  the  injunction  will  will  issue,  see  Consolidated  Fruit  Jar 

be  granted  without  regard  to  private  or  Co.  v.  Whitney  (1874),  10  Phila.  268  ; 

public  convenience,  see  Sickels  v.  Tiles-  I  Bann.  &  A.  856. 

ton  (1857),  4  Blatch.  109.  That  an  injunction  is  not  refused  on 

That  where  the  right  is  clear  an  in-  the  ground  that  the  defendant  owns  the 

junction  must  issue    whatever  injury  infringing  articles,   see  Porter  Needle 

may  result,  see  Morris  v.  Lowell  Mfg.  Co.  v.  National  Needle  Co.  (1888),  17 

Co.  (1866),  3  Fisher,  67  ;  Potter  v.  Ful-  Fed.  Rep.  536. 

Icr  (1862),  2  Fisher,  251.  That  an  injunotioa  will   be  more 
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preceding,  may  avail  him  where  the  principal  questions  are  in 
doubt,  or  where  the  court,  though  disposed  to  allow  the  tem- 
porary injunction  on  the  plaintiff's  evidence,  foresees  that 
different  conclusions  may  be  reached  upon  the  final  hearing  ; 
but  where  the  plaintiff's  case  is  clear,  and  his  injury  is  im- 
minent, the  court  will  never  hesitate  to  grant  the  desired 
relief.* 

§  1202.    Preliminary  Injwiotion  :   Bond  and  Aooowit  Ordered  in 
Lien  thereof. 

Similar  circumstances  to  those  which  lead  the  court  to 
deny  an  injunction  may  induce  it  to  modify  the  order,  and 
require  a  bond  and  a  continuing  account  from  the  defendant.^ 

readily  granted  against  a  merchant  who  shown,  an  injunction  may  be  refused 

merely  sells  the  invention,  than  against  and  a  bond  ordered  with  an  account  to 

a  manufacturer  who  makes  it,  see  Go-  be'  taken  at  frequent  periods,  see  New 

yert  v.  Curtis  (1885),  25  Fed.  Bep.  48.  York  Belting  &  Packing  Co.  v.  Ma- 

«  That  an  injunction  will   not  be  gowan  (1884),  38  Fed.  Rep.  596. 

granted  where  final  relief  would  on  the  That  a  bond  will  be  ordered  instead 

same  proofs  be  denied,  see  International  of  an  iigunction  when  the  validity  of 

Tooth  Crown  Co.  v.  Mills  (1884),  22  the  patent  is  in  dispute,  and  has  never 

Fed.  Rep.  659  ;  80  0.  G.  662  ;  Park-  been  adjudged,  and  public  acquiescence 

hurst  V.  Kinsman  (1847),  2  Halst.  Ch.  is  denied  and  not  proved,  see  Morris  v. 

(N.  J.)  600.  Shelboume  (1871),  4  Fisher,  877  ;  8 

That  an  injunction  wlU  be  refused  if  Blatch.  266. 

the  patentee  has  never  used  the  inven-  That  a  bond  wUl  not  be  required  of 

tion  or  permitted  others  to  use  it,  see  a  defendant  except  in  cases  where  an 

Hoe  V.  Knapp  (1886),  27  Fed.  Rep.  204  ;  injunction  would  otherwise  issue,  see 

86  0.  G.  1244.  American  Middlings  Purifier  Co.  v.  At- 

I  1202.  1  That  a  bond  may  be  or-  lantic  Milling  Co.  (1877),  4  Dillon,  100; 

dered  instead  of   an    injunction,    see  8  Bann.  &  A.  168. 

Wetberill  v.  Passaic  Zinc  Co.  (1872),  6  That  a  patentee,  using  the  invention 

Fisher,  50  ;  2  0.  G.  471  ;  9  Phila.  885;  himself,  has  a  right  to  an  injunction, 

£ly  V.  Monson  k  Brimfield  M^.  Ca  not  merely  a  bond  and  account,  see 

(1860),  4  Fisher,  64.  Consolidated  Fruit  Jar  Co.  v.  Whitney 

That  an  injunction  wiU  be  granted  (1874),   10  Phik.  268  ;  1  Bann.  &  A. 

where  infringement  is  probable  and  the  856. 

patent  has  been  sustained  by  the  Su-  That  a  motion  to  substitute  a  bond 

preme  Court  of  the  United  States,  un-  •  for  an  injunction  in  order  that  the  de- 

less  the  defendant  gives  a  bond  and  fendant  may  fiilfil  his  contracts  will  not 

keeps  an  account,  see  American  Mid-  be  granted  unless  the  plaintiff  would 

dlings  Purifier  Co.  v.  Christian  (1877),  be  adequately  protected    thereby,  see 

4  Dillon,  448  ;  8  Bann.  &  A.  42.  Westinghouse  Air  Brake  Co.  v,  Carpen- 

That  where  the  patent  is  in  doubt,  ter  (1887),  82  Fed.  Rep.  545. 
though    the    infringement    is   clearly 
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Thus  where  the  patent  is  about  to  expire,  or  the  plaintiff  has 
been  negligent  in  the  assertion  of  his  rights,  or  the  legal 
remedy  is  adequate  and  the  defendant  responsible,  or  the 
invention  has  been  so  incorporated  into  the  defendant's  busi- 
ness that  its  extrication  is  impossible  without  causing  him 
unwarrantable  injury,  or  the  defendant  is  a  mere  vendee 
whose  manufacturer  or  vendor  has  not  been  attacked  by  the 
plaintiff,  or  facts  and  relations  between  the  parties  give  rise 
to  an  equitable  estoppel,  or  the  practical  effect  of  the  injunc- 
tion would  be  to  destroy  the  value  of  other  patents  not  in 
litigation,  or  an  account  and  bond  will  afford  temporary  pro* 
tection  to  the  plaintiff,  —  in  these  cases,  though  his  right  can- 
not be  questioned,  the  purposes  of  justice  are  accomplished 
when  the  payment  of  accruing  damages  and  profits  is  secured.^ 

s  That  an  iiganction  wfll  be  denied  Bag  Go.  «.  Nixon   (1888),  45  0.  O. 

and  a  bond  ordered  where  the  patent  1571. 

has  only  six  months  to  ran,  see  Howe  v.         That  an  account  will  be  ordered  in- 

Morton  (1860),  1  Fisher,  586.  stead  of  an  injunction  when  the  injunc* 

That  if  a  plaintiff  has  been  negligent  tion  wonld  injure  the  defendant  more 

in  enforcing  his  rights  he  is  only  enti-  than  it  would  benefit  the  plaintiff,  aee 

tied  to  compensation  and  future  protec-  McCreary  v.  Penn.  Canal  Co.  (1880),  14 

tion,  and  this  can  be  secured  by  bond  Phila.  441 ;  5  Fed.  Rep.  867. 
without   an    ix^jnnction,   see  Jones  v.         That  a  patentee  should  sue  the  in* 

Merrill  (1875),  8  O.  O.  401 ;  Goodyear  ftinging  makers  rather  than  their  yen* 

V.  Honsinger  (1867),  8  Fisher,  147  ;  2  dees^  and  when  he  attacks  the  latter 

Bissell,  1.  first,  a  bond  will  be  ordered  rather  than 

That  where  the  defendant's  device  is  an  injunction,  see  Irwin  v.  McRoberts 

essential  to  his  business,  and  is  made  (1879),  16  0.  G.  858 ;  4  Bann.  k  A. 

under  a  later  patent,  an  ii^unction  wiU  411. 

be  refused  and  a  bond  ordered,  though         That  if  the  patentee  has  never  used 

the  plaintiff's  patent  is  not  disputed,  if  his  invention  or  permitted  others  to  use 

the  defendant  has  acted  in  good  faith,  it,  a  bond  will  be  ordered  instead  of  an 

see  United  States  Annunciator  &  Bell  injunction,  see  Hoe  v.  Enapp(1886),  96 

Telegraph  Mfg.  Ca  v.  Sanderson  (1854),  0.  G.  1244  ;  27  Fed.  Rep.  204. 
8  Blatch.  184.  That  a  bond  may  be  ordered  instead 

That  an  injunction  will  be  refused  of  an  ii^unction  where  the  patentee 

and  a  bond  ordered  when  the  defendant  grants  licenses,  or  does  not  use  the  in* 

has  large  capital  invested  and  the  plain-  vention,  or  is  guUty  of  laches  misleading 

tiff  does  not  manu&cture  the  invention*  the  defendant,  see  Westinghouse  Air 

see  Dorsey  Harvester  Revolving  Bake  Brake  Co.  v.  Carpenter  (1887),  82  Fed. 

Co.  V.  Marsh  (1878),  6  Fisher,  887.  Bep.  545. 

That  a  bond  may  be  ordered  where         That  no  iigunetion  will  be  ordered 

an  injunction  would  do  the  defendant  where    the    plaintiff    grants    licenses, 

irreparable  injury,  see   Eastern  Paper  though  an  infringement  is  claimed  and 

§1302 
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A  bond,  when  substituted  in  tliis  manner  for  an  injunction, 

should  be  sufficient  in  amount  to  cover  all  probable  losses  to 

the  plaintiff,  and  the  account  must  so  describe  the  articles 
sold  or  used  by  the  defendant  that  any  person  acquainted 
with  the  business  can  fix  their  yalue  and  compute  their 
profits.^ 

the  patent  has  been  sustained  hy  the  the  other,  see  Goodyear  v.  Hills  (1866), 

courts,  but  a  bond  may  be  required,  see  8  Fisher,  134. 

McMillan  V.  Conrad  (1888),  5  McCrary,  That  an  injunction  wiU  be  denied 

140  ;  16  Fed.  Rep.  128 ;  Greenwood  v,  and  a  bond  ordered  where  the  defend- 

Bracher  (1880),  1  Fed.  Rep.  856 ;  17  ant*s  machine  embraces  improTements 

O.  G.  1151  ;  5  Bann.  k  A,  802.  which  cannot  be  used  without  the  orig- 

That  a  bond  may  be  ordered  instead  inal,  see  Howe  v.  Morton  (1860),  1  Fish- 

of  an  Injunction  where  the  defendant  is  er,  586. 

responsible  and  intends  to  contest  the  That  an  injunction  will  be  denied 
suit,  see  American  Middlings  Purifier  and  a  bond  ordered  where  the  defend- 
Co.  V.  Christian  (1877),  4  Dillon,  448 ;  ant's  machine  embraces  valuable  feat- 
8  Bann.  k  A.  42.  ures  not  coyered  by  the  plaintiff's  pat- 
That  where  priority  is  doubtful,  the  ent,  see  Stainthorp  v.  Humiston  (1862), 
plaintiff  grants  licenses,  and  the  de-  2  Fisher,  811. 

fendant  is  responsible,  a  bond  wUl  be  That  a  bond  will  be  ordered  and  an 

ordered,    see  National   Hat   Pouncing  iigunction  denied  if  the  former  answers 

Mach.  Co.  V.  Hedden  (1886),  88  0.  G.  the  purpose  as  well,  although  the  patent 

1128  ;  29  Fed.  Rep.  147.  has  been  sustained  by  repeated  judg* 

That  where  novelty  is  doubtful,  a  ments  and  the  infringement  is  clear,  see 

bond  and  account  may  be  ordered,  or  Blake  v.  Robertson  (1878),  6  Fisher, 

an  injunction  may  issue  if  the  plaintiff  509  ;  11  Blatch.  287. 

gives  bond,  see  Heysinger  v.  Dennison  That  an  injunction  will  be  refused 

Mfg.  Co.  (1882),  15  Phila.  509.  and  a  bond  ordered  where  there  has 

That  a  bond  may  be  ordered  where  a  been  no  abjudication,  and  no  evidence 

late  decision  of  the  Supreme  Court  ren-  is  offered  of  the  extent  of  public  acqui- 

ders  the  law  of  the  case  questionable,  see  escence,  and  no  claim  was  made  on  the 

Eastern  Paper  Bag  Co.  v.  Nixon  (1888),  defendant  for  three  years,  but  the  pat- 

85  Fed.  Rep.  752.  ent  is  not  denied  and  the  infringement 

That  an  injunction  will  be  refused  is  clear,  see  Sykes  v.  Manhattan  Eleva- 

and  a  bond  ordered  when  a  licensor  has  tor  &  Grain  Drying  Co.  (1869),  6  Blatch. 

sold  the  device  at  lower  rates  in  self.  496. 

defence  against  his  licensee,  who  refused  That  a  bond  will  be  ordered  rather 

to  pay  royalties  aud  also  cut  the  price,  than  an  injunction  pending  a  writ  of 

though  the  infringement  may  be  clear,  error  in  the  Supreme  Court,  see  Wells  v, 

see  Washburn  &  Moen   Mfg.   Co.   v.  Gill  (1872),  6  Fisher,  89 ;  2  0.  G.  590. 

Scntt(1884),  22  Fed.  Rep.  710.  *  That  the  bond  on  an  injunction 

That  an  injunction  will  be  refused  should  always  be  fixed  at  an  amount 

and  a  bond  ordered  when  there  are  two  sufficient  to  cover  all  possible  damages^ 

patents,  one  valid  and  the  other  donbt-  see  Brown  v.  Shannon  (1857),  20  How- 

fill,  and  an  injunction  on  the  valid  pat-  ard,  55. 

ent  would  operate  as  an  injunction  on  That  a  monthly  account  ordered  to 

VOL.  III.  —  40  §  1202 
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§  1203.    Preliminary  Izijnnotion :  Who  may  be  Bnjolned :    Pnb- 
lio  Corporations :  Private  Corporations :  Copartners. 

Any  person,  natural  or  artificial,  who  in  the  opinion  of  the 
court  may  be  about  to  perpetrate  or  participate  in  an  infring- 
ing act,  or  to  derive  a  direct  advantage  from  its  performance, 
may  be  made  defendant  in  an  application  for  an  injunction, 
and  may  be  prohibited  from  committing  or  promoting  the 
proposed  infringement.  A  municipal  corporation  may  be  en- 
joined from  practising  the  invention  through  its  agents,  or 
from  permitting  infringing  contractors  to  violate  the  patent 
for  its  benefit.^  Private  corporations  may  be  ordered  to  re- 
frain from  authorizing  or  accepting  the  results  of  an  infringe- 
ment; and  the  same  prohibition  may  be  extended  to  its 
stockholders  or  servants  if  they  infringe  jointly  or  aid  in  the 
infringement,  although  they  are  not  liable  for  damages  and 
profits.*  The  owner  of  a  patent  may  enjoin  his  former  part- 
ners after  the  dissolution  of  the  firm,  though  during  its 
continuance  their  right  to  use  the  invention  was,  by  the  part- 
nership  agreement,  made  equal  to  his  own.' 

be  filed  with  the  clerk  need  only  so  de*        That  each  stockholder  of  an  infring* 

scribe  the  articles  that  persons  in  the  ing  association  is  liable  to  be  enjoined, 

trade  can  determine  their  value  in  the  and  made  a  party  to  the  snit,  see  Tyler 

market,  and  state  the  profits,  see  Wilder  v.  Galloway  (1882),  22  0.  6. 1294 ;  18 

V.  Gayler  (1849),  1  Blatch.  511.  Fed.  Bep.  477  ;  21  Blatch.  66. 

§  1208.  1  That  a  city  may  be  en-         That  officers  of  an  inftinging  assod- 

joined,  see  Bliss  v.  City  of  Brooklyn  ation  are  not  liable  to  injunction  nn- 

(1871),  4  Fisher,  596  ;  8  Blatch.  533.  less  they  are  stockholders,  see  Tyler  •. 

That  a  city  may  be  enjoined  from  Galloway  (1882),  22  0.  O.   1294 ;  IS 

permitting  an  infringing  pavement  to  Fed.  Bep.  477  ;  21  BLitch.  66. 
be  laid  by  its  contractors,  see  Elizabeth         That  defendants  infringing  in  con- 

V.  Payement  Co.  (1877),  97  IT.  S.  126.  cert  may  be  enjoined  thoagh  they  an 

^  That  an  injunction  may  restrain  stockholders  and  servants  of  a  corpora- 
all  persons,  whether  officers  of  a  corpo-  tion,  see  Poppenhnsen  v.  Falke  (1861), 
ration  or  not,  who  are  aiding  in  pro-  2  Fisher,  181 ;  4  Blatch.  498. 
moting  the  infringing  sale  or  use,  and        *  That  a  patentee  may  ei^oin  his 
whether  they  are  liable  for  profits  or  former  partners  after  the  firm  is  dis- 
damages  or  not,  see  American  Cotton  solved,  see  Pentlarge  9.Beeston  (1877), 
Tie  Supply  Co.  v.  McCready  (1879),  17  14  Blatch.  852 ;  8  Bann.  ft  A.  142. 
0.  G.  565 ;  17  Blatck  291 ;  4  Bann.  k 
A.  588. 
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§  1204.   Preliminary  IiiJimotio& :   Who   may  be   Enjoined :    Co- 
owners:  Aaaigneea:   Lioenaeea:  Agents,  eta 

Au  injunction  maj  be  granted  at  the  instance  of  one  owner 
of  a  patent  against  an  infringing  co-owner.^  Where  the 
patentee  of  an  original  invention  and  the  inventor  of  an  im» 
provemeut  obtain  a  joint  re-issue,  covering  both  inventions^ 
each  can  restrain  the  other  from  using  the  improTed  inven* 
tion  except  for  their  joint  benefit^  The  assignee  of  an  en- 
joined infringer,  taking  his  title  with  notice  of  the  pending 
injunction,  occupies^  toward  the  plaintiff  the  same  position  as 
his  assignor,  and  is  liable  at  once  to  be  restrained,  whatever 
injury  he  may  thereby  sustain.'  Licensees  who  exceed  the 
privileges  conferred  upon  them  by  the  license,  or  who  practise 
the  invention  after  repudiating  their  contract  with  the  owner 
of  the  patent,  may  be  enjoined  from  further  wrongful  acts ;  ^ 
though  where  a  licensee  transcends  his  rights  through  acci- 
dent or  mistake,  and  upon  notice  ceases  to  infringe,  the  court 
will  ordinarily  refuse  to  issue  an  injunction.^    The  licensee 

§  1204.   ^  That   an   infriDging   co-  That  a  grantee  cannot  be  eigoined 

owner  is  liable  to  the   othev   owners  from  selling  within  Ids  territory,  on  the 

like  any  other  infringer,  see  Dnke  v.  ground  that  his  vendees  take  the  ar- 

Graham  (1884),   19   Fed.   Rep.  647 ;  tides   elsewhere,   see    Hatch   v.    HaU 

Herring  v.  Gas  Consumer's  Association  (1884),  80  0.  G.  1096 ;  22  Fed.  Rep. 

(1878),  9  Fed.  Kep.   556;  18  O.  G.  438. 

687  ;  3  McCraiy,  206  ;  3  Bann.  &  A.  *  That  a  yendee  may  nse  the  article 

253  ;  and  §§  797,  913,  and  notes,  ante,  purchased  though  it  infringes  another 

'  That  when  the  patentee  of  an  orig-  patent  of  the  vendor,  if  it  cannot  be 

inal  invention  and  the  inventor  of  an  otherwise  used,  see  Roosevelt  v.  West* 

improvement  obtain  a  re-issue,  covering  em  Electric  Co.  (1884),  28  0.  G.  812  ; 

the  two  inventions  in  their  joint  names,  20  Fed.  Rep.  724. 

each  can  enjoin  the  other  from  using  That  an  injunction  will  be  granted 

the  invention  except  for   their  joint  against  a  licensee  unless  his  acts  are  in 

benefit,  see  Dnke  v.  Graham  (1884),  19  accordance  with  his  license,  see  Brooks 

Fed.  Rep.  647.  v,  StoUey  (1845),  3  McUan,   528 ;  2 

•  That  a  new  party,  taking  under  an^  Robb,  281. 

infringer  after  injunction  with  notice,'  That  a  licensee  wiU  be  enjoined  if 

has  the  same  rights  in  reference  to  the  he  uses  the  patent  without  paying  his 

plaintiff  as  his  vendor,  and  ia  not  an  license   fees,    whether    the   license   is 

independent  infringer,  but  is  liable  at  voidable  or  not,  and  if  he  will  not  pay 

once  to  be  enjoined,  however  great  his  he  must  not  use,  see  Day  v.  Hartshorn 

loss,  and  cannot  give  a  bond  instead,  (1855),  8  Fisher,  82. 

s»»e  Parkhurst  v.   Kinsman  (1848),  2  »  That  a  licensee,  who   transcends 

Blatch.  78.  his  rights,  may  be  ex^oined  unless  he 
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of  one  joint-owner  of  a  patent  cannot  be  interfered  with  bj 
another,  unless  bis  acts  are  an  invasion  of  the  rights  of  his 
own  licensor.^  The  partner  of  a  licensee  enjoys  the  immu- 
nitj  bestowed  on  his  copartner  hy  the  license,  and  is  not 
subject  to  an  injunction  while  the  firm  fulfils  its  obligations 
to  the  licensor.^  Though  a  defendant  proclaims  himself  to 
be  the  agent  of  another,  he  will  be  treated  as  a  principal  if 
the  infringing  article  bears  his  name,  and  the  other  evidence 
points  to  him  as  the  party  primarily  responsible  for  the  in- 
fringement, and  as  such  he  will  be  enjoined.^  Actual  agents 
who  sell  infringing .  articles  on  behalf  of  their  maker  or 
owner  are  also  liable  to  an  injunction,  although  they  have 
no  interest  in  the  vended  articles  nor  in  the  proceeds  of  the 
sale.^  Whether  those  who  contribute  to  the  infringing  act  by 
furnishing  tools  and  materials  therefor,  in  the  due  course  of 
business  and  without  participation  in  the  act  or  its  direct 
results,  can  be  enjoined,  is  doubted  ;  on  principle,  their  con- 
nection with  the  infringement  appears  too  remote  to  warrant 
the  proceeding.^^ 

acted  under   a   misapprehension,  and  himself  out  as  the  agent  of  another,  see 

has  ceased  to  infringe,  see  Wilson  v.  Mc Williams    Mfg.    Co.    v.    Blundell 

Sherman  (1850),  1  Blatch.  686.  (1882),  22  0.  6.  177  ;  11  Fed.  Bep. 

That  a  licensee  to  make  a  certain  419. 
number  of  articles  will  not  be  eDJoined        *  That  a  defendant  who  sells   the 

until  the  whole  number  are  made,  see  device  for  its  owner,  and  has  no  interest 

Aspinwall  Mfg.  Co.  v.  Gill  (1887)»  82  in  it  or  in  the  sale,  may  be  enjoined,  see 

Fed.  Rep.  702.  Maltby  v.  Bobo  (1876),  14  Blatch.  58 ; 

*  That  a  licensee  under  one  co-owner  2  Bann.  &  A.  469. 

of  the  patent  will  not  be  eiiijoined  at  the  That  a  salesman  making  a  separate 
suit  of  the  other  co-owner,  see  Clum  v.  profit  may  be  ex^'oined,  though  his  em- 
Brewer  (1866),  2  Curtis,  606.  ployer  is  sued  in  another  district,  aee 
7  That  where  a  firm  being  licensee  Steiger  v.  Heidelberger  (1880),  4  Fed. 
assigned  to  one  member,  who  used  the  Rep.  466 ;  18  0.  O.  1468  :  18  Blatch. 
inrention  in  ooiyunction  with  a  new  426. 

party,  an  ix^unction  against  the  new         That  defendants  who  sell  as  agents 

party  will  be  refused,  see  fielding  v,  %( a  maker  may  be  enjoined,  and  do  not 

Turner    (1871),    4    Fisher,    446 ;    8  thereby  sustain  irreparable  injury,  see 

Blatch.  821.  Potter  v.  Fuller  (1862),  2  Fisher,  251. 

*  That  when  an  infringing  article  ^^  That  whether  a  lessor  can  be  en« 
bears  the  name  of  the  defendant,  and  joined  from  leasing  his  tools,  etc.,  to  an 
the  evidence  points  to  him  aa  the  prin-  infringing  lessee  is  doubted,  see  Starrett 
dpal  person  engaged  in  its  manu&cture,  v.  Athol  Mach.  Co.  (1888),  14  Fed. 
he  will  be  enjoined  though  he  holds  Rep.  910 ;  28  0.  G.  1729. 
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§  1205.    Preliminary  Injnnotioii :    Who  may  be  Enjoined :  Do* 
fendant  Ceasing  to  Infringe. 

No  injunction  can  be  granted  against  a  defendant  whose 
interest  in  the  infringing  enterprise  had  expired  before  the 
filing  of  the  application.^  The  presumption  of  an  intention 
to  infringe  which  arises  from  past  infringements  ceases 
when  the  defendant  is  no  longer  capable  of  violating  the 
plaintiff's  rights,  and  the  probability  of  his  regaining  his 
former  capacity  is  too  slight  to  justify  the  issue  of  a  pro- 
hibitory order.  Where  an  infringer  dies  before  or  pending 
suit,  there  is  no  presumption  that  his  personal  representatives 
purpose  to  continue  the  infringement,  and  until  they  manifest 
that  purpose  they  cannot  be  enjoined.^ 

§  1206.    Preliminary  Injnnotion :  Form  of  Applioation. 

An  application  for  a  preliminary  injunction  pending  a  suit 
in  equity  may  either  be  incorporated  into  the  original  bill  or 
constitute  a  separate  proceeding.^  An  injunction  in  aid  of  a 
suit  at  law  must  be  applied  for  in  an  independent  motion,  as 
if  it  were  the  only  equitable  remedy  required.  In  any  case, 
however,  the  application  must  clearly  state  the  plaintiff's  right, 
and  its  intended  violation  by  the  defendant,  and  pray  for  the 
immediate  interference  of  the  court.  In  describing  the  right 
of  the  plaintiff  the  application  must  set  forth  the  production 
of  the  invention  by  the  patentee  or  his  assignor,  the  issue  of 
the  patent,  and  the  title  of  the  plaintiff,  in  substantially  the 

§1205.  ^  In  Potter  9.  CroweU  0866),  filing  the  bUU  had  parted  with'  his 
8  Fisher,  112,  Withey,  J.  :  (115)  interest  in  the  infringing  device,  see 
"Where  the  ii^'ury  is  not  only  past,  Brammer  v.  Jones  (1867)>  8  Fisher, 
bat  cannot  from  the  nature  of  the  ease  840 ;  2  Bond,  100. 
be  renewed  or  continued,  no  injunction  ^  That  an  iigunction  will  not  issue 
would  be  granted;  for  the  well-recog-  against  personal  representatives  of  a 
nized  principle  should  in  such  case  pre-  deceased  infringer,  unless  they  manifest 
▼ail,  that  past  injuries  are  not  in  them-  an  intention  to  infringe,  see  Draper  v. 
selves  ground  for  injunction,  and  because  Hudson  (1873),  Holmes,  208  ;  6  Fisher, 
the  restraining  power  ofa  court  of  equity  827  ;  8  O.  G.  864. 
can  only  be  evoked,  not  to  remedy  in-  §  1206.  ^  That  pending  suit  an  in- 
juries already  done,  but  to  prevent  in-  junction  may  be  obtained  by  supple- 
jury."    1  Abbott  89  (91).  mentel  bill,  see  Allis  v,  Stowell  (1888)» 

That  an  ii^nnction  will  not  issue  23  0.  G.  1088 ;  16  Fed.  Bep.  242^ 
against  a  defendant  who,  at  the  time  of 
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same  maimer  as  in  an  original  bill  for  the  recoyery  of  dam- 
ages or  profits.  It  must  allege  tliat  the  plaintiff  has  himself 
practised  the  invention,  and  is  at  present  in  the  enjoyment  of 
his  exclusiTe  privilege  except  so  far  as  the  defendant  or  other 
infringers  are  concerned ;  and  must  set  forth  the  judgments, 
public  acquiescence,  or  equivalent  facts,  on  which  the  pre- 
sumption of  his  right  is  based.^  In  describing  the  threatened 
infringement  of  the  defendant  the  particular  acts  intended 
must  be  specified,  in  order  that  the  court  may  judge  whether 
thej  are  invasions  of  the  patent,  and  are  of  sufficient  conse- 
quence to  warrant  summary  relief.^  If  the  patent  has  ex- 
pired, it  must  be  averred  that  the  alleged  infringing  articles 
were  made  during  the  term  of  the  patent  and  in  violation  of 
its  provisions.^  It  must  also  appear  whether  the  infringement 
has  already  commenced  or  is  merely  apprehended.  The  ap- 
plication must  be  supported  by  the  oath  of  the  plaintiff,  who 
must  also  swear  that  he  or  his  assignor  is  the  original  inventor 
of  the  art  or  instrument  protected  by  the  patent.^  The  prayer 
for  an  injunction  may  be  separately  expressed,  or  may  be 
inferred  from  the  assertion  of  those  facts  which  show  that  the 
plaintiff  needs  and  has  a  right  to  such  relief.^     Where  the 

*  That  on  a  bill  or  motion  for  an  in-  ^  That  a  bill  to  eiyoin  the  oae  of  the 
junction  the  ayermcnts  must  show  device  after  the  patent  expires,  most 
former  judgments  snataining  the  patent,  aver  that  the  device  was  made  before 
or  public  acquiescence,  or  equivalent  it  expired,  see  American  Diamond  Rock 
acts,  Dee  Gutta  Percha  &  Rubber  Mfg.  Boring  Co.  v.  Rutland  Marble  Co. 
Co.  V,  Goodyear  Rubber  Co.  (1875),  8  (1880),  2  Fed.  Rep.  855 ;  18  Blatch. 
Sawyer,  542 ;  2  Bann.  &  A.  212.  147  ;  5  Bann.  &  A.  846. 

That  it  is  sufficient  in  a  bill  to  allege  *  That  the  plaintiff  seeking  an  in« 

that  the  patent  has  been  sustained  in  junction  must  swear  that  he  is  the  in- 

another  Circuit  court,  that  the  defendant  ventor,  his  oath  to  his  patent  not  being 

has  infringed  generally,  and  that  the  enou^,  see  Sullivan  v.  Redfield  (1825), 

plaintiff  has  a  patent,  with  a  profert,  see  1  Paine,  441 ;  1  Robb,  477  ;  Rogers  v. 

American  BeU  Telephone  Co.  V.  Southern  Abbott  (1825),  4  Wash.  514;  1  Robb^ 

Telephone  Co.  (1888),  84  Fed.  Rep.  808.  465. 

*  That  a  motion  for  a  preliminary  That  false  swearing  in  an  affidavit, 
injunction  diould  set  out  the  acts  con-  made  before  the  bill  is  filed  to  be  used 
stituting  the  infringement  so  that  the  on  motion  for  an  injunction,  is  peijury, 
court  may  see  whether  the  injunction  see  Baldwin  v,  Bernard  (1872),  2  0.  G. 
is  needed,  general  aUegations  not  being  820  ;  5  Fisher,  442 ;  9  Blatch.  509,  note, 
sufficient,  see  Kirby  Bung  Mfg.  Co.  v.  *  That  the  plaintiffneed  not  specially 
White  (1880),  17  0.  G.  974  ;  1  Fed.  pny  for  an  injunction  if  the  bill  shows 
Rep.  604 ;  1  McOary,  155  ;  5  Bann.  ft  a  prima  facie  case  for  one,  see  Gk>odyear 
A.  268.  V.  MuUee  (1868),  8  Fisher,  420. 
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application  is  incorporated  into  the  original  bill  the  averments 
of  the  bill  are  regarded  as  relating  to  the  application  also, 
and  therefore  should  not  be  repeated  J  But  where  the  applica- 
tion is  an  independent  proceeding  it*  must  be  complete  iu 
itself,  and  disclose  all  the  matters  upon  which  the  court 
must  pass  in  order  to  grant  or  to  deny  the  temporary  injunc- 
tion.® New  forms  of  apprehended  infringement,  discovered 
after  the  filing  of  the  application,  may  be  made  the  subject 
of  a  supplemental  bill,  and  may  be  covered  by  the  same 
injunction.® 

§  1207.    Preliminary  Injunotioxi :  Notice  to  Defendant  of  Applioa** 
tion  :  Appearance :  Answer. 

Until  the  act  of  1874  the  Federal  courts  had  no  authority 
to  grant  injunctions  without  previous  notice  to  the  defendant, 
and  a  hearing  on  the  points  at  issue  if  he  so  desired.^  In 
cases  of  great  emergency  the  court  had  power,  under  the  act 
of  1872,  to  issue  a  restraining  order  against  the  defendant, 
pending  the  application  for  a  preliminary  injunction,  which 
served  all  the  purposes  of  an  ex  parte  injunction,  but  without 
prejudice  to  the  defendant  on  the  merits  of  the  application.^ 
The  act  of  1874,  however,  has  been  interpreted  as  an  abroga- 
tion of  the  rule  requiring  notice,  and  as  therefore  conferring 
on  the  Federal  courts  the  general  authority  of  courts  of 
equity  in  reference  to  ex  parte  injunctions.^    Whether  tl^is 

^  That  where  a  bill  was  filed  one  week  them,  see  Parkhnrst  v.  Kinsman  (1848X 

before  the  application  for  an  injunction  2  Blatch.  78. 

vas  made,  the  plaintiff,  in  his  affidavit  §  1207.  ^  That  no  ixgnnction  will  be 
accompanying  such  application,  need  granted  without  notice  to  the  defend- 
not  renew  his  allegation  that  he  believed  ant  and  a  chance  to  be  heard  on  an 
the  patentee  to  be  the  first  inventor,  see  answer,  and  proof  and  affidavits  will  be 
Young  V.  Lippman  (1872),  2  O.  G.  received  on  both  sides,  see  Wilson  v. 
249  ;  5  Fisher,  230  ;  9  Blatch.  277.  Stolley  (1847),  4  McLean,  272. 

>  That  matters  not  alleged  in  the         ^  Sec.  718,  Bev.  Stat 
bill  cannot  be  urged  as  grounds  for  the        *  That  since  the  act  of  June  22, 

iig'unction,    see    International    Tooth  1874,  no  previous  notice  of  a  motion 

Crown  Ca  v.  Mills  Co.  (1884),  30  O.  G.  for  an  injunction  is  required,  and  the 

662  ;  22  Fed.  Rep.  659.  court  may  now  grant  an  immediate  re- 

*  That  where  a   supplemental   bill  straining  order  to  be  in  force  till  the 

alleges  new  transactions  of  the  defend-  motion  is  decided,   see  Yuengling  v. 

ant  the  ii^onction  may  be  extended  to  Johnson  (1877),  1   Hughes,    607;   8 

Bann.  k  A.  99. 
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departure  from  principles  so  long  established  will  be  ultimately 
sustained  is  doubtful,  —  the  evils  resulting  from  ex  parte  in- 
junctions, especiallj  in  cases  of  infringement,  being  out  of  all 
proportion  to  the  benefits  obtained  by  an  abandonment  of  the 
ancient  practice.  If  notice  is  required,  it  must  be  reasonable 
in  view  of  all  the  circumstances  of  the  parties,  but  may  be 
waived  by  the  appearance  of  the  defendant/  Wlien  he  ap- 
pears, he  may  in  his  answer  admit  the  truth  of  the  averments 
contained  in  the  application,  or  traverse  or  avoid  them,  wholly 
or  in  part.  The  answer  to  an  application  for  an  injunction  is 
subject  to  the  same  general  rules  as  an  answer  to  an  original 
bill.*  It  confesses  whatever  it  does  not  deny,  and  where  its 
denial  relates  to  any  point  involving  the  validity  of  the  patent 
it  must  set  forth  the  particular  facts  on  which  the  denial 
rests.^  If  the  defendant  does  not  f^ppear,  the  hearing  will 
proceed  ex  parte  on  the  application  and  the  evidence  presented 
by  the  plaintiff.^ 

§  1208L   Preliminary  Znjnnotion:   Qnestlona  Arising  on  the  Ap- 
plioation. 

Among  the  material  questions  arising  on  the  hearing  are : 
the  nature  of  the  invention ;  the  standing  of  the  plaintiff  in 
the  trade;  the  character  and  extent  of  the  infringement; 
whether  the  defendant  makes  and  sells  or  only  uses  the  inven- 
tion,—  the  former  being  an  increasing  wrong;  the  responsibil- 
ity of  the  defendant  for  the  damages  and  profits,  if  recovered ; 
and  the  inconvenience  to  the  respective  parties  of  denying  or 
allowing  the  injunction.^    Whether  the  plaintiff  can  enjoy  his 

*  That  an  injanction  will  issue  where  in  reply  to  a  motion  for  an  iignnctioo^ 

the  defendant  has  actual  notice  of  the  a  prior  nse  in  general  on  his  knowledge 

motion  and  appears,  though  the  serrice  and  belief,  bat  must  set  out  particulars 

of  the  subpoena  on  him  was  irregular,  of  the  information  on  which  his  allega^ 

see  Thayer  v.  Wales  (1871),  6  Fisher,  tion  rests,  see  Young «.  Uppman  (1872), 

130  ;  9  Blatch.  170.  2  0.  G.  249  ;  5  Fisher,  280 ;  9  Blatch. 

'  That  on  a  motion  to  grant  or  con-  277. 
tinue  an  injunction  an  answer  to  the        ^  That  a  motion  for  an  iigunction  is 

bill  for  ixgunctlon,  though  filed  without  an  «b  parte  proceeding,  see  Potter  v. 

a  rule,  will  be  treated  as  an  answer,  see  Whitney  (1866),  8  Fisher,  77  ;  1  Lo- 

Brooks  9.  Bicknell  (1843),  3  McLean,  well,  87. 
250  ;  2  Robb,  118.  §  1208.   ^  In  Furbush  v,   Bradford 

«  That  the  defendant  cannot  allege,  (1858),  1  Fisher,  817,  Curtis,  J.  :  (318) 
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own  invention  without  invading  other  patents,  and  whether 
his  conduct  has  misled  the  defendant  where  no  fraud  or 
estoppel  can  be  claimed,  are  immaterial.' 

§  1209.    Preliminary  Injunotion :   Hearing :   Production  of   IBvU 
denoe. 

The  evidence  on  the  hearing  is  presented  by  affidavits. 
Tliose  of  the  plaintiff  usually  accompany  the  application; 
those  of  the  defendant  follow  with  his  answer;  and  the 
plaintiff  closes  in  rebutter,  no  reply  on  behalf  of  the  defend- 
ant being  permitted.^    Each  party  is  allowed  a  reasonable 

**  In  acting  on  applications  for  tempo-  its  or  damages,  or  other  relief,  see  Col- 
rary  ixgonctions  to  restrain  the  infringe-  gate  v.  International  Ocean  Telegraph 
ment  of  letters-iiatent^  there  is  much  Co.  (1879),  17  0.  G.  194  ;  17  Blatch. 
latitude  for  discretion.  The  apj>licar-  808  ;  4  Bann.  &  A.  609  ;  American 
tion  may  be  granted  or  refused  uncon-  Cotton  Tie  Supply  Co.  v.  McCready 
ditionally,  or  terms  may  be  imposed  on  (1879),  17  0.  G.  565 ;  17  Blatch.  291  ; 
either  of  the  parties  as  conditions  for  4  Bann.  &  A.  588. 
making  or  refusing  the  orderi  and  the  That  an  injunction  will  be  granted 
state  of  litigation,  where  the  plaintiff's  though  the  plaintiff  has  misled  the  de- 
title  is  denied,  the  nature  of  the  im-  fendant,  unless  there  were  fraud  or 
proTement^  the  character  and  extent  of  estoppel,  see  Sarven  p.  Hall  (1873),  6 
the  infriDgement  complained  of,  and  the  Fisher,  495  ;  4  0.  0.  666  ;  11  Blatch. 
comparative  inconvenience  which  will  295. 

be  occasioned  to  the  respective  parties,         See  also  §  1195  and  notes,  arUe, 
by  allowing  or  denying  the   motion,         §  1209.  ^  That  on  a  motion  for  an 

must  aU  be  considered  in  determining  injunction  affidavits  may  be  read  on 

whether  it  should  be  allowed  or  refused,  both  sides  as  to  the  matters  in  con- 

and  if  at  all,  whether  absolutely  or  troversy  in  the  bill,  see  Brooks  v.  Bick- 

npon  some  and  what  conditions."  neU  (1843),  3  McLean,  250;  2  Robb^ 

See  also  §  1200,  note  1,  and  {  1202  118. 
and  notes,  ante.  That  on  a  motion  for  an  injunction, 

'  That  on  a  motion  for  an  injunction  if  the  defendant's  facts  as  set  up  are  in- 

the  fact  that  the  plaintiff  cannot  use  sufficient,  it  is  immaterial  whether  their 

his  invention  without  Infringing  a  prior  statement  is  called  and  received  as  an 

patent  is  immaterial,  the  two  questions  affidavit  or  an  answer,  see  Goodyear  v, 

being   wholly  distinct,  see  Toung  o.  MuUee  (1868),  8  Fisher,  420. 
Lippman  (1872),  2  0.  G.  249  ;  5  Fidier,         That  the  practice  of  treating  an  an- 

280  ;  9  Blatch.  277.  swer  to  a  motion  for  a  preliminary  in- 

That  an  injunction  will  be  granted  junction,  when  denying  the  bill,  merely 

though  not  all  the  grants  of  right  in  a  as  an  affidavit  is  a  departure  from  the 

patent  are  infringed,  see  Potter  v.  Hoi-  the  rules  of  courts  of  equity,  see  Parker 

land  (1858),  1  Fisher,  882 ;  4  Blatch.  v.  Sears  (1850),  1  Fisher,  93. 
288.  That  on  a  motion  for  an  injunction 

That  under  Sec.  4921  an  injunction  the  plaintiff  may  rebut  the  defendant's 

iflsaes  irrespective  of  any  right  to  prof-  affidavits  by  any  proper  evidence,  see 
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time  to  inspect  the  affidavits  of  the  other  and  to  prepare  his 
owo^,  and  evidence  not  thus  submitted  to  inspection  cannot 
be  regarded  by  the  court.  The  proper  evidence  in  support 
of  the  patent  is  the  patent  itself,  with  its  renewals  and 
extensions,  judgments  sustaining  it  at  law  or  equity,  the  ac* 
quiescence  of  the  public  in  the  exclusive  possession  of  the 
plaintiff,  and  special  injunctions  against  the  defendant  or 
other  infringers.^  The  evidence  of  the  plaintiff's  title  con- 
sists of  the  written  instruments  by  which  his  legal  interest 
was  created,  or  the  contracts  or  other  circumstances  which 
confer  on  him  his  equitable  rights.^  The  evidence  of  intended 
infringement  must  cover  both  the  acts  of  the  defendant  and 
the  identity  of  his  device  or  process  with  that  protected  by 
the  patent,  —  the  former  being  proved  by  his  past  conduct, 
threats,  or  preparations ;  the  latter  by  judgments,  expert  tes- 
timony, or  the  personal  inspection  of  the  court.^  The  defend- 
ant's evidence  may  be  drawn  from  judgments,  records,  or 
any  matters  of  fact  which  controvert  or  weaken  the  presump- 
tions raised  by  the  proof  offered  by  the  plaintiff.^ 

Goodyear  v.  Mullee  (1868),  8  Fisher,  tions  against  other  parties ;  (7)  Special 
420.  ixgunctions  against  the  present  defend- 
That  where  the  defendant  on  a  mo-  ant,  see  Woodworth  v.  Bogera  (1847),  8 
lion  for  an  injunction  sets  np  new  mat-  W.  &  M.  185  ;  2  Robb|  625. 
ter,  as  license,  etc.,  the  plaintiff  may  *  That  where  th»  right  of  a  plaintiff 
reply  with  more  proofs,  bnt  the  defend-  to  an  injunction  depends  on  a  written 
ant  cannot  put  in  additional  evidence  instrument  the  court  will  construe  it, 
to  rebut  such  proofs,  see  Day  v.  New  and  grant  or  refuse  an  iig  unction  ac- 
£ng]aud  Car  Spring  Co.  (1854),  8  cordingly,  see  Hodge  v,  Hudson  River 
Blatch.  154.  R  R.  Co.  (1868),  6  Blatch.  165 ;  aum 

That  affidavits  filed  afler  the  stipu-  v.  Brewer  (1855),  2  Curtis,  506. 
lated  date  cannot  be  considered  on  a         *  See  §  1191  and  notes,  ante, 
motion  for  an  injunction,  see  American         ^  That  where  the  plaintiff,  on  a  mo- 
Paper  Barrel  Co.  u.  Laraway  (1886),  28  tion  for  an  injunction,  offers  extracts 
Fed.  Rep.  141;  87  0.  G.  674.  from  certain  documents  to  support  his 
^  That  a  motion  for  an  injunction  claims,  the  defendant  may  offer   the 
may  be   supported    by  the   following  whole  documents  in  evidence  upon  the 
classes  of  evidence :  (1)  Letters-Patent;  subsequent  trial,   see  Western  Union 
(2)  Renewal  of  Patent ;  (8)  Recovery  Telegraph  Co.  v.  Baltimore  &  Ohio  Tele- 
in  Equity ;  (4)  Recovery  at  Law  ;  (5)  graph  Co.  (1885),  SS  Blatch.  419. 
Posaession  and  use  i  (6)  Special  ij\jano- 
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§  1210.    Preliminary  Iiijimotion :  Z2z  Parte  Hearings :  Burden  of 
Proof. 

When  the  hearing  proceeds  ex  partCy  through  the  failure 
of  the  defendant  to  appear  and  answer,  if  the  plaintiff's 
affidavits  show  the  issue  of  the  patent  and  a  judgment  in  its 
faror  or  an  acquiescence  by  the  public,  and  a  probable  in- 
fringement by  the  defendant,  an  injunction  will  issue  though 
the  court  may  have  some  doubt  concerning  the  validity  of 
the  patent ;  ^  but  if  the  patent  is  defective  on  its  face,  or  the 
title  of  the  plaintiff  is  uncertain,  an  injunction  will  be  refused.^ 
When  the  application  is  heard  upon  opposing  evidence,  and 
the  plaintiff's  affidavits  make  a  prima  facie  case  for  an 
injunction,  the  defendant  must  present  testimony  sufficient 
to  overcome  the  presumptions  thus  created,  or  prove  the 
existence  of  other  circumstances  rendering  the  allowance  of 
an  injunction  inexpedient.^  The  application  will  be  decided 
on  broad  views  of  the  equitable  rights  of  the  parties.  The 
court,  from  the  nature  of  the  proceeding,  can  examine  only 
far  enough  to  ascertain  whether  the  plaintiff  has  or  has  not 
an  apparent  title  to  protection,  and  cannot,  therefore,  enter 
into  inquiries  concerning  difficult  questions  of  law  or  the 

§  1210  1  That  an  injunction  will  be  Co.  (1879),  17  O.  G.  909;  4  Bann.  k  A. 

granted  almost  of  oouTse  if  the  patent  121. 

has  been  sustained  by  a  judgment  and        That  where  a  patent  has  never  been 

infringement  is  shown,  see  WeUs  v.  Gill  passed  upon  by  the  courts  the  first  ques- 

(1872),  6  Fisher,   89 ;   2  0.  G.  590 ;  tion  on  a  motion  for  an  ii^unction  is 

Thayer  v.  Wales  (1871),  5  Fisher,  180 ;  whether  there  has  been  sufficient  public 

9  Blatch.  170.  acquiescence  to  raise  a  presumption  in 

That  where  there  has  been  long  en-  faTor  of  the  patent,  see  Guidet  v.  Palmer 
joyment  under  the  patent  an  injunction  (1872),  6  Fisher,  82  ;  10  Blatch.  217* 
will  be  granted  although  a  trial  at  law        That  no  injunction  will  issue  to  re- 
has  already  been  ordered,  see  Brooks  v.  strain  a  patentee,  nor  will  equity  other- 
Norcross  (1851),  2  Fisher,  661.  wise    interfere  with    him,  unless   the 

'  That  an  injunction  wiU  be  denied  plaintiff  has  a  patent,  see  Hoeltge  v. 

if  the  patent  is  defective  on  its  face,  see  Hoeller  (1870),  2  Bond,  886. 
Isaacs  V.  Cooper  (1821),  4  Wash.  259  ;        '  That  an  injunction  will  be  granted 

1  Bobb,  882.  where  the  defence  of  prior  use  is  not  es- 

That  although  on  a  prior  suit  the  tablished,  see  Welling  v.  La  Ban  (1882), 
Claims  of  the  patent  were  held  to  be  too  l2  Fed.  Bep.  875. 
broad  and  invalid,  yet  disclaimer  being  That  no  iigunction  will  be  granted 
filed,  and  an  infringement  now  shown,  an  where  validity  and  infringement  are  de- 
injunction  and  account  will  be  ordered,  nied  under  oath  unless  the  patent  is 
see  Terry  Clock  Co.  v.  New  Haven  Clock  sustained  by  a  judgment  or  by  long  ao- 
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weight  and  value  of  conflicting  evidence.^  In  some  cases  the 
absence  of  any  right  in  the  plaintiff  is  so  clear  that  no  further 
litigation  will  be  permitted ;  in  others,  the  matter  is  so  doubt- 
ful that  its  determination  is  postponed  until  the  final  hearing ; 
in  others,  though  not  entirely  satisfied  of  the  justice  of  the 
plaintiff's  claim,  the  court  allows  the  injunction,  as  on  the 
whole  more  consonant  with  equity  than  its  denial.^ 

§  1211.  Preliminary  Xojnnction  :  Form  and  Boope  of  iDJnnction. 

A  preliminary  injunction  may  contain  a  general  or  a  limited 
prohibition,  and  tnay  issue  either  alone  or  'in  connection  with 
other  special  orders  for  relief.^  When  certain  Claims  of  the 
patent  are  disputed,  the  injunction  may  be  confined  to  those 
which  are  unquestionably  valid ;  and  when  certain  infringing 
articles  already  used  by  the  defendant  cannot  be  equitably 
enjoined,  he  may  be  forbidden  to  procure  others  and  employ 
them.'    When  an  injunction  issues  after  the  expiration  of 

quiescence,  see  Hovey  0.  Steyens  (1846),     Parker  v.  Hatfield  (1845),  4  McLean, 

I  W.  &  M.  290 ;  2  Robb,  479.  See  also  61;  Brooks  v.  Bicknell  (1845),  4  Mc- 
S  1199  and  notes,  atite.  Lean,  70. 

4  See  §  1173  and  notes,  ante.  Upon  the  entire  matter  of  this  para- 

*  That  some  cases  are  so  clear  that  graph,  see  §§  1199,  1201,  and  notes, 

equity  wiU  not  permit  further  litigation,  cmte, 

while  in  others  the  plaintiffs  rights  so  1211.  ^  That  an  injunction  is  to  pro* 

largely  preponderate  that  he  is  entitled  tect  the  plaintiff  without  unnecessaiy 

to  an  injunction  whatever  may  be  its  injury  to  the  defendant,  and  wiU  be 

consequences,  see  Morris  v.  Jjowell  M%.  fitted  to  each  case  accordingly,  see  Eirby 

Co.  (1866),  8  Fisher,  67.  Bung  Mfg.  Co.  «.  White  (1880),  1  Fed. 

That  an  injunction  will  not  be  denied  Rep.  604 ;  17  0.  G.  974 ;  1  McCrsry, 

for  the  non-joinder  of  parties,  if  the  de-  155 ;  5  Bann.  ft  A.  868. 

fendant  is  using  the  infringing  device  That  iig  unctions  in  the  Federal  couTti 

for  purposes  belonging  exclusively  to  the  vary  with  circumstances,  and  may  be 

plaintiff,  see  Bassett  v.  Malone  (1880),  simple  ii\junctions,  or  coupled  with  an 

II  Fed.  Rep.  801.  order  for  a  bond  and  account  or  for  an 
That  a  motion  for  an  injunction  is  account  only,  see  Kirby  Bung  Mfg.  Co. 

addressed  to  the  discretion  of  the  court,  v.  White  (1880),  17  O.  O.  974  ;  1  Fed. 

and  the  court  may  order  an  issue  to  the  Hep.  604  ;  1  McCrary,  155  ;  5  Bann.  ft 

jury,  see  Ayling  v.  HuU  (1865),  2  Clif-  A.  268.  . 

ford,  494.  *  That  tiie  defendant  may  be  en- 

That  if  the  evidence  on  a  motion  for  joined  from  infringing  two  Claims  of 

an  injunction  is  conflicting  the  issue  the  patent  though  other  Claims  are  in 

will  be  sent  to  a  jury  or  master,  to  ez-  dispute,  see  Colt  «.  Toung  (1852),  2 

amine  the  device  of  the  defendant  and  Blatch.  471. 

take  further  evidence  and  report,  see  That   an  izgunction  may  issue  on: 
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the  patent,  it  must  be  directed  only  against  devices  constructed 
while  the  patent  was  in  force.*  An  injunction  may  be  granted 
miconditionallj,  or  upon  such  terms  as  the  court  may  sec 
fit  to  impose.^  Where  there  is  doubt  in  reference  to  its 
propriety,  the  plaintiff  may  be  compelled  to  secure  the  de« 
fendant  against  the  injury  caused  by  the  injunction  by 
a  bond  of  indemnity  payable  if  the  injunction  should  appear 
upon  the  final  hearing  to  have  been  unwarranted.'    In  allow- 

yalid  Claims  though  other  Claims  are  gives  him  no  right  acquired  beyond  his 

not   disclaimed,  see    Duff  v.   Calkins  term,  and  merely  secures  to  him  the 

(1883),  25  0.  G.  601.  full  right  he  was  entitled  to  during  the 

That  an  injunction  may  be  granted  term.    The  law  would  be  open  to  re- 
forbidding  the  employment  of  any  other    preach  if  it  would  not  aUow  a  court  of 

deyices  than  those  already  in  use,  see  squity,  by  its  usual  methods,  in  a  case 

Colgate  r.  Gold  &  Stock  Tel^^ph  Co.  properly  before  it  to  accomplish  a  result 

(1879),  16  0.  G.  583  ;  16  Blatch.  508  ;  so  just"  18  Blatch.  146  (146) ;  5Bann. 

4  Bann.  &  A.  415.  4k  A.  345  (845). 

'  In  American  Diamond  Bock  Bor>        .That  an  ii^unetion  prohibiting  the 
ing  Co.  V.  Rutland  Marble  Co.  (1880),  use  of  a  combination  of  old  elements 
2  Fed.  Rep.  356,  Wheeler,  J.  :  (856)  does  not  prevent  the  making  and  use  of 
"  It  is  argued  for  the  defendants  that  to  such  combination  after  the  patent  ex- 
continue  the  restraint  upon  such  ma-  pires,  see  Johnson  v.  Brooklyn  &  C.  R. 
chines  after  the  expiration  of  the  term  Co.  (1888),  87  Fed.  Rep.  147. 
of  the  patent  is  in  effect  to  extend  the         ^  That  the  court  has  a  wide  latitude 
term  of  the  patent.    The  grant  to  the  in  granting  preliminary  injunctions,  and 
patentee  was  of  the  exclusiye  right  to  may  order  or  refuse  them  either  uncon* 
make,  use,  and  vend  to  others  to  be  ditionaUy  or  on  terms,  see  Furbnsh  v. 
used,  the  inyention  during  the  term.  Bradford  (1858),  1  Fisher,  817. 
The  right  to  exclude  othera  from  mak*         *  That  an  iigunction  wiU   not   be 
ing,  using,  and  selling  was  the  essential  ordered  without  a  bond  from  the  plain* 
thing,  and  really  all  that  was  granted,  tiff  when  his  right  is  vague  and  the  de- 
He  had  the  right  to  do  aU  these  himself,  fendant  might  be  injured,  see  Blake  v, 
to  any  extent,  without  the  grant.    The  Boisselier  (1880),   16  0.  0.    854 ;    6 
exclusive  right  was  his  property.    Any  Bann.  ft  A.  852. 
making  for  use  during  the  term  was        That  if  the  defendant  is  also  an  in* 
taking  from  him  what  belonged  to  him*  ventor  he  may  claim  bonds  from  the 
To  permit  any  others  to  make  or  pro-  plaintiff  to  secure  him  against  loss  in 
duce  such  machines  daring  the  term,  ease  the  plaintilTs  suit  fails  or  the  in* 
and  hold  them  till  the  expiration  and  junction    proves  to   be  improper,  see 
then  use  them  freely,  as  if  made  after,  Consolidated  Fruit  Jar  Co.  r.  Whitney 
would  be  to  permit  them  to  make  off  (1874),  10  Phila.  268 ;  1  Bann.  4k  A. 
with  so  much  of  his  property  that  the  856. 

law  had  guaranteed  to  him.  To  restrain  That  where  an  iigunction  issues 
the  use  after  the  term,  without  his  con-  upon  the  filing  of  a  bond  by  the  plain- 
sent,  gives  nothing  to  him  that  he  was  tiff  and  the  defendant  prevails  he  can 
not  entitled  to,  and  takes  nothing  from  sue  on  the  bond,  see  Tobey  Furniture 
them  that  they  had  any  right  to.    It  Co.  v.  Colby  (1888),  35  Fed.  Rep.  592. 
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ing  an  injunction  bj  consent,  after  the  withdrawal  ot  the 
defendant's  opposition,  the  court  will  not  pass  on  any  question 
connected  with  the  merits  of  the  controversy,  for  the  purpose 
of  influencing  future  litigation.^ 

§  1212.    Preliminary  Injunotion :  Effect  of  Injunction. 

An  injunction  takes  effect  according  to  its  terms,  and 
operates  only  upon  the  persons  and  the  actions  named  there- 
in.^ It  remains  in  force  as  long  as  the  patent  is  capable  of 
infringement,  unless  previously  recalled  by  the  court  or 
superseded  by  some  other  judgment  in  the  suit'  It  has  no 
authority  over  acts  or  individuals  beyond  the  local  jurisdiction 

See  this  case  also  for  a  rule  of  damages  cases,  see  American  Middlings  Purifier 

on  such  a  bond.  Co.  v.  VaU  (1878),  15  BUtch.  815;  4 

That  pending  a  suit  against  an  in>  Bann.  &  A.  1. 
fringing  seller  the  plaintiff  may  be  en«         f  1212.  ^  That  an  ii^junction  must  be 

joined  from  suing  the  defendant's  yen-  restricted  to  the  things  named  therein, 

dees,  see  Ide  v.  BaU  Engine  Co.  (1887),  see  Welling  v.  Rubber  Coated  Harness 

31  Fed.  Rep.  901 ;  41  0.  G.  1271.  Trimming  Co.  (1875),  7  O.  G.  608 ;  2 

That  when  there  is  a  pending  suit  Bann.  &  A.  1. 
against  the  maker  of  a  device  the  de-        *  That  an  ii^'unction  will  remain  in 

fendant  may  enjoin  the  plaintiff  from  force  as  long  as  it  may  be  needed,  see 

suing  the  defendant's  Tendees  though  Singer  Sewing  Mach.  Mfg.  Co.  v.  Union 

the  plaintiff  is  not  in  the  district  where  Button-Hole  &  Embroidery  Co.  (1878), 

the  injunction  issues,  as  the  court  has  i  0.  G.  558 ;  6  Fisher,  480 ;  Holmes, 

jurisdiction  over  him  through  the  pend-  253. 

ing  suit,  but  the  defendant  must  give        That  an  injunction  can  run  only  dnr* 

bonds  to  secure  the  plaintiff,  see  Bird-  ing  the  life  of  the  patent  and  should  be 

sell  V.  Hagerstown  Agricultural  Imple-  so  limited,  see  Nathan  v.  New  York 

ment  Mfg.  Co.  (1877),  1  Hughes,  64  ;  Elevated  R.  R.  Co.  (1880),  2  Fed.  Bep. 

11  0.  G.  641.  225 ;  5  Bann.  k  A.  280. 

That  until  damages  are  paid  by  the        That  where  the  date  of  the  expiration 

maker  no  injunction  will  issue  to  re-  of  the  patent  is  in  dispute  the  court  will 

strain  the  patentee  from  pursuing  the  not  limit  the  injunction,  but  the  defend- 

vendee  and  user,  see  Tuttle  v,  Matthews  ant  can  move  for  a  diasolution  when  the 

(1886),  28  Fed.   Rep.    98  ;  36   0.   G.  date  at  which  he  claims  the  patent  must 

694;   Fisher  v.   Consolidated   Amador  expire  has  arrived,  see  Westinghouse 

Mine  Co.  (1885),  11  Sawyer,  190  ;  25  Air  Brake  Co.  ».  Carpenter  (1887),  82 

Fed.  Rep.  201.  Fed.  Rep.  545. 

That  a  patentee  will  not  be  eivjoined        That  an  injunction  forbidding  the 

from  suing  at  law  if  the  bill  for  an  in-  use  of  an  infringing  machine  does  not 

junction  shows  a  good  defence  at  law,  expire  with  the  potent,  see  American 

see  Hapgood  v.  Hewitt  (1886),  119  U.  Diamond  Bock  Boring  Co.  v,  Rutland 

a  226  ;  87  0.  G.  1247.  Marble  Co.  (1880),  2  Fed.  Rep.  356; 

*  That  no  decision  will  be  rendered  18  Blatch.  146  ;  5  Bann.  4  A.  345. 
for  the  mere  purpose  of  affecting  other 
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of  the  court,  except  when  the  defendant  resides  within  the 
district  and  hence  can  there  be  held  accountable  for  his 
infringements  wherever  they  may  be  committed.*  It  may 
be  modified  from  time  to  time,  on  application  to  the  court, 
as  the  interests  of  the  parties  may  require ;  and  if  it  lapses 
through  the  surrender  of  the  patent  for  re-issue,  it  may  bo 
continued  under  the  re-issue  by  an  order  granted  on  a  sup- 
plemental  bill>  It  may  also  be  suspended  temporarily  in  publio 
emergencies,  or  when  extraordinary  necessity  arises  outside 
the  private  interests  of  the  defendant.^ 

"  That  a  defendant  residing  and  in-  such    district  against  him   personaUy 

fringing  in  one  district  cannot  be  en-  to  prevent  infringement  elsewhere,  see 

joined  by  the  court  of  another,  such  Hatch  v,  HaU  (1884),  22  Fed.   Bep. 

injunction  being  ineffective,  see  Good-  438 ;  80  0.  G.  1096. 
year  v.  Chaffee  (1855),  3  Blatch.  268.  That  if  a  motion  for  an  injunction  is 

That  process  runs  against  the  person,  heard  outside  the    district  where  the 

and  the  court  wiU  award  it  though  it  suit  is  pending  the  order  will  not  issue 

may  give  the  plaintiff  no  effectual  relief,  until  the  court  is  sitting  within  the  dis- 

and  though  the  defendant  may  evade  trict,  see  Putnam  v.  Weatherbee  (1876), 

its  operation,  see  Thompson  v.  Mendel-  8  0.  G.  820. 
sohn  (1871),  5  Fisher,  187.  ^  That  an  injunction  can  be  modified 

That  a  defendant  who  is  within  the  where  the  court  deems  it  proper,  see 

jurisdiction  may  be  enjoined  though  his  De  Florez  v.  Kaynolds  (1880),  17  O.  G. 

acts  are  performed  without  it,  see  Boyd  503;  8  Fed.  Rep.  434;  17  Blatch.  436  ; 

V.  McAlpine  (1844),  8  McLean,  427 ;  2  5  Bann.  &  A.  140 ;  Goodyear  v,  Hon*> 

Bobb,  277.  singer  (1867),  8  Fisher,  147 ;  2  Bis- 

That  a  court  can  restrain  the  use  of  seU»  1. 
the  invention  in  another  district  if  it         That  an  injunction  may  be  continued 

once  obtains  juiisdiction  over  the  de-  under  a  re-issue  by  a  supplemental  bill, 

fendant's  person  ;  but  if  it  is  necessary  see  §  1122,  notes  8-10,  ante. 
to  proceed  against  the  infringing  device        *  That  a  motion  to  suspend  the  issue 

the  court  can  only  act  in  the  district  of  an  injunction  wiU  be  denied  where  it 

where  the  device  is  located,  see  Wilson  does  not  appear  from  the  affidavits  that 

V.  Sherman  (1850),  1  Blatch.  536.  the  infringement  will  cease,  see  Macau- 

That  where  use  in  one   district  is  lay  v.  White  Sewing  Mach.  Co.  (1881), 

shown  the  plaintiff  is  entitled  to  an  21  0.  G.  204. 

account  for  all  infringements  by  mak-         That  neither  the  fact  that  the  patent 

ing,  using,  or  selling  in  that  district,  has  but  a  year  to  run,  nor  the  fact  that 

and  to  an  injunction  against  further  the    defendants  have   made    contracts 

infringements  there,  see  Locomotive  En-  while  aware  of  their  liability  to  the 

gine  Safety  Truck  Co.  v.  Erie  R.  R.  plaintiff,  is  sufficient  reason  for  suspend- 

Co.  (1872),  8  0.  G.  98 ;  10  Blatch.  292 ;  ing  an  injunction  and  allowing  the  in- 

6  Fisher,  187.  fringement  to  continue,  see  Brown  v. 

That  the  citizenship  of  the  infringer  Deere  (1881),  19  O.  G.  1217  ;  6  Fed. 

within  the-  district  where  the  suit  is  Rep.  487  ;  2  McCrary,  425.    See  also 

brought  gives  the  right  to  proceed  in  {  1^21  and  note  2,  posL 
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§  1213.    Preliminarj  Injiuiotioii :  DiMolatkm  of  Xi^iinotloii. 

A  preliminary  injunctiou  may  be  dissolved  by  the  court 
whenever  it  appears  that  its  continuance  would  no  longer 
serve  the  purposes  for  which  it  was  originally  granted. 
Where  the  evidence  taken  on  the  merits  before  the  jnry  or 
the  master  shows  that  the  patent  is  invalid,  or  the  plaintiff 
without  title,  or  the  acts  of  the  defendant  justifiable,  and, 
therefore,  that  upon  the  final  hearing  defeat  awaits  the  plain- 
tiff, the  court  will  recall  the  order  and  deliver  the  defendant 
from  its  prohibitions.^  Upon^the  application  for  a  dissolution 
the  defendant  has  the  burden  of  proof,  and  if  the  injunction 
were  granted  on  the  oath  of  the  plaintiff  that  he  was  the  first 
inventor,  fortified  by  the  patent,  judgments,  acquiescence,  and 
the  issue  of  former  injunctions,  only  the  most  conclusive  evi- 
dence can  prevail  upon  the  court  to  reverse  its  former  decree.* 

S  1213.  ^  That  a  temporary  injunc-  That  an  ixgunction  will  be  dissolTed 

tion  wiU  not  be  dlaaolved  after  the  eyi-  on  new  evidence  raising  grave  doubts 

dence  is  in  unless  the  defendant  has  as  to  the  validity  of  the  patent,  see  Gary 

made  out  a  defence,  see  Union  Paper  v.  Domestic  Spring  Bed  Ca  (1886),  26 

Bag  Mach.  Ck).  o.  Newell  (1874),  5  O.  G.  Fed.  Rep.  88;  84  O.  G.  1158. 

459;  11  Blatch.  549  ;  1  Banp.  &  A.  118.  ^  That  on  a  motion  to  dissolve  the 

That  an  injunction  will  be  dissolved  iigunction  the  defendant   must  over^ 

on  evidence  showing  that  the  device  come  the  equity  of  the  biU  and  the  evi- 

was  known  in  the  United  States  before  dence  in  its   support,  see  Hussey  v. 

the  patent,  and  on  the  production  of  Whitely  (I860),  2  Fisher,  120 ;  1  Bond, 

the  device  itself,  see  Young  v.  Lippman  407  ;  Sparkman  v.  Higgins  (1846),  1 

(1872),  5  Fisher,  230  ;  2  O.  G.  249 ;  9  Bktch.  205. 

Blatch.  277.  That  on  a  motion  to  dissolve  th« 

That  where  it  appears  that  the  de-  court  must  weigh  the  evidence,  and  if 

fendant  acts  under  a  license  from  the  the  balance  is  in  favor  of  the  plaintiff 

plaintiff  the  injunction  will  be  dissolved,  continue  the  injunction  and  allow  an 

see  Goodyear  v.  Bourn  (1855),  8  Blatch.  action  at  law  to  be  brought,  see  Wood- 

266.  worthv.  Rogers  (1847),  8  W.  ft  M.  135; 

That  if  the  evidence  shows  that  on  2  Bobb,  625. 

the  final  hearing  the  plaintift's  patent  That  where  the  defendants  in  equity 

will  not  be  defeated,  a  motion  to  dis-  dispute  the  validity  of  the  patent,  a 

•olve  an  injunction  will  be  denied,  see  suit  at  law  must  be  brought  at  the  next 

Richardson  v.  Croft  (1880),  11  Fed.  term,  or  the  pending  injunction  will  be 

Bep.  800.  dissolved,  and  on  such  suit  the  trial  will 

That  evidence  which  would  prevent  be  confined  to  the  objections  set  up  in 

the  issue  of  an  injunction  should  be  the  answer  and  affidavit,  see  Woodworth 

sufficient  to  dissolve  it,  see  Gary  v.  Do-  v.  Edwards  (1847)»  8  W.  &  M.  120 ;  2 

mestic  Spring  Bed  Co.  (1886),  26  Fed.  Robb,  610. 

Rep.  88 ;  84  0.  G.  1158.  That  an  iigunction  ordered  upon  the 
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An  injunction  will  not  be  dissolved  on  the  ground  of  hardship 
to  the  defendant  when  he  knowingly  infringed,  nor  on  account 
of  a  conditional  license  granted  to  him  by  the  plaintiff,  nor 
for  informality  in  the  notice  if  the  defendant  actually  ap- 
peared, nor  on  doubts  as  to  the  powers  of  officials  in  the  Patent 
Office  when  legislation  is  pending  to  remove  them,  nor  on  the 
same  evidence  which  induced  the  court  to  grant  it,  nor  on 
new  evidence  improperly  omitted  in  the  former  hearing  or 
which  would  have  been  rejected  for  want  of  proper  allegations 
in  the  answer.^    A  dissolution  may  be  ordered  on  the  filing 

oath  of  the  |)atentee  that  he  was  the  Woodworth  v.  Hall  (1846),  1  W.  &  M. 

original  iuyetitor,  the  grant  of  the  pat-  889 ;  2  Bobb,  517. 

enty  an  undisturbed  enjoyment  of  exda-         That  an  iigunction  will  not  be  dis- 

aive  rights,  judgments  sustaining  the  solved  on  the  same  facts  which  induced 

patent,  and  the  issue  of  former  injunc-  another  judge  to  grant  it,  see  Hussey  v. 

tions,  wiU  not  be  dissolved  unless  the  Whitely  (1860),  2  Fisher,  120  ;  1  Bond, 

patent  is  impeached  by  most  conclusiye  407  ;  Woodworth  «.  Rogers  (1847),  8 

eyidence,  see  Hussey  v,  Whitely  (1860),  W.  k  M.  185  ;  2  Bobb,  625. 

2  Fisher,  120  ;  1  Bond,  407.  That  the  defendant  cannot  offer,  on  a 

That  if  the  defendant's  motion  leaves  motion  to  dissolve,  the  facts  which  he 

no  doubt  that  the  patent  is  invalid,  an  ni^lected  to  present  on  the  motion  for 

ij^unction  will  be  dissolved,  see  Hussey  an  injunction,  unless  his  excuses  are 

V.  Whitely  (1860),  2  Fisher,  120;   1  very  satisfactory,  see  National  School 

Bond,  407.  Furniture  Co.  o.  Paton  (1879),  16  Blatch. 

*  That  an  injunction  will  not  be  dis-  568  ;  4  Bann.  &  A.  432 ;  Woodworth  v. 

■olved  on  the  ground  that  it  ia  a  hard-  Bogers  (1847),  8  W.  &  M.  185  ;  2  Robb, 

ship  to  the  defendant,  when  he  was  not  625. 

ignorant  of  the  plaintiff's  invention,  see         That  an  injunction  will  not  be  dis- 

Hussey  v.  Whitely  (1860),   2  Fisher,  solved  after  long  delay  on  the  ground 

120  ;  1  Bond,  407.  that  the  patented  invention  is  described 

That  an  iiguncfion  by  consent  is  not  in  a  prior  patent  to  the  plaintiff,  see 
Invalidated  by  granting  a  conditional  Holmes  Electric  Protective  Co.  v.  Metro- 
license,  see  Pentlai^  v.  Beeston  (1880),  politan  Buiglar  Alarm  Co.  (1887),  81 

1  Fed.    Rep.  862 ;  Id   Blatch.   88 ;  5  Fed.  Rep.  562 ;  40  0.  6.  1242. 
Bann.  &  A.  326.  That  where  an  answer   alleges   no 

That  on  a  motion  to  dissolve  an  in-  names  or  residences  of  persons  having 

junction,  for  informality  in  serving  no-  prior  knowledge,  and  no  abandonment, 

tice  of  the  motion  for  injunction,  the  but  mere  prior  use  generally,  and  the 

informality  is  considered  as  cured  by  plaintiff  having  taken  proofs  and  the 

the  appearance  of  the  defendant,  see  defendant  having  taken  none  a  prelimi- 

Brammero.  Jones  (1867),  8  Fisher,  840;  nary  injunction  is  granted,  and  the  de- 

2  Bond,  100.  fendant  without  asking  leave  to  amend 

That  an  injunction  will  not  be  dis-  his  answer  and  after  the  time  for  taking 

solved  on  doubts  as  to  the  powers  of  proof  has  expired  moves  to  dissolve  the 

officers  in  the  Patent  Office  when  legis-  injunction  on  affidavits  of  prior  use  and 

Ution  is  pending  to  remove  them,  see  abandonment,  the  motion  will  be  denied 

TOii.  ui.  — 41 
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of  the  answer  if  its  denial  of  validitj  or  infringement  is  sup- 
ported by  sufficient  prima  facie  evidence  and  no  rebutting 
testimony  is  offered  by  the  plaintiff.* 

§  1214.    Preliminary   Xnjnnotion :    Obligation    of    Defendant   to 
Obey. 

An  injunction,  whether  granted  on  an  ex  parte  or  a  con- 
tested hearing,  or  by  consent,  is  binding  on  the  defendant, 
and  miist  be  obeyed  until  rescinded  by  the  court.^  The  de- 
fendant has  no  right  to  construe  it  for  himself,  ceasing  to  use 
what  he  imagines  is  forbidden  and  continuing  to  employ  the 
residue,  but  must  desist  wholly  from  the  practice  of  the  in- 
vention, and  if  he  needs  further  instructions  must  make  ap- 
plication for  them  to  the  court.^  He  cannot  be  permitted  to 
experiment  with  other  arts  or  instruments  to  see  how  nearly 
he  can  imitate  the  plaintiff's  yet  still  escape  infringement; 
and  though  he  acts  under  the  advice  of  counsel  his  liability 
to  punishment  for  disobedience  to  the  injunction  will  not  be 

beeaose  the  defendant  cannot  arail  him-  the  patent  U  reversed,  see  Bate  Be- 

self  of  these  facts  at  the  final  hearing,  frigerating  Co.  v.  GiUett  (1887),  81  Fed. 

see  Union  Paper  Bag  Mach.  Co.  v.  New-  Rep.  809  ;  40  0.  G.  1029. 
ell  (1874),  11  Blatch.  549;   1  Bann.         §1214.  ^  That  a  preliminary  ixganc- 

&  A.  113  ;  6  0.  G.  459.  tion  is  not  to  be  violated  though  the 

*  That  if  the  answer  denies  the  va-  patent  is  invalid  or  the  injunction  was 
lidity  of  the  patent  and  is  supported  by  improperly  granted,  but  must  be  obeyed 
evidence,  the  injunction  will  be  dis-  nntU  dissolved,  see  Phillips  v.  City  of 
solved  unless  counter  evidence  is  filed,  Detroit  (1877),  16  0.  G.  627  ;  2  Flip- 
see  Woodworth  v,  Rogers  (1847),  3  W.  pin,  92  ;  3  Bann.  &  A.  150. 
&  M.  135;  2  Robb,  625.  '  That  after  an  injunction  issues  the 

That  an  injunction  will  not  be  dis-  defendant  has  no  right  to  stop  using 

solved  upon  a  mere  answer  denying  va-  what  he  considers  an  infringement  and 

lidity,  if  it  were  granted  on  proof  of  long  use  the  rest,  but  must  obey  the  order 

possession  and  former  judgments,  but  as  it  is  granted  and  ask  the  court  fbr 

will  be  continued  and  a  suit  at  law  or-  further  instructions  if  he  needs  them, 

dered,  see  Orr  v.  Merrill  (1846),  1  W.  see  Hamilton  v.  Simons  (1869),  5  Bis- 

&  M.  376 ;  2  Robb,  331 ;  Orr  v.  Little-  sell,  77. 

field  (1845),  1  W.  &  M.  13;  2  Robb,         That  where  an  Injunction  was  broader 

323.  than  was  intended  the  defendant,  on 

That  an  injunction  vacated  on  the  being  served  with  notice  thereof,  should 

ground  that  the  patent  being  limited  by  take  immediate  measures  to  have  it  set 

a  foreign  patent  had  expired  therewith,  aside,  and  not  wait  to  object  untU  a 

and  then  restored  upon  such  foreign  motion  for  attachment,  see  Sickels  v. 

patent   being   declared  void,   may  be  Borden  (1857),  4  Blatch.  14. 
again  vacated  if  the  judgment  repealing 
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diminished.'  His  own  good  faith  affords  him  no  protection', 
and  while  the  court  may  consider  it  in  affixing  the  penalty 
for  his  contempt,  his  violation  of  the  injunction  is  complete  if 
he  intends  to  do  and  actually  does  the  act  which  it  prohibits, 
however  fully  he  may  have  believed  his  conduct  to  have  be^n 
consistent  with  submission  to  its  terms.^ 

§  1215.   Preliminary  Injunction  :  How  Violated. 

An  injunction  is  violated  by  the  participation  of  the  defend- 
ant in  any  manufacture,  use,  or  sale  of  the  invention,  contrary 
to  the  language  or  the  spirit  of  the  prohibition.  No  cover  or 
subterfuge  affords  immunity,  if  the  effect  resulting  from  his 
acts  is  that  which  the  injunction  is  intended  to  prevent.  An 
injunction  forbidding  the  defendant  to  make  the  invention  is 
disobeyed  whether  he  manufactures  it  as  principal  or  agent  or 
mere  workman,  and  whether  he  completes  it  or,  having  par- 

'  That  an  injunction  is  to  be  obeyed  ing,  using,  or  selling  certain  powders 

whether  the  court  is  right  or  not,  and  described  in  it,  and  any  powder  sub- 

the  defendant  cannot  experiment  to  see  stantially  like  any  of  said  designated 

how  near  he  can  come  to  an  infiinge-  powders,  and  any  infringement  of  said 

ment   and   stUl   escape,   see  Craig  v.  patent.    What  the  defendants  did,  they 

Fisher  (1878),  2  Sawyer,  845.  did  not  do  accidentally  or  unintention- 

That  the  advice  of  counsel  is  no  ally,  but  knowing  fully  what  they  did. 

excuse  for  contempt,  for  counsel  have  They  were  therefore  guilty  of  contempt, 

no  right  to  advise,  it  being  the  duty  of  What  they  did  is  not  the  lees  legally 

the  court  alone  to  construe  the  injunc-  a  contempt  because  they  did  not  think 

tion,  see  Bate  Kefrigerating  Co.  v.  Gil-  they  were  infringing  or  were  advised 

lett  (1887),  80  Fed.  Rep.  688;  Burr  v.  that  they  were  not.     Any  question  of 

Kimbark  (1887),  29  Fed.  Rep.  428  ;  40  animiu  can  bear  only  on  the  extent  of 

O.  G.  246 ;  Matthews  «.  Spangenberg  punishment."    9  Fed.  Rep.  816  (817). 
(1888),  28  0.  G.  1624;  15  Fed.  Rep.         That  good  faith,  ignorance  of  kw, 

818  ;  Hamilton  «.   Simons   (1869),   5  and  advice  of  counsel  may  affect  the 

Bissell,  77  ;  Goodyear  v.  Mullee  (1867),  penalty,  though  they  cannot  excuse  the 

8  Fisher,  209  ;  6  Blatch.  429.  violation  of  the  injunction,  see  Morss  v. 

That  mistake  in  construing  his  11-  Domestic  Sewing  Maeh.  Co.  (1889),  88 

cense  will  not  excuse  the  violation  of  Fed.  Bep.  482 ;  Bate  Refrigerating  Co. 

an  injunction  by  the  licensee,  see  Iowa  v.  GiUett  (1887),  80  Fed.  Rep.  688  ; 

Barb  Steel  Wire  Co.  v.  Southern  Barbed  Matthews   v,   Spangenberg  (1888),   28 

Wire  Co.  (1887),  40  0.  G.  578 ;  80  Fed.  0.  G.  1624  ;  15  Fed.  Rep.  818. 
Rep.  615.  That  a  mistake  as  to  the  legal  effect 

*  In  Atlantic  Giant  Powder  Co.  v.  of  a  contract  may  affect  the  penalty,  see 

Dittmar  Powder  Mfg.  Co.  (1881),  20  Iowa  Barb  Steel  Wire  Co.  v.  Southern 

O. G.  1880,  Blatchfoid,  J. :  (1880)  ''The  Barbed  Wire  Co.  (1887),  80  Fed.  Rep. 

injunction  in  this  case  forbade  the  raak-  615  ;  40  0.  G.  578. 
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tiatly  constructed  it,  sends  it  to  other  persons  to  be  finished.^ 
An  injunction  not  to  use  is  violated  bj  the  practice  of  ao 
evasive  process,  by  employing  colorable  variations  though  the 
defendant  believed  the  difference  to  be  essential,  or  by  oper- 
ating under  another  patent  whose  owner  had,  within  the 
knowledge  of  the  defendant,  already  been  enjoined.^  The  use 
of  articles  covered  by  different  patents  and  not  obviously 
identical  with  the  enjoined  invention,  if  in  good  faith,  is  not  a 
contempt  of  the  injunction,  nor  is  the  employment  of  devices 
made  after  the  plaintiff's  patent  had  expired.^    An  injunction 

§  1215.  ^  That  an  injunction  is  vio-  That   a  party  undef  injunction  is 

lated  if  the  defendant  works  as  an  em-  guilty  of  contempt  if  he  uses  another 

ployee  in  a  factory  where  the  infringing  patent  aimilar  in  principle,  whose  an- 

articles  are  made,  see  Goodyear  v.  Mul-  thor  had  also  been  enjoined,  and  he 

lee  (1867),  8  Fisher,  209  ;  5  Blatch.  can  puige  himself  only  by  showing  that 

429.  he  did  not  know   of  the   ij^'unction 

That  parties  enjoined  are  guilty  of  against  its  author,  see  Woodworth  v. 

contempt,  if  they  combine  with  others  Bogers  (1847),  8  W.  &  M.  186 ;  2  fiobb^ 

to  encourage  and  defend  infringers  in  625. 

their  infringing  acts,  and  in  their  de-  That  it  is  a  violation  of  the  iqJQBCtioD 

nial  of  the  validity  of  the  patent^  see  to  make  articles  embodying  the  same 

Bate  Befrigerating  Go.  v,  Gillett  (1887),  principle  though  varying  in  form,  see 

80  Fed.  Bep.  688.  Burr  v.  Kimbark  (1887),  40  O.  O.  246  ; 

That  a  defendant,  parting  with  his  29  Fed.  Rep.  428. 

interest  in  the  infringing  business  dur^  *  That  an  injunction  is  not  Tiolated 

ing  suit,  but  without  change  of  par^  by  the  use  of  articles  covered  by  differ- 

ties  on  the  record,   is  bound  by  the  ent  patents  unless  the  articles  are  ob- 

decree,  see  Gloucester  Isinglass  &  Glue  viously  the  same^   see  Buerk  v.    Im« 

Co.  V.  Le  Page  (1887),  80  Fed.  Bep.  haeuser  (1876),  11  O.  6.  113;  2  Bonn. 

870.  k  A.  465. 

That  an  injunction  against  making  That  to  use  a   separately  claimed 

an  invention  is  violated  by  partially  part  of  the  invention  is  a  contempt,  see 

making  it  and  sending  it  to  others  to  Matthews  v.  *Spangenberg  (1883),   23 

be   completed,   see    Knowles   v.  Peck  Q.  G.  1624 ;  16  Fed.  Bep.  813. 

(1876),  42  Conn.  886.  That  an  iiyunction  forbidding  the 

*  That  a  defendant  violates  an  in-  tise  of  devices  made  during  the  patent 

junction  by  practising  an  evasive  pro-  is  not  violated  by  the  use  of  those  made 

cess,  see  Wetherell  v.  New  Jersey  Zinc  after  the  patent  has  expired,  see  Amen- 

Co.  (1874),  6  O.  G.  460  ;  1  Bann.  4b  A.  can  Diamond  Rock  Boring  Co.  v.  Sul^- 

105.  eriand  Falls  Marble  Co.  (1880),  2  Fed. 

That  an  injunction  is  violated  by  the  Bep.   863  ;  5    Bann.   k  A.  847  ;  18 

use  of  colorable  variations  though  the  Blatch.  148. 

defendant  supposes  the  variations  are  That  the  iigunction  is  not  violated 

substantial,  see  Atlantic  Giant  Powder  unless  the  thing  used  is  the  patented 

Co.  e.  Dittmar  Powder  Mfg.  Co.  (1881X  invention,  see  Fetter  v.  Newhall  (1884), 

20  0.  G.  1880 ;  9  Fed.  Bep.  816.  28  0.  G.  286  ;  20  Fed.  Bep.  118. 


CH.  m.]  OF  WB0N08  AGAINST  PATENTEES.  645 


s 


not  to  sell  is  disobeyed  by  any  act  which  has  the  legal  import 
of  a  sale.  An  agreement  to  sell,  without  delivery  or  an  inten- 
tion to  deliver,  is  not  contempt.^  But  any  transaction  which 
passes  the  ownership  of  the  forbidden  articles  from  the  de* 
fendant  to  another  person,  whether  alone  or  incorporated  into 
other  articles,  whether  under  the  form  of  a  sale,  a  barter,  a 
mortgage,  or  a  judgment,  whether  the  defendant  acts  as  prin- 
cipal or  agent,  and  whether  the  articles  were  made  or  pro* 
cured  before  or  after  the  grant  of  the  injunction,  if  voluntarily 
entered  into  and  performed  by  the  defendant,  is  a  defiance  of 
the  prohibition.^  It  is  also  a  contempt  of  the  injunction  for 
the  defendant  to  permit  others  to  make  or  use  or  sell,  con- 
trary to  its  terms,  on  his  behalf,  or  to  confirm  or  recognize  an 
agreement  made  before  the  allowance  of  the  order,  but  whose 
execution  the  injunction  now  forbids.^ 

§  1216.   PreUminary  lajnnotlon :  By  Wbom  Violated. 

An  injunction  may  be  violated^  not  only  by  the  acts  of  the 
defendant  himself,  but  by  those  of  other  persons  who  are  rep- 

*  That  a  preliminaiy  iiganction  is  White   Sewing  Mach.   Co.    <1881)»  9 
not  yiolated  by  an  agreement  to  sell  Fed.  Rep.  698 ;  21  O.  G.  406. 
without  delivery  or  intent  to  deliver,         That  where  a  defendant  who   has 
see  McKay  v.  Scott  Sole  Sewing  Mach.  been  enjoined  continues  to  sell  either  in 
Co.  (1881),  20  0.  G.  S72.  his  own  name  or  as  agent  he  is  guilty 

*  That  where  after  the  injunction  of  contempt,  see  Potter  v.  Muller  (1866), 
the  defendant  took  old  devices,  which  2  Fisher,  681 ;  1  Bond,  601. 

were  sold  under  the  patent,  and  put         That  an  iigunction  is  violated  by  an 

them  into  his  machines  and  sold  the  agreement  to  Aimish  and  the   actual 

whole  together,  it  was  a  contempt,  see  flmiishing   of    an    infringing   device, 

Craig  V.  Fisher  (1873),  2  Sawyer,  845.  though  it  was  made  before  the  injnnc- 

That  where  infringing  devices  were  tion  was  issued,  see  Colgate  v.  Gold  4 

sold  before  the  injunction,   and  were  Stock  Telegraph  Co.  (1879),  17  O.  Q« 

afterward  returned  to  the  defendant  and  198  ;  4  Bann.  4  A.  659. 
again  sold  by  him,  there  was  probably  a         *  That  an  injunction  may  be  violated 

technical  violation  of  the  ii^j unction  by  confirming  or  reoogninng  an  agree* 

unless  the  devices  were  included  in  the  ment  existing  before  the  injunction,  sea 

accounting,  or  had  been  paid  for,  see  Colgate  v.  Western  Union  Telegraph  Co. 

Allis  V.  Stowell  (1881),  19  0.  G.  727.  (1879),  17  0.  G.  194  ;  4  Bann.  4  A.  562« 

That  a  defendant,  appearing  and  That  an  enjoined  defendant,  care- 
being  enjoined  against  making  and  sel-  lessly  omitting  to  notify  his  agents  of 
ling,  violates  the  iigunction  by  selling  the  injunction,  becomes  guilty  of  a  tech- 
outside  the  jurisdiction  of  the  court,  nical  contempt  if  they  still  infringe,  see 
whether  the  articles  told  were  ever  in  Mnndy  v.  Lidgerwood  Mfg.  Co.  (1S88)» 
its  jurisdiction  or  not,  see  Macaulay  v.  84  Fed.  Bep.  641. 
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resenting  him  or  are  under  bis  control.^  An  injunction 
against  a  city  binds  its  public  boards  if  they  have  notice, 
though  no  service  has  been  made  on  them  as  parties ;  and 
their  conduct  in  contempt  of  the  injunction  renders  both  the 
corporation  and  themselves  amenable  to  punishment.^  If  the 
ofiBcers  of  a  private  corporation  continue  the  infringement 
after  the  grant  of  an  injunction,  or  a  son  or  servant  practises 
the  invention  while  the  father  or  the  master  is  enjoined,  all 
are  alike  guilty  of  contempt,  though  the  subordinates  acted  iu 
obedience  to  orders.^ 

§  1217.    Prtilininary  Injunction  :  Application  for  Attachment  for 
Contempt. 

The  remedy  of  the  plaintiff  for  the  violation  of  an  injunc- 
tion is  by  an  application  to  the  court  for  an  order  of  attach- 

§  1216.  1  That  an  injunction  ib  vio^  Zinc  Co.  (1874),  5  O.  O.  460  ;  1  Bann. 

lated  by  allowing  persons,  over  whom  4  A.  105. 

the  defendants  haye  official  authority.         That  it  is  no  defence  to  a  motion  for 

to  infriuge,  see  Phillips  v.  City  of  De-  an  attachment  that  the  defendant  was 

troit  (1877),  16  0.  G.  627  ;  2  Flippin,  the  servant  of  a  corporation  and  obeyed 

92  ;  8  Bann.  &  A.  150.  orders,  see  Sickels  v.  Borden  (1857),  4 

*  That  an  injunction  against  a  city  Blatch.  14. 

binds  its  boards  of  public  works,   if        That  where  a  father  was  enjoined, 

they  have  notice,  though  no  service  is  and  his  son,  living  with  him  and  under 

made  on  them  as  parties,  see  Phillips  v.  his  control,  violated  the  injunction,  the 

City  of  Detroit  (1877),  16  0.  G.  627;  2  father  was  held  for  contempt  though 

Flippin,  92  ;  3  Bann.  &  A.  150.  the  son  received  and  spent  his  own 

*  That  officers  of  an  infringing  cor*  wages,  but  the  son<  filing  an  agreement 
poration,  if  personally  enjoined,  are  lia-  not  to  violate  further,  the  father  was 
ble  for  contempt,  see  Iowa  Barb  Steel  not  punished  but  compelled  to  pay  the 
Wire  Co.  v.  Southern  Barbed  Wire  Co.  master's  fee,  see  Dunks  v.  Grey  (1880), 
(1887),  80  Fed.  Rep.  128 ;  40  O.  G.  577.  8  Fed.  Rep.  862  ;  5  Bann.  &  A.  634. 

That  officers. of  a  corporation,  having         That  a  servant  or  agent,  separately 

been  individually  enjoined,  are  guilty  sued,   is    not   bound    by  a  judgment 

of  contempt  if  they  afterwaixls  infringe  against   his   principal,   see    Hayes   v. 

as  managers  of  a  different  corporation,  Bickelhoupt  (1885),  32  O.  G.  186 ;  24 

see  Iowa  Barb  Steel  Wii'e  Co.  v.  South-  Fed.  Rep.  806. 

em  Barbed  Wire  Co.  (1887),  80  Fed.         That  the  vendee  of  the  defendants 

Bep.  123  ;  40  0.  G.  577.  infringing  business,  pending  suit,  is  not 

That  where  the  defendant  was  a  ooir-  bound  by  an  injunction  afterwards  ob- 

poration,  and  the  managing  president  tained,  unless  he  were  made  a  party  to 

was  the  contriver  of  the  infringing  pro-  the  suit,  see  Bate  Refrigerating  Co.  v. 

cess,  he  was  held  liable  for  the  con-  Gillett  (1887),  80  Fed.  R*>p.  685 ;  39 

tempt,  see  Wetherell  v.  New  Jersey  O.  G.  833. 
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ment  against  the  defendant,  upon  which,  if  found  guilty,  he 
may  be  subjected  to  fine  or  imprisonment.  This  application 
is  collateral  to  the  proceeding 'in  which  the  preliminary  in- 
junction was  granted,  and  may  be  made  at  any  time  when  the 
misconduct  of  the  defendant  renders  it  necessary.^  The  affi- 
davits accompanying  the  application  must  state  the  specific 
acts  or  omissions  which  constitute  the  alleged  contempt,  and 
any  interrogatories  addressed  to  the  defendant  must  be  con- 
fined to  these  particular  offences.^  The  defendant  is  not 
obliged  to  answer  to  matters  charged  on  information  and  be- 
lief, but  may  demur  to  improper  interrogatories  and  recover 
costs.  Upon  the  hearing  on  the  application  no  new  evidence 
can  be  received  to  vary  the  construction  already  given  to  the 
patent,  nor  can  the  defendant  attack  the  validity  of  the  in- 
junction, nor  the  correctness  of  its  interpretation  by  tlie 
court.^  The  only  point  at  issue  is  the  performance  by  the 
defendant  of  the  forbidden  acts,  and  these  may  be  examined 
either  by  the  court  in  person  or  through  the  aid  of  experts  or 
other  proper  witnesses.*    When  the  alleged  violation  of  the 

$  1217.  ^  That  a  motion  for  attach-  *  That  on  a  motion  for  attachment 
ment  for  contempt  wiU  be  granted  with-  for  contempt  no  evidence  can  be  admit- 
out  a  new  suit  if  an  inj  auction  is  ted  to  vary  the  construction  already 
violated,  see  Wetherell  v.  New  Jersey  given  to  the  patent  by  the  court,  see 
Zinc  Co.  (1874),  5  0.  Q.  460  ;  1  Bann.  Bardett  v,  Estey  (1879),  16  Blatch.  105 ; 
&  A.  105.  4  Bann.  &  A.  141. 

That  where  a  patent  is  fuUy  dis-         That  a  party  in  contempt  wiU  not  be 

cussed  and  understood  on  the  trial,  and  heard  on  the  ii^junction  till   he   has 

the  case  is  not  closed,  but  an  account  is  purged  himself  of  the  contempt,   see 

being  taken,  a  motion  for  attachment  Ready  Hoofing  Co.  v,  Taylor  (1878),  15 

for  contempt  may  be  made,  see  Higby  v.  Blatch.  94  ;  8  Bann.  &  A.  868. 
Columbia  Rubber  Co.  (1883),  18  Fed.         That  a  defendant  consenting  to  a  de* 

Rep.  601.  cree  and  an  injunction  must  obey  the 

3  That  the  affidavits  accompanying  a  ii^nnction  until  it  is  dissolved,  and 
motion  for  attachment  must  state  the  cannot  attack  it  on  proceedings  for  con- 
specific  acts  or  omissions  which  oonsti-  tempt,  see  Roemer  v,  Neumann  (1888), 
tute  the  contempt,  and  the  interroga-  19  Fed.  Rep.  98. 
tories  addressed  to  the  defendant  must  *  That  on  a  motion  for  an  attach- 
be  confined  to  these  specific  offences,  ment  the  court  may,  at  its  discretion, 
but  the  defendant  need  not  answer  to  examine  the  fact  of  infringement  by 
matters  charged  on  information  and  be-  itself  or  may  have  experts,  but  its  de- 
lief,  and  if  he  demurs  to  improper  in-  cision  on  this  question  does  not  preju- 
terrojTR tories  he  can  recover  his  costs,  dice  the  parties  on  the  accounting,  see 
see  Parkhurst.  v.  Kinsmaii  (1848),  2  Burdett  v,  Estey  (1879),  16  Blatch. 
Blatch.  76.  105  ;  4  Bann.  k  A.  141. 
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injunction  consists  in  acts  in  some  respects  dissimilar  to  those 
described  in  the  injunction,  and  a  new  question  of  identity 
between  the  defendant's  art  or  instrument  dnd  the  patented 
invention  is  thus  presented,  the  matter  cannot  be  investigated 
on  the  application  for  attachment,  but  requires  new  pleadings 
and  new  evidence  in  a  supplemental  bill  or  in  a  separate 
action.^  A  like  necessity  exists  where  the  defendant  acts 
under  a  new  patent,  or  under  a  contract  whose  vaUdity  is 
contested  in  another  court,  or  where  the  defendants  justifica- 
tion demands  a  re-examination  of  the  scope  and  meaning  of 
the  plaintiff's  patent.^  An  attachment  is  intended  only  for 
summary  relief  in  cases  where  the  single  issue  raised  relates 
to  the  commission  by  the  defendant  of  the  prohibited  acts  of 
manufacture,  use,  and  sale,  and  is  not  a  proceeding  in  which 
collateral  or  fundamental  questions  can  be  considered  and 

*  That  where  the  infiingement  is  in  the  question  whether  the  device  used 

dispute  that  question  cannot  be  tried  on  actuaUj  infringes  is  always  open  for 

a  motion  for  attachment  for  contempt,  evidence,   see  Birdaell  v.    Hagerstown 

but  only  on  pleadings  and  evidence  in  a  Agricultural  Implement  Mfg.  Ca  {1877) 

new  suit,  see  Temple  Pump  Co.  v.  Goss  11  0.  G.  420 ;  1  Hughes,  59 ;  2  Bann. 

Pump  &  Rubber  Bucket  Mfg.  Co.  (1887),  k  A.  519. 

81   Fed.  Rep.   292;   Putnam  v.  Hoi-  That  a  motion  for  attachment  for 

lender  (1882),  11  Fed.  Rep.  75;  Bate  contempt  will  not  be  granted  if  the 

Refrigerating  Co.  v,   Eastman  (1881),  claim  that  the  injunction  has  been  vio- 

11    Fed.   Rep.   902  ;    Liddle    o.    Cory  lated  raises  a  new  question  as  to  the 

(1865),  7  Blatch.  1.  oonstmction  of  the  patent,  for  on  that 

That  after  a  decree  has  been  rendered  question  the  defendant  has  a  right  to  be 

in  a  pending  suit  the  court  will  not  deter-  heard,  see  Poppenhnsen  v.  New  Yoric 

mine  on  contempt  proceedings  whether  Gutta  Percha  Comb  0>.  (1859),  2  Fish- 

an  infringement  actually  exists,  and  if  er,  80 ;  4  Blatch.  258. 

the  infringement  is  in  dispute  a  supple-  *  That  where  the  defendant  is  acting 

mental  bill  or  a  new  one  must  be  filed,  under  a  new  patent  granted  since  the 

see  AUis  v.  Stowell  (1883),  15  Fed.  Rep.  iigunction  issued  there  can  be  no  attach- 

242 ;  28  0.  G.  1088.  ment  for  contempt  but  a  new  hearing 

That  no  attachment  will  issue  where  must  be  had,  see  Wirt  v.  Brown  (1887)» 

the  defendant  denies  that  he  is  using  80  Fed.  Rep.  187;  Onderdonk  v.  Fan- 

the  plaintiS*s  process  and  the  court  be-  ning  (1880),  2  Fed.  Rep.  568  ;  5  Bann. 

low  is  divided  on  that  point,  see  Call-  &  A.  481. 

fomia  Artificial  Stone  Paving  Co.   v.  That  no  attachment  will  be  ordered 

Molitor  (1885),  113  U.  S.  609;  81  O.  G.  while  the  validity  of  an  agreement  under 

1044.  which  the  iigunction  was  obtained  is 

That  equity  will  never  proceed  for  disputed  in  a  State  court,  see  Pentlarge 

contempt  unless  the  violation  of  the  v.  Beeston  (1880),  1  Fed.  Rep.  862 ;  18 

iigunction  is  dear   and   proven,  and  Blatch.  88 ;  5  Bann.  &  A.  826. 
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decided.  When  these  arise  fhe  court  is  forced  to  deny  the 
application,  and  leave  the  plaintiff  to  pursue  his  remedy 
against  the  defendant  by  a  supplemental  or  an  independent 
action. 

§  1218.  Preliminary  Injnnotlon :  Order  of  Attaohxnent :  when 
Zseued. 
An  order  for  attachment  will  not  issue  unless  the  Tiolation 
of  the  injunction  is  clear,  nor  even  then  if  the  injunction  was 
procured  by  strategy,  and  its  violation  was  induced  by  the 
fraud  of  the  plaintiff  for  the  purpose  of  entrapping  and  pun- 
ishing the  defendant.^    Where  the  plaintiff  believes  that  the 

S  1218.  ^  That  no  attachment  will  be  by  proof,  see  Byam  v.  Eddy  (1858), 

granted  for  contempt  when  there  is  rea-  2  Blatch.  621 ;  24  Vt.  666. 
•onablfl  ground  to  doubt  the  wrongful-         That  no  attachment  will  be  ordered 

ness  of  the  defendant's  conduct,  see  Bate  against  one  who  was  not  a  party  to  the 

Befrigerating  Co.  v.  Gillett  (1887),  80  suit  with  notice  of  the  injunction,  see 

Fed.  Bep.  685  ;  89  O.  G.  888 ;  Cali-  Sickels  v.  Borden  (1857),  4  Blatch.  14. 
fomia  Artificial  Stone  Paving  Co.  v.         That  an  attachment  for  contempt 

Molitor  (1885),  118  U.  S,  609  ;  81 0.  G.  wiU  not  be  granted  unless  notice   of 

1044.  the  motion  has  been  served  on  the  de* 

That  a  dear  case  must  be  made  out  fendant,  and  the   infringement   com* 

in  proceedings  for  contempt  or  the  court  trained  of  is  committed  either  by  him 

will  not  punish,  and  the  court  must  or  by  persons  under  his  control,   see 

have  no  subetantial  doubt  that  the  de-  Bate  Befrigerating  Co.  v.  Gillett  (1885), 

fendant  intended  to  violate  the  injuno-  24  Fed.  Bep.  696  ;  82  0.  G.  1466. 
tion,  see  AUis  v,  Stowell  (1881),  19         That  after  an  injunction  is  ordered 

O.  G.  727.  upon  condition  that  the  plaintiff  file  a 

That  no  attachment  will  be  granted  bond,  the  defendant,  if  present  in  court 

for  contempt  unless  it  is  proved  indis-  when  such  order  was  made,  must  take 

putahly  that  the  infringement  still  con-  notice  at  his  peril  that  the  condition 

tinuea,  see  Celluloid  Mfg.  Co.  v.  Chro-  has  been  fulfilled,  see  Burr  v.  Kimbark 

lithian  ColUr  &  Cuff  Co.  (1885),  24  (1887),  29  Fed.  Bep.  428 ;  40  0.  O. 

Fed.   Bep.   585;   Smith  v.  Halkyard  246. 

(1884),  19  Fed.  Bep.  602 ;  26  O.  G.         That  knowledge  that  an  injunction 

1020.  is  ordered  is  equivalent  to  service  as  a 

That  a  bond  given  by  the  defendant  ground  for  an  attachment  for  contempt, 
to  the  plaintiff  four  months  before  the  see  United  Telephone  Co.  v.  Dale  (1884), 
iigunetion,  acknowle<lging  the  validity  L.  B.  25  Ch.  D.  778. 
of  the  patent  and  the  plaintiff's  right  That  where  the  plaintiff,  having  ob- 
to  all  that  was  covered  by  it,  is  not  tained  an  injunction,  by  strategy  pro- 
evidence  of  a  breach  of  the  injunction  cures  its  violation  by  the  defendant, 
except  so  far  as  it  admitted  that  the  and  the  defendant  was  innocent,  no 
defendant  had  infringed  and  it  might  attachment  will  be  ordered,  see  SpariL- 
thence  be  presumed  that  he  still  did  so,  man  v.  Higgins  (1846),  2  Blatch.  29. 
a  presumption  that  could  be  removed        That  after  an  iigunetion  has  been 
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defendant  is  defying  the  prohibition  of  the  court,  he  may  ob- 
tain evidence  against  him  by  employing  others  to  deal  with 
him  in  the  infringing  enterprise,  provided  he  resorts  to  no 
artifice  or  falsehood  to  secure  the  commission  of  the  infring- 
ing acts ;  but  where  his  conduct  leads  to  the  infringement  he 
is  estopped  from  urging  it  against  the  defendant  as  a  con- 
tempt of  court. 

§  1219.  PreUminary  Injunction :   Penalty  for  Contempt. 

A  defendant,  having  been  found  guilty  of  contempt  in 
violating  an  injunction,  may  be  punished  by  fine  or  imprison- 
ment, in  the  discretion  of  the  court.^  The  amount  of  the  fine 
is  measured  in  ordinary  cases  by  the  damage  which  the  plain- 
tiff has  sustained  through  the  defendant's  disobedience,^  to 
which  the  costs  and  legal  expenses  incurred  by  the  plaintiff 
on  the  application  for  attachment  may  be  added.^    The  amount 

granted,  the  patentee  may  send  peraons  benefit  from  the  yiolation,  see  PhiUips 

to  buy  of  tbe  defendant  in  order  to  see  v.  City  of  Detroit  (1877),  16  O.  6.  687  ; 

if  he  is  violating  the  injunction,  and  2  Flippin,  92 ;  S  Bann.  k  A.  150. 
such  sending  is  not  an  implied  license        *  In  Doubleday  v,  Sherman  (1870), 

to  the  defendant  to  sell,  see  Knowles  9.  4  Fisher,   263,   BUtchford,  J.:  (254) 

Peck  (1875),  42  Conn.  386.  "  The  question  in  these  cases  is  as  to 

That  the  plaintiff  may  show  that  he  the  extent  of  punishment  to  be  awarded 
believed  the  defendant  was  violating  against  the  defendant,  Boas,  for  his 
the  injunction,  and  took  this  method  contempt  of  court  in  violating  the  in- 
to find  out,  see  Knowles  v.  Peck  (1875),  junction  issued  by  the  court.  It  is  not 
42  Conn.  886.  contended  that  he  ought  not  to  pay 

That  the  report  of  a  person  sent  by  the  taxed  costs,  which  are  nine  hundred 

the  plaintiff  for  this  purpose  is  privi-  and   seventy-nine   dollars  and  eleven 

leged  and  is  no  ground  for  an  action  of  cents,  but  opposition  is  made  to  the 

slander,  see  Knowles  v.  Peck  (1875),  42  item  of  two  thousand  seven  hundred 

Conn.  386.  and  twenty-three  dollars  and  seventy 

S  1219.  1  That  the  order  adjudging  cents  for  solicitors  and  counsel  fees,  and 

the  contempt  need  not  aver  that  the  disbursements,  as  ascertained  and  ad- 

injunction  was  lawful,  nor  recite  the  justed  by  the  clerk  under  the  order  o( 

offence  where  the  affidavits  and  reports  the  court.    The  incurring  of  such  fees 

filed  do  so  and  the  order  refers  thereto,  and  disbursements  was  made  necessary 

see  Fischer  v.  Hayes  (1881),  20  O.  O.  by  the  resistance  which  the  defendant, 

601 ;  6  Fed.  Rep.  68  ;  19  Blatoh.  13.  Boas,  made  to  the  application  for  the 

*  That  where  a  preliminary  injunc-  attachment,  and  in  the  course  of  the 

tion  is  violated  the  defendants  are  not  proceedings  before  the  master  on  the 

obliged  to  pay  a  royalty,  if  they  were  reference  to  take  testimony  as  to  the  vio- 

aeting  in  good  faith  and  in  an  official  lation  of  the  iigunctions.    The  fact  of 

capacity  and  wexe  deriving  no  personal  the  violation  is  established  and  that  it 
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of  these  may  be  deteriniued  bj  the  court,  or  by  agreement,  or 
by  reference  to  a  master  for  evidence  and  computation.^ 
Where  the  defendant  has  acted  in  bad  faith  or  contuma- 
ciously, the  penalty  may  be  increased  according  to  his  ill 
deserts.^  In  mitigation,  on  the  other  hand,  the  court  may 
consider  his  pecuniary  situation,  or  domestic  difficulties,  or 
the  motive  of  the  plaintiff  in  praying  for  the  order.^  A  com- 
mittal for  non-payment  is  incidental  to  the  judgment  for  a 
fine,  and  is  entirely  distinct  from  imprisonment  as  a  specific 

was  wilful,  although  the  master  reports  be  severe,  see  Craig  v.  Fisher  (1878),  2 

that  the  extent  of  the  violation  was  not  Sawyer,  S45. 

shown  by  the  proofs  oifered  before  him.         That  the  penalty  is  measured  in  part 

The  fact  that  the  extent  of  the  violation  by  the  perseverance  of  the  defendant  in 

is  not  showU)  —  that  is,  the  extent  to  his   wrongful   conduct,   see   Potter  v. 

which  the  plaintifis  were  injured  by  the  Muller  (1865),  2  Fisher,  681 ;  1  Bond, 

violation,  is  not  a  good  reason  for  with-  601. 

holding  the  allowance  of  counsel  fees  and  *  That  in  fixing  the  penalty  for  con- 
disbursements,  which  were  made  neces-  tempt  the  situation  of  the  defendant 
sary  to  establish  the  violation  itself,  pecuniarily  and  domestically  may  be 
although  it  is  a  good  reason  for  not  considered,  see  Goodyear  v.  Mnllee 
imposing  on' the  defendant  a  further  (1867),  8  Fisher,  269;  6  Blatch.  468. 
pecuniary  fine  by  way  of  indemnity  to  That  the  defendant,  to  mitigate  the 
the  plaintiff."    8  Blatch.  45  (46).  penalty  for  contempt,  may  show  his 

4  That  in  proceedings  in  equity  for  inability  to  pay,  but  it  must  be  clearly 

contempt,  the  fine  may  be  imposed  by  proved,     see    Doubleday   v.    Sherman 

an  order  made  in^  the  original  suit,  see  (1870),  4  Fisher,  258  ;  8  Blatch.  46. 
Fischer  v.  Hayes  (1881),  20  0.  O.  601 ;         That  where  the  violation  of  an  in- 

6  Fed.  Bep.  68  ;  19  Blatch.  13.  junction  is  not  wilful  and  the  object  of 

That  an  order  adjudging  the  con-  the  motioit  for  attachment  is  to  find  out 

tempt,  and  directing  the  amount  of  the  whether  the  defendant  really  infringes, 

penalty  to  be  ascertained,  does  not  ex-  he  is  liable  only  for  the  profits  or  dam- 

haust  the  power  of  the  court  and  may  ages  and  the  costs  of  the  motion,  see 

be    followed    by  an    order  fixing  the  Ready  Boofing  Co.  v.  Taylor  (1878),  15 

fine,  see  Fischer  o.  Hayes  (1881 ),    20  Bktch.  94  ;  8  Bann.  &  A.  868 ;  Schil- 

O.  G.  601 ;  6  Fed.  Bep.  68  ;  19  Blatch.  linger  v.  Ounther  (1877),  14  Blatch. 

18.  152  ;  11  0.  G.  881 ;  2  Bann.  &  A.  644. 

That  a  defendant  being  in  custody  That  where  the  defendant  has  acted 
under  attachment  for  contempt,  the  in  good  faith  the  penalty  should  be 
case  may  be  referred  to  the  master  as  to  confined  to  the  injury  sustained  by  the 
the  intention  of  the  defendant,  in  order  plaintiff  and  costs,  or  to  costs  only, 
to  aid  the  court  in  fixing  the  penalty,  see  Iowa  Barb  Steel  Wire  Co.  ».  South- 
see  Goodyear  r.  Mullee  (1867),  8  Fish-  em  Barbed  Wire  Co.  (1887),  80  Fed. 
er,  259 ;  5  Blatch.  468.  Rep.  615  ;  40  0.  G.  678 ;  Matthews  v. 

•  That  where  the  defendant  acts  in  Spangenberg  (1888),  28  O.  G.   1624 ; 

bad  faith  the  penalty  for  contempt  will  15  Fed.  Rep.  818. 
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penalty  J  When  the  fine  is  paid  there  can  be  no  commitment, 
or  if  paid  after  commitment  the  defendant  is  entitled  to  be 
released.  Over  the  penalty  itself  the  court  has  no  authority 
after  the  term  at  which  the  judgment  was  rendered  has  ex* 
pired,  but  it  may  at  any  time  discharge  a  defendant  whose 
confinement  is  contingent  on  his  payment  or  ability  to  pay  a 
fine.^  The  order  for  commitment  may  be  suspended  for  appeal 
on  giving  bonds  with  surety  to  pay  the  fine  whenever  the 
court  may  vacate  the  suspension,  and  reasonable  time  to  file 
the  bond  will  be  allowed.^ 

7  In  Fischer  9.  Hayes  (1881),  20  0.  G.  grant  of  power  in  the  statute  to  make 

601,  Blatchford,  J.  :  (603)  <*It  is  sag-  sach  directiou."    19  Blatch.  13  (21) ; 

geated  that  section  725  provides  for  the  6  Fed.  Bep.  63  (71)- 

ponishment  of  a  contempt  by  fine  w  *  That  a  contempt  of   court  is   a 

imprisonment,  and  that  therefore  a  com-  specific  criminal  offenoe  and  a  fine  is 

mitment  for  non-payment  of  the  fine  a  judgment,  see  Fischer  v.  Hayes  (1881), 

is  nnlawful,  because  such  commitment  20  0.  G.  601 ;  6  Fed«  Bep.   63 ;  19 

is  imprisonment.     There  is,  however,  Blatch.  18. 

no  commitment  or  imprisonment  if  the  That  the  court  has  no  power  to  vary 

fine  be  paid.    There  is  not  commitment  the  judgment  for  contempt  after  the 

and  fine.    The  punishment  by  a  fine  is  term  has  expired,  see  Fischer  v.  Hayes 

fully  inflicted  under  the  terms  of  the  (1881),  20  O.  G.  601 ;  6  Fed.  Bep.  68  ; 

order,  if  the  fine  be  paid  as  the  order  19  Blatch.  13. 

directs,  and  in  such  case  there  can  be  That  an  order  for  commitment  for 

no  commitment.     So,  if  there  be  a  com-  contempt  by  failing  to  pay  money  is 

mitment  for  non-payment  of  the  fine  a  civil  order,  not  a  criminal  sentence^ 

there  must  be  a  dischaige  as  soon  as  the  and  may  be  revoked  by  the  court  if 

fine  is  paid.     The  payment  of  the  fine  the  defendant  is  unable  to  comply,  see 

is  the  punishment     The  awarding  or  Hendryx  o.  Fitzpatrick  (1884),  19  Fed. 

infliction  of  the  fine  is  no  punishment.  Bep.  810. 

The  commitment  is  an  incident  of  the  >  That  an  order  of  commitment  for 

fine.    It  is  not  in  any  manner  the  "im-  non-payment  of  a  fine  on  contempt  may 

priaonment "    allowed  by  the  statute  be  suspended  for  appeal,  on  giving  bond 

The  payment  of  the  fine  and  a  commit-  with  surety  to  pay  the  fine  whenever 

ment  for  not  paying  it  cannot  co-exist,  the  court  may  vacate  the  suspensioov 

The  commitment  is  not  a  separate  pun-  and  reasonable  time  to  file  such  bond 

ishment  of  imprisonment  added  to  the  may  be  allowed,  see  Fischer  v.  Hayea 

payment  of  a  fine.  It  is  in  this  view  that  (1881),  7  Fed.  Bep.  96  ;  20  0.  G.  672  ; 

it  has  always  been  held  that  where  a  stat*  19  Blatch.  184.    For  a  form  for  oarry- 

ate  authorizes  or  prescribes  the  inflic-  ing  the  above  order  into  effect,  see  the 

tion  of  a  fine  as  a  punishment  either  case  cited. 

for  a  contempt  of  court  or  for  a  defined  That  no  appeal  lies  to  the  Supreme 

offence  it  is  lawfhl  for  the  court  inflict-  court  on  a  contempt  proceeding;   see 

ing  the  fine  to  direct  that  the  party  Hayes  v.   Fischer  (1881),   102  U.  S. 

stand  committed  until  the  fine  be  paid,  121. 

although  there  be  no  specific  affirmative  That  when  a  judgment  in  contempt 
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§  1220.   Porp«taal  Injimetioii :  when  Orantad. 

A  perpetual  iDJuuctioa  issues,  as  a  matter  of  course,  at  the 
conclusion  of  a  suit  in  equity,  whenever  the  plaintiff  has  sus- 
tained the  allegations  of  his  bill,  provided  the  patent  has 
not  then  expired.^  It  is  granted  irrespective  of  his  right  to 
profits  or  damages  or  any  other  form  of  relief,  and  though  the 
infringement  ceased  at  the  allowance  of  the  preliminary  in- 
junction and  has  not  been  since  renewed,  unless  the  court  is 
satisfied  that  no  further  violation  of  the  patent  can  be  com- 
mitted by  the  defendant.'  When  one  of  several  patents  which 
are  joined  in  the  same  action,  or  one  Claim  of  the  patent,  is 
found  valid  and  the  others  void,  an  injunction  on  the  valid 
Claim  or  patent  will  be  ordered.^  Even  although  the  patent 
has  expired,  if  the  infringing  acts  consist  in  the  employment 
of  articles  made  in  defiance  of  the  patent  during  its  existence, 
an  injunction  against  the  use  of  these  specific  articles  will 
be  decreed.^  If  the  patent  terminates  between  the  inter- 
locutory and  the  final  decree,  the  subsequent  extension  of  the 
patent  entitles  its  owner  to  the  exercise  of  these  preventive 
powers.^  An  assignee  of  the  patent  and  of  the  damages  for 
past  infringements  can  also  be  protected  by  this  equitable 

inTolres  a  decision  on  the  validity  of  stopped  when  the  injonction  issued  the 

the  patent^  the  proceeding  is  reviewable  court  wUl  decree  a  perpetual  injunction 

in  the  Supreme  court,  and  if  reversed  and  account,  there  being  no  disclaimer 

the   interlocutory  order   in   contempt  of  the  right  to  use  the  invention  by  the 

may  be  reversed  also,  without  prejudice  defendant,  and  it  not  appearing  that 

to  future  proceedings,  see  Wonien  v.  there  were  no  damages  or  profits,  see 

Searls  (1887),  121  U.  a  14  ;  89  0.  G.  Bullock  Printing  Press  Co.   o.   Jones 

859.  (1878),  13  O.  G.  124  ;  8  Bann.  k  A. 

§  1220.  1  That  if  a  decree  finds  an  195.    See  also  SS  H^l*  1^^»  ^^^  i^otes, 

infringement  a  perpetual  iigunction  will  ante, 

be  ordered,  see  Potter  v.  Mack  (1868),         •  See  §  1211,  note  2,  ante, 
8  Fisher,  428  ;  Goodyear  v.  Berry  (1868),         «  See  §  1211,  note  8,  ante. 
8  Fisher,  439  ;  2  Bond,  189.  *  That  where  a  patent  expires  aftev 

*  That  the  right  to  an  iig unction  is  the  interlocutory  decree,  and  hence  no 
independent  of  the  right  to  profits  or  injunction  is  ordered  on  the  final  de- 
damages,  see  Colgate  v.  International  cree,  the  extension  of  the  patent  after* 
Ocean  Tel.  Co.  (1879),  17  0.  G.  194 ;  wards  is  a  good  ground  for  an  injunc- 
17  Blatch,  308 ;  4  Bann.  &  A.  609 ;  tion  to  be  ordered,  see  Bliss  v.  City  of 
American  Cotton  Tie  Supply  Co.  v.  Brooklyn  (1871),  8  Blatch.  538  ;  Tilgh* 
McCready  (1879),  17  O.  G.  565  ;  17  man  v.  MitcheU  (1871),  4  Fisher,  615  s 
Blatch.  291 ;  4  Bann.  k  A.  588.  9  Blatch.  18. 

That    although    the    infringement 
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means,  howeyer  adequate  may  be  the  compensation  which  a 
court  of  law  is  able  to  afford.^  Thus  in  all  cases  the  remedy 
is  measured  by  and  fitted  to  the  threatened  wrong,  and  what- 
ever the  defendant  is  adjudged  to  have  done  or  attempted  in 
the  past,  contrary  to  the  plaintiff's  demonstrated  rights,  he 
will  be  prohibited  from  undertaking  or  performing  in  the 
future,  during  the  continuance  of  the  monopoly. 

§  1221.    Perpetnal  iDJonotion :  Duration  :  Saspanflloii. 

A  perpetual  injunction  is  operative  only  during  the  life  of 
the  patent,  and  should  be  expressly  limited  thereto,  except  in 
reference  to  infringing  articles  constructed  while  the  patent 
was  in  force  and  capable  of  use  after  it  has  expired.*  Where 
it  would  cause  no  special  harm  to  the  defendant  it  may  be 
granted  after  the  hearing  on  the  merits,  but  may  be  suspended 
till  the  acceptance  of  the  master's  report  in  order  to  allow 
time  for  an  appeal.^    It  will  not  be  suspended  on  the  ground 


«  That  the   role  as  to  ii^'imctions  Baynolds  (1880),  17  O.  G.  508 ;  8  Fed. 

applies  to  a  biU  by  an  assignee  as  well  Rep.  484;  17  Blatch.  486 ;  5  Bann.  &  A. 

as  to  one  by  an  inventor,  see  Motte  v.  140. 

Bennett  (1849),  2  Fisher,  642.  <  In  Potter  v.  Mack  (1868),  8  Fisher, 

That  an  injunction  may  be  granted  428,  Swayne,  J.  :  (429)  "The  court  de- 

in  favor  of  an  assignee  of  the  patent  and  creed  a  perpetual  injunction,  and  also  a 

of  past  damages,  though  for  the  latter  decree  that  the  account  should  be  taken, 

he  may  be  compelled  to  seek  redress  at  The  case  was  referred  to  a  master  for 

law,  see  Merriam  v.  Smith  (1882),  11  that  purpose,  with  a  view  to  ascertain 

Fed.  Rep.  588.  the  amount  of  damages  which   were 

That  an  injunction  will  be  granted  finally  to  be  allowed  to  the  plaintiff, 

in  one  State  though  the  plaintiff's  title  An  application  is  made  that  this  final 

in  another  State  was  derived  from  an  decree  shall  be  suspended,  as  it  regards 

assignor  who  had  l^st  his  rights  by  neg*  the  injunction,  until  the  account  shall 

lect,  see  Gear  v.  Holmes  (1873),  6  Fish-  be  determined  upon  and  the  decree  shall 

er,  596.  be  finally  made  upon  that  account,  and 

S  1221.  ^  In  Nathan  v.  Elevated  R.  when  the  defendant^  for  the  first  time, 

B.  Co.  (]  880),  2  Fed.  Rep.  225,  Wheeler,  will  have  the  right  to  appeal     He  can- 

J. :   (229)    "  An  injunction  issued  in  not  appeal  from  the  decree  as  it  at 

pursuance  of  a  final  decree  should,  by  present  stands,  because,  although  the 

its  terms,  be  limited  to  the  time  it  may  decision  is  final  as  to  the  merits  of  the 

properly  remain  in  force;  and  an  injnnc-  case,  it  is  in  form  an  interlocutory  de- 

tion  to  restrain  infringement  of  a  patent  cree  only,  and  the  rule  established  by 

can,  of  course,  projierly  continue  only  the  Supreme  court  is  that  an  appeal 

during  the  term  of  the  patent."  5  Bann.  can  be  taken  only  from  a  final  decree. 

&  A.  280  (284).     See  also  Do  Florez  v.  It  has  been  held  in  this  class  of  cases 
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that  the  patent  is  about  to  expire,  nor  that  the  defendant  is 
bound  by  contracts  with  third  parties  if  his  obligations  were 
assumed  with  knowledge  of  the  plaintiffs  claims,  nor  whero 
the  defendant  has  denied  the  usefulness  of  the  invention  and 
thus  preyented  the  recovery  of  substantial  damages.^  A  sus- 
pension after  final  decree  rests  in  the  discretion  of  the  court 
which  granted  the  injunction,  and  on  allowing  it  the  court 
must  protect  the  interests  of  all  parties  and  secure  the  imme- 
diate cessation  of  the  infringement^  After  a  perpetual  in« 
junction  has  been  ordered  an  appeal  to  the  Supreme  Court 
does  not,  of  itself,  suspend  or  supersede  it.^ 

§  1222.    Perpetual  Injonotion  by  Consent. 

The  court  may  issue  a  perpetual  injunction  by  consent  of 
the  defendant,  as  well  as  upon  final  hearing,  unless  the  action 
or  decree  are  evidently  collusive ;  but  in  such  cases  it  will 
not  pass  upon  the  patentability  of  the  invention  nor  the  valid- 
ity of  the  patent  in  order  to  influence  the  course  of  future 

that  s  decree  is  not  to  be  considered  cannot  nige  such  reasons  if  he  has  de- 
final  for  the  purposes  of  appeal  until  nied  utility  and  prevented  the  recovery 
after  the  coming  in  of  the  master's  of  substantial  damages,  see  Munson  v. 
report"  Mayor  of  New  York  (1884),  19  Fed. 

That  an  iigunction  is  not  to  be  sus-  Rep.  318 ;  22  Blatch.  46. 
pended  till  final  decree  unless  it  would        *  That  the  suspension  of  an  injunc- 

work  some  special  hardship  to  the  de-  tion  after  final  decree  rests  with  the 

fendant,  see  Potter  v.  Mack  (1868),  8  court  which  granted  it,  and  in  so  doing 

Fisher,  428.  the  court  must  protect  all  interests  and 

*  That  an  injunction  will  not  be  sus-  pay  due  regard  to  the  difference  between 

pended  on  the  ground  that  the  patent  royalties,  licenses,  and  monopolies,  see 

is  about  to  expire,  see  Brown  v,  Deere  Brown  v.  Deere  (1881),  6  Fed.  Rep.  487  ; 

(1881),   6  Fed.   Rep.   487;  19  O.  G.  19  0.  G.  1287;  2  McCrary,  425.    See 

1217  ;  2  McCrary,  425.  also  §  1212  and  note  5,  ante. 

That  an  injunction  will  not  be  sus-         That  a  decree  and  injunction  will  be 

pended  to  enable  the  defendant  to  per-  issued  before  a  reference  for  an  account 

form  contracts  entered  into  with  knowl-  unless  the  defendant  shows  that  equity 

edge  of  the  patent,  see  Brown  v,  Deere  requires  otherwise,  see  Rumford  Chemi- 

(1881),  6  Fed.  Rep.  487  ;  19  0.  G.  1217  ;  cat  Works  v.  Hecker  (1877),  11  0.  G. 

2  McCrary,  425.  880  ;  2  Bann.  &  A.  886. 

That  a  final  injunction  will  not  be  *  That  a  bond  on  an  appeal  after  the 
suspended  while  the  decree  is  unre*  final  decree  does  not  act  as  a  mpersedeas 
Tersed,  except  in  case  of  some  public  on  the  injunction  but  only  on  the  money 
necessity  or  other  extraordinary  interest  judgment  and  costs,  see  Whitney  v.  Mow- 
outside  the  parties,  and  the  defendant  ly  (1867),  8  Fisher,  157  ;  2  Bond,  45. 
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litigation.^  Where  the  terms  of  the  consent  are  afterward 
disputed  the  injunction  will  be  recalled^  and  the  entire  action 
be  re-opened  for  a  final  hearing.^  An  injunction  by  consent 
is  not  dissolved  by  the  granting  an(i  acceptance  of  a  condi- 
tional license.^  When  it  appears,  at  any  stage  of  the  proceed* 
ings,  that  the  action  is  coUuaive  the  case  will  be  summarily 
dismissed.^ 

§  1223.    Perpetual  Injonotlon :  Violation :  Diaaolation. 

A  perpetual  injunction  may  be  violated  by  any  of  the  acts 
which,  under  a  preliminary  injunction  to  the  same  effect, 
would  be  regarded  as  a  contempt  of  court.  The  mode  in 
which  the  plaintiff  then  obtains  redress,  and  the  measure 
of  the  penalty  inflicted  on  the  defendant,  follow  the  rules 
already  stated  in  reference  to  this  offence.  The  dissolution 
of  a  perpetual  injunction  rests  also  on  the  principles  before 
described,  and  may  be  ordered  upon  suitable  application  at 
any  time  within  two  years  after  the  entering  of  the  decree.^ 

§  1222.  '  That  a  final  iiguDction  may        *  That  s  conditional  license  is  not 

issue  upon  a  decree  by  consent,  see  Tom-  ground  for  dissolving  an  injunction  by 

kinson  v.  Willetts  Mfg.  Co.  (1884),  81  consent,  see  Pentlaige  v.  Beeston  (1880), 

0.  G.  918  ;  82  O.  G.  882  ;  28  Fed.  Bep.  1  Fed.  Rep.  862 ;   18  Blatch.  S8  ;  5 

895  ;  Mc Williams  Mfg.  Co.  v,  BlundeU  Bann.  &  A.  326. 
(1882),  22  0.  G.  177 ;  11  Fed.  Bep.  419.        «  That  a  decree  by  collnaion  wiU  be 

That  in  granting  a  decree  by  consent  annulled  and  the  case  dismissed  on  the 

no  question  upon  the  merits  will  be  de-  petition  of  strangers  to  it,  see  Bari^er  v. 

cided,  see  American  Middlings  Purifier  Todd  (1882),   15  Fed.  Rep.  265 ;  2$ 

Co.  0.  Vail  (1878),  15  Blatch.  315  ;  4  0.  G.  488. 
Bann.  &  A.  1.  That  coUusire  suits  are  not  enter- 

^  That  if  on  a  motion  for  attachment  tained  and  proceedings  thereon  will  be 

for  contempt  of  a  decree  by  consent  the  set  aside,  see  Gardner  f.  Goodyear  Den* 

terms  of  the  consent  are  in  dispute,  the  tal  Vulcanite  Co.  (1873),  8  O.  G.  895; 

whole  case  will  be  opened  and  a  final  6  Fisher,  829. 

hearing  had,  see  Roemer  v.  Neumann        That  suits  are  not  to  be  proaeciited 

(1883),  19  Fed.  Bep.  98.  by  agreement  of  both  parties  to  cany 

That  a  decree  by  consent  is  not  such  out  a  compromise,  one  party  paying  aU 

a  general  decree  as  allows  an  attachment  the  expenses,  see  Gardner  v.  Goodyeac 

for  contempt  upon  mere  motion,  but  a  Dental  Vulcanite  Co.  (1873),  S  0.  G. 

bill  must  be  filed  and  issues  raised,  see  295  ;  6  Fisher,  829. 
Higby  V.  Columbia  Rubber  Co.  (1888),         §  1228.   ^  See  §{  121S-1219»  and 

18  Fed.  Rep.  601.  notes,  anU, 
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CHAPTER  IV. 

OF  WRONGS  BETWEEN  CONTRACTING  PARTIES:    AND  THEIR 

REMEDIES. 

§  1224.    Rights  of  Parties  to  Contracts  ooneeming  Patented  In- 
ventions Rest  on  the  General  Ziaw  of  Contracts. 

The  reciprocal  rights  of  Assignors  and  Assignees,  of  Grant- 
ors and  Grantees,  and  of  Licensors  and  Licensees,  rest  upon 
express  or  implied  contracts  between  the  parties.  The  law 
no  otherwise  creates  them  than  as  it  permits  the  parties  to 
enter  into  the  agreements  out  of  which  they  spring,  and  it 
protects  them  on  the  same  grounds  that  it  enforces  other 
obligations.  The  subject-matter  of  these  contracts  being  the 
patent  privilege,  or  some  immunity  derived  therefrom,  the 
principles  of  patent  jurisprudence  form  an  important  element 
in  that  body  of  law  by  which  the  contracts  are  interpreted 
and  the  relations  and  duties  of  the  parties  are  determined. 
Apart  from  this  element,  however,  the  general  law  of  con- 
tracts furnishes  the  measure  by  which  their  rights  are  ascer- 
tained, and  the  methods  by  which  their  wrongs  may  be 
redressed.^ 

§  1224.  ^  The  colktion  and  disciiA-  confer  they  are  esaentially  distinct,  and 
sion  of  cases  concerning  these  contract  hence  the  obligations  they  impose  and 
relations  is  rendered  somewhat  difficult  the  estoppels  to  which  they  give  rise 
by  the  failure  of  the  courts  to  recognize  are  very  different.  An  assignment  or 
and  point  out  the  similarities  and  diifer-  grant  conveys  the  whole  or  a  part  of 
ences  which  exist  between  the  agree-  the  monopoly,  creates  or  purports  to 
ments  of  assignors  and  assignees,  or  create  a  property  in  the  transferee  in 
grantors  and  grantees,  on  the  one  hand,  consideration  of  which  he  pays  or  prom- 
and  those  of  licensors  and  licensees  on  ises  to  pay  the  purchase  money,  and  is 
tbe  other.  As  mere  contracts  relating  governed  by  ^e  same  rules  as  to  war- 
to  an  interest  in  a  patented  invention  ranty,  fraud,  failure  of  consideration, 
all  stand  on  the  same  footing,  and  the  &c.,  as  any  other  sale  of  personal  or 
rules  regarding  their  enforcement,  or  re-  real  estate.  A  license,  on  the  contrary, 
scission,  are  practicaUy  the  same.  But  conveys  and  creates  nothing,  but  is  in 
in  the  nature  of  the  rights  which  they  itself  a  simple  agreement  not  to  enforce 
VOL.  III.  — 42 
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§  1225.  ^7rong8  against  the  Rights  of  the  Parties  to  a  Contract 
concerning  Patented  Inventions  are  Breaches  of  Con- 
tract, even  where  they  Infringe  the  Patent. 

Wrongs  committed  by  these  parties  against  each  other, 
whatever  else  they  may  involve,  therefore  embrace  a  breach 
of  contract.  The  infringement  of  a  patent,  contrary  to  the 
terms  of  an  agreement  with  its  owner,  is  not  less  the  viola- 
tion of  a  covenant  because  it  is  the  invasion  of  a  patented 
monopoly.  While  the  same  person  may  occupy  a  two-fold 
relation  toward  the  owner  of  a  patent,  one  as  his  assignee  or 
licensee  within  the  scope  of  the  conveyance,  the  other  as  a 
stranger  outside  the  conveyance,  and  in  the  latter  capacity 
may  commit  wrongful  acts  for  which  no  contract  suit  would 
lie,  yet  when  as  a  contracting  party  he  has  bound  himself  to 
respect  the  reserved  rights  of  his  grantor,  and  then  infringes, 
his  liability  rests  on  a  double  basis  and  he  may  be  pursued 
either  upon  his  broken  contract  or  for  his  tortious  interference 
with  the  property  of  his  grantor.^  So  far  as  any  wrong  com- 
mitted by  the  parties  interested  in  a  patented  invention  con- 
stitutes or  includes  an  infringement  of  the  patent,  the  nature 
of  that  wrong  and  of  its  remedy  has  been  sufficiently  dis^ 
cussed  in  the  preceding  chapter.  It  remain's,  in  the  present, 
to  consider  those  injuries  which  simply  violate  the  agreements 
of  the  parties,  and  the  redress  which  courts  of  equity  or  law 
afford. 


the  prohibitions  of  the  monopoly  against  are  arranged  in  the  notes,  as  far  as 

the  licensee.     Erery  user  of  the  inren-  possible,  to  support  and  illustrate  the 

tion  has  the  option  to  practise  it  in  de-  doctrines  thus  fonnaUted.    But  the  real 

iiance  of  the  patent,  at  the  risk  of  a  suit  Talue  of  any  case  for  either  purpose  can* 

for  infringement,  or  to  exempt  himself,  not  be  estimated  unless  the  clas8ifica« 

from  liability  to  suit  by  submitting  to  tions  and  principles  given  in  the  text 

the  patent  and  paying  the  license  fee,  are  kept  in  mind,  and  these  should* 

and  having  exercised  this  option  and  therefore,  be  examined  in  advance  of 

having  enjoyed  the  exemption,  in  con*  any  study  of  the  notes, 

sideration  of  the  royalty  paid  or  to  be  {  1225.  ^  That  a  licensee  exceeding 

paid,  occupies  toward  his  licensor,  on  all  the  privileges  conferred  by  his  license 

questions  of  estoppel,  payment,  &c.,  an  both  violates  the  contract  and  infringea 

attitude  entirely  different  from  that  of  the  patent,  see  Pope  Mfg.  Ca  v.  Owsley 

a  mere  vendee  of  property.     In  the  dis-  (1886),  87  0.  6.  781 ;    27  Fed.  Repu 

cnssion  of  the  subject  in  the  text,  these  100. 
distinctions  are  preserved  and  the  cases 
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§  1226.  As  Contraoting  Parties,  Asslgnoxm  and  Aaalgneea  and 
Ghrantora  and  Oranteea  Bnjoy  the  same  Rights  and 
are  Subject  to  the  same  ^7rongs. 

la  reference  to  the  nature  and  obligations  of  their  contracts, 
grantors  and  grantees  occupy  the  same  relations  toward  each 
other  as  assignors  and  assignees.  The  grant  is  an  assignment 
of  the  patent  within  an  area  less  than  the  entire  territory  of 
the  United  States,  and  in  the  district  granted  the  rights  and 
duties  of  the  grantee  are  identical  with  those  of  assignees. 
Being  subject  to  the  same  wrongs  and  entitled  to  the  same 
remedies  as  those  whose  contracts  cover  the  whole  area  within 
which  the  monopoly  prevails,  they  require  no  separate  atten- 
tion, and  the  rules  hereafter  stated  in  reference  to  assignors 
and  assignees  may  be  regarded  as  equally  applied  to  them. 


SECTION  I. 

OP  THE  WRONGS   COMMITTED    BT  ASSIGNORS  AGAINST  ASSIGNEES  : 

AND  THEIR  REMEDIES. 

§  1227.    Contract  Rights  of  the  Assignee  against  the  Assignor. 

Under  his  contract  with  the  assignor,  an  assignee  is  entitled 
to  the  conveyance  of  a  perfect  legal  title  to  a  valid  patent, 
without  fraud  or  imposition  and  with  an  exact  fulfilment  of 
the  express  and  implied  warranties  which  the  contract  con- 
tains. The  violation  of  his  rights  by  the  assignor,  therefore, 
consists  either :  (1)  In  a  neglect  or  refusal  to  convey  the 
patent ;  or  (2)  In  the  conveyance  of  a  defective  title ;  or  (8) 
In  the  conveyance  of  an  invalid  patent ;  or  (4)  In  deceit  or 
artifice  inducing  the  assignee  to  enter  into  the  transaction ; 
or  (5)  In  breach  of  warranty.  For  each  of  these  wrongs  an 
adequate  remedy  exists,  either  in  law  or  equity. 

§  1228.   Remedy  of  the  Assignee  when  the  Assignor  Refuses  to 
Convey  the  Patent. 

The  neglect  or  refusal  of  the  assignor  to  convey  the  patent 
to  the  assignee  may  be  voluntary  or  involuntary.  If  involun- 
tary, the  only  remedy  of  the  assignee  is  by  an  action  at  law 


GGO  TREATISE  ON  THE  LAW  OF  PATENTS.    [BOOK  lY. 

upon  the  breach  of  contract.  If  voluntarj,  the  assignee  may 
sue  at  law  for  damages  or  obtain  specific  performance  in  a 
court  of  equity.  A  contract  for  the  assignment  of  a  patent, 
or  an  undivided  interest  therein,  belongs  to  that  peculiar  class 
of  contracts  which  equity  will  compel  the  parties  to  perform 
according  to  its  terms,  on  the  ground  that  otherwise  irrepai-a- 
ble  injury  may  be  inflicted.^  An  oral  contract  to  convey  a 
future  patent,  collateral  to  a  contract  for  a  partnership  be- 
tween ^e  inventor  and  the  assignee,  will  thus  be  enforced 
after  the  patent  has  been  granted,  although  the  inventor  has 
repudiated  the  partnership  agreement.^  But  the  performance 
of  an  agreement  whose  fulfilment  would  be  inequitable,  or 
contrary  to  public  policy,  or  ineffective  on  account  of  the 
previous  conveyance  or  expiration  of  the  patent,  will  not  be 
decreed.^    Where  the  established  principles  of  equity  do  not 

§  1228.  ^  That  an  agreement  con-  '  That  specific  performance  will  not 
ceming  a  patent  can  be  specifically  be  decreed  in  favor  of  a  party  who  has 
enforced,  see  Adams  v.  Messiuger  (1888),  repeatedly  broken  the  contract,  though 
147  Mass.  185  ;  Poller  Co.  v.  Bartlett  the  other  party  was  the  first  to  break  it^ 
(1887),  68  Wis.  78  ;  Uapgood  v,  Rosen-  see  Ohio  Steel  Barb  Fence  Co.  v.  Wash- 
stock  (1885),  28  BUtch.  95  ;  23  Fed.  burn  &  Moen  Mfg.  Co.  (1886),  26  Fed. 
Bep.  86.  Bep.  702 ;  85  0.  O.  1837 ;  Foster  v. 

That  equity  will  decree  specific  per-  Ooldsohmidt   (1884),  28    0.   G.  915  ; 

formance  of  a  contract  to  assign  a  patent  22  Blatch.  287;  21  Fed.  Rep.  70l 

or  an  interest  therein,  see  Somerby  v.  That  if  a  party  who  has  broken  the 

Buntln  (1875),  118  Mass.  279 ;  Satter-  contract  has  any  remedy  against  the 

thwalte  V.  Marshall  (1872),  4  DeL  Ch.  other,  it  is  at  law  not  in  equity,  see 

337.  Ohio  Steel  Barb  Fence  Co.  «.  Washburn 

That  an  oral  agreement  to  conrey  a  &  Moen  Mfg.  Co.  (1886),  26  Fed.  Rep. 

patent  will  be  enforced,  see  Searle  v.  702 ;  85  O.  G.  1337 ;  Werden  v.  Gm- 

Hill  (1887),  73  Iowa,  367.  ham  (1883),  24  0.  G.  101 ;  107  111.  169. 

That  an  agreement  to  assign  all  fn-  That  equity  will  not  decree  specifio 

ture  inrentions  relating  to  a  certain  art  performance  where  the  order  would  be 

may  be  defined  and  enforced  in  equity,  futile  or  afibrd  imperfect  relief,  see  Wol- 

see  Beese's  Appeal  (1888),  122  Pa.  St  lensak  v.  Briggs  (1886),  87  O.  G.  339; 

392.  20  Brad.  (111.)  50;  Werden  v.  Graham 

3  That  an  oral  agreement  of  one  per-  (1883),  34  O.  G.  101 ;  107  111.  169. 
son  to  give  his  interest  in  a  future  pat-  That  equity  will  not  decree  perform- 
ent,  and  of  the  other  to  put  in  funds,  ance  where  the  patent  does  not  exist  or 
and  of  both  to  render  their  services,  is  a  defendant  has  no  title,  see  Kennedy  v. 
partnership  agreement,  and  the  patent  Hazelton  (1888),  128  U.  8.  667 ;  Ken- 
will  be  partnership  property,  and  specific  nedy  v.  Hazelton  (1888^,  33  Fed.  Bepi 
performance  by  the  inventor  will  be  de-  298 ;  46  O.  G.  973. 
creed,  see  Somerby  v.  Buntln  (1875),  That  specific  performance  of  a  con* 
118  Mass.  279.  tract  to  assign  a  patent  may  be  decreed 
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permit  the  court  to  order  a  performance  of  the  contract  an 
indirect  coercion  may  be  exercised  upon  the  assignor  by  an 
injunction,  forbidding  any  transfer  or  enjoyment  of  the  patent 
contrary  to  his  agreement  with  the  assignee.^  A  voluntary 
refusal  of  the  assignor  to  convey  the  legal  title  after  the  equi- 
table interest  has  been  transferred,  or  to  remove  a  cloud  upon 
the  legal  title  already  vested  in  the  assignee,  also  demands 
the  interference  of  a  court  of  equity,  which  may  compel  the 

when  the  rights  of  bona  Jlde  purchasers  pelled  to  convey  it  to  him,  see  Pontiac 

hftye  not  intervened,  see  Whitney  v.  Knit  Boot  Co.  v.  Merino  Shoe  Co.  (1887), 

Bnrr  (1885),  115  111.  289.  31  Fed.  Rep.  286. 

That  equity  will  not  decree  specific  That  a  contract  binds  the  persons 
performance  of  a  contract  on  one  part  who  participate  in  it,  though  signed 
to  assign  a  patent,  and  on  the  other  to  only  by  one  representing  the  rest,  see 
mannfactare  the  invention,  after  long  Bean  v.  Clark  (1887),  40  O.  6.  1454. 
delay  and  where  the  plaintiff  has  not  *  In  Singer  Mfg.  Co.  v.  Union  But- 
kept  his  own  agreements,  see  Werden  v.  ton  Hole  &  Embroidery  Co.  (1873),  4 
Graham  (1888),  24  O.  G.  101 ;  107  IIL  O.  G.  553,  Lowell,  J.  :  (555)  "I  think 
169.  the  fair  result  of  the  later  cases  may  be 

That  specific  performance  of  a  con-  thus  expressed :   If  the  case  is  one  in 

tract  to  assign  will  not  be  decreed  if  the  which  the  negative  remedy  of  ii\junc- 

plaintiff  has  been  guUty  of  laches  unless  tion  will  do  substantial  justice  between 

the  defendant  has  acquiesced  in  the  de-  the  parties  by  obliging  the  defendant 

lay,  and  where  a  subsequent  assignment  either  to  carry  out  his  contract  or  lose 

has  occurred  the  plaintiff  must  show  all  benefit  of  the  breach,  and  the  remedy 

tender  or  performance  on  his  part  and  at  law  is  inadequate,  and  there  is  no 

notice  to  the  assignee,  see  N.  Y.  Paper  reason  of  policy  against  it,  the  court 

Bag  Mach.  Co.  o.  Union  Paper  Bag  Mach.  will  interfere  to  restrain  conduct  which 

Co.  (1 887),  32  Fed.  Rep.  783.  is  contrary  to  the  contract,  although  it 

That  equity  will  not  decree  specific  may  be  unable  to  enforce  a  specific  per- 

performance  of  a  contract  to  render  per-  formance  of  it.     It  seems  to  me  that 

Bonal  services  requiring  skill  and  judg-  this  case  comes  easily  within  this  rule, 

ment,  nor  where  the  exact  thing  to  be  The  court  cannot,  perhaps,  superintend 

done  cannot  be  described,  nor  where  it  the  performance  of  a  contract  to  mann- 

would  involve  the  disclosure  of  an  in-  factnre  machines,  but  it  can  restrain  the 

Tenter's  secret,  see  Wollensak  v.  Briggs  defendants  from  selling  in  violation  of 

(1886),  37  O.  G.  839  ;  20  Brad.  (111. )  50.  their  agreement."    Holmes,  253  (258) ; 

That  a  contract  which  Ib  unconscion-  6  Fisher,  480  (485). 
able  and  in  a  measure  against  public  pol-        That  tiie  owner  of  a  patent,  who  has 

icy  will  not  be  enforced,  see  Pope  Mfg.  contracted  to  sell  it  to  the  plaintiff,  may 

Co.w.Gormully(1888),84Fed.  Rep.877.  be  enjoined  from  selling  it  to  anyone 

That  an  assignee  before  patent,  hav-  else,   though   no   specific  performance 

ing  notice  of  a  prior  unrecorded  assign-  may  be  decreed,  see  Adams  v.  Messin- 

ment,  and  with  such  notice  procuring  ger  (1888),  147  Mass.  185;  Goddard  r. 

the  patent  to  himself,  holds  it  in  trust  Wilde  (1883),  17  Fed.  Rep.  845. 
for  the  former  assignee  and  may  be  com-         That  courts  of  equity  will  not  inter- 

§1228 
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assignor  to  execute  the  necessary  instruments  unless  the 
assignee  prefers  the  remedy  of  damages  at  law.^ 

§  1229.   Remedy  of  Assignee  when  the  Title  Derived  by  him 
from  the  Assignor  Proves  Defective. 

)  Where  the  title  proves  defective  after  the  contract  is  com- 
pletedy  and  the  assignee  has  fulfilled  his  part  of  the  agreement, 
equity  may  compel  the  assignor  to  make  it  perfect,  if  it  is  in 
his  power  to  do  so;  if  not,  the  contract  may  either  be  re- 
scinded -and  the  parties  placed  in  their  original  position,  or 
the  assignee  may  seek  redress  at  law.^  Equity  will  set  aside 
the  contract  when  the  consideration  of  the  assignment  con- 
sisted of  specific  articles  of  property  which  ought  to  be  re- 
turned to  the  assignee,  or  of  the  assumption  of  personal 
obligations  from  which  he  ought  to  be  released.  It  will  also 
rescind  the  contract  when  the  failure  of  title  is  partial,  and 
adequate  compensation  for  the  injury  thereby  inflicted  on  the 
assignee  cannot  be  obtained  at  law.  In  ordering  a  rescission, 
the  court  protects  the  rights  of  all  parties ;  and  where  the 
title  is  not  totally  defective  the  assignee  must  reconvey  the 
patent  to  the  assignor  and  must  account  for  the  benefits  re- 
ceived from  its  enjoyment  during  his  period  of  ownership, 

pret  contracts  for  ordinary  parties,  no         That  a  coYonant  to  convey  an  exten- 

trust  relation  existing,  see  Florence  Sew  sion  is  valid  and  enforceable  in  equity, 

iiig  Mach.  Co.  V.  Singer  Mfg.  Co.  (1870),  see  Goodyear  v.  Day  (1856),  6  Duer, 

4  Fisher,  829  ;  8  Blatch.  113.  154. 

*  That  equity  will  compel  one  having         That  equity  will  protect  one  to  whom 

the  record  title  to  convey  to  the  true  the  patentee  promises  to  assign  the  ex- 

owner,  see  Annin  o.  Wren  (1887),  51  tended  term,  if  after  the  extension  he 

Hun  (N.  Y.),   852;    Berolzheimer  v,  refuses  or  is  unable  to  do  so^  see  Day  v. 

Strauss  (1884),  51  Sup.  Ct  N.  Y.  96.  CJandee  (1853),  8  Fisher,  9. 

That  where  a  licensee  conspired  to        {  1229.  ^  That  equity  may  oompel  the 

acquire  a  prior  patent  and  have  it  re-  perfecting  of  an  incomplete  title,  see 

issued  to  cover  the  licensor's  invention  Goodyear  v.  Day  (1856),  6  Duer,  154. 

it  is  a  fraud  on  the  licensor,  and  equity  See  also  J  1228  and  notes,  ante. 
may  compel  the  licensee  to  assign  to        That  if  the  defective  title  can  be 

him  the  re-issued  patent,  see  Hale  &  made  perfect  by  the  assignor,  the  as- 

Kilbum  Mfg.  Co.'s  Appeal  (1883),  8  signee  cannot  rescind,   see  Marsh  v, 

Pennypacker  (Pa.),  878  ;  Everitt ».  Hale  Scott  (1888),  125  111.  114. 
(1882),  15  Phila.  805.  That  the  assignee  cannot  daim  both 

That  a  cloud  on  the  title  to  a  patent  an  enforcement  and  a  rescission  bat 

may  be  removed  in  equity,  see  Goodyear  must  elect  between  them,  see  Creighton 

V,  Day  (1856),  6  Duer,  154.  v.  Haggerty  (1884),  50  Hun  (N.  Y.), ». 
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unless  the  loss  exceeded  the  advantage  or  the  assignor  origi- 
nally acted  in  bad  faitli.^  Where  the  consideration  for  the 
assignment  was  a  specific  sum  of  money  which  has  been 
already  paid,  and  the  title  to  the  patent  wholly  fails,  the 
assignee  may  sue  at  law  for  the  recovery  of  the  price,  after 
a  tender  of  the  patent  to  the  assignor.^  In  all  cases,  what- 
ever the  consideration  may  have  been,  and  whether  the  title 
is  partially  or  entirely  void,  or  the  defect  is  curable  or  in- 
curable by  further  conveyances  from  the  assignor,  an  action 
for  damages  may  be  sustained  upon  the  broken  contract,  their 
measure  being  determined  by  the  loss  which  the  defect  of  title 
has  occasioned. 

§  1230.    Remedy  of  the  Assignee  when  the  Patent  Proves  to  be 
Invalid. 

The  conveyance  of  an  invalid  patent  forms  no  consideration 
for  a  contract,  and  when  an  assignee  has,  in  good  faith  and 
with  due  caution,  parted  with  any  property  or  assumed  any 
obligation  relying  upon  its  validity,  he  is  entitled  on  discover- 
ing the  failure  of  consideration  to  a  return  of  the  property  or 
a  release  from  the  obligation.^  The  ground  of  invalidity  is 
immaterial.  A  patent  void  for  want  of  novelty  or  practical 
utility  in  the  invention  affords  as  little  consideration  for  a 
contract  as  one  void  for  want  of  priority  in  the  inventor,  pro- 
vided the  assignee  has  exercised  reasonable  care  in  the  exami- 

*  That  the  conveyance  cannot  be  re-  the  vendee  may  recover  the  purchase 
padiated  so  as  to  free  the  vendee  from  money,  see  Holden  v,  Curtis  (1819), 
the  duty  of  paying  the  purchase  money    2  N.  H.  61. 

unless  the  invention  be  restored  to  the  That  the  consideration  expressed  in 
assignor,  see  Sherman  v.  Champlain  the  conveyance  of  a  patent  is  not  con- 
Transportation  Co.  (1868),  81  Vt.  162.  elusive,  and  the  true  consideration  may 

•  That  if  the  vendor  had  no  title  there  be  shown,  see  Wheeler  v.  Billings  (1 868), 
is  no  consideration  for  the  sale,  see  7  Transcript  Ap.  (N.  Y.)  121. 
Hardesty  v.  Smith  (1861),  8  Ind.  89  ;  S  1280.  i  That  the  assignment  of  a 
Edwards  v,  Richards  (1884),  Wright,  worthless  patent-right  is  no  considera- 
(Ohio),  696.  tion  for  a  contract,  see  Bierce  v.  Stock- 
That  if  the  assignor  creates  a  legal  ing  (1858),  11  Gray,  174. 

title  which  defeats  the  equitable  title         That  an  assignee  cannot  rescind  the 

of  his  prior  assignee  he  must  refund  the  contract  on  the  ground  that  a  defect 

purchase  money,  see  Bellis  r.  Henwood  exists  in  the  patent  if  the  defect  can  be 

(1888),  6  Pa.  Co.  (Pa.)  78.  remedied  by  the  assignor,  see  Marsh  v 

That  if  the  title  to  the  patent  foils,  Scott  (1888),  126  UL  Hi. 
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nation  of  the  invention  before  the  purchase.*  JBnt  the  abeenee 
of  pecuniary  yalue  in  the  inyention  does  nofavoid  the  patent, 
nor  can  the  assignee  complain  of  any  defect  which  must  have 
been  apparent  to  him  at  the  time  of  purchase,  since  the  law 
does  not  undertake  to  prohibit  the  transfer  of  invalid  patents, 
nor  to  assist  an  intelligent  and  yoluntarj  purchaser  in  his 
repudiation  of  the  sale.^  The  remedy  of  the  assignee  of  a 
Toid  patent  may  be  sought  either  in  equity  or  at  law.  If  the ' 
price  paid  was  in  money,  the  amount  may  be  recovered  in  a 
suit  at  law,  upon  an  offer  to  reconvey  the  patent  to  the  as- 
signor.^   When  specific  property  is  to  be  returned,  or  an  obli* 

'  That  where  the  patent  is  void  on  ment  and  without  fraud,  see  Haideaty 

account  of   a   defective    8pecification»  v.  Smith  (1851),  3  Ind.  89. 
there  will  be  no  consideration  for  a  note         *  That  "want  of  value  "  and  "  want 

given  for  the  purchase  money,  see  Keith  of  utility  '*  are  not  the  same  thing,  see 

V.  Hobbe  0878),  69  Mo.  84.  Bums  v,  Barnes  (1877),  58  Ind.  436. 

That  if  the  patent  is  void  because  the         That  an  intenat  in  or  Uoenae  mider 

invention  is  useless,  the  note  given  for  a  valid  patent  is  a  good  conaideratiQa 

it  is  without  consideration,  see  Rowe  for  a  note  or  other  contract,  whether 

V.   Blanchard   (1864),   18  Wis.    441  ;  the  interest  has  any  pecuniury  value  or 

Jolliffe  V.  Collins  (1855),  21  Mo.  888  ;  not,  see  Nash  v.  IjoW  (1869),  102  Maas. 

FaUiso.  Griffith  (1838),  Wright  (Ohio),  60;    Howe   v.    Richards    (1869),   108 

808.  Mass.  64,  note. 

That  if  the  invention  will  not  answer        *  That  money  paid  for  a  void  patent 

its   purpose   without   alterations,    the  can  be  recovered   back,  see  Darst  v. 

patent  will  be  void,  and  the  vendee  may  Brockway  (1842),  11  Ohio,  468. 
repudiate  the  ssle  for  failure  of  con*        That  when  the  vendee  pays  the  pur^ 

sideration,  see  Cowan  v.  Dodd  (1866),  chase  money,  with  full  knowledge  of  all 

8  Cold.  (Tenu.)  278.  the   facts,   he   cannot  recover  it,   see 

That  a  useless  invention  is  no  con-  Stevens  v.  Head  (1837),  9  Vt.  174. 
sideration  for  a  note,  though  both  par-         That  if  the  vendee  has  derived  bena* 

ties  believed  it  to  be  useful,  see  Lester  fit  from  the  sale  he  cannot  recover  back 

V.  Palmer  (1862),  4  Allen,  145.  the  price  paid,  though  the  patent  is 

That  if  the  invention  can  be  improved  void,  see  Holden  v.  Curtis  (1819),  8 

and  made  operative  without  introducing  N.  H.  61 . 

a  new  principle,  the  contract  will  not         That  in  an  action  to  recover  back  the 

be  avoided,  see  C'Owan  v.  Dodd  (1866),  price  on  the  ground  that  the  patent  is 

8  Cold.  (Tenn.)  278.  invalid  the  patent  must  be  re-^tssigned 

That  if  the  invention  is  useful  when  or  tendered  to  the  seller,  see  Dillman 

sold,  there  is  no  failure  of  consideration,  v,  Nadelhoffer  (1885),  19  Brad.  (111.) 

though  subsequent  ones  supersede  it,  375. 

see  Harmon  i;.  Bird  (1839),  22  Wend.         That  if  the  patent  is  void  beeanas 

113.  the  invention  is  not  new  and  uaefhl  the 

That  uselessness  is  no  defence  where  note  given  therefor  is  void,  and  the 

the  rendee  bought  on  his  own  judg^  vendee  need  not  offer  to  re-asaign,  see 
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gation  released,  the  contract  must  be  set  aside  in  equity,  and 
the  parties  restored  to  their  former  condition.  Where  gen- 
eral damages  will  compensate  the  assignee,  an  action  at  law 
for  these  may  be  maintained.  The  conveyance  of  a  patent 
for  a  different  invention  from  that  which  forms  the  subject- 
matter  of  the  contract  is  equivalent,  in  its  effect,  to  the  con- 
veyance of  an  invalid  patent.  The  assignee  is  not  bound  to 
accept  it,  but  may  rescind  the  contract  and  recover  back  the 
price,  or  have  such  other  relief  as  the  case  requires.  If  he 
accepts  the  conveyance,  however,  and  avails  himself  of  the 
advantages  of  the  invention  therein  described,  he  is  estopped 
from  setting  up  the  departure  from  the  contract,  either  as  a 
cause  of  action  or  a  defence  against  the  assignor.^ 

§  1231.   Remedy  of  the  Assignee  when  the  Assigpior  Procured 
the  Assignment  through  Deceit. 

Where  the  assignor  has  by  deceit  or  artifice  induced  the 
assignee  to  enter  into  the  contract  it  may  be  set  aside  in 
equity,  or  the  assignee  may  have  his  remedy  for  damages  at 
law.^    The  distinction,  which  elsewhere  prevails  between  the 

National  Bank  v.  Peck  (1871),  8  Kan.  and  tbe  doctrine  of  caveat  emptor  wUl 

660.  <^PPly>  8^  Myers  v.  Turner  (1855),  17 

That  where  benefits  hare  been  re-  111.  179. 

ceired  the  contract  cannot  be  rescinded.  That  an  assignment  by  the  vendee  to 

bat  only  an  action  for  damages  will  lie,  other  persons  does  not  estop  him  from 

see  Moore  o.  Bare  (1860),  11  Iowa,  108.  claiming  invalidity,  see  Hawks  v.  Swett 

*  That  the  vendee  of  a  patent-right  (1875),  4  Hun  (N.  Y.),  146  ;  6  Thomp. 

may  recover  back  his   money    if  the  k  C.  529. 

patent-right  was  not  what  he  agreed  to  §  1231.  ^  That  the  assignee  of  a  pat- 
bay,  onless  he  has  accepted  a  deed  de-  ent  may  have  the  assignment  rescinded  ' 
scribing  it,  and  if  he  has  he  cannot  for  fraud  in  the  representations  of  the 
recover  unless  there  was  fraud  or  a  assignor  as  to  the  patented  invention, 
warranty,  seeFossv.  Richardson  (1860),  see  Hall  v.  Orvis  (1872),  35  Iowa,  366  ; 
15  Gray,  808.  and  cases  cited  in  other  notes  under  this 

That  if  the  right  agreed  to  be  as-  paragraph, 

signed  differs  from  that  covered  by  the  That  a  corporation  purchasing  the 

patent,  the  sale  is  void,  and  the  purchase  right  to  sell  an  invention  may  roly  on 

money,  if  paid,  is  recoverable,  see  Bur-  the  statements  of  the  vendors  and  is  not 

rail  V.  Jewett  (1830),  2  Paige,  183.  bound  by  the  rule  caveat  emptor,  and 

That  if  the  patent  is  referred  to  by  may  sue  for  fraudulent  representations 

its  date  in  the  assignment  it  will  be  though  they  were  made  to  the  persons 

presumed  that  the  vendor  examined  it,  forming  such  coiporation  before  it  was 
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expression  of  an  unfounded  opinion  and  the  averment  of  a 
falsehood,  is  equally  applicable  to  the  vendor  of  a  patent 
Extravagant  recommendations  are  to  be  expected  from  the 
owner  of  any  commodity  which  he  desires  to  sell,  and  buyers 
must  be  on  their  guard  in  order  not  to  be  misled.  Thus 
representations  of  the  assignor  concerning  the  probable  value 
of  the  invention  to  the  assignee,  though  false,  are  not  such 
fraud  as  warrants  a  rescission  of  the  contract  unless  the  ven- 
dor knew  that  the  vendee  was  ignorant  and  was  relying  upon 
his  opinion.'  But  statements  affirming  the  validity  of  the 
patent,  or  the  novelty  or  utility  or  salability  or  cost  of  the  in- 
vention, if  made  with  an  intention  to  deceive  the  assignee  and 
acted  on  by  him,  constitute  a  sufficient  ground  for  the  avoid- 
ance of  the  assignment  in  equity,  or  the  recovery  of  damages 
at  law.^    These  fraudulent  assertions  furnish  the  same  occa- 

otganized,  see  Iowa  Economic  Heater  That  a  contract  of  sale  will  be  re- 
Co.  V,  American  Economic  Heater  Co.  scinded  for  false  representations  of  the 
(1887),  32  Fed.  Rep.  735.  render  as  to  the  raloe  of  the  patent. 

That  the  assignee  may  rescind  the  the  rendee  being  ignorant  and  relying 

assignment  for  fraud  and  recoTer  the  on  the  vendor,  see  Page  v.  Dickerson 

price  paid  or  the  property  conveyed  as  (1871),  28  Wia.  694. 

the  consideration,  see  Ifarsh  v,  Scott  *  That  in  an  action  for  fraud  the 

(1888),  125  III  114.  plaintiff  may  show  that  the  patent  is 

That  the  assignee  may  sae  the  aji-  invalid  on  account  of  a  prior  patent,  see 

signer  for  fraudulent  statements  which  Bull  v.  Pratt  (1815),  1  Conn.  842. 

induced  him  to  purchase  the  patent,  see  That  a  sale  may  be  avoided  on  ae- 

Bull  V.  Pratt  (1815),  1  Conn.  S42 ;  and  count  of  &lse  representations  of  the  ven- 

other  cases  cited  in  the  notes  to  this  dor  that  the  invention  was  never  before 

paragraph.  patented,  and  was  never  used  except 

'  That  false  representations  as  to  the  under  the  patent  sold,  see  Morrow  v, 

amount  already  offered  for  the  right  are  Brown  (1869),  81  Ind.  878. 

not  such  warranties  of  value  as  will  That  a  sale  procured  by  false  repre- 

avoid  the  contract  of  sale,  or  sustain  an  sentations  of  the  vendor  as  to  the  nov- 

action  for  deceit,  see  Dillman  v.  Nadel-  elty  and  usefulness  of  the  invention  is 

hoffer  (1885),  19  Brad.  (III.)  375.  void,  see  Johnson  v.  McCabe  (1871),  37 

That  a  statement  by  the  vendor  that  Ind.  585. 

the  invention  would  be  useful  to  the  That  a  vendee  has  a  right  to  rely  on 

vendee  is  a  mere  expression  of  opinion,  the  vendor's  representations  as  to  the 

not  a  fraud,  see  Louden  v,  Birt  (1858),  salability  of  the  invention,  see  Hull  o. 

4  Ind.  566.  Fields  (1882),  76  Va.  594. 

That  representations  as  to  value  are  That  wilful  falsehoods  of  the  vendor 

mere  opinions,  and  cannot  avoid  the  as  to  the  cost  of  making  the  invention 

sale,  since  only  falsehoods  as  to  mattera  are  fraud,  see  PefBey  v.  Koland  (1881), 

of  fact  can  do  that,  see  Neidefer  r.  80  Ind.  164. 

Chastain  (1880),  71  Ind.  868.  That  a  vendor  is  not  bound  by  his 

§1231 
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sion  for  relief  whether  made  in  words  or  by  the  exhibition  of 
false  devices  purporting  to  be  the  patented  invention,  and 
whether  proceeding  from  the  assignor  himself  or  from  his 
agents.^  The  consequences  of  the  fraud  are  not  averted  by 
the  ability  of  the  assignee  to  have  discovered  the  deceit  by  re- 
sorting to  the  records  of  the  Patent  Office,  or  by  an  inquiry 
of  persons  skilled  in  the  art.^  If  the  assertions  of  the  as- 
signor relate  to  matters  of  existing  fact,  and  are  intended  to 
influence  the  action  of  the  assignee,  his  reliance  upon  them 
without  further  investigation  is  not,  as  between  the  parties, 
evidence  of  undue  credulity,  unless  the  assertions  were  mani- 
festly untrue  or  absurd,  or  the  assignee  has  neglected  such 
precautions  as  every  prudent  man  would  have  observed.®  A 
rescission  of  the  contract  on  the  ground  of  fraud  must  be  made 
promptly  after  its  discovery.  The  subsequent  exercise  of 
ownership  over  the  patent,  and  the  enjoyment  of  its  benefits, 
will  affirm  the  sale  and  deprive  the  assignee  of  his  equitable 
remedy.^    Nor  can  the  advantages  derived  from  the  invention 

representationB  as  to  the  validity  of  the  covered  by  the  patent,  or  not  covered  by 

patent,  or  the  novelty  or  priority  of  the  an  earlier  patent,  though  by  searching 

invention,  unless  he  was  guilty  of  fraud,  the  records  in  the  Patent  Office  he  could 

see  Rawson  v,  Haiger  (1878),  48  Iowa,  have  discovered  the  error,  see  David  v. 

869.  Park  (1870),  lOS  Mass.  601. 

*  That  the  vendee  of  a  patent-right         That  if  the  patent  is  void  on  account 

may  rely  on  the  representations  of  the  of  a  prior  patent  for  the  same  invention, 

vendor  as  to  what  the  patent  covers,  and  the  vendee  was  induced  to  purchase 

and  if  the  part  shown  to  the  vendee  is  by  the  fraudulent  statements  of  the  ven- 

not  covered  it  is  a  fraud,  see  Bose  o.  dor  that  it  was  valid,  he  may  re-assign 

Hurley  (1872),  89  Ind.  77.  the  patent  and  rescind  the  sale,  though 

That  a  sale  will  be  set  aside  for  fraud  by  searching  the  records  of  the  Patent 

of  the  vendor  by  falsehoods  concerning  Office  he  might   have  discovered  the 

the  value  and  utility  of  the  invention,  fraud,  see  McKee  v.  Eaton  (1881),  26 

and  the  employment  of  false  devices  in  Kan.  226. 

exhibiting  it,  see  Gardner  «.  Trenaiy         •  That  where  both  vendor  and  ven- 

(1886),  65  Iowa,  646.  dee  have  equal  knowledge,  or  means  of 

That  statements  as  to  utility,  made  knowledge,  equity  will  not  relieve,  if 
in  the  presence  of  the  vendor  by  one  both  parties  were  in  good  f&ith,  see 
who  travelled  with  him  in  selling  the  Rawson  v,  Haiger  (1878),  48  Iowa,  269. 
patent-right,  are  binding  on  the  ven-  "^  That  if  the  vendee  exercises  owner- 
dor,  see  Foster  r.  Trenary  (1886),  65  ship  over  the  patent  after  he  discovers 
Iowa,  620.  the  fraud,  it  will  affirm  the  sale,  see 

*  That  a  vendee  may  sue  the  vendor  Dunks  v.  Fuller  (1875),  82  Mich.  242. 
for  false  representations  as  to  what  was         That  where  a  vendee,  after  he  dis- 

§1231 
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before  the  fraud  was  discovered  be  retained  by  the  rescinding 
assignee.  The  contract  becomes  void  from  its  beginning,  and 
the  mutual  restoration  of  all  its  results,  on  either  side,  must 
follow.^  A  bill  in  equity  to  set  aside  the  assignment,  there- 
fore, must  allege  that  no  benefits  have  been  received  since  the 
discovery  of  the  fraud,  and  must  offer  to  return  those  which 
had  previously  accrued.^  When  the  patented  invention  is 
entirely  worthless,  and  the  assignee  has  been  induced  to  pur- 
chase it  by  the  fraudulent  representations  of  the  assignor  as 
to  its  value,  the  price  may  be  recovered  in  a  suit  at  law  with« 
out  a  prior  rescission  of  the  contract  or  an  offer  to  return  the 
patent  to  the  assignor.^  But  where  the  parties  were  of  equal 
knowledge  or  in  equal  fault,  or  where  the  purchase  money 
has  been  paid  after  a  full  acquaintance  with  the  facts,  no 
action  to  recover  it  will  lie.  A  suit  for  damages,  leaving  the 
contract  still  in  force  so  far  as  the  ownership  of  the  patent  is 
concerned,  can  always  be  sustained  when  actual  fraud  has 
been  committed  by  the  assignor.^^     In  proof  of  his  guilty 

oorera  the  fraud,  aoquiesces  in  it  and  value  of  the  patent,  and  if  the  patent  ii 

takes  the  benefit  of  the  sale,  other  parties  entirely  worthless  no  tender  to  return  it 

not  interested  in  the  sale  cannot  avoid  is  necessary,  see  Hess  v.  Young  (1877)j 

it,  that  power  being  confined  to  him  and  59  Ind.  879. 

those  who  share  his  rights,  see  Edmunds         That  where  the  vendor  agrees  to  rs- 

V.  Hildreth  (1854),  16  lU.  214.  turn  the  purchase  money  if  the  vendee 

^  That  where  the  vendee  has  bene-  fails  to  realize  a  certain  sum  within 

fited  by  the  assignment  he  cannot  have  a  given  time,  the  vendee  is  bound  to 

it  rescinded,  and  recover  back  the  pur-  make  reasonable  efforts  to  seU,  oonsid- 

chase  money  on  the  ground  of  fraud,  ering  his  ability  and  means,  though  if 

unless  he  accounts  for  the  benefits  re*  he  has  no  means  and  does  not  speak 

ceived,  see  Edmunds  v,  Myers  (1854),  English,  he  is  not  bound  to  embark  in 

16    IlL    207  ;    Edmunds   v.   Hildreth  the  manufacture  of  the  invention,  sea 

(1854),  16  111.  214.  Bexger  v.  Peterson  (1875),  78  lU.  638. 

*  That  a  biU  to  rescind  an  assign-         That  if  the  vendee,  with  a  right  to 

ment  on  the  ground  of  fraud  must  aver  rescind  if  the  enterprise  is  unsuccessful, 

that  the  benefits  were  received  before  makes  naaiiiialiiii  eftrCi»  end  the  wn* 

the  fraud  was  discovered*  and   maai  dor  prevents  sales  from  lieing  made,  the 

offer  to  return  the  profitv  neeived,  see  vendor  must  pay  back  the  price  with 

Edmunds  v.  Myers  (1854),  16  IlL  207  ;  interest,  though  before  the  time  was  np 

Edmunds  v,  Hildreth  (1864),  16  111.  the  vendee  had  refused  to  reoonvey,  sea 

214.  Berger  v.  Petenon  (1875),  78  lU.  638. 

^  That  the  purchase  money  may  be         ^  That  a  vendee  of  territory,  some 

recovered  on  the  ground  of  the  vendor's  of  which  the  vendor  did  not  own,  may 

fraudulent  representations   as   to   the  sue  for  damages  without  offering  to  re* 
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knowledge,  similar  false  assertions  in  other  transactions  relat- 
ing to  the  same  invention  may  be  shown.^ 

§  1232.    Remedy  of  Assignee  for  Breach  of  Warranty. 

An  assignment  of  a  patent  raises  an  implied  warranty  of 
title,  but  not  of  the  validity  of  the  patent  nor  of  the  practical 
value  of  the  patented  invention.^  An  action  for  breach  of 
warranty  will,  therefore,  lie  only  where  the  title  proves  defec- 
tive, unless  the  instrument  of  conveyance  contains  express 
covenants  which  have  been  broken  by  the  assignor.  Such 
covenants  may  relate  directly  to  the  patent  or  by  necessary 
implication  warrant  its  validity.  In  either  case  they  create 
rights  which  can  be  vindicated  by  an  action  at  law  for  dam- 
ages. Where  the  assignor  of  the  patent  is  himself  an  as- 
signee, and  both  parties  are  in  equal  ignorance  concerning  the 
patentability  of  the  invention,  no  question  as  to  an  implied 
warranty  of  validity  can  arise.' 

aasign,  and  wUl  Le  allowed  damages  in  too  brood  and  against  public  policy,  see 

proportion  to  the  value  of  such  unsold  Berlin  Mach.  Works  v.  Perry  (1888),  71 

territory  to  the  whole  area,  as  shown  by  Wis.  496. 

the  price  paid,  see  Moorehead  r.  Davis         That  there  is  no  implied  warranty  of 

(1883),  92  Ind.  808.  validity  in  the  sale  of  a  patent  right, 

^  That  fraud  in  effecting  sales  to  see  Hiatt  v.  Twomey  (1886),  1  Dev.  & 

others  may  be  proved  to  show  guilty  Bat  £q.  (N.  C.)  315. 
knowledge  in  the  same  acts  toward  the         That  if  the  title  to  the  patent  passes 

vendee,  see  Foster  v,  Trenary  (1885),  to  the  vendee  the  consideration  paid 

65  Iowa,  620.  cannot  be  recovered  back  unless  the 

S  1232.  1  That  the  assignment  of  a  contract  has  been  rescinded,  or  was 
patent  carries  an  implied  warranty  of  tainted  with  fraud,  or  there  was  an  ex- 
title,  see  §  783  and  notes,  ante.  press  warranty  which  has  been  broken,^ 

That  a  vendee  in  an  action  against  see  Case  v.  Morey  (1818),  1  N.  U.  347. 
the  vendor  on  an  implied  warranty  must        '  In  Johnson  v.  Willimantic  Linen 

•how  that  he  has  been  disturbed  in  the  Co.  (1866),  33  Conn.  436,  Butler,  J.  : 

eigoyment  of  the  right,  or  that  the  ven-  (442)  "It  is  not  material  to  enquire 

dor  had  no  right  which  he  could  con-  whether  or  not  generally,  on  the  sale  of 

vey,  see  Stevens  v.  Head  (1837),  9  Yt.  a  patent-right,  there  is  an  implied  war. 

174.  lanty  of  its  validity.   There  is  undoubt- 

That  a  warranty  of  the  exclusive  edly  a  strong  current  of  authority  in 

right  within  a  given  territory  extends  that  direction.    And  the  cases  in  this 

only  to  the  specific  inventions  conveyed  country  where  in  actions  for  the  price  of 

to  the  vendee,  see  Kingman  v.  Martin  a  patent-right  or  patented  machine  the 

(1887),  24  IlL  Ap.  485.  defendant  has  prevailed  on  the  ground 

That  a  covenant  not  to  make,  use  or  of  a  failure  of  consideration,  are  quite 

■ell  any  device  for  the  same  purpose  is  numerous.      Where  there  was  an  ex* 
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SECTION  n. 

OF  WRONGS  COMMITTED  BT  ASSIGNEES  AGAINST  A8SIGN0BS:  AND 

THEIB  REMEDIES. 

§  1233.   Righti  of  AMisnor  against  A— Ignce. 

An  assignor,  under  his  contract  with  the  assignee,  acquires 
a  right  to  an  acceptance  of  the  conveyance  of  the  patent,  to 
the  performance  of  the  conditions  embraced  in  the  assign- 
ment, and  to  the  payment  of  the  stipulated  price.  He  also 
has  the  right,  implied  in  every  contract,  to  honesty  and  fair 
dealing  on  the  part  of  the  assignee.  His  rights  are,  therefore, 
violated  when  tibe  assignee  refuses  to  execute  the  contract,  or 
to  fulfil  his  obligations  under  it,  or  to  pay  the  purchase  money 
according  to  the  terms  of  the  agreement,  or  when  he  takes 
undue  advantage  of  the  ignorance  or  credulity  of  the  assignor. 

§  1234.    Remedy  of    A— Ignor  when   the  Assignee  Refuses   to 
Accept  the  Asslepiment. 

The  wrong  committed  by  the  refusal  of  the  assignee  to  ac- 
cept the  conveyance  of  the  patent,  when  duly  tendered  by  the 
assignor,  can  generally  be  redressed  only  in  a  suit  at  law  for 

press  warranty,  or  the  vendor  by  repre-  the  Patent  Office  and  a  provision  for  a 

sentation  expressly  professed  to  sell  the  determination  of  that  question  by  ex* 

patent  as  a  valid  one,  and  the  purchaser  aminers  before  the  patent  is  granted, 

relied  on  that  profession,  or  where  the  and  a  series  of  Federal  decisions  holding 

vendor  knew  that  there  was  a  defect  in  aach  a  patent  prima  facie  evidence  of 

the  patent  and  that  it  was  invalid  and  novelty,  the  vendor  who  acts  in  good 

concealed  the  fact  (although  he  made  faith,  in  the  absence  of  fraud,  express 

no  express    representation    whatever),  warranty,  or  any  representation  or  fact 

and  in  such  concealment  was  guilty  of  other  than  the  mere  fact  of  sale  indica« 

fraud,  the  correctness  of  the  decisions  ting  that  he  sold  the  patent  as  valid, 

cannot  be  questioned.    And  one  or  an-  the  vendor  should  be  holden  to  an  im* 

other  of  these  elements  existed  in  a  ma*  plied  warranty  and  failure  of  considera* 

jority  of  the  cases  collected  by  Mr.  Law  tion  on  that  ground,  if  in  fact  invalid, 

in  his  Digest,  many  of  which  have  been  or  the  vendor  be  permitted  to  defend 

cited  on  this  trial     But  it  is  question-  upon  the  ground  of  a  mutual  misoon- 

t     able  whether  as  between  two  assignees  ception  of  a  fact.     The  English  courts 

of  a  patent-right,  neither  of  whom  has  would    not   now    so    hold    on    either 

any  opportunity  to  know  whether  it  ground;  and  I  am  inclined  to  think 

is  invalid  for  want  of  novelty  or  not,  that,  upon  principle,  a  discrimination 

especially  since  the  re-oiganization  of  should  be  made  here.' 


ff 
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damages.  The  injury  inflicted  on  the  assignor  by  such  refusal 
is  not  irreparable  to  a  degree  which  calls  for  equitable  inter- 
ference, when  it  merely  leaves  the  patent  in  his  hands  and 
withholds  the  service  or  the  money  which  was  to  form  the 
consideration  for  its  transfer.  There  are,  however,  cases  in 
which  the  obligations  imposed  by  the  contract  on  the  assignee 
are  of  such  a  character  that  justice  cannot  be  done  to  the 
assignor  except  by  a  specific  performance  of  the  agreement, 
and  in  these  cases  equity  will  compel  its  execution,  not  because 
the  transaction  related  to  a  patent  privilege,  but  on  account 
of  the  peculiar  circumstances  of  the  parties  and  the  necessity 
for  this  extreme  relief.^  Thus  where  the  consideration  to  be 
given  for  the  patent  was  the  conveyance  of  real  property,  or 
the  surrender  of  some  right  essential  to  the  assignor,  the 
terms  of  the  agreement  may  be  explicitly  enforced,  and  the 
assignee  may  be  obliged  to  transfer  or  release  the  stipulated 
property  or  claim.^ 

§  1235.    Remedy  of  Amiicnor  for  Breach  of  the  Conditions  In  th# 
AMignment. 

For  the  injury  inflicted  on  the  assignor  by  the  non-fulfilment 
of  conditions  imposed  by  the  assignment  on  the  assignee,  a 
remedy  in  damages  may  be  obtained  at  law.  Where  the  con- 
ditions are  made  essential  to  the  title  of  the  assignee,  or  are 
in  their  nature  necessary  to  the  enjoyment  of  the  reserved 
rights  of  the  assignor,  the  failure  to  perform  them  forfeits  the 
interest  of  the  assignee  in  the  patent,  and  on  a  proper  applica- 
tion equity  will  decree  a  reconveyance.^  Conditions  embraced 
in  the  assignment,  but  which  the  assignee  does  not  expressly 
or  impliedly  promise  to  perform,  though  working  a  forfeiture 
of  his  interest  in  the  patent,  can  neither  be  enforced  in  equity 
nor  made  the  basis  of  a  suit  at  law.' 

§  1284.  1    See  S  788  and  notes,  ante.  >  That  an  asd^nmeDt  on  conditions, 
'  See  §  1229,  €mte.  not  containing  any  express  agreement  to 
§  1285.  ^  See  §  788  and  notes,  ante,  perform  the  conditions,  may  be  forfeited 
That  if   the   assignor  rescinds   for  by  not  performing,   but  cannot  be  en- 
breach  of  contract  he  must  return  the  forced,  nor  is  the  party  liable  in  dam- 
purchaae  money  or  other  consideration  ages  for  non-performance,  see  NeweU  v. 
already  paid,   see   Bellis   v.    Henwood  Wheeler  (1866),  4  Rob.  (N.  T.)  247; 
(1888),  6  Pa.  Co.  (Pa.)  78.  Newe]lv.Wheeler(1866),2  Abb.Pr.l84. 
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« 
§  1236.   Remedy  of  the  Assignor  when  the    Assfgnee  has  Pro* 
oured  the  Assignment  by  Fraud. 

The  wrong  committed  by  the  fraud  or  unfair  dealing  of  the 
assignee,  in  obtaining  tlie  conveyance  of  the  patent,  may  be 
redressed  either  at  law  or  equity.  If  the  assignor  prefers  to 
treat  the  conveyance  as  effective  and  permit  the  assignee  to 
retain  the  patent,  he  may  have  his  remedy  in  damages  com- 
mensurate with  the  value  of  the  patent  of  which  he  has  been 
deprived.  But  when  he  desires  to  rescind  the  sale  equity  will 
afford  him  this  relief  on  his  return  of  the  consideration,  and 
in  addition  will  compel  the  assignee  to  account  for  the  bene- 
fits which  he  has  received.  Where  the  assignee  has  not  been 
guilty  of  actual  fraud,  but  has  obtained  the  patent  for  an  in- 
adequate price  through  the  ignorance  of  the  assignor  as  to  its 
true  value,  the  contract  will  be  set  aside  upon  the  restoration 
of  the  purchase  money  and  the  payment  of  a  reasonable  com- 
pensation for  the  services  and  expenses  of  the  assignee.^ 

§  1237.    Remedy  of  Assignor  when  the  Assignee  Refoses  to  Pay 
the  Porohase  Money. 

Upon  the  neglect  or  refusal  of  the  assignee  to  pay  the  pur- 
chase money  for  the  patent,  the  assignor  may  recover  the 
amount  in  assumpsit,  debt,  or  covenant,  according  to  the  form 
of  the  contract.^  To  such  an  action  several  defences  may  be 
urged  in  addition  to  a  general  denial  of  the  obligation,  among 
which  are  the  failure  of  the  title  conferred  upon  the  assignee, 
the  invalidity  of  the  patent,  and  fraud  or  breach  of  warranty 
on  the  part  of  the  assignor.  Concerning  each  of  these  de- 
fences certain  questions  have  arisen,  and  been  decided,  which 
demand  especial  mention. 

§1236.  ^  That  where  a  rendor  is  ground  that  the  purchase  money  haa  not 

ignorant  of  the  value  of  the  patent,  and  been  paid,  see  Perkins  v.  United  Statea 

a  vendee  knowing  its  value  purchases  it  Electric  Light  Co.  (1888),  24  O.  O.  204; 

at  an  inadequate  pric«,  and  under  sus-  21  Blatch.  808 ;  16  Fed.  Eep.  613. 
picious  circumstances,  the  sale  will  be         That  the  vendee,  being  bound  to  pay 

set  aside  on  payment  to  the  vendee  of  $1000  within  a  year  or  to  re-assigu  the 

his  expenses  and  a  reasonable  compen'  patent,  may  re-assign  on  a  demand  of 

aation  for  his  services,  see  Leonard  v.  the  money  a  few  days  after  the  year  ez- 

Bamum  (1874),  84  Wis.  105.  pirea,  and  must  then  either  re-assign  or 

§  1237.   ^  That  equity  wiU  not  set  pay,  see  Manvel  v.  Holdredge  (1871), 

aside  the  assignment  of  a  patent  on  the  45  N.  T.  151. 
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§  1238.    Defences  of  the  Anelcnee  against  the  Assignor's  Action 
for  the  Porohase  Money  :  Defective  Title. 

An  assignor  whose  title,  at  the  time  of  his  conveyance,  was 
defective,  or  who  has  failed  for  any  other  cause  to  confer  upon 
the  assignee  a  complete  right  to  the  patent,  has  not  performed 
his  own  part  of  the  contract  and  therefore  cannot  claim  the 
stipulated  price.^  Thus  where  he  is  himself  an  assignee  and 
his  assignment  is  imperfect  or  remains  unrecorded  at  the  risk 
that  a  superior  title  may  be  gained  by  others,  or  where  the 
instrument  delivered  to  the  assignee  is  insufficient  to  transfer 
the  legal  title  to  the  patent,  or  where  a  cloud  rests  on  the 
title  affecting  its  validity  or  rendering  its  extent  uncertain, 
the  assignee  may  properly  withhold  the  purchase  money  till 
these  difficulties  are  removed,  and  meanwhile  may  employ 
them  as  a  defence  against  an  action  brought  for  its  recovery.^ 
In  this  defence  the  burden  of  proof  lies  on  the  assignee,  unless 
he  has  been  actually  disturbed  in  the  enjoyment  of  the  patent 
by  the  assertion  of  a  superior  title.' 

§  1288.  ^  That  want  of  title  in  the  That  where  an  assignee  re-assigned 
assignor  is  a  good  defence  against  his  to  the  inventor  in  order  that  the  inren- 
action  for  the  purchase  money,  see  Nye  tor  might  take  oat  a  patent  in  his  own 
V.  Raymond  (1854),  16  IIL  153.  name,  and  the  inventor  gare  the  as-' 
That  the  sendee  may  show  in  his  signee  his  note  therefor,  and  afterward 
defence  that  there  is  no  such'  patent  as  the  assignee  obtained  a  patent  for  part 
the  one  assigned  to  him,  see  Brown  v,  of  the  former  inrention  as  his  own,  and 
Wright  (1856),  17  Ark.  9  ;  Nye  v.  Ray-  the  inrentor  was  refused  a  patent  on 
mond  (1854),  16  111.  158.  the  ground  of  the  assignee's  prior  pat- 
That  an  agreement  to  procure  and  ent,  the  note  of  the  inventor  to  the 
assign  a  patent  never  executed,  and  in-  assignee  is  still  collectible,  it  being  pre- 
capable  of  being  executed  because  the  in-  sumed  that  the  assignee  had  a  right  to 
vention  is  not  patentable,  is  no  considera-  the  patent  he  obtained  and  that  the 
tion  for  a  promise  to  pay  money,  and  no  inventor  had  no  right  to  the  patent  for 
price  can  be  recovered,  see  Westervelt  o.  which  he  applied,  see  Clark  v.  Smith 
FnUer  Mfg.  Co.  (1885),  18  Daly,  352.  (1875),  21  Minn.  539. 

'  That   |ui    unrecorded  assignment  '  That  a  vendee  when  sued  for  the 

gives  a  vendor  no  such  title  as  enables  price  has  the  burden  on  him  to  show 

him  to  maintain  an  action  against  his  that  the  vendor  had  no  title,  unless  be 

vendee  for  the  price,   see  Higgins  v.  has  been  disturbed  in  his  use  of  the  in- 

8trong(1836),4Blackf.  (Ind.)182.  This  vention,  see  Stevens  v.  Head  (1837),  9 

case  assumes,  however,  that  a  record  is  Yt.  174. 
essential  to  validity  of  title,  which  is 
nntrue. 

TOL.  ni.  —  48 
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§  1239.    Defences  of  the  Assignee  against  the   Assignor's  Aotion 
for  the  Pnrohase  Money  :  Patent  Invalid. 

An  assignee  may  defend  against  an  action  for  the  purchase 
money  by  showing  that  no  patent  answering  the  description 
of  the  assignment  ever  issued,  or  that  the  one  described  is 
void,  either  for  want  of  novelty  or  utility  in  the  invention  or 
on  account  of  its  abandonment  before  the  application,  or  by 
reason  of  a  defective  specification  or  excessive  Claims,  or  for 
substantial  variations  in  a  re-issue,  or  any  other  cause  which 
would  defeat  the  patent  in  an  action  for  infringement.^  Under 
but  one  of  these  objections  does  any  serious  question  of  law 
arise.  It  has  been  urged  in  many  cases  that  the  art  or  instru- 
ment protected  by  the  patent  must  possess  pecuniary  value  in 
order  to  entitle  the  assignor  to  recover  the  price  of  the  patent 

§  1239.  '  That  the  vendee  may  de-  does  not  so  describe  the  original  that 

fend  on  the  ground  that  there  is  no  the  improvement  can  be  known,  the 

such  patent  as  the  one  sold,  see  Brown  patent  is  defective  and  the  vendee  is 

V.  Wright  (1856),  17  Ark.  9  ;  Nje  v.  not  liable  for  the  price,  see  Cross  v. 

Raymond  (1854),  16  111.  153.  Hantley  (1885),  13  Wend.  385. 

That  the  defence  against  an  action         That  the  vendee  of  a  patent  void  for 

for  the  price  and  a  suit  to  recover  back  excessive  Claims  is  bound  by  the  sale 

the  purchase  money  stand  on  different  unless  he  repudiates  it  before  the  defect 

grounds,  see  Stevens  v.  Head  (1837),  9  is  cnred  by  disclaimer,  see  Hotchkiss  «. 

Vt.  174.  Oliver  (1848),  5  Denio,  314. 

That  the  invalidity  of  the  patent  is  a         That  no  rights  of  estoppel  arise  on  a 

defence  on  the  ground  of  a  failure  of  con-  nudum  paetuffi^  and  if  the  patent  is 

sideration,  see  Marston  v,  Swett  (1876),  void  a  note  baaed  thereon  is  nudum 

66N.  Y.  206;  Nye  v.  Raymond  (1854),  pactum,  see  Sazton  v.  Dodge  (1870), 

16  111.  153.    See  also  §  1230  and  notes,  57  Barb.  84. 
ante.  That  in  defending  against  an  action 

That  notes  given  for  a  void  patent  on  a  note,   on  the  ground   that  the 

are  not  collectible  by  the  vendor,  and  patent  is  void,   the  patent  is  attacked 

their  collection  may  be  enjoined,  see  only  collaterally,  by  way  of  evidence^ 

Darst  V.  Brockway  (1842),  11  Ohio,  462.  see  Saxton  v.  Dodge  (1870),  57  Barb. 

That  if  a  patent  is  found  void  on  the  84. 
ground  of  prior  public  use  and  abandon-         That  where  the  vendor  of  the  patent 

ment,  a  note  given  for  an  interest  therein  is  himself  an  assignee,  and  both  he  and 

is  also  void,  see  Earl  v.  Page  (1884),  6  his  vendee  are  on  equal  ground  as  to 

N.  H.  477.  knowledge  of  the  validity  of  the  patent, 

That  no  recovery  of  purchase  money  and  he  is  guilty  of  no  frand  or  conceal- 

can  be  had  where  the  patent  is  void  for  ment,  he  may  recover   the    purchase 

a  defective  specification,  see  Keith  v.  money  though  the  patent  be  invalid, 

Hobba  (1878),  69  Mo.  84.  see  Johnson  v.  Willimantio  Linen  Co. 

That  if  a  patent  for  an  improvement  (1866),  33  Conn.,  436. 
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from  the  assignee.  But  the  courts  have  drawn  a  broad  and 
clear  line  of  distinction  between  that  uselessness  of  the  inven- 
tion which  avoids  the  patent  and  that  worthlessness  in  the 
market  which  makes  its  ownership  unprofitable  to  the  as- 
signee. A  want  of  pecuniary  value  in  the  invention  is  no 
defence  to  an  action  for  the  purchase  money,  in  the  absence 
of  fraud  or  warranty  on  the  part  of  the  assignor.^  That  the 
patented  article  has  been  superseded  in  the  market,  or  cannot 
be  employed  in  certain  territory,  or  is  universally  unsalable, 
does  not  prove  nor  tend  to  prove  that  the  patent  is  invalid  or 
that  the  assignee  has  not  received  the  property  for  which  the 
price  was  to  be  paid.^  A  want  of  utility  in  the  invention 
itself,  on  the  other  hand,  is  a  good  defence  to  an  action  for 
the  purchase  money,  since  the  patent  being  invalid  there  is 
no  consideration  for  its  payment.^  Thus  where  the  invention 
has  not  been  or  cannot  be  reduced  to  practice,  or  will  not 
answer  its  intended  purpose  without  such  alterations  as  re- 
quire inventive  skill,  the  contract  is  not  binding,  although 
both  parties  acted  in  good  faith,  believing  that  the  invention 
was  available  in  its  appropriate  art.^    But  even  here  the  as- 

• 

^  That  pecuniary  worthlessness  is  no  in  the  territory  sold  will  not  answer  the 

defence,  see  Miller  v,  Finley  (1872),  26  patent  is  Toid,    see    Keith  v,   Hobhs 

Mich.  249.  (1878),  69  Mo.  84. 

That  a  note  for  the  price  is  good,  if  That  unsalability  is  no  eyidence  of 

the  patent  is  valid,  though  the  inyen-  inutility,  see  Jolliffe  v.  Collins  (1855),  21 

tion  is  of  no  great  utility,  see  Qreen  v.  Mo.  888. 

Stuart  (1874),  7  Baxter  (Tenn.),  418.  «  That  the  vendee  in  an  action  for 

That  if  any  value  exists,  however  the  price  can  defend  on  the  ground  that 
small,  the  notes  given  for  the  patent  the  invention  was  neither  new  nor  use- 
will  he  valid,  see  Myers  v.  Turner  ful,  though  both  parties  were  in  good 
(1855),  17  111.  179.  faith,  see  Jones  v.  Bnmham  (1877),  67 

*  That  the  invention  has  been  super-  Me.  93  ;  Midkiff  v.  Boggess  (1860),  15 

seded  is  no  defence,  if  it  were  useful  Ind.  210  ;  McClure  v.  Jeffrey  (1856),  8 

when  sold,  see  Harmon  v.  Bird  (1889),  Ind.  79 ;   Geiger   v.    Cook  (1842),   8 

22  Wend.  118.  Watts  &  Seig.  266.     See  also  §  1230 

That  the  vendee  cannot  defend  on  the  and  notes,  anU, 

ground  that  there  is  no  use  for  the  in-  That    "useful"    means    "lawfully 

vention  in  the  territory  sold  to  him,  if  useful,"  at  least  as  far  as  the  coDsidera- 

it  18  per  96  useful,  see  Pottle  v.  Thomas  tion  for  a  note  is  concerned,  see  Pacific 

(1838),  12  Conn.  565.  Iron    Works    v.    Newhall    (1867),   34 

That  when  the  specification  calls  for  Conn.  67. 

"water"  simply,  any  water  must  an-  ^  That  if  the  invention  cannot  be 

swer  the  purpose,  and  if  the  water  found  made  practically  operative  without  a 
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Bignee  who  buys  on  his  own  judgment,  and  who  without  fraud 
or  misconduct  by  the  assignor  assumes  the  entire  risk  of  the 
utility  of  the  invention,  must  abide  by  his  agreement  and 
complete  the  purchase.®  The  utility  necessary  to  sustain  the 
patent  is  presumed  from  the  existence  of  the  patent,  though  it 
may  be  disproved  by  the  assignee.^  When  this  defence  is  set 
up  by  the  assignee  he  should  offer  to  return  the  patent  and 
account  for  the  profits  made  in  its  enjoyment,  but  when  the 
patent  is  found  void  no  actual  return  is  necessary.^    This 

fiirther  exercise  of  inventive  skill,  the  jury  though  not  all  the  points  are  ar- 

patent  is  void,  and  the  price  cannot  be  gued  before  the  court,  see  Bellas  v.  Hays 

recovered,  see  Cowan  v.  Dodd  (1S66),  8  (1819),  5  S.  &  R.  427. 
Cold.  (Tenn. )  278.  That  it  in  presumed  that  an  invoitioD 

That   in    an  action   to  recover  an  is  valuable  until  the  contrary  is  shown, 

amount  agreed  to  be  paid  for  future  in-  see  Gerrish  v,  Bragg  (1883),  55  Yt  829. 
rentions  of  the  plaintiff,  the  defendant         That  in  an  action  on  a  note  given  for 

may  show  that  they  are  worthless,  have  a  patent-right  the  patent  is  not  conda- 

not  been  reduced  to  practice,  and  were  sive  evidence  of  the  utility  of  the  inven- 

known  as  worthless  before  the  plaintiff  tion,  see  Bieroe  v.  Stocking  (1858),  11 

invented  them,  see  McDougall  v,  Fogg  Gray,  174. 
(1858),  2  Boflw.  (N.  Y.)  387.  That  in  an  action  against  the  vend«e 

That  nselessness  is  a  defence  only  for  the  price,  the, record  of  a  report  of 

when  the  patent  would  be  void  for  want  an  examiner  in  the  Patent  OfSce,  on  an 

of  utility,  see  Wilson  «.  Hentges  (1879),  application  for  an  extension,  is  not  oom- 

26  Minn.  288.  i)etent  evidence  against  the  patentee  to 

That  the  entire  nselessness  of  the  in-  show  that  the  patent  was  originally  in- 
vention is  a  full  defence  to  an  action  for  valid,  see  MoMahon  «.  Tyng  (1867),  14 
the  price  though  the  patent  may  be  au-  Allen,  167. 

thentic,  see  Smith  v.  Hightower  (1886),         That  evidence  of  the  invalidity  of  the 

76  Oa.  629  ;  Clough  v.  Patrick  (1865),  patent  is  not  admissible  in  an  action  for 

87  Yt.  421.  the  price  unless  the  Federal  eonrts  have 

That  a  note  given  for  a  patent-right,  declared  the  patent  invalid,  see  Elmer  v. 

if  negotiable,  can  be  collected  by  a  borut  Pennel  (1855),  40  Me.  480  ;  eonira,  Nash 

Jide  holder,  though  the  patent  is  worth-  v.  Lull  (1869),  102  Mass.  60. 
less,  see  Woolen  v.  Uirich  (1878),  64         *  That  unless  the  vendee  offers  to 

Ind.  120.  retam  the  patent,  and  account  for  the 

*  That  a  vendee  who  buys  on  his  profits  made  by  it,  or  avers  that  it  had 

own  judgment  cannot  defend  on  the  no  value,  he  cannot  defend  an  action  for 

ground  of  inutility,  see   Hardeaty  r.  the  purchase  money  on  the  ground  of 

Smith  (1851),  8  Ind.  89.  failure  of  consideration,  see  Bums  v. 

T  That  the  jury  are  to  judge  of  ntU-  Barnes  (1877),  58  Ind.  486. 
ity,  see  Rowe  v,  Blanchard  (1864),  18         That  where  an  assignment  is  made 

Wis.  441.  before  the  invention  is  tested,  and  there 

That  on  an  issue  as  to  the  validity  of  is  no  warranty  of  utility  and  no  fraud, 

a  patent,  in  a  suit  between  the  vendor  the  vendees   must   pay  the    purchase^ 

and  vendee,  the  court  must  instruct  the  money  if  they  use  it  eithtr  in  part  or  as  a 

1239 
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defence  is  complete  even  when  the  assignor,  besides  con- 
veying the  patent,  has  also  furnished  materials  to  the  as- 
signee for  the  invention  and  given  him  instructions  how  to  use 
them.^  The  assignee  must,  however,  spread  the  facts  which 
prove  the  invalidity  upon  the  record,  though  the  judgment  of 
the  court  upon  them  is  only  collateral  and  introductory  to 
that  on  the  main  question  as  to  the  existence  of  the  debt.^^ 
Where  the  patent  is  found  void  as  to  a  portion  of  its  Claims 
and  valid  as  to  others,  if  the  price  can  be  apportioned  the 
assignor  can  recover  the  amount  which  may  be  due  for  the 
conveyance  of  the  valid  Claims.^  An  assignee,  who  has 
transferred  his  interest  in  the  patent  to  third  parties,  cannot 
avail  himself  of  this  defence  unless  his  assignees  rescind  their 
contract  with  him,  or  refuse  to  pay,  or  have  subjected  him  to 
other  loss  on  this  account ;  and  if  he  does  defend,  he  must 
return  the  patent  to  the  assignor  except  perhaps  in  cases 
where  its  irremediable  invalidity  is  fully  proved.^    The  right 

whole,  though  they  cannot  nse  it  if  it  ennsideretion,  and  though  the  vendee 

be  useless,  see  Palmer's  Appeal  (1880),  has  used  or  made  the  invention,  it  was 

96  Pa.  St.  106.  only  what  all  had  a  right  to  do,  and  the 

That  if  the  vendee  has  derived  any  vendor  cannot  recover,  see  Hawks  v. 

benefit  from  the  patent  the  plaintiff  can  Swett  (1875),  4  Hun  (N.  T.),  146  ;  6 

leoover  the  price  unless  there  was  a  Thomp.  &  G.  629;  Marston  v,  Swett 

warranty  or  fraud,  and  evidence  that  (1875),  4  Hun  (N.  Y.),  15S  ;  6  Thomp. 

the  patent  was  of  little  value  is  not  ad-  &  C.  584  ;  overruled  in    Marston   v, 

missible,  see  Yaughan  v.  Porter  (1844),  Swett  (1876),  66  N.  Y.  206. 
16  Yt.  266.  *  That  the  receipt  of  materials  or  in- 

That  a  vendee  cannot  take  the  benefit  structions  with  the  void  patent  does  not 

of  the  transaction  and  refuse  to  pay  the  impair  this  defence,  see  BUss  v,  N^;u8 

price,  see  Union  Mfg.  Co.  p.  Lounsbuiy  (1811),  8  Mass.  46. 
(1864),  42  Barb.  125.  ^  That  a  vendee  is  not  bound  by  the 

That  it  is  doubted  whether  when  a  sale  where  the  patent  is  void,  but  if  he 

void  patent  is  sold,  and  the  purchaser  would  defend  against  an  action  for  the 

has  enjoyed  the  monopoly  and  there  has  price  on  that  ground,  he  must  spread 

been  no  fraud  in  the  vendor  and  no  his  equity  on  the  record,  see  Bellas  v, 

liability  exists  toward  others,  the  ven-  Hays  (1819),  5  8.  &  R.  427. 
dee  can  defend  against  an  action  for         ^  That  the  vendee   must  pay  prQ 

the  price,  see  Marston  v.  Swett  (1876),  tanto  if  the  patent  is  partly  void,  and 

66  N.  Y.  206.  the  subject-matter  is  divisible,  see  Nye 

That  an  assignment  or  license  grants  v.  Raymond  (1854),  16  IlL  158. 
only  the  right  not  to  be  sued  or  to  sue         i*  That  a  vendee  who  has  sold  his 

othera,  which  is  a  right  resting  wholly  interest  to  another  cannot  defend  against 

on  the  patent,  and  hence  if  the  patent  his  vendor's  action  for  the  price  on  the 

Cails  the  right  is  gone,  the  sale  has  no  ground  of  invalidity  or  uselessness,  un« 

§1238 
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to  defend  against  an  action  for  the  purchase  money,  on  the 
ground  that  the  patent  is  void,  may  be  waived  by  the  parties 
in  their  contract,  and  where  they  have  expressly  provided  in 
another  manner  for  its  possible  invalidity,  the  assignee  cannot 
allege  it  as  an  answer  to  the  suit.^  That  the  invention 
covered  by  the  patent  is  an  infringement  upon  earlier  patents 
has  been  declared  to  be  a  defence,  if  the  assignee  was  igno- 
rant of  this  fact  at  the  time  of  purchase,  but  the  existence  of 
a  later  patent  for  the  same  invention  offers  no  bar  to  a  recovery 
by  the  assignor.^* 

§  1240.    Defences  of  the  Assignee  against  the  Assignor's  Action 
for  the  Parohase  Money :  Fraud  in  the  Sale. 

That  the  assignee  was  led  to  purchase  the  monopoly  by  the 
fraudulent  representations  of  the  assignor  is  another  defence 
which  may  be  urged  successfully  against  an  action  for  the 
price.^  Such  representations  must  have  been  averments  of 
existing  facts,  as  distinguished  from  mere  expressions  of  opin- 
ion or  exaggerated  recommendations  of  the  invention,  but 
may  relate  either  to  the  title  of  the  assignor,  the  validity  of 
the  patent,  or  the  utility  and  value  of  the  patented  process  or 
device.    An  assignee,  defending  upon  this  ground,  must  offer 


less  there  was  a  warranty  or  a  fraud,  (1855),  40  Me.  480.    Contra,  Nash  v. 

nor  can  he  restore  the  patent  and  re-  LuU  (1869),  102  Mass.  60. 
scind  the  sale,  and  he  is  also  estopped        That  another  patent  has  been  granted 

by  his  own  assignment  based  on  that  of  to  a  later  patentee  for  the  same  inven* 

the  vendor,  see  Thomas    v.   Quintard  tion  is  no  defence  to  a  note  for  a  prior 

(1855),  5  Duer,  80.  patent,  see  Grow  v.  Eichinger  (1870), 

^  That  if  both  parties  provide  in  84  Ind.  65. 
the  conveyance  for  the  possible  invalid-         §  1240.   ^  That  fraudulent  represen- 

ity  of  the  patent,  the  vendee  cannot  de-  tations  by  the  vendor  that  the  inven* 

fend,  in  an  action  for  the  price,  on  the  tion  was  never   before  patented,  and 

ground  of  want  of  consideration,   see  never  used   except   under  the  patent 

Johnson  v.  WiUimantic  Linen  Co.  (1866),  sold,  will  be  a  good  defence  to  a  note 

88  Ck>nn.  436.  given  therefor,  see  Morrow  v.  Brown 

14  Tliat  in  a  suit  on  a  note  given  for  (1869),  81  Ind.  878. 
a  patent-right,  evidence  that  the  patent        That  a  note  for  a  patent,  fraudulently 

was  void  as  being  an  infringement  of  a  obtained  and  void,  is  invalid  thougli 

prior  patent  is  not  admissible  unless  some  materials  were  furnished  and  in- 

that  fact  has  been  found  by  a  competent  structions  given  to  the  vendee,  see  Bliss 

Federal   court,  see   Elmer   v.  Fennel  v.  Negus  (1811),  8  Mass.  46. 
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to  return  the  patent,  and  show  that  he  derived  no  benefits 
therefrom,  or  render  an  account  of  those  which  he  received.' 

§  1241.    Defences  of  the  Assignee  against  the  Assignor's  Action 
for  the  Porchase  Money ;  Breach  of  "Warranty. 

A  breach  of  warranty  may  constitute  an  entire  or  partial 
defence  to  an  action  for  the  purchase  money,  according  to  the 
nature  of  the  broken  covenant.*  The  implied  warranty  of 
title,  and  the  express  warranty  of  validity,  are  of  the  essence 
of  the  contract,  and  a  breach  of  these  relieves  the  assignee 
from  all  his  obligatious.  Other  covenants  may  have  the  same 
or  a  more  limited  effect,  to  be  determined  by  the  extent  to 
which  their  non-fulfilment  impairs  the  value  of  the  patent 
to  the  assignee.  If  their  infraction  is  equivalent  to  a  total 
failure  of  the  consideration  for  the  promise  of  the  assignee  to 
pay  the  price,  or  if  the  price  cannot  be  apportioned  between 
the  advantage  he  receives  from  the  conveyance  and  that  of 
which  he  is  deprived  by  the  breach  of  warranty,  the  action  of 
the  assignor  must  fail.  But  when  he  has  derived  and  still 
retains  a  partial  and  separable  benefit  from  the  assignment, 
he  may  be  compelled  to  pay  a  corresponding  portion  of  the 
purchase  money. 

§  1242.    Defences  of  the  Assignee  against  the  Assignor's  Action 
for  the  Purchase  Money  :  Special  Statutory  Defences. 

To  guard  against  the  perpetration  of  fraud  upon  assignees 
by  the  sale  of  invalid  patents  several  of  the  States  have 

*  That  where  a  vendee  defends  an  by  the  rendor  is  a  defence  against  the 

action  for  the  price  on  the  ground  of  notes  given  by  the  vendee,  see  Hawes  o. 

fraud  in  the  sale,  he  should  aver  that  Twogood  (1861),  12  Iowa,  682. 

he  made  no  profits  and  offer  to  recon-  That  a  vendee,  who  purchases  an  in- 

vey,  see  Rose  v.  Hurley  (1872),  39  Ind.  vention  with  an  agreement  from  the 

77.  vendor  to  pay  any  license  fee  which 

That  a  vendee  when  sued  for  the  the  vendee  may  be  compelled  to  pay 

price  of  a  patent  may  show  fraudulent  for  the  use  of  the  invention,  may  defend 

representations  of  the  plaintiff  as  to  the  against  an  action  for  the  pric«  pro  tarUo, 

Qsefulness  of  the  invention,  although  he  on  the  ground  that  he  has  paid  such  li- 

did  not  offer  to  retuin  it  after  discover-  cense  fee  on  demand  of  the  agent  of  the 

ing  its  want  of  utility,  see  Groff  v,  Han-  patentee,  see  Orr  v,  Burwell  (1849),  15 

Bel  (1878),  83  Md.  161.  Ala.  878.    See  also  §  788  and  notes, 

{1241.  1  That  a  breach  of  warranty  ante. 
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enacted  special  laws,  imposing  certain  restrictions  on  the 
sale,  or  prescribing  certain  forms  for  the  expression  of  the 
contract.  Statutes  limiting  the  right  to  sell  the  patent  privi- 
lege itself  have  been  umformly  held  unconstitutional,  because 
impairing  franchises  conferred  by  Congress  under  the  Consti- 
tution  of  the  United  States.^  But  the  power  of  individual 
States  to  regulate  the  use  or  sale  of  patented  articles,  and 
to  compel  compliance  with  specific  forms  of  contract,  is  un- 
questionable.^ Those  to  which  reference  is  here  particularly 
made  relate  to  negotiable  paper  given  in  payment  by  the  as- 
signee. Under  the  law-merchant  such  paper  ia  the  hands  of 
a  bona  fide  holder,  who  took  it  in  the  usual  course  of  business 
before  maturity,  is  good  against  the  maker  irrespective  of  any 
equities  or  possible  defences  between  him  and  the  assignor. 
The  vendor  of  an  invalid  patent,  or  defective  title,  was  thus 
enabled  to  deprive  the  assignee  of  all  defence  against  an 
action  for  the  price,  by  obtaining  a  negotiable  note  for  the 
purchase  money  and  negotiating  it  before  the  fraud  or  want  of 
consideration  was  discovered.^  To  prevent  this  evil,  statutes 
were  enacted  in  a  number  of  the  States,  requiring  every  note 
given  for  a  patent  to  recite  that  fact  upon  its  face  and  thus 
put  every  subsequent  holder  upon  inquiry  as  to  the  existence 
of  an  adequate  consideration.  These  statutes  have  been  sus- 
tained by  the  courts  of  last  resort,  and  under  them  an  assignee 
whose  note  contains  this  information  can  set  up  any  defence 

§  1^2.  1  That  a  State  has  no  power  Ind.  118  ;  Pape  v.  Wright  (1888),  116 

to  enact  laws  impairing  the  vahie  or  af-  Ind.  502  ;  New  v.  Walker  (1886),  108 

footing  the  mode  of  transfer  of  letters-  Ind.  865. 

patent,  see  People  v.  Russell  (1883),  49         *  That  the  use  or  sale  of  patented 

Mich.  617  ;  25  O.  G.  504  ;  Wilch  v.  articles  may  he  legnlated  hj  State  laws, 

Phelps  (1888),  14  Brown  (Neb.),  184;  see  Hackett  v.  Stote  (1885),  105  Ind. 

Crittenden  r.  White  (1876),  28  Minn.  250  ;  Patterson  V.  Com.  (1875),  11  Bosh 

24  ;  Patterson  v.  Com.  (1875),  11  Bosh  (Ky.),  811  ;  and  §  46,  note  4^  ante. 
(Ky.),  811  ;  Hollida  v.  Hunt  (1878),  70         *  That  a  note  given  for  a  patent  is 

111.  109  ;  and  other  cases  cited  in  §  46,  good  in  the  hands  of  a  bona  Jlde  holder 

note  4,  ante,  though  the   patent  were  invalid,  sea 

That  a  State  may  reqnire  the  vendor  Woolen  v.  Ulrich  (1878),  64  Ind.  120. 
of  patent-rights  to  file  with  the  county         That  the  note  was  procured  by  fraud 

clerk  copies  of  the  letters-patent,  and  an  is  no  defence  against  a  bona  fidt  holder, 

affidavit  that  the  letters  are  genuine  and  see  Hereth  v.  Merchants  National  Bank 

unrevoked  and  that  he  has  authority  to  (1870),  84  Ind.  880. 
sell,  see  Haukey  v.  Downey  (1888),  116 

§li242 
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against  the  holder  which  could  have  been  advanced  against 
the  assignor.^  But  a  note  given  for  a  patent,  in  the  usual 
form  and  making  no  disclosure  as  to  its  consideration,  is  not 
changed  in  legal  character  by  these  statutes.  In  some  States  it 
has,  indeed,  been  decided  that,  bv  virtue  of  tliese  statutes,  ne« 
gotiable  paper  which  omits  this  notice  is  open  to  all  defences, 
in  the  hands  of  a  holder  having  knowledge  of  its  consideration, 
that  might  have  been  made  if  the  notice  had  been  properly 
inserted.^  But  at  the  same  time  it  is  asserted  that  an  inno* 
cent  holder  may  rely  upon  the  note  when  in  the  ordinary 
form,  whatever  may  have  been   the  actual  consideration.® 

*  That  a  State  has  power  to  preacribe  That  in  a  suit  on  a  non-negotiable 

the  terms  of  a  note  given  for  a  patent,  note  by  the  assignee  against  the  maker, 

see  Herdic  o.  Roessler  (1888),  109  N.  Y.  the  want  of  consideration  is  a  good  de- 

127;  Hankey  v.  Downey  (1888),  116  fence,  see  Johnson  v.  McCabe  (1871), 

lud.  118;  Pape  v.  Wiight  (1888),  116  37  Ind.  585. 

Ind.  502  ;  Herdic  v,  Roessler  (1886),  89  That  notes  given  for  the  product  of 

Hun  (N.  Y. ),  195;  New  v.  Walker  (1886),  an  invention,  or  for  the  patented  article, 

108lnd.365;Todv.  Wick  Bros.  (1881),  need  not  state  that  fact,  though  the 

36  Ohio  St.   870  ;    Haskell  v.   Jones  law  requires  such  statement  when  the 

(1878),  86  Pa.  St.  173  ;  Domestic  Sew-  note  is  given  for  the  patent-right  itself, 

iug  Mach.  Co.  v,  Hatfield  (1877),  58  see  State  v.  Peck  (1874),  25  Ohio  St. 

Ind.  187  ;  and  §  46,  note  4,  ante.    Con-  26. 

/ra;  Castle  V.  Hutchinson  (1885),  25  Fed.  *  That  where  a  State  law  requires 

Sep.  394 ;  Wilch  v,  Phelps  (1888),  14  that  a  note  given  for  a  patent  shall  state 

Brown  (Neb.),  134.  that  fact  on  the  note  itself,  a  note  with- 

That  a  State  may  fix  a  maximum  out  it  is  open,  in  the  hands  of  one 

chai^  for  the  u^e  of  an  invention,  see  having  notice  of  its  consideration,  to  all 

Central  Union  Tel.   Ca  v.    Bradbury  defences  which  could  be  made  if  it  con- 

(1885),  106  Ind.  1.  tained  it,  see  De  Long  v.  Barnes  (1887), 

That  the  buyer  of  a  note  with  notice  45  Ohio  St  237  ;  New  v.  Walker  (1886), 

that  it  was  given  for  a  patent  is  not,  as  108  Ind.  365  ;  Weaver  ».  Frantz  (1881), 

matter  of  law,  chargeable  with  knowl-  1  Pennypecker  (Pa.)  153  ;  Tod  v.  Wick 

edge  that  it  was  obtained  by  ftaud  or  Bros.  (1881),  36  Ohio  St.  370. 

without  consideration,  but  if  he  bought  That  where  a  statute  requires  the  note 

it  with  notice  of  the  fraud  he  cannot  to  give  notice  of  its  consideration,  and 

estop  the  maker  from  setting  up  such  it  fails  to  do  so,  a  holder  of  a  note  with 

defences  against  him,   see  Sackett  «.  notice  that  it  was  given  for  a  patent  is 

Eellar  (1872),  22  Ohio  St  554.  affected  by  the  fraud  if  there  were  any. 

That  where  it  is  a  penal  offence  un-  see  Hunter  v.  Henninger  (1880),  98  Pa. 

der  State  laws  to  take  a  negotiable  note  St.  373. 

for  a  patent  not  containing  a  statement  *  That  where  a  note  is  given  for  a 

that  it  was  given  for  a  patent,  it  is  not  patent  without  the  notice  required  by 

such  offence  to  take  a  non-negotiable  statute,  an  innocent  bona  fide  holder 

note,  see  State  v.  Brower  (1876),   30  before  maturity  is  not  bound  by  the 

Ohio  St  101.  equities,  see  Tescher  v.  Merea  (1888), 

§1242 
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Where  there  are  no  such  statutes,  the  knowledge  of  a  holder 
that  the  note  was  given  for  a  patent  does  not  charge  him  with 
anj  notice  of  fraud  or  secret  equities,  nor  does  the  statement 
of  its  consideration  alter  its  effect  as  negotiable  paper  under 
the  general  lawJ 

SECTION  ni. 

OF  THE  WRONGS  COMMITTED   BY  UCENSORS  AGAINST  LICENSEES: 

AND  THEIR  REMEDIES. 

§  1243.    Rights  of  the  Ziioensee  against  the  Xdcensor. 

The  only  universal  right  of  licensees  against  their  licensors 
consists  in  the  enjoyment  of  the  privileges  conferred  by  the 
license,  without  the  assertion  against  them  of  the  prohibitory 
powers  of  the  monopoly.  Their  other  rights  grow  out  of  the 
peculiar  contracts  into  which  they  enter,  and  are  incapable 
of  complete  classification.  The  most  common  among  them 
have,  however,  from  time  to  time  been  submitted  to  adjudi- 
cation, and  the  appropriate  remedies  for  their  violation  have 
thus  been  determined.  As  these  remedies  are  few  in  number 
and  distinct  in  character,  the  subject  can  be  treated  more 
conveniently  and  clearly  by  making  them  the  principal  topics 
of  discussion  and  grouping  under  each  the  wrongs  which  can 
be  thereby  redressed.  These  remedies  are  four :  (1)  A  spe- 
cific performance  of  the  contract ;  (2)  A  rescission  of  the 
contract ;  (8)  An  action  for  damages ;  and  (4)  An  action  to 
recover  back  money  improperly  paid  to  the  licensor. 

118  Ind.   586 ;  Hunter  v.  HenniDger  right,"  in  a  note,  do  not  import  that 

(1880),   98  Pa.   St   878 ;   Haskell  v.  there  was  fraud  or  give  notice  to  the 

Jones  (1878),  86  Pa.  St.  178.  holder  of  any  equities,  see  Hereth  9, 

7  That  it  is  presumed  that  a  note  Merchants  National  Bank  (1870),  84 

given  for  a  patent-right  is  on  good  con-  Ind.  880. 

sideration,  and  a  purchaser  before  ma-  That  writing  on  a  note  "  given  for  a 

turity  is  not  put  on  inquiry;  see  Gerrish  patent*right  '*  does  not  affect  the  char- 

V,  Bragg  (1888),  56  Vt.  829.  acter  of  the  note  under  the  law-mer- 

That  the  knowledge  that  a  note  was  chant,  and  the  maker  cannot  set  up  his 

given  for  a  patent-right  raises  no  sus-  equities  against  a  bona  fide  holder,  see 

picion  as  to  its  validity,  see  Borden  «.  Hereth  v.  Meyer  (1870),  38  Ind.  511. 

Clark  (1873),  26  Mich.  410  ;  Miller  v.  Canlra:  Herdio  o.  Roeesler  (1888),  109 

Finley  (1872),  26  Mich.  249.  N.  Y.  127 ;  Heidic  r.  Boessler  (1886), 

That  the  words  "  given  for  a  patent-  89  Hun  (N.  T.),  196. 
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§  1244.  Remedies  of  the  Xiioensee  against  the  Ziicensor :  Bpeoiflo 
Performance. 

In  certain  cases  equity  will  decree  a  specific  performance 
of  the  contracts  embraced  in  or  collateral  to  the  license ; 
in  others,  it  will  afford  an  equivalent  remedy  by  enjoining 
against  *  conduct  contrary  to  the  rights  thereby  conferred. 
Where  the  licensor  refuses  to  execute  essential  instruments, 
or  where  his  contract  binds  him  to  reduce  the  license  fees  if 
subsequent  licenses  are  granted  at  a  lower  rate,  these  obligar 
tions  can  be  specifically  enforced.^  When  he  endeavors  to 
invade  the  rights  created  by  the  license,  as  by  imj^roperly 
declaring  it  forfeited  and  warning  the  public  against  dealing 
with  the  licensee,  or  by  licensing  others  contrary  to  the  terms 
of  an  exclusive  license ;  or  where  having  agreed  to  supply  the 
licensee  with  the  patented  articles  for  sale,  he  threatens  to 
retire  from  business  and  assign  the  patent,  to  the  destruction 
of  the  value  of  the  license,  —  an  injunction  may  be  granted 
to  restrain  him  from  his  contemplated  wrong.^    In  all  cases, 

§  1244.  ^  That  a  parol  contract  for  a  *  In  Baker  Mfg.  Co.  v.  Washbom  & 

license  can  be  specifically  enforced,  see  Moen  Mfg.  Co.  (1883),  6  McCrary,  504, 

Nichols  V,  Marsh  (1886),  61  Mich.  609.  McCrery,  J.  :  (507)  *'  We  think  that 

That  an  implied  contract  can  be  spe-  so  much  of  the  injunction  as  restiainB 

cifically  enforced,  see  Fuller  Co.  v.  Bart-  the  defendant  from  declaring  a  forfeiture 

lett  (1887),  68  Wis.  7S.  of  the  complainant's  license  for  non* 

That  a  contract  to  reduce  royalties  if  payment  of  royalty  at  the  rate  originally 

others  are  licensed  at  a  less  sum  is  en-  fixed  therein  should  remain  in  force, 

forceable  in  equity,   see  Washburn  &  A  public  declaration  of  such  a  reyoca- 

Moen  Mfg.  Co.  v.  Chicago  Galvanized  tion  might  greatly  ii^ure  the  business  of 

Wire  Fence  Co.  (1884),  109  111.  71.  the  complainant,  and  the  damages  could 

That  in  a  suit  by  a  licensee  against  not  readily  be  ascertained  and  compen- 

one  of  three  joint  licensors,  to  obtain  a  sated  in  money.     It  would  destroy,  in 

change  of  terms  in  the  license,  all  must  a  great  measure,  confidence  in  the  right 

be  made  parties  or  there  can  be  no  de-  and  title  of  complainant,  and  thus  dis- 

cree,  see  Florence  Sewing  Mach.  Co.  v,  able  it  from  making  sales.     Persons 

Singer  Mfg.  Co.  (1870),  4  Fisher,  829 ;  dealing  in  patented  articles  must  be 

8  Blatch.  118.  able  to  assure  the  public  that  they  have 

That  where  the  licensor  agreed  with  a  clear  right  to  do  so,  in  order  to  secure 

the  licensee  not  to  license  others  at  a  patronage,  since  both  seller  and  buyer 

less  royalty  without  reducing  his,  and  may  be  liable  in  damages  if  the  article 

does  so  license,  this  ijmo  faeto  reduces  is  sold  in  violation  of  the  rights  of  the 

his,  see  Florence  Sewing  Mach.  Co.  r.  owner  of  the  patent-right"     18  Fed. 

Grover  &  Baker  Sewing   Mach.    Co.  Rep.  172  (174). 

(1872),  110  M^^w.  70.  That  the  licensor  of  an  exclusive 
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however,  the  circumstances  of  the  parties  and  the  conse- 
quences of  the  wrongful  act  must  govem*  The  license  con- 
tract is  eminently  a  personal  one,  and  therefore  if  no  ground 
for  equitable  interference  exists,  either  in  the  subject-matter 
of  the  agreement  or  the  irreparable  injury  which  its  violation 
will  entail,  the  licensee  must  seek  his  remedy  at  law.^ 

§  1245.  Remedies  of  the  Xdcensee  against  the  Ziioensor :  Reacis- 
sion  of  the  License. 

The  license,  with  its  dependent  contracts,  may  be  rescinded 
by  a  court  of  equity  on  account  of  fraudulent  representations 
of  the  licensor  inducing  the  acceptance  of  the  license  by  the 
licensee,  or  on  account  of  flagrant  breaches  of  the  contract.^ 
Where  the  licensor  forbids  the  licensee  to  practise  the  inven- 
tion, and  especially  where  in  an  action  for  infringement  he 
prevents  him  by  an  injunction  from  enjoying  the  privileges 
bestowed  upon  him  by  the  license,  the  licensee  is  absolved 
from  its  obligations,  and  may  obtain  from  equity  its  formal 
and  final  cancellation.'    Whether  a  licensee  can,  under  any 

licensee  to  sell,  having  agreed  to  supply  ordered  paid  to  the  licensor  or  be  re- 

the  licensee  with  articles  for  sale,  may  tained  by  the  court  till  the  whole  case 

be  enjoined  from  giving  up  his  business  is  decided,  see  Florence  Sewing  Madu 

and  assigning  his  patents  and  so  destroy-  Co.  v.  Singer  Mfg.  Go.  (1871),  i  Fisher, 

ing  the  value  of  the  license,  see  Singer  848  ;  8  Blatch.  177. 
Sewing  Mach.  Co.   v.   Union    Button         That  a  party  receiving  a  benefit  from 

Hole    and    Embroidery    Co.    (1878),  a  contract  may  be  vestrained  from  vio- 

Holmes,  258  ;  6  Fisher,  480  ;  4  O.  G.  lating  it,  though  the  other  party  be  not 

558.  bound,  see  Singer  Mfg.  Co.  v.  Union 

*  That  equity  will  not  define  the  con-  Button  Hole  &  Embroidery  Co.  (1878), 

ditions  in  a  license,  nor  save  the  licensee  4  0.  O.  553;  6  Ksher,  480;  Holmes,  258. 
from  the  consequences  of  his  mistakes         §  1245.  ^  That  a  license  may  be  an* 

of  fact  or  construction,   see   Florence  nulled  on  the  ground  of  fraudulent  mia- 

Sewing  Mach.  Co.  v.  Singer  Mfg.  Co.  representations  of  the  lioensor  as  to  the 

(1870),  4  Fisher,  829  ;  8  Blatch.  118.  sakblenees  of  the  invention,  see  HnH 

That  equity  will  not  interfere  to  pre-  v.  Fields  (1882),  76  Va.  594. 
vent  the  licensor  from  denying  the  li-         *  That  a  licensor  does  not  ip$o  fitdo 

censee's   right,    or   the    licensor  from  dissolve  the  contract  by  prohibiting  the 

revoking  the  license,  see  Florence  Sew-  licensee  from  using  the  patented  artide, 

ing  Mach.    Co.    v.    Singer    Mfg.    Co.  see   Union    Mfg.    Co.    r.    Lonnsboiy 

(1870),  4  Fisher,  829 ;  8  Blatch.  118.  (1864),  42  Bixh.  125. 

That  on  a  deposit  of  a  license  fee.  That  suing  out  and  serving  an  in- 
pending  a  motion  to  enjoin  the  lioensor  junction  is  a  breach  of  the  contract  of 
from  interfering  with  the  licensee,  and  license,  see  Sullini^  v.  Goodyear  Dental 
the  dismissal  of  the  bill,  the  fee  wiU  be  Vulcanite  Co.  (1877),  86  Mich.  818. 
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circumstanceSy  so  repudiate  the  license  as  to  escape  all  lia- 
bility for  breach  of  its  conditions  may  be  doubted;  but  its 
rescission  in  a  court  of  equity  determines  the  relation  between 
him  and  the  licensor,  and  makes  him  thenceforward  a  stranger 
to  the  patent.' 

§  1246.  Remedies  of  the  Xiicensee  against  the  Xdcensor :  Action 
for  Breach  of  Crontraot. 

An  action  for  damages  may  be  maintained  at  law  by  the 
licensee  for  any  breach  of  the  license  contract  on  the  part  of 
the  licensor.  Where  an  exclusive  license  has  been  granted , 
or  a  license  containing  stipulations  not  to  license  others  in 
the  future,  a  violation  of  these  stipulations  renders  the  licensor 
liable  for  all  resulting  injuries.^  Such  an  exclusive  right  is 
invaded  by  every  concession,  by  suit  or  otherwise,  which  op- 
erates as  a  recognition  of  the  privilege  in  others,  whether  they 
are  later  patentees  or  not,  and  whether  the  invention  which 
they  practise  is  identical  with  or  different  in  name  and  formal 
attributes  from  that  covered  by  the  license.'  An  agreement 
of  the  licensor  to  sue  infringers,  and  to  use  due  diligence  in 
the  protection  of  the  licensee,  subjects  him  to  an  action  if 
he  neglects  this  duty,  though  such  agreements  do  not  oblige 
him  to  attack  those  whose  claims  are  based  on  adverse  pat- 
ents, or  estop  him  from  averring  that  his  efforts  would  be 
fruitless  on  account  of  the  invalidity  of  his  own  patent.' 

*  See  §S  819,  820,  828,  and  notes,  the  rights  of  others  to  make  and  use, 

aWU.  whether  they  are  later  patentees  or  not, 

S  1246.  ^  That  a  new  license  granted  see  Jackson  v.  Allen  (1876),  120  Mass. 

to  others,  in  yiolation  of  the  rights  of  64. 

an  existing  licensee,  makes  the  licensor        That  a  licensor  granting  an  exclusiye 

liable  for  all  resulting  damage,  see  Pitts  territorial  license  excludes  himself  and 

V.  Jameson  (185S),  16  Barb.  810.  all  others  from  using  any  device,  though 

That  where  a  royalty  is  based  on  the  different  in  name,  which  is  substantially 

number  of  articles  sold,  if  the  licensee  the  same,  see  Ferree  v.  Smith  (1877), 

ceases  to  make  and  sell  he  abandons  his  29  La.  An.  811. 
license,  and  the  licensor  may  then  li-        *  That  if  a  licensor  who  has  agreed 

cense   to   other   parties,   see  Pitts  v,  to  prosecute  infringers  stops  the  in- 

Jameson  (1853),  15  Barb.  310.  fringement  in  any  way,  it  complies  with 

<  That  an  agreement  by  the  licensor  the   agreement,  see   Foster   v.    Gold- 

not  to  license  any  other  person  is  broken  schmidt  (1884),  21  Fed.  Rep.  70  ;  28 

by  every  concession,  by  suit  or  other-  O.  G.  915 ;  22  Blatch.  287. 
wise,  which  operates  as  a  recognition  of        That  a  license  with  a  covenant  to  sua 
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Acts  of  infringement  hj  the  licensor,  within  the  territory  of 
his  licensee,  may  be  treated  as  breaches  of  contract  and  the 
basis  of  an  action  for  damages,  or  as  infringements  calling 
for  an  equitable  remedy,  at  the  option  of  the  licensee. 

§  1247.  Remedies  of  the  Ziicensee  against  the  Licensor :  Action 
to  Recover  Back  the  Moneys  already  Paid. 

An  action  will  lie  to  recover  license  fees  paid  by  mistake  or 
on  a  contract  procured  by  the  fraud  of  the  licensor.  Where 
several  patents  are  covered  by  one  license,  and  the  amount 
due  to  each  can  be  apportioned,  if  the  gross  sum  is  paid  in 
good  faith  after  some  of  the  patents  have  expired,  the  part 
received  for  the  expired  patents  must  be  refunded.^  Mistakes 
in  computation,  followed  by  erroneous  payments,  may  be  rec- 
tified in  the  same  manner.  Where  license  fees  have  been 
obtained  by  fraud,  and  no  benefit  whatever  has  resulted  to 
the  licensee,  an  action  to  enforce  repayment  may  be  main- 
tained. But  when  the  licensee  has  derived  from  the  license 
advantages  equivalent  to  the  sum  expended,  although  he  may 
recover  nominal  damages  in  an  action  for  the  fraud,  a  resto- 
ration of  the  license  fee  cannot  be  claimed.^  That  the  patent 
is  adjudged  invalid  after  license  fees  have  been  paid  affords 
no  ground  for  their  recovery  from  the  licensor.* 

infringers,   and  not  to  license  others,  Stanley  Rule  &  Lerel  Co.  o.   Bailey 

,  and  to  use  diligence  in  securing  the  (1878),  45  Conn.  464. 

licensee's  rights,  does  not  bind  the  li-  That  where  a  recdTer  by  agreement 

censor  to  protect  the  licensee  against  for  three  owners  of  a  patent  recovers  the 

persons  claiming  under  adverse  patents,  royalties  for  them  and  pays  them  ovei^ 

or  warrant  against  them,  or  estop  the  and  the  licensee  sues  to  recover  them 

licensor  from  denying  the  validity  of  back  as  paid  by  mistake,  the  ownen 

the  patent  in  a  suit  for  damages  for  must  be  the  defendants  though  no  de- 

not  suing  or  for  licensing  others,  see  mand  was  made  on  the  receiver,  before 

Jackson  v.   Allen  (1876),   120    Mass.  distribution,  by  the  licensees,  see  Flor^ 

64.  ence  Sewing  Mach.   Co.  v.  Grover  k 

§1247.   ^  That  where  licensees  under  Baker  Sewing  Mach.  Co.  (1872),  110 

several  patents  continue  to  pay  royalties  Mass.  70. 

on  all  after  some  have  expired,  without  '  That  a  settlement  made  under  threat 

knowledge  on  their  part  or  notice  from  of  a  suit  is  not  void  for  fraud  or  intimi- 

the  licensor,  they  can  recover  back  what  dation,  see  Pope  Mfg.  Co.  v.  Owsley 

they  should  not  have  paid  in  assumpsit,  (1886),  27  Fed.  Bep.  100  ;  87  O.  0. 

if  they  are  without  fault  and  acting  781. 

under  a  mistake  of  fact,  believing  that  *  That  money  paid  for  license  fees 

all  the  patents  are  still  in  force,  see  cannot  be  recovered  back  after  the  pat'' 
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SECTION  IV. 

OP  THE  WRONGS  COMMITTED    BY  LICENSEES  AGAINST  LICENSORS: 

AND   THEIR  REMEDIES. 

§  1248.    Rights  of  Ziicensor  against  Licensee. 

The  rights  of  a  licensor  against  his  licensee  are  wholly 
governed  by  their  private  contracts,  and  can  therefore  assume 
any  form  the  parties  may  desire.  In  few,  if  any,  cases  are 
these  rights  enforceable  in  equity,  except  by  a  rescission  of 
the  contract  for  their  violation,  —  actions  for  damages  and  for 
unpaid  license  fees  affording  usually  an  ample  remedy. 

§  1249.    Remedies  of  Ucensor  against  Uoensee :   Rescission  of 
Ucense. 

A  license  may  be  rescinded  in  equity,  on  the  application  of 
the  licensor,  whenever  the  misconduct  of  the  licensee  renders 
its  continuance  prejudicial  to  the  contract  rights  of  the  li- 
censor. Thus  where  the  licensee  refuses  to  comply  with  the 
terms  of  the  license,  and  thereby  causes  injury  to  tlie  licensor, 
a  bill  in  equity  will  lie  to  revoke  it  and  to  recover  damages.^ 
The  same  remedy  exists  when  the  licensee  assigns  to  others  a 
mere  personal  license,  or  when,  having  agreed  to  pay  a  license 
fee  based  on  the  number  of  patented  devices  which  he  makes 
and  sells,  he  neglects  to  manufacture  them'  in  reasonable  quan- 
tities and  put  them  on  the  market.*    A  breach  of  covenant 

ent  ia  declared  invalid,  see  Schwargen-  fuses  to  comply  with  the  tenns  of  his 

bach  V.  Odorless  Excavating  Apparatus  license  a  bill  will   lie  to  revoke  his 

Co.  (1885),  85  0.  6.  1889.  license  and  for  damages,  see  Adams  v. 

That  a  settlement  under  fear  of  suit  Meyrose  (1882),  10  Fed.  Rep.  671. 
cannot  be  rescinded  on  the  ground  that        '  That  the  assignment  of  a  personaPl^ 

the  patent  has  subsequently  been  held  license  is  invalid,  see  §  823  and  notes,    f' 

invalid  in  a  suit  by  other  parties,  see  ajite.  ^ 

Pope  Mfg.   Co.   9.  Owsley  (1886),  27        That  the  failure  of  the  licensee  to 

Fed.  Rep.  100 ;  37  0.  0.  781.  manufacture  and  sell   the  articles  on 

It  would  seem  that  the  doctrine  of  which  royalties  are  payable  is  an  aban- 

these  caaes  should  be  so  modified  as  to  donment  of  the  license,  see  Pitts  v. 

conform  to  that  governing  the  right  of  Jameson  (1853),  15  Barb.  310. 
the  licensor  to  recover  Ucense  fees,  as        That  an  agreement  to  pay  the  in* 

set  forth  in  §  1251  and  notes,  post.  ventor  a  royalty  until  $5,000  has  been 

§  1249.  1  That  where  a  licensee  re-  paid,  and  then  a  lower  one,  is  an  agree- 
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does  not,  however,  ipso  facto  annul  the  license,  nor  can  this 
be  accomplished  by  notice  to  the  licensee  to  cease  his  use  of 
the  invention,  though  such  notice  must  be  given  by  the  licensor 
if  the  terms  of  the  agreement  so  require.*  The  licensee  has 
a  right  to  be  heard  by  a  competent  tribunal  before  his  privi- 
leges can  be  withdrawn,  and  if  the  licensor  attempts  to  declare 
the  license  void,  and  in  this  manner  interfere  with  the  business 
of  the  licensee,  he  may  be  enjoined,  on  proper  conditions,  until 
the  right  to  forfeiture  can  be  determined.^  Equity  will  not 
aid  a  licensor  in  enforcing  his  rights  unless  he  has  substan- 
tially fulfilled  his  own  obligations,  and  the  licensee  in  his 
defence  may  set  up  the  same  matters  which  would  avail  him 
if  the  suit  were  one  at  law  for  an  infringement.^ 

§  1250.    Remedies    of   Ziicensor    against   licensee :    Action   for 
Breaoh  of  Contract. 

A  licensee  who  violates  the  provisions  of  his  license  may 
be  sued  on  the  contract  for  damages.  When  his  wrongful 
acts  constitute  also  an  infringement  of  the  patent  the  licensor 

ment  to  continue  the  business  as  long  be  infringements,   see  Hammacher  w, 

as  it  is  reasonably  profitable,  see  Wilson  Wilson  (1886),  36  0.  G.  283  ;  26  Fed. 

V.  Marlow  (1872),  66  111.  885.  Bep.  289. 

*  That  a  license  is  not  forfeited  by  That  where  a  licensor  attempts  to 
non-payment  of  royalties,  unless  the  revoke  the  license  and  notifies  the  pab- 
lioense  so  provides,  and  the  licensor  lie  of  such  revocation  he  may  be  en- 
can  sue  only  in  the  local  courts  for  joined,  see  Baker  Mfg.  Co.  p.  Washbom 
royalties,  not  in  the  Federal  courts  for  &  Moen  Mfg.  Co.  (1883),  5  McOrary, 
infringement,  see  Consolidated  Mid-  504 ;  18  Fed.  Bep.  172. 
dlings  Purifier  Co.  v.  Wolf  (1886),  87  *  That  equity  wUl  not  aid  a  licensor 
O.  G.  567  ;  28  Fed.  Rep.  814.  wbo  has  not  kept  his  own  covenants 

That  a  license  cannot  be  annulled  by  with  the  licensee,  see  Foster  «.  Gold- 

a  mere  notice  to  the  licensee,  see  Union  schmidt  (1884),   22  Blatch.   287  ;  21 

Mfg.  Co.  V.  Lounsbury  (1864),  42  Barb.  Fed.  Bep.  70  ;  28  0.  G.  915. 
125.  That  a  licensee  cannot  justify  his  in- 

^  That  a  license  can  be  rescinded  only  fringements  by  the  licensor's  breach  of 

by  mutual  agreement  of  the  parties  or  contract,  see  Willis  v.  McCoUln  (1886), 

by  a  court  of  equity,  see  §  822  and  notes,  88  O.  G.  1017  ;  29  Fed.  Rep.  641. 
ante.  That  a  lioensof  who  has  misrepre- 

That  an  agreement  that  on  failure  of  sented  his  rights  to  his  licensees  and 

the  licensee  to  perform  his  covenants  fails  to  protect  them  is  not  entitled  to 

the  licensor  may  rescind  the  license  by  a  spedfio  performance  of  their  contract, 

a  written  notice  is  valid,  and  if  the  see  Brewstertf.Tuthill  Spring  Co.  (1888), 

license  is  so  rescinded  fatnre  uses  will  84  Fed.  Bep.  769. 
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may  have  his  remedy  either  for  the  breach  of  contract  or  for 
the  invasion  of  the  monopoly;  and  if  he  adopts  the  former 
the  measure  of  his  damages  will  be  the  injury  caused  by  the 
infringement.^    When  his  violation  of  the  agreement  consists 

{  1250.  I  In  Magic  Buffle  Co.  v,  snfScient  to  justify  a  court  in  holding  it 
Elm  City  Co.  (1875),  8  0.  G.  773,  necessary  that  it  is  a  biU  for  an  injury 
Shipman,  J.  :  (774)  "  If  the  licensee  to  their  patent-rights,  but  it  is  nianifest 
'  uses  the  patented  invention  beyond  from  an  examination  of  the  stating  part 
the  limits  of  the  license  or  grant,  or  in  of  the  bill  that  the  pleader  intended  to 
any  way  not  authorized  by  the  license  make  the  alleged  breach  of  agreement 
or  grants  then  there  has  been  a  viola-  the  foundation  of  the  action,  and  that 
tion  of  a  right  secured  to  the  patentee  he  is  seeking  to  recover  damages  for  an 
under  a  law  of  the  United  States,  giving  iigury  to  the  complainants  arising  out 
to  him  the  exclusive  right  to  use  the  of  the  violation  of  the  contract.  But 
thing  patented,  although  such  licensee  the  defendants  insist  that  a  bill  in 
performs,  according  to  their  terms,  all  equity,  based  upon  the  contract,  cannot 
the  covenants  entered  into  by  him.'  be  sustained,  because  for  a  breach  of  the 
(Goodyear  v.  Union  India  Bubber  Co.,  contract  there  is  complete  and  adequate 
4  Blatchf.  C.  C.  B.  65  ;  Wood  v.  Wells,  remedy  at  hiw.  There  is  undoubtedly 
Crittenden  &  Co.,  6  Fisher's  Patent  a  remedy  at  biw  for  the  alleged  injury. 
Cases,  882.)  And  if  the  licensees  have  The  only  que^ion  is  whether  it  is  corn- 
also  expressly  covenanted  in  their  agree-  plete  and  adequate.  If  the  complain- 
ment  of  license  that  they  will  do,  or  will  ants  were  seeking  to  recover  royalties 
not  do,  a  particular  act,  or  will  not  use  which  the  defendants  had  agreed  to 
the  invention  for  a  particular  purpose,  pay,  inasmuch  as  the  account  is  partic- 
a  violation  of  such  covenant  is  also  a  ularly  within  the  knowledge  of  the  de- 
breach  of  contract,  not  arising  under  fendants,  or  if  the  patent  was  still  in 
the  laws  of  the  United  States  but  for  existence  and  the  prevention  remedy  by 
which  remedy  may  be  sought  in  the  injunction  against  future  injuries  could 
Circuit  court  of  the  United  States,  pro-  be  administered,  there  would  be  no 
vided  the  citizenship  of  the  parties  gives  question  that  a  bill  in  equity  would  be 
jurisdiction  to  such  courts.  (Goodyear  a  proper  remedy.  ( Eureka  Co.  v.  Bailey, 
V.  Union  India  Bubber  Co.,  cited,  11  Wall  488 ;  Goodyear  v.  Congress 
9Upra;  Goodyear  v.  Congress  Bubber  Bubber  Co.,  8  Blatcht  C.  C  B.  449  ; 
Co.,  8  Blatchf.  C.  C.  R.  455  ;  Wilson  v.  Bich  et  oZ.  v.  Atwater,  16  Conn.  409.) 
Sanford,  10  Howard,  99.)  In  this  case  In  this  case  the  defendants  had  not 
it  was  competent  for  the  complainants  agreed  to  pay  royalties,  and  an  injunc- 
to  take  either  one  of  the  two  remedies  tion  cannot  be  granted  inasmuch  as  the 
for  the  alleged  injury  which  have  been  patent  has  expired.  It  is  alleged  that 
mentioned.  They  could  bring  a  bill  the  defendants  have  violated  the  con- 
alleging  an  injury  to  their  exclusive  tract  of  license  by  manufacturing  and 
rights  under  the  laws  of  the  United  selling  a  ru£9e  which  they  were  not  au- 
States,  or,  as  the  residence  of  the  party  thorized  to  make,  and  which  they  had 
gave  this  court  jurisdiction,  could  bring  agreed  not  to  make.  By  this  violation 
a  proper  suit  setting  up  the  breach  of  the  complainants  say  that  they  have 
the  contract  as  the  gravamen  of  their  been  injured,  and  the  redress  which  they 
action.     The  averments  of  their  bill  are  ultimately  seek  is  the  payment  of  dam- 
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in  mere  omissions,  —  as  where  he  fails  to  practise  the  inven- 
tion and  thus  realize  the  stipulated  royalties  for  the  licensor, 
—  the  suit  must  be  for  damages  alone.*  The  licensee,  when 
sued  for  the  breach  of  a  covenant  concerning  his  mode  of 
using  the  invention,  is  not  estopped  by  the  covenant  from 
averring  that  the  patent  of  the  licensor  is  void.^ 

ages.     Although  the  suit  is  upon  tie  iiier  Co.  v.  Wolf  (1886),  87  O.  G.  567  ; 

contract  the  damage  to  the  complain-  28  Fed.  Bep.  814. 

ants,  if  any,  is  the  damage  which  they  That  a  contract  to  pay  royalties  per 

have  sustained  from  the  injuxy  to  their  thing  done  obliges  the  licensee  only  to 

patent-rights.   The  ascertainment  of  the  pay  for  what  is  actually  done  not  on 

facts  from  which  such  damages  can  be  what  might  have  been  done,  see  Newell 

estimated  is,  in  cases  of  ixguiy  to  prop-  v.  Whmler  (1867),  2  Trans.  Ap.  (N.  Y.) 

erty  in  letters-patent,  peculiarly  within  160. 

the  province  of  a  court  of  equity,  be-  That  an  agreement  to  pay  a  certain 

cause  the  facts  from  which  damages  are  sum  for  each  of  the  first  four  hundred 

to  be  computed  can  only  be  ascertained  machines  made  is  not  a  contract  to  make 

by  an  account  and  a  discovery  of  the  that  number,  see  Babcock  v.  Northern 

number  and  amount  of  articles  which  Pacific  B.  R.  Ca  (1886),  26  Fed.  Bep. 

have  been  sold  by  the  defendants,  facts  756  ;  86  0.  6.  942. 

which    are   (exclusively    within    their  *  That  a  covenant  by  the  licensee  as 

knowledge.    They  alone  have  the  evi-  to  the  mode  of  use  of  the  invention  does 

dence  which  can  enable  the  complain-  not  estop  him  from  showing  that  the 

ants  to  recover   either   at  law  or  in  patent  is  void  when  he  is  sued  thereon, 

equity."   13  Blatch.  151  (156) ;  2  Bann.  see  Bliss  v.  Negus  (1811),  8  Mass.  46 ; 

&  A.  152  (157).  Hayne  v.   Maltby  (1789),  8  D.  &  £. 

That  a  licensee,   exceeding  his  li-  438. 

cense,  may  be  sued  either  under  the  That  a  covenant  to  aid  in  suppressing 

contract  or  as  an  infringer,  see  Pope  infringements  is  binding  on  the  licensee 

Mfg.  Co.  V,  Owsley  (1886),  87  0.  6.  personaUy,  see  Washburn  &  Moen  Mfg. 

781  ;  27  Fed.  Rep.  100.  Co.  v.  Southern  Wire  Co.  (1889),  87 

That  in  such  cases  the  damages  for  Fed.  Bep.  428. 

the  breach  of  contract  are  measured  by  That  the  covenants  in  a  license  can- 

the  loss  caused  by  the  infringement,  not  deprive  the  licensee  of  the  right  to 

see  Magic  Buffle  Co.  v.  Elm  City  Co.  show  that  his  acts  do  not  infringe  the 

(1875),  18  Blatch.  151 ;  2  Baun.  &  A.  patent,   see  White  v.  Lee  (1882),  28 

152  ;  8  0.  G.  778.  O.  G.  1621  ;  14  Fed.  Rep.  789. 

That  after  recovery  in  assumpsit  or  That  a  breach  of  the  license  by  the 

account  no  further  damages  for  the  in-  licensor  does  not  justify  the  licensee  in 

fringement  can  be  claimed,  see  Steam  infringing,    see    Willis    v.    McColIin 

Stone  Cutter  Co.  ».  Sheldons  (1883),  24  (1886),  88  0.  G.  1017  ;  29  Fed.  Kept 

0.  G.  708 ;  15  Fed.  Bep.  608 ;  21  Blatch.  641. 

260.  That  the  revocation  of  a  license  he- 

'  That  mere  non-payment  of  royal-  fore  the  alleged  infringement  leaves  the 

tics  does  not  make  the  licensee  an  in-  former  licensee  to   urge  any   defence 

f ringer,  see  Consolidated  Middlings  Pur-  open  to  ordinary  infringers,  see  Wooeter 
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§  1251.    Remedies  of  the  Ziioensor  against  the  Licensee :  Action 
for  Ziicense  Fees  for  the  Use  of  the  Invention. 

The  refusal  or  neglect  of  a  licensee  to  paj  the  stipulated 
license  fees  subjects  him  to  an  action  at  law  for  their  re- 
covery.^ The  obligation  to  recompense  the  licensor  for  the 
use  of  the  invention  is  somewhat  different  in  its  nature  and 
its  consequences  from  the  obligation  to  pay  royalties  on  actual 
sales,  and  these  two  obligations  must  be,  therefore,  separately 
considered.  The  obligation  to  pay  the  license  fee  for  the 
use  of  the  invention  arises  on  the  acceptance  of  the  license 
by  the  licensee.^  It  is  immaterial  whether  he  actually  prac- 
tises the  invention  or  not,  the  consideration  for  his  contract 
being  his  immunity  against  the  prohibitions  of  the  patent.  It 
is  also  of  no  importance  whether  the  invention  has  pecuniary 
value  in  the  market,  or  eventually  proves  beneficial  to  the 

r.  Singer  Mfg.  Co.  (1888),  23  0.  G.  McCraiy,  561 ;  Blancbard  v.  Sprague 

2518.  (1859),  1  Clliford,  288. 

That  equity  may  compel  a  discoveiy  That  equity  has  jurisdiction  over  a 

of  the  number  of  articles  made  under  a  bill  for  discovery  and  account  under  a 

license,  if  the  licensee  has  covenanted  to  license  for  royalties,  if  the  parties  are 

make  such  disclosures  and  fails  to  do  of  different  citizenship,  see  McKay  v. 

so,  see  Pope  M%.  Co.  v.  Owsley  (1886),  Mace  (1884),  23  Fed.  Bep.  76 ;  17  Phila. 

87  O.  G.  781 ;  27  Fed.  Rep.  100.  678. 

That  a  contract  to  arbitrate  before  That  equity  has  jurisdiction  over  a 

suit  is  binding,  and  the  plaintiff  must  bill  for  an  injunction,  discovery,   and 

show  that  he  has  made  all  reasonable  account  against  licensees  who  fail  to 

efforts  in  that  direction,  see  Perkins  v.  comply   with    contiuuing   obligations. 

United  States  Electric  Light  Ca  (1883),  see  McKay  v.  Smith  (1886),  29  Fed. 

24  O.  G.  204  ;  21  Blatch.  808.  Rep.  295  ;  89  0.  G.  959. 

§  1251.  ^  That  the  remedy  for  a  That  a  license  may  run  after  an  ex- 
breach  of  contract  tq  pay  license  fees  tension  and  the  royalty  will  be  colloct- 
is  an  action  at  law  unless  discovery  or  ible,  see  Union  Mfg.  Co.  v.  Lounsbury 
other  equitable  relief  is  needed,  see  Ball  (1869),  41  N.  Y.  863 ;  Union  Mfg.  Co. 
Glove  Fastening  Co.  v.  Ball  k  Socket  v.  Lounsbury  (1864),  42  Barb.  125. 
Fastener  Co.  (1888),  36  Fed.  Rep.  809 ;  That  a  use  by  the  vendees  of  a  licen- 
McKay  «.  Mace  (1884),  23  Fed.  Rep.  76;  see  is  a  use  by  him  and  he  is  liable  to 
17  Phila.  573  ;  McMillan  v,  St.  Louis  &  pay  license  fees  for  such  use,  see  Sher- 
Miss.  Valley  Trans.  Co.  (1883),  18  Fed.  man  v,  Champlain  Transportation  Co. 
Rep.  260 ;  5  McCrary,  561  ;  Blancbard  (1858),  81  Yt  162. 
V.  Sprague  (1859),  1  aifford,  288.  >  That  the  obligation  to  pay  the  li- 

That  equity  has  no  jurisdiction  of  a  cense  fee  is  implied  from  the  acceptance 

suit  to  recover  a  license  fee,  see  McMillin  of  the  license,  see  Paper  Stock  Disui- 

V.  St  Louis  k  Miss.  Valley  Transporta-  fecting  Co.  v,  Boston  Disinfecting  Co. 

tion  Co.  (1883),  18  Fed.  Rep.  260  ;  5  (1888),  147  Mass.  318. 
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licensee.  Until  the  license  is  repudiated,  or  the  contract  is 
rescinded,  his  liability  continues  and  the  payments  must  be 
made.  When  sued  for  license  fees,  however,  he  may  defend 
on  any  ground  which  is  equivalent  to  a  failure  of  the  consid^ 
oration  for  his  contract.'  Thus  he  may  set  up  a  want  of  title 
in  his  licensor,  and  show  that  other  parties  own  the  same  or 
a  superior  patent  to  whom  he  may  be  held  responsible  for  its 
enjoyment,  unless  he  knew  of  the  defect  of  title  when  he  ao« 
cepted  the  license.^  But  where  he  is  the  owner  of  the  rival 
patent,  and  took  the  license  to  quiet  the  dispute  between  him- 
self and  the  licensor,  and  has  received  the  benefit  desired,  he 
cannot  in  an  action  for  the  license  fee  attack  the  title  which 
his  conduct  has  admitted.^  Nor  can  a  title  under  a  subse* 
quent  patent  be  urged  by  him  in  his  defence,  unless  his  rec- 
ognition of  the  title  of  the  licensor  was  fraudulently  obtained.* 
It  has  sometimes  been  said  that  if  the  patent  of  the  licensor 
is  void  there  can  be  no  consideration  for  the  contract  since 
a  void  patent  creates  no  monopoly,  and  where  there  is  no 
monopoly  there  can  be  no  actual  immunity.^    This  position 

*  That  wheie  the  coiisidention  for  benefits,  cannot  defend  a  aoit^  licenaa 
the  license  fees  has  wholly  failed  they  fees  by  denying  the  right  of  the  licensor, 
cannot  be  collected,  see  Jenkins  v.  Ab-  see  HaU  Mfg.  Co.  v.  American  Railway 
botts  (1874),  64  N.  H.  447.  Snpply  Co.  (1882),  48  Mich.  831. 

That  a  licensee  cannot  defend  a  suit         *  That  a  licensee  when  sned  on  the 

for  loyalties  on  the  ground  that  the  li-  license   cannot  defend    by  setting  np 

censor  grants  licenses  to  others  at  a  less  rights  under  a  subsequent   patent  to 

rate  unless  there  was  an  express  cove-  justify  his  non-performance  of  duty,  or 

nant  that  he  would  not  do  so,  see  McKay  question  the  validity-  of  the  plaintifTs 

V.  Smith  (1889),  39  Fed.  Bep.  556.  patent,  unless  he  alleges  fraud  in  the 

*  That  a  licensee  cannot  show  want  plaintifi^  see  Fomcrook  Mig.  Ca  v. 
of  title  in  his  licensor  as  a  defence  to  an  Bamum  Wire  k  Iron  Works  (1884), 
action  for  license  fees,  if  he  had  due  no-  54  Mich.  552. 

tice  of  the  facts  when  the  license  was  ^  That  the  price  for  a  license  to  use 

given,  see  Jones  v,  Bumham  (1877),  67  the  invention  is  not  reooverabte  if  the 

Me.  93.  patent  is  void  or  the  licensor  has  no 

That  a  licensee  taking  his  license  title,  see  Pacific  Iron  Works  v.  Newhall 

with  a  full  knowledge  of  the  adverse  (1867),  84  Conn.  67. 

claims  against  the  patent,  and  enjoying  That  on  a  license  to  prsctase  the  in- 

the  benefit  of  his  license,  cannot  then  vention,  the  royalty  is  not  collectible  if 

attack  the  licensor's  patent,  see  Park'  the  patent  is  worthless,  see  Jenkins  v. 

hurst  V.  Kinsman  (1849),  1  Blatch.  488.  Abbotts  (1874),  54  N.  H.  447. 

*  That  a  rival  patentee,  taking  a  li-  That  in  a  suit  by  payees  or  endorsees 
cense  to  quiet  a  dispute  and  receiving  its  with  notice  on  a  note  for  license  fees, 
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is,  however,  incorrect,  for  while  the  patent  remains  unim- 
pugned  by  a  decree  of  invalidity  the  ability  of  the  patentee  to 
enforce  it,  and  consequently  the  immunity  from  its  prohibi- 
tions enjoyed  by  the  licensee,  are  presumed  to  be  legitimate 
and  real.  Hence  it  has  been  held,  in  other  and  better  consid- 
ered cases,  that  if  the  patent  is  apparently  valid  the  licensee, 
under  its  assumed  protection,  has  enjoyed  advantages  of  which, 
without  the  license,  he  would  have  been  deprived,  and  that  his 
obligations  under  the  license  continue  until  he  is  disturbed  in 
his  enjoyment  by  a  superior  patent,  or  until  the  patent  under 
which  he  acts  has  been  declared  invalid  or  annulled.^    Upon 

the  defendant  has  the  same  rights  as  if  cannot  deny  its  yalidity,  see  Rogers  v. 

the  suit  were  for  license  fees  direct,  and  Reissner  (1887),  41  O.  G.  851  ;  80  Fed. 

if  the  patent  is  void  the  note  is  with-  Rep.  525. 

out  consideration,  see  Saxton  v.  Dodge         That  where  a  licensee  derives  any 

(1870),  57  Barh.  84.  benefit  from  the  license,  though  it  be 

That  an  exclusive  license  to  make,  not  an  exclusive  one,  there  is  no  faU- 
with  an  agreement  to  assign  after  the  ure  of  consideration,  see  Laver  v.  Den- 
license  expires,  is  without  consideration  nett  (1888),  109  U.  S.  90 ;  25  0.  G. 
if  the  patent  is  invalid,  and  the  license  882. 

fee  cannot  be  recovered,   the  licensee         That  a  licensee  may  dispute  a  patent  I 

eiyoying  no  rights  which  he  did  not  when  he  has  repudiated  it  with  full  t 

already  have,  see  Harlow  v.  Putnam  knowledge  of  the  licensor,  see  Brown  I 

(1878),  124  BCass.  553.  v.  Lapham  (1886),  87  0.  G.  676  ;   28  I 

*  That  an  assignment  and  a  license  Blatch.  475  ;  27  Fed.  Rep.  77.        | 

stand  on  different  ground  as  to  the  de-  That  a  licensee  covenanting  not  to 
fence  of  want  of  consideration,  since  if  dispute  the  patent,  or  the  licensor's 
the  patent  is  invalid  the  assignee  gets  title,  is  estopped  whUe  the  license  re- 
nothing,  while  the  licensee  may  stiU  mains  in  force,  see  Pope  Mfg.  Co.  v, 
have  received  benefits,  see  Jones  v.  Ovrsley  (1886),  87  0.  G.  781 ;  27  Fed. 
Bumham  (1877),  67  Me.  93.  Rep.  100. 

That  a  licensee,  receiving  benefits         That  the  vendor  of  a  machine,  sold 

imder  a  license  covenanting  not  to  deny  with  a  right  to  use  a  patented  article 

validity,  is  estopped  from  making  such  therewith,  can  recover  the  price  of  the 

denial  in  a  suit  for  license  fees,   see  machine  without  proving  his  right  under 

Magic'Ruffle  Co.  V.  Elm  City  Co.  (1875),  the  patent,  unless  it  appears  that  the 

8  O.  G.,  778;  18  Blatch.  151 ;  2  Bann.  vendee  has  been  interfered  with  by  one 

&  A.  1 52.  whose  rights  are  j^rima  facie  violated  by 

That  a  licensee,  after  long  delay  and  its  use,  see  Buss  v.  Putney  (1859),  88 

having  eiyoyed  all  possible  benefits  of  N.  H.  44. 

the  patent,  cannot  deny  the  oonsidera-         That  until  the  patent  is  annulled,  or 

tion  of  the  license,  see  Davis  v.  Gray  adjudged  invalid,  a  licensee  receiving 

(1867),  17  Ohio  St.  380.  its  benefit  must  pay  the  license  fees, 

That  a  licensee  who  has  had  the  bene-  see  White  v.  Lee  (1882),  28  0.  G.  1 621  ; 

fit  of  exclusive  rights  under  a  patent  14  Fed.  Rep.  789 ;    Maraton  v.  Swett 
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his  eviction  or  the  overthrow  of  the  patent  his  liability  to  pay 
for  the  further  use  of  the  invention  ceases,  and  whether  his 
license  fees  were  payable  at  intervals,  or  in  a  gross  sum  which 
is  yet  unpaid,  the  licensor  can  collect  only  an  amount  suffi- 
cient to  cover  the  period  of  liability.  And  when  the  license 
fees  have  been  paid  for  the  whole  term  of  the  patent  by  a 
gross  sum  in  advance  it  would  seem  that  the  licensee  should 
recover  from  the  licensor  such  a  proportion  of  the  amount  as 
the  remainder  of  the  term  bears  to  the  period  of  liability,  since 
as  to  that  part  of  the  license  fee  the  consideration  must  have 
wholly  failed.  The  obligations  of  licensees,  under  licenses  to 
use  implied  from  the  relations  of  the  parties,  are  in  most 
respects  identical  with  those  created  by  express  licenses, 
though  they  are  not  bound  by  the  same  estoppels.®  A  licensee, 
under  an  implied  license  arising  from  the  lawful  purchase  of  a 
patented  device,  acquires  a  right  to  use  it  as  long  as  its  iden- 
tity can  be  preserved.  Into  the  price  of  the  device,  in  such 
cases,  the  license  fee  also  enters,  and  when  sued  for  the  price 
the  vendee  may  defend  by  showing  that  the  article  is  an  in- 
fringement of  a  prior  patent  and  is  therefore  practically  use- 
less, or  may  set  off  against  the  price  a  license  fee  which  he 

(1880),  82  N.  Y.  526;  Hilsen  v,  Libby,  such  use  unless  it  was  implied  to  be 

(1878),  44  Sap.  Ct.  N.  Y.  12.  without   compensation,   see   Deane  v. 

That  where  the  licensee  is  estopped  Hodge  (1886),  35  Minn.  146. 
by  his  agreement  the  license  is  not  af-         That  where  two  patents  cover  im- 

fected  by  the  fact  that  in  a  suit  between  provements  on  the  same  invention,  and 

other  parties  the  patent  has  been  held  an  action  in  assumpsit  is  brought  on 

invalid,  see  Pope  Mfg.  Co.  v.  Owsley  both,  recovery  may  be  had  on  the  second 

(1886),  37  0.  G.  781 ;  27  Fed.  Rep.  100.  as  to  so  much  of  the  invention  as  is  not 

That  the  vendee  of  a  right  to  use  covered  by  the  first,  see  Deane  v»  Hodge 

cannot  eiyoin  the  vendor  from  suing  (1886),  35  Minn.  146. 
for  the  price  on  the  ground  of  a  prior         That  one  who  uses  under  an  implied 

patent,  unless  there  has  been  warranty  license  cannot  deny  utility  when  sued 

or  fraud,  see  Cansler  o.  Eaton  (1856),  2  for  compensation,  see  Palmer  v.  U.  S. 

Jones  Eq.  (N.  C),  499.  (1885),  20  a.  of  Claims,  482. 

•  That  assumpsit  will  lie  to  recover         That  in  an  action  to  recover  a  royalty 

for  use  under  an  implied  license,  see  on  an  implied  contract  where  the  quea- 

Deane  v.  Hodge  (1886),  35  Minn.  146.  tion  of  priority  is  raised,  the  patentee 

That  where  an  inventor  was  an  officer  may  show  his  efforts  and  achievements 

of  a  corporation  which  used  his  inven-  in  the  art  in  order  to  prove  that  he  was 

tion  with  his  consent,  he  can  recover  in  the  first  inventor,  see  Hubbell  e.  IT.  S. 

assumpsit  a  reasonable  compensation  for  (1885),  20  Ct.  of  Claims,  354. 
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has  been  compelled  to  pay  in  order  to  enjoy  it.^  A  vendee, 
who  has  purchased  with  an  option  to  return  the  article  or  pay 
the  price  inclusive  of  the  license  fee,  must  exercise  his  option 
within  the  stipulated  or  a  reasonable  time,  or  the  sale  vrill 
become  absolute  and  the  price  can  be  recovered.^ 

§  1252.    Remedies  of  the  Licensor  against  the  Xdoensee :  Action 
for  Royalties  on  8ales. 

The  obligation  to  pay  royalties  on  sales  arises  only  when 
the  sale  is  completed  and  the  price  received.  Every  volun- 
tary act  of  the. licensee  which  places  the  article  beyond  his 
own  control  has  the  legal  effect  of  a  sale,  and  is  suflBcient  to 
create  a  liability  for  royalties.^    Thus  where  he  recovers  dam- 

^  That  a  note  for  a  device  which  the  or  he  will  be  liable  to  the  payment,  eee 

yendor  represented  to  be  covered  by  his  Pottle  v.  Thomas  (1888),  12  Conn.  565. 

patent,  but  which  ia  in  fact  an  infringe-  That  the  agreement  by  the  licensee 

ment  of  the  patent  of  another  inventor,  to  deliver  up  the  licensed  article  at  the 

and  has  been  enjoined  as  such,  ia  void,  end  of  a  year  ia  not  fulfilled  by  hisleav- 

see    Pacific    Iron    Works  v,   Newhall  ing  it  on  the  licensor's  desk  in  his 

(1867),  34  Conn.  67.  office,  but  in  his  absence  and  in  the  ab- 

That  the  price  of  a  patented  machine  sence  of  any  one  acting  for  him,  and 

cannot  be  recovered  when  the  machine  without  waiting  a  reasonable  time  to  see 

is  an  infringement  on  a  prior  patent  him,  although  a  delivery  may  be  made 

and  worthless,  though  its  separate  parts  at  his  place  of  business  as  well  as  at  his 

may  be  valuable,  see  Peck  v.  Farrington  residence,    see    Wooster    v.    Sandman 

(1882),  9  Wend.  44.  (1879),  8  Daly  (N.  Y.),  218. 

That  a  vendee  of  a  patented  article  That  the  attempt  to  exercise  an  op- 

cannot  defend  an  action  for  the  purchase  tion,  in  cases  where  it  does  not  exist, 

money  on  the  ground  that  he  has  been  does  not  affect  the  general  remedies  for 

sued  as  an  infringer  and  incurred  ex-  breach  of  contract,  see  Weed  v.  Draper 

pense  thereby,  though  the  vendor  agreed  (1870),  104  Mass.  28. 

to  give  him  an  indemnity  bond  and  has  §  1252.  ^  That  any  act  which  has  the 

failed  to  do  so,  but  the  failure  to  give  effect  of  a  sale  is  a  sale  for  the  purpose 

the  bond  might  be  a  complete  defence  of  estimating  royalties,  see  Wilder  v, 

by  itself,  see  Home  v.  Hoyle  (1886),  27  Adams  (1860),  16  Gray,  478. 

Fed.  Bep.  216  ;  36  0.  G.  1248.  That  where  an  article  passes  beyond 

That  a  vendee  may  defend  an  action  the  control  of  the  licensee  by  his  own 

for  the  price  on  the  ground  that  the  in-  act  it  ia  equivalent  to  a  sale  for  the 

▼ention   infringes   other   patents,    see  purposes  of  a  royalty,   see  Wilder  v. 

Croninger  v.   Paige   (1879),    48  Wis.  Steams  (1871),  48  N.Y.  656. 

229.  That   where   one   licensee,    who  is 

u  That  if  the  vendee  was  to  pay  or  bound  to  pay  a  royalty  on  each  article 

return  the  device,  he  roust  return  or  sold  by  him,  buys  articles  of  another 

tender  a  return  within  reasonable  time  licensee  whose  liability  is  the  same,  and 
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ages  against  infringers  and  in  this  mode  legitimates  their 
sales,  these  become  practically  sales  of  his,  and  royalties  on 
them  are  payable  to  the  licensor.'  This  liability  he  cannot 
avoid  by  varying  the  form  or  name  of  the  article  while  its 
substantial  attributes  remain,  nor  by  disposing  of  it  in  an  in- 
complete condition  to  another  licensee,  nor  is  it  terminated  by 
a  revocation  of  the  license.^  Upon  an  action  for  the  recovery 
of  royalties,  sales  may  be  proved  by  evidence  of  the  manufac- 
ture and  shipment  of  the  articles,  and  if  the  licensee  refuses 
to  disclose  their  number  and  amount  it  will  be  presumed  that 
these  have  not  decreased  since  the  last  account  was  rendered.^ 

then  Bells  them,  he  is  not  bound  to  pay  notified  by  the  licensor  that  the  license 

a  royalty  on  them  though  the  other  is  terminated  for  breach  of  condition, 

licensee    fails   to   pay   his   royalty  on  the  licensor  can  recover  his  royalty  for 

them,  see  Howe  v.  Wooldredge  (1866),  the  articles  made  and  sold  as  well  after 

12  Allen,  18.  as  before  the  service  of  snch  notice,  see 

That  where  a  certain  sum  is  to  be  Union  Mfg.  Co.  «•  Loansbuiy  (1869), 

paid  for  every  article  sold  or  caused  to  41  N.  Y.  863. 

be  sold  by  the  promisor  he  must  account  That  where  a  licensor,  having  been 

for  every  transfer  of  the  right  to  use  the  notified  of  the  licensee's  intention  to 

article,   and  for  all  settlements  made  terminate  his  license  to  use  certain  ma- 

with  those  who'  use  it  without  right,  chines  after  three  months,  permits  the 

thesf}  being,  in  effect,  sales  also,  see  licensee  to  seU  the  machines  to  a  third 

Bodgers  v,   Torrant  (1880),  43  Mich,  party,  and  knowingly  acquiesces  in  such 

113.  «Lle  for  two  yean,  he  cannot  then  de- 

*  That  where  a  licensee,  in  pursuance  mand  royalties  from  the  licensee,  see 
of  an  agreement  to  sue  infringers,  re-  Wilde  v.  Smith  (1879),  8  Daly,  196. 
covers  damages  against  them  and  thus  ^  That  in  a  suit  for  royalties  on  sales, 
legitimates  their  sales,  he  must  pay  a  manufacture  and  shipment  are  prima 
royalty  on  these  articles  also,  it  being  facie  evidence  of  sale,  see  Marsh  v. 
in  effect  a  sale,  see  Wilder  v.  Adams  Dodge  (1872),  5  Lans.  (N.  T.)  541. 
(1860),  16  Gray,  478.  That  where  the  defendant  in  an  ae- 

*  That  a  royalty  must  be  paid  on  tion  for  ro3raltie8  on  sales  refuses  to  ae- 
devices  which  employ  equivalent  ele-  count  and  show  his  books,  it  may  be 
ments,  as  well  as  on  those  which  con-  presumed  that  he  sold  as  many  as  the 
form  to  the  letter  of  the  specification,  last  account  showed,  see  Smith  v.  Stan- 
see  Wilder  v.  Adams  (I860),  16  Gray,  dard  Laundry  Co.  (1882),  11  Daly 
478.  (N.  Y.),  164. 

That  a  royalty  on  each  article  made  That  where  a  yearly  royalty  is  pay- 

and  sold  or  disposed  of  covers  unfin-  able,  and  the  licensee  has  exerdsed  his 

ished  articles  sold  to  a  new  company  option  to  terminate  the  license  in  the 

succeeding  the  licensee,  see  Marsh  v.  middle  of  a  year,  he  is  obliged  to  pay 

Dodge  (1875),  4  Hun  (N.  Y.),  278;  6  a /^ro  roto  portion  of  the  annual  royalty, 

Thomp.  &  C.  568.  see  Gale  v.  Nourse  (1860),  15  Gray, 

That  although  a  Ucensee  has  been  800. 
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The  licensee,  in  his  defence,  cannot  attack  the  patent  or  the 
title  of  his  licensor.  In  the  price  which  he  has  charged  and 
received  for  the  articles  sold  the  royalty  has  been  computed 
and  collected  from  the  purchaser,  and  having  derived  this 
advantage  from  the  license,  he  cannot  be  permitted  to  deny 
its  obligations.^  If  the  patent  be  in  fact  invalid  his  benefit  is 
none  the  less  on  that  account,  and  the  apparent  monopoly 
which  it  creates  has  at  least  served  him  in  securing  a  market 
for  his  products  and  the  profit  on  his  sales.^    But  when  the 

*  That  a  licensee  in  defence  to  an  ac-  That  the  licensee  is  estopped  to  deny 

tion  for  accrued  royalties  on  sales  can-  the  validity  of  the  patent  only  as  to 

not  deny  the  validity  of  the  patent,  see  acts  done  while  the  license  was  in  force, 

HyaU  V.  Ingalls  (1883),   49  Sap.  Gt  see  Tibhe  Mfg.  Co.  v.  Heineker  (1889)/ 

K.  Y.  875 ;  Jones  v.  Bamham  (1877),  87  Fed.  Rep.  686. 

67  Me.  93  ;  Marston  r.  Swett  (1876),  That  a  licensee,  knowing  the  patent 

66  N.  T.  206  ;  Marsh  r.  Dodge  (1875),  to  be  of  donbtfnl  validity,  is  obliged  to 

4  Hun  (N. Y. ),  278  ;  6  Thomp.  &  C.  568.  pay  the  royalties  as  long  as  he  receives 

That  an  exclusive  licensee  to  sell,  the  benefit,  and  cannot  deny  the  validity 

having  received  the  fnll  benefit  of  his  of  the  patent,  nor  the  title  of  the  paten- 

lioense,   cannot  in  an    action  thereon  tee,  while  he  is  not  interfered  with,  see 

deny  the  power  of  the  licensor  to  license,  Jones  v.  Bamham  (1877),  67  Me.  98. 

nor  question  the  validity  of  his  patent^  That  it  is  doubtful  whether  a  licen* 

though  he  himself  owns  a  rival  patent  see  under  a  re-issue,  when  sued  for  roy- 

and  took  a  license  to  quiet  disputes,  see  alties,   can  show  that  the  re-issue  is 

Hall  Mfg.   Co.   V.  American  Kailway  void,  see  Washburn  &  Moen  Mfg.  Co. 

Supply  Co.  (1882),  48  Mich.  881.  v.  Wilson  (1882),  48  Sup.  Ct  N.  Y.  159. 

That  on  a  suit  for  license  fees  for  That  where  no  fraud  is  practised,  one 

machines  actually  sold  by  the  defendant,  who  agrees  with  full  knowledge  to  pay 

it  is  not  a  defence  that  the  plaintiff  is  a  royalty  under  a  patent  cannot  after- 

not  the  true  inventor  or  that  he  has  wards  deny  its  validity,  see  Eureka  Co. 

broken  the  contract,  since  if  damages  o.  Bailey  Co.  (1870),  11  Wall.  488. 

could  be  recouped  against   him,   this  That  an  agreement  in  a  license  that 

would  be  no  plea  in  bar,  see  BirdseU  v.  the  licensee  is  estopped  to  deny  the 

Perego  (1865),  5  Blatch.  261.  validity  of  the  patent  will  bind  him  in 

That  a  licensee  while  receiving  bene-  a  suit  for  royalties,  see  Marsh  v.  Harris 

fits  under  an  apparently  valid  patent  is  Mfg.  Co.  (1885),  68  Wis.  276  ;  Evory 

obliged  to  pay  his  royalties,  and  the  in-  v.  Candee  (1879),  17  Blatch.  200  ;  4 

validity  of  the  patent  is  no  defence,  see  Bann.  &  A.  545. 

McKay  v.  Smith  (1889),  89  Fed.  Bep.  That  the  liability  of  the  licensee  for 

656  ;  Covell  v.  Bostwick  (1889),  89  Fed.  royalties  continues  until  he  rescinds  the 

Rep.  421 ;  Marsh  v.  Harris  Mfg.  Co.  license  and  gives  notice  thereof  to  the 

(1885),  68  Wis.  276 ;  Hyatt  v.  Ingalls  licensor,  see  Marston  v.  Swett  (1880), 

(1888),  49  Sup.  Ct.  N.  Y.  875  ;  Patter-  82  N.  Y.  526. 

K>n*8  Appeal  (1882),  99  Pa.  St.  621  ;  *  That  royalties  on  sales  are  due  and 

Angier  v,  Eaton,  Cole,  &  Bumham  Co.  collectible  although  the  patent  is  actu- 

(1881),  98  Pa.  St  594.  nlly  invalid,  since  benefit  therefrom  has 

il252 
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patent  is  repealed,  or  priority  is  awarded  to  other  parties,  or 
a  superior  title  is  asserted  resulting  either  in  the  interruption 
of  his  business  or  in  the  creation  of  new  liabilities  to  the  para- 
mount owner,  he  can  repudiate  the  license,  and  refuse  to  pay 
the  stipulated  royalties^    Thenceforward  if  he  practises  the 

accmed  to  the  licensee,  see  Smith  v.  Adams,  2  Wood.  &  M.  829,  are  actions 

Standard  Laundry  Co.  (1882),  11  Daly  at  law,  and  turn  upon  the  effect  of  a 

(N.  Y.),  154 ;  Marston  v.  Swett  (1880),  recital  or  corenant  in  a  sealed  instm- 

82  N.  Y.  526.     Contra :  Hawks  v,  Swett  ment.    The  agreement  in  this  case,  is 

(1875),  4  Hun  (N.  Y.),  146  ;  6  Thomp.  not  under  seal,  and  this  is  not  an  action 

&  C.  529.     But  see  Marston  v,  Swett  at  law.    Other  cases  state  the  general 

(1876),  66  N.  Y.  206 ;  and  Wilson  v,  doctrine  in  a  somewhat  absolute  and 

Hentges(1879),  26  Minn.  290,  —  acase  general  way,  hardly  admitting  excep- 

which  evidently  misapprehends  the  na-  tions.   (See  Crossley  v,  Dixon,  10  H.  L. 

ture  of  the  benefits  received  by  the  Cas.  298 ;  Clark  v.  Adie,  2  App.  Cas. 

licensee  under  a  license  to  sell.  423.)     On  the  other  hand  there  are 

That  although  a  patent  may  not  be  cases  in  the  United  States  which  seem 

good  for  all  it  claims,  a  licensee  having  to  hold  that  the  invalidity  of  the  patent 

the  benefit  of  it  cannot  take  advantage  may  always  be  proved,  such  as  Harlow 

of  its  invalidity  in  a  suit  for  royal-  o.  Putnam,  124  Mass.  558.    But  these 

ties,  see  Milligan  v.  Lalance  k  Gros-  were  cases  on  either  side  which  required 

jean  Mfg.  Co.  (1884),  21  Fed.  Rep.  570 ;  no  nice  distinctions.      The  law  is,  I 

29  0.  G.  367.  think,  that  a  plea  or  answer  that  the 

That  a  note  given  for  the  right  to  patent  is  void  is  not  of  itself  a  sufficient 

sell  in  certain  places  a  machine  which  is  defence,  but  that  evidence  of  what  may 

practically  valueless  is  without  consid-  be  called  an  eviction  is  such  defence, 

eration,  the  availability  of  the  machine  The    difficulty    is    to    ascertain   what 

for   use   being  always  warranted,   see  amounts  to  an  eviction  in  a  patent  case. 

Smith  V.  Hightower  (1886),  76  Ga.  629.  It  is  easUy  discovered  whether  a  tenant 

7  In  White  u.  Lee  (1882),  14  Fed.  of  a  certain  parcel  of  land  has  or  has 
Rep.  789,  Lowell,  J. :  (790)  "  The  not  been  evicted ;  but  if  a  patent  is 
question  has  been  aigued  whether  the  void,  still  the  licensee  may  have  had  all 
defendant  can  resist  an  action  for  li-  the  benefit  of  a  valid  patent,  because  his 
cense  fees,  under  a  contract,  by  proving  exclusive  title  may  never  have  been  dis* 
that  the  patent  is  void.  In  his  very  pnted.  In  I^wes  v.  Purser,  6  EL  &  BL 
thorough  brief  the  defendant  cites  nil  930,  932,  the  counsel  for  the  plaintiff 
the  important  cases  ;  and  they  in  a  cur-  admitted  that  if  every  one  had  publicly 
sory  examination  seem  to  present  a  dif-  used  the  patented  invention,  that  might 
ference  of  opinion,  which  on  a  more  be  equivalent  to  an  eviction ;  but  con* 
careful  study  will  be  found  to  disappear,  tended  that  a  simple  plea  that  the  pat- 
Many  of  the  decisions  treat  a  licensor  as  ent  was  void  might  mean  merely  that 
a  landlord,  and  a  licensee  as  his  tenant,  the  pleader,  when  he  began  to  draw  his 
who  cannot  dispute  the  title  so  long  as  plea,  had  discovered  a  technical  flaw 
he  has  the  occupancy  of  the  premises,  which  no  one  else  had  thought  of ;  and 
Many  of  the  cases,  such  as  Bowman  v.  the  judgment  pursued  this  exact  line  of 
Taylor,  2  Adol.  &  E.  278  ;  Smith  v,  reasoning.  In  a  case  in  Massachusetts, 
S2ott,  6  C.  B.  (y.  s.)  771  ;  Wilder  v.  the  defendants,  who  were  liceneees  and 

§  1252 
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■ 

invention,  the  remedy  of  the  licensor  is  by  a  suit  for  damages 
for  breach  of  contract,  or  by  an  action  for  infringement  An 
assignment  of  the  license  does  not  relieve  the  licensee  from 
his  obligation  to  pay  the  proper  royalties,  the  assignee  being 
regarded  as  his  agent  and  the  sales  made  on  his  account.^    A 

had  used  the  patent  to  keep  off  competi-  presamption  may  not  attach  or  the  pat- 

tion,  were  said  hy  Thomas,  J.,  to  have  entee  be  misled.     But  if  the  patent  is 

had  all  the  benefit  of  a  valid  patents  annulled  or  destroyed  by  due  and  effec- 

(Qartlettv.  Holbrook,  1  Gray,  114.)  In  tire  l^gal  proceedings,  and  priority  of 

New  York  in  a  case  which  was  twice  invention  and  a  patent  is  awarded  to 

brought  before  the  Court  of  Appeals,  it  another,  no  notice  is  necessary,  for  there 

was  held,  —  firsts  that  mere  invalidity  is   no   presumption    or    inference    of 

of  the  patent  was  not  a  defence ;  and  manufacture  under  a  patent  judicially 

second,  that  a  repeal  of  the  patent  was  avoided  and  annulled.     It  ceases  to  ex- 

a  defence.   (Marston  v.  Swett,  66  N.  Y.  ist.    The  manufacture  is  either  abso- 

206  ;  B.  0.  82  N.  Y.  526.)    These  cases  lutely  free,  or  an  infringement  upon  the 

point  to  the  true  distinction,  however  rights  of  the  prior  inventor,  or  in  sub* 

difficult  its  application  may  sometimes  mission  to  his  claims." 

be,  that  something   corresponding   to  That  a  licensee  must  repudiate  his 

eviction  must  be  proved  if  a  licensee  license  before  he  can  defend  against  a 

would  defend  against  an  action  for  roy*  claim  for  royalties  by  denying  the  valid- 

alties.*'    23  0.  G.  1621  (1621).  ity  of  the  patent,  see  Hyatt  v.  Ingalls 

In  Marston  v,  Swett  (1880),  82  N.  Y.  (1883),  49  Sup.  Ct  N.  Y.  875. 

526,  Finch,  J. :  (538)  "  We  think  the  That  where  a  licensor  sues  the  Hcen- 

true  rule  to  be  deduced  from  the  au-  see  for  fees,  the  licensee  cannot  attack 

thorities  is  this  :  Where  the  patent  is  the  patent  unless  he  can  prove  eviction, 

apparently  valid  and  in  force  the  party  see  Rogers  v.  Reissner  (1887),  80  Fed. 

using  it,  receiving  the  benefit  of  its  sup-  Bep.  525  ;  41  0.  G.  851. 

posed  validity,  is  liable  for  royalties  That  an  exclusive  licensee,  in  defence 

agreed  to  be  paid  and  cannot  set  up  as  a  to  an  action  for  royalties  on  sales,  may 

defence  the  actual  invalidity  of  the  pat-  show  that  a  prior  patentee  is  in  the 

ent.    The  reasons  for  the  rule  are  that  market  asserting  his  superior  rights  and 

the  party  has  got  what  he  bargained  supplying  the  market,   and    that  the 

for ;  that  he  cannot  be  allowed  at  the  licensee  is  thus  deprived  of  his  exclu- 

same  time  to  affirm  and  disaffirm  the  sive  use,  and  may  be  accountable  for 

patent ;  and  that  he  cannot  in  this  way  his  use  to  the  prior  patentee,  see  Angier 

force  the  patentee  into  a  defence  of  his  v,  Eaton,  Cole,  &  Bumham  Co.  (1881), 

right  and  compel  him  to  try  it  in  a  col-  98  Pa.  St.  594. 

lateral  action.     While  the  manufacture  That  the  mere  claim  by  third  parties 

goes  on  under  such  an  apparently  valid  that  the  licensee  infringes  is  no  defence 

patent  it  is  presumed  to  be  under  and  to  an  action  for  royalties  on  sales,  see 

in  accordance  with  the  agreement  to  Davis  v.  Gray  (1867),  17  Ohio  St.  830. 

pay  royalties.    If  the  manufacturer  does  8  That  an  assignment  of  his  license 

not  so  intend,  and  chooses  to  make  the  does  not  relieve  the  licensee  from  his 

patented  article,  not  under  the  patent,  obligation  to  pay  royalties,  see  Wilde  v. 

but  in  hostility  to  it,  he  must  give  no-  Smith  (1879),  8  Daly  (N.  Y.),  196. 
tice  of  that  intention,  in  order  that  the 
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licensor  will  not  be  enjoined  from  suing  to  recoTer  royalties 
although  his  claims  exceed  the  fees  named  in  the  contract, 
since  this  as  well  as  other  elements  of  the  controversy  are 
capable  of  determination  in  a  court  of  law  ;  nor,  on  the  other 
hand,  can  he  prevent  the  licensee  bv  an  injunction  from  exer- 
cising his  rights  under  the  license,  on  the  ground  that  license 
fees  remain  unpaid.' 


SECTION  T. 

OP  THE  WRONGS  COMMITTED  BT  JOINT-OWNERS  AND  OTHER 
CONTRACTING  PARTIES  AGAINST  EACH  OTHER:  AND  THEIR 
REMEDIES. 

§  1253.   Rights  of  Co-owners  against  ZSach  Other. 

No  relation  is  created  between  joint-owners  of  a  patent  by 
the  mere  fact  of  their  common  interest  in  the  invention. 
Each  is  entitled,  under  the  present  condition  of  our  law,  to 
practise  the  invention  and  to  license  others,  without  accounta- 
bility to  his  co-owner.  If  he  exceeds  the  privilege  conferred 
upon  him  by  the  patent,  and  employs  an  infringing  art  or  in- 
strument, he  is  to  his  co-owners  like  a  stranger  to  the  patent, 
and  may  be  sued  for  the  infringement  in  the  usual  mode.^ 
To  establish  between  joint-owners  such  relations  as  involve 
mutual  responsibility  within  the  limits  of  the  patent  special 
contracts  are  necessary,  and  these  are  construed  and  enforced 
in  the  same  manner  as  between  parties  who  are  not  co- 
owners.^  In  certain  cases  contracts  are  implied  from  the 
circumstances  under  which  their  joint  interest  has  arisen. 

*  That  a  licensor  wUl  not  be  en-  That  a  failnre  to  pay  royalties  does 

Joined  from  suing  for  his  license  fees  on  not  make  the  licensee  an  infringer,  see 

the  ground  that  he  charges  the  plaintiff  Consolidated  Middlings  Purifier  Co.  v. 

more  than  he  agreed  to,  his  true  defence  Wolf  (1886),  87  0.  G.  567;  28  Fed. 

being  at  kw,  but  he  may  be  enjoined  Rep.  814. 

from  declaring  the  license  void  and  thus  §  1253.  ^  See  §§  797,  913,  and  notes^ 

putting  the  licensee  to  great  loss,  see  ante. 

Baker  Mfg.  Go.  v.  Washburn  k  Moen  '  See  §  798  and  notes,  anie. 
Mfg.  Go.  (1883),  18  Fed.  Bep.  172  ;  5 
McCrary,  504. 
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Thus  where  the  patentee  of  an  original  invention  and  the  in- 
ventor of  an  improvement  united  in  a  re-issue  of  the  patent, 
covering  the  improved  invention,  and  were  therein  named  as 
joint  patentees,  their  rights  were  held  to  have  become  insep- 
arable, and  either  could  restrain  the  other  from  employing  the 
invention  except  for  their  joint  benefit.^ 

§  1254.  Reciprocal  Righto  of  Co-owners  who  are  also  Partners. 
The  principal  relation  formed  hy  express  contract  between 
joint-owners  of  a  patent  is  that  of  partnership  in  the  business 
in  which  the  patented  invention  is  to  be  employed.  While 
this  relation  subsists  their  rights  as  patentees  are  subordinated 
to  their  rights  as  partners.  Neither  is  at  liberty  to  use  the 
invention,  nor  to  license  others  to  use  it,  contrary  to  the  wel- 
fare of  the  common  enterprise,  and  any  attempt  to  do  so  may 
be  met  by  an  injunction.^  At  the  same  time  their  power 
under  the  Patent  Laws  to  grant  such  licenses  is  not  impaired, 
and  parties  purchasing  from  either,  in  good  faith  and  with- 
out a  knowledge  of  the  partnership  agreement,  can  exercise 
their  privileges,  leaving  the  other  owner  to  his  remedy  for 
damages  against  their  licensor  for  his  breach  of  the  contract. 
Where  the  articles  of  partnership  require  one  of  the  owners 
to  give  his  time  to  the  jo\nt  enterprise,  he  is  entitled  to  a  rea- 

*  That  where  two  patentees  obtain        That  the  repreaentative  of  a  deceased 

separate  patents  for  the  same  invention,  partner  may  maintain  a  bill  in  equity 

and  afterward  a  joint  patent  for  it,  they  to  compel  the  surviving  partner  to  sell 

are  estopped  under  the  latter  from  as-  letters-patent  belonging  to  the  firm,  and 

serting  their  title  under  the  former,  see  to  account  for  the  use  of  the  patent  since 

Barrett  v.  Hall  (1818),  1  Mason,  447  ;  the  death  of  the  deceased  partner,  see 

1  Robb,  207.  Freeman  v.  Freeman  (1883),  186  Mass. 

That  where  the  patentee  of  an  origi-  260.         ^ 
bal  invention  and  the  inventor  of  an  im-         That  co-owners,  being  partners,  are 
provement  unite  in  a  re-issue  covering  liable  for  acts  in  violation  of  the  part- 
both,  each  can  restrain  the  other  from  nership  agreement,  see  §  798  and  notes, 
using  it  except  for  their  joint  benefit,  ante, 

see  Duke  v.  Graham  (1884),  19  Fed.         That  a  co-owner,  not  named  as  H- 

Bep.  647.  censor,  is  entitled  to  his  share  of  the 

§  1254.  1  That  a  patent  may  be  con-  royalties  if  the  co-owners  were  partners 

tributed  to  the  capital  stock  of  a  part-  when  the  license  was  granted,  see  Rogers 

nership,  see  Rehfnss  v,  Moore  (1889),  6  v.  Reissner  (1887),  41  O.  G.  851  ;  80 

Pa.   Co.   (Pa.)  245;   Farr  o.   MorriU  Fed.  Rep.  525. 
(1889)  53  ^un  (N.  T.),  80. 
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sonable  compensation  for  his  services,  and  if  by  their  agree- 
ment his  wages  are  to  be  deducted  from  the  profits  of  the 
business  and  no  profits  are  realized,  he  may  assert  them  as  a 
debt  against  the  partnership.^  Such  partnership  agreements 
are,  however,  void  if  the  patent  is  invalid,  and  either,  in  a  suit 
against  him  by  the  other  on  the  contract,  may  set  up  invalid- 
ity in  his  defence.^  Their  yiolation  of  the  partnership  agree- 
ment subjects  them  to  the  same  actions,  whether  at  law  or 
equity,  which  are  available  to  other  partners. 

§  1255.    Reolprooal  Rights  of  Joint  Xdoensees :  Third  PartieB. 

Joint  licensees  also  sustain  relations  to  each  other,  through 
their  express  or  implied  contracts,  from  which  arise  peculiar 
rights  whose  violation  demands  a  legal  remedy.  The  most 
common  form  of  these  relations  is  that  of  partnership,  in 
which  the  members  of  a  licensed  firm  become  jointly  and 
severally  liable  to  the  licensor  for  the  performance  of  the 
contract  and  the  payment  of  the  stipulated  fees.  Their  rela- 
tion as  copartners  is  governed  by  the  ordinary  rules  of  part- 
nerships, and  their  remedies  against  each  other  follow  the 
usual  course  of  partnership  litigation.  But  as  joint  licensees 
each  is  a  surety  for  the  collective  body  to  which  all  belong, 
and  may  be  held  responsible  for  the  fulfilment  of  the  obliga- 
tions which  it  has  assumed.^  Each  likewise  has  his  remedy 
against  the  firm  for  payments  made  or  conditions  performed 
on  its  account,  and  in  an  action  to  enforce  these  rights  the 
liability  of  the  surety  or  the  firm  to  the  licensor  is  not  open 
to  inquiry,  the  fact  that  the  surety  has  been  damnified  enti- 
tling him  to  a  recovery.^    Other  relations  between  licensees, 

*  That  under  an  agreement  between  the  indention  is  invalid  if  the  patent  is 
the  inventor  and  his  co-owner  of  the  void,  see  Bice  r.  Gamhart  (1874),  84 
patent  that  the  time  given  to  the  inven-    Wis.  458. 

tion  by  the  inventor  shaU  be  paid  for  by  J  1255.  ^  That  each  member  of  a 

a  deduction  from  the  royalties  received  licensed  firm  is  liable  for  the  lioense  fees 

on  account  of  the  other,  wages  may  be  and  is  surety  for  any  assignee  of  the 

claimed  if  no  royalties  are  due,  see  Rice  firm,  see  Sizer  v.  Ray  (1881),  87  N.  T. 

V.  Gamhart  (1874),  84  Wis.  453.  220. 

*  That  an  agreement  providing  that  *  That  a  former  member  of  a  licensed 
the  co-owner  shall  pay  the  inventor  for  firm,  suing  as  surety  for  license  fees  paid 
devoting  his  time  and  skill  to  practising  by  him  on  its  account,  cannot  be  defeated 
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of  Tarious  character  and  obligation,  may  subsist,  for  wrongs 
against  which  actions  lie  in  equity  or  at  law.  The  rights  and 
duties  of  third  parties  in  reference  to  the  different  owners  of 
the  privileges  created  by  letters-patent,  with  the  single  excep- 
tion of  the  duty  to  respect  the  monopoly,  rest  upon  the  same 
principles  and  are  enforced  by  the  same  methods  as  those 
arising  out  of  ordinary  contracts,  express  or  implied.^ 


SECTION  VI. 

OP   THE   COUBTS    HAVING   JUBISDICTION   OVER   WRONGS   BETWEEN 

CONTBACTING  PABTIES. 

§  1256.    Jurisdiction  of  Federal  Courts  over  Contract  Actions. 

In  actions  upon  contracts  the  jurisdiction  of  the  Federal 
courts  depends  upon  the  citizenship  of  the  parties,  although 
the  subject-matter  of  the  contract  is  a  right  arising  under  the 
Patent  Laws.  When,  therefore,  the  plaintiff  and  defendant 
reside  in  different  States,  any  of  the  foregoing  actions  may  be 
instituted  in  the  Federal  courts,  and  there  pursued  to  a  com- 
plete recovery.  But  when  the  parties  are  citizens  of  the  same 
State  the  local  tribunals  alone  have  jurisdiction  of  the  contro- 
versy. A  State  court,  however,  cannot  decree  an  assignment 
of  a  patent  on  the  ground  that  the  petitioner  is  the  true  in- 
ventor, for  this  is  indirectly  an  adjudication  on  the  priority 

by  proof  that  the  fim  was  not  liable  to  ^7  ^^f  to  t^^e  lowest  bidder,  he  will  be 

the  licensor,  see  Sizer  v.  Bay  (1881),  the  lowest  bidder  since  others  could 

87  N.  Y.  220.  hsLV9  bid,  see  Hobart  v.  Detroit  (1868), 

»  That  any  person  may  make  a  con-  17  Mich.  246. 

tract  to  supply  a  patented  article,  taking  That  an  injunction  to  refrain  from 

his  own  risk  of  obtaining  a  Ucense,  see  trespassing  on  an  exclusive  license  to 

Hobart  v.  Detroit  (1868),  17  Mich.  246.  wU  a  device  may  issue  against  parties 

That  it  is  doubtful  whether  a  city  who  are  not  bound  by  and  who  do  not 

can  reject  the  lowest  bid  on  a  contract,  have  any  notice  of  the  contract,   see 

on  the  ground  that  the  bidder  has  no  Singer  Mfg.  Co.  «.  Union  Buttou-Hole 

rights  under  the  patent,  if  he  is  willing  &  Embroidery  Co.  (1878),  4  0.  G.  658  ; 

to  give  proper  bonds  to  carry  out  his  6  Fisher,  480 ;  Holmes,  268. 

contract,    see   Atty.    Gen.   «.   Detroit  That  a  contract  not  to  make  certain 

(1872),  26  Mich.  268.  articles  during  the-life  of  a  patent  is  not 

That  where  a  patentee  is  the  only  in  restraint  of  trade,   see  Billings  v. 

bidder  on  a  city  contract,  to  be  awarded,  Ames  (1862),  82  Mo.  266. 
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of  inyention  and  the  validity  of  an  existing  patent ;  nor  can  it 
entertain  any  suit  by  which  the  patentability  of  the  invention 
or  the  fact  of  an  infringement  is  to  be  determined.^ 

§  1257.   Jorisdiotlon  of  State  Courts  over  Contract  Actions. 

Over  all  questions  of  pure  contract  a  State  court  has  un- 
doubted jurisdiction.^  It  can  compel  specific  performance,  or 
set  aside  agreements.^  It  can  protect  the  various  parties  by 
injunction  against  the  invasion  of  their  contract  rights.^  It 
can  award  damages  for  breach  of  waiTanty,  for  non-fulfilment 
of  conditions,  and  for  fraud.^    It  can  enforce  the  payment  of 

§  1256.  ^  That  a  State  court  cannot  assign  the  patent  in  parsuance  of  a 

enjoin    infringements,   see   Kayser    r.  former  agreement,  see  Wrinn  v,  Annin 

Arnold  (1886),  41  Hun  (N.  Y.),  275 ;  (1888),  84  Fed.  Rep.  4S5 ;  FuUer  Cou 

Continental  Store  Service  Co.  v.  Clark  v,  Bartlett  (1887),  68  Wis.  73 ;  Binney 

(1885),  100  N.  Y.  865;  7  N.  Y.  Code  v.  Annan  (1871),  107  Mass.  94. 
Pr.  183.  That  a  State  court  has  jurisdiction 

That  a  State  court  cannot  decree  the  to  set  aside  a  sale  of  the  title  and  in* 

assignment  of  a  patent  on  the  ground  terest  in  a  patent  and  extension  on  the 

that  the  petitioner  is  the  real  inventor,  ground  of  fraud  on  the  part  of  the  ven* 

see  Slemmer's  Appeal  (1868),  58  Pa.  St.  dee,  see  Leonard  v.  Bamum  (1874),  34 

155.    See  also  as  to  this  entire  Section  Wis.  105. 
§§  854-866,  ante.  That  a  State  court  cannot  rescind  a 

§  1257.   '  That  a  State  court   has  contract  to  purchase  a  patent  on  the 

Jurisdiction  over  actions  on  contracts  ground  that  the  patent  is  invalid,  that 

though  the  validity  of  a  patent,  or  fraud,  being  a  question  for  the  Federal  anthor- 

may  be  in  question,  see  Page  v.  Dicker-  ity  alone,  see  Cowan  r.  Biitchell  (1872), 

son  (1871),  28  Wis.  694.  11  Heisk.  (Tenn.)  87. 

That  a  State  court  can  enforce  a  con-         *  That  a  State  court  has  complete 

tract  though  the  patent  is  contested  by  jurisdiction  over  an  action  on  an  ex* 

the  same  parties  in  the  Federal  courts,  press  contract  in  regard  to  the  use  of 

see  Nichols  v.  Marsh  (1886),  61  Mich,  the  patent,  though  its  validity  is  in 

509.  question,  see  Williams  v.  Star  Sand  Co. 

*  That  a  State  court  has  jurisdiction  (1888),  35  Fed.  Rep.  369  ;  Creighton  v. 

over  the  subject-matter  of  the  patent,  Haggarty  (1884),  50  Sup.  Ct.  N.  Y.  9. 
though  not  over  its  validity,  see  Maur-         That  in  an  action  in  a  State  court, 

ice  V,  Devol  (1888),  28  W.  Va.  247.  for  breach  of  a  covenant  that  the  patent 

That  a  State  court  can  enforce  a  con-  is  for  a  new  invention  and  on  a  new 

tract  for  a  patent,  and  may  collaterally  principle,  the  plaintiff  may  attack  the 

pass  on   its  validity,  see  Continental  patent    and   show   the   contrary,    see 

Store  Service  Co.  v.  Clark  (1885),  100  Wright  v.   Wilson    (1857),   11    Bich. 

N.  Y.  865  ;  7  N.  Y.  Code  Pr.  183 ;  Uw  (S.  C),  144. 
Slemmer's  Appeal  ( 1 868),  58  Pa.  St.  155.         *  That  a  State  oonrt  has  jarisdiction 

That  a  State  court  has  jurisdiction  over  an  action  for  breach  of  warranty 

oyer  an  action  to  compel  an  inventor  to  and  of  a  covenant  that  the  inrentioii  ia 
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purchase  money^  license  fees,  or  royalties.^  It  can  enjoin 
against  such  torts  and  violations  of  agreement  as  would  not 
find  an  adequate  remedy  at  law.^  These  powers  are  ample  for 
all  actions,  except  those  which  involve  the  existence  of  the 
patent  as  a  franchise  granted  by  the  general  government, 
or  seek  direct  redress  for  an  infringement  of  the  patented 
invention.^ 

§  1258.    Jnrisdiotion  of  the  Court  of  Claims. 

The  Court  of  Claims  occupies  toward  the  United  States,  ia 
some  respects,  the  position  of  a  State  court  toward  its  citizens. 
On  this  court  Congress  has  conferred  jurisdiction  over  all  con« 
tract  claims  of  individuals  against  the  United  States,  and  here 
the  owner  of  a  patent  must  seek  his  remedy  when  the  govern^ 

new  and  on  a  new  principle,  see  Wright  That  a  State  ooort  has  juriadictioa 

V.  WiLton  (1867),  11  Rich.  Law  (S.  C.)t  over  actions  for  loyaLties  though  tho 

144.  validity  of  the  patent  may  be  disputed 

That  a  State  court  may  inquire  into  by  the  defendant,  see  Hyatt  v.  Ingallt 

the  vaUdity  of  a  patent  in  a  suit  on  a  (1888),  49  Sup.  Ct.  N.  Y.  875. 

contract,  when  its  invalidity  will  show  *  That   a   State  court  may  enjoin 

a  failure  of  consideration,  see  Rice  «.  against  the  pubUcation  of  a  libel  on  a 

Gamhart  (1874),  84  Wis.  453.  patent-right,  see  Emack  v,  Kane  (1888), 

That  a  State  court  has  jurisdiction  86  Fed.  Rep.  46 ;  Bell  v.  Singer  Mfg. 

oTer  an  action  for  fraud  in  selling  a  Co.  (1880),  65  Ga.  452. 

patent-right,  see  Hunt  v.  Hoover  (1868),  *  That  where  judgment  on  the  issue 

24  Iowa,   281  ;    Lindsay  r.  Boraback  will  aflect  the  right  conferred  by  the 

(1858),  4  Jones.  £q.  (N.  C.)  124.  patent,  a  State  court  has  no  jurisdic** 

That  a  State  court  has  jurisdiction  tion,  see  Saxton  v.  Dodge  (1870),  57 

over  an  action  for  fraud  in  the  sale  of  a  Barb.  84. 

patent-right  though  the  validity  and  That  a  question  as  to  the  effect  of  an 

construction  of  the  patent  are  coUater-  assignment  of  one  third  of  an  invention 

ally  involv«»d,  see  David  v.  Park  (1870),  upon  three  divisional  patents  issued  for 

103  Mass.  501.  such  invention,  is  solely  for  the  Federal 

*  That  a  State  court  has  jurisdiction  courts,  see  Puetz  ».  Bransford  (1887), 

of  a  suit  to  recover  the  price  agreed  to  82  Fed.  Rep.  818. 

be  paid  for  an  assignment,  with  a  re-  That  a  State  court  cannot  enjoin  a 

quest  for  the  issue  of  the  patent  to  the  patentee  from  circulating  notices  warn* 

assignee,   see  Lockwood   o.   Lockwood  ing  people  not  to  buy  the    patented 

(1871),  38  Iowa,  509.  article  except  from  him,  if  the  ques- 

That  State  courts  have  exclusive  ju-  tions    of    validity   and    infringement 

risdiction  over  actions  for  royalties,  see  are  in  issue,  see  Hovey  v.  Rubber  Tip 

Hubbard  v.  Allen  (1888).  128  Pa.  St.  PencU  Co.  (1871),  88  Snp.  Ct  N.  Y. 

1 98  ;  Dale  Tile  Mfg.  Ck>.  v.  Hiatt  (1888),  522. 
125  U.  S.  46. 

VOL.   lU.  — i6 
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ment  has  made  use  of  his  invention.^  A  wrongful  invasion  of 
his  rights  on  the  part  of  the  sovereign  who  created  and  pro- 
tects them  cannot  be  contemplated  by  the  law  as  possible,  and 
therefore  it  is  presumed  that  every  appropriation  of  a  pat- 
ented invention  for  the  use  and  by  the  authority  of  the 
United  States  is  under  a  contract,  express  or  implied,  to  pay 

§  1258.  ^  In  James  v,  Campbell  against  the  United  States  itself,  which 
(1882),  104  U.  S.  856,  Bradley,  J  :  cannot  be  maintained  under  the  guise 
(358)  "  But  the  mode  of  obtaining  com-  of  a  suit  against  its  officers  and  agents 
pensation  from  the  United  States  for  except  in  the  manner  provided  by  law." 
the  use  of  an  invention  where  such  use  21  0.  G.  887  (338). 
has  not  been  by  the  consent  of  the  paten-  That  tlie  Court  of  Claims  has  jnris- 
tee  has  never  been  specitically  provided  diction  of  a  suit  against  the  United 
for  by  any  statute.  The  most  proper  States  on  a  sjiecial  contract  with  a  pat- 
forum  for  such  a  claim  is  the  Court  of  entee  for  the  use  of  his  invention  at  an 
Claims,  if  that  court  has  the  requisite  agreed  price,  see  Burns  v.  U.  S.  (1868), 
jurisdiction.  As  its  jurisdiction  does  4  Ct.  of  Claims,  118. 
not  extend  to  torts,  there  might  be  That  the  United  States  may  be  sued , 
some  difficulty,  as  the  law  now  stands,  In  the  Coart  of  Claims  to  recover  for 
in  prosecuting  in  that  court  a  claim  for  the  use  of  an  invention  by  its  employees 
the  unauthorized  use  of  a  patented  in«  even  when  the  right  of  the  patentee  is 
vention,  although,  where  the  tort  is  denied,  the  recovery  being  under  the 
waived  and  the  claim  is  placed  upon  right  of  eminent  domain  for  compensa- 
the  footing  of  an  implied  contract,  we  tion,  see  HoUister  v.  Benedict  &  Bum- 
understand  that  the  court  has  in  several  ham  Mfg.  Co.  (1885),  118  U.  S.  59. 
instances  entertained  the  jurisdiction..  That  the  use  of  an  invention  by  the 
It  is  true  it  overruled  such  a  claim  on  United  States  is  not  a  "  caption  of  prop- 
the  original  patent  in  this  case,  pre-  erty  "  and  is  not  within  the  jurisdiction 
eented  in  1867  ;  but,  according  to  more  of  the  Court  of  Claims,  see  Pitcher  v. 
recent  holdings,  it  would  properly  now  U.  8.  (1863),  1  Ct  of  Claims,  7. 
take  cognizance  of  the  case.  The  ques-  That  an  official  of  the  government, 
tion  of  its  jurisdiction  has  never  been  known  to  the  patentee  to  have  no  au- 
presented  for  the  considemtion  of  this  thority  to  purchase  the  patent  on  behalf 
court,  and  it  would  be  premature  for  of  the  United  States,  cannot  bind  it  by 
us  to  determine  it  now.  If  the  juris-  his  contract  to  pay  for  the  use  of  the 
diction  of  the  Court  of  Claims  should  invention,  see  Shavor  v.  U.  S.  (1868), 
not  be  finally  sustained,  the  only  rem-  4  Ct.  of  Claims,  440. 
edy  against  the  United  States,  until  That  a  contract  between  a  patentee 
Congress  enlarges  the  jurisdiction  of  and  the  government  for  the  use  of  his 
that  court,  would  be  to  apply  to  Con-  invention  can  be  determined  by  the  gov- 
gress  itself.  The  course  adopted  in  the  emment  only  when  it  ceases  to  use  the 
present  case  of  instituting  an  action  invention  and  it  roust  pay  while  it  usee^ 
against  a  public  officer,  who  acts  only  see  Bums  v.  U.  S.  (1868),  4  Ct.  of  Claims, 
for  and  in  behalf  of  the  Government,  113. 

is  oi)en  to  serious  objections.   'We  doubt         That  whether  a  patentee  can  waive 

very  much  whether  such  an  action  can  an  infringement  by  the  government  and 

be  sustained.     It  is  substantially  a  suit  sue  on  the  implied  contract,  quere^ 

§1258 
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the  established  or  a  reasonable  compensation.^  This  com- 
pensation may  be  recovered  by  a  proceeding  instituted  in  the 
Court  of  Claims,  in  form  and  nature  similar  to  a  suit  in 
equity. 

United  States  v.  Palmer  (1888),   128  the   other   inventor,    see   Fletcher  r. 

U.  S.  262.  United  States  (1876),  11  Ct  of  Claims, 

That  the  United  States  has  a  right  to  748. 

use,  without  compensation,  uu  invention  That  Congress  may  by  special  act 

made  by  its  agent  under  its  direction  direct  the  Court  of  Claims  to  ascertain 

and  at  its  expense,  see  Solomons  n.  what  compensation  should  be  ))aid  to  a 

United  States  (1886),  21  Ct.  of  Claims,  patentee  for  the  use  of  his  invention  by 

479  ;  8.  c.  (1887),  22  Ct.  of  Claims,  385.  the  government,  see  Dahlgren  v.  U.  S. 

That  an  officer  of  the  United  States  (1880),  16  Ct  of  Claims,  80. 

cannot  claim  a  royalty  for  his  use  of  his  That  the  liability  of  the  United  States 

own  invention  in  the  public  service,  see  for  the  ose  of  the  invention  is  the  same 

Davis  V.  United  States  (1888),  23  Ct  of  when  the  court  inquires  in  pursuance 

Claims,  329.  of  a  reference  by  Congress,  though  the 

'  That  the  Court  of  Claims  hu3  no  damages  are   limited    by   an    amount 

Jurisdiction  of  infringement  suits,  see  named    in  the  act   of   reference,    see 

Forehand  v.  United  States  (1888),  23  Hubbell  v.  United  States  (1869),  5  Ct. 

Ct  of  Claims,  477  ;  Fletcher  v.  United  of  Claims,  1. 

States  (1875),  11  Ct.  of  Claims,  748.  That  the  validity  of  the  patent  may 

That  the  Court  of  Claims  has  juris-  be  denied  in  a  suit  against  the  United 

diction  over  actions  against  the  United  States  for  compensation  on  an  implied 

States  for  royalties,  see  United  States  o.  contract  see  Hubbell  v.  United  States 

Palmer  (1888),   128  U.  S.    262;  Mc-  (1885),  20  Ct  of  Claims,  354;  Morse 

Keever  v.  United  States  (1878),  14  Ct  Arms  Mfg.  Co.  r.  United  States  (1880), 

of  CUims,  896 ;  23  O.  G.  1525  ;  18  Ct.  16  Ct  of  Claims,  296. 

of  Claims,  757.  That   the   claim    of    the    inventor 

That  if  the  United  States  practises  against  the  United  States  may  be  barred 

the  invention  without  license  it  is  liable  by  the  Statute  of  Limitations,  see  But- 

to  make  compensation,  and  no  provision  ler  v.  United  States  (1888),  23  Ct  of 

of  the  Constitution  exempta   it    from  Claims,  335. 

such   liability,  see   Palmer  v.   United  That   where    the   government    has 

States  (1885),  20  Ct.  of  Claims,  432 ;  made  and  used  an  invention,  but  has 

McKeever  v.  United  States  (1878),  14  not  dealt  in  it  nor  made  a  commercial 

Ct  of  Claims,  396  ;  28  0.  G.  1525.  profit  from  it,  damages  are  to  be  meas- 

That  no  contract  can   be    implied  ured  by  the  valne  of  the  invention  to 

from  the  mere  use  of  the  invention,  see  the    government    over    other    devices 

Forehand  v.  United  States  (1888),  23  which  it  had  a  right  to  employ,  see 

Ct.  of  Claims,  477.  Dahlgren  p.  United  States  (1880),  16 

That  when  the  government  adver-  Ct  of  Claims,  30. 

tises  for  inventions  for  a  certain  pnr-  That  the  United  States  is  not  liable 

pnse,    and   two    similar   but    distinct  in  damages  for  the  unlawful  issue  of  a 

inventions  are  submitted  by  different  patent  to  a  rival  inventor,  see  Thistle  r. 

inventors,   one  of  which    is  adopted.  United  States  (1856),  Devereux,  Ct.  of 

there  is  no  implied  contract  in  favor  of  Claims,  130. 
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This  appendix  contains  a  digest  of  those  cases  decided  and  pub- 
lished since  the  body  of  the  work  went  to  press,  which  either 
state  or  illustrate  propositions  of  law.  Cases  turning  wholly  upon 
questions  of  fact  are  not  cited.  A  number  of  these  cases  have 
been  added  to  the  notes  in  the  correction  of  the  proof-sheets,  but 
do  not  appear  in  all  the  paragraphs  to  which  they  are  pertinent, 
and  are  therefore  here  repeated.  Taken  together  with  the  notes, 
this  appendix  is  intended  to  present  a  complete  digest  of  all  the 
cases,  involving  questions  of  Pat'Cnt  Law,  in  the  Federal  or  State 
reports  down  to  and  including  the  following  volumes,  viz. :  133 
U.  S. ;  40  Fed.  Rep. ;  49  O.  G. ;  24  Ct.  of  Claims ;  24  Blatch. ; 
13  Sawyer ;  11  Bissell ;  5  McCrary ;  6  Mackey ;  87  Ala. ;  51  Ark. ; 
81  Cal. ;  12  Col. ;  59  Conn. ;  5  Dak. ;  5  Del. ;  5  Del.  Ch. ;  24 
Fla. ;  82  Ga. ;  1  Idaho ;  128  HI. ;  29  lU.  App. ;  120  Ind. ;  77 
Iowa ;  42  Kan. ;  87  Ky. ;  40  La. ;  81  Me. ;  70  Md. ;  149  Mass. ; 
75  Mich. ;  40  Minn. ;  66  Miss. ;  98  Mo. ;  36  Mo.  App. ;  8  Mont. ; 
28  Neb. ;  19  Nev. ;  66  N.  H. ;  118  N.  Y. ;  56  N.  Y.  Sup.  Ct. ; 
17  N.  Y.  Civ.  Proc. ;  14  Daly  (N.  Y.)  ;  62  Hun  (N.  Y.)  ;  67  How. 
Pr,  (N.  Y.) ;  23  Abb.  (N.  Y.) ;  5  Denio  (N.  Y.)  ;  51  N.  J. ;  45 
N.  J.  Eq. ;  2  New  Mex. ;  104  N.  C. ;  46  Ohio  St. ;  17  Oregon ; 
129  Pa.  St. ;  3  Grant  (Pa.)  ;  2  Woodw.  (Pa.)  ;  6  Pa.  Co.  (Pa.)  ; 
4  Pennypacker  (Pa.)  ;  17  PhUa.  (Pa.)  ;  15  R.  I. ;  30  S.  C. ;  87 
Tenn. ;  74  Tex. ;  27  Tex.  App. ;  3  Utah ;  61  Vt. ;  84  Va. ;  3 
Wash. ;  32  W.  Va. ;  74  Wis. ;  2  Wy. ;  5  Bann.  &  A. ;  6  Fisher ; 
2  Robb.  The  English  cases  are  also  brought  down  to  14  L.  R« 
App. ;  42  L.  R.  Ch.  D. ;  23  L.  R.  Q.  B. 


ABAHDOKXEHT  OF  APPLICATIOir. 

See  Application. 

ABAHDOKXEHT  TO  THS  PUBUO. 

I&Tention  mof  t  be  Oomplota. 

That  a  mere  mental  conception  can 
be  abandoned  as  to  rival  inventors,  but 
only  a  completed  invention  can  be 


abandoned  to  the  pnblic,  see  Webster 
V,  Sanford  (1888),  44  0.  6.  567. 
By  Delay  before  Application. 

That  delay  in  applying  for  a  patent 
is  not  ipso  faeh  abandonment,  see 
United  States  Electric  Lighting  Co. 
V,  Consolidated  Electric  Light  Oa 
(1888),  33  Fed.  Rep.  869. 


710 


APPENDIX. 


That  lacbes  in  applying  for  a  patent 
will  defeat  the  first  inventor  in  favor  of 
a  diligent  kter  inventor,  see  Hubel  v. 
Dick  (1886).  24  Blatch.  59 ;  28  Fed. 
Rep.  132 ;  36  O.  G.  939. 

By  Public  Use  or  Sale. 

That  experimental  sale  and  nse  is 
not  public  use,  see  Campbell  v.  City 
of  New  York  (1888),  35  Fed.  Rep.  504 ; 
44  0.  G.  1185. 

That  an  experimental  use  by  an  in- 
ventor is  not  public  use,  though  a 
profit  is  derived  from  such  use,  but  if 
the  use  is  mainly  for  profit  and  the 
experiment  is  only  incidental,  and  the 
use  is  public  and  for  more  than  two 
years  before  tbe  application  for  a 
patent,  it  is  an  abandonment,  see 
Smith  &  Griggs  Mfg.  Co.  v.  Sprague, 
(1887X  123  U.  S.  249 ;  41  O.  G.  1037. 

That  where  an  invention  is  put  into 
public  use  without'  reserving  rights  in 
it  or  exercising  control  over  it,  or  ex- 
amining it  to  test  its  efficiency,  the 
use  is  not  experimental,  see  Root  r. 
Third  Ave.  R.  R.  Co.  (1889),  37  Fed. 
Rep.  673;  46  0.  G.  1393. 

That  the  burden  rests  on  the  paten- 
tee to  show  that  a  public  use  more 
than  two  years  before  the  application 
was  experimental,  see  Root  0.  Third 
Ave.  R.  R.  Co.  (1889),  37  Fed.  Rep. 
673 ;  46  O.  G.  1393. 

That  a  use  in  public  being  proved 
more  than  two  years  before  application, 
the  plaintiff  has  the  burden  to  show 
that  it  was  experimental,  see  Smith  & 
Griggs  Mfg.  Co.  v.  Sprague  (1887), 
123  U.  S.  249 ;  41  O.  G.  1037. 

That  "  two  years  before  the  applica- 
tion "  means  before  the  application  is 
filed  in  the  Patent  Office,  see  Campbell 
V.  City  of  New  York  (1888),  35  Fed. 
Rep.  504 ;  44  0.  G.  1186. 

That  the  assignment  of  a  patent 
covering  an  invention  is  not  a  sale  of 


the  invention,  nor  can  it  be  regarded 
as  public  use  or  sale  upon  the  ques- 
tion of  abandonment,  see  United 
States  Electric  Lighting  Co.  v.  Con- 
solidated Electric  Light  Co.  (1888), 
33  Fed.  Rep.  869. 

That  to  an  abandonment  by  public 
use  the  knowledge  and  consent  of  tbe 
inventor  is  not  necessary  under  the 
Acts  of  1836  and  1839,  see  Andrews 
V.  Hovey  (1888)  124  U.  S.  694 ;  42 
0.  G.  1285;  Blessing  v.  Trageser 
Steam  Copper  Works  (1888)  34  Fed. 
Rep.  753 ;  Andrews  v.  Hovey  (1887), 
123  U.  S.  267 ;  41  O.  G.  1162. 

That  public  use  or  sale  need  not  be 
with  the  "knowledge,  acquiescence,  or 
consent  of  the  inventor,"  and  an  alle- 
gation to  that  effect  is  sutplusage, 
see  Campbell  v.  City  of  New  York 
(18S8),  35  Fed.  Rep.  504;  44  O.  G. 
1185. 

For  a  discussion  and  interpretation 
of  Sec.  7,  Act  of  1839,  see  Andrews 
V.  Hovey  (1888)  124  U.  S.  694;  42 
0.  G.  1285;  Andrews  9.  Hovey 
(1887).  123  U.  S.  267;  41  O.  G. 
1162. 

That  public  use  under  a  joint  patent 
is  a  bar  to  a  sole  patent  to  one  of  the 
former  joint  patentees,  see  Est  parte 
MacLay  (1889),  49  0.  G.  1043. 
By  ApplioatioB. 

That  when  a  patentee  has  full 
knowledge  of  all  the  facts,  a  failure 
to  claim  may  be  an  abandonment  to 
the  public,  see  Huber  v.  N.  O.  Nelson 
Mfg.  Co.  (1889),  38  Fed.  Rep.  830 ; 
47  O.  G.  1732. 

That  a  failure  to  claim  described 
matter  is  abandonment  unless  steps 
are  taken  to  protect  it  by  timely  ap- 
plication, see  Brush  Electric  Co.  «. 
Fort  Wayne  Electric  Light  Co-  (1889), 
40  Fed.  Rep.  826. 

That  to  fully  describe  and  not  claim 
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Is  abandonment  unless  the  right  to  a 
fiitnre  patent  is  reserved,  see  Holmes 
Electric  Protective  Co.  v.  Metropol- 
itan Burglar  Alarm  Co.  (1887),  33 
Fed.  Rep.  254. 

That  the  reservation  in  an  applica- 
tion of  matter  to  be  covered  by  future 
patents  is  improper,  the  inventor's 
right  to  his  invention  and  a  patent 
for  it  being  independent  of  any  such 
precaution,  see  Ex  parte  Blair  (1888), 
43  O.  G.  113. 

That  a  described  invention  essen- 
tially  distinct  from  the  one  claimed  in 
the  application,  and  which  ought  not 
to  have  been  mentioned  therein,  is 
not  dedicated  to  the  public,  see  Ex 
parte  Johnston  (1889),  46  O.  6.  1641. 

That  the  description  of  an  art  in  a 
patent  for  the  apparatus  does  not  dedi- 
cate the  art  to  the  public  if  a  patent 
therefor  is  applied  for  within  two 
years  from  the  date  of  the  other  pat- 
ent, see  Eastern  Paper  Bag  Co.  v. 
Nixon  (1888),  35  Fed.  Rep.  752;  45 
O.  G.  1571. 

After  Application. 

That  an  invention  is  not  abandoned 
by  abandoning  the  application,  and 
does  not  become  the  property  of  the 
public  until  after  two  years'  public  use 
or  sale,  and  hence  abandoned  applica- 
tions are  not  open  to  the  public,  see 
Ex  parte  Fowler  (1889),  49  O.  G.  562. 

ACTioir  nr  eqititt. 

Parties. 

That  a  person  having  an  interest  in 
the  proceeds  of  the  suit  but  not  in  the 
patent  need  not  be  a  party  to  a  bill  in 
equity  for  infringement,  see  Tilgh- 
man  v.  Proctor  (1888),  126  U.  8. 136 ; 
43  0.  G.  628. 

That  the  grantee  of  the  exclnsive 
right  to  make,  use,  and  sell,  through- 
out the  United  States  on  payment  of 


royalties,  must  be  joined  as  plaintiff 
with  his  grantor  in  a  suit  to  enjoin  an 
infringement,  see  Clement  Mfg.  Co.  v. 
Upson  &  Hall  Co.  (1889),  40  Fed. 
Rep.  471. 

That  the  sole  owner  of  one  patent 
may  join  with  the  licensor  and  exclu- 
sive licensee  of  another  patent  in  a 
suit  for  an  act  which  infringes  both 
patents,  see  Huber  v.  Myers  Sanitary 
Depot  (1888),  34  Fed.  Rep.  752. 

BiU. 

That  the  court  must  determine,  in 
its  discretion,  whether  a  bill  is  mul- 
tifarious, see  Singer  Mfg.  Co.  v. 
Springfield  Foundry  Co.  (1888),  34 
Fed.  Rep.  393. 

That  an  averment  in  the  bill  that 
the  plaintiff  became  interested  in  the 
patent  before  bringing  the  suit,  by 
means  of  certain  assignments  of  which 
profert  is  made,  is  sufficient,  see  Clem- 
ent Mfg.  Co.  V.  Upson  and  Hall  Co. 
(1889),  40  Fed.  Rep.  471. 

That  a  bill  describing  the  invention 
without  .sufficient  certainty  is  de-> 
mnrrable,  see  Wise  v.  Grand  Avenue 
R.  R.  Co.  (1888),  33  Fed.  Rep.  277. 

That  after  decree  for  defendants  the 
bill  may  be  amended  to  count  on  an 
additional  patent  and  further  hearing 
and  evidence  be  had  thereon,  see 
Underwood  v.  Gerber  (1889),  37  Fed. 
Rep.  796 ;  48  O.  G.  675. 

Tliat  a  bill  counting  on  an  original 
may  be  amended  to  count  on  the  re- 
issue, see  Reay  v.  Berlin  <&  Jones 
Envelope  Co.  (1887),  24  Blatch.  278. 

Flea. 

That  matter  of  substantive  defence 
cannot  be  urged  on  a  plea,  and  if  so 
set  up  the  plea  will  be  ordered  to 
stand  as  part  of  the  answer,  see  Edi- 
son Electric  Light  Co.  «.  Westing- 
honse  (1889),  40  Fed.  Rep.  666. 
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That  a  plea  in  equity  oannot  raise 
the  issue  of  infringement,  see  Kom  «. 
Wiebnsch  (18S7),  33  Fed.  Eep.  50. 

That  the  question  whether  the  term 
of  the  patent  has  expired  may  be 
raised  by  plea  in  equity,  see  Edison 
Electric  Light  Co.  v.  V,  8.  Electric 
Lighting  Go.  (1888),  35  Fed.  Bep. 
134 ;  43  O.  6.  1456. 

Answer* 

That  the  defence  of  non-patentabil- 
ity for  want  of  inventive  skill  need 
not  be  set  up  in  tbe  answer,  see 
Hendy  v.  Qolden  State  &  Miners' 
Iron  Works  (1888),  127  U.  S.  370 ; 
43  O.  G.  1117. 

That  an  amendment  of  the  answer 
will  be  allowed  to  cover  evidence  of 
prior  patents  which  have  been  treated 
as  reguUrly  in  the  case  for  that  pur- 
pose on  the  arguments,  see  Baboock 
&  Wilcox  Co.  V,  Pioneer  Iron  Works 
(1888),  34  Fed.  Rep.  338 ;  43  0.  G. 
756. 

Laobat  of  Plalntift 

That  laches  of  the  plaintiff  in  equity 
may  be  fatal  to  his  claims,  see  Kittle 
V.  Hall  (1887),  24  Blatch.  184;  89 
Fed.  Rep.  508 ;  39  0.  G.  707. 

That  a  plaintiff  is  not  guilty  of 
laches  while  enforcing  his  claims 
against  infringers  in  general  in  the 
courts,  see  American  Bell  Telephone 
Co.  V.  Southern  Telephone  Co.  (1888), 
34  Fed.  Rep.  795. 

Cross-Bill. 

That  the  defendant  oannot  file  a 
cross-bill  to  enjoin  the  plaintiff  from 
infringing  the  defendant's  patent,  see 
McGormick  Harvesting  Mach.  Co.  v. 
Deering  (1889),  47  O.  G.  1222. 
BfidoBoo. 

That  an  extension  of  time  for  taking 
new  testimony  will  not  be  granted  on 
a  motion  which  does  not  set  out  the 


character  of  the  testimony,  see  Streat 
V.  Steinam  (1889),  38  Fed.  Rep.  548. 
Bohoaring. 

That  counsel  are  bound  to  antici- 
pate and  be  prepared  for  every  point 
that  can  be  made  on  the  evidence,  see 
Timken  v.  Olin  (1888),  37  Fed.  Rep. 
205. 

That  a  rehearing  will  not  be  al- 
lowed on  evidence  already  before  the 
court  and  passed  on  adversely  by  an- 
other judge  unless  there  is  manifest 
error,  see  Rogers  o.  Reissner  (1888), 
3i  Fed.  Rep.  270. 

That  a  rehearing  will  not  be  granted 
to  enable  defendants  to  take  more 
evidence  against  the  pkintiff's  right 
to  file  a  dischiimer,  if  notice  had  been 
given  that  one  might  be  filed,  or 
to  offer  cumulative  and  controverted 
proof  as  to  the  comparative  utility  of 
the  patented  invention  and  other 
devices,  see  Electrical  Accumulator 
Co.  V.  Julien  Electric  Co.  (1889),  89 
Fed.  Rep.  490. 

That  a  hearing  may  be  opened  and 
new  evidence  taken  on  the  ground  of 
a  recent  decision  of  the  Supreme 
Court,  giving  new  views  of  the  law, 
see  Campbell  v.  Mayor  of  New  York 
(1888),  36  Fed.  Rep.  260;  45  O.  G. 
344. 

That  a  rehearing  in  equity  is  at  the 
discretion  of  the  court  and  no  appeal 
lies  from  its  decision,  see  Roemer  v. 
Bemheim  a889),  132  U.  S.  103 ;  49 
O.  G.  1535. 

That  a  court  will  not  reverse  its 
decision,  after  a  full  hearing*  on  plead- 
ings and  proo(  unless  it  is  perfectly 
clear  that  an  error  has  been  com- 
mitted, see  Coupe  «.  Weatherhead 
(1889),  37  Fed.  Rep.  16. 

That  the  interlocutory  decree  and 
other  proceedings  are  subject  to  re- 
vision until  the  final  decree  is  passed. 
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Bee  Celluloid  Mfg.  Go.  v.  Oellonite 
Kfg.  Ck>.  (18S9),  40  Fed.  Eep.  476. 

Aeeoutttiiig. 

That  an  aocoanting  of  profits  can 
be  had  only  when  the  infringement 
took  place  before  the  suit  was  com- 
menced, see  Marsh  v.  Nichols  (1888), 
128  U.  S.  605  ;  46  O.  G.  239. 
'  That  the  accounting  must  be  lim- 
ited to  the  time  fixed  by  the  phuntiff 
as  the  period  of  infringement,  see 
Creamer  v.  Bowers  (1888),  35  Fed. 
Rep.  206. 

That  the  yalidity  of  the  Claims  of 
the  patent  cannot  be  considered  on  the 
accounting,  see  Skinner  v.  Vulcan 
Iron  Works  (1889),  39  Fed.  Rep.  870. 

That  where  the  master  errs  by  re- 
jecting evidence  a  motion  should  be 
made  to  the  court  at  once  to  compel 
bim  to  receive  it,  see  Celluloid  Mfg. 
Co.  V.  Cellonite  Mfg.  Co.  (1889),  40 
Fed.  Rep.  476. 

That  an  accounting  will  not  be 
opened  to  receive  evidence  that  might 
previously  have  been  offered  where  all 
important  testimony  was  actually  pre- 
sented, see  Morss  v.  Union  Form  Co. 
(1889),  39  Fed.  Rep.  468. 

That  evidence  taken  on  an  account- 
ing at  great  expense  may  be  saved  for 
future  use  if  the  decree  is  opened  on 
rehearing,  see  Campbell  «.  City  of 
New  York  (1888),  85  Fed.  Rep.  604 ; 
44  0.  G.  1186. 

Draft  Baport 

That  no  objections  to  the  final  re- 
port will  be  considered  unless  they 
were  urged  against  the  draft  report, 
see  Celluloid  M%.  Ca  v.  Cellonite 
Mfg.  Co.  (1889),  40  Fed.  Rep.  476. 

That  where  objections  to  the  draft 
report  have  been  accidentally  over- 
looked they  may  be  sometimes  made 
to  the  final  report,  see  Celluloid  Mfg. 


Co.  V.  Cellonite  Mfg.  Co.  (1889),  40 
Fed.  Rep.  476. 
Final  Beport 

That  a  master's  report  is  to  be  set 
aside  with  almost  as  much  reluctance 
as  the  verdict  of  a  jury,  see  Welling 
V.  La  Ban  (1888),  34  Fed.  Rep.  40; 
43  O.  G.  117. 

That  objections  to  the  master's  re- 
port on  matters  of  law  may  be  made 
at  any  time,  see  Celluloid  Mfg.  Co. 
17.  Cellonite  Mfg.  Co.  (1889),  40  Fed. 
Rep.  476. 

That  the  conclusions  of  the  master 
on  matters  of  fact  are  not  departed 
from  unless  error  or  mistake  is  clearly 
shown,  see  Tilghman  v.  Proctor  (1888X 
125  U.S.  136;  43  O.  G.  628. 

That  the  findings  of  fact  by  the 
master  will  not  be  reviewed  when 
there  was  a  fair  conflict  of  testimony, 
see  Celluloid  Mfg.  Co.  v.  Cellonite 
Mfg.  Co.  (1889),  40  Fed.  Rep.  476. 

That  the  master's  report,  made  out 
as  best  he  could  from  the  evidence  of 
the  plaintiff,  will  not  be  disturbed 
where  the  defendant  was  a  wanton  in- 
fringer and  could  have  shown  the 
exact  extent  of  his  profits,  see  Creamer 
V.  Bowers  (1888),  36  Fed.  Rep.  206. 

That  when  the  master's  report  is 
objected  to  because  the  infringement 
was  not  wilful  and  the  reduction  in 
phiintiff's  prices  was  not  due  wholly 
to  the  infringement,  the  court  can 
consider  the  entire  subject  of  the 
computation  of  damages,  see  Boesch 
V.  Graff  (1890),  183  U.  8.  697. 

Profits  and  Damages,  See  Damages, 
Pkofitb,  poit. 

Billof  Beview. 

Tliat  a  bill  of  review  for  errors  on 
the  face  of  the  decree  must  be  filed 
witliin  two  years  from  the  date  of  the 
decree,  see  McDonald  v.  Whitney 
(1889),  89  Fed.  Rep.  466. 
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Coiti. 

That  a  oomplainant  wbo  sues  in 
equity  on  two  patents  and  recoTen 
on  only  one  is  entitled  to  costs,  see 
Schmid  v.  ScotIU  Mfg.  Go.  (1889),  37 
Fed.  Rep.  345. 

That  the  defendant  will  not  be  com- 
pelled to  deliyer  up  the  infringing 
articles  to  be  destroyed  when  he  was 
in  good  faith  and  no  further  infringe- 
ment is  probable,  see  American  Bell 
Telephone  Co.  v,  Kitsell  (1888)  35 
Ted.  Rep.  621.  See  also  -brief  of 
counsel  citing  authorities  pro  and  con, 
in  above  case. 

ACnOV  AT  LAW. 
When  forbiddan. 

That  a  suit  at  law  cannot  be  brought 
without  leave  of  the  courts  pending 
an  accounting,  for  infringements  since 
the  decree,  as  the  accounting  may 
cover  them,  see  Morss  v.  Enapp 
(1888),  35  Fed.  Rep.  218. 

Parties. 

That  an  exclusive  license  to  make 
and  sell  throughout  the  United  States 
on  payment  of  royalties  on  sales  leaves 
the  legal  title  in  the  licensor,  and  he 
may  sue  third  parties  for  infringement, 
see  Freese  v.  Swartchild  (1888),  36 
Fed.  Rep.  141. 
Declaration. 

That  the  declaration  must  allege 
that  the  invention  has  not  been  in  pub- 
lic use  for  more  than  two  years  before 
the  application,  and  it  is  not  sufficient 
to  deny  a  public  use  ''with  consent 
of  the  inventor,"  see  Blessing  v.  Trag- 
eser  Steam  Copper  Works  (1888),  34 
Fed.  Rep.  763. 

Demurrer. 

That  a  demurrer  for  non-patenta- 
bility will  be  sustained  if  the  court 
can  see  that  the  patent  is  void,  see 
West  v.  Rae  (1887),  33  Fed.  Rep.  45. 


That  a  demurrer  for  non-patentabil- 
ity will  be  sustained  only  when  the 
matter  is  so  clear  that  no  question  of 
fact  can  arise  upon  it,  see  Blessing  «• 
Trageser  Steam  Copper  Works  (1888). 
34  Fed.  Rep.  753. 

That  a  demurrer  for  want  of  nov- 
elty will  be  sustained  only  when  the 
court,  from  its  Qwn  knowledge,  has  no 
doubt  that  the  device  is  well-known 
and  in  common  use,  see  Eclipse  Mfg. 
Co.  V,  Adkins  (1888),  36  Fed.  Rep. 
554. 
Pleadingi. 

That  pleadings  in  patent  cases  fol- 
low the  forms  employed  in  the  local 
courts,  see  Celluloid  Mfg.  Co.  v.  Am- 
erican Zylonite  Co.  (1888),  34  Fed. 
Rep.  744. 

That  the  notice  of  special  defences 
is  not  a  pleading  and  cannot  be  de- 
murred to,  see  Henry  v.  United  States 
(1887),  22  a.  of  Claims,  75. 
Bvidenoe. 

That  the  court  may  take  judicial 
notice  of  want  of  novelty  in  clear 
cases,  see  Ligowski  Clay  Pigeon  Co. 
v.  American  Cky  Bird  Co.  (1888),  34 
Fed.  Rep.  328.  ' 

That  lack  of  invention  must  fairly 
appear  or  the  patent  will  prevail,  see 
Marvin  v.  GotschaU  (1888),  36  Fed. 
Rep.  314. 

That  the  defendant's  patent  is  priwta 
fade  evidence  of  the  novelty  and 
utility  of  his  invention,  see  Worswick 
Mfg.  Co.  V.  City  of  Kansas  (1889),  38 
Fed.  Rep.  289;  Deane  v.  Hodge 
(1886),  35  Minn.  146. 

That  the  patent  throws  upon  the 
defendant  the  burden  of  proof  on  the 
question  of  novelty,  and  if  the  evi- 
dence leaves  it  doubtful  the  patent 
will  be  sustained,  see  Frankfort  Whis- 
key Process  Co.  v.  Mill  Creek  Dis- 
tilling Co.  (1889),  37  Fed.  Rep.  533. 
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That  the  patent  is  prima/aeie  evi- 
dence of  utility,  and  most  be  overcome 
by  sufficient  proof,  see  Kirk  v.  Du- 
Bois  (1887),  33  Fed.  Eep.  S5S;  42 
O.  G.  297. 

That  the  original  application  and  its 
amendments  are  admissible  to  show 
the  character  of  the  actual  invention, 
see  Consolidated  Electric  Light  Co. 
V.  McKeesport  Light  Co.  (1889),  40 
Ped.  Rep.  21;  49  0.  G.  1536. 

That  wbere  two  opposing  experts 
conflict,  one  stating  facts  within  his 
knowledge,  and  the  other  asserting  a 
theory,  the  former  will  be  followed, 
see  B6n^  v.  Jeantet  (1889),  129  U.  & 
683 ;  47  0.  G.  402. 

That  positive  testimony  will  not  be 
disregarded  on  account  of  the  improb- 
ability that  the  same  idea,  even  as  to 
minute  details,  should  have  occurred 
to  two  persons  on  different  continents 
at  about  the  same  time,  see  Bliss  v. 
Merrill  (1887),  33  Fed.  Rep.  39;  42 
O.  G.  97. 

That  an  infringement  carried  on 
secretly  must  be  proved  by  the  plain- 
tiff, and  he  cannot  rely  on  making  out 
a  case  by  examining  the  defendant  or 
his  workmen,  or  inspecting  their  de- 
vices, see  Dobson  v,  Graham  (1889), 
48  O.  G.  976. 

That  other  devices  adjudged  to  be 
infringements  of  the  patent  may  be 
offered  in  evidence  to  show  that  de- 
fendant's device  is  an  infringement, 
see  Reed  v.  Smith  (1890),  40  Fed. 
Eep.  882. 

AIiJJUli 

That  alien  and  citizen  patentees  are 
now  on  the  same  footing  under  our 
law,  except  as  to  fees  and  caveats,  see 
Edison  Electric  Light  Co.  v.  U.  S. 
Electric  Lighting  Co.  (1888),  35  Fed. 
Rep.  134 ;  43  O.  G.  1456.  | 


APPUOAnOV  FOB  PATXHT. 
Petition. 

That  tbe  petition  of  the  applicant 
must  identify  the  specification,  the 
oath  concerning  foreign  patents  must 
be  specific,  and  the  rules  generally 
carefully  observed,  see  Ex  parte  Ma- 
son (1888),  43  0.  G.  627. 
Oath. 

That  the  application-oath  is  evi- 
dence against  the  patentee  and  may 
limit  the  construction  of  his  patent, 
see  Worswick  Mfg.  Co.  v.  City  of 
Kansas  (1889),  38  Fed.  Rep.  239. 

That  an  innocent  false  oath  as  to 
citizenship  does  not  avoid  the  patent, 
see  Tondeur  v.  Chambers  (1889),  37 
Fed.  Rep.  333 ;  46  0.  G.  1110. 

Bignatures. 

That  the  full  Christian  name  must 
be  signed  to  the  specification,  see  iSr 
parie  Gentry  (1888),  44  0.  G.  822. 

Buldeot-Xatter. 

That  after  one  patent  has  issued, 
a  second  patent  to  the  same  person, 
either  alone  or  with  others,  for  the 
same  invention  though*  with  broader 
Claims  is  unlawful,  see  Consolidated 
RoUei^Mill  Co.  v.  Coombs  (1889),  39 
Fed.  Rep.  25 ;  48  0.  G.  255.     . 

That  the  grant  of  a  subsequent 
patent  to  the  same  inventor  raises  a 
presumption  that  the  later  patent 
covers  at  least  a  patentable  improve- 
ment on  the  former,  see  Putnam  v. 
Keystone  Bottle  Stopper  Co.  (1889) 
38  Fed.  Rep.  234 ;  48  O.  G.  113. 

That  a  foreign  patent  with  narrow 
Claims  does  not  prevent  the  applicant 
from  obtaining  a  domestic  patent  for 
a  broader  invention,  see  Faure  v.  Brad- 
ley (1888),  44  O.  G.  9*5. 

That  an  article  which  is  the  neces- 
sary product  of  a  machine  already 
patented  is  not  the  subject-matter  of 
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a  patent,  see  Dabois'  Appeal  (1887)» 
6  Mackej,  140.  This  position  is  cor- 
rect if  the  article  can  be  made  in  no 
other  way,  —  being  thus  fully  pro- 
tected by  the  patent  for  the  machine. 
But  if  it  could  be  produced  by  other 
methods,  known  or  yet  to  be  discov- 
ered, how  can  it  bse  it«  patentable 
character  by  being  described  in  the 
machine  patent,  without  some  act 
of  abandonment  on  the  part  of  its 
inventor  P 

That  a  patent  cannot  be  obtained 
ior  the  process  of  making  an  article 
after  a  patent  has  been  granted  for 
tlie  article  as  made  by  that  process, 
see  Mosler  Safe  and  Lock  Co.  v,  Mos- 
ler  (1888)  127  U.  S.  354;  43  O.  G. 
1115. 

That  a  patent  may  be  granted  on  an 
earlier  application,  though  since  it  was 
filed  other  patents  have  been  granted 
on  subsequent  applications  for  im- 
provements on  the  subject-matter  of 
the  earlier  application,  see  Ex  parte 
Edison(1889),49  0.  G.  1691. 

That  several  applications  for  the 
same  indivisible  subjectrmatter  cannot 
be  entertained,  but  each  application 
must  be  clearly  distinguishable  from 
the  others,  see  Ex  parte  Smith  (1888), 
44  0.  G.  1183. 

Joinder. 

That  division  of  an  application 
should  not  be  required  unless  there  is 
such  a  total  want  of  interdependence 
as  would  render  the  inventions  abso- 
lutely independent  and  distinct,  see 
Ex  parte  McMahan  (1889),  48  O.  G. 
265. 

That  a  combination  and  its  ele- 
ments, a  combination  and  improve- 
ments on  its  parts  affecting  its  result 
as  a  whole,  and  a  machine  and  such 
parts  as  are  not  recognized  in  the  arts 
as  distinct  devices,  may  be  joined  in 


one  application  unless  opposed  to  tlie 
Office  chissification,  see  &  parte  WiQ- 
coz  (1888),  45  O.  G.  455. 

That  a  separable  element  already  in 
general  use  cannot  be  joined  with  the 
combination,  see  £x  parte  La  Borde 
(1888),  44  O.  G.  700. 

That  mere  improvements  on  the  old 
elements  of  a  combination,  not  affect- 
ing the  essence  of  the  element,  cannot 
be  joined  with  the  combination,  see 
Ex  parte  TVillcox  (1888),  45  O.  G. 
455. 

That  two  or  more  elements  of  a 
machine  may  be  joined  where  one  de- 
pends on  and  acts  with  the  other  to 
produce  a  single  result^  see  Ex  parte 
Coe  (1889),  48  0.  G.  1119. 

That  where  the  apparatus  cannot 
operate  without  performing  the  pro- 
cess, and  the  process  requires  appar- 
atus substantially  identiosd  with  that 
in  question,  no  division  should  be 
requiredt  see  Ex  parte  McMahan 
(1889),  48  0.  G.  255. 

That  where  a  process  and  its  pro- 
duct or  apparatus  can  separately  exist 
they  require  separate  applications,  see 
Ex  parte  Simonds  G888),  44  0.  G. 
445. 

That  a  design  patent  can  cover  but 
one  invention,  see  Ex  parte  Gerard 
(1888X  43  O.  G.  1236,  1240. 

BpedfiMLttoA,   see   Claim,  Dsscbif- 
TION,  poit. 

Drawings* 

That  drawings  cannot  make  the  pat- 
ent cover  a  different  invention  from 
that  described  in  the  specification, 
either  on  an  application  for  a  re-issue 
or  by  a  disclaimer,  see  Hailes  v.  Al- 
bany Stove  Co.  (1887),  123  U.  8. 
682  ;  42  0.  G.  95. 

That  new  figures  cannot  be  added 
to  the  drawings  after  filing,  without 
express  permission  from  tiie  OiBoe, 
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see  Sx  parte  Burt  (1889),  49  O.  G. 
1986. 

That  the  lettering  of  the  drawings 
and  specification  must  correspond,  see 
Ex  parte  Borgfeidt  (1889),  49  O.  Q. 
132. 

That  where  none  of  the  elements  of 
a  combination  are  new  or  claimed  sep- 
arately, and  other  similar  combinations 
are  in  use,  the  patentee  is  limited  to 
the  form  of  the  elements  shown  by 
his  drawings,  see  Heine  Safety  Boiler 
Co.  V.  Smith  F.  W.  H.  &  P.  Co. 
(1889),  47  O.  G.  1634. 
Szamlnation  of  Application. 

That  the  applicant  must  satisfy  the 
Patent  Office  that  his  invention  is 
operative  and  useful  as  well  as  new, 
see  Ex  parte  De  Baussett  (1888),  43 
O.  G.  1583. 

That  it  is  the  duty  of  the  Patent 
Office  to  see  that  the  applicant  obtains 
a  patent  for  whatever  patentable  sub- 
ject-matter his  application  covers,  and 
in  all  stages  of  the  application  to  act 
as  his  friend  and  not  his  opponent, 
tee  Sx  parte  Donovan  (1888),  44  0.  G. 
69S. 

That  an  examiner  must  advise  the 
applicant  how  to  so  meet  objections 
as  to  secure  his  real  invention,  see  Ex 
parte  Donovan  (18S8),  44  O.  G.  698. 

That  an  examiner  should  give  to  an 
applicant  any  information  as  to  objec- 
tions which  will  enable  him  to  amend 
or  appeal,  see  Ex  parte  Burt  (1889), 
49  0.  G.  1986. 

That  the  examiner  can  require  the 
applicant  to  make  the  Claims  definite 
and  intelligible,  but  cannot  in  any 
manner  hinder  him  from  obtaining  his 
full  rights  on  appeal,  see  Ex  parte 
Rogers  (1889),  49  O.  G.  1361. 

Amendment. 

That  an  amendment  cannot  intro- 
duce matter  not  substantially  disclosed 


in  the  application  as  filed,  see  Steward 
V.  Ellis  (1889),  49  0.  G.  1983. 

That  an  amendment  covering  a  dis- 
tinct invention  caunot  be  received,  see 
Eff  parte  Zabel  (1888),  43  0.  G.  627. 

That  an  amendment  proposing  a 
Claim  not  identical  with  the  inven- 
tion already  disclosed  or  with  a  part 
thereof,  should  be  admitted  and  re- 
jected that  an  appeal  may  be  taken; 
but  if  it  covers  an  essentially  distinct 
invention,  so  that  if  admitted  a  divi- 
sion must  be  ordered,  it  should  not  be 
received,  see  Ex  parte  Began  (1888)^ 
45  O.  G.  589. 

That  the  oath  of  the  applicant  that 
the  matter  claimed  by  an  amendment 
was  part  of  the  original  invention  is 
not  conclusive,  but  the  Office  may 
determine  the  question  by  inspecting 
the  whole  application,  see  Sx  parts 
Regan  (1888),  45  O.  G.  689. 

That  a  Claim  once  erased  should  not 
be  restored  by  amendment,  see  Em 
parte  Gillette  (1888),  44  0.  G.  819. 

That  a  figure  added  in  good  faith  to 
a  drawing  on  file,  without  the  per- 
mission of  the  Office  will  be  erased, 
see  Ex  parte  Cordrey  (1889),  48  O.  G. 
397. 

That  after  a  second  rejection  the 
applicant  cannot  amend  as  a  matter 
of  right,  see  Ex  parte  Donovan  (1888), 
44  O.  G.  698. 

That  an  amendment  presented  nearly 
two  years  after  rejection  will  not  be 
received  unless  the  delay  is  explained, 
see  Ex  parte  Cotdnj  (1889),  48  O.  O. 
397. 

That  an  application  cannot  be  with- 
drawn from  issue  for  purposes  of 
amendment  unless  irreparable  injury 
would  otherwise  result,  see  Ex  parte 
Page  0888),  43  0.  G.  1455. 

That  an  allowed  application  may  be 
withdrawn  from  issue  for  purposes  of 
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amendment  if  irreparable  injury  would 
otherwise  result,  as  where  the  matter 
of  the  amendment  oould  not  be  in- 
serted in  a  subsequent  patent,  see  Bx 
farte  Myers  (1889),  49  O.  6.  131. 

That  when  an  applicant,  refusing 
to  adopt  an  amendment  suggested  by 
the  examiner,  is  defeated,  and  years 
afterward  applies  for  leave  to  make 
such  amendment,  he  is  bound  by  the 
refusal,  see  Ex  parte  Gray  (1889),  46 
O.  G.  1277. 
▲ppeal  in  TTnoontasted  Cases. 

That  a  rejection,  to  be  the  subject 
of  an  appeal,  must  be  a  full  and  posi- 
tive rejection,  not  a  mere  objection,  see 
Bx  parte  Baker  (1889),  49  0.  G.  1363. 

That  all  questions  relating  to  pat- 
entability should  be  acted  on  before 
appeal,  see  Ex  parte  Burt  (1889),  49 
O.  G.  1986. 

That  the  appeal  from  a  rejection  for 
want  of  a  proper  oath  lies  to  the  ez- 
aminers-in-chief,  see  Ex  parte  Boyer 
(1889),  49  0.  G.  1985. 

That  an  objection  to  a  Claim  as 
functional  is  not  a  rejection,  nor  does 
appeal  lie  to  the  examiners-in-chief, 
see  Ex  parte  Barrett  (1888),  46  0.  G. 
135. 

That  a  functional  Claim  is  necessa- 
rily indefinite,  and  is  therefore  objec- 
tionable in  pouit  of  form,  see  Ex  parte 
Barrett  (1888),  45  O.  G.  185. 

That  a  rejection  on  the  merits  must 
be  followed  by  an  appeal  to  the  ex- 
aminers-in-chief, not  by  a  petition  to 
the  Commissioner  for  a  review,  see  Ex 
parte  Edison  (1889),  49  0.  G.  1691. 

That  whether  a  device  is  a  oombina- 
tion  or  an  aggregation  is  a  question 
of  substance,  and  an  appeal  lies  to  the 
examiners-in-chief,  see  Ex  parte  Baker 
(1889),  49  O.  G.  1363;  Ex  parte 
Gillette  (1888),  48  0.  G.  819. 

That  a  Claim  for  an  aggregation 


should  be  rejected  and  an  appeal  aL 
lowed  instead  of  ordering  a  division, 
see  Ex  parte  Willcox  (1888),  45  O.  G. 
455;  Ex  parte  Bulkrd  (1888),  45 
O.  G.  1567;  Be  parte  GUiette  (1888), 
44  O.  G.  819. 

That  the  question  of  division  does 
not  fall  within  the  cognizance  of  the  ex- 
aminers-in-chief, and  their  recommen- 
dation as  to  it  is  unwarranted*  they 
having  no  concern  with  questions  not 
before  them  on  appeal  or  within  their 
jurisdiction,  see  Ex  parte  Gillette 
(1888),  44  O.  G.  819. 

That  where  an  application  claims 
an  aggregation  and  its  distinct  ele- 
ments, a  question  of  merits  as  well  as 
form  is  raised,  and  appeal  lies  to  the 
examiners-in-chief,  see  Ex  parte  Carter 
(1889),  46  O.  G.  1891. 

Division  of  AppUeatioB. 

That  in  ordering  a  division  between 
process  and  product  the  examiner 
must  give  the  applicant  all  the  infor- 
mation on  which  he  bases  his  judg- 
ment, see  Ex  parte  Pastor  (1887),  4S 
O.  G.  96. 

That  an  examiner  may  waive  his 
requirement  for  cross-references  be- 
tween pending  applications,  see  Ex 
parte  Donovan  (1888),  44  0.  G.  698. 

That  divisional  applications  are 
treated  as  the  same  proceeding  with 
reference  to  prior  use,  see  Frankfort 
Whiskey  Process  Co.  v.  Mill  Creek 
Distilling  Co.  (1889),  87  Fed.  Bep. 
533. 

Abandonment  of  AppUoation. 

That  unavoidable  dehiy  in  prosecu- 
ing  an  application  does  not  abandon 
it,  see  Ligowski  Clay  Pigeon  Co.  v. 
American  Clay  Bird  Co.  (1888),  34 
Fed.  Rep.  328. 

That  an  application  cannot  be  sus- 
pended at  the  request  of  the  applicant 
for  more  than  two  years  without  aban- 
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douing  it,  see  Ex  parte  Norton  (1888), 
4S  O.  G.  296. 

That  the  "last  action"  of  the  Pat- 
ent Office  must  be  some  regular  and 
legal  action  for  the  preservation  or 
obtaining  of  the  right,  not  an  irregu- 
lar and  illegal  step  taken  by  the  appli- 
cant and  a  refusal  of  the  Office  to 
recognize  it,  see  Kirk  v.  Commissioner 
(1886),  5  Mackey,  229;  87  O.  Q. 
451. 

Tliat  amendments  filed  in  good  faith 
but  not  important  in  character  are 
such  prosecution  of  the  application  as 
saves  it  from  abandonment^  see  Ex 
parte  Todd  (1889),  49  O.  6.  731. 

That  an  informal  amendment  may 
be  received  by  the  Office  to  save  the 
application  from  abandonment,  upon 
condition  that  the  amendment  be  sub- 
sequently made  to  comply  with  the 
rules,  see  Ex  parte  Sullivan  (1888), 
45  0.  Q.  709. 

That  amendments  not  removing  ob- 
jections nor  changing  the  status  of  the 
application  in  the  Office  are  not  such 
prosecution  as  prevents  its  abandon- 
ment, see  Ex  parte  Edison  (1888),  45 « 
O.  Q  461. 

That  a  second  original  application 
for  the  same  invention  can  be  filed 
after  the  first  is  abandoned  by  two 
years'  neglect  to  renew  after  forfeit- 
ure, see  Ex  parte  Bamitz  (1888),  42 
O.  G.  1061. 

That  an  abandoned  application  is 
no  bar  to  a  subsequent  patent,  see 
Beach  v.  Fowler  (1889),  48  0.  0. 821. 

That  an  abandoued  or  rejected  ap- 
plication cannot  be  cited  as  a  refer- 
ence, see  Webster  v.  Sanford  (1888), 
44  O.  G.  567. 

That  copies  of  abandoned  oases  in 
the  Patent  Office  must  be  furnished 
on  application  if  needed  for  purposes 
of  evidence,  but  a  motion  to  inspect 


such  cases  generally  will  be  denied,  see 
Ex  parte  Fowler  (1889),  49  O.  G. 
562;  United  States  v.  HaU  (1889), 
48  0.  G.  1263. 

That  an  attorney  at  law  may  obtain 
a  mandamus  against  the  Commissioner 
in  his  own  name  to  procure  copies  of 
abandoned  applications  from  the  Office, 
see  United  States  v.  Hall  (1889),  48 
O.  G.  1263. 

Continnous  ApplioatioBi. 

That  applications  are  not  continn- 
ous unless  they  cover  the  same  inven- 
tion, see  Green  o.  Hall  (1889),  46 
0.  G.  1515. 

That  a  new  application  filed  at  the 
suggestion  of  the  Patent  Office  is  a 
continuation  of  the  old,  see  Interna- 
tional Tooth  Crown  Co.  v,  Riclnnond 
(1887),  24  Blatch.  223 ;  30  Fed.  Rep. 
775 ;  39  O.  G.  1550. 

That  a  new  application  filed  by  the 
executor  of  a  deceased  applicant  is  a 
continuation  of  the  former  application 
and  has  the  same  status  in  the  Patent 
Office,  see  Ex  parte  Smith  (1888),  43 
0.  G.  504. 
Forftited  ApplioatioBi. 

That  an  applicant  has  no  right  to 
forfeit  an  application  and  file  a  re- 
newal at  his  option,  see  Ex  parte 
Manny  (1888),  44  O.  G.  700. 

Allowed  Applioations. 

That  an  allowed  application  cannot 
be  withheld  when  neither  reference, 
publication,  public  use,  nor  interfer- 
ence can  be  urged  against  it,  see  Ex 
parte  Atwood  (1888),  44  0.  G.  341. 

Bill  in  Equity  for  Patont. 

That  in  an  ex  parte  case  in  the  Pat^ 
ent  Office  the  remedies  by  appeal  must 
be  exhausted  before  a  bill  in  equity  to 
obtain  the  patent  can  be  filed,  see  Kirk 
V.  Commissioner  (1886),  5  Mackey, 
229;  37  0.  G.  451. 
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That  the  Secretaty  should  not  be 
nuule  a  party  to  a  bill  to  obtain  a  patr 
ent,  see  Kivk  o.  Commissioner  (1886X 
5  Mackey,  229 ;  37  0.  6.  451. 

That  on  an  appeal  from  a  decree  in 
equity  granting  a  patent  to  one  of  two 
riTal  inrentors  on  the  sole  ground  of 
his  priority,  the  defeated  party  may 
raise  the  question  of  the  patentability 
of  the  invention  and  the  Supreme 
Court  may  decide  it,  see  Hill  v,  Woos- 
ter  (1890),  132  U.  S.  693. 

ABT. 

That  an  art  is  as  truly  the  subject 
of  a  patent  as  a  machine  or  composi- 
tion of  matter,  see  The  Telephone 
Cases  (1888),  126  U.  8.  1;  43  O.  G. 
877. 

That  a  process  consbting  in  the 
production  and  use  of  a  change  in 
the  condition  of  an  electrical  current  is 
patentable,  see  The  Telephone  Cases 
(1888),  126  U.  8.  1 ;  43  O.  G.  377. 

That  an  art  is  new  if  the  final  step 
is  new,  though  the  other  steps  and 
the  apparatus  are  old,  see  Frankfort 
Whiskey  Process  Co.  v.  MiU  Creek 
Distilling  Co.  (1889),  37  Ped.  Eep. 
633. 

That  a  new  art  may  be  produced  by 
omitting  one  of  the  steps  regarded  as 
necessary  in  an  old  one,  see  Lawther 
V.  Hamilton  (1888),  124  U.  S.  1 ;  42 
O.  Q.  487. 

That  a  process  which  is  the  mere 
function  of  a  machine  is  not  sepa- 
rately patentable,  see  JSr  parte  8i- 
monds  (1888),  44  O.  G.  446. 

That  a  mechanical  process  capable 
of  being  performed  by  other  apparatus 
than  the  machine  devised  by  its  in- 
ventor for  the  purpose  is  separately 
patentable,  unless  dedicated  to  the 
public  by  the  use  of  the  machine,  see 
&r  parte  Young  (1888),   46  O.  G. 


1635.    See  this  ease  lor  a  discussion  of 
the  relation  of  processes  to  m«nhmft^ 

ABBIOmSHT. 

That  the  title  to  the  patent^  to 
whomsoever  granted,  vests  on  its  issue 
in  tlie  ultimate  assignee  of  record,  see 
Consolidated  Electric  Light  Co.  «. 
McKeesport  Liglit  Co.  (1888X  34  Fed. 
Rep.  335 ;  44  O.  G.  110. 

That  a  single  Chum  pf  a  patent  may 
be  assigned,  see  Pope  Mfg.  Co.  v. 
Gormully  &  Jeffrey  M%.  Co.  (1888X 
34  Fed.  Bep.  893. 

That  an  assignment  of  all  the  pat- 
entee's interest  in  the  patent  for  the 
whole  term,  with  all  re-issues,  renew- 
als, and  extensions,  for  one  fourth  of 
the  future  proceeds,  transfers  the  en* 
tire  title  to  the  assignee,  see  Rude  9» 
Westcott  (1889),  130  U.  8.  152;  48 
O.  a  399- 

That  the  transfer  of  an  exclusive 
right  to  make,  use,  and  sell,  upon  the 
payment  of  certain  royalties,  leaves 
an  interest  in  the  transferor  and  is 
not  an  absolute  assignment,  see  Clem- 
ent Mfg.  Co.  17.  Upson  &  Hall  Co. 
(1889),  40  Fed.  Rep.  471. 

That  the  transferee  of  an  undivided 
interest  in  the  invention  for  a  certain 
part  of  the  United  States  is  not  an 
assignee,  and  cannot  join  in  prosecut- 
ing an  application  for  a  patent,  see 
Ep  parte  Funston  (1889),  49  0.  G. 
1044. 

Tliat  an  assignment  made  by  attor* 
ney  must  be  executed  in  the  name  of 
the  principal,  and  sealed  with  his  seal, 
see  Machesney  v.  Brown  (1886),  24 
Bktch.  168 ;  38  O.  G.  1130 ;  29  Fed. 
Rep.  145. 

That  an  assignment  of  rights  of  ac- 
tion must  be  clearly  expressed,  and  if 
procured  pending  suit  by  an  assignee 
of  the  patent  cannot  be  set  up  by  sup- 
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plemental  bill,  see  Emenon  o.  Hub- 
bard (1888),  34  Fed.  Eep.  887;  46 
0.  G.  976. 

ATT0BHST8. 

That  patent  attorneys  and  solicitors 
are  not  expected  to  be  learned  law- 
yers,  and  indulgenoc  should  be  shown 
to  applicants  on  that  account,  see  Os- 
good V.  Badger  (1888),  44  O.  G.  1065. 

That  the  attorney  of  the  inventor 
vill  be  recognized  by  the  Patent  Office 
until  the  assignee  asserts  his  rights, 
see  Ex  parte  Baker  (1889),  49  O.  G. 
1363. 

OATBAT. 

That  as  a  design  cannot  be  incom- 
plete no  caveat  for  it  is  allowable,  see 
JSr  parte  Carty  (1888),  44  O.  G.  570. 

That  when  an  application  apparently 
conflicts  with  a  pending  caveat  notice 
should  be  sent  at  once  to  the  caveator 
without  waiting  to  determine  the  pat- 
entability of  the  invention,  see  Ex 
parte  Ward  (1889),  46  O.  G.  1518. 

That  a  caveator  after  notice  is  not 
bound  to  file  any  application,  nor  can 
he  excuse  himself  for  lack  of  diligence 
in  filing  it,  nor  will  an  applicant  be 
dehiyed  to  wait  for  an  application  from 
a  caveator,  see  Ex  parte  Ward  (1889), 
46  O.  G.  1518 ;  Elges  v.  Miller  (1889X 
46  0.  G.  1514. 

CLADI. 

That  matter  not  claimed  is  not  oov- 
ered  by  the  patent,  see  Dickinson  «. 
Parker  (1889)  38  Fed.  Eep.  411; 
Van  Camp  v.  Maryknd  Pavement  Go. 
(1888),  34  Fed.  Eep.  740 ;  43  0.  G 
884. 

That  the  patentee  is  bound  by  bis 
Glaim,  see  Electrical  Accumulator  Go. 
9.  Julien  Electric  Co.  (1889),  38  Fed. 
Eep.  117. 

That  the  Claim  should  leave  it  to 

TOL.  III.  —  46 


the  Description  to  enumerate  details 
of  construction  not  essential  to  the 
invention,  and  the  Claim  cannot  be 
limited  to  tliese  details,  see  Ex  parte 
Laskey  (1889),  48  O.  G.  539. 

That  a  feature  not  alluded  to  in  the 
Description  cannot  be  covered  by  the 
Claim,  though  it  appears  in  the  draw- 
ings,  see  Gunn  v.  Savage  (1887),  24 
Blatch.  247 ;  30  Fed.  Eep.  366. 

That  any  perfectly  clear  expression 
of  what  the  inventor  intends  to  secmie 
to  himself  in  immediate  connection 
with  the  Claim  is  virtually  part  of  the 
Claim,  see  La  Eue  v.  Western  Elec- 
tric Co.  (1886),  24  Blatch.  18;  28 
Fed.  Eep.  85 ;  36  O.  G.  453. 

That  the  file-wrapper  and  contents 
may  interpret  the  Claim,  see  Eoyer  9. 
Coupe  (1889),  38  Fed.  Eep.  113. 

That  tlie  inventor  of  an  improve- 
ment only  cannot  claim  the  entire 
means,  see  Ex  parte  Miller  (1888X  43 
0.  G.  1346. 

That  a  patentee  vrfao  has  accepted  a 
patent  with  Claims  restricted  by  the 
Patent  Office  is  not  limited  to  the 
letter  of  his  Claims,  nor  deprived  of 
the  right  to  equivalents,  see  Consoli- 
dated EoIler-MUl  Co.  v.  Coombs  (1889X 
39  Fed.  Eep.  25  ;  48  0.  G.  255. 

That  "as  shown  and  described" 
will  be  implied  by  the  courts  in  all 
Claims,  but  is  usually  required  by  the 
Patent  Office,  especially  in  design  pat- 
ents, see  Ex  parte  Gerard  (1888),  43 
O.  G.  1235. 

That  the  words  *'  means/'  "  mech- 
anism/' "  connections,"  are  sometimes 
proper,  see  Ex  parte  Stoughton  (1888), 
43  O.  G.  1345;  Ex  parte  Stanbrid^ 
(1888),  43  0.  G.  1345. 

COMBIKATIOV. 

That  the  effecting  a  new  result  as 
distinguished  from  an  aggregation  of 
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old  results  is  one  test  of  a  oombinar 
tion,  see  Sbipman  Engine  Go.  v.  Roch- 
ester Tool  Works  (1888),  4A  O.  G. 

1067. 

That  where  no  result  is  attained  by 
grouping  elements  beyond  their  sepa- 
rate or  collective  result,  the  grouping 
is  an  aggregation,  not  a  combination, 
see  Richards  v.  Michigan  Gent  R.  R. 
Co.  (1889),  40  Fed.  Rep.  166. 

That  where  the  elements  do  not  co- 
act  to  produce  a  new  result,  there  is 
no  patentable  combination,  see  Brink- 
erhoff  17.  Aloe  (1888),  37  Fed.  Rep. 
92 ;  46  0.  6.  338. 

That  a  combination  must  perform  a 
fanction  beyond  that  which  is  the  sum 
of  the  functions  of  its  separated  ele- 
ments, see  Ide  v.  Ball  Engine  Go. 
(1889)  39  Fed.  Rep.  648 ;  49  0.  G. 
283 ;  Jones  v.  Glow  (1889),  39  Fed. 
Rep.  786. 

That  a  series  of  identical  deyices  is 
not  a  combination,  but  each  device  is 
a  complete  thing  by  itself,  see,  Morri- 
son V.  Ganton  Surgical  and  Dental 
Ghair  Go.  (1889),  49  0.  G.  733. 

That  the  omission  from  a  patented 
combination  of  one  element,  leaving  the 
other  elements  to  co-act  just  as  they 
did  before,  is  not  a  new  invention, 
see  McClain  r.  Ortmayer  (1887),  33 
Fed.  Rep.  284 ;  42  O.  G.  724. 

That  all  claimed  elements  of  a  com- 
bination are  thereby  made  essential, 
see  Thompson  v.  Gildersleeve  (1888), 
34  Fed.  Rep.  43 ;  43  0.  G.  886. 

OOICMISSIONEB  07  PATEHT8. 

That  the  duties  of  the  Gommission- 
er  are  partly  ministerial,  partly  judi- 
cial, see  Daniel  v.  Morgan  (1889),  47 
0.  G.  811. 

That  the  Gommissioner  has  no  juris- 
diction over  conflicts  as  to  title,  nor 
can  he  recognize  equitable  or  contract 


rights,  see  McDonongh  v.  Gray  (1889), 
46  0.  G.  1246. 

OOKOKPTXOir. 

That  conception  is  proved  by  de- 
scription only  when  the  description 
shows  that  the  conceiver  had  not 
merely  perceived  the  desirability  of  a 
result,  but  the  way  and  means  of  ef- 
fecting it,  so  that  a  listener  to  the  de- 
scription, if  skilled  in  the  art,  could 
produce  it,  see  Wherry  v.  Heck  (1889X 
49  O.  G.  569. 

That  drawings  and  models  are  ranch 
higher  evidence  of  conception  than 
oral  descriptions,  see  Wherry  v.  Heck 
(1889),  49  O.  G.  569. 

That  an  abandoned  application  may 
show  conception,  see  Beach  v.  Fowler 
(1889),  48  O.  G.  821. 

COirSTBTTCTIOir  OF  PATENTS. 

That  patents  are  to  be  construed  in 
the  light  of  common  knowledge  as  to 
what  was  in  use  before,  see  Fomcrook 
Mfg.  Co.  V.  Iron  Works  (1886),  63 
Mich.  196. 

That  a  patent  is  to  be  construed  in 
view  of  the  state  of  the  art  and  so  as 
to  protect  the  actual  invention,  if  its 
language  will  permit,  see  Gonsolidated 
Roller  Mill  Go.  v,  Goombs  (1889),  39 
Fed.  Rep.  25 ;  48  O.  G.  265. 

That  a  patent  cannot  be  construed 
to  cover  parts  not  described  or  claimed, 
see  Ball  &  Socket  Fastener  Go.  v. 
Kraetzer  (1889),  89  Fed.  Rep.  700. 

That  a  narrow  Ghiim  must  be  en- 
larged by  re-issue,  if  at  all,  not  by 
construction,  see  Becker  v.  Hastings 
(1884),  17  Phila.  580. 

That  a  construction  not  contem- 
plated when  the  Glaim  was  drawn 
cannot  be  afterwards  given  to  it,  see 
Ladd  V.  Mooney  (1884),  17  Phila. 
571. 
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That  tbe  daiin  of  a  patent  defines 
what  the  Patent  Office  has  determined 
to  be  the  scope  of  the  invention,  and 
it  cannot  be  enkrged  by  construction* 
Bee  Day  v.  Fair  Haven  &  WestviUe 
R.  R.  Co.  (1889),  133  U.  8.  98;  49 
O.  G.  13ft4. 

That  after  the  Claim  has  been  mod- 
ified in  obedience  to  the  Patent  Office 
it  cannot  be  eidarged  by  construction 
to  cover  the  relinquished  matter,  see 
Phoenix  Caster  Co.  v.  Spiegel  (1890), 
133  U.  S.  360;  Roemer  v.  Peddie 
(1889),  133  U.  S.  313;  49  O.  G. 
8151. 

That  the  court  in  construing  the 
Claims  may  examine  the  file-wrapper 
and  contents,  see  Consolidated  Roller- 
Hill  Co.  17.  Coombs  (1889),  39  Fed. 
Rep.  35  ;  48  O.  G.  355. 

That  the  construction  put  upon  a 
Claim  by  the  Patent  Office  in  allowing 
it,  as  shown  by  the  correspondence, 
will  be  followed,  see  Royer  v.  Schultz 
Belting  Co.  (1889),  40  Fed.  Rep.  158; 
Geis  9.  Kimber  (1888),  36  Fed.  Rep. 
105 ;  44  0.  G.  108. 

That  where  the  Ckim  is  clear  the 
drawings  need  not  be  considered  in 
construing  it,  see  Eidd  v.  Horry 
(1888),  33  Fed.  Rep.  718. 

C0HTBAGT8. 

Sxprett  or  Implied. 

That  the  right  to  use  a  patented 
invention  may  be  the  subject  of  a 
contract  express  or  implied,  and  as- 
sumpsit will  lie  to  recover  reasonable 
compensation  for  its  use,  see  Deane  v. 
Hodge  (1886),  35  Minn.  146. 

That  under  an  implied  contract  for 
the  use  of  an  invention  the  measure  of 
recovery  is  a  reasonable  royalty,  as 
custom  or  expert  evidence  as  to  utility 
and  value  may  indicate,  see  Deane  v 
Hodge  (1886),  36  Minn.  146. 


Partnership. 

That  patents  may  be  contributed 
to  the  capital  of  a  partnership,  see 
Rehfus  V.  Moore  (1889),  6  Pa.  Co. 
(Pa.)  345. 

That  where  a  patentee  assigns  a 
half-interest  in  the  patent  to  a  capital- 
ist, and  they  unite  in  making  and 
selling  the  invention,  they  are  part- 
ners, and  at  the  death  of  one  the  busi- 
ness should  be  settled  up,  the  assets 
sold  and  proceeds  divided,  and  a  bill 
in  equity  may  be  brought  by  the  ex- 
ecutor of  the  deceased  partner  against 
the  survivor  for  that  purpose,  see  Farr 
V,  Morrill  (1889),  63  Hun  (N.  Y.),  3L 

Warranty* 

That  a  warranty  guaranteeing  the 

exclusive  sale  of  one  machine  within 
certain  territory  is  not  broken  by  the 
sale  of  a  different  machine  in  the  same 
territory  under  the  same  patent,  see 
Pratt  V.  Marean  (1888),  35  111.  App. 
516. 

For  Boyalties* 

That  the  acceptance  of  a  license  on 
condition  of  royalties  is  an  agreement 
to  pay  the  royalties,  see  Paper  Stock 
Disinfecting  Co.  v,  Boston  Disinfect- 
ing Co.  (1888),  147  Mass.  318. 

That  a  licensee  under  a  patent  cov- 
ering several  inventions  is  liable  for 
the  stipulated  royalty,  whether  he 
uses  one  or  all  of  them,  see  Hubbard 
V.  Allen  (1889),  123  Pa.  St.  198. 

In  Hoitraint  of  Trade. 

That  a  contract  regulating  the  mu- 
tual enjoyjnent  of  patent-rights  is  not 
"in  restraint  of  trade,"  see  Bowling 
V,  Taylor  (1889),  40  Fed.  Rep.  404. 

That  a  restriction  in  a  transfer  of 
rights  under  a  patent  being  greater 
than  is  reasonably  necessary  to  pro- 
tect the  purchaser  is  void  as  against 
public  policy,  see  Berlin  Mach.  Works 
V.  Perry  (1888),  71  Wis.  495. 
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Vftilvre  of  ComidaratioB. 

That  an  agreement  to  procure  and 
assign  a  patent  fails  if  the  patent  is 
not  proGored  or  procurable,  and  the 
purchase  money  may  be  recoyered  by 
the  promisee,  see  Westerrelt  v.  Fuller 
Mfg.  Co.  (1885),  18  Daly  (N.  Y.) 
862. 

Speeiilo  PerformaiMa. 

That  equity  may  compel  the  assign- 
ment of  a  patent  by  the  legal  owner 
to  those  equitably  entitled  to  it»  see 
Berolcheimer  v.  Strauss  (1884),  51 
Sup.  Ot.  (N.  I.)  96. 

That  State  courts  of  equity  will 
compel  specific  performance  of  con- 
tracts for  assignment  or  license,  see 
Fuller  &  Johnson  Mfg.  Co.  v.  Bart- 
lett  (1887),  68  Wis.  73. 

That  a  parol  agreement  to  assign  a 
patent  may  be  enforced  in  equity,  and 
the  court  may  direct  the  execution  of 
the  necessary  papers,  see  Searle  o. 
Hill  (1887),  73  Iowa,  367. 

That  an  oral  contract  for  a  license 
to  use  an  invention  may  be  enforced 
in  equity,  see  Nichols  v.  Marsh  (18b6), 
61  Mich.  509. 

That  an  agreement  to  apply  for  and 
assign  foreign  patents  will  be  enforced, 
see  Adams  o.  Messinger  (1888),  147 
Mass.  185. 

That  an  agreement  by  the  owner  of 
a  patent  to  make  and  delirer  the  pat* 
ented  article  will  be  enforced  in 
equity,  where  no  special  skill  is  re- 
quired to  make  it,  see  Adams  v.  Mes- 
singer (1888),  147  Mass.  185. 

That  specific  performance  of  an 
agreement  to  convey  a  patent  will  not 
be  decreed  where  the  defendant  has 
no  title  or  the  patent  is  void,  see  Ken- 
nedy 9.  Hazelton  (1888),  128  U.  8. 
667 ;  46  O.  G.  973. 

That  the  specific  performance  of  a 


▼Old  patent  will  not  be  decreed,  see 
Kennedy  v.  Hazelton  (1888),  33  Fed. 
Rep.  293. 

That  an  nnoonscionable  contract 
will  not  be  enforced  in  equity,  see 
Pope  Mfg.  Co.  V.  Gormully  (1888), 
34  Fed.  Rep.  877. 

That  the  owner  of  a  patent  may  be 
enjoined  against  alienating  or  encum- 
bering his  title  thereto,  see  Adams  «. 
Messinger  (1888),  147  Mass.  185. 
Besoission. 

That  a  contract  to  purchase  a  pat- 
ent right  obtained  by  the  fraud  of 
the  vendor  will  be  rescinded  in  equity, 
and  the  parties  placed  m  Haiu  qwo, 
see  Marsh  v.  Scott  (1888),  125  DL 
114. 

That  a  party  baving  the  right  to  a 
rescission  and  an  affirmance  of  a  con- 
tract must  make  his  election  and  abide 
by  it,  see  Creighton  v.  Haggertj 
(1884),  50  Sup.  Ct.  (N.  Y.)  9. 

DAMAGES. 

Must  be  proved. 

That  damages  must  be  proved,  not 
conjectured,  see  Rude  v,  Westcott 
(1889),  130  U.  S.  152 ;  48  O.  G.  399. 

Idoease  Fee  as  Measure  of  Damagse. 

That  license  fees  fixed  by  plaintiff 
and  voluntarily  paid  by  licensees,  are 
evidence  of  an  established  fee,  see 
United  Nickel  Co.  v.  Central  Pac.  R. 
Co.  a888),  36  Fed.  Rep.  186. 

That  a  license  fee  is  established  only 
where  the  payment  of  such  fees  is  of 
frequent  occurrence  and  shows  the 
value  of  the  license  in  similar  cases, 
see  Rude  v.  Westcott  (1889),  130 
U.  S.  152 ;  48  O.  G.  899. 

That  two  instances  are  admissible  to 
show  sn  established  license  fee,  see 
Cary  v.  Lovell  Mfg.  Co.  (1889),  37 
Fed.  Rep.  654 ;  47  O.  G.  525. 

That  irregular  and  unoertain  rates 
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for  licenses  do  not  show  a  license  fee, 
see  United  Nickel  Co.  v.  Central  Pao. 
IL  Co.  (1888),  36  Fed.  Eep.  186. 

That  when  a  regular  license  fee  ex- 
ists it  is  not  varied  by  occasional  de- 
partures in  cases  of  necessity,  see 
Asmns  v.  Freeman  (1888),  34  Fed. 
Rep.  903. 

That  an  allowance  of  a  sam  per  arti- 
cle by  a  court  as  damages  does  not 
fix  a  loyalty  or  give  a  right  to  interest 
thereon,  see  Graham  v.  Piano  JAig. 
Co.  (1888),  35  Fed.  Eep.  597. 

That  payment  of  a  snm  in  settle- 
ment of  an  infringement  does  not 
measure  the  value  of  the  invention  or 
the  damages  sustained  in  other  cases, 
see  Rude  v.  Westcott  (1889),  130 
U.  8. 153 ;  48  O.  G.  399 ;  Comely  v. 
Harckwald  (1889),  131  U.  S.  159; 
47  O.  G.  1353 ;  United  Nickel  Co.  v. 
Central  Pao.  R.  Co.  (1888),  86  Fed. 
Rep.  186. 

That  a  royalty  paid  for  one  right 
nnder  a  patent,  or  for  all  the  rights,  b 
not  evidence  of  damages  for  infring- 
ing a  single  different  right,  see  Colgate 
V.  Western  Electric  Mfg.  Co.  (1886), 
34  Blatch.  75. 

That  a  royalty  paid  for  several  pat- 
ents jointly  does  not  show  the  license 
fee  for  either,  see  Vulcanite  Paving 
Co.  V.  American  Artificial  Pavement 
Co.  (1888),  86  Fed.  Rep.  378;  45 
O.  G.  948. 

Less  of  Profits  as  Xaasnro  of  Damagos. 

That  wbere  there  is  no  license  fee 
tiie  measure  of  damages  is  the  profits 
lost  by  the  patentee  by  reason  of  the 
infringement,  and  he  must  show  to 
what  extent  sales  have  been  diverted 
from  him,  see  Covert  v.  Sargent  (1889), 
38  Fed.  Rep.  337. 

That  where  the  plaintiff  does  not 
grant  licenses,  the  measure  of  dam- 


ages for  an  infinnging  sale  is  the 
amoont  of  profit  he  would  have  made 
if  he  had  sold  what  the  defendant 
sold,  deducting  a  fair  percentage  in 
respect  of  sales  due  to  the  particular 
exertions  of  the  defendant,  but  not 
taking  into  consideration  that  the  de- 
fendant might  have  sold  the  same 
quantity  without  infringing  the  patent, 
or  that  the  price  of  other  goods  sold 
by  the  {daintiff  was  reduced  by  the 
unlawful  competition,  see  United 
Horse  Shoe  &  Nail  Co.  v.  Stewart 
(1888),  L.  R.  13  App.  401. 

That  the  plaintiff  may  show  by  cir- 
cumstantial as  well  as  direct  evidence 
that  he  would  have  sold  the  articles 
sold  by  the  defendant,  see  Covert  v. 
Sargent  (1889),  38  Fed.  Rep.  337. 

That  where  defendants,  before  in- 
fringing,  bought  of  the  plaintiff,  as 
also  during  the  infringement  to  some 
extent,  it  is  a  fiur  presumption  that 
they  would  have  bought  of  him  all 
they  made  and  used,  see  Creamer  v. 
Bowers  (1888),  35  Fed.  Rep.  306. 

That  a  plaintiff  who  daims  a  loss 
by  reduction  of  prices  must  show  by 
sufficient  data  to  what  extent  such  re> 
duction  was  due  to  the  infringement, 
see  Boesch  v.  Grftff  GB90),  133  U.  S. 
697;  Comely  v.  Maiokwald  (1889), 
131  U.  S.  159 ;  47  O.  G.  1358. 

That  when  the  plaintiff  charged  no 
more  when  he  used  his  invention  than 
when  he  did  not  use  it,  evidence  that 
he  lost  valuable  contracts  through  the 
defendant's  competition  is  inadmissi- 
ble, see  Vulcanite  Paving  Co.  v.  Ameri- 
can Artificial  Stone  Pavement  Co. 
(1888),  36  Fed.  Rep.  878 ;  46  O.  G. 
948. 
laersaso  of  Bamagss. 

That  for  a  fiagrant  injury  damages 
will  be  trebled,  see  Lyon  v.  Donald- 
son (1888),  34  Fed.  Rep.  789. 
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That  a  strenuoas  contest,  if  fair  and 
bona  Jide,  is  no  reason  for  increasing 
the  damages,  see  Welling  v.  La  Ban 
(1888),  35  Fed.  Rep.  302. 

That  a  court  will  not  increase  the 
damages  merely  because  the  defend- 
ant urged  his  goods  on  the  plaintiff's 
customers,  see  Morss  v.  Union  Form 
Go.  (1889),  39  Fed.  Eep.  468. 

That  the  court  may  award  damages 
in  equity  in  excess  of  the  profits  and 
then  treble  them,  see  Tilghraan  v. 
Proctor  (1888),  135  U.  8.  136;  43 
0.  G.  628. 

That  while  after  final  decree  the  de- 
fendant may  not  be  allowed  to  offer 
evidence,  before  carelessly  omitted,  to 
show  that  the  patent  is  void,  yet  in 
view  thereof  the  court  may  refuse  to 
increase  damages,  see  Welling  v.  La 
Ban  (1888),  35  Fed.  Rep.  302. 

Vominal  Damages. 

That  a  plaintiff,  not  haying  any 
compromise  in  view,  is  bound  by  an 
offer  to  accept  nominal  damages,  see 
Creamer  v.  Bowers  (1888),  35  Fed. 
Rep.  206. 

Interest. 

That  interest  is  allowed  on  royalties, 
but  not  on  unliquidated  damages,  see 
Creamer  v.  Bowers  (1888),  35  Fed. 
Rep.  206. 

DATS. 

Of  Invention. 

That  a  foreign  patentee  cannot  claim 
an  earlier  date  for  his  invention  than 
that  of  his  foreign  patent,  see  Electri- 
cal Aconmulator  Co.  v.  JuUen  Electric 
Co.  (1889),  38  Fed.  Rep.  117. 

That  a  statement  in  the  domestic 
specification  that  the  applicant  has  ob- 
tained a  foreign  patent  does  not  prove 
that  fact  nor  carry  back  the  prima  facie 
date  of  his  invention,  see  Electrical 


Accumulator  Co.  v,  Julien  Eiectiie 
Co.  (1889),  38  Fed.  Rep.  117. 
Of  Patent 

That  the  date  of  the  American  pat- 
ent need  not  correspond  with  that  of 
the  foreign  one  by  which  its  term  is 
limited,  see  The  Telephone  Cases 
(1888),  126  U.  8.  ]  ;  43  O.  G-  377. 

DE8GEIPTI0V. 
Completeness. 

That  one  pending  application  can- 
not refer  to  another  for  a  fuller  de- 
scription, but  each  must  be  complete 
in  itself,  see  Ex  parte  Borgfeldt  (1889), 
49  O.  G.  132 ;  Ex  parte  Everitt  (1889), 
49  O.  G.  664. 

Correctness. 

That  inaccurate  statements  concern' 
ing  the  good  results  of  a  patented 
process  do  not  render  the  Description 
defective,  see  Michaelis  v.  Roesaler 
(1888),  34  Fed.  Rep.  325. 

Fraudulent  Conoealment. 

That  the  defence  of  fraudulent  con- 
cealment is  not  supported  unless  an 
intent  to  deceive  is  shown,  see  Cellu- 
loid Mfg.  Co.  V.  RusseU  (1889),  37 
Fed.  Rep.  676. 

Addressed  to  those  Skilled  in  the  Art 
That  the  Description  is  addressed  to 
those  skilled  in  the  art,  see  Celluloid 
Mfg.  Co.  V.  RusseU  (1889),  37  Fed. 
Rep.  676. 

That  the  Description  of  a  sdentifio 
invention  is  addressed  to  those  learned 
in  the  science,  see  Electrical  Aocumu- 
Utor  Co.  V,  Julien  Electric  Co.  (1889X 
38  Fed.  Rep.  117. 

That  the  Description  of  a  process 
must  describe  it  in  a  manner  intelligi- 
ble to  those  skilled  in  the  art,  and 
point  out  a  way  to  make  it  practical, 
but  it  is  not  required  that  it  be  brought 
to  the  highest  degree  of  peifectioiif 
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see  The  Telephone  Gases  (1888),  126 

U.  S.  1;  43  0.  G.  377. 

That  the  Description  is  sufficient  if 
a  skilled  mechanic  could  from  it  con- 
struct the  invention,  see  Pullman  Pal- 
ace Gar  Go.  v.  Wagner  Palace  Gar  Go. 
(1889),  38  Fed.  Kep.  416. 

That  the  specification  of  a  chemical 
patent  is  addressed  to  those  skilled  in 
chemistry  and  is  sufficient  if  intelligi- 
ble to  them,  see  Am  Ende  v.  Seabury 
(1888)  36  Fed.  Rep.  593 ;  47  O.  G. 
1334;  Anilin  v.  LeYinstein  (1887), 
L.  R.  12  App.  710. 

DB8I0V. 

When  Patentable. 

That  a  design  presenting  a  new  ap- 
pearance to  the  eye,  and  creating  a 
demand  for  the  goods  on  which  it  is 
impressed,  is  patentable  though  simple 
and  resembling .  lother  designs,  see 
Uutermeyer  v.  Freund  (1889),  37  Fed. 
Rep.  342 ;  47  O.  G.  527. 

That  a  design  is  not  new  unless  it 
would  appear  to  ordinary  observers  to 
be  different  from  the  old,  but  the  differ- 
ence  may  be  small,  see  Redway  v.  Ohio 
Stove  Go.  (1889),  38  Fed.  Rep.  582. 
Combination. 

That  a  patent  for  a  combination  of 
old  designs  is  proper,  see  Whitman 
Saddle  Go.  v.  Smith  (1889),  38  Fed. 
Rep.  411 ;  Redway  v.  Ohio  Stove  Go. 
(1889),  38  Fed.  Rep.  582. 

That  every  design  is  a  finished  and 
distinct  entity,  not  a  combination,  nor 
a  genu3,  nor  a  species,  see  Ex  parte 
Gerard  (1888),  43  O.  G.  1235,  1240. 
Design  and  Mannfaotnro. 

That  a  design  may  be  also  a  manu- 
facture^  see  Rt  parte  Gerard  (1888), 
43  O.  G.  1235. 
Identity  of  Designs. 

That  the  identity  of  designs  is  meas- 
ured by  their  appearance  to  ordinary 


observers,  not  to  experts,  see  Redway 
V.  Ohio  Stove  Go.  (1889),  38  Fed. 
Rep.  682;  Ex  parte  Gerard  (1888), 
43  O.  G.  1236 ;  Kraus  v.  Fitzpatrick 
(1888),  34  Fed.  Rep.  39 ;  42  O.  G. 
1292. 


DI8CJ 
Vatore. 

That  sees.  4917  and  4922  Rev. 
Stat,  concerning  disclaimers  are  parts 
of  one  law  and  require  the  same  con- 
ditions for  amendment,  see  Hailes  v. 
Albany  8fc)ve  Co.  (1887),  123  U.  S. 
582;  42  0.  G.  95. 
Cannot  Change  Invention. 

That  a  disclaimer  cannot  change  the 
character  of  the  patented  invention 
nor  render  further  description  neces- 
sary, but  can  only  eliminate  separable 
matter  from  the  Claims,  see  Hailes  v. 
Albany  Stove  Co.  (1887),  123  U.  S. 
"682 ;  42  O.  G.  95. 

That  a  patent  for  the  apparatus  can- 
not be  changed  into  one  for  the  process 
by  disclaiming  the  apparatus  except 
when  used  in  the  process,  see  Grant  v, 
Walter  (1889),  38  Fed.  Rep.  694 ;  47 
O.  G.  1220. 

Aifeots  Claim,  not  Doteription. 

That  a  disclaimer  is  not  needed 
when  the  Description  is  excessive  but 
not  the  Claim,  —  the  Claim  controlling 
the  Description  and  limiting  the  pat- 
ent,— see  Brush  Electric  Co.  v.  Fort 
Wayne  Electric  Light  Co.  (1889),  40 
Fed.  Rfip.  826. 

Ellbet  on  Claim. 

That  a  disclaimer  of  the  separable 
excess  may  save  the  valid  portion  of 
the  Claim,  see  Electrical  Accumulator 
Co.  V,  Julien  Electric  Go.  (1889),  38 
Fed.  Rep.  117. 

That  the  patentee  is  bound  by  a 
Claim  which  has  been  narrowed  to 
meet  an  unfounded  objection  m  the 
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Patent  Office,  see  Lapbam  Dodge  Co. 
V.  Severin  (1889),  40  Fed.  Eep.  702. 

After  Unreasonable  I>elaj. 

That  a  disclaimer  to  save  an  otber- 
-wise  lost  suit  is  not  permissible  alter 
unreasonable  delay,  see  Hake  v.  Brown 
(1889),  37  Fed.  Rep  783 ;  47  O.  G. 
1071. 
As  Bridenoe. 

That  a  disclaimer  cannot  be  put  in 
evidence  after  decision  on  the  Dierits 
in  equity,  except  upon  a  rehearing 
and  on  such  terms  as  the  court  may 
impose,  see  Roemer  v,  Bemheim 
(1889),  132  U.  S.  103;  49  O.  G. 
1535. 

EMFLOTSB  AHD  EMPLOYES. 

Assignment 

That  the  inventions  of  a  person 
hired  to  invent,  and  to  patent  his  in- 
ventions in  the  name  of  the  employer, 
equitably  belong  to  the  employer,  and 
if  patented  to  the  inventor  he  may  be 
compelled  in  eqidty  to  assign  his  pat* 
ent  to  the  employer,  see  Annin  v. 
Wren  (1887),  44  Hun  (N.  Y.).  352. 

That  an  employer  may  patent  the 
inventions  of  his  employees  for  his  own 
benefit  if  they  consent,  see  Dueber 
Watch-Case  Mfg.  Co.  v.  Dalzell  (1889), 
88  Fed.  Rep.  597. 
Uoense. 

That  an  employee  disclosing  his  in- 
yention  to  the  employer,  and  putting  it 
to  practical  use  in  the  employment, 
does  not  thereby  transfer  a  right  to 
the  invention  itself  and  the  future 
patent  therefor,  bat  licenses  the  em- 
ployer to  use  it,  see  Fuller  &  Johnson 
Mfg.  Co.  V.  Bartlett  (1887).  68  Wis. 
78. 

EaTTIVAIElITS. 
Though  not  identical. 

That  devices  may  be  equivalents 
though  one  answers  the  purpose  better 


than  the  other,  see  Roosevelt  v  Law 
TcL  Co.  (1887),  83  Fed.  Hep.  505. 
** Known**  Equivalents. 

That  a  "  known  equivalent"  is  such 
a  substitute  as  is  known  to  be  able  to 
accomplish  the  same  result,  see  Mor- 
ley  Mach.  Co.  v.  Lancaster  (1889), 
129  U.  S.  263 ;  47  O.  G.  267. 

That  equivalents  are  such  though  it 
could  not  have  been  known  that  they 
would  be  equivalents  until  after  the 
device  in  which  they  are  employed 
was  invented,  see  Morley  Mach.  Co. 
V,  Lancaster  (1889),  129  U.  S.  263; 
47  O.  G.  267. 
Covered  by  Patent 

That  a  patentee  is  entitled  to  equiv- 
alents  though  he  may  have  reformed 
his  Claims  under  requirements  of  the 
Patent  Office,  see  Rodebaugh  v,  Jack- 
son (1889),  87  Fed.  Rep.  882;  47 
O.  G.  658. 

ESTOPPEL. 

That  an  attorney  in  fact,  conveying 
the  patent  under  a  power,  is  not  es- 
topped to  deny  validity,  see  H.  Tibbe 
&  Son  Mfg.  Co.  V.  Heineker  (1889), 

87  Fed.  Rep.  686 ;  47  O.  G.  1221. 

OEVUS  AED  8PS0IE8. 

That  the  relation  of  an  improve- 
ment to  its  original  is  not  always  that 
of  species  to  a  genus,  —  a  species  be- 
ing created  only  when  an  original  gen- 
eric element  is  supplanted  by  a  new 
or  modified  element,  see  Bx  pmrte 
Smith  (1888).  44  O.  G.  1188. 

That  a  process  and  its  apparatas 
are  not  genus  and  species  but  dis- 
tinct inventions,  see  JEr  parte  Atwood 
(1888),  44  O.  G.  841. 

ISEHTITT. 

That  greater  perfection  in  the  result 
effected  does  not  show  want  of  identity, 
see  Mac  Donald  v,  McLean  (1889), 

88  Fed.  Rep.  328. 
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niPsivoEXEn. 

Bj  Vie. 

That  use  of  the  invention  for  a  dif- 
ferent purpose   is   infringement,  see 
Thompson  v.  Gildersleeve  (1888),  34 
Fed.  Rep.  43 ;  43  O.  G.  886. 
By  8al«. 

That  the  sale  of  part  of  an  inven- 
tion to  those  who  have  a  right  to  use 
it  is  not  an  infringement,  see  Morgan 
Envelope  Co.  v,  Albany  Perforated 
Wrapping  Paper  Co.  (1889),  40  Fed. 
Hep.  577. 

That  the  sale  of  an  element  capable 
of  an  innocent  use,  and  without  collu- 
sion, does  not  infringe  the  patent  for 
the  combination,  see  Winne  v.  Bedell 
(1889),  40  Fed.  Rep.  463 ;  49  O.  G. 
S152. 

Bj  Joint  or  CoUntivo  Aots. 

That  ajoint  infringement  is  one  tort, 
and  recovery  of  satisfaction  against 
one  tort-feasor  is  a  bar  to  further  pro- 
ceedings, see  Baboock  &  Wilcox  Co. 
V.  Pioneer  Iron  Works  (1888),  34 
Fed.  Rep.  338 ;  43  O.  G.  756. 

That  a  patent  may  be  infringed  by 
the  separate  acts  of  different  parties 
having  a  common  purpose,  though  no 
one  act  is  by  itself  an  iufnngement» 
see  Celluloid  Mfg.  Co.  v.  American 
Zylonite  Co.  (1887),  24  Bktch.  321. 

Of  several  Patents. 

That  when  the  titles  to  two  con- 
flicting patents  are  united  in  one 
owner,  one  invention  may  be  treated 
as  an  improvement  on  the  other  as 
against  an  infringer,  see  Putnam  v. 
Keystone  Bottle  Stopper  Co.  (1889), 
88  Fed.  Rep.  234 ;  48  O.  G.  113. 

That  where  two  patents  cover  in 
part  the  same  field,  a  party  who  has 
used  under  both  may  be  held  liable  for 
that  in  each  which  was  not  covered  by 
the  other,  and  cannot  claim  that  the 


later  was  void  because  anticipated  by 
the  other,  see  Deane  v.  Hodge  (1886X 
35  Minn.  146. 

Of  Combisation-patoat. 

That  a  combination-patent  is  in- 
fringed  if  the  substance  of  the  combi« 
nation  is  taken,  whatever  equivalents, 
alterations,  or  omissions  may  be  re- 
sorted to,  see  Proctor  v.  Bennis  (1887), 
L.  R.  36  Ch.  D.  740. 

That  a  combination  is  not  infringed 
unless  all  its  elements  or  their  equiv- 
alents  are  used,  see  Perkins  v,  Eaton 
(1889),  40  Fed.  Rep.  672. 

That  taking  some  of  the  elements 
with  equivalents  for  the  others  in- 
fringes the  combination,  see  Leary  v, 
Hohenstein  (1889),  37  Fed.  Rep.  680; 
46  O.  G.  1518. 

That  the  reconstruciion  of  a  combi- 
nation after  its  patent  has  expired  is 
not  an  infringement,  see  Johusou  v, 
Brooklyn  &  C.  R.  Co.  (1888),  37  Fed. 
Rep.  147. 
Of  Patent  for  an  Art 

That  a  patent  for  an  art  is  not  in- 
fringed if  some  of  its  steps  are  omitted, 
see  Royer  v.  Coupe  (1889),  38  Fed. 
Rep.  113. 

That  a  process  is  infringed  by  em- 
ploying the  essence  of  the  invention, 
whatever  apparatus  may  be  used,  see 
Morley  Mach.  Co.  0.  Lancaster  (1889), 
129  U.  S.  263 ;  47  O.  G.  267. 

Of  Xaohine-patoat 

That  a  machine  performing  new 
functions  is  infringed  by  any  mechan- 
ism which  employs  the  same  means  to 
accomplish  the  same  results,  though 
its  parts  are  individually  improved, 
see  Morley  Mach.  Co.  v,  Lancaster 
(1889),  129  U.  S.  263 ;  47  0.  G.  267* 

Of  Bosign-patent 

That  a  design  may  infringe  though 
the  infringer's  name  be  coupled  with 
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it,  see  Redway  v,  Ohio  Stove  Co. 
(1889),  38  Fed.  Rep.  582. 

Bj  the  OoTernment  or  iti  OfBoen. 

That  in  the  absence  of  any  special 
agreement  the  acts  of  the  government 
in  using  an  invention  measure  its  lia- 
bility under  an  implied  contract,  see 
Butler  V.  United  States  (1888),  23 
Ct.  of  Claims,  335. 

That  the  unauthorized  use  of  an  in- 
vention by  a  public  officer  does  not 
raise  an  implied  contract  on  the  part 
of  the  government  to  pay  for  such  use, 
see  Forehand  v.  United  States  (1888), 
23  Ct.  of  Claims,  4t77. 

That  wnen  the  government  denies 
that  the  invention  used  is  the  property 
of  the  claimant,  the  use  is  not  un^er 
a  contract,  see  SchiUinger  v.  United 
States  (1889),  24  Ct  of  Claims,  278. 

By  Oity. 

That  a  city  may  be  liable  for  an 
infringement  committed  by  a  con- 
tractor acting  under  its  orders,  see 
Asbestine  Tiling  &  Mfg.  Co.  v.  Hepp 
(1889),  39  Fed.  Rep.  324 ;  49  O.  G. 
413. 

By  private  Corporations,  their  Offloen, 
ete. 

That  an  officer  of  a  solvent  corpo- 
ration is  not  liable  for  its  infringe- 
ments unless  he  personally  participates 
therein,  though  he  may  be  bound  by 
an  injunction,  see  Boston  Woven  Hose 
Co.  V.  Star  Rubber  Co.  (1889),  40 
Fed.  Rep.  167. 

That  the  officers  of  a  corporation 
though  made  parties  will  not  be  indi- 
vidually enjoined  or  ordered  to  ac- 
count when  the  corporation  is  solvent, 
unless  they  as  individuals  have  vio- 
lated or  threaten  to  violate  the  paten- 
tee's rights,  see  Howard  v.  St.  Paul 
Plow  Works  (1888),  36  Fed.  Rep. 
743 ;  45  O.  G.  1067. 


By  Idoeiiior. 

That  a  licensor  ia  liable  in  equity 
for  infringing  acts  committed  by  his 
licensees  when  following  his  directions 
and  working  drawings,  see  Toppan  v. 
Tiffany  Refrigerator  Car  Co.  (1889), 
39  Fed.  Rep.  420. 

By  Lieensee. 

That  a  licensee  exceeding  his  Ucense 
becomes  an  infringer,  see  Covell  v. 
Bostwick  (1889),  39  Fed.  Rep.  421. 

That  a  licensee  under  one  Claim  of 
a  patent  may  be  treated  as  an  infringer 
of  another  Claim,  though  the  infringer 
ment  is  accomplished  by  the  use  of  the 
licensed  Ckim,  see  United  Nickel  Co. 
t;.  California  Electrical  Works  (1885). 
11  Sawyer  250. 

By  Workman. 

That  a  mere  workman  having  no 
pecuniary  interest  in  the  product  of 
his  labor  is  not  an  infringer,  see  Young 
p.  Foerster  (1889),  37  Fed.  Rep.  203 ; 
47  O.  G.  1353. 

Liability  of  Ezeentor. 

That  an  action  in  equity  for  infringe- 
ment survives  against  the  executor  of 
the  infringer,  although  no  injunction 
can  be  granted,  see  Hohorst  v.  How- 
ard (1888),  37  Fed.  Rep.  97. 

Most  be  Proved. 

That  infringement  must  be  proved, 
not  conjectured,  see  Wiune  v.  Bedell 
(1889),  40  Fed.  Rep.  463 ;  49  O.  G. 
2152;  Morgan  Envelope  Co.  o.  Al- 
bany Perforated  Wrapping  Paper  Co. 
(1889),  40  Fed.  Rep.  577. 

nrjuKCTioir. 

Preliminary,  when  denied. 

That  an  injunction  will  be  refused 
in  the  absence  of  judgments,  acquies- 
cence, or  success  in  an  interference 
proceeding,  see  Edward  Barr  Co.  o. 
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N.  Y.  &  N.  H.  Automatic  Sprinkler 
Go.  (1887),  24  Blatoh.  566;  43  O.  G. 
392. 

That  an  injunction  will  be  refused 
when  there  are  no  judgments  or  ao- 
quiesceuoe,  and  infringement  is  doubt- 
ful, see  Baymond  o.  Boston  Woven 
Hose  Go.  (1889),  39  Fed.  Rep.  366 ; 
48  O.  G.  1776. 

That  an  injunction  will  be  refused 
when  there  are  no  judgments  or  ac- 
quiescence, and  defendant  is  solvent 
and  would  sustain  great  injury,  and 
the  plaintiff  has  been  guilty  of  laches, 
see  Hurlburt  v.  Garter  (1889),  39 
Fed.  Enp.  802. 

That  an  injunction  will  be  refused 
where  no  judgments  have  been  ren- 
dered, acquiescence  is  doubtful,  the 
infringement  is  denied^  and  defend- 
ants are  pecuniarily  responsible,  and 
have  a  long  time  carried  on  an  exten- 
sive business,  while  plaintiff  has  owned 
the  patent  but  a  few  months,  see  John- 
ion  V.  Aldrich  (1889),  40  Fed.  Rep. 
675. 

Judgments. 

That  a  restraining  order,  pending 
rait,  will  be  gpranted  on  one  final  judg- 
ment and  several  interlocutory  orders 
for  injunctions  and  a  public  acquies- 
cence of  several  years,  see  Schneider 
V.  Missouri  Glass  Go.  (1888),  36  Fed. 
Rep.  582 ;  45  O.  G.  1069. 

That  an  injunction  may  issue  with- 
out a  prior  judgment  at  law,  but  the 
court,  if  validity  is  doubtful,  may 
order  an  issue  at  law  before  allowing 
an  injunction,  see  Wise  v.  Grand  Av- 
enue R.  R.  Co.  (1888),  33  Fed.  Rep. 
277. 

That  an  injunction  will  be  refused 
where  the  evidence  of  validity  consists 
of  a  judgment  from  which  an  appeal  is 
pending,  and  where  the  defendant  is 
acting  in  good  faith  and  in  ignorance 


of  the  infringement  and  would  sustain 
irreparable  injury,  while  the  plaintiff 
has  an  adequate  remedy  at  law,  see 
Consolidated  Roller  Mill  Co.  v.  Rich- 
mond City  Mill  Works  (1889),  40 
Fed.  Rep.  474. 

That  where  there  has  been  no  judg- 
ment or  its  equivalent,  and  the  defend- 
ants deny  the  validity  of  the  patent  if 
so  construed  as  to  prohibit  their  acts, 
an  injunction  will  be  refused,  see  Dick- 
erson  v.  De  La  Yergne  Refrigerating 
Mach.  Co.  (1888),  35  Fed.  Rep.  143. 

Aoquioseenoe. 

That  acquiescence  implies  an  inter- 
est  adverse  to  the  patent  and  a  sub- 
mission to  the  patent,  see  Raymond  v. 
Boston  Woven  Hose  Co.  (1889),  39 

Fed.  Rep.  365 ;  48  O.  G.  1776. 

That  acquiescence  in  the  right  of 
the  inventor  to  an  invention  covered 
by  several  patents  is  pot  acquiescence 
in  any  one  patent,  see  Upton  v.  Way- 
hmd  (1888),  36  Fed.  Rep.  693. 

VaUdity  BoubtftiL 

That  an  injunction  will  be  denied 
where  it  is  evident  that  the  patent 
will  be  very  narrowly  sustained  if  at 
all,  see  Glaenzer  v.  Wiederer  (1887)> 
33  Fed.  Rep.  583. 

That  an  injunction  will  not  issue 
where  patentability  is  doubtful,  see 
Osborn  v.  Judd  (1886),  24  Blatch.  167. 

That  an  injunction  will  be  denied 
where  the  novelty  of  the  invention  is 
fairly  contested,  see  Upton  v.  Way- 
hind  (1888),  36  Fed.  Rep.  593. 

Infringement   Donbtftil,   Threateaedt 
Evidenoe  of. 

That  where  infringement  is  doubtful, 
and  other  courts  have  decided  that 
there  is  none,  an  injunction  will  be 
refused,  see  Thompson  v.  Rand-Avery 
Supply  Co.  (1889),  88  Fed.  Rep. 
112 ;  46  O.  G.  1112. 
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That  if  infiiiigemeiit  is  doubtful  an 
injunction  will  be  refused,  see  Norton 
Door  Check  &  Spring  Ck).  v.  Hall 
(1889),  37  Fed.  Rep.  691 ;  Morss  v, 
Knapp  (1889),  39  Fed.  Bep.  608; 
Eussell  V.  Hyde  (1889),  39  Fed.  Hep. 
614. 

That  infringement  in  the  past  is  not 
conclusive  proof  that  the  infringer  will 
repeat  the  wrongful  act,  see  Proctor 
V.  Bajlej  (1889),  L.  R.  42  Gh.  D.  390. 

That  an  injunction  will  issue  though 
infringement  has  ceased,  if  it  can  be 
repeated,  see  Celluloid  Mfg.  Co.  v. 
Arlington  Mfg.  Co.  (1888),  34  Fed. 
Rep.  324 ;  42  O.  G.  828 ;  Facer  v. 
Midvale  Steel  Works  Co.  (1888),  38 
Fed.  Rep.  231. 

That  an  injunction  may  issue  though 
no  infringement  has  yet  occurred,  see 
Sherman  v.  Nutt  (1888),  35  Fed.  Rep. 
149. 

That  an  injunction  will  issue  when 
the  patented  device  has  been  made 
for  sale  and  advertised  though  none 
have  yet  been  used  or  sold,  see  Buti 
Thermo-Electric  Regulator  Co.  v. 
Jacobs  Electric  Co.  (1888),  36  Fed. 
Eep.  191 ;  45  O.  G.  833. 

That  where  the  defendant  has  im- 
ported  parts  of  the  patented  oombinar 
tion,  and  fails  to  disclose  the  purpose 
for  which  they  are  to  be  used,  an  in- 
junction will  issue,  see  Schneider  v, 
Missouri  Glass  Co.  (1888),  36  Fed. 
Rep.  582 ;  45  O.  G.  1069. 
Final  Iqjunetion  Boubtfol. 

That  an  injunction  ought  not  to  be 
granted  unless  a  final  decree  would  be 
made  for  the  plaintiff  on  the  same  evi- 
denoe,  see  Challender  v.  Royle  (1887), 
L.  R.  36  Ch.  D.  425. 
Biteppel  of  Plaintifl: 

That  where  the  plaintiff  has  acqui- 
esced in  and  countenanced  the  acts  of 
the  defendant  an  injunction  will  be 


refused,  see  Amazeen  Machine  Co.  fk 
Knight  (1889),  39  Fed.  Rep.  619. 

That  an  injunction  may  be  refuaed 
where  the  phiintiff  has  been  guilty  of 
laches  pending  suit  and  a  final  decree 
will  soon  be  rendered,  see  Pope  M%. 
Co.  V.  Johnson  (1889)  40  Fed.  Rep. 
584. 

That  an  injunction  will  be  refused 
to  a  Uoensor  who  has  dealt  unfairly  to 
the  prejudice  of  the  defendant  licensee, 
see  Seibert  Cylinder  Oil  Cup  Co.  r. 
Detroit  Lubricator  Co.  (1888),  34 
Fed.  Rep.  216. 

That  non-user  because  of  State  m- 
terference  with  the  amount  of  royalties 
collectible  is  no  ground  for  refusing 
an  injunction,  see  American  Bell  Tele- 
phone Co.  V.  Cushman  Tel.  &  Service 
Co.  (1888),  36  Fed.  Rep.  488;  45 
O.  G.  1193. 

Injury  to  I>ofoadaat  or  Pablis. 

That  an  injunction  will  be  refused 
when  the  defendant  is  solvent  and  has 
used  the  invention  a  long  time  without 
notice  of  infringement,  and  would  suf- 
fer irreparable  injury,  and  the  public 
are  benefited  by  his  use,  see  Root  v. 
Mt.  AdaiDS  &  £den  Park  Inclined 
R.  R.  Co.  (1889),  40  Fed.  Rep.  760. 

Patent  Xzpired. 

That  an  injunction  to  prevent  the 
use  or  sale  of  articles  after  the  expira- 
tion of  the  patent  will  not  be  allowed 
when  the  articles  were  wrongfully 
made  before  the  patent  expired,  and  a 
suit  for  damages  therefor  is  pending, 
see  Westinghouse  v.  Carpenter  (1888), 
46  O.  G.  244. 

I>olSmdant'8  Vendor  already  B^Joimtd. 

That  the  yendee  and  user  may  be 
enjoined  in  one  court  after  the  maker 
has  been  enjoined  in  another^  espe- 
cially when  the  maker  was  not  sued  for 
the  profits  on  this  sale,  see  Thompson 
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V.  American  Bank  Note  Go.  (1888), 
35  Fed.  Rep.  203 ;  46  O.  G.  347. 

Bond  and  Aooount 

That  a  bond  in  lieu  of  an  injunction 
will  be  ordered  when  former  judg- 
ments sustaining  the  patent  have  been 
rendered  doubtful  by  subsequent  de- 
cisions of  the  Supreme  Court,  and  the 
defendant  would  sustain  irreparable 
injury,  see  Eastern  Paper  Bag  Co.  v. 
Nixon  (1888),  35  Eed.  Rep.  752 ;  45 
0.  G.  1571. 

That  a  bond  and  account  may  be 
ordered  in  lieu  of  an  injunction  when 
infringement  is  disputed,  and  defend- 
ant avers  that  he  was  ignorant  of  the 
patent  until  the  suit  was  brought  and 
derived  no  real  aid  from  the  invention, 
see  Eagle  Mfg.  Co.  v.  Chamberlain 
Plow  Co.  (1888),  36  Fed.  Rep.  905. 

Bill  for  Injunotioa. 
That  it  is  proper  to  aver  in  a  bill 

for  an  injunction  that  the  patent  has 
been  established  by  judgments,  to  de- 
scribe the  patent  generally,  and  make 
profert  of  it,  and  to  allege  infringe- 
ment without  specifying  details,  see 
American  Bell  Telephone  Co.  v.  Soutb- 
em  Telephone  Co.  (1888),  34  Fed. 
Rep.  803. 

Bond  of  Plaintiff  and  Liability  thereon. 

That  if  the  plaintiff  gives  bond  on 
obtaining  an  injunction  and  fails  in 
his  suit  he  is  liable  on  the  bond  for 
damages  arising  from  loss  of  sales,  de- 
preciation of  goods  on  hand,  etc.,  see 
Tobey  Furniture  Co.  ».  Colby  (1888), 
35  Fed.  Rep.  592. 
Suspension  of  Ii^unotion. 

That  an  injunction  will  not  be  sus- 
pended after  judgment  on  the  merits, 
unless  public  interests  are  involved  or 
large  numbers  of  innocent  persons 
would  be  injured,  see  Consolidated 
Roller-Mill  Co.  v.  Coombs  (1889),  39 
Fed.  Rep.  803 ;  48  O.  G.  973. 


For  a  review  of  the  cases  in  wbicb 
injunctions  will  be  suspended,  see  Con- 
solidated Rollei^Mill  Co.  v.  Coombs 
(1889),  39  Fed.  Rep.  803 ;  48  O.  G. 
973. 

Contempt 

That  an  enjoined  defendant,  neglect- 
ing to  notify  his  agents  of  the  injunc- 
tion is  liable  in  contempt  for  their 
violations,  see  Mundy  v.  Lidgerwood 
Mfg.  Co.  (1888),  34  Fed.  Rep.  541. ' 

That  where  an  enjoined  infringer 
acts  under  a  patent  granted  since  the 
decree  and  there  is  a  fair  question 
whether  he  infringes,  he  will  not  be 
adjudged  in  contempt  on  a  motion, 
but  the  plaintiff  roust  sue  on  the  al- 
leged infringement,  see  Penna.  Dia- 
mond Drill  Co.  V.  Simpson  (1889), 
39  Fed.  Rep.  284 ;  48  O.  G.  676. 

That  where  the  contempt  is  not 
wilful  a  nominal  fine  and  costs  only 
will  be  imposed,  see  Morss  v.  Domes- 
tic Sewing  Mach.  Co.  (1889),  38  Fed. 
Rep.  482. 

IVTEBFEBEH'CB. 

Jurisdiction  of  Examiner  of  Interfer- 
enoes. 

That  the  Examiner  of  Interferences 
has  exclusive  jurisdiction  over  the 
issues  when  declared,  but  none  over 
the  matter  of  patentability,  see  Faure 
V.  Bradley  (1888),  44  O.  G.  945. 

That  the  question  whether  a  foreign 
patent  covers  the  same  invention  as  a 
domestic  application  in  interference 
rests  exclusively  with  the  Examiner 
of  Interferences,  see  Faure  v.  Bradley 
(1888),  44  O.  G.  945. 

That  the  decision  of  the  Examiner 
of  Interferences  on  interlocutory  mo- 
tions will  not  be  reviewed  unless  he 
abuses  his  discretion  or  disregards 
some  rule  of  law,  see  Reynolds  Vm 
Haberman  (1889),  49  O.  G.  130. 


784 


APPENDIX. 


When  Deoland. 

That  an  interfeimoe  will  be  de- 
clared with  an  unexpired  patent  only 
when  the  applicant  has  been  rejected 
on  that  specific  patent,  see  Ex  parte 
Boyer  (1889),  49  0.  G.  1985. 

Patent  Granted  pending  Inter&Tenee. 

That  a  patent  issued  pending  a  rival 
application  is  treated  as  an  application 
also,  see  Ex  parte  Boyer  (1889),  49 
O.  6.  1985 ;  Bechman  v,  Johnson 
(1889),  48  O.  Q.  673. 
Patentee,  how  far  a  Party. 

That  a  patentee  has  no  interest  in 
an  interference  proceeding  after  the 
question  whether  the  applicant  shall 
have  a  patent  is  determined,  see 
Beardslee  v.  Moeslein  (1889),  46 
O.  G.  1640. 
Priority  of  Applioation. 

That  an  earlier  application  cannot 
benefit  the  junior  party  to  an  interfer- 
ence unless  it  appear  on  its  face  or  is 
proved  by  evidence  to  have  been  filed 
by  the  same  applicant,  see  Oliver  v, 
Everitt  (1889),  49  O.  G.  731. 
Dissolution. 

That  a  motion  to  dissolve  an  inter- 
ference cannot  be  based  on  any  thing 
except  the  application,  see  Faure  v. 
Bradley  (1888),  44  O.  G.  945. 

That  an  interference  will  not  be 
dissolved  for  irregularity  unless  it 
would  defeat  the  purpose  of  the  inter- 
ference, see  Steward  v,  Ellis  (1889), 
49  O.  G.  1983. 

That  if  a  decision  on  a  motion  to 
dissolve  an  interference  rests  on  the 
merits,  and  not  on  the  question  whether 
an  interference  exists  or  whether  the 
proceedings  are  so  begun  that  tliis 
question  can  be  decided,  no  appeal 
lies  to  the  Commissioner,  see  Manny 
V,  Easley  (1889),  48  0.  G.  638. 

That  an  interference  may  be  dis- 


solved on  the  ground  of  non-patenta- 
bility and  the  case  remanded  after  the 
time  fixed  by  the  rules  where  drcuni- 
stanoes  demand  it,  even  though  the 
same  questions  had  been  fully  can- 
vassed by  the  examiner  before  the 
interference  was  declared,  see  Rey- 
nolds V  Haberman  (1889),  49  O.  G. 
130. 
Svidenoo ;  Witnesset ;  Burden  of  Prool 

That  the  matter  of  taking  testimony 
for  use  in  the  Patent  Office  in  inter- 
ference oases  is  controlled  by  the  Fed- 
eral Court  of  the  district  where  the 
evidence  is  taken,  not  by  the  Com- 
missioner, see  Wright  v  Daggett 
(1888),  44  O.  G.  943;  Osgood  v. 
Badger  0^38),  44  O.  G.  1065. 

That  depositions  taken  for  the  in- 
terference hearing  between  parties 
substantially  the  same  may  be  used 
in  court  on  a  suit  to  annul  if  the  same 
evidence  cannot  be  retaken,  see  Clow 
V.  Baker  (1888),  36  Fed.  Rep.  693. 

That  evidence  of  foreign  invention 
is  not  admissible  in  an  interference 
unless  it  be  a  publication  or  a  patent, 
see  Green  v.  Hall  (1889),  46  O.  G. 
1515. 

That  husband  and  wife  are  not  com- 
petent witnesses  for  or  against  each 
other  in  the  Patent  Office,  which  fol- 
lows the  law  of  the  District  of  Colum- 
bia, see  Marsh  v.  Rem  (1888),  48 
O.  G.  1453. 

That  when  a  later  applicant  in  in- 
terference claims  that  the  earlier  cop- 
ied the  invention  from  his,  and  that 
he  is  the  true  inventor  and  was  using 
reasonable  diligence  in  reducing,  he 
has  the  burden  of  proof  and  must  es- 
tablish his  churn  by  a  fair  preponder- 
ance of  legal  evidence,  see  Wherry  r. 
Heck  (1889),  49  O  G.  559. 

That  on  an  interference  between  an 
application  and  a  patent,  the  evidence 
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must  be  sufficient  to  OTerthrow  the 
patent  in  the  courts  or  obtain  its  repeal, 
see  Beach  v.  Fowler  (1889),  48  O.  G. 
8S1. 

Bebearing. 

That  a  Commissioner  may  rehear  an 
interference  case  already  decided  by 
his  predecessor  in  office,  see  Darnels  v. 
Morgan  (1889),  47  O.  G.  811. 

That  manifest  error  in  law  is  ground 
for  a  rehearing  in  the  Patent  Office,  see 
Green  V.  Hall  (1S89),  47  O.  G.  1631. 

That  after  judgment  in  interference 
a  party  who  neglected  to  prepare  and 
try  his  case  cannot  have  a  rehearing, 
see  Beardslee  v.  Mocslein  (1889),  46 
O.  G  1640. 

That  motions  for  a  rehearing  by  dif- 
ferent parties  to  an  interference  should 
all  be  made  and  heard  together,  see 
Green  v.  HaU  (1889),  47  O.  G.  813. 

Xflbot  of  Judgment 

That  a  judgment  in  interference 
oondudes  the  issues  according  to  the 
construction  put  upon  them  by  the 
oourt,  and  parties  who  acquiesce  in 
such  judgment  cannot  be  allowed 
afterward  to  claim  for  it  a  different 
effect,  see  Ex  parte  Gray  (1889),  46 
0.  G.  1277. 

That  the  examiner  is  condnded  by 
a  judgpnent  in  interference,  see  2Sr 
parte  Booth  (1889),  49  O.  G.  1841. 

That  a  party  to  an  interference  may 
subsequently  deny  patentability  in  the 
courts,  see  HoUiday  o.  Fickhardt 
(1887),  24  BUtch.  201 ;  29  Fed.  Rep. 
853. 
Appeal. 

That  from  a  decision  of  an  examiner 
that  no  interference  exists,  and  that 
those  declared  must  be  dissolved,  an 
appeal  lies  to  the  Commissioner,  see 
Von  Welsbach  if.  Lungren  (1889), 
48  O.  G.  537. 


That  no  appeal  lies  to  the  Commis- 
sioner from  a  decision  of  the  examiner 
on  a  motion  to  dissolve  an  interference 
involving  the  right  of  one  of  the  par- 
ties to  make  the  Claim  in  issue,  the 
Commissioner  having  no  direct  juris- 
diction over  that  question,  see  Steward 
V.  Ellis  (1889),  49  O.  G.  1983. 

That  an  appeal  may  be  signed  by 
the  attorney  nunc  pro  tunc,  see  Pitney 
V.  Smith  (1889),  49  O.  G.  129. 

That  the  statement  of  the  reasons 
for  appeal  on  an  interference  is  no 
part  of  the  appeal  itself  and  if  omitted 
or  defective  the  appeal  may  still  be 
valid,  and  the  statement  afterward 
supplied  or  amended,  see  Pitney  v. 
Smith  (1889),  49  O.  G.  129. 

That  where  an  appeal  is  seasonably 
taken  the  Commissioner  cannot  decide 
that  it  is  taken  for  purposes  of  delay, 
see  Pitney  v.  Smith  (1889),  49  O.  G. 
129. 

Bill  for  Patent  by  Defoated  Party. 

That  the  issue  of  a  patent  to  the 
party  prevailing  in  an  interference 
cannot  be  dekyed  by  the  filing  of  a 
bill  in  equity  by  the  defeated  party, 
see  Wells  v.  Boyle  (1888),  43  O.  G. 
752. 

That  the  unreasonable  delay  of  one 
applicant  in  pursuing  his  rights  can- 
not operate  to  delay  action  on  contest- 
ing applicants,  see  Ex  parte  Lombard 
(1888),  43  O.  G.  1347. 

in  VJUTIOV. 

That  the  application  of  a  natural 
force  may  be  a  patentable  invention, 
see  Celluloid  Mfg.  Co.  v.  Frederick 
Crane  Chemical  Co.  (1888),  36  Fed. 
Rep.  110. 

That  an  invention  reached  by  taking 
the  one  step  in  advance  toward  which 
the  art  was  tending  is  new  and  patent- 
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WlMn  Declared. 

That  an  interferenoe  will  be  de- 
clared with  an  unexpired  patent  only 
when  the  applicant  has  been  rejected 
on  that  specific  patent,  see  Ex  parte 
Boyer  (1889),  49  0.  G.  1985. 

Patent  Granted  pending  Interference. 

That  a  patent  issued  pending  a  rival 
application  is  treated  as  an  application 
also,  see  Ex  parte  Boyer  (1889),  49 
O.  6.  1985 ;  Bechman  v.  Johnson 
(1889),  48  O.  a  673. 
Patentee,  how  far  a  Party. 

That  a  patentee  has  no  interest  in 
an  interference  proceeding  after  the 
question  whether  the  applicant  shall 
Lave  a  patent  is  determined,  see 
Beardslee  v,  Moeslein  (1889),  46 
O.  Q.  1640. 
Priority  of  Application. 

That  an  earlier  application  cannot 
benefit  the  junior  party  to  an  interfer- 
ence unless  it  appear  on  its  face  or  \& 
proved  by  evidence  to  have  been  filed 
by  the  same  applicant,  see  Oliver  v. 
Everitt  (1889),  49  O.  G.  731. 
Dissolution. 

That  a  motion  to  dissolve  an  inter- 
ference cannot  be  based  on  any  thing 
except  the  application,  see  Eaure  v. 
Bradley  (1888),  44  0.  G.  946. 

That  an  interference  will  not  be 
dissolved  for  irregularity  unless  it 
would  defeat  the  purpose  of  the  inter- 
ference, see  Steward  v.  Ellis  (1889), 
49  0.  G.  1983. 

That  if  a  decision  on  a  motion  to 
dissolve  an  interference  rests  on  the 
merits,  and  not  on  the  question  whether 
an  interference  exists  or  whether  the 
proceedings  are  so  begun  that  this 
question  can  be  decided,  no  appeal 
lies  to  the  Commissioner,  see  Manny 
V.  Easley  (1889),  48  O.  G.  638. 

That  an  interference  may  be  dis- 


solved on  the  ground  of  non-patentft- 
bility  and  the  case  remanded  after  the 
time  fixed  by  the  rules  where  circum- 
stances demand  it,  even  though  the 
same  questions  had  been  fully  can- 
vassed by  the  examiner  before  the 
interference  was  declared,  see  Key- 
nolds  V  Haberman  (1889),  49  O.  G. 
130. 
Evidence ;  Witnessec ;  Burden  of  Proof 

That  the  matter  of  taking  testimony 
for  use  in  the  Patent  Office  in  inter- 
ference cases  is  controlled  by  the  Fed- 
eral Court  of  the  district  where  the 
evidence  is  taken,  not  by  the  Com- 
missioner, see  Wright  v  Daggett 
(1888),  44  O.  G.  943;  Osgood  v. 
Badger  (1888),  44  O.  G.  1065. 

That  depositions  taken  for  the  in- 
terference hearing  between  parties 
substantially  the  same  may  be  used 
in  court  on  a  suit  to  annul  if  the  same 
evidence  cannot  be  retaken,  see  Clow 
v.  Baker  (1888),  36  Fed.  B^p.  692. 

That  evidence  of  foreign  invention 
is  not  admissible  in  an  interference 
unless  it  be  a  publication  or  a  patent, 
see  Green  v.  Hall  (1889),  46  O.  G. 
1615. 

That  husband  and  wife  are  not  com- 
petent witnesses  for  or  against  each 
other  in  the  Patent  Office,  which  fol- 
lows the  law  of  the  District  of  Colum- 
bia, see  Marsh  v.  Rein  (1888),  43 
O.  G.  1453. 

That  when  a  later  applicant  in  in- 
terference claims  that  the  earlier  cop- 
ied the  invention  from  his,  and  that 
he  is  the  true  inventor  and  was  using 
reasonable  diligence  in  reducing,  he 
has  the  burden  of  proof  and  must  es- 
tablish  his  claim  by  a  fair  preponder- 
ance of  legal  evidence,  see  Wherry  p. 
Heck  (1889),  49  O  G.  659. 

That  on  an  interference  between  an 
application  and  a  patent,  the  evidence 
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mnst  be  sufficient  to  overthrow  the 
patent  in  the  courts  or  obtain  its  repeal, 
see  Beach  v.  Fowler  (1889),  48  O.  6. 
821. 

Bshearing. 

That  a  Commissioner  may  rehear  an 
interference  case  already  decided  by 
his  predecessor  in  office,  see  Daniels  v. 
Morgan  (1889),  47  O.  Q.  811. 

That  manifest  error  in  law  is  ground 
for  a  rehearing  in  the  Patent  Office,  see 
Green  v.  Hall  (1S89),  47  O.  G.  1631. 

That  after  judgment  in  interference 
a  party  who  neglected  to  prepare  and 
try  his  case  cannot  have  a  rehearing, 
see  Beardslee  v.  Mocslein  (1889),  46 
O.  G.  1640. 

That  motions  for  a  rehearing  by  dif- 
ferent parties  to  an  interference  should 
all  be  made  and  heard  together,  see 
Green  v.  HaU  (1889),  47  O.  G.  813. 

XfliMt  of  Judgment. 

That  a  judgment  in  interference 
concludes  the  issues  according  to  the 
construction  put  upon  them  by  the 
oourt,  and  parties  who  acquiesce  in 
such  judgment  cannot  be  allowed 
afterward  to  claim  for  it  a  different 
effect,  see  JBr  parte  Gray  (1889),  46 
O.  G.  1277. 

That  the  examiner  is  condnded  by 
a  judgment  in  interference,  see  2Sr 
parte  Booth  (1889),  49  O.  G.  1841. 

That  a  party  to  an  interference  may 
subsequently  deny  patentability  in  the 
courts,  see  HoUiday  o.  Pickhardt 
(1887),  24  BUtch.  201 ;  29  Fed.  Bep. 
853. 
Appeal. 

That  from  a  decision  of  an  examiner 
that  no  interference  exists,  and  that 
those  declared  must  be  dissolved,  an 
appeal  lies  to  the  Commissioner,  see 
Von  Welsbach  v,  Lungren  (1889), 
48  O.  G.  537. 


That  no  appeal  lies  to  the  Commis- 
sioner from  a  decision  of  the  examiner 
on  a  motion  to  dissolve  an  interference 
involving  the  right  of  one  of  the  par- 
ties to  make  the  Claim  in  issue,  the 
Commissioner  having  no  direct  juris- 
diction over  that  question,  see  Steward 
V,  Ellis  (1889),  49  O.  G.  1983. 

That  an  appeal  may  be  signed  by 
the  attorney  nunc  pro  tunc,  see  Pitney 
o.  Smith  (1889),  49  O.  G.  129. 

That  the  statement  of  the  reasons 
for  appeal  on  an  interference  is  no 
part  of  the  appeal  itself  and  if  omitted 
or  defective  the  appeal  may  still  be 
valid,  and  the  statement  afterward 
supplied  or  amended,  see  Pitney  v. 
Smith  (1889),  49  O.  G.  129. 

That  where  an  appeal  is  seasonably 
taken  the  Commissioner  cannot  decide 
that  it  is  taken  for  purposes  of  delay, 
see  Pitney  v.  Smith  (1889),  49  O.  G. 
129. 

Bill  for  Patent  by  DefBatad  Party. 

That  the  issue  of  a  patent  to  the 
party  prevailing  in  an  interference 
cannot  be  delayed  by  the  filing  of  a 
bill  in  equity  by  the  defeated  party, 
see  Wells  v.  Boyle  (1888),  43  O.  G. 
752. 

That  the  unreasonable  delay  of  one 
applicant  in  pursuing  his  rights  can- 
not operate  to  deby  action  on  contest- 
ing applicants,  see  Ex  parte  Lombard 
a888),  43  0.  G.  1347. 

in  VJUTIOV. 

That  the  application  of  a  natural 
force  may  be  a  patentable  invention, 
see  Celluloid  Mfg.  Co.  v.  Frederick 
Crane  Chemical  Co.  (1888),  36  Fed. 
Rep.  110. 

That  an  invention  reached  by  taking 
the  one  step  in  advance  toward  which 
the  art  was  tending  is  new  and  patent- 
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able,  see  Anilin  v,  LeTinstem  (1887), 
L.  R.  la  App.  710. 

That  the  idea  of  a  method  of  solici- 
ting  custom  is  not  an  inyention,  see 
Bristol  V.  Equitable  Life  Assurance 
Soc.  (1889),  53  Hun  (N.  Y.),  161. 

lAVXHTiVE  ACT. 
OiseoTery,  InventlTe  Skill. 

That  discovery  is  essential  to  pat- 
entability as  well  as  novelty  and  util- 
ity, see  Ex  parte  Devin  (1S88),  45 
O.  G.  709 ;  Ex  parte  Gifford  (1888), 
45  O.  G.  1457. 

That  an  invention  must  be  the  pro- 
duct of  an  original  conception,  not 
merely  the  carrying  forward  of  an 
original  idea  in  degree,  nor  combin- 
ing old  devices  without  a  new  mode 
of  operation,  see  Burt  v.  Every  (1890), 
133  U.  S.  349. 

That  inventive  skUl  implies  more 
than  change  of  form,  proportion,  de- 
gree, use,  or  arrangement,  see  Wors- 
wick  Mfg.  Co.  V.  City  of  Kansas  (1889), 
88  Fed.  Rep.  239. 

That  inventive  skill  requires  thought, 
mechanical  skill  does  not,  see  Butler 
o.  Bainbridge  (1886),  34  Blatch.  163. 

That  an  inventor  must  perceive  and 
be  able  to  reproduce  his  invention  and 
to  communicate  it  to  others,  see  Mc- 
Donough  V,  Gray  (1889),  46  O.  G. 
1245. 
Svidenoe  of  Inventive  Skill. 

That  coincidence  in  the  conclusions 
of  two  or  more  alleged  inventors  indi- 
cates mechanical  rather  than  inventive 
skill,  see  Falls  Rivet  Co.  v.  Wolfe 
(1889),  40  Fed.  Rep.  465. 

That  Mure  to  produce  a  long- 
needed  and  instantly  accepted  means 
shows  that  when  produced  it  resulted 
from  inventive  skill,  see  Celluloid  Mfg. 
Co.  v.  American  Zybnite  Go.  (1888), 
35  Fed.  Rep.  301. 


That  a  different  and  beneficial 
suit,  improving  and  cheapening  tiie 
product,  indicates  that  the  change  in 
the  mode  of  production,  which  others 
were  interested  to  discover  but  the  pat- 
entee alone  did  discover,  involved  in- 
ventive skill,  see  Zinsser  v.  Kremer, 
(1889),  39  Fed.  Rep.  Ill;  48  O.  a 
114. 

That  the  immediate  adoption  of  a 
means  which  supplies  a  long  felt  want 
indicates  novelty,  see  United  Nickel 
Co.  p.  California  Electrical  Works 
(1885),  11  Sawyer,  250;  25  Fed. 
Rep.  475. 

That  acceptance  by  the  public  b 
evidence  of  patentability,  see  Tondeur 
V,  Chambers  (1889),  37  Fed.  Rep. 
333 :  46  O.  G.  1110. 

That  public  acceptance  indicates 
inventive  skill,  see  Shipman  Engine 
Co.  r.  Rochester  Tool  Works  (1888), 
44  O.  G.  1067. 

That  a  device  is  so  useful  as  to  ob- 
tain immediate  public  recognition  in- 
dicates that  if  inventive  skill  were  not 
needed  to  produce  it,  it  would  have 
before  been  in  use,  see  Guarantee 
Trust  and  Sale  Deposit  Co.  v.  New 
Haven  Gas  Light  Co.  (1889),  39  Fed. 
Rep.  268 ;  48  O.  G.  1661. 

That  acceptance  by  the  public  and 
its  late  production  when  long  needed 
shows  inventive  skill,  see  Stegner  v. 
Blake  (1888),  36  Fed.  Rep.  183;  45 
O.  G.  126. 

That  immediate  acceptance  by  tlie 
public  is  better  evidence  of  invention 
than  the  opinions  of  experts  and  judges, 
see  Palmer  v.  Johnston  0^88),  34 
Fed.  Rep.  336;  43  O.  G.  758. 

Inventor. 

That "  one  who  seeks  to  enforce  the 
rights  secured  by  a  patent  is  an  Ish- 
maelite,  —  his  baud  against  every  one, 
and  every  one's  hand  against  himy 
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see  Underwood  o.  Gerber  (1889),  37 
Fed.  Rep.  682 ;  48  0.  G.  116. 

That  the  earliest  reducer  is  favored 
bj  the  law,  see  Green  v.  Hall  (1889), 
46  O.  a  1516. 

Joint  Inventozt. 

That  the  burden  of  proof  b  on 
an  employer  claiming  joint  inrention 
against  the  sole  patent  of  the  em- 
ployee, see  Locke  v.  Lane  &  Bodley 
Go.  (1888),  35  Fed.  Hep.  289. 

That  one  of  two  joint  patentees  may 
afterward  file  a  sole  application  and 
have  an  interference  declared  with  the 
joint  patent,  and  is  not  estopped  by 
his  former  joint  oath  nor  barred  by  a 
previous  assignment,  sinoe  the  as- 
signees would  become  the  owners  of 
the  sole  patent  when  granted,  see 
Kohler  v.  Kohler  (1888),  43  O.  G. 

247. 

That  a  sole  applicant  is  not  estopped 
by  his  sworn  preliminary  statement, 
when  previously  one  of  two  joint  ap- 
plicants, nor  by  his  testimony  then 
offered  as  to  the  date  of  public  use, 
that  question  not  being  in  issue,  see 
Mead  o.  Brown  (1889),  48  O.  G.  397. 

That  the  testimony  of  one  of  two 
joint  patentees  and  alleged  joint  in- 
ventors that  he  was  in  fact  a  sole 
inventor  is  neutralized  by  his  former 
oath  taken  to  obtain  the  patent,  see 
Schlicht  &  Field  Co.  v.  Chicago  Sew- 
ing-Machine  Co.  (1888),  36  Fed.  Eep. 
585 ;  46  O.  G.  1394. 

JITBOIESHTS. 
Supreme  Court 

That  decisions  of  the  Supreme  and 
Circuit  Courts  will  be  followed  where 
there  is  no  new  evidence,  see  American 
Bell  Telephone  Co.  v.  Wallace  Elec- 
tric TeL  Co.  (1889),  37  Fed.  Bep. 
672. 

VOL.  m. — 47 


That  a  judgment  of  the  Supreme 
Court  may  be  departed  from  when  the 
facts  are  different,  see  American  Boll 
Telephone  Co.  v.  Southern  Telephone 
Co.  (1888),  34  Fed.  Rep.  795. 

That  prior  judgments,  even  of  the 
Supreme  Court,  between  other  parties 
and  on  other  hcts  may  be  departed 
from,  see  Worswick  Mfg.  Co.  v.  City 
of  Kansas  (1889),  38  Fed.  Eep.  239. 

Cirouit  Ckinrti- 

That  a  judgment  in  the  same  circuit 
by  another  judge,  with  the  same  par- 
ties and  the  same  issues,  will  be  fol- 
lowed, see  Heysiuger  v,  Bx>uss  (1889), 
40  Fed.  Bep.  584. 

That  comity  requires  a  judgment  in 
a  co-ordinate  court  in  favor  of  validity 
to  be  followed  where  issues  and  evi- 
dence are  the  same,  see  Hancock  In- 
spirator Co.  V.  Regester  (1888),  35 
Fed.  Bep.  61;  Hammerschlag  Mfg. 
Co.  V.  Spalding  (1888),  35  Fed.  Bep. 

67. 

That  one  Circuit  court  will  not  re- 
verse its  own  decbions  out  of  defer- 
ence to  comity  toward  another,  though 
it  might  have  followed  such  other  had 
its  judgment  been  previously  known, 
see  Consolidated  Boiler  Mill  Co.  o. 
George  T.  Smith  Middlings  Purifier 
Co.  (1889),  40  Fed.  Bep.  305. 

That  the  comity  of  courts  does  not 
require  a  decision  to  be  followed  after 
the  Supreme  Court  has  defined  more 
strictly  the  points  by  which  the  court 
was  g^ded,  see  Bubber  &  Celluloid 
Harness  Trimming  Co.  v,  India  Bub- 
ber Comb  Co.  (1888),  44  O.  G.  343. 

That  the  decision  of  oo.ordinate 
courts  that  the  re-issue 'does  not  de- 
part from  the  original  will  be  followed 
on  a  motion  for  an  injunction,  see 
Putnam  v.  Keystone  Bottle  Stopper 
Co.  (1889),  38  Fed.  Bep.  234;  48 
O.  G.  113. 
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Buproma  Court  of  D«  C. 

That  the  judgments  of  the  Supreme 
Court  of  the  District  of  Columbia  in 
patent  cases  are  entitled  to  great  re- 
spect, see  Shannon  v.  Bruuner  (1887), 
33  Fed.  Rep.  289 ;  41  O.  Q.  697. 

Patont  Offioo. 

That  an  interference  decision,  con- 
cludes the  parties  as  to  priority  even 
in  the  courts,  but  does  not  prevent 
the  defeated  party  from  denying  valid- 
ity on  other  grounds,  see  Lyon  v. 
Donaldson  (1888),  34  Ted.  Rep.  789. 

That  a  judgment  in  interference  is 
no  proof  of  validity  and  does  not  war- 
rant an  injunction,  see  Dickerson  v. 
De  La  Vergne  Refrigerating  Mach. 
Co.  (1888),  35  Fed.  Rep.  143.  See 
the  above  case  as  to  the  value  of  in- 
terierence  decisions  generally. 

Botween  Other  Parties. 

That  a  decree  finding  a  patent  in- 
valid is  not  a  judgment  in  rem  and 
does  not  prevent  the  plaintiff  from 
suing  another  defendant  and  establish- 
ing his  patent  on  the  same  or  further 
evidence,  see  Consolidated  Roller-Mill 
Co.  V.  George  T.  Smith  Middlings  Pu- 
rifier Co.  (1889),  40  Fed.  Rep.  305. 

On  Other  Issues. 

That  a  judgment  sustaining  a  pat- 
ent for  a  certain  form  or  degree  of  an 
invention  raises  a  presumption  of  valid- 
ity only  as  to  that  form  or  degree,  see 
Cary  v.  Miller  (1888),  34  Fed.  Rep. 
392. 

On  the  Same  Evidonoo. 

That  where  a  patent  has  been  twice 
sustained  against  a  defence  of  public 
use  the  judgments  will  be  followed 
unless  new  facts  are  shown,  see  Si- 
monds  Counter  Mach.  Co.  v.  Knox 
(1889),  39  Fed.  Rep.  702. 


JUDICIAL  SALE. 

That  a  patent  cannot  be  taken  on 
execution  in  a  suit  at  law,  though 
special  proceedings  under  State  stat- 
utes may  subject  them  to  the  claims 
of  creditors,  see  Wilson  v.  Martin- 
Wilson  Fire  Alarm  Co.  (1889),  149 
Mass.  24. 

That  a  license  under  a  patent  may 
be  taken  on  execution  by  the  licensor 
and  sold  to  satisfy  a  judgment  against 
the  licensee,  see  Matthews  r.  Green 
(1884),  17  Phila.  540. 

That  where  the  owner  of  a  patent  con- 
ceals or  withholds  it  from  his  creditors 
it  is  a  fraud  for  which  he  may  be  sued 
and  his  body  taken  on  execution,  see 
Keene,  petitioner  (1886),  15  R.  L 
294. 

That  a  judgment  debtor  may  be 
compelled  by  equity  to  assign  his  pat- 
ent to  the  creditor,  see  Clan  Ranald 
V.  Wyckoff  (1877),  41  Sup.  Ct.  (N.  Y.), 

527. 

That  a  State  has  power  to  enact 
that  the  pat.ents  of  the  insolvent  shall 
vest  in  his  assignee,  and  the  assignee 
may  invoke  the  aid  of  equity  to  com- 
pel the  execution  of  the  necessary 
conveyance  by  the  insolvent,  see  Bar- 
ton V.  White  (1887),  144  Mass.  281. 

JTJBIBDICnOE. 
Law  and  Equity. 

That  a  patentee  may  sue  either  in 
equity  or  at  law  according  to  the 
nature  of  the  relief  demanded,  see 
Wise  0.  Grand  Avenue  R.  R.  O). 
(1888),  33  Fed.  Rep.  277. 

That  a  patentee  having  a  right  to  an 
injunction  may  sue  in  equity  for  it  and 
an  accounting,  or  at  law  for  damages 
measured  by  license  fee,  see  Bragg  o. 
City  of  Stockton  (1886),  11  Sawyer, 
597;  27  Fed.  Rep.  509. 

That  a  bill  for  an  injunction  and 
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accoant  may  be  entertained  in  equity 
though  the  patent  has  but  a  few  weeks 
to  run,  see  Kittle  v.  Rogers  (1887), 
33  Fed.  Rep.  49. 

That  equity  will  take  cognizance  of 
a  suit  brought  long  enough  before  the 
patent  expires  to  enable  equity  relief 
to  be  granted,  see  Singer  Mfg.  Co.  v. 
Wilson  Sewing  Mach.  Co.  (1889),  38 
Fed.  Rep.  586. 

That  where  equity  will  order  a  final 
injunction  it  may  also  direct  an  ac- 
count of  damages  and  profits,  see  As- 
bestine Tiling  &  Mfg.  Co.  v.  Hepp 
(1889),  39  Fed  Rep.  324 ;  49  0.  G. 
413. 

That  equity  has  jurisdiction  of  a  bill 
filed  to  ascertain  and  administer  the 
rights  of  the  parties  under  a  contract 
coucerning  the  use  of  patented  inven- 
tions, see  Reese's  Appeal  (1888),  122 
Pa.  St.  393. 

That  equity  has  jurisdiction  of  an 
action  by  a  licensor  to  obtain  an  ac- 
count of  royalties  from  his  licensee 
and  an  injunction  against  unlicensed 
uses  of  the  invention,  see  Ball  Glove 
Fastening  Co.  v.  Ball  &  Socket  Fas- 
tener Co.  (1888),  36  Fed.  Rep.  309. 

That  equity  has  jurisdiction  to  en- 
join a  licensee  who  repudiates  the 
license,  conspires  against  the  licensor, 
and  still  uses  the  patented  invention, 
see  Hat  Sweat  Mfg.  Co.  v.  Porter 
(1888),  34  Fed.  Rep.  745 ;  44  O.  G. 
1070 

That  equity  has  no  jurisdiction  over 
a  suit  by  a  licensee  in  the  name  of  the 
patentee  for  damages  for  past  infringe- 
ments, see  Ulman  v.  Chickering  (1888), 
83  Fed.  Rep.  582. 

That  an  objection  to  equity  juris- 
diction on  the  ground  that  the  remedy 
at  law  is  adequate  must  be  taken  by 
demurrer,  plea,  or  answer,  and  not  at 
the   final   hearing,   see   Consolidated 


Roller-Mill  Co.  v.  Coombs  (1889),  39 
Fed.  Rep.  25 ;  48  0.  G.  255. 

Federal  Courts. 

That  the  act  of  March  3, 1887,  does 
not  repeal  the  provisions  of  the  Re- 
vised Statutes  conferring  jurisdiction 
of  patent  cases  on  the  Federal  courts 
irrespective  of  the  amount  in  dispute, 
see  Miller-Magee  Co.  v.  Carpenter 
(1888),  34  Fed.  Rep.  433;  43  O.  G. 
1118. 

That  a  suit  to  prevent  the  making 
and  selling  of  patented  articles,  what- 
ever its  apparent  form  or  purpose,  is 
within  the  exclusive  jurisdiction  of  the 
Federal  courts,  see  Kayser  v,  Arnold 
(1886),  41  Hun  (N.  Y.),  275. 

That  questions  iuvolving  the  legal 
validity  of  a  patent  cannot  be  consid- 
ered by  a  State  court,  see  Nichols  v. 
Marsh  ^1886),  61  Mich.  509. 

That  an  action  on  a  license  in  which 
the  validity  and  infringement  of  a 
patent  are  put  in  issue  by  the  plead- 
ings is  a  patent  case  of  which  the 
Federal  courts  have  jurisdiction,  see 
St.  Paul  Plow  Works  v.  Starling 
(1888),  127  U.  S.  376;  43  O.  G. 
1350. 

That  a  controversy  between  parties 
claiming  under  different  patents  and 
involving  the  scope  of  either  patent  is 
within  the  exclusive  jurisdiction  of  the 
Federal  courts,  see  Garver  v.  Bement 
(1888),  69  Mich.  149. 

Btata  Courts. 

That  an  action  on  contract  is  not 
within  Federal  jurisdiction,  see  Dale 
Tile  Mfg.  Co.  V.  Hyatt  (1888),  125 
U.  S.  46;  43  O.  G.  249;  Felix  v. 
Schamweber  (1888),  125  U.  S.  54; 
43  O.  G.  251. 

That  a  case  based  entirely  on  con- 
tract is  not  a  patent  case  within  the 
jurisdiction  of  the  Federal  courts,  see 
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Brooklyn  Watch  GiB»e  Co.  v.  Leacb 
(1888),  S5  Fed.  Rep.  S ;  Williams  v. 
Star  Sand  Co.  (1888),  35  Fed.  Eep. 
369. 

That  State  courts  have  jurisdiction 
of  actions  arising  out  of  express  con- 
tracts though  patent  rights  may  come 
in  question,  see  Creighton  v,  Haggerty 
(1884),  50  Sup.  Ct.  (N.  Y.)  9. 

That  a  State  court  may  decide  ques- 
tions  as  to  the  title  to  letters-patent 
but  cannot  enjoin  a  party  from  suing 
for  infringement  in  the  Federal  courts, 
see  Cbilds  o.  TuUle  (1889),  54  Hun 
(N.  Y),  57. 

That  tlie  State  courts  may  take  cog- 
nisance of  an  action  to  enforce  a  con- 
tract relating  to  a  patent,  pending  an 
infringement  suit  between  the  same 
parties  in  the  Federal  court,  see  Nich- 
ols V.  Marsh  (1886),  61  Mich.  509. 

That  an  action  demanding  the  as- 
signment of  a  patent  and  damages  is 
not  a  patent  case  within  the  jurisdic- 
tion of  the  Federal  courts,  see  Wren 
V.  Anain  (1888),  34  Fed.  Rep.  435. 

That  State  courts  have  jurisdiction 
of  actions  by  licensors  to  recover  roy- 
alties, see  Hubbard  v.  Allen  (1889), 
123  Pa.  St.  198. 

Tliat  the  Federal  courts  have  no 
jurisdiction  where  the  sole  question  at 
bsue  is  the  forfeiture  of  a  license, 
though  the  suit  is  brought  for  in- 
fringement and  the  State  courts  have 
refused  to  entertam  it,  see  McCarty  & 
Hall  Trading  Co.  v.  Glaenzer  (1887), 
84  Bktch.  269. 

That  the  Federal  courts  have  no 
jurisdiction  of  an  action  to  construe 
a  license,  and  determine  whether  the 
licensee  has  complied  with  it,  and  if 
not  whether  the  non-compliance  works 
a  forfeiture,  see  Densmore  o.  Three  Riv- 
ers Mfg.  Co.  (1889),  38  Fed.  Rep.  747. 

That  State  courts  have  jurisdiction 


of  a  bill  in  eqnify  to  enjoin  the  defend- 
ant from  slander  of  the  plaintiff's  in- 
▼ention^  see  Flint  v.  Hutchinsoa 
Smoke  Bnmer  Co.  (1889),  38  Fed. 
Rep.  546. 

Court  of  Claims. 

That  the  Court  of  Claims  has  juris- 
diction over  claims  of  patentees  for 
the  use  of  their  inventions  by  the 
United  States  with  their  consent,  see 
United  States  v.  Palmer  (1888),  128 
U.  8.  262. 

That  the  Court  of  Claims  has  no 
jurisdiction  of  a  suit  for  the  use  of  an 
invention  by  the  government  unless 
the  facts  imply  a  contract,  see  Schill- 
inger  v.  United  States  (1889),  24  a. 
of  Claims  278;  Forehand  v.  United 
States  (1888),  23  Ct.  of  Claims  477. 

Loeal  Jnrisdiotlon. 

That  a  defendant  cannot  be  sued 
outside  his  own  district  under  the  Act 
of  1887  unless  he  consents,  and  if  he 
appears  specially  and  demurs  ihe  biU 
must  be  dismissed,  see  Halstead  «. 
Manning  (1888),  44  0.  G.  344. 

That  a  corporation  cannot  be  sued 
for  infringement  outside  the  State  of 
its  creation  merely  because  its  facto- 
ries are  located  and  its  business  con- 
ducted by  agents  in  the  district  of 
suit,  see  Preston  v.  Fire  Extinguisher 
Mfg.  Co.  0888),  46  O.  6.  124. 

That  an  objection  to  local  jonadic- 
tion  may  be  made  by  demurrer  or  by 
motion  to  dismiss,  see  Miller-Magee 
Co.  V.  Carpenter  (1888),  84  Fed.  Rep. 
433;  43  0.  G.  1118. 

That  want  of  local  jurisdiction  under 
the  Acts  of  1887-^8,  can  be  waived 
by  appearance,  see  McBride  p.  Grand 
de  Tour  Plow  Co.  (1889),  40  Fed. 
Rep.  162 ;  Morrison  v.  Canton  Surgi- 
cal &  Dental  Chair  Co.  (1889),  49 
O.  G.  733. 


APPENDIX. 


T41 


That  equity  will  enjoin  against  ma- 
licious public  threats  to  sue  a  pat- 
entee's  vendees,  but  in  such  suit  will 
not  pass  on  the  validity  of  the  patent, 
see  Emack  v.  Kane  (1888),  U  Fed. 
Bep.  46. 

That  a  patentee  will  not  be  enjoined 
from  notifying  an  infringer's  customers 
that  he  wiQ  sue  them  for  the  use  of 
the  invention,  see  Tuttle  0.  Matthews 
(1886),  24  BlatcL  16. 

UCEVn  SXPBI88. 
What  is. 

That  however  exclusive  the  right 
conveyed  and  however  unlimited  the 
territory,  if  it  leaves  any  interest  in 
the  monopoly  in  the  patentee  within 
the  territory  defined,  it  is  a  mere  li- 
cense, see  Tuttle  v.  La  Dow  (1889), 
64  Hun  (N.  Y.),  149. 

That  an  agreement  not  to  sue  fo|r 
future  infringements  on  payment  of 
certain  royalties  is  in  effect  a  license, 
and  the  licensor  cannot  treat  the  li- 
censee as  an  infringer  merely  because 
the  royalties  are  not  paid,  see  Siebert 
Cylinder  Oil  Cup  Co.  v.  Detroit  Lubri- 
cator Co.  (1888),  34  Fed.  Eep.  216. 

Bzelnsive  Lioense. 

That  an  exclusive  license  is  a  leave 
to  do  a  thing  and  a  contract  not  to 
allow  any  one  else  to  do  it,  but  confers 
no  interest  in  the  thing  and  gives  the 
licensee  no  right  to  sue  in  his  own 
name,  see  Heap  v.  Hartley  (1889), 
L.  R.  42  Ch.  D.  461. 

lioense  to  Vso. 

That  where  an  express  Ucense  ac- 
companies the  sale  of  a  patented  arti- 
cle, the  vendee  is  bound  by  the  scope 
of  the  license,  see  Morgan  Envelope 
Co.  V.  Albany  Perforated  Wrapping 
Paper  Co.  (1889),  40  Fed.  Rep.  577. 


That  the  right  of  a  licensed  user 
before  patent  to  use  the  devices  after 
patent  extends  to  improvements  on 
the  devices,  see  Campbell  9.  City  of 
New  York  (1888),  35  Fed.  Rep.  504; 
44  0.  G.  1185. 

That  the  licensee  of  a  machine  can 
repair  it  or  replace  parts,  if  its  iden- 
tity is  not  destroyed,  see  Young  v. 
Foerster  (1889),  87  Fed.  Rep.  203; 
47  O.  G.  1353. 

That  each  member  of  a  machine 
may  be  covered  by  a  different  patent^ 
and  the  replacing  of  one  member  may 
then  be  an  infringement,  see  Singer 
Mfg.  Co.  V.  Springfield  Foundry  Co. 
(1888)  34  Fed.  Rep.  393. 

Lioonso  to  Boll. 

That  the  exclusive  licensee  of  a 
grantee  cannot  sell  the  invention  out- 
side the  granted  territory,  see  Hatch 
V.  Hall  (1887),  24  BUtch.  355. 

Covenant  to  Buppross  Infringomonts. 

That  the  contract  of  a  licensor  to 
prevent  infringements  binds  him  to 
act  with  reasonable  promptness,  see 
Fomcrook  Mfg.  Co.  v.  Iron. Works 
(1886),  63  Mich.  195. 

That  a  licensor  fulfils  his  stipula- 
tion to  defend  his  licensee  if  he  pro- 
tects him  in  any  manner,  see  Covell  v. 
Bostwick  (1889),  39  Fed.  Rep.  421. 

That  a  covenant  of  the  licensee  to 
aid  the  licensor  in  suppressing  infringe- 
ments is  binding  upon  him  though  he 
ceases  to  enjoy  the  license,  and  his  sale 
of  his  business  to  a  known  intended 
infringer  is  a  breach  of  the  covenant, 
see  Washburn  ft  Moen  Mfg.  Co.  v. 
Southern  Wire  Co.  (1889),  37  Fed. 
Rep.  428. 

Assignability. 

That  a  mere  license  is  not  assigna- 
ble unless  it  contains  express  words 
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to  that  effect,  see  Tuttle  v.  La  Dow 
(1889),  54  Hun  (N.  Y.),  149. 

That  the  receiver  of  a  firm  may  sell 
its  assets  though  they  consist  of  in- 
ventions made  under  patents  owned 
by  a  member  of  the  firm,  see  Montross 
V.  Mabie  (1887),  24  Blatch.  282 ;  41 
O.  G.  931. 

That  a  license  to  a  partnership  does 
not  enure  to  a  corporation  formed  by 
the  copartners,  nor  is  it  assignable  to 
them  in  their  corporate  capacity,  see 
Locke  V.  Lane  &  Bodley  Co.  (1888), 
35  Fed.  Rep.  289. 

Lioense  to  Common  Carrier. 

That  where  the  owner  of  a  patent 
grants  a  license  for  the  public  use  of 
the  invention  to  a  common  earner  he 
cannot  restrict  its  benefits  to  any  frac- 
tion of  the  public,  see  Commercial 
Union  Telegraph  Co.  v.  New  England 
Telephone  Co.  (1888),  61  Vt.  241. 

Estoppel  of  Lioensee. 

That  a  licensee  cannot  defend  by 
attacking  the  patent  while  receiving 
its  benefits,  see  Hyatt  v.  Ingalls(1883), 
49  Sup.  Ct.  (N.  Y.)  375. 

That  a  licensee  enjoying  the  benefit 
of  his  license  must  pay  his  license  fee 
until  eviction,  and  a  liability  to  dam- 
ages which  the  licensor  assumes  is  not 
such  eviction,  see  Covell  i^.  Bostwick 
(1889),  39  Fed.  Rep  421. 

That  a  licensee  cannot  defend  a  suit 
for  royalties  on  the  ground  that  the 
licensor  has  granted  licenses  at  lower 
rates  to  other  persons  unless  there 
was  some  agreement  to  the  contrary 
in  the  lioense,  or  on  the  ground  that 
the  patent  is  iuvalid  unless  there  has 
been  an  eviction,  see  McKay  t?.  Smith 
(1889),  39  Fed.  Rep.  556. 

That  a  licensee  to  sell  is  not  estopped 
to  deny  validity  after  his  license  ex- 
pires, see  H.  Tibbe  &  Son  Mfg.  Co.  v. 


Heineken  (1889),  37  Fed.  Rep.  686; 
47  0.  G.  1221. 

That  where  a  licensee,  in  defence 
to  an  action  for  royalties,  claims  that 
the  patent  is  invalid  on  the  ground  of 
prior  use,  he  must  in  his  notice  or  an- 
swer state  where  and  by  whom  the 
use  was  made,  see  Hat  Sweat  M^. 
Co.  V.  Reinoehl  (1886),  40  Hun 
(N.  Y.),  47. 

LICENSE  DCPLIED. 

Vendees  of  Patentee.  • 

That  the  sale  of  the  patented  article 
by  the  patentee  without  restrictions 
frees  it  from  the  monopoly,  see  Pratt 
V.  Marean  (1888),  25  HI.  App.  516. 

That  after  a  grant  of  territory  by 
the  patentee  his  vendees  of  the  pat- 
ented articles,  with  notice  of  the  grant, 
cannot  use  the  articles  within  that  ter- 
ritory, see  Sheldon  Axle  Co.  p.  Stand- 
ard Axle  Works  (1889),  37  Fed.  Rep. 
789;  48  0.  G.  117. 

That  a  vendee  of  the  patentee  with- 
out  notice  of  a  prior  licensee's  exclu- 
sive rights  in  a  certain  district  may  use 
the  vended  articles  in  such  district, 
see  Heap  v.  Hartley  (1889),  L.  R.  42 
Ch.  D.  461. 

That  purchasers  of  the  interest  re- 
maining in  the  patentee  after  a  grant 
of  territory,  knowing  of  the  grant, 
and  afterward  renouncing  their  inter- 
est, cannot  use  in  the  granted  terri- 
tory articles  bought  of  the  patentee, 
see  Sheldon  Axle  Co.  o.  Standard 
Axle  Works  (1889),  37  Fed.  Rep. 
789;  48  0.  G.  117. 

That  the  vendee  of  a  patented  arti- 
cle acquires  all  the  rights  of  the  vendor, 
and  if  the  vendor  is  licensee  of  the 
owner  of  the  whole  monopoly,  the  ar- 
ticle is  entirely  freed  from  the  monop- 
oly and  may  be  repaired  or  used  by 
the  vendee  or  his  servants  or  sold  by 
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him  to  others,  see  Morgan  Envelope 
Go.  V.  Albany  Perforated  Wrapping 
Paper  Go.  (1889),  40  Fed.  Rep. 
577. 

Vendees  of  Oraatea. 

That  the  vendee  of  a  grantee  has 
no  ri^ht  to  sell  the  article  in  the  way 
of  trade  in  the  territory  of  another 
grantee,  see  Standard  Folding  Bed 
Go.  V.  Keeler  (1889),  37  Fed.  Rep. 
693. 

That  the  vendee  of  a  grant.ee  cannot 
sell  flie  articles  in  course  of  trade  out- 
side the  grantee's  territory,  see  Hatch 
V.  Adams  (1884),  17  Phila,  566. 

That  the  sale  of  a  patented  article 
by  a  grantee  of  the  patent  within  his 
own  territory  carries  the  right  to  )ise 
it  within  territory  owned  by  another, 
though  both  parties  know  that  such  a 
use  is  intended,  see  Hobbie  v.  Jennison 
(1889),  40  Fed.  Rep.  887.  In  decid- 
ing  this  case  the  learned  judge  fol- 
lows Adams  v.  Burke,  17  Wall.  453, 
but  disseuts  therefrom  and  states  the 
converse  and  true  doctrine  in  the 
opinion,  q.  v.  40  Fed.  Rep.  890. 

That  an  agreement  between  two 
joint  owners  to  divide  the  territory 
between  them  and  respect  the  exclu- 
sive rights  of  each  other  is  not  bind- 
ing on  the  subsequent  purchaser  of 
the  patented  article  from  either  with- 
out notice,  and  if  he  bought  without 
restrictions  he  may  use  it  anywhere, 
see  Pratt  v  Marean  (1888),  25  HI. 
App.  516. 

Yendeei  of  Foreign  Patentee. 

That  the  vendee  of  a  lawful  vendor 
abroad  under  a  foreign  patent  cannot 
use  in  the  United  States  without  per- 
mission of  the  domestic  patentee,  see 
Boesch  V.  Graff  (1890),  133  U.  S. 
697 ;  Graff  v.  Boesche  (1887),  33 
Fed.  Rep.  279 ;  13  Sawyer,  17. 


Vendeea  in  OenoraL 

For  a  discussion  of  the  scope  of  an 
implied  license  in  favor  of  the  ven- 
dee of  a  patented  article,  see  Morgan 
Envelope  Go.  v.  Albany  Perforated 
Wrapping  Paper  Go.  (1889),  40  Fed. 
Rep.  577. 

That  the  vendee  of  a  patented  device 
may  use  it  till  it  b  worn  out,  see 
Martha  Washington  Go.  v.  Martien 
(1889),  47  O.  G.  1488. 

Vendee  under  Wrongful  Bale. 

That  judgment  against  the  maker 
and  vendor  without  satisfaction  is  no 
defence  for  the  user,  his  vendee,  see 
Fisher  v.  (Consolidated  Amador  Mine 
Go.  (1885),  11  Sawyer,  190 ;  25  Fed. 
Rep.  201. 

Vendee  before  Patent. 

That  a  patentable  machine  con- 
structed with  the  consent  of  the  in- 
ventor before  patent  is  free  from  the 
monopoly,  see  Wade  v.  Metcalf  (1889), 
129  U.  S.  202. 

Use  in  Employer's  bniinees. 

That  an  exclusive  licensee  under  a 
license  from  an  employee,  whom  he 
knew  to  be  making  and  using  the  in*, 
ventiou  in  the  employer's  factory,  is 
chargeable  with  constructive  notice  of 
the  employer's  rights,  see  Dueber 
Watch-Gase  Mfg.  Go.  v.  Dalzell  (1889), 
38  Fed.  Rep.  597. 

That  an  employee  of  the  govern* 
ment,  inventing  a  device  at  its  ex- 
pense and  engrafting  it  upon  the 
business  in  which  he  is  occupied, 
licenses  the  government  to  use  it 
without  compensation,  and  his  as- 
signee also  takes  subject  to  such 
license,  see  Davis  v.  United  States 
(1888),  23  Gt.  of  Glaims,  329;  Solo, 
mons  V.  United  States  (1886),  21  Gt. 
of  Glaims,  479;  Solomons  v.  United 
States  (1887),  22  Gt.  of  Ghums,  335. 
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Vm  by  Corporatioii  of  Kambn'f  In- 
TeatioB. 

That  where  a  oorporatbn  uses  an 
inyentioii  belonging  to  one  of  its 
officers  with  his  acquiescence  there 
may  be  an  implied  contract  to  pay 
him  a  reasonable  compensation  or  not 
as  the  other  facts  may  indicate,  see 
Deane  v.  Hodge  (1886),  36  Minn.  146. 

LOCATION,  CHAHGE  OF. 

That  to  change  the  location  of  a 
part  without  substantial  change  in  the 
mode  of  operation  or  result  is  not 
invention,  see  Holmes  Electric  Pro- 
tective Co.  V.  Metropolitan  Burglar 
Alarm  Ck).  (1887),  33  Fed.  Eep.  254. 

XAVOTACmrBE. 

That  a  manufacture  is  not  new  be- 
cause produced  in  a  new  way,  see 
Hake  v.  Brown  (1889),  37  Fed.  Rep. 
783 ;  47  0.  G.  1071. 

That  a  product  of  nature  is  not 
patentable  becauae  obtained  or  pre- 
pared  by  a  new  process,  unless  it  is 
substantially  changed  in  character 
thereby,  see  Ex  parts  Latimer  (1889), 
46  0.  G.  1638. 

XATESIALB,  CHAVOE  OF. 

That  a  change  in  material  is  not 
patentable  unless  involving  inventive 
skill,  see  Ex  parts  Odenheimer  (1889), 
49  0.  G.  1693. 

That  change  of  materials,  unless  of 
the  essence  of  the  invention,  is  a  mere 
change  of  form,  see  Brinkerhoff  v. 
Aloe  (1888),  37  Fed.  Rep.  92 ;  46 
O.  G  838. 

That  a  mere  change  of  materials, 
though  improving  the  result,  is  not 
invention,  see  Ex  parte  Krell  (1887), 
44  O.  G.  1504. 

That  the  substitution  of  a  more 
durable  material  performing  no  new 


function  is  not  inyention,  see  J.  L. 
MoU  Iron  Works  v,  Caasidy  (1887), 
24  Blatch.  889. 

That  the  substitution  of  one  mate- 
rial for  another  may  invdve  invention, 
see  Celluloid  Mfg.  Co.  v.  Frederick 
Crane  Chemical  Co.  (1888),  36  Fed* 
Rep.  110. 

That  a  new  material,  made  by  com- 
bining other  materials,  may  be  a  pat- 
entable invention,  see  Celluloid  Mfg. 
Co.  V,  American  Zylonite  Co.  (1888), 
35  Fed  Rep.  417. 

VOTES. 

That  a  S(ate  statute  may  require  a 
note  given  for  a  patent  right  to  state 
that  fact  on  its  face  and  then  make 
the  note  open  to  all  equitable  defences, 
see  Herdic  v.  Roessler  (1888),  109 
N.  T.  127 ;  Herdic  v.  Roessler  (1886> 
39  Hun  (N.  Y.),  198. 

That  a  negotiable  promissory  note, 
fair  on  its  face,  is  valid  in  the  hands 
of  an  innocent  holder  for  value  though 
taken  by  the  payee  in  violation  of  the 
statutes,  see  Tescher  v,  Merea  (1889), 
118  Ind.  586. 

That  a  note  given  for  an  English 
patent  is  not  void  though  the  patent 
be  invalid  for  want  of  novelty,  see 
Chemical  Electric  Light  Co.  v,  How- 
ard (1889),  148  Mass.  352. 

FATSHT. 

That  a  patent  issued  without  the 
signature  of  the  Secretary  has  no  val- 
idity, but  the  omission  may  be  cor- 
rected  and  the  patent  be  thenceforth 
valid,  see  Marsh  v.  Nichols  (1888), 
128  U.  8.  605 ;  46  O.  G.  239. 

That  a  patent  issued  without  the 
signature  of  the  Secretary  is  a  nullity, 
but  the  right  to  a  patent  still  exists 
and  is  assignable,  and  if  the  patent 
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has  been  sold  and  the  defect  subse- 
quently cured,  the  sale  will  not  be  set 
aside,  see  Marsh  o.  Scott  (1888),  125 

in.  114. 

That  a  patent  is'  not  multifarious 
because  it  asserts  that  a  number  of 
different  substances  may  be  used  as 
equivalents,  see  Celluloid  Mfg.  Co.  v, 
Frederick  Crane  Chemical  Co.  (1888), 
86  Fed«  Rep.  110. 

PATENT  0F7ICB. 

That  the  classification  in  the  Patent 
Office  rests  on  actual  divisions  in  the 
arts,  not  on  names  or  titles,  see  Ex 
parte  Willcox  (1888),  45  0.  G.  465. 

That  an  examiner  is  both  an  exec- 
utive and  judicial  officer,  and  in  his 
executive  capacity  is  controlled  by  the 
orders  of  the  Commissioner  issued  on 
the  petition  of  an  applicant,  and  in  his 
judicial  capacity  is  subject  to  the  Com- 
missioner through  the  right  of  appeal, 
see  Ex  parte  Rogers  (1889),  49  0.  6. 
1361. 

PBIOB  PATEHT. 

That  if  the  description  in  a  prior 
patent  would  enable  any  good  me- 
chanic to  make  the  present  device 
from  the  one  there  described,  the  de- 
fence is  sustained,  see  United  States 
Bung  Mfg.  Co.  V.  Independent  Bung 
ft  Bushing  Co.  (1887),  d4  BUtch. 
406. 

That  an  English  patent  is  given  to 
the  public  at  the  date  of  sealing,  see 
Bliss  r.  MerriU  (1887),  33  Fed.  Rep. 
39 ;  42  O.  G.  97. 

PBIOS  PUBUCATIOE. 

That  an  English  provisional  specifi- 
cation is  not  a  publication  until  the 
completed  specification  is  enrolled,  see 
Ireson  v.  Pierce  (1889),  39  Fed.  Rep. 
795. 


That  a  publication  in  a  foreign  lan- 
guage phMicd  in  the  free  public  library 
of  the  Patent  Office  is  presumed  to 
have  become  known  to  the  public  un- 
til the  contrary  b  shown,  and  is  a 
good  defence  to  a  subsequent  patent 
for  the  same  invention,  see  Harris  v, 
RothweU  (1887),  L.  R.  35  Ch.  D.  415. 

PBIOS  USE. 
What  is. 

That  prior  use  requires  a  practical 
working  apparatus,  see  Peeney  o.  City 
of  Lakeview  (1888),  35  Fed.  Rep. 
586. 

That  successful  experiments  may 
show  prior  use,  see  Electrical  Accumur 
later  Co.  v.  Julien  Electric  Co.  (1889), 
38  Fed.  Rep.  117. 

That  secret  use  is  not  prior  use,  see 
Zinsser  v.  Kremer  (1889),  39  Fed. 
Rep.  Ill;  48  0.  G.  114. 

That  the  abandonment  of  a  thing 
greatly  wanted  indicates  that  it  was 
an  unsuccessful  experiment,  see  Brush 
V.  Condit  (1889),  139  U.  S.  39 ;  49 
O.  G.  1211. 

Eotioe. 

That  prior  use  and  public  use  are 
distinct  defences  requiring  separate 
notices,  and  the  notice  of  prior  use 
must  give  names  and  residences  of 
parties  using  or  having  knowledge  of 
the  use,  see  Meyers  v.  Busby  (1887). 
13  Sawyer,  33. 

That  evidence  of  prior  use  taken 
without  duo  notice  will  be  rejected  by 
the  court,  see  Bragg  v.  City  of  Stock* 
ton  (1886),  11  Sawyer,  597. 

EVIDENCE. 

That  prior  use  must  be.  proved  be- 
yond reasonable  doubt,  see  Stegner  v, 
Blake  (1888),  36  Fed.  Rep.  183 ;  45 
O.  G.  126;  Smith  v.  Davis  (1888), 
34  Fed.  Rep.  783. 
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That  prior  use  most  be  dearly 
proved,  and  indefinite  testimony  in- 
consistent with  the  ordinaiy  current 
of  hnman  conduct  and  eventtf  is  not 
sufficient  for  that  purpose,  see  Elec- 
trical Accumulator  Co.  o.  Julien  Elec- 
tric Co.  (1889),  38  Fed.  Rep.  117. 
See  the  above  rule  applied  in  this  case. 

PB07ITS  nr  XQiriTTr 
Infringer  liable  for. 

That  an  infringer  is  not  a  trustee 
de  iOM  tort^  but  is  treated  in  an  ac- 
counting in  equity  in  the  same  man- 
ner, see  Tilghman  v.  Proctor  (1888), 

125  U.  S.  136 ;  43  O.  Q.  628. 

That  though  the  plaintiff  has  an 
established  license  fee  which  would 
measure  his  recovery  of  damages  at 
law  he  may  still  recover  profits  in 
equity  without  reference  to  the  amount 
of  the  license  fee,  see  Tilghman  o. 
Proctor  (1888),  125  U.  S.  136;  43 
O.  G.  628. 

That  an  erroneous  decision  made  in 
fiEivor  of  a  different  infringer  pending 
the  present  infringement  does  not 
affect  the  liability  of  the  present  de- 
fendant to  pay  full  profits,  see  Tilgh- 
man V.  Proctor  (1888),  125  U.  S. 
136 ;  43  0.  Q.  628. 

Inolnde  Savings. 

That  the  saving  from  a  greater  loss 
is  a  profit,  see  Celluloid  Mfg.  Co.  v. 
Cellonite  Mfg.  Co.  (1889),  40  Fed. 
Rep.  476;  Tilghman  v.  Proctor  (1888), 

126  U.  S.  136 ;  43  0.  6.  628. 

Include  Aotual  Profits  only. 

That  the  actual  profit  as  the  de- 
fendant has  used  the  invention,  not 
the  possible  profit  from  a  different  use, 
is  to  be  accounted  for,  see  Tilghman 
V.  Proctor  (1888),  125  U.  S.  136 ;  43 
O.  G.  628. 


Host  bo  due  to  tlie  Plaintiffs  Iatoc- 
tion. 

That  a  plaintiff  cannot  recover  the 
entire  profits  unless  the  whole  market 
value  were  due  to  his  invention,  see 
Fay  V.  Allen  (1887),  24  BUtch.  275. 

That  where  the  entire  profit  of  the 
defendant  is  derived  from  the  plain- 
tiff's invention,  the  plaintiff  is  entitled 
to  recover  it,  see  Hurlburt  v.  Schill- 
inger  (1889),  130  U.  S.  456 ;  47  O.  G. 
1067. 

That  where  the  entire  efficiency  and 
salability  of  an  invention  depend  on 
the  patented  feature  the  patentee  is 
entitled  to  recover  all  the  profits,  see 
McDonald  v.  Whitney  (1889),  39  Fed. 
Rep.  466. 

That  the  burden  b  on  the  defend- 
ant to  show  what  part  of  his  profits 
was  due  to  his  own  improvements, 
when  the  plaintiff's  invention  appar- 
ently gave  the  device  its  market  value, 
see  Morss  0.  Union  Form  Co.  (1889), 
39  Fed.  Rep.  468. 

Xoasured  by  Advantage  over  open  In- 
ventions. 

That  profits  are  the  advantage  de- 
rived by  the  infringer  over  what  he 
would  have  obtained  by  adopting  some 
other  available  method,  see  Shannon 
V.  Brunner  (1888),  33  Fed.  Rep.  871. 

That  in  estimating  profits  the  ad- 
vantage of  using  the  infringing  device 
is  to  be  compared  with  that  of  using 
devices  previously  employed  for  the 
same  purpose,  see  Coupe  9.  Weather- 
head  (1888),  37  Fed.  Rep.  16. 

That  the  profits  of  the  defendant 
are  what  he  made  or  saved  over  what 
could  have  been  saved  or  made  by 
using  means  free  to  the  public,  see  Me- 
Muny  V.  Emeison  (1888),  36  Fed. 
Rep.  901 ;  47  O.  G.  815. 

That  profits  are  to  be  measured  by 
the  advantage  received  by  the  defend* 
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ant  over  vbat  lie  would  have  enjoyed 
by  using  other  means  then  open  to 
the  public,  and  adequate  to  obtain  an 
equally  beneficial  result,  see  Webster 
Loom  Co.  V.  Higgins  (1889),  39  Fed. 
Rep.  462 }  48  0.  G.  1119 ;  TUghman 
V.  Proctor  (1888),  125  U.  S.  136 ;  43 
O.  G.  628. 

That  the  defendant's  profit  may  be 
measured  by  the  amount  charged  by 
him  when  using  the  patented  inyention 
in  excess  of  that  charged  when  he  does 
not  use  it,  see  Vulcanite  Paving  Co. 
V,  American  Artificial  Stone  Pavement 
Co.  (1888),  36  Fed.  Rep.  378;  45 
0.  G.  948. 

Trom  Um  of  Composition. 

That  when  a  patented  composition 
b  used  in  making  a  device  and  gives 
it. its  value,  the  patentee  is  entitled  to 
the  entire  profit,  see  Welling  v.  La 
Bau  (1888),  34  Fed.  Rep.  40;  43 
O.  G.  117. 


Trom  Use  of 

That  the  profits  on  a  design  are  the 
difiTerence  between  the  profits  of  ar- 
ticles with  it  and  without  it,  see  Tom- 
kinson  r.  Willets  Mfg.  Co.  (1888),  34 
Fed.  Rep.  536. 

Interest. 

That  generally  interest  is  not  to  be 
allowed  on  profits  before  the  date  of 
the  submission  of  the  master's  report, 
see  Tilghman  v.  Proctor  (1888),  125 
U.  S.  136 ;  43  O.  G.  628. 

Profits  not  proTod,  Nominal  Damagoa 
awarded. 

That  where  on  an  accounting  it 
does  not  appear  what  definite  profits 
were  due  to  the  invention,  only  nom- 
inal damages  can  be  allowed,  see  Roe- 
mer  v.  Simou  (1887),  24  Blatch.  396 ; 
Everest  v.  Buffalo  Lubricating  Oil  Co. 
(1887),  24  BlatcL  463. 


That  where  the  profits  cannot  be 
computed,  nominal  damages  may  be 
awarded,  see  Fischer  r.  Hayes  (1889), 
39  Fed.  Rep.  613. 

Hot  roeovorod  at  Damages. 

That  profits  made  by  the  defendant, 
in  excess  of  those  of  which  the  plain- 
tiff was  deprived,  cannot  be  recovered 
as  damages,  see  Morss  v.  Union  Form 
O).  (1889),  39  Fed.  Rep.  468. 

(Jompntation. 

That  a  rule  for""  computing  profits 
adopted  in  one  'part  of  a  case  will  be 
followed  in  the  future  proceedmgs  in 
that  case,  see  Webster  Loom  Co.  v. 
Higgins  (1889),  39  Fed.  Rep.  462; 
48  0.  G.  1119. 

BBDUCnOV  TO  PSACnCS. 

That  filing  a  caveat  is  not  reduction 
to  practice,  see  Elges  v.  Miller  (1389), 
46  0.  G.  1514. 

That  a  working  model  designed  and 
intended  as  such  is  not  reduction  to 
practice,  see  Green  v.  Hall  (1889),  47 
O.  G.  1631 :  Green  v.  HaU  (1889), 
46  O.  G.  1515. 

That  drawings  are  not  reduction 
though  filed  in  the  Patent  Office,  nor 
do  they  show  a  practical  embodiment 
sufficient  to  save  the  rights  of  the  first 
conceiver  as  against  a  later  rival,  see 
Beach  v.  Fowler  (1889),  48  0.  G.  821. 

That  the  Patent  Office  has  no  meana 
of  determining  whether  or  not  an  in- 
vention has  been  reduced  to  practice, 
see  Green  o.  Hall  (1889),  47  O.  G. 
1631. 

BE-I8STJB 
Soope. 

For  a  review  and  interpretation  of 
the  cases  concerning  the  scope  of  a 
re-issue,  see  Parker  &  Whipple  Co.  v, 
Yale  Clock  Co.  (1887),  123  U.  8. 87; 
41  O.  G.  81L 
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That  a  re-issue  can  ooTer  only  what 
an  examination  o£  the  original  in  the 
light  of  the  le-issne  shows  that  the 
original  was  intended  to  embiaoe,  see 
Flower  r.  Detroit  (1888),  127  U.  S. 
563 ;  43  O.  6.  1348 ;  Hoskiu  o.  Fish- 
er (1888),  125  U.  S.  217 ;  43  0.  G. 
509 ;  Parker  ft  Whipple  Co.  v.  Tale 
Clock  Co.  (1887),  123  U.  a  87 ;  41 
O.  G.  811. 

That  a  re-issue  cannot  oorer  matter 
which  the  original  did  not  describe 
or  claim,  after  interrening  rights  hare 
arisen,  see  Dunham  o.  Dennison  Mfg. 
Co.  (1889),  40  Fed.  Rep.  667. 

That  the  introduction  into  a  re-issue 
of  an  invention  radically  different  from 
the  original  after  long  delay  is  fatal, 
see  Hubel  v.  Dick  (1886),  24  Blatch. 
139;  28  Fed.  Sep.  656;  37  0.  G. 
1480. 

That  an  assignee  cannot  so  re-issue 
as  to  broaden  the  invention,  see  Ex 
parte  Mahnken  (1887),  41 0.  G.  1269. 

Of  Combination  Patent. 

That  the  re-issue  of  a  combination- 
patent  within  reasonable  time  may 
cover  subcombinations  and  elements, 
see  Hubel  v.  Dick  (1886),  24  Blatch. 
59;  28  Fed.  Rep.  132;  36  O.  G.  939. 

Of  Patent  for  an  Art. 

That  a  Claim  for  the  process  cannot 
be  inserted  into  the  re-issue  of  a  pat- 
ent for  the  apparatus  or  product,  or 
vice  vena^  unless  they  are  so  related 
to  each  other  as  to  constitute  but  one 
invention,  see  Ex  parte  Tainter  (1889), 
47  O.  G.  135.  See  the  opinion  in  this 
case  for  an  extended  discussion  of  the 
relations  of  processes,  apparatus,  and 
products  toward  each  other. 

JBalarging  Claims. 

That  a  re-issue  cannot  enlarge 
Claims  unless  there  has  been  a  clear 
mistake  inadvertently  committed   in 


wording  them,  see  Huber  «.  N.  O. 
Nelson  Mfg.  Co.  (1889),  38  Fed. 
Rep.  830;  47  0.  G.  1732. 

That  a  re-issue  cannot  enlarge  a 
Claim  by  omitting  an  element  pre- 
viously claimed  as  essential,  see 
Matthews  v.  Iron  Clad  Mfg.  Co. 
(1888),  124  U.  S.  847 ;  42  0.  G.  827. 

That  a  re-issue  with  enlarged  Claims 
to  cover  matter  already  in  public  use 
after  unreasonable  delay  is  void,  see 
Flower  o.  Detroit  (1888),  127  U.  Su 
563 ;  43  O.  G.  1348. 

That  where  the  first  re-issue  en- 
larged the  Claims  a  second  re-issue 
may  repeat  the  Claims  of  the  original 
patent,  see  Sawyer  Spindle  Co.  v. 
Eureka  Spindle  Co.  (1888),  33  Fed. 
Rep.  836. 

Cannot  oovor  Xattor  inte&tioaally  Ii« 
oluded. 

That  a  Claim  leatrioted  by  direction 
of  the  Patent  Office  in  the  first  re-issue 
cannot  be  enlarged  by  subsequent  re> 
issues,  see  Yale  Lock  Co.  o.  James 
(1888),  125  U.  S.  447;  43  O.  G.  881. 

That  a  re-issue  to  restore  a  Claim 
rejected  by  the  Patent  Office  with  the 
acquiescence  of  the  applicant  is  iuvalid 
though  applied  for  within  two  years 
after  the  original  was  granted,  see 
Union  Paper  Bag  Mach.  Co.  o.  Water- 
bury  (1889),  39  Fed.  Rep.  389. 

That  a  re-issue  may  correct  errors 
occasioned  by  mistaken  ideas  of  the 
objections  raised  in  the  Patent  Offioe, 
see  Hutchinson  v,  Everett  (1887),  S3 
Fed.  Rep.  502. 

VnroaiOBablo  IklLkj. 

That  hiches  in  applying  for  a  re- 
issue is  fatal  to  the  re-issued  patent, 
and  may  be  taken  advantage  of  by  a 
demurrer,  see  Philadelphia  Novdty 
Mfg.  Co.  9.  Rouss  (18S9),  39  Fed. 
Rep.  273  s  48  0.  G.  1664. 


▲PPBNDUL 


749 


That  the  Commissioner  has  no  ju- 
risdiction over  an  application  for  a 
Te-iBsue  unless  it  is  filed  within  a 
reasonable  time,  see  Hutchinson  v. 
Ererett  (1887),  83  Fed.  Bep.  603. 

That  whether  deky  in  applying  for 
a  re-issue  is  reasonable  is  a  question 
of  law  for  the  court,  and  the  decision 
of  the  Patent  Office  on  that  point  is 
not  oonclusive,  see  Hoskin  v.  Fisher 
(1888),  125  U.  S.  217;  43  O.  G. 
509. 

That  delay  in  re-issuing  to  expand 
the  Claims,  if  unexplained,  is  fatal,  see 
Wollensak  o.  Sargent  (1888),  33  Fed. 
Bep.  840. 

That  the  plaintiiF  must  explain  the 
delay  in  obtaining  a  re.issue,  see  Hos- 
kin V.  Fisher  (1888),  125  U.  S.  217 ; 
43  0.  G.  509. 

InadTertenoe,  ate. 

That  inadvertenoe  or  mistake  must 
exist  in  reference  to  the  application, 
not  the  invention,  and  the  re-issue 
must  be  confined  to  the  invention  in- 
advertently misdescribed  or  misclaimed 
in  the  original,  see  jBr  parte  Mahnken 
(1887),  41  0.  G.  1269. 

That  a  patentee  taking  his  patent 
with  full  knowledge  of  the  limitations 
imposed  by  the  Patent  Office  and  the 
consequent  imperfection  of  his  Claims, 
cannot  set  up  inadvertence,  ftc.,  as  a 
ground  for  a  re-issue,  see  Est  parte 
Page  (1888),  43  O.  G.  1455. 

That  acquiescence  in  the  rejection 
of  a  Claim  by  the  Patent  Office  shows 
that  the  exclusion  of  the  matter 
claimed  was  not  inadvertent  or  acci- 
dental, see  Union  Paper  Bag  Mach. 
CJo.  V.  Waterbury  (1889),  89  fed. 
Bep.  389. 

That  the  demsion  of  the  Commis- 
aioner  as  to  inadvertence,  accident,  or 
mistake,  may  be  reviewed  by  the 
oourts,  see  Huber  v,  N.  O.  Nelson 


Mfg.  Co.  (1889),  88  Fed.  Bep.  830; 
47  O.  G.  1732. 

That  the  oath  of  the  inventor  to  his 
inadvertence,  etc.,  b  not  perfunetoiy, 
though  he  has  assigned  his  interest^ 
see  JBr  parte  Mahnken  (1887),  41 
O.  G.  1269. 

Iflbot  of  Surrender. 

That  no  action  can  be  maintained 
on  a  patent  after  its  surrender  and 
pending  an  application  for  re-issue^ 
see  Burrell  v.  Hackley  (1888),  35 
Fed.  Rep.  833 ;  44  0.  G.  1400. 

Xvidsnoc  of  YaUdity. 

That  on  the  question  of  the  validiij 
of  a  re-issue  the  original  patent  is  ad- 
missible evidence,  and  such  question  is 
raised  when  the  answer  denies  all  the 
allegations  of  a  bill  averring  that  the 
original  and  re-issue  were  for  tive  same 
invention,  see  Oregon  Improvement 
Co.  9.  Excelsior  Coal  Co.  (1889),  132 
U.  8.  215 ;  49  O.  G.  1694. 


That  the  United  States  may  sue  in 
equity  for  the  repeal  of  a  patent  ob- 
tained by  fraud,  see  United  States  v, 
American  Bell  Telephone  (3o.  (1888), 
128  U.  8.  315  ;  45  O.  G.  1311.  See 
the  argument  and  opinion  in  this  case 
for  a  full  discussion  of  the  subject. 

That  a  bill  in  equity  to  repeal  two 
patents  to  the  same  party  and  relating 
to  the  same  subject  is  not  multifarious, 
see  United  States  o.  American  Bell 
Telephone  Ck>.  (1888),  128  U.  8. 315 ; 
45  O.  G.  1311. 

Sooretary  of  tbs  Interior. 

That  the  Secretary  has  no  appellate 
jurisdiction  over  the  Commissioner  as 
to  the  judicial  or  quasi-judicial  duties 
imposed  on  him  by  law,  but  may  di- 
rect him  to  perform  the  duties  which 
the  law  devolves  upon  him,  and  may 
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be  appealed  to  as  to  matters  prescribed 
by  the  rules  established  by  the  Secre- 
tary himself  for  the  direction  of  his 
department,  see  Houston  v.  Barker 
(1888),  44  O.  G.  697. 

That  the  decisions  of  the  Commis- 
sioner as  to  the  admissibility  of  evi- 
dence are  not  reviewable  by  the 
Secretary,  see  Houston  o.  Barker 
(1888),  44  O.  G.  697. 

BTAXPiire. 

Tliat  an  article  covering  new,  Talu- 
able,  unpatented  matter  as  well  as 
parts  that  are  patented  cannot  be 
marked  "  patented  "  as  a  whole,  see 
DeYcrall  v.  Banker  (1888),  45  O.  G. 
691. 

That  the  stamp  "  patented  "  means 
that  the  article  b  protected  by  a  pat- 
ent at  the  time  of  sale,  and  if  the 
patent  has  expired  the  mark  is  false, 
and  the  intent  to  deceive  will  be  in- 
ferred from  the  act  of  marking  itself, 
see  New  York  Card  Co.  v.  Union  Card 
Co.  (1886),  39  Hun  (N.  Y.),  611. 

That  in  marking  "with  intent  to 
deceive  "  the  intent  to  deceive  is  es- 
sential and  must  be  proved,  see  Dev- 
erall  v.  Banker  (1888),  45  0.  G.  591. 

That  to  mark  an  unpatented  article 
with  "  Patent  applied  for  "  b  not  an 
offence,  see  Schwebel  v.  Bothe  (1889), 
40  Fed.  Rep.  478 ;  49  0.  G.  1696. 

8TATE  P0WEB8. 

That  the  right  of  an  inventor  to  sell 
his  invention  is  not  derived  from  the 
Patent  Law,  and  may  be  controlled 
by  the  State  authorities,  see  Herdic  v. 
Roessler  (1888),  109  N.  Y.  127. 

That  a  State  cannot  tax  the  prop- 
erty in  letters-patent,  but  may  tax 
the  proceeds  thereof,  see  Herdic  v, 
Roessler  (1886),  39  Hun(N.  Y),  198. 

That  a  statute  requiring  the  vendor 


of  a  patent-right  to  file  a  copy  of  the 
patent  with  the  county  derk,  and  to 
swear  that  it  b  genuine,  and  that  a 
note  given  for  such  a  right  shall  state 
that  it  b  so  given,  b  valid ;  but  such 
statute  applies  only  to  the  patentrright, 
not  to  the  article  made  under  it,  see 
Hankey  v,  Downey  (1888),  116  Ind. 
118;  Pape  v.  Wright  (1889),  116 
Ind.  502. 

TERM  OF  PATENT. 
Provable  by  ParoL 

That  the  American  patent  need  not 
declare  its  true  term  on  its  face,  but 
the  exact  limit  may  be  proved  by 
parol,  see  Bate  Refrigerating  Co.  v. 
Hammond  (1889),  129  U.  S.  151;  46 
0.  G.  689. 

That  the  term  of  a  patent,  however 
it  may  be  stated  in  the  patent,  may  be 
inquired  into  as  a  matter  of  fact  in 
view  of  foreign  patents,  see  Edison 

m 

Electric  Light  Co.  v.  Westinghouse 
(1889),  40  Fed.  Rep.  666. 

When  limited  by  fdreign  Patents. 

That  an  American  patent  may  expire 
with  the  prior  foreign  patent  when 
the  American  covers  some  improve- 
ments if  the  invention  b  substantially 
the  same,  see  Holmes  Electric  Pro- 
tective Co.  V.  Metropolitan  Buiglar 
Abrm  Co.  (1887),  33  Fed.  Rep.  254; 
Siemen's  Adminbtrator  r.  Sellers 
(1887),  123  U.  8.  276. 

That  a  domestic  patent  expires  with 
the  foreign  one,  though  the  former  in- 
cludes other  features  which  are  not 
separable  inventions,  see  Chirk  o.  Wil- 
son (1886),  24  Blatch.  39;  28  Fed. 
Rep.  95 ;  36  O.  G.  456. 

That  the  domestic  patent  will  be 
limited  by  the  term  of  the  foreign  if 
the  foreign  were  first  issued,  though 
the  domestic  were  first  applied  for, 
see  Edison  Electric  Light  Co.  o.  U.  S. 
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Electric  Lighting  Co.  (1888),  35  Fed. 
Rep.  134 ;  43  O.  G.  1456. 

That  when  an  English  patent  ia 
issued  after  the  American,  bnt  is  ante- 
dated to  precede  it,  the  term  of  the 
latter  is  not  limited  thereby,  see  Sei- 
bert  Cylinder  Oil  Co.  v,  William  Pow- 
ell Co.  (1888),  35  Fed.  Rep.  591. 

That  the  foreign  patent  will  limit 
the  term  of  the  domestic  whether  it 
were  granted  to  the  same  patenjtee  or 
to  some  other  person  with  his  consent, 
see  Edison  Electric  Light  Co.  v.  U.  S. 
Electric  Lighting  Co.  (1888),  35  Fed. 
Rep.  134;  43  0.  G.  1456. 

Hot  enlarged  by  Extension  of  Foreign 
Patent 

That  an  American  patent  whose  term 
is  limited  bj  that  of  a  foreign  patent 
expires  when  the  foreign  patent  ex- 
pires, see  Bate  Refrigerating  Co.  v. 
Hammond  (1889),  129  U.  S.  151; 
46  0.  G.  689. 

That  the  extension  of  the  term  of  a 
foreign  pat.ent  by  which  that  of  the 
American  patent  is  limited  does  now 
extend  the  latter,  where  the  foreign 
extension  is  a  matter  of  right,  see 
Bate  Refrigerating  Co.  v.  Hammond 
(1889),  129  U.  S.  151;  46  0.  G. 
689. 

Sflbot  of  Forfeiture  of  Foreign  Patent. 

That  the  term  of  the  domestic  pat- 
ent does  not  expire  with  the  forfeiture 
of  the  foreign  patent  by  failure  to  pay 
periodical  taxes,  see  Paillard  v.  Bruno 
(1886),  24  Blatch.  177. 

That  an  American  patent  cannot 
lawfully  be  granted  after  a  foreign 
patent  for  the  same  invention  has  ex- 
pired by  forfeiture,  see  Huber  ».  N.  O. 
Nelson  Mfg.  Co.  (1889),  38  Fed.  Rep. 
830 ;  47  0.  G.  1732. 

That  an  American  patent  granted 
after  the  forfeiture  of  a  foreign  one  is 


of  too  doubtful  validity  to  warrant  an 
injunction,  see  Huber  v.  Myers  Sani- 
tary Depot  (1887),  33  Fed.  Rep. 
48. 

That  the  same  reasons  exist  for  ter- 
minating an  American  patent  by  the 
premature  failure  of  the  foreign  patent 
as  for  not  extending  it  when  the  for- 
eign patent  is  extended,  see  Huber  v. 
N.  O.  Nelson  Mfg.  Co.  (1889),  38 
Fed.  Rep.  830 ;  47  O.  G.  1732.  The 
contrary  is  true.  When  a  foreign 
patent  is  extended,  it  is  extended  be- 
cause of  some  merit  peculiar  to  the 
foreign  patentee.  When  it  is  forfeited, 
it  is  forfeited  because  of  some  demerit 
peculiar  to  the  foreign  patentee.  If 
the  merit  resulting  in  an  extension 
docs  not  enure  to  the  benefit  of  the 
American  patentee,  the  demerit  result- 
ing in  a  forfeiture  should  not  work 
him  an  injury. 

That  the  term  of  a  patent  limited 
by  that  of  a  foreign  patent  expires 
when  the  limiting  patent  expires, 
whether  by  lapse  of  time,  forfeiture, 
or  other  causes,  see  Huber  v.  N.  O. 
Nelson  Mfg.  Co.  (1889),  38  Fed.  Rep. 
830 ;  47  0.  G.  1732 ;  Pohl  v.  Anchor 
Brewing  Co.  (1889),  39  Fed.  Rep. 
782 ;  49  O.  G.  1695 ;  departing  from 
preceding  cases  in  deference  to  their 
interpretation  of  Refrigerating  Co.  ». 
Hammond  (1889),  129  U.  S.  151 ;  46 
0.  G.  689.  If  this  doctrine  is  sus- 
tained the  American  patentee  will  be 
at  the  mercy  of  any  foreign  patentee 
or  assignee  who  may  choose  to  destroy 
the  domestic  patent  by  the  sacrifice  of 
his  own ;  and  in  most  cases  a  due  re- 
gard to  his  interests  would  thus  com- 
pel the  American  inventor,  whom  our 
law  is  supposed  to  favor  and  protect, 
to  refrain  from  patenting  bis  invention 
altogether  in  a  foreign  country,  at 
least  until  after  his  patent  has  issued 
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in  the  United  States.  Such  a  conse- 
quenoe  is  directly  opposed  to  the  trae 
intent  of  this  provision  of  our  statutes. 

VHPATEHTED  IHVJUITIOV. 

That  an  infringer  before  application 
for  patent  is  not  liable  in  damages  in 
a  suit  on  the  patent,  though  he  knev 
the  plaintiff  was  the  true  inventor,  see 
Lyon  V.  Donaldson  (1888),  84  Ped. 
Eep.  789. 

That  the  unlawful  use  of  an  inven- 
tion will  not  be  enjoined  before  a  pat- 
ent has  issued,  though  an  application 
be  pending  in  the  Patent  Office,  see 
Eein  v.  Clayton  (1889),  87  Fed.  Rep. 
354.  In  this  opinion,  and  the  cases 
cited  to  support  it,  the  distinction  be- 
tween the  property  in  the  invention  and 
the  property  in  the  monopoly  is  not 
preserved ;  and  the  former  is  treated  as 
if  it  had  no  legal  existence  apart  from 
the  latter,  which  is  incorrect  in  fact  as 
well  as  upon  principle  and  authority. 

That  an  inventor  has  a  property  in 
his  invention,  independent  of  any  pat- 
ent, until  he  makes  it  public,  and  it 
will  meanwhile  be  protected  against 
piracy  by  unfair  means  by  the  State 
courts  of  equity,  see  Tabor  v.  Hoff- 
man (1889),  ll's  N.  Y.  30. 

That  the  patent  grants  to  the  pat- 
entee only  the  right  to  exclude  others 
from  practising  the  invention,  not  the 
right  to  make,  use,  or  sell  it  himself, 
see  Herdic  v.  Roessler  (1888),  109 
N.  Y.  127. 


That  there  is  no  property  right  in 
an  invention  until  the  patent  issues, 
see  Marsh  v.  Nichols  (1888),  128 
U.  S.  605  ;  46  O.  G.  239. 

That  one  who  discovers  the  inven- 
tor's  secret  by  dishonorable  means, 
but  without  a  breach  of  trusty  may  use 
the  invention  before  patent  without 
liability,  see  Eortenhaus  v,  American 
Watch  Co.  (1884),  17  Fhila.  134. 

UISB. 

That  the  benefits  of  an  invention 
belong  to  an  inventor  whether  he  has 
perceived  them  or  not,  see  Brown  «. 
District  of  Columbia  (1889),  130 
U.  S.  87 ;  47  0.  Q.  398. 

UTililTY. 

That  utility  does  not  mean  oommer* 
cial  success,  see  Anilin  v.  Levinstein 
(1887),  L.  R.  12  App.  710. 

That  an  invention  employed  only 
for  gambling  is  not  useful  or  patent- 
able, see  National  Automatic  Devias 
Co.  V.  Lloyd  (1889),  40  Fed.  Rep.  89. 

That  the  efforts  of  others  to  aooom- 
plish  a  result  may  ahow  that  the  means 
by  which  it  is  accomplished  has  utility, 
see  Shannon  o.  Brewer  (1887)  33 
Fed.  Rep.  289 ;  41  O.  6.  697. 

That  one  using  an  invention  cannot 
deny  its  utility,  see  La  Rue  «.  Wes- 
tern Electric  Co.  (1887),  24  Blatch. 
392. 
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ABANDONED  EXPERIMENT,  defined 84« 

not  where  intent  to  resume •    .  361  n.  8 

cannot  be  revived  after  patent  to  rival 889  ».  1,  600  n.  5 

not  invention • 80 1».  1,  2,  377 1».  3 

shows  inventive  skill  in  snceessfol  inventor  ••..... 122 

not  prior  use • ^  •    ,    318 

proof  of 1026 

ABANDONED  INVENTION,  defined 322,  346 

evidence  of 390  ».  1,  1026 

indicates  want  of  success  in  the  invention 1030  n.  4 

not  prior  use 321,  322,  323 

a  lost  art 323 

ABANDONMENT,  its  various  meanings 346 

of  application  for  patent 353 1».  2,  574-^579 

effect  of 574|  575  n.  2 

(See  ApPLiCATioir  fob  Patbmt.) 

to  the  public,  defined  .    .    « 346,  965 

discussed 346-360 

under  English  law •  71  n.  1 

ourAct8ofl790, 1793, 1836,1839,1870 .'    .   71  ».  2 

a  bar  to  a  patent 71,  345 

enures  to  benefit  of  public 346  ».  1 

impossible  till  invention  complete 346  n.  1 

only  by  the  inventor  himself 347  n.  1 

not  by  one  joint  inventor 847  ».  1,  402  n.  3 

does  not  affect  rival  inventor 388-390,  593  n.  2 

a  question  for  the  jury 347  n.  1,  350 

of  intention       347 

presumed  again«t 345  ».  I,  851,  852  n.  1 

various  modes  of ', 347, 349 

by  conduct 350-353 

presumed  against 351 

by  express  declaration 352  n.  1 

not  by  mere  casual  words •    .    •  351  n.  2 

by  delay 351  ».  1 

possible  at  any  time 351 ».  1 

before  application,  modes  of • 351 

not  by  delay  in  applying  for  a  patent 346  n.  1,  389,  390 

not  by  delay  of  attorney  in  filing  application,  if  unknown  to  in- 
ventor  551  n.  3 

by  delay  of  prior  inventor  in  applying 890  n.  8 

TOL.  111. — 48 
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BaAnmoM  an  to  aeeCioof  • 
ABANDONMENT  —  eonUnued. 

to  tlie  public  before  application  bv  public  use 84S,  S49  ».  1,  854-MO 

history  of  the  doctrine 3M 

doctrine  analyzed  and  stated •    .  857  «.  9 

aame  defence  as  public  use 965 

affects  all  classes  of  inventions 854  n.  2 

must  be  of  dame  exact  invention 880 

must  make  it  accessible  to  public 856 

experimental  use  is  not • 355 

tortious  use  is  not 1030  n,  9 

use  in  less  than  two  years  not 851  n,  8 

consent  of  inventor 857 

not  cured  by  assignment  to  user 854  n.  % 

by  public  sale 848,  349  n.  1,  854-360 

requisites  of  sale 359 

invention  sold  must  be  complete  and  operative     .    .    ..   •    •  359  a.  2 

must  be  same  exact  invention 360 

must  be  sold  without  restriction 860 

one  sale  enough 359  n.  4 

offer  for  sale  enough 359  ».  1 

by  application 858 

describing  and  not  claiming 858,  465  n.  8,  506,  680,  691 

alter  application,  must  be  clearly  proved     ...........    358 

delays  in  Patent  Office  not 358 

withdrawal  of  Claim  as  unnecessary  not 689  n.  1 

public  use  or  sale  not 353  n.  3 

abandonment  of  application  not 353  n.  2,  574 

after  patent 845ii.2 

holding  under  defective  patent  without  notice  of  the  defect  not     .  690  ».  1 

lapse  of  time  not 692  ».  1 

delay  in  suing  not • 1194  ».  5 

nnreasonable  delay  in  re-issue  not 358 

as  a  defence 965,  998,  1030 

how  proved 1080 

pleadings  at  law  must  give  notice  of 998, 1005 

bill  in  equity  must  deny  . 1106  n.  8 

decision  of  Commissioner  on,  not  conclusive 578 

governed  by  law  in  force  at  date  of  application    • 847  n.  1 

(See  Acquiescence,  Action  in  Equttt,  Action  at  Law,  Appucation  fob 
Patent,  Claim,  Defences,  Delay,  Descriftiom,  Diugbnce,  Estoppel, 
Experimental  Use,  Invention,  Inventor,  Laches,  Piratical  Use,  Pim- 
uc  Use,  Re-issue,  Rival  Inventors,  Sales,  Unpatented  Invention, 
Unreasonable  Delay.) 

"ABOUT,"  IN  DESCRIPTION,  meaning  of 600  ».  8 

ABSTRACTION  not  an  invention 140  «.  8 

ACCIDENT,  defined 658 

ACCOUNT  OF  PROFITS  from  infringement,  at  law 1001 

equity  can  compel .' 1187 

remedy  for,  more  adequate  in  equity  than  at  law 1006  «.  1 

in  equity,  whenever  infringement  proved 1153,  1154 

intricacy  of,  does  not  confer  equity  jurisdiction  .    .      1067  n.  8, 1091  n,  6, 1098  n.  6 
m  lieu  of  injunctions  how  kept 1808 

(See  Accounting,  Action  in  Equity,  Action  at  Law,  Assumpsit,  Bond  and 
Account,  Damages,  Equity,  Fatuity  Jurisdiction,  Injunction,  Jubis* 
.    DICTION,  Master,  Profits,  Sales.) 
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ra  to  nekioDi. 

ACCOUNTING  IN  EQUITY 1153-1160 

granted  only  u  incidental  to  other  relief 1091 

not  where  no  profits  ooald  have  been  made 1106 

Bnit  at  law  not  institnted  pending 956  n.  2,  1166  n.  2 

(See  AcoouMT,  Acrtioss  in  Eguirr,  Damaokb,  Equity  Jubisdictioiv, 

Master,  Pboftts,  Salbs.) 

ACQUIESCENCE  OF  INVENTOR,  effect  of,  on  public  use  and  abandonment  .    357 

exists  when  use  is  known  and  not  forbidden 358 

(See  Abamdoiixkmt  to  the  Pubuc,  and  titles  there  cited ;  Action  in 
Equitt,  Estoppel,  Inventob,  Laches.) 

ACQUIESCENCE  OF  PUBUC  IN  PATENT,  how  shown 1187 

evidence  of  validity 1016, 1174, 1185-1188 

(See  Ikjuxctions,  Patent.) 

ACT  OF  1793,  its  rule  that  State  patents  must  be  surrendered  when  Federal 
patent  issues 45n.l 

ACT  OF  1839,  its  bearing  on  public  use  as  abandonment 357  «.  2 

ACTSi  special,  conferring  patents,  effect  of      .    .    .  , 46,  47 

(See  CoNOBEBS,  Patent  Law,  Patent  Pbiyileoe,  Special  Acts.) 

ACTS  OF  C0N6BESS  concerning  patents,  abridgment  of 48  n.  1 

ACTINGKSOHMISSIONER  OF  PATENTS,  duty  and  authority  of 424 

(See  0>MiiissioNEB,  Patent  Office.) 

ACTION  IN  EQUITY,  jurisdiction  of  (see  Equity  Jurisdiction). 

local  jurisdiction  of 1096,  1097 

for  injunction  brought  only  in  district  where  defendant  resides  or  infringes  933,  n.  2 
for  account  or  damages  brought  in  any  district  where  defendant  can  be  served 

with  process 933  it.  1 

dismissed  for  want  of  jurisdiction  at  any  time 1095 

parties,  all  affected  by  decree  must  be 1098 

adverse  need  not  be  on  opposite  sides 1009  n.  1 

plaintiffii,  who  must  be 1098, 1099 

joinder  of  all  legal  and  equitable  owners 1099 

legal  owner  and  person  suffering  from  the  infringement  1099  n.  1 

grantees  could  be,  under  act  of  1793 941  n.  2 

holders  of  exclusive  rights  can  be 937  n.  2 

misjoinder  and  non-joinder  of 1102 

objections  for,  when  made 1102 

added  pending  suit  by  order  of  court 1100 

must  sue  in  their  own  names 1101 

not  in  name  of  attorney  or  delegate 1101 

defendants,  who  may  be 1104 

officers  of  corporation  must  be,  when  bill  prays  discovery  under  oath  .  1119 

joinder  of,  reasons  for  must  appear  in  the  bill 1104, 1106 

not  necessary 948  «.  2 

non-joinder  of,  how  cured 1105 

misjoinder  of 1104 

capacity  in  which  they  are  sued  not  changeable  by  amendment     .    .  1105 

when  needed,  suit  suspended  till  they  appear 1100  n.  1 

amendment  cures  defect  of 1100 

not  added  where  it  would  make  practically  a  new  suit 1100  ».  6 

outside  the  jurisdiction  cannot  be  made  to  appear 1100  ».  6 

change  of,  may  require  supplemental  bill 1122 

during  suit,  effect  of 1103 

conveyance  to  new,  during  suit 781,  943,  1103 

controlled  by  person  for  whose  benefit  it  is  brought     .........  1103 

process  in,  service  of 1096,  1109 

appearance  of  defendant     ..••.•.••••• 1109 
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ACTION  IN  ^Vrrr^conHnued, 

bill  in 110&-1108 

averment   of  inventive  act,   patent,  title,  infringement,  profits,  and 

damages 1106 

that  articles  were  stamped  not  necessary 628  n.  3 

must  show  relation  of  defendant  to  the  infringement 1104, 1106 

prayers  for  relief,  discovery,  injanction 1107 

joinder  of  causes  of  action  in      •    .    • 1108 

what  averments  necessary 1108 

multifariousness 1108 

failure  to  swear  to 1111 ».  7 

emurrer,  what  questions  raised  by 1110, 1111 

sustained  if  remedy  ^  law  adequate 1086,  n,  1 

laches  apparent  on  the  bill 1114  a.  3 

evident  delay  in  re-issue 1106  n.  3 

bill  shows  laches  in  suing 1194  n,  5 

licensee  sues  alone  in  his  own  name 1098  «.  8 

not  for  bankruptcy  of  plaintiff 1103  ».  1 

admits  truth  of  bill  for  purposes  of  demurrer  only 1111 

to  part  of  the  bill     .    .' 1111 

when  waived 1111 

px^edure  on 1111 

judgment  on 1111 

overruling  not  a  final  decree 113S  a.  1 

pleadings,  how  differ  from  law 909 1».  1 

must  raise  the  issues  and  set  up  every  material  fact 111&  n,  1 

lay  a  foundation  for  the  evidence 1115  n.  1 

plea  in,  grounds  of lllS 

requisites  of,  faults  in 1113 

must  not  anticipate  answer IIISI 

stating  new  matter  may  attack  patent     . 1118 

procedure  and  judgment  on  ...» 1113 

defences  in 1114 

laches,  estoppel,  favored  ••••' 1114 

of  plaintiff 1114 

equitable  rights  of  defendant • 1114 

answer  in 1114-1180 

when  several,  when  joint 1180 

cannot  be  made  by  attorney 1115  n,  6 

not  filed  by  one  defendant  after  final  decree  against  others 1180 

defendant  concluded  by 1115 

irresponsive,  when  an  admission 1127 

admissions  in,  as  evidence 1127 

examples  of 1118 

effect  of 1118 

waiver  of 1118 

most  set  up  all  the  defences 1115 

joinder  of  defences  in •  1115 

defences,  how  stated  in 1115 

need  not  aver  want  of  patentability •     1115  a.  2, 1116,  ».  2 

that  the  invention  did  not  belong  to  a  patentable  class  •  999  a.  2 

averments  in 1116, 1117 

defendant's  title 1117 

invalidity  of  re-issue •  1116 

ambiguity,  delay  in  disclaiming,  neglect  to  stamp,  license,  etc.     .    .  1116 

want  of  title  in  plaintiff 1117 

absence  or  excuse  for  infringement  •    ............  1117 

license,  estoppel  inpats       1117 

former  recovery  must  allege  saUsfkction    ..••...«     1117  «•  6 
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JSLnttmaoes  un  to  modcmB, 

ACTION  IN  EQUITY  — con<m«ed. 

answer  in,  objections  to,  reply  to      ...••••••••••••  1190 

special  matters,  set  up  in  answer  not  in  plea  or  notice    •    •    .    1000  n.  6, 1116 

how  stated 1116 

same  information  to  be  given  as  in  notice  at  law     ..•••'..  1116 

filed  Uke  notice 1120 

prior  use,  patent,  etc 1116 

abandonment,  fraudulent  specification,  etc.    • 1116 

insufficient  notice  may  justify  order  to  try  the  case  at  law  .    •     1116  n.  4 

under  oath,  effect  of 1119, 1127 

advisability  of 1119 

how  when  joint     .    .    •    • 1120 

of  corporation  only  when  officers  are  parties •  1119 

is  evidence  as  well  as  defence •    •    .    •    .     1116  n.  6 

needs  two  witnesses  or  equivalent  to  overcome  it 1119-1127 

replication,  faults  in 1120  n.  6 

amendment  to  bill  or  answer,  when  proper    ..•.....••..  1123 

to  contradict  prior  admission  not  allowed 1123  n.  4 

effect  of,  on  evidence  already  taken 1116  n.  4,  1123, 1128  n.  8 

may  save  evidence  improperly  taken 1116  n.  4 

supplemental  bill,  grounds  and  requisites  of  ....    • 1122 

cannot  change  character  of  suit • 1122 

may  set  up  extension  pending  suit 1122 

re-issue  or  disclaimer  pending  suit,  disputed 1122 

infringement  pending  suit •    • 1122 

procedure  on 1122 

crosB-blUs,  requisites  of,  procedure  on 1121 

bill  of  revivor,  suit  abated  restored  by,  when 1165 

when  proper,  procedure  on 1165 

trial,  modes  of,  to  court  or  jury 1124 

secret  not  allowed 1124  n.  2 

on  feigned  issues 1124~1126 

history  of 1126 

not  favored 1125  n.  4 

when  allowed    * • 1125 

refusal  of,  no  ground  for  appeal  .    • 1125 

not  the  same  as  trial  for  damages  at  law 1182  *i.  5 

procedure  and  evidence  in 1126 

verdict,  effect  of 1126 

motion  for  new  trial  after 1126 

procedure  after 1126 

allowed  on  new  evidence  after  verdict  and  refusal  of  new  trial      1123  n.  4 

evidence  in,  burden  of  proof,  etc 1127 

limited  to  issues  created  by  the  pleadings 1127 

inadmissible  without  notice 1127 

taken  on  insufficient  answer  struck  out  on  motion 1116  n.  4 

by  depositions,  how  taken , 1124 

mode  of  taking,  objections,  exceptions,  etc 1128 

motion  to  suppress 1128 

objections  waived  unless  urged  when  evidence  offered 1116  n.  4 

of  plaintiff  on  rebutter  cannot  strengthen  his  case  as  to  infringement   1127  n,  2 

hearing  and  argument 1128 

no  new  evidence  filed  after 1128 

decrees,  classes  of 1180 

pro  confestOj  when  granted 1180 

for  non-appearanee 1109 

failure  to  plead 1109 

effect  of 1130 

interlocutory,  scope  of,  date  of,  amendment  of,  stay  of 1131 
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decreea,  interlocutory,  plaintiff  entitled  to     •• 1131 

on  filing  diiclaimer 1131 

when  joint  infringement  if  charged  and  not  proved 1131 

how  made  final •• 1132  a.  1 

ilnali  what  are 113S 

reference  to  master  not  a 113S 

defendant  entitled  to 1133 

when  patent  void  on  its  face  whatever  be  his  defence  ....  1133 
if  no  equitable  relief  needed  when  suit  began  or  at  present  1086  n.  8 
if  it  appears  that  plaintiff  has  no  legal  or  equitable  interest  1098  «.  3 
if  too  late  for  injunction  and  no  other  equitable  relief  needed  1093  n.  8 

if  due  cause  shown  after  accounting   .    «    • 1160 

for  defendant,  no  bar  to  new  suit 1189  ii.  1 

evidence  already  taken  may  stand  for  future  use  ...  .  1160  n.  8 
will  not  decide  questions  not  involved  in  the  decree  lor  future 

use 1138 

may  vary  from  interlocutory  or  from  master's  report  on  the  accoont- 

ing 1160 

after  aecounting 1160 

when  amendable , 1160 

not  granted  against  oflScers  of  solvent  corporation  unless  they  also 

infringe 1160 ».! 

will  not  order  defendant  to  deliver  up  infringing  articles  to  be  de- 
stroyed      1160  fl».  1 

injunctions  (see  Injunctioiis) 1168-1283 

lehearingSy  when  and  how  granted 1133-1135 

ioT  new  evidence 1134 

requires  supplemental  bill .  1132 

new  defences 1135 

recent  decisions  in  Supreme  Court 1135  n.  7 

as  to  amount  of  damages 1185 

not  to  cure  ignorance  or  laches  of  counsel 1135 

denied  if  applicant  guilty  of  laches 1136  n.  6 

evidence  already  taken  stands  for  ... 1135 

re-argument,  when  permitted 1135 

rules  of  practice  and  procedure 1129 

made  by  Supreme  Court  bind  Circuit  Courts 1189 

not  affected  by  expiration  of  patent  pending  suit    .    •    .    •    • 1093 

may  be  suspended  pending  other  actions 1155  a.  5 

stipulations  of  counsel  in 1189 

account  in,  all  infringed  liable  to 1137, 1153 

may  be  ordered  though  no  injunction  required 1155  n.  1 

where  defendant  the  only  possible  infringer 1163 

how  and  before  whom  taken 1155 

accounting,  procedure  on • UW 

master  may  take  in  foreign  countries 1155  ».  4 

to  forward  the  taking 1155 

to  suspend  or  stay  as  court  may  order 1155 

bound  by  orders  and  decrees  of  court 1155 

may  hear  all  questions  of  gains  or  savings 1166 

cannot  hear  claim  that  re-issue  is  invalid 1156  n.  1 

decide  collateral  rights  of  defendant 1156  ».  1 

fact  of  infringement  or  scope  of  patent 1156 

by  severa]  defendants IIW 

when  defendant  fails  to  appear 1155 

l^  government  officers ••  m>3 

representatives  of  deceased  infiringen 111^ 

successive  corporations ••..•••  1153 
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eyidence  on  aocountiug,  plaintiff  most  give  sufficient  data 1167 

must  be  certain 1157 

admissibility  of 1157 

bnrden  of  proof 1157 

objectionsi  exceptions 1157 

presumed  that  defendant  cannot  overcome  plaiutiff's  proof  unless  he 

does  so ^  .    .    .    .     1167  n.  9 

neither  coort  nor  master  to  suggest  what  is  needed      ....     1157  n.  1 

admissions  in  answer  as 1157 

inspection  of  defendant*s  books 1157 

opinions  of  others • 1157 

amounts  paid  bj  defendant  or  others 1157 

license-fees  as  measure  of  damages 1157  n.  7 

amounts  paid  in  settlement  or  as  royalties  by  others  not  .    .    .    1157  n.  7 

inadmissible  after  draft  report  filed 1157 

papers  filed  with  master  pending  an 1157 

draft  report  of  master  .•••••• 1155 

objections  to • 1155 

final  report  of  master,  exceptions  to  and  procedure  thereon 1158 

items  not  supported  by  evidence  struck  out   .......     1169  n.  6 

erroneously  awarding  damages  or  profits  set  aside  or  corrected  by 

the  court 1159 

recommitted,  for  amendment  or  further  hearing 1169 

for  excessive  damages 1159  f».  1 

not  reviewed  as  to  matters  of  fact     .    • 1158 

acceptance  of 1160 

available  on  subsequent  hearing 1159  ».  1 

TBCOTery  in,  how  differs  from  damages  at  law 1050,  1091 

profits  and  damages  both  recoverable 1136 1».  2 

awarded  under  general  prayer  in  the  bill 1138  n.  2 

theory  of 1062  n,  7,  1136 

account  of,  theory  and  history  of 1137 

must  be  pecuniary  in  character  .••...«. 1146 

do  not  include  remote  or  contingent  benefits 1146 

must  be  computed,  not  conjectured 114.3 

how  computed •    .    .    .    • 1138 

when  presumed 1138  n,  1 

rule  of,  not  uniform 1138 

mode  of  computation  determined  by  form  of  infringement 1138 

not  measured  by  royalties     •    • 1143  n.  3 

amounts  paid  by  others  to  settle  suits     .  1152  ».  1, 1157  n.  7 

computation,  covers  what  period 1152 

how  affected  by  the  period  of  infringement 1152 

cannot  be  increased  by  the  court 1152 

evidence  of  plaintiff  favored 1150 

liberally  construed 1148  «.  2 

form  of  decree  covering 1136  n.  2 

distribution  among  plaintiffs 1160 

«n  infringing  sales,  how  computed  when  the  exact  invention  is  sold    .    .  1139 

data  for  computation 1143 

measured  by  the  difference  between  coet  and  yield 1139 

burden  of  proof  as  to 1143 

to  be  separated  from  those  arising  from  other  inventions      •    .    .    .  1140 

arise  only  when  the  goods  sold  are  paid  for   •    •    .    • 1139 

evidence  asto • 1143 

items  of  cost  allowable 1139 

service  and  losses  of  infringers  not  allowed    ••.•••...  1139 
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how  compnted  when  the  inrention  ia  embnced  in  the  artide  lold 

and  adds  to  the  number  or  amount  of  lalee 1141 

gives  it  all  its  market  value  .    •    .    •    • 1148 

adds  to  the  profits  on  each  sale 1140 

how  computed  on  sale  of  articles  containing  an  infringing  design  1138  «.  8 
from  commissions  on  sales,  repairs,  use  by  vendees  of  infringer,  etc.      .    1151 

for  infringing  use,  bow  computed 1144 

to  be  separated  from  all  others 1148 

of  improvement  to  be  separated  from  those  of  original  .    .    •    •  1148  ».  1 

may  be  either  gains  or  savings 1144 

receipts  and  savings  the  minuend 1145 

only  actual  regarded 1146 

burden  on  plaintiff  to  show IISO 

how  far  due  to  the  patented  invention 1145 

how  ascertained  when  infringer  paid  for  using 1147 

how  ascertained  where  infringer  sells  product  of  use  ....    1148 

savings,  how  ascertained 1149 

items  of  expense  allowable 1147, 1148 

Interest  on,  when  recoverable •...••«.    1168 

damages,  right  to,  rule  of,  interest  on .    1154 

additional  to,  not  in  lieu  of,  profits 1154  n,  8 

profits  not  capable  of  computation  cannot  be  awarded  as 1143  n.  3 

counsel  fees  not  recoverable 1158 

costs,  rules  governing  allowance  of 1080, 1168 

items  allowable 1168 

master's  fee,  how  and  when  payable 1163 

bill  of  review,  when  proper,  procedure  on 1164 

appeal  to  Supreme  Court,  effect  of,  procedure  on       1116 

(See  Abakdosmknt  to  the  Public,  Acoovnt,  Accouimiro,  Aoqitibscbvcs^ 
Action  at  Law,  and  titles  appended  thereto,*  Admissioks,  AmDAvrr, 
AifBioniTT,  Appbaramcb,  Appucation,  Assionbx,  Assigmmeht,  Aa- 
novoB,  Bii^Lf  Burdbn  of  Pmoov,  Champbrtt,  Co-ownbrs,  Cokpokatior, 
ComvBBL  Fkks,  Courts,  Cross-Bills,  Damaobb,  Death,  Decree,  Dm- 
FBMDAin,  Delay,  Depositions,  Dibcovbrt,  Docket  Fees,  Equitablb 

IlfTERE8T8,  EQUITY,  EqUTTT  JUBISDICTtON,  ESTOPPEL,  EtIDEVCE,  EXCEP- 
TIONS, Executors,  Expenses  of  Suit,  Federal  Courts,  Grantee, 
Hearing,  Heirs,  Identity,  Infringement,  Infrinoer,  Injunction, 
Interest,  Invention,  Inventor,  Joinder,  Judicial  Noticb,  Jurisdic- 
tion, Jury,  Laches,  Licensee,  Licebsor,  Manufacturer's  PROFira, 
Market  Value,  New  Trials,  Nonjoinder,  Notice,  Objections,  Pa»> 
TIES,  Patent,  Patent  Privilege,    Patentability,  Patentee,  Peni>- 

BNCY  OF  StTTT,  PENDENTE  LlTE,  PLAINTIFF,  PLEA,  PROCESS  CiVIL,  P^FERT, 

Profits,  Pubug  Use,  Rbcbtver,  Rehearing,  Rights  of  Action,  Sal- 
aries, Sales,  Savings,  Signatures,  State  of  the  Art,  Stockholders, 
Sui'PHESS  Motion  to,  Sitpreme  Court,  Testimony,  I^tlk,  Transfer, 
Trustee  de  ton  tort,) 

ACTION  AT  LAW  for  infringement  is  an  action  on  the  case 9S1 

in  account  or  assumpsit  for  profits  quert 1091  n,  6,  1098  a.  4 

no  previous  notice  required 981  a.  3 

not  instituted  pending  account  in  equity 1166  a.  2 

must  be  brought  on  the  earliest  of  two  identical  patents  to  the  same  patentee  987  a.  1 
not  maintainable  for  dalnages  after  judgment  in  equity  for  the  profits    .     947  n.  6 

Jurisdiction  over 934 

in  any  district  where  defendant  can  be  served  with  process    •    .    .      938,  934 

when  circuit  includes  several  districts 936 

over  joint-infringers • 936 

over  domestic  and  foreign  corporations   ....•....•      986,  936 
under  act  of  1887 984fi.3 
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process  in • 949 

service  of....... ••.. 934 

on  domestic  and  foreign  corporations 935 

plaintifb  in,  who  may  be • 937-943 

must  be  "  party  interested/'  who  is 937  n.  2 

local  law  may  determine 944 

most  have  had  the  legal  title  to  the  patent  when  the  infringement  occurred, 

or  be  assignee  of  the  right  of  action 937 

mast  be  patentee,  assignee,  or  grantee 937 

patentee  when • 939 

though  he  has  assigned  or  licensed  since  the  infVingement   .    .    .  937  n.  2 

assignor  retaining  no  interest  not 938  n.  4 

joined  with  assignee,  if  patent  has  expired 943  n.  5 

if  still  interested 939  n.  2 

assignors,  assignees  assignees  in  trust,  co-owners 940 

assignee  of  right  of  action  for  past  infringement 943 

grantees,  grantors,  co-grantees  when 941 

grantee  of  exclusive  right  to  use 941  n.  3 

licensee  not 938 

licensor  and  legal  owner  roust  be • 938 

parties  equitably  Interested  not 937  n.  2, 938 

legal  owner  must  be  nominal,  when  suit  brought  to  protect  licensees  and 

equitable  owners  ...•• 938 

executor  or  administrator  of  deceased  invenfeor 942 

heirs  or  devisees  of  deceased  owner  not  .    • 942 

receiver  of  corporation  owner  not • 940  n.  5 

joint  patentees  when .    939 

must  sue  in  his  own  name,  not  in  that  of  an  attorney  or  delegate    .   \    .    944 

married  women,  infants,  corporations,  associations  sue  how 944 

nonjoinder  or  misjoinder  of,  objections  for 945 

waiver  of 945 

cure  of 945 

of  licensees  no  ground  of  abatement    .    .  938  n.  1 

when  nominal,  actual  parties  in  interest  control  the  suit 938 

defendants,  who  must  be 946 

government  officers,  public  and  private  corporations,  and  individuals  of  all 

classes  may  be 947 

executor  or  administrator  of  deceased  infringer 947  n.  5, 948  n.  4 

suable  severally  but  only  one  compensation •    .    948 

nonjoinder  and  misjoinder  of 948 

declaration,  contents  and  requisite!  pf  .    • 949-965 

on  the  case  sufficient 949  n,  1 

may  cover  several  patents  when  violated  by  same  infringing  act    ...    955 
patents  for  original  and  improvement  when  ......  956  n.  2 

consolidation  of  canses,  which  may  be  covered  by  one,  when     .    .    .  966  n.  1 

averments  as  broad  as  evidence  needed 949  n.  1 

must  tender  an  issue  on  every  point  essential  to  patentability     .    .    .  949  n  2 

ayerment,  of  citizenship 949 

inventive  act 949 

patent 960 

when  re-issued  in  divisions   ••...••.    1031  n.  1 
acquiescence  in  by  public      .•'••••••..    962 

description  of  invention  in    . 949,  960 

variance  between  and  patent  itself 966 

ef  title  of  plaintiff  and  profert  of  conveyances     .....    951 

of  infringement • 952 

several  acts  of 9.';2 

of  damages .  ^.    .    .    953 
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avennent  of  damages,  verdict  cannot  exceed 968  ».  3 

claim  for  treble 953 

disclosing  license  to  plaintiff  gives  defendant  the  right  to  a  judgment     951 ».  5 

need  not  conclude  "  contra /ormam  «ta<tt<» " «    *     .    .  954ii.2 

formal  requisites  and  defects  of 954 

cured  by  verdict ,    .    954 

demurrer  in •••• ,.    957 

for  want  of  patentability •    959  f».  2,  1009  ».  8 

does  not  admit  patentability •« 959  a.3 

court  may  declare  patent  void  on 959  «.  2 

dismissed  by  court  tuo  motu  if  evident  that  no  inventive  act  performed .    .  969  «.  2 

defences  to,  not  limited  to  those  named  in  the  statutes 958  %.  1 

new  arise,  old  disused 958  «.  x 

all  may  be  nidged  unless  defendant  estopped 984 

to  each  patent  and  Claim  in  dispute 986 

enumeration  and  classification  of 958 

no  inventive  act 959 

want  of  reduction  before  application  not 959  ».  1 

no  inventive  act  by  patentee 900 

surreptitious  appropriation  by  patentee  of  another*s  invention  ...    900 

patentee  not  the  first  inventor 961 

Invention  not  legally  patentable 902 

want  of  novelty,  prior  use,  patent,  or  publication 968 

uUlity 964 

abandonment  by  public  use  or  sale 965 

distinct  from  prior  use 998a.  1 

not  supported  by  proof  of  prior  use 965  a.  7 

public  use '* before  the  invention"  not 965 a. 7 

pending  application  not     .•....••.  965  a.  7 

no  such  patent • 966 

want  of  legal  requisites  to  patent • 967 

signatures,  correspondence  with  application,  false  oath  or 

suggestion,  invalidity  of  re-issue 967 

notice  to  caveator • 967 

patent  unintentionally  issued  not     ••••••.....  967  ».  8 

fraud  in  issue  of  patent  not     ••••••••••••..    967 

irregularity  of  re-issue  when    ..••••••••••.  967  «.  5 

joint  patent  for  sole  invention  and  vice  vena     • 967 

patented  invention  not  patentable 968 

fraudulent  specification 909,  970 

ambiguity  of  description  though  unintentional 970 

raises  no  question  of  fraud 1035 

excessive  Claims   ..•• •'••.•••.    971 

ambiguity  of  Claims     • 972 

surrender  of  patent 978 

repeal  of  patent • 974 

denial  of  plaintiff's  title       975 

equitable  rights  of  third  parties  not 975  a.  3 

that  third  parties  owned  the  territory  of  infringement  under  the  orig- 
inal patent,  not  to  suit  on  an  extension  .    975  a.  2 

non-infringement,  defendant's  invention  not  covered  by  the  patent   .    976 
acts  of  defendant  not  acts  of  infringement  •...••..    977 

patent  not  in  force  when  acts  performed 978 

co-ownership  of  patent 979 

license ••••••.••••...    979 

statute  of  limitations • 980 

estoppel  ••.••••••••••• 981 

release 988 
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defences  to,  ret  atgndicata ••• 988 

liability  in  other  fonns  of  redress  not   .•••••....    947 
on  renewed  application  the  same  as  on  a  new  one     ..*•...  984  ».  1 

pleadings  in  abatement,  groonds  for •    •    •    956 

baukraptcy  or  marriage  of  defendant  not 948 

want  of  corporate  capacity 976  f».  1 

in  bar 986-992 

no  rule  to  plead  till  after  appearance 966  n,  3 

form  and  scope  of  in  England 986 

in  the  United  States  doubtful 986 

how  differ  from  equity  pleadings 999  n.  1 

not  governed  by  local  law  under  914  Bev.  Stat 992  n.  6 

general  issue,  without  notice  covers  what  defences ....   988  n.  1,  999 

its  relation  to  special  pleas 992  n.  8 

with  or  without  notice  covers  all  defences  except  statute 

of  limitaUons 992 

special,  proper  except  for  non-infringement 992 

required  for  statute  of  limitations 992 

plea  of  former  recovery  sgainst  defendant's  vendor  must  aver  pay- 
ment     1065  n.  8 

notice,  when  required  with  general  issue 986-998 

under  act  of  1790 987 

1793 988 

1836 989 

1870  and  Rev.  Stat 990 

rules  of 991 

special  plea,  when  used  as •    .    •    •    .    992 

not  used  with 992 

ibrm  and  service  of 1000 

that  patentee  not  a  true  inventor 995 

its  requisites  ..••.••••.•.  1004 

the  first  inventor  •• •    995 

iU  requisites 1002 

of  prior  use 997 

its  requisites     ••• 1004 

to  give  names  of  users  not  witnesses •  1004 

by  plaintiff  not  necessary ••••  1004 

prior  patent  or  publication     ••••... 996 

iU  requisites  .    • .,...•  1008 

state  of  art  not  required 1006 

abandonment  to  the  public 998 

iU  requisites   .•••••• 1006 

fraudulent  specification 994 

its  requisites   ••• • 1001 

evidence  in,  governed  by  usual  rules 1007 

rules  of,  agree  with  those  of  State  courts 1008 

burden  of  proof  on  plaintiff,  how  satisfied   .    .    .    •    • 1018 

judicial  notice  taken  of  what  facte  ..••• •••  1009 

documentary,  what  admissible  •    • .1015 

records  of  former  judgmente , 1017 

patent  presumed  valid 1016 

weight  of,  increased  by  re-issue  or  extension •  1016 

patent  shows  that  the  grant  was  regular,  the  specification  sufficient,  and 

legal  title  in  patentee 1016 

of  defendant  presumed  valid ••.•••  1016 

witnesses,  competency  of •    •    •    • 1010 

credibility  of 1010,  1011 

how  determined  •••••• ••••••  1011 
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evidence  in,  witneteety  intareeted,  who  are 1010 

expert,  vmlae  and  effect  of 1019 

classes  of 1013 

when  admissible lOU  is.  %  1014 

weight  of 1014 

excluded  on  ground  of  estoppel 10X1 

order  of  production  in  court ]079 

under  defence  that  invention  did  not  resalt  from  an  inventive  act  .    .    •  lOSSI 

patentee  is  not  a  trae  inventor 1023 

the  first  inventor lOM 

invention  not  legally  patentable 1025 

limited  to  the  nature  of  the  invention  as  described 
in  the  patent  and  construed  by  the  court     .    .  1019 

of  prior  use 1096 

where  patent  covers  several  inventions 1028 

not  admissible  without  notice 907  ».  6,  1004 

under  notice  of  public  use   .....  1005 

after  plaintiirs  evidence  in  rebuttal  .    •  1096 

without  notice  considered  only  as  to  state  of  the  art  997  «.  6 

discrepancies  expected  in 1011 

prior  patent 1097 

patent  not  named  in  the  notice  not  regarded  by  court 

though  referred  to  in  argument 996  a.  9 

may  show  date  of  patented  articles      ....  996  a.  9 
may  show  when  invention  was  in  use      .    .    1006  n.  2 

prior  publication 1028 

not  adnfissible  without  notice 996  a.  9 

publication  set  up  in  special  plea  and  struck  out  can> 

not  be  read 996  a.  9 

publication  not  named  in  notice  not  admitted  to  show 
knowledge  of  the  author  at  a  certain  place      .    .  996  «.  9 

Bon-utiiity 1029 

abandonment  to  the  public 1030 

not  admissible  without  notice 998  a.  1 

that  no  such  patent  exists 1081 

variance  exists  between  patents  alleged  and  proved     .  1031 

the  patent  is  illegal 1039 

defendant  must  prove  invalidity  of  re-issue  by 
offering  the  original  and  showing  the  discrep- 
ancy   1032 

the  patent  claims  an  unpatentable  invention  ....  1088 

the  specification  is  fraudulent  .    .    • 1034 

the  description  is  ambiguous 1039 

the  Claims  are  excessive 1036 

ambiguous   .    •    •    •    • 1037 

the  patent  has  been  surrendered 1038 

repealed 1039 

the  plaintiff  has  no  legal  tiUe 1040 

the    defendant's    invention    is    not   covered    by   the 

patent 1041 

the  defendant  does  not  make,  use,  or  sell 1049 

patent  not  evidence  of  infringing  acts      ....  1016 
infringing  acts  confined  within  period  named  hi. 

declaration 1049  a.  1 

the  infringing  acts  not   committed  while  patent 

in  force 1013 

of  license  or  co-ownership 1044 

SUtnte  of  Limitation* 1046 


INDEX.  795 

•Mtoteottona. 
ACTION  AT  LAW— continued. 

evidence  in,  under  defenoe  ol  estoppel 1046 

release 1047 

former  Judgment . 1048 

of  damages 1049-1071 

of  state  of  arty  admissibility  and  effect  of •    .  1020 

purpose  of 1006 

admissible  without  notioe  .«• 1006 

what  kinds  admissible  • • 1006 

prior  publication  is  not 1006  n.  8 

admitted  without  notice   not  considered   lor  anj  other  pur- 
pose     1006  n.S 

damages 1049-1071 

at  law  differ  from  recovery  in  equity  how   •••.••.•••.  1050 

rule  of,  distinct  from  rules  of  evidence  conoeniing •    •  1051 

rule  of    .    .    • 1051 

how  proved 1051 

burdenof  proof  on  plaintiff •    •    •    .  1071 

actual,  rule  of • 1053 

must  be  clearly  proved 1058 

recoverable  only  to  date  of  writ 1058  n.  3 

rules  of  evidence  concerning  vary  with  the  plamtiff'smode  of  enjoying  his 

monopoly     ....••...  1054 
according  as  plaintiff  grants  licenses  or 
preserves  a  close  monopoly      .    .    .  1056 
where  plaintiff  preserves  a  close  monopoly  in  himself  or 

in  specific  licensees 1055,  1060-1064 

license  fee  the  measure  of  when  plaintiff  grants  licenses  to  ail  who  wish  .  1055 
rule  of  evidence  concerning  when  plaintiff  e^jojrs  the  monopoly  by  grant- 
ing licenses 1056-1050 

evidence  that  plamtiff  enjoys  the  monopoly  by  granting  licenses     .    .    .  1057 

as  to  establishment  of  license  fee 1057 

that  defendant  has  impliedly  accepted  plaintiff*  s  license  .    •    .  1058 
license  fee  the  measure  of  only  when  defendant  does  the  exact  licensed 

act 1058,1059 

not  the  measure  of  when  defendants  use  differs  in  duration  or  extent 

from  the  licensed  act 1058 

when  license  fee  is  the  measure  of,  defendant's  profit  and  plaintiff's  loss  are 

immaterial • 1059 

interest,  when  allowed  on  license  fees 1069  n  1 

rules  of  evidence  concerning  when  plaintiff  preserves  a  close  monopoly  1060-1064 
differ  according  as  the  plaintiff  uses  the  Invention  and 
sells  the  product  or  makes  and  sells  the  invention    .    .  1060 
where  plaintiff  uses  invention  and  sells  product,  damages  arise  from  re- 
duction of  prices  or  loss  of  sales 1061 

rules  of  evidence  of 1061,  1062 

direct  evidence  of • 1061 

indirect  evidence  of •    .    •  106S 

defendant's  profits  as 1062 

confined  to  exact  invention     • 1062 

how  shown  and  computed 1062 

inferential  evidence  of    ... 1062 

matters  of  aggravation •    •  1062 

where  plaintiff  makes  and  sells  the  invention,  indirect  evidence  ....  1063 
where  defendant's  infringing  acts  differ  from  plaintiff's  mode  of  enjoyment, 

evidence  of 1064 

evidence  of  remote  and  contingent  inadmissible    .........  1061 

nominal,  rule  of  ... • 106^ 

when  awarded 1068,  1071  %.  1 
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daraageS}  vindictive  not  allowed • 1063 

in  suits  by  co-owners  against  each  other      •    •    •    • 1070 

executors  enure  to  the  estate 1070 

distribution  of  among  oo-plaintifEs 1070 

increase  of  by  court lOM,  1069 

interest  on  when  allowed ••..  1006 

counsel  fees  and  expenses  of  suit  not  allowed 1067 

payment  of,  creates  future  license  when  • •••  1065 

trial,  by  court  without  jury,  verdict  ....•.• 1077 

questions  for  court  or  jury     •• 1075 

mistake  as  to  is  error 1075 

continuance  wherever  party  taken  by  surprise      •    • 1078 

nonsuit  not  allowed,  equivalent  procedure •    .    .    .    •  1073 

charge  to  jury,  requests,  exceptions 1074 

when  patent  void  on  its  face  must  direct  a  verdict  for  de- 
fendant   1009  n.  3, 1025  n.  1 

verdict,  requisites  of,  when  set  aside 1076, 1077 

for  defendant,  ordered  by  court  when  ....  1009  n.  8,  1025  «.  1, 1073 

order  how  enforced 1073 

for  excessive  actual  damages  cured  by  remittitur 1068,  1078 

actual  damages,  when  only  nominal  proper,  to  be  set  aside,  not 

curable  by  remittitur 1068 

embracing  counsel  fees  not  set  aside  if  court  would  then  increase 

damages 1067  ».  2 

new  trials,  when  ordered 1076, 1078 

wnt  of  error,  grounds  for,  effect  of   .    .    • 1079 

costs,  items  allowable 1080 

unreasonable  delay  in  disclaiming,  effect  on 1080 

(See  also  Actiox  in  Equity  and  titles  appended  thereto,  Adyertibiiyo,  Agenct, 
AsauMPsiT,  Chabob,  Claim,  Comceiver,  Comceptiom,  Copies,  Date,  De- 
8CRIPTIOM,  Diligence,  Disclaimer,  Dkawimgb,  Emousu  Patent,  Equiv- 
alents, Expert  Evidence,  False  Suggestion,  File  Wrapper,  Foreign 
Patent,  Foreign  Use,  Fraud,  Fraudulent  Concealment,  Invektivs 
Act,  Inventive  Skill,  Judgments,  Letters-Patent,  Licenses,  Lost 
Art,  Mechanical  Skill,  Novelty,  Possession,  Prerequisites,  Prior 
Patent,  Prior  I^jblication,  Prior  Use,  Priority,  Pubucation,  Record, 
Re-issues,  Release,  Remedy,  Repeal,  Res  Adjl^icata,  Secret  Use, 
Skilled  in  Art,  Stamping,  Statute  of  Limitations,  Supersedeas, 
Term,  Unreasonable  Delay,  Utility,  Verdict,  Witnesses.) 

ADEQUATE  REMEDY  AT  LAW,  exists  when 1086-1094 

(See  also  Equity  Jurisdiction.) 

ADMINISTRATION,  letters  of,  presumed  by  Patent  Office  to  be  regular    .    .  404  n.  1 
local  not  necessary  to  entitle  administrator  to  patent 404ii.l 

ADMINISTRATOR  of  deceased  inventor  (see  Exbcdtob.) 

ADMISSIONS,  estoppel  by lOSI 

of  validity  how  manifested 1180 

of  defendant  as  evidence  of  validity 1174, 1189 

(See  Action  in  Equity,  Action  at  Law,  Estoppel,  Injunction.) 

ADVERTISING  infringing  articles  is  evidence  of  sales 104S 

AFFIDAVIT  not  entiUed  in  cause  tiU  bill  filed 1128fl».  1 

AGENCY,  defence  of  must  disclose  principal 1042,  1117 

AGENTS,  infringement  by 990 

not  by  acts  which  would  not  be  infringement  in  principal 990 

infringing,  when  treated  as  principal 1904 
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AGGREGATION  not  an  invention 154 

not  a  combination,  difference  between  .....•.•.  154 

in  mannfactores     ..•». •••..  293  n.  1 

(See  Combination.) 

AGREEMENT,  conceding  priority  to  one  not  an  inventor  void  •    •    i    •    •    •    •  368 

to  sell  resnlta  of  inventive  skiU  valid ..••..  414 

(See  CONTBACT.) 

ALIEN  may  obtain  patent 368 

inventor  formerly  compelled  to  put  liis  invention  into  market  in  ttie  United 

States 632 

ALTERNATIVE  CLAIM,  when  improper 520 

(See  Claim.) 

AMBIGUITY  IN  DESCRIPTION,  when  fatal 493 

not  unlcM  frandolent     .    •    •  493  n.  2 

cotUra    •    •    493 

CLAIM  avoids  it,  how  caused 516 

created    by    discrepancy    between    Description,    drawings,    and 

model 541,  546 

(See  Acnoir  at  Law,  Claim,  Description,  Dbawinos,  Falsx  Suggbstion, 
Fbaudulbnt  Concsalment,  Model,  Patent,  Re-issues.) 

AMENDMENT,  to  application  for  patent  (see  Application  fob  Patent). 

of  letters-patent 633-716 

by  Patent  Office 417 

when  allowed  in  England 16 

under  American  Law ••    ...    21, 22 

to  fully  disclose  the  invention 42  m.  10 

abuses  arising  from 42 

to  bill  or  answer  in  equity 1123 

(See  Action  in  Equity,  Clbbical  Errors,  Disclaimer,  Letters-Patent,  Patent, 
Re-issues.) 

AMERICAN  AND  ENGLISH  LAW  OF  PATENTS,  difference  in    ....    68  a.  2 

ANALOGOUS  AND  NON-ANALOGOUS  USES  distinguished 259  n.1 

ANIMALS,  not  invention  to  employ  instinct  of 78  n.  2, 167  n.  2 

may  be  the  apparatus  ofanart •••.    167 

ANNUL  INTERFERING  PATENTS,  actions  to,  jurisdiction  of  Federal  courts  over  860 

ANSWER  IN  EQUITY,  rules  governing 1114-1120 

admissions  in,  as  evidence 1127 

irresponsive,  effect  of  as  admission 1127 

under  oath  requires  two  witnesses  to  overcome  it 1127 

(See  Action  in  Equity.) 

APPARATUS  OF  AN  ART,  anything  may  be 167 

improvement  in  is  not  a  new  process 167  «i.  1 

joinder  of  with  process  (see  Joinder  op  Inventions). 

(See  Art.) 

APPEAL  in  the  Patent  Office,  in  uncontested  cases 566-572 

not  like  writ  of  error  but  like  appeal  in  equity  or  admiralty   .....    572 

to  Commissioner,  examiner  must  act  twice  before 567  n.  1 

character  and  effect  of 572 

questions  open  on,  grounds  of,  dismissal  of 572 

presumption  in  favor  of  judgment  appealed  from 572  n.  5 

rejected  applicant  must  appeal  within  reasonable  time 565  n  3 

from  rejection  of  one  Claim  forfeits  no  right  to  others 565  ».  3 

relates  to  matter  of  form  or  matter  of  substance 566 

matter  of  form  and  of  substance  defined 566 

instances  of  matter  of  form  and  matter  of  substance 566 

on  matter  of  form  lies  to  Commissioner 566 

mode  of  procedure 567 
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on  matter  of  substance  lies  to  ezaminen-in-chief    •    .    •    •    • 666 

mode  of  procedure    •    •    568 
powers  of  examiners     •    668 
mandamus  not  granted  to  compel  Commissioner  to  allow  when  in  his 

discretion    ••••••••• 568 ».  4 

recommendation  by  ezaminers-in-chief  as  to  matters  not  entering  into  the 

appeal 568 

examples  of  such  recommendations 568  a.  3 

leaves  uncontested  case  in  hands  of  primary  examiner  after  appeal  decided  568  ».l 
jurisdiction  of  examiner  ceases  during    ........  568  n.  1, 604  a.  S 

second  to  examiners-in-chief  allowed      ••••• 568 

from  examiners  in  remanded  cases .•    569 

examiner»-in-chief  to  Commissioner,  procedure  on    •    ....    •    569 

case  when  remanded  to  examiner  with  recommendations     •    .    569 

Commissioner  to  Supreme  Court  of  the  District  of  Columbia,  procedure  570 

case  when  remanded  to  examiner •    •    •    •    •    572 

in  interference  proceedings 604 

decision  on,  when  re-opened  • ••..    57i 

to  Supreme  Court  in  equity  cases,  effect  of,  procedure  on    .••.••    •  1161 
when  a  nypertedetu      ...'.••.•••.•••.•..  1161 

does  not  suspend  payment  of.master's  fees •    .    1161  a.  10 

from  grant  or  refusal  of  preliminary  injunction  not  allowed 1173 

collusive  not  recognized 1161 

(See  Actio:!  in  Equity,  Appucation  for  Patent,  Commissionbs,  Ikjunction, 
Intebperknces,  Patkmt  Oppicb,  Practice,  Procedure,  Behbarihg, 
Secret  ART.) 

APPEARANCE,  an  invention  (see  Design). 

waives  defects  in  process  when • 934 

APPLICANT,  title  of,  application  evidence  of     .    .    .    , 450  a.  1 

having  power  to  amend  or  appeal  must  elect  and  abide  by  it    .    .    •    .    .  568».  1 

rejected  may  bring  bill  in  equity  to  obtain  patent •    •    .    571 

procedure  on.*... 571 

APPLICATION  FOR  PATENT 426,  449-616 

no  patent  without  an 452  a.  1 

auDual  number  of 52 

kept  secret  when 553 

as  evidence 1015,  1019  a.  4 

of  prior  use 318,  1026 

does  not  show  reduction  to  practice 1S6 

by  whom  made 449 

proper  applicant  determined  by  Patent  OflSce  records 450 

two  concunent  by  same  inventor  for  same  invention  improper   ....    467 
not  affected  by  later  application  for  same  invention  by  same  inventor  .    .    563 

must  possess  legal  requisites 451 

legal  requisites  of 452 

of  each  part  determined  separately  though  all  construed  together    .    .    .    548 

grant  of  patent  shows  presence  of 451 

form  of 449-458 

written  in  English  language 453 

to  contain  petition,   oath,  specification,  and  sometimes   drawings    and 

model 452 

•     changes  of  parties  during  proceedings     .••...•.....    450 

how  signed  by  applicant 452 

signed  and  sworn  to  In  blank  illegal  ..........   452,  551  a.  2 

the  petition,  its  requisites 453 

oath 454-458 

necessity  and  requisites  of 454 
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the  oath,  omiMion  of,  does  not  invalidate  patent     ..••••••••    468 

presumed  from  grant  of  patent     •• 468 

by  and  before  whom  made •    454 

averments  of •    •    .    • 455 

its  truth  or  falsehood •    456 

must  be  true  as  to  each  part  of  the  specification 455 

falsehood  does  not  avoid  patent  when •      967  n.  4 

avoids  patent  if  material  and  wilful •    •    456 

how  shown 1032 

Patent  Office  cannot  inquire  into  truth  of,  after  grant  of  patent      •    .    456 
renewed  with  each  amendment  which  introduces  new  matter    .    .    .    455 

how  far  conclusive     • 457 

aabject-matter  of 45»-479 

must  be  a  patentable  invention 459 

not  an  invention  already  patented  in  the  United  States  by  the  same  in- 
ventor      460 

may  be  an  invention  patented  abroad  by  the  same  inventor  or  in  the 

United  States  by  a  rival  inventor 461 

not  to  include  inventions  already  patented  in  the  United  States  by  the 

same  inventor 463 

may  be  a  new  use  of  any  patented'invention 463 

not  an  invention  already  covered  by  a  defective  patent  to  the  same  in- 
ventor.     464 

may  be  a  combination  of  inventions  previously  patented  by  the  same  in- 
ventor  .•    •    •    465 

may  be  part  of  an  invention  previously  patented  by  the  same  inventor     .    465 
may  be  an  invention  described  but  not  claimed  in  a  former  patent  to  the 

same  inventor 506,  656  ».  3,  690 

may  be  an  invention  dependent  on  or  collateral  to  a  previously  patented 

invention 466 

not  an  invention  already  claimed  in  a  pending  application  by  the  same 

inventor 467 

may  be  an  invention  described  but  not  claimed  in  a  pending  application  by 

the  same  inventor 467  n.  1 

for  matter  described  but  not  claimed  in  a  former  patent  used  instead  of  re- 
issue   656  n.  3 

but  must  be  filed  when 465  ».  3 

the  Description  (see  Description)  . 480-503 

the  Claim  (see  Claim) 504-539 

covers  all  patentable  matter  shown  in  the  specification,  drawings,  or  model  541  n.  2 

only  the  matter  claimed 506 

where  two  describe  but  only  one  claims  the  invention  the  patent  issnes  on  the 

latter - 564  ».  4 

disclaimer  in,  must  explain  the  Claim  not  contradict  it 513  ii.  2 

drawings  (see  Drawings) • 540-544 

model  (see  Modbl) 545-548 

when  model  and  specimens  ordered  ..••• ...••    557 

true  date  of • 354  n.  1 

date  of  filing,  how  shown 1026  n.  15 

on  question  of  public  use • 966  n.  7 

continuous,  takes  date  of  original   ............      580,581 

dependent  on  original •• 581 

successive  are  when 364  n.  1,  680 

when  amended  by  order  of  Patent  Office 561  n.  10 

tests  of  continuity,  examples   ..••...•••••  680  n.  8-6 

no  presumption  of  priority  between 590 

filing  and  fees • 550-554 

filed  When  presented  complete  to  Commissioner  •    .    • •    •    651 

VOL.  III. — 49 
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filing  U  the  commeocemeut  of  proceedings  to  obtain  pttent .    .     •    •    •    •    .    550 
filed  at  any  time  after  invention  complete  unless  it  is  alMuidoned  •    •    .    •    .    550 

when  delivered  to  Patent  Office  with  the  fee    .    .    • 451  «.  4 

not  by  filing  model  or  writing  application  or  patting  the  case  in  hands  of 

solicitors • 551 

all  parts  must  be  within  two  years  after  filing  petition  .......    551 

decision  of  Commissioner  as  to  filing  conclusive 551  m.  S 

delay  in  filing  conclusive 551  a.  3 

not  accepted  by  Patent  OfiUce  till  complete 45S 

acted  on  by  Patent  Office  till  all  parts  complete 548 

parts  separately  filed  must  be  accompanied  with  a  letter  connecting  them  with 

other  parts     •    •    • 551 

after  filing  known  by  title  and  number 55i 

specification  not  withdrawn 553 

procedure  on,  governed  by  rules  in  force  when  commenced 573 

in  uncontested  cases 555-585 

examined  in  order  of  completion 565 

how 53 

as  to  sufficiency  in  form 555 

examiner  should  require  sufficiency  in  form   ..........      555  a.  1 

no  decision  on  merits  till  all  formal  questions  settled 555  a.  4 

objections  to  form,  when  and  how  made  by  examiner 555 

notice  of  examiner  to  inventor  as  to  defects  in  form 555 

examiners  must  state  objections  definitely  and  the  mode  of  avoiding  them   555  u.  2 

objections  to  form  acted  on  by  inventor,  how 555 

proceedings  where  the  application  shows  that  a  different  invention  should  have 

been  applied  for 555  is.  3 

objections  for  misjoinder,  when  made,  procedure  on 550 

division,  when  ordered 479,  550 

how  made 550 

cross-disclaimers  m  each •    •    479 

new  oath  to  each 550 

examination  on  merits  not  conclusive  as  to  correctness  of  form     .    .    .      555  «.  3 
two  questions  involved:  patentability  of  the  invention;  who  is  the  in- 
ventor      558 

examiner  to  decide  patentability,  from  any  data  at  his  command 558 

according  to  rules  of  courts  and  judgments  of  Commissioner    .    .    .    558 

not  according  to  conclusions  of  former  examiners 558 

in  view  of  matters  of  public  knowledge 558  a.  S 

though  he  is  in  doubt 558 

to  reject  application  if  invention  evidently  impracticable   .....  568  is.  9 

rejection,  notice  of,  to  applicant 559 

examiner  must  cite  his  references  and  give  his  reasons  in  the  notice    .    .    559 

grounds  of,  how  stated  in  notice .    659 

what  references  may  be  cited 669 

examiner  not  bound  to  suggest  what  Claims  should  be  made 559 

action  of  applicant  after • MO 

how  referenees  of  examiner  may  be  overcome  ..••••..•.    600 
on  ground  of  public  use,  met  by  applicant,  how    .......      600  ».  9 

action  of  examiner  after  answer  of  applicant  to 600 

number  of * W 

not  a  judgment 1017  a.  9 

of  Claims  may  be  appealed  from 605».3 

same  Claims  not  inserted  in  new  application  after     ••••••      605  a.  3 

appeal  from  (see  Appeal). 

amendment  to,  how  and  when  made •••••      601-603 

subordinate  to  and  dependent  on  the  original 604 

not  alk)wed  without  sufficient  reason •••      601  ••9 
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amendment  to  mast  be  accompanied  with  explanation  showing  how  it  avoids 

examiner*8  objections 565 

may  be  partial  or  total     ..     • « 564 

when  improper,  Claims  not  affected  by  must  be  examined  on  their  merits 

564  n.  3 

in  form  made  to  any  extent 561 

In  substance  cannot  embrace  new  matter 561 

may  include  what  subject-matter 561 

agreement  of,  with  original 561 

to  substance  of  Claim  is  new  Claim 561  n.  U 

cannot  enlarge  the  invention 561  n.  4 

substitute  a  different  specific  invention  for  the  one  claimed  .  661 1».  6 
by  changing  or  inserting  generic  and  specific  Claims  ....  561  a.  6, 11 
cannot  include  Claims  once  withdrawn  to  avoid  rejection  ....      561  n.  6 

numerous  examples  of 561  n.  8-12 

cannot  prejudice  intermediate  mventors 561 

requires  new  oath  when 561 

filed  by  executor 561  n.  9 

when  new  oath  required,  date  of  oath  is  date  of  appUcation 561 

not  barred  by  new  application  covering  matter  of  amendment     .    .      562  n.  1 
when  refused  by  examiner  applicant  may  petition  Commissioner  for  order 
to  receive  it,  but  examiner  may  then  reject  if  new  matter    .    .    .      562  n.  1 

when  made 561  n.  1 

«t  what  time  made 562 

while  in  interference 608,  609 

not  after  final  rejection  when 565 

presumed  against  from  delay  in  filing 561 

form  of,  how  written      . 563 

distinct  applications  not 564 

each  stands  alone,  not  as  amending  the  others 564 

made  by  attorney  without  signature  of  applicant  .......      563  ».  1 

not  made  by  substituting  new  specification  for  the  one  sworn  to  by 

the  applicant 563  n,  1 

erasing  Claim  should  change  the  Description 563  n.  1 

examination  of,  rejection,  notice    ^ 565 

if  propriety  doubtful,  how  examiner  proceeds 561  n.  6 

examiner*s  refusal  to  allow,  appeal  from 565 

after  rejection  applicant  must  elect  to  amend  or  appeal  or  withdraw  and  is 

bound  by  his  election 560,  568,  n.  1 

appeal  (see  Appbal). 

withdrawal,  and  substitution  of 580,  581 

after,  substitute  may  be  filed 580 

modes  of 580  n.  1 

substitution,  by  whom  made 581 

unreasonably  delayed  shows  abandonment  to  public,  when  580  n.  2 

abandonment  of 853  ».  2,  574-579 

its  effect 574,  575  ».  2 

no  legal  existence  after 579 

no  revival  after 580 

not  further  noticed  in  Patent  Office 575  n.  2,  588 

does  not  ipto  facto  abandon  the  invention  to  public 574 

may  result  in  abandonment  to  public 574 

whether  abandons  to  the  public  is  question  open  to  courts 578 

may  estop  inventor  from  claiming  the  invention  when 674  n.  3 

no  bar  to  future  application 574 

revival  by  Congress 574  n.  1 

forfeits  the  right  to  benefit  of  date  of  application  on  questions  of  public 
use,  etc • 574 
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AbAndonment  of  by  express  acts  or  words  »•••••••••••.    679 

by  cancellation  of  Claims ••••••••      S79  ».  1 

not  by  attorney ••••.•      579  «.  8 

not  by  filing  new  application «79 

not  by  delays  and  errors  in  Patent  Office 578 

in  interference ••••.      612  n.  4 

by  unreasonable  delay  in  prosecuting 154  n.  1, 574 

delay  unavoidable  not  unreasonable      ...........    578 

burden  of  proof  on  applicant •••    575 

decision  of  Commissioner  that  delay  was  reasonable  is  conclusive      .    578 

by  two  years*  inaction  after  last  action  in  Patent  Office      • 575 

**  last  action"  defined 576 

'*  suspension  of  action  "  not 576 

"  inaction  *'  defined 577 

**  two  years,**  how  computed  ...• .•••    577 

by  delay  in  suing  in  equity  after  rejection •      571 «.  8 

effect  of  subsequent  rival  patents,  publications,  etc     •    .    •    •      574  ».  8 

allowance  of,  notice  of 588 

before,  under  examiner's  control •    .    .    •    •    588 

after,  patent  not  withdrawn  from  issue  except  by  Commissioner     .    •    .    588 
not  binding  on  Commissioner  till  patent  issues      •..••..••    588 
withheld  by  Commissioner  after  allowance,  when  mandamus  lies  .....    588 
mandamus  to  Commissioner  (see  Mandamus). 

pending  till  patent  issues  and  is  delivered      • 588 

is  recorded 612  n.  4 

final  fees,  payment  of • 585 

failure  to  pay  is  forfeiture  when 584 

renewal  of  forfeited 584 

rights  of  applicant  after  forfeiture 584 

forfeiture  and  renewal  not  at  option  of  applicant .      584  n.  8 

disposition  of,  after  forfeiture 584 

alter  forfeiture  no  longer  under  jurisdiction  of  Patent  Ofilce      •....•    588 

date  of,  on  renewal  after  forfeiture 584 

bill  in  equity  by  defeated  applicant  (see  Equity) 571 

procedure  on •••    571 

is  part  of  the  application  • •    •    .• 677 «.  8 

how  related,  as  identical  or  otherwise ..589 

when  conflicting    • • v.    589 

interferences  deal  with,  not  with  applicants 587  «.  1 

interferences  (see  Interferences) 586-616 

(See  Abandonment  to  the  Public,  Assignee,  Assionksnt,  Attornets, 
Caveat,  Caveator,  Claim,  C!ommis8Ioner,  Concbiver,  CoKCErnoN, 
Date,  Delay,  Description,  Discijiimer,  Drawings,  Evidence,  Exam- 
DTERS,  Examination,  Executors,  Fees,  Forfeiture,  Form,  Infant, 
Interferences,  Joinder,  Joint-Invention,  Judgments,  Jurisdiction, 
Laches,  Letters-Patent,  Mandamus,  Married  Woman,  Modbi^  Kbw 
Matter,  New  Trials,  Novelty,  Oath,  Patent,  Patent  Office,  Pat- 
entee, Power  of  Attorney,  Practice,  Prerbquisites,  Record,  Rkfi- 
brences,  Rehearing,  Reservation,  Rival  Inventors,  Sbcrbtart, 
Signatures,  Specification,  Substance  and  Form,  Tbbm,  TitlBi  Ub- 
reasonable  delay.) 

APPLICATION,  new,  of  old  force  to  old  object  is  an  art «    .  164  •.  I 

•*  APPLICATION  OF  PRINCIPLE  "  a  phrase  of  two  meanings 148 

in  one  sense  is  the  idea  of  means  itself •••••.    148 

in  another  sense  is  reduction  to  practice •••    Itt 

uses  of  the  phrase  explained 99*4   149 

In  what  sense  protected  by  the  pstent •••••    «».14| 

(See  Pbuciplb.) 
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ARBITRATION  AND  AWARD,  presumed  correct 1184  ii.S 

contract  for  is  binding 1250  n.  8 

ARRANGEMENT,  diveraitiee  of  may  be  matter  of  form  or  of  substance  ...  843 
when  change  of  affects  identity  ....••.••••.••.  S48  n.  1 
difference  in  does  not  show  absence  of  infringement    •.••••...    884 

(See  DivsBSiTUEB.) 

ART  defined,  synonymes  of... ••..••••.••    159 

essential  attribates  of ....•• •    .    169 

the  most  comprehensive  of  inventions 164,  284 

distinguished  from  "  principle"  and  from  *' force" 161 

relation  of  to  instrument  and  to  function 284 

must  produce  physical  effects 166 

three  classes  of,  their  essential  distinctions 164 

may  be  a  "force  applied,'*  a  "  mode  of  application,'*  or  a  ''specific  treatment 

of  a  specific  object  ** 165 

may  consist  in  the  application  of  a  new  force 164  n.  1 

force  to  a  new  object 164  n.  2 

new  application  of  a  force  to  an  object 164  a.  3 

new  use  of  old  devices 164  n.  8 

removal  of  defects  from  an  old  art 167  n.  3 

doing  by  machinery  what  was  done  by  hand  in  the  same  way  not     .    .    .  164  n.  8 
mere  employment  of  substances  for  the  first  time  in  an  old  art  not     .    .    .  172  n.  1 

new  use  of  old  art  not  unless  inventive  skill  exercised 172  n.  1 

distinguished  from  machine 174 

its  apparatus .    •    • - 167 

does  not  vary  with  its  apparatus 167 

must  exist  mdependently  of  its  apparatus 158  n.  2 

may  be  new  though  the  apparatus  is  old 167 

patentable  though  its  product  and  apparatus  are  old    . 163  n.  1 

may  employ  any  available  apparatus 167 

apparatus  of  may  be  natural  or  artificial 167 

patent  for  not  limited  to  the  apparatus 736  n.  3 

operation  of  apparatus  may  be  an 172fi.2 

relation  of  to  the  function  of  its  apparatus 172  n.  2 

cannot  bc^  the  mere  function  of  a  specific  Instrument 158  «.  9 

protected  by  the  patent  for  the  specific  instrument  when  it  is  its  mere  functiooi 

and  is  not  separately  patentable     .    .' 172 

the  separate  independent  functions  of  two  instruments  not 158  n.  2 

not  fully  invented  till  its  apparatus  is  constructed 171  n.  1 

rather  than  apparatus  to  be  claimed  if  possible 172 

distinct  from  product • 167  n.  1 

identity  of  shown  by  identity  of  product 925  n.  1,  827  ».  2 

may  be  simple  or  a  combination 168 

simple,  analysis  of 285 

essentials  of 168 

identity  of,  how  determined 284>286 

may  be  a  combination  of  old  arts 168  a.  1,  287  n.  1 

combination,  essentials  of •.. 169 

identity  of  how  determined 287,  288 

when  new,  essential  variations  in  .... •  170  n.  1 

unity  of,  unity  how  destroyed      .    • 170 

not  patentable  unless  reduced  to  practice ...••    171 

reducible  to  practice  in  many  forms 172 

to  be  patentable  must  be  useful 163».  1 

patentability,  once  denied  in  English  law 160^  161,  162 

when  recognized  in  English  law 160  n.  1 

always  recognised  in  American  law 168 

Description  of .    487 

Drawings  of  for  Patent  Office,  requisites  of   .•••..    • 548 
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Claim  for,  reqalsitea  of.... •••...    689 

must  be  claimed  as  an  art  not  as  apparatns  or  product     ••..•...    511 

.  patent  for^  covers  all  modes  of  pnu^Using  it ITS  a.  1 

infringement  of,  what  acts  are 925 

materials  nscd  in  when  *' similar^' 170 a.  1 

(See  also  Animala,  Appabatub,  Chkxigal  PitocEsa,  Ci^aim,  Gombiicatioic, 
Descriptiom,  Double  Use,  Earth,  Force,  Identity,  Improtemebt,  Ib- 

FRINOEMBBT,  JoiMDER,  PROCESS,  PRODUCT,  SUB-PROCE8S,  UsE,  UtIIJTY.) 

"ARTICLE  OF  MANUFACTURE  "not  a  tefOmical  phrase 531 

ARTICLES  patented  to  be  sumped  (see  Staxpibo)    .    • 628-631 

*<  AS  HEREIN  DESCRIBED ''meaning  of  in  patent 750 

"AS  SPECIFIED  "meaning  of  in  Claim 517  a.! 

ASSIGN,  agreement  to  becomes  an  assignment  when  price  paid 411  a  2 

ASSIGNABILITY  OF  PATENT  governed  by  Patent  Uw 406 

ASSIGNEE  means  assignee  in  any  degree 408  a.  1 

and  Grantee  not  synonymous 760 a.2 

of  inventor,  rights  of 408-414 

rest  on  Patent  Law   . 408 a.8 

has  all  rights  and  powers  of  his  assignor 767 

cannot  license  others  after  his  own  forfeiture 788 

has  same  rights  as  assignor  against  rival  inventor 789 

bound  to  same  diligence  as  inventor 575  a.  I 

patent,  grantable  to 368 

issue  of  to 619 

last  on  record  takes  legal  title  to  whomsoever  patent  issues  .    .    .    .    .    .  411  a.  3 

of  two  joint  inventors  owns  the  sole  patent  afterward  issued  to  one  of  them  450  a.  2 

of  right  to  patent  takes  subject  to  prior  equities 411 

subsequent  legal  title  of  a  banajide  purchaser  411 

when  bound  by  prior  acts  of  assignor 789 

judgments,  disclaimers,  etc.,  against  assignor 789 

of  junior  patent  pendente  lite  bound  by  the  judgment 1176  n  2 

bound  by  interference  judgment  against  assignor 789 

laches  of  his  assignor 1194 

'    not  bound  by  admissions  and  acts  of  assignor  unknown  to  him    .....    788 

concession  of  priority 789  h.3 

prior  unrecorded  equitable  claim  if  he  bought  for  value  without 

notice 789  a.  4 

statement  in  the  conveyance  that  the  assignor  owns  the  patent 

if  the  assignment  has  been  rescinded 787  a.7 

subsequent  acts  of  assignor 789 

of  future  patent  not  affected  by  subsequent  licenses  of  assignor     •    .    .    .  411  a.  4 

title  of  not  affected  by  oversights  in  the  Patent  Office 411  a  «^ 

of  right  of  action  takes  subject  to  all  equities 790  a  1 

bound  by  laches  of  assignor 1114  a.  8 

when  plaintiff  in  action  at  law  for  infringement 937,  940 

must  sue  at  law  in  his  own  name 940  a.  1 

of  right  of  action  when  plaintiff  at  law 943 

when  plaintiff  in  equity 1098, 1099 

ofpatent  as  collateral  security,  when  plaintiff  inequity 1098  a  6 

must  sue  in  equity  in  his  own  name ••  IWl 

entitled  to  injunction  like  patentee 762  a.  2 

of  extension  may  enjoin  licensees  under  original 1098  a.  6 

can  recover  entire  profits  though  he  pays  the  assignor  a  fixed  royalty    .     1152  a.  1 

contract  rights  of  against  assignor "   •  ^^^ 

nmedy  of  when  assignor  refuses  to  convey  the  patent    .    •    • 1^^ 
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protected  by  injanction  when  specific  performanoe  impossible 1228 

accepting  patent  other  than  that  agreed  to  be  asiiigned  cannot  claim  the  other  769  n.  2 

remedy  of  when  title  assigned  fails  or  proves  defective 1229 

in  case  of  defective  title  must  elect  between  rescission  and  enforcement       1229  n,  1 

remedy  of  when  patent  proves  invalid «    .    .  1230 

assignor  procured  the  transfer  by  deceit 1231 

for  breach  of  warranty 1232 

cannot  take  the  benefit  and  refuse  to  pay  the  price .     1239  n.  8 

action  to  recover  back  purchase  money  and  defence  to  an  action  for  it  stand 

on  different  grounds •    .    .    .     1239  n,  1 

in  defence  to  action  lor  purchase  money  may  show  defect!^  title     ....  1238 

patent  invalid  .  .  •  •  1239 
fraud  in  the  sale ....  1240 
breach  of  warranty  •  •  •  1241 
statutory  defences  .  •  .  1242 
DO  such  patent     .    •    1239  n.  1 

defending  on  ground  of  defective  title  has  the  burden  of  proof 1238 

defending  actions  for  infringement  or  purchase  money  may  deny  validity  if  he 

has  repudiated  the  assignment 787 

estopped  from  denying  validity,  while  he  receives  the  benefit  ••••••    787 

if  he  has  covenanted  not  to 1239 

cannot  defend  action  for  purchase  money  on  the  ground  that  a  later  patent  has 

been  granted  to  another  for  the  same  invention 1239  »•  li 

cannot  defend  action  for  purchase  money  on  the  ground  that  patent  invalid  if 

the  assignor  was  himself  an  assignee 1239  n.  1 

may  defend  action  for  purchase  monej'  on  the  ground  that  the  invention  in- 
fringes prior  patent  when 1239 

may  defend  action  for  purchase  money  on  the  ground  of  invalidity  though  he 

has  assigned  to  others 1230  n.  5 

if  his  own  assignee  refuses  to  pay 1239 

must  pay  j?ro  tanio  if  patent  divisible  and  partly  void 1239  n.  11 

defendmg  action  for  purchase  money  on  the  ground  that  patent  invalid  or  for 

deceit,  must  offer  to  return  it  and  account 1239,  1240 

defending  action  for  purchase  money  on  ground  of  breach  of  warranty,  must 

pay  for  what  benefit  he  has  received 1241 

mi^  defend  action  for  purchase  money  on  the  ground  of  breach  of  covenants 

when 1241 

on  the  ground  that  the  contract  vio-  ^ 

lates  State  law 1242 

on  a  note  for  purchase  money  on  the  ground  that  it  does  not 

give  the  notice  required  by  statute 1242 

(See  also  Action  in  Equity,  Action  at  Law,  Afplication  for  Patent,  Assign- 
ment, Assignor,  Attorneys,  Cloud  on  Title,  Co-grantees,  Consid- 
eration, Contract,  Co-ownkrs,  Disclaimer,  Employer,  Equitable 
Estoppel^  Extension,  Forfkiture,  Fraud,  Infringement,  Injunction, 
Judgmilnts*  Laches,  Money  Paid,  Notes,  Partners,  Purchase  Money, 
Rescission,  Specific  Performance,  States  of  the  Union,  Tttls, 
Transfer.) 

ASSIGNMENT  of  letters-patent 420,762-794 

defined 762 

of  patented  invention  is  a  sale  of  personal  property 762  n.  2 

patent  resu  on  statutes ' 761  n.  3 

governed  by  statute  and  must  comply  with  it     •••••..  768  n.  1 

distinguished  from  grant ••••.  763,  791,  793 

license 763, 1224  ».l 

whether  any  transfer  is,  depends  on  its  substance,  not  fonn    .    .  764, 768 

conveys  both  the  invention  and  the  monopoly 782,  763 

operates  on  the  three  rights,  to  make,  use,  and  sell     ......    763 
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of  pfttcnt  may  corer  tbe  trademark  of  patented  artidee 780  a.  1 

transfen  onlr  the  mooupoly  created  by  Ameriran  patenta  .  •  .  .  778 
may  operate  as  a  oontnct  to  aMign  foreign  patenta    ......    778 

Uuponghout  the  entire  United  States 7S3 

impossible  after  grant  of  sectional  interest  unless  all  sectional  owners 

join 765 

nbstitutes  the  assignee  for  the  patentee  or  makes  them  co-ownen  .  76S 
must  transfer  the  entire  interest  or  an  undivided  part  of  it  .  .  .  700  n.  1 
of  undivided  interest  makes  assignor  and  assignee  jomt  owners    .  768  a.  S 

transfers  only  such  rights  as  assignor  possesses 778 

all  re-issues  at  option  of  assignee     .......      701,  778 

motive  for  immaterial 708 

made  to  deceive  Patent  Office  is  inoperative 768 ».7 

by  whom  made • 765 

infants  and  married  women  governed  by  local  law 765 

made  bj' guardian 765«.7 

^         executors 406 

one  co-executor  gives  good  title  unless  others  show  a  better       766  n.  6 

in  the  interest  of  creditors 766,  80^-805 

by  whom  made  when  owner  insolvent 766,  804,  805 

to  whom  made 767 

infants  and  married  women  lawful •   408,  767 ».  1 

corporation  valid 767 

fonn  of,  general  requisites  •    •    •    i    • 768 

no  particular  necessary « 410, 768 

must  be  written  and  signed  by  assignon 768 

parol,  would  be  sufficient  did  not  statutes  require  writing    .    .    .  768  ii.2 

no  consideration  for  an  agreement 768  a.  2 

evidence  not  admitted  to  vary  terms  of  except  in  case  of  mutual 

mistake 768,773».S 

how  executed  by  assignor  through  attorney •    .  768  a.  2 

cannot  be  signed  by  attorney  in  his  own  name  .......  768  a.  2 

by  corporation,  how  executed 768  a.  2 

seal  unnecessary 768 

must  contain  operative  words  purporting  to  convey  both  invention  and 

monopoly ,    .  * 768 

transfer  of  all  right  under  patent  is,  whatever  its  form 775  a.  1 

exclusive  right  to  make  and  use  and  sell  is  .    .    .    .   758  a.  3,  768 

and  sell  b 7*63  a.  4,  775  a.  1 

all  assignor's  estate  carries  his  patents 410  a.  2 

all  property  not  exempt  by  law  is  not       ...      766  a.  8, 804  a.  1 
certificate  of  assignor  that  another  owns  the  patent  is  not   ....      768  a.  1 

irrevocable  power  of  attorney  may  be      •••• 768 

contract  to  sell  in  the  future  not 768 

valid  if  the  invention  is  so  described  in  the  assigned  patent  that  those 

skilled  in  the  art  could  make  it 768  a.  1 

descrij^on  of  patent  in,  must  be  intelligible  but  need  not  set  out  specifi- 
cation       768  a.  1 

may  be  on  consideration  of  royalties  to  be  paid 764 

cover  several  inventions •    .    78') 

separate  for  each  invention  desirable 780 

of  several  inventions  to  the  same  assignee  does  not  consolidate  the  inven- 

tions 777 

effect  of,  how  determined ••••    773 

may  purport  to  convey  either  the  entire  invention  or  only  the  assignor's 

interest 774 

of  exclusive  right  to  make  and  sell  In  the  United  States  for  the  whole  term 
carries  the  entire  invention      •    •    .' 775  ikl 
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transfers  only  the  patented  invention  described  in  the  assignment  .    .    .    777 
of  a  patent  for  the  elements  of  a  combination  does  not  transfer  the  com- 
bination patent • 777 

circumstantial  TariAnce  in  its  description  of  the  patent  does  not  show 

fraud  or  prevent  title  from  passing 768  n.  1 

vendee  in  must  use  ordinar}'  care  to  see  what  the  assigned  invention  is  768  n.  1 
transfer  of  all  patents  which  the  assignor  has  in  his  own  right  does  not 

cover  those  held  in  trust 780 

relation  of  legal  and  equitable  titles  arising  from 786 

in  trust  creates  legal  title 786  n.  7 

confers  authority  coupled  with  an  interest 768  n,  6 

forgedf  may  be  ratified  in  pais 768  n,  2 

subject  to  all  prior  lawful  conveyances •    •    773 

'^  outstanding  license  no  bar  to 765 

j^eSeet  of,  on  existing  licenses  and  powers  of  attorney 782 

of  an  invention  **  now  in  use  "  puts  assignee  on  inquiry  as  to  nghts  of 

user 776  n,  3 

transfer  of  "all  my  right''  puts  assignee  on  inquiry  as  to  rights  of  as- 
signor      776 

construction  of     .    • 773 

scope  of,  a  question  for  Federal  courts 857  n.  1 

by  different  instruments,  conveymg  legal  and  equitable  titles,  construed 

together I 773 

construed  to  effectuate  intent  of  parties 773 

,  as  the  parties  have  construed  it 773  a.  4 

on  valuable  consideration  implies  warranty  of  title  and  right  to  convey 

774,  783 

no  parol  warranty  pro\*ab1e  In  connection  with 783  n.  4 

transfer  of  **  all  rights  "  In  the  patented  invention  warrants  a  perfect  title    775 
carries  any  subsequently  acquired  title  of  the  assignor  needed  to  make 

the  assignment  valid 783 

transfer  of  "  all  my  right  *'  purports  only  to  cover  the  interest  of  the  as- 
signor and  raises  no  implied  warrant}'  of  title 776 

transfer  of  *'  all  my  right  **  does  not  bind  the  assignor  by  any  representa- 
tion his  assignee  may  make 776 

raises  no  implied  warranty  that  the  patent  is  valid    ....      783  n.  4,  1232 

may  be  conditional  and  subject  to  forfeiture 764,  773 

npon  condition,  reversionary  interest  of  assignor 788 

binds  subsequent  parties  with  notice 788  n.  2 

forfeiture  of,  a  question  for  the  courts  not  the  Patent  Office    ...      788  n.  1 

assignee  estopped  to  deny  validity  of  patent  when 787 

by  the  assignee  of  an  exclusive  right  estops  him  from  preparing  to  flood 

the  market  when  the  patent  expires 793  n.  3 

pendente  lite  does  not  affect  the  suit 781 

effect  of.  notice  of 790  n.  2,  943,  1103 

may  reserve  its  avails  but  not  the  right  to  an  injunction      ....  1103 

record  of,  notice  g^ven  by 784 

within  time  prescribed  makes  it  good  against  all  intervening  transfers  786 
without,  assignee  has  no  legal  title  which  he  can  safely  convey     .    .  1238 

necessary  to  enable  assignee  to  sue 784  ».  4 

without,  not  good  against  creditors 784  n.  5 

valid  inter  partes 784 

to  assignee  for  value  against  subsequent  transfers  without 

value 784  n.  5 

admissible  in  evidence 1040 

to  party  having  knowledge  of  a  prior  unrecorded  assig^nment  over  three 
months  old  gives  him  the  legal  title  and  the  prior  assignee  the  equi- 
table   786 
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ASSIGNMENT  —  continued, 

to  bona  fidt  purchaser,  pending  the  record  of  a  prior  aesignment  which 
is  completed  in  due  time,  leaves  both  legal  and  equitable  title  in  prior 

assignee 786 

transferring  "  all  my  right "  is  subject  to  prior  conversances  though  not 

recorded 776 

transferring  residuary  right  valid  though  prior  assignment  not  recorded 

768  ».  1 

record  good  inter  partti  whenever  made 784  n.  5 

date  of 1040  ».  3 

how  proved •....•.  1040 

as  evidence , 1015 

contract  rights  arising  from,  protected  by  Law 849,  850 

same  nature  as  under  a  grant 1226 

rescinded  in  interest  of  assignee  when 1289 

if  patent  invabd .    .    .    .  ' 1230 

procured  by  fraud 1231 

procured  by  deceit,  remedy  of  assignee 1281 

express  warranties  in,  actions  on 1232 

transferring  wroiig  patent,  assignee  not  bound  by  unless  he  accepts    .    .  1230 

consideration  for  fails  if  patent  found  to  be  invalid 1229, 1230 

effect  of 1224  a.  1 

no  consideration  for  promises  of  assignee  if  patent  invalid,  unless  he  knew 

the  invalidity  when  promises  made 1230,  1289 

and  license  stand  on  different  ground  as  to  consideration,  purchase  money, 

etc 1224, 1251  ».  8 

not  rescinded  by  assignor  for  failure  to  pay  purchase  money      .    .     1237  «.  I 

of  right  to  future  patent   • 408-4U 

can  operate  only  on  an  existing  complete  invention 771 

favored  in  law    . 779 

vaUd 368  ».  1,  409  «.  1,  769 

hot  the  assignment  of  a  lawsuit 772 

inoperative  if  application  finally  rejected     •    •    .    •    • 778 

after  rejection  valid,  and  assignee  may  re^ipply  • 779 

valid  inter  partes  though  no  patent  issues 409  n.  S 

various  rules  concerning 769  «.  1-6 

form  and  effect  of 769 

is  a  contract  to  assign  patent  when  granted 411 

various  instances  and  forms  of 410  «.  % 

enforceable  against  assignor  in  equity 411,769,1228 

by  parol,  effect  of 410,  411  n.  8 

by  employee  to  employer  .    .     .* 414 

binds  executors  of  deceased  assignor 413 

with  all  future  improvements  is  valid  and  passes  an  equitable  right  to  tlia 

improvements  when  made 771  ••  4 

transfers  a  right  in  all  patents  obtained  for  the  invention  whatever  changes 

in  it  may  be  made 769  ».  2 

docs  not  affect  an  independent  invention 777 

vests  the  patent  in  the  assignee  when  it  issues •    •    769 

without  request  that  patent  issue  to  assignee,  gives  him  only  an  equitable 

title 411,769 

gives  him  no  right  to  patent  in  his  own  name .411 

is  not  recordable  and  if  recorded  gives  no  notice     .    .      410,  769  a.  8,  785 
if  patent  issue  to  assignor  gives  him  the  legal  title  and  assignee  the 

equitable 786 

cannot  avail  against  subsequent  transfer  of  legal  title  to  bonafde  as- 
signee       •    •    769 

recorded  after  patent  issues  gives  assignee  legal  title  where  there  are 
no  intervening  rights 411 «.  2,  769 
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ASSIGNMENT  —  continued. 

without  request,  followed  by  assigDment  to  innocent  party  with  request,  when 

patent  issues  giTes  the  latter  the  legal  and  equitable  titles 786 

with  request  that  patent  issue  to  assignee,  vests  both  legal  and  equitable 

title  in  him 769 

gives  him  a  right  to  a  patent  in  his  own  name 411,  769 

followed  by  patent  to  assignor  vests  legal  title  in  assignee  on  record- 
ing hb  assignment 786  ».  1 

filed  after  final  fee  paid,  recognized  by  the  Patent  Office  ....      450  n.  2 

of  future  inventions,  mere  contract  not  true  assignment •    .    771 

valid 409  n.l 

at  any  stage  of  the  inventive  act 409 

of  extension,  form  and  effect  of 770,  779,  844 

covered  by  assignment  of  future  patent  when 412,  779 

carried  by  what  words 779 

instances  of 412  n.  8 

not  covered  by  transfer  of  patent  unless  expressly  stated 779 

takes  effect  when  extension  granted 770  n.  9 

of  right  of  action  for  past  infringements  allowable 948 

not  affected  by  assignment  of  patent 781,  790,  943 

transfers  no  interest  in  the  monopoly 790  n.  1 

transfer  of  expired  patent  may  operate  as    .    .    • 781,  790 

form  of , 790,  943 

not  recordable 786, 790 

subject  to  all  equities  between  original  parties 943 

of  profits  and  damages  after  accounting 1103 

(See  AsBioNEK  and  titles  appended  thereto,  Bamkruptcy,  Court,  Corporatiok, 
Creditor's  Bill,  Courts,  Employer,  Equity,  Infakt,  Insolvent,  Judi- 
CLAL  Sale,  Married  Woman,  Pendente  Lite,  Probate  Court,  Re- 
ceiver, Record,  Re-issues,  Rights  of  Action,  State  Courts,  Statute 
OF  Frauds,  Trustee,  Warranty.) 

ASSIGNOR  can  protect  his  reversionary  or  conditional  interest 788 

when  plamtiff  in  equity 1098, 1099 

must  sue  in  his  own  name  when  ........  1101 

estoppel  of 1021 

to  deny  validity  of  assigned  patent 787,  984, 1021  n.  2 

though  patent  actually  void 787  n,  1 

though  assignee  might  have  known  the  patent  void  ....  787  n.  1 
cannot  bu^^  in  an  older  patent  and  set  it  up  against  his  assignee  ....  787 
procuring  the  valid  patent  after  assigning  the  invalid  for  value,  the  valid 

enures  to  the  benefit  of  the  assignee 787 

jomt-patentee  assigning  and  then  obuining  sole  patent  holds  it  for  benefit 

of  assignee 787  n.  3 

becoming  part  owner  of  a  prior  patent,  his  assignee  becomes  licensee  of  his 

co-owners 787  n.  2 

when  member  of  a  firm  once  owning  the  patent 787  m.  1 

cannot  deny  his  own  title  to  convey 787  n.  1 

not  aided  by  equity  to  obtain  a  superior  patent 411  ».  3 

none  against  an  assignee  in  bankruptcy 787  ».  1 

binds  his  transferees 787  ».  1 

infringement  by 914 

contract  relations  of  with  assignee,  governed  by  usual  law  of  contracts      .    .  1224 

breach  of,  may  be  also  an  infringement 1225 

rights  of  assignee  against 1227-1232 

to  recover  back  purchase-money  when 1229-1231 

obliged  to  refund  if  he  creates  a  legal  title  destructive  to  the  prior  equitable 

one  of  the  assignee 1229  n:  3 

rights  of  against  assignee 1238 

remedy  of,  when  assignee  refuses  to  accept  the  transfer 1234 
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nmtdj  of,  for  breach  of  oonditionsin  the  aflsignment  •    •••...••  198i 

when  assignee  procured  the  assignment  by  fraud 1236 

to  reooTcr  purchase  money 1287-124S 

(See  ▲sHOKSB,  and  AaaiONiiBHT  and  titles  thereto  appended.) 

ASSOCIATION  must  sue  in  equity  in  the  names  of  its  memben 1101 

ASSUMPSIT  for  infringement  the  tort  bdng  walTed    ....      98911.1,1091,1098 

ATTORNEYS  PATENT 431-497 

who  may  be  •    .  '•' 431 

relation  of  to  Patent  OflSce 431 

power  of  Commissioner  over 431 

appointed  by  special  power  of  attorney 439 

power  of  attorney,  form  of 432 

revocation  of 433 

how  affected  by  assignment  of  principal 488,  789 

ratification  of  by  assignee 438 

authority  of     ' 425 

confined  to  the  application  to  which  the  power  of  attorney  is  attached      .    434 

how  far  principal  bound  by 435 

not  to  delay  to  prejudice  of  principal 578 

disclaim  without  consent  of  principal 689  n.  6 

cancel  all  Claims  and  abandon  the  application 579  ».  2 

acts  of  bind  foreign  principal  igpftorant  of  our  language     .....  689  «.  6 

rights  and  duties 435 

letters-patent  to  Tm  delivered  to 585 

compensation  of,  lien  for 436 

how  disbarred 437 

associate,  subordinate,  delegate 432 

(See  Application  por  Patbnt,  Disclaiicsb,  Power  op  Attorxby.) 


BANKRUPTCY  COURT,  no  power  over  letters-patent 804 

proceedings  in  do  not  affect  letters-patent 766 

that  plaintiff  in  the,  no  ground  of  abatement 956 

(See  AaeioNMKMT,  Iksolvkmt,  Judicial  Sales.) 

BIDDER  lowest,  sole  bidder  is 1255  ».  3 

in  contract  work  not  rejected  because  he  has  no  license  to  use  necessary  inven- 
tions      *.     1255*.  3 

BILXi  in  ptrpttuam  when  allowed,  procedure  on 1166 

with  its  testimony  is  evidence 1127 

of  discovery,  when  proper,  procedure  on «    .    •    .    .  1167 

of  review,  when  proper,  procedure  on 1164 

of  revivor,  when  proper,  procedure  on • 1165 

if  infringer  dies  pending  suit 1153 

(See  also  Actiom  in  Equity,  Discovery,  Executor.) 

BOND  AND  ACCOUNT  when  ordered  in  lieu  of  an  injunction 1202 

amount  of  bond 1202 

(See  also  Imjunctions.) 

BOOK  may  be  a  manufacture 183  a.  1 

BOOKS  of  plaintiff  when  produced  on  an  accounting 1157*.  3 

of  defendant,  inspection  of  as  to  profits 1143 

when  evidence  for  plaintiff 1127 

(See  also  Action  in  Equity.) 

BURDEN  OF  PROOF  in  patent  cases  at  law,  how  satisfied 1018 

as  to  inventive  skill,  how  satisfied 1022 

on  later  patentee • 870a.  1 

as  to  prior  use 1026 

patent 1027 
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u  to  prior  patenti  not  c&uiged  by  existence  of  prior  foreign  potent  ....  1038 

publication 1028 

utility 1029 

abandonment  to  the  public 1030 

on  defendant  to  show  that  patentee  not  a  true  inventor 1023 

the  first  inventor 1024 

invention  not  legally  patentable 1033 

specification  is  fraudulent 1034 

description  is  ambiguous 1036 

Claims  are  excessive 1036 

fraudulent 644  n.  1 

patent  has  been  surrendered  or  repealed    .    .  1038,  1039 

infringing  acte  not  voluntary 1043 

term  of  patent  is  limited  by  foreign  patent    .    .    .  1043 

estoppel  of  plaintiff 3046 

failure  to  stomp 1046 

release 1047 

on  plaintiff  to  show  that  disclaimer  filed  in  reasonable  time 1036 

infringement 1041 

defendant  not  co-owner  or  licensee •  1044 

amount  of  damages 1071 

profits  in  equity  .    .    .    • IISO 

in  actions  in  equity 1127 

on  assignee  or  grantee  to  prove  title 1040 

(See  AcnoH  »  Equitt,  Aonoir  at  Law,  Evidbmcb,  Patbht.) 


CANADIAN  PATENT,  takes  effect  when 623fi.2 

CAPACITY  diversities  of/ may  be  matter  of  form  or  of  snbetanoe 240 

do  not  show  absence  of  infringement •    •    .    .    894 

CASES  PATENT,  in  citing,  the  facts  must  be  considered 1177  n,  4 

CASES,  DOCTRINE  OF,  CRITICISED: 

Andrews  v,  Hovey  (1888),  124  U.  S.  694.    Consent  of  inventor  to  public  use  857  n.  2 
(1887),  123  U.  S.  267.    Consent  of  inventor  to  public  use    .    .    .    .  357  n.  2 
(1883),  5  McCrary,  181.    Consent  of  inventor  to  public  use   •    .    .    .  357  a.  2 
Attorney  General  v.  Rumford  Chemical  Works  (1876),  9  0.  G.  1062.    Repeal 

in  interest  of  public 726  ».  1 

Bean  9.  Smallwood  (1843),  2  Story,  408.    Double  use 260  n.l 

Boulton  n.  Bull  (1795),  2  H.  BI.  463.    Patentebility  of  Process     .    .    .    .  160  n.  1 

Bray  V.  Hartehom  (1860),  1  Clifford,  538.    Double  use 260  a.  1 

Clark  Pomace  Holder  (}o.  v.  Ferguson  (1883),  21  Blateh.  376.    Aggregation 

and  combination 165  ».  1 

Coupe  V.  Wetherhead  (1883),  28  O.  G.  1927.  Machine  not  automatic  .  .  176  n.  1 
Detmold  «.  Reeves  (1861),  1  Fisher,  127.  Patentebility  of  a  principle  .  .  134  n.  3 
Detroit  Lubricator  Co.  v.  Lunkenheimer  (1886),  80  Fed.  Rep.  190.    Public  use 

85711.2 
Dunbar  v.  Albert  Field  Tack  Co.  (1879),  4  Bann.  &  A.  618.    Double  use   .  260  n.  1 

Earle  v.  Sawyer  (1826),  4  Mason,  1.    Inventive  skill 78  «.  3 

Egbert  V.  Lippman  (1878),  16  Blatcb .  295.  0>nsent  of  inventor  to  public  use  857  n.  2 
(^rham  Mfg.  Co.  v.  White  (1871),  14  Wall.  611.    Test  of  design  .    .    .    .  208  n.  1 

(1870),  7  Blateh.  613.    Nature  of  a  design 901  n.l 

Jones  9.  Sewall  (1878),  3  Clifford,  663.  Abandonment  alid  public  use  differ  349  n.  1 
Le  Roy  v,  Tatham  (1852),  14  How.  166.  Patentebility  of  principle  .  .  .  134  a  8 
Long  Ex  parte  (1883),  25  O.  G.  1189.    Blatter  described  and  not  claimed  not 

the  subject-matter  of  new  patent 466  n,  8 

Losh  V.  Hague  (1837),  1  Web.  202.    Double  use 960  «.  1,  271 «.  1 

Manning  v.  Cape  Ann  Isinglass  &  Glue  Co.  (1888),  106  U.  S.  462.    Consent 
ofinventor  to  public  use  . 857 ft.) 
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McKay  v.  Wooster  (1873),  8  O.  G.  44L    Sale  by  grantee  dellven  articles  sold 

from  the  monopoly «...  9i4  n.  9 

Matthews  v.  Flower  (1885),  25  Fed.  Rep.  830.    Matter  described  and  not  claimed 

abandoned 465*.  8 

Miller  v.  Brass  Co.  (1881),  104  U.  S.  350.    Scope  of  re-issues 896  ».  2 

Delay  in  re-issae 690  ii.  1 

New  claims  not  forbidden 698  « .  2 

New  Process  FermenUtion  (3o.  v.  Maus  (1884),  20  Fed.  Rep.  725.    Process  163  a.  1 

Roberts  v.  Hamden  (1865),  2  ClitFord,  500.    Combination  equivalents    .    .  282  «.  1 

Sands  r.  Wardwell  (1869),  8  Clifford,  277.    Combination  equivalents    .    .  282  a.  1 

United  States  v.  American  Bell  Telephone  C!o.  (1887),  41  O.  G.  123.    No  repeal 

in  interest  of  public 725  a.  1 

Wollensak  v.  Reiher  (1885),  115  U.  S.  96.    Ondusions  from  Miller  v.  Brass  O. 

690  n.2 
CASES,  DOCTRINE  OF,  DISCUSSED : 

Campbell  9,  James  (1882),  104  U.  S.  856.    Patentability  of  matter  described 

but  not  claimed  in  a  former  patent 465  a.  3 

Conoverv.  Roach  (1857),  4  Fisher,  12.    Double  use 260  a.  1 

Gill  «.  Wells  (1874),  22  Wall.  1.  Re-issue  of  combination-patent  to  cover  sub- 
combinations       670  a.  2 

Househill  Ck>.  v.  Neilson  (1843),  1  Web.  673.    Patentability  of  principle    .  143  a.  2 

Kay  v.  Marshall  (1835),  2  Web.  36.    Double  use 266  a.  1 

Littlefield  v.  Perry  (1874),  21  WsU.  205.    Transfer  of  undivided  sectional 

interest 792  a.  1 

Parker  &  Whipple  Ck>.  v.  Tale  Clock  0>.  (1887),  123  U.  S.  87.    Language  of 

Seymour  v.  Osborne  de  re-issues 663  a.  1 

Fennock  v.  Dialogue  (1829),  2  Peters,  1.    Consent  of  inventor  to  public  use  357  a.  1 
Roberts,  Ex  parte  (1887),  40  O.  G.  573.    Reservation  of  matter  described  and 

not  claimed 465  a.  3 

Root  V.  Lake  Shore  &  M.  S.  R.  R.  Co.  (1882),  105  U.  S  189.    Sphere  of  equity 

jurisdiction 1084  a.  3 

Simonds,  ExparU  (1888),  44  O.  G.  445.    Joinder  of  art  and  apparatus    .  473  a.  3 

Sevraour  V.  Osborne  (1870),  11  Wall.  516.    Re-issues 663  a.  1 

Tifghman  v.  Proctor  (1881),  102  U.  S.  707.    Neilson's  patent 163  a.  1 

Language  of  O'Reilly  V.Morse 163  a.  1 

United  States  v.  Butterworth  (1884),  27  O.  G.  717.  Joinder  of  art  and  appa- 
ratus      478  a.  1 

CASES,  EXTRACTS  FROM : 

Ackerman  ».  Archer  (1879),  15  O.  G.  562.  Reduction  to  practice  by  prior  in- 
ventor   891  a,  1 

Adams  «.  Burke  (1873),  17  WaU.  453.    Vendee  of  patented  article  may  use  it 

till  used  up 826  a.  1 

Lawful  sale  of  patented  article  takes  it  out  of  the  monopoly  .  .  .  .  824  a.  2 
Adams  «.  Edwards  (1848),  1  Fisher,  1.  Identity  of  substance  .  .  .  .  236  a.  1 
Adams  v.  Howard  (1884),  19  Fed.  Rep.  317.    Equity  jurisdiction  when  patent 

expires  pending  suit 1098 a.2 

Adamson's  patent,  /are  (1856),  6  De  G.  M.  &  G.  419.    Experimental  use  not 

public  use 855a.3 

Agawam  Co.  ©.  Jordan  (1868),  7  Wall.  583.   Right  of  prior  inventor  to  the  patent 

370  a.  1 

Right  of  principal  inventor  to  inseparable  ancillary  inventions  of  employees 

394  a.  1 

Allen  r.  City  of  New  York  (1879),  17  0.  G.  1281.  City  liable  for  infringement 
by  its  Board  of  Education 911  a.2 

Allen  «.  Hunter  (1855),  6  McLean,  305.    Nature  of  Patent  Privilege     .    .    11  *•  1 

Allen  «.  Mayor  of  New  York  (1880),  7  Fed.  Rep.  483.  Waiver  of  objecUons 
to  irregularities  in  practice  end  procedure 1129  a.  8 

AUis  «.  Buckstaif  (1882),  13  Fed.  Rep.  879.     Requisites  of  notice  of  prior 

use 1004  a.5 
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Evidence  improperlj  taken  received  after  pleadings  amended    .    .     1128  ».  8 
AUis  V,  Stowell  (1883),  16  Fed.  Rep.  783.    Implied  license  to  vendee  from  re- 
covery of  royalties  from  wrongful  vendor  830  n.l 

American  Bell  Telephone  Co  v.  Dolbear  (1883),  15  Fed.  Rep.  448.    Principle, 

as  a  force,  not  patentable 134  n. 

Principle  reduced  to  practice  is  patentable 180  n.  1,  141 ». 

Patent  covers  all  modes  of  reducing  to  practice 130  n.  1,  141  n, 

American  Cotton  Tie  Supply  Co.  v.  McCready  (1879),  17  O.  G.  665.    Infringe- 
ment by  common  carriers .  918  is. 

American  Otton  Tie  Supply  Co.  v,  Simmons  (1878),  3  Bann.  &  A.  320.    Im- 
plied license  of  purchaser  in  opeta  market  to  use  anywhere 824  n. 

American  Diamond  Rock  Boring  Co.  v.  Rutland  Marble  Co.  (1880),  2  Fed.  Rep. 
856.     Injunction  after  patent  expires  against  use  of  infringing  articles 

made  under  it 1211  n, 

9.  Sheldon  (1880),  1  Fed.  Rep.  870.    Infringement  after  patent  expires  908  n, 
American  H.  &  L.  S.  &  D.  Mach.  Co.  v,  American  T.  &M.  Co.  (1870),  Holmes 

503.    Abandonment  after  application 353  n. 

Mechanical  perfection  not  necessary  to  reduction 129  n. 

Meanings  of  **  Abandonment  '* 346  n. 

Natural  right  of  inventors  to  prevent  others  from  using  their  inventions    28  u, 
American  Middlings  Purifier  Co.  o.  Christian  (1877),  4  Dillon,  448.    Effect  of 

judgment  of  Supreme  Court  on  subsequent  cases ]  180  n. 

Effect  of  judgment  of  Circuit  Courts  on  subsequent  cases    ....    1181 ». 
American  Nicholson  Pavement  0>.  o.  Elizabeth  (1873),  3  O.  6.  522.    Pro- 

cedure  on  caveat 444  ». 

(1874)  6  O.  6.  764.    Increase  of  damages  by  the  court ......    1069  n. 

(1870)  4  Fisher,  189.    Purpose  of  preliminary  injunction    ....    1171  n, 

American  Pin  Co.  v.  Oakville  Co.  (1854),  3  Blatch.  190.    No  infringement  un- 
less same  means  used 898  n. 

American  Whip  (^.  v.  Lombard  (1878),  4  Clifford.  495.     Meaning  of  ''  Equiv- 

alent" 248  a. 

Ames  o.  Howard  (1833),  1  Sumner,  482.    Description  liberally  construed     493  n. 

Ambiguity  in  Description 493  n. 

Nature  of  patent  privilege 20  n. 

Policy  of  protecting  inventors 33  n. 

Andrews  v.  Carman  (1876),  9  O.  G.  1011.    Monopoly  of  practical  inventor    28  n. 

Patentability  of  a  principle  as  an  idea  pf  means 140  n. 

Necessity  of  reduction  to  practice 125-  n. 

Prior  use  unrecognized  by  user 319  n, 

Andrews  v.  Creegan  (1881),  7  Fed.  Rep.  477.    Profits  presumed  from  infringe- 
ment    • 1155  fi. 

Andrews  «.  Hovey  (1883),  5  McCrary,  181.    Inventor's  comprehension  of  the 

scientific  principle  of  hu  invention 82  ». 

Form  of  Description 495  n. 

Anilin  v.  Cochrane  (1879),  16  Blatch.  155.     Inventive  act  may  be  instan- 
taneous       83  fi. 

Anthony  v.  Carroll  (1875),  2  Bann.  &  A.  195.    State  sUtntes  of  limitation  do 

not  apply  to  patent  cases 980  ». 

Arkell  In  re  (1879),  15  Blatch.  437.    Analogous  use 259  ». 

Arkwright  v.  Nightingale  (1785),  1  Web.  6a    Right  of  inventor  to  letters- 
patent  14  A. 

Ashcroft  V.  Walworth  (1872),  2  O.  G.  546.     Power  of  courts  to  compel  owner* 

of  patent  to  convey  it  in  the  interest  of  creditore 805  n. 

Asmus  V.  Alden  (1886),  27  Fed.  Rep.  684.     Inventive  skill  indicated  by  re- 
moval of  serious  defects 113  n,  2 

Atlantic  Works  v.  Bradv  (1883),  107  U.  S.  192.     Nature  of  mechanical 

skill ' 78  n.  2 

Atlantic  Giant  Powder  Co.  v.  California  Yigorit  Powder  Co.  (1880),  6  Sawyer, 
508.  Re-issue  improper  when  original  not  invalid  and  inoperative  .    .     660  ii.  8 
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Effect  of  failure  to  claim  clearly  described  matter  •    •    •    •    •     890  n.  S 

Effect  of  decisions  of  Commissioner 714  «.  8 

Conclnsiveness  of  decisions  of  Commissioner  on  re-issoes     .    .  714  n.  4,  7 
«.  Dittmar  Powder  Co.  (1881),  20  O.  6. 1880.    Injunction  violated  what- . 

ever  the  intent 1214  «.  4 

«.  Goodyear  (1877),  18  O.  6.  46.    Equivalent  may  perform  additional 

functions • 251  n,  1 

«.  Safety  Nitro  Powder  Co.  (1884),  10  Sawyer,  28.   Be-issne  allowed  wben 

original  valid  for  one  purpose,  not  for  another     .    .    •    •    •      860  «.  5 
Decision  of  Commissioner  as  to  fraud  in  re-issue  final      •    .    .      715  n.  1 
Atwood  V,  Portland  O.  (1880),  10  Fed.  Bep.  288.    Account  oidered  in  equity 

though  no  injunction  needed 1091  n.  1 

Aultman  v.  HoUey  (1873),  11  Blatch.  317.  Eulogistic  Description  improper  487  n.  1 

Variations  in  form  between  original  and  re-issue 668  a.  2 

Bainbridge  «.  Wigley  (1810),  1  Carp.  270.     Strict  construction  of  letters- 
patent    16«.  8 

Baker  Mfg.  Co.  v.  Washburn  &  Moen  Mfg.  Co.  (1888),  5  McCiary,  504.    Li- 
censor enjoined  from  declaring  license  revoked 12^  n.  2 

Bancroft  Ex  parte  (1881),  20  O.  G.  1898.    Joinder  of  inventions    ...      469  ».  1 

Joinder  of  product  with  machine 474  fi.  4 

Banks  v.  Snediker  (1880),  17  O.  G.  508.     Belations  of  conflicting  inven- 
tions       589  ».  8 

Barnes  «.  Clinton  (1876),  9  0.  G.  1168.    Measure  of  reasonable  diligence  in 

reducing  to  practice 887  ».  4 

"  Abandoned  experiment " 387  ».  4 

V,  Straus  (1872),  2  O.  G.  62.     O)mbination  patent  infringed  by  making 

an  element  to  be  united  to  the  rest  by  other  persons 924  n.  1 

Barrett «.  Hall  (1818),  1  Mason,  447.    Identity  of  machines  and  its  test       178  ii.  1 

Joint  invention  by  community  of  mental  effort     .    • 898  fi.  1 

"  Principle  of  machine  "  defined 135  «.  1 

"  Principle  *•  defined 173  «.l 

Combination-patent  not  infringed  by  use  of  part 928  fi.  4 

Bartholomew  v.  Sawyer  (1859),  4  Blatch.  847.    Date  of  prior  publication  or 

prior  use 328 ».  1 

Bean  v.  Sraallwood  (1848),  2  Story,  408.    Double  use 260  ».  1 

Bedford  v.  Hunt  (1817),  1  Mason,  802.     Distinction  between  original  and  first 

inventor 58».l 

Bell  V,  Daniels  (1868),  1  Bond,  212.    Nature  and  effect  of  caveat    ...    489  ».  I 
Birdsall  v.  Coolidge  (1876),  98  U.  S.  64.     Distinction  between  remedies  at  law 

and  in  equity 1060  n,  1 

Measure  of  actual  damages 1068  n.  2 

License  fee  not  a  measure  of  damages  where  duration  of  use  dif- 
fers   10f>8  n.  8 

V.  McDonald  (1874),  6  O.  G.  682.     Conclusiveness  of  decision  of  Commis- 
sioner on  re-issues • 714  ii.  1 

Birdsell  v,  Shaliol  (1884),  112  U.  S.  486.    Licensee  must  sue  in  name  of  legal 

owner,  not  his  own 938  n.  1 

Patented  article  sold  by  licensee  no  longer  within  the  monopoly  .    .      824  ft.  6 
Bischoff  V.  Wethered  (18iB9),  9  Wall.'  812.     Jury  to  decide  whether  one 
patent  anticipates  another  under  direction  of  court  and  on  evidence  of 

experts 1014  ».  4 

Black  V.  Thome  (1884),  111  U.  S.  122.   Profits  are  what  defendant  made  in  ex- 
cess of  what  he  could  have  made  by  using  another  invention    .    .    .      1062  ».  6 
Blake  v.  Greenwood  Ometery  (1883),  16  Fed.  Rep.  676.    No  implied  license  to 

vendee  from  payment  of  nominal  damages  by  vendor     ....      880  ».  8 
V.  RawBon  (1878),  Holmes,  200.    Equivalence  resides  in  use  not  in  na- 
ture      249  M.1 

«.  Stafford  (1868),  6  Blatch.  196.    Instantaneousnees  of  inventive  act  .  88  «.  1 
Combination  of  old  elements 166  «,  4 
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Blake  v,  Stafford  (1868),  6  Blaich.  195.    Re-issoe  may  enlai^f^  Claims  .      666  ».  3 
Conclusiveneaa  of  decision  of  ComiiiiBsioner  on  re-iaaues  .    .    .      714  n.  9 
Blanchard  v.  Eldredge  (1849),  1  Wall.  Jr.  387.    Divisibility  and  transfer  of 

patent  privilege 61  w.  2 

V.  Puttman  (1867),  3  Fisher,  186.    Effect  of  defendants  patent   .    .    1198  n.  2 

«.  Sprague  (1839),  3  Sumner,  536.    Nature  of  patent  privilege   .    .    .    20  n.  1 

Patent  privilege  as  a  means  of  securing  the  disclosure  of  inventions  38  n.  1 

Patent  privilege  granted  only  to  mventors     ........   46  ».  I 

V,  Whitney  (1855),  3  Blatch.  307.    Vendee  of  patented  article  can  use  it 

till  used  up 826  ».  1 

Blandy  v,  Griffith  (1869),  8  Fisher,  609.    Property  in  the  patent  privilege  .  61  n.  3 

Patents  to  be  sustained  by  the  courts  if  possible 735  n.  2 

Inventive  and  mechanical  skill 131  n.  1 

Right  of  inventor  to  employ  mechanics  to  reduce  to  practice  .    .    .      131  n.  1 
Suggestions  of  mechanics  employed  to  reduce  to  practice   ....      131  n.  1 
Bliss  17.  City  of  Brooklyn  (1873),  10  Blatch.  521.    Improvement  in  combina- 
tions   217  n.  2 

Bioomer  o.  Stolley  (1850),  5  McLean,  162.    Nature  of  patent  privilege  .    .   11  n.  1 
6  McLean,  158.    Creation  of  patent  privilege  by  special  acts  of  Con- 
gress       46fi.2 

V,  McQuewan  (1852),  14  How.  639..  Rights  embraced  in  the  patent  priv- 
ilege      61  n.  1 

Congress  cannot  restrict  rights  of  vendee  of  patented  articles  by  sub- 
sequent legislation 828  n.  8 

Blythe,  Ex  parte  (1884),  30  O.  6.  1321.    Classes  of  patenUble  inventions   158  ».  1 

Distinction  between  art  and  apparatus 167  n.  1 

Booth  V.  Lyman  (1880),  17  O.  Q.  393.     Priority  of  publication  m  prima  facte 

proof  of  priority  of  invention 42  n.  6 

Boulton  9,  Bull  (1795),  2  H.  BI.  463.    *'  Principle  "  defined      ....      136  ».  1 

**  Principle  reduced  to  practice  ^*  defined 140  n,  2 

Patentability  of  principle  as  an  idea  of  means 139  n.  2 

Patentability  of  an  art IfiOfi.  1;  161  ».  1 

Donble  use 271  n.  1 

*' Manufacture*'  and  its  meaning  in  Stat.  Jac.  1 60  ».  1 

Boyd  V.  Brown  (1843),  3  McLean,  295.    License  to  use  machine  authorizes  the 

sale  of  its  product  anywhere 813  ii.  2 

V,  Cherry  (1883),  4  McCrary,  70.     Effect  of  delay  of  prior  inventor  in  ap- 
plying for  a  patent 890«».l 

V,  McAIpin  (1844),  3  McLean,  427.    Machine  patent  not  infringed  by  sale 

of  its  product 926  n.  6 

Boyden  o.  Burke  (1852),  14  How.  576.    Copies  of  Patent  Office  records       627  fi.  8 
Bradford  9.  Corbin  (1874),  6  O.  6.  223.    Measure  of  reasonable  diligence  in  re- 
ducing to  practice 387  ft.  1 

Brady  v.  Atlantic  Works  (1876),  4  Clifford,  408.  Eminent  domain  over  patented 

inventions 910  n.  4 

Bray  v.  Hartshorn  (1860),  1  Clifford,  538.    Donble  nee 260  n.  1 

Brickill  f».  Mayor  of  New  York  (1880),  7  Fed.  Rep.  479.    City  liable  for  in- 

fringement  by  its  fire  department 911  fi.  2 

Broadnax  v.  Central  Stock-Tard  &  Transit  Co.  (1880),  4  Fed.  Rep.  214.    Vari- 
ations between  original  and  re-i«sue 668  ».  4 

Brooks  V.  Bicknell  (1843),  3  McLean,  250.     Identity  of  machines  and  ito 

tests 179  ».l 

(1845),  4  McT^ean,  fH.     Assignment  of  original  does  not  carry  exten- 
sion      779*.  9 

(1844),  3  McLean,  482.    Burden  of  proof  on  plaintiff  to  show  infringe- 
ment   1041  n.  2 

Brooks  V.  Jenkins  (1844),  3  McLean,  437.    Nature  of  patent  privilege   .    .  11  a.  1 
3  Mcl>ean,  432.    Benefits  conferred  bv  inventor 20  ».  3 

TOL.   111. — 60 
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Bruokfl  9.  Jeokins  (1844),  8  McLean,  432.    Principle  of  machine  defined      173  «, 
*'  Substance  "  and  **  «ulMtaiiual  **  in  inventionB  delined  .    .    .      229  ». 

Power  of  executor  to  obtain  extension 406  s. 

Description  of  machine 498  ■. 

V.  Norcross  (1851),  2  Fisber,  66L    Trial  by  jury  in  equity      .    .    .    1125  «. 
Brosnahan,  Jn  re  (1883),  4  McCrary,  h    Invention  originates  In  the  inventiYe 

act,  the  monopoly  in  the  grant  of  the  patent 758  ». 

Brown  v.  Duchesne  ( 1856),  19  How.  183.   Territorial  lunitB  cf  patent  privilege  46  s. 

Statutory  ba»is  of  patent  privilege .  61  «. 

Use  un  foreign  vessels  In  American  ports  not  infringement  .    .      909  m. 
«.  Hinkley  (1873),  3  O.  G.  384.    Validity,  on  motion  for  injunction,  prov- 
able by  judgments  or  acquiescence  1174  «. 

«.  Selby  (1871),  4  Fisber,  363.     Be^ssoe  confined  to  matter  attempted  to 

be  described  and  claimed  in  original 663  «. 

Burgess  v.  Wetmore  (1879),  16  O.  G.  765.  Seduction  to  practice  by  prior  in- 
ventor    391 «. 

Bums  V.  Meyer  (1879),  100  U.  S.  671.  Effect  of  Claim  as  allowed  by  the  Pat- 
ent Office    538*. 

Burr  9.  Cowpertbwaite  (1858),  4  Blatch.  163.    Patent  not  infringed  unless 

same  means  used 893  «. 

V.  Duryee  (1863),  1  Wail.  531.    *<  Machine  **  defined 173  ». 

^*  Mode  of  operation  '*  of  machine  not  patentable 174  m. 

Bush  V.  Fox  (1852),  Macrory,  152.    Double  use 271 «. 

BuUerworth  v.  Hoe  (1884),  il2  U.  S.  50.    Identity  a  difficult  question   .      314  ». 
Cahill  0.  Bruwn  (1878),  15  O.  G.  697.    Prior  publication  must  communicate  the 

invention  to  the  public 330  m. 

Cahoon  v.  Ring  (1861),  1  Clifford,  592.    Diversity  in  size  and  proportions   239  n. 
Calkins  v.  Bertraud  (1875),  2  Bann.  &  A.  215.  Re-issue  may  eulaixe  Claims  656  «. 
Campbell  v.  Barclay  (1870),  5  Bissell,  179.     Evidence  of  established  license- 
fee     1057  •. 

Relation  of  defendant's  profits  to  plaintiff's  damages  at  law  .    .    1062  ». 
V.  James  (1882),  104  U.  S.  356.    Abandonment  by  describing  and  not 

claiming 352 «. 

(1880),  18  Blatch.  92.  Operative  word»  required  in  an  assignment  768  s. 
Jurisdiction  of  Federal  courts  over  cases  involving  title  to  patent 

857  «. 
Transfers  pendente  lite  do  not  affect  the  litigation     ...      943  «. 
Campion  «.  Benyon   (1821),  6  Moore,  71.      Strict  construction  of   letters- 
patent   .   16  ». 

Carlton  «.  Bokee  (1873),  17  Wall.  463.  Claims  not  to  be  unnecessarily  multi- 
plied       521  ft. 

Carpenter  ».  Smith  (1841),  I  Web.  530.    Secret  use  not  prior  use  .    .    .      320  ». 
Carr  v.  Rice  (1856),  1  Fisher.  198.    Judicial  constniction  of  patent    .    .    .  42  ». 
Carter  c.  Baker  (1871),  1  Sawyer,  612.    "  Equivalent "  defined   ...      248*. 
Cartwright  v,  Amott  (1800),  11  East,  -101.    Contract  theory  of  patent  priv- 
ilege    15  «• 

Carver  «.  Braintree  Mfg.  Co.  (1848),  2  Story,  432.     Patent  construed  as  an 

entire  mstrument 742 ». 

Carver  r.  Hyde  (1842),  16  Peters,  613.    Means  not  end  the  subject  of  patent 

377  fi. 

C.  A.  Tale  Cigar  Mfg.  Co.  ».  Tale  (1884)  30  O.  G.  1183.  Pfctent  to  be  con- 
strued like  other  contracts 735  a. 

Chase  o.  Chase  (1873),  4  O.  G.  4.  Joint  invention  by  community  of  mental 
effort 898  n. 

(Jhristnian  v.  Rnmsey  (1879),  17  Blatch.  148.  Re-issue  of  combination-patent 
may  cover  sub-combination? 871  a. 

Clark  Patent  S.  &  F.  R.  Co.  ».  (3opeland  (1862),  2  Fisher,  221.  Degree  of  in- 
ventive skill  required 59  a. 
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Clark  Patent  S.  &  F.  R.  Co.  v.  Copeland  (1862),  2  Fisher,  221.    Simultaneons 

inventors 29  ».  1 

Clark  Pomace  Holder  Co.  v.  Ferguson  <188d),  21  Blatch.  376.    Co-operation  of 

elements  in  a  combination 155  n.  1 

Cloth  workers  of  Ipswich  (1614)  Godbolt,  254.  Illegal  Monopolies  ...  9  n.  5 
Cobum  V.  Clark  (1883),  15  Fed.  R^p.  804.    Preliminary  injunction  not  granted 

on  indefinite  judgments 1177  n.  4 

Cochrane  0.  Anilin  (1884),  111  U.  S.  298.    Substance  produced  by  new  means 

not  a  new  substance .  187  n.  1 

V.  Deener  (1876),  94  U.  S.  780.  ''  Art,'*  "  Process,'*  defined  .  .  .  159  n.  1 
Coffin  V.  Ogden  (1873),  18  Wall.  120.  Experiments  not  prior  use  .  .  .  318  ».  3 
Cohn  o.  National  Rubber  Co.  (1878),  3  Banu.  &  A.  568.    Licensee's  right  to  his 

privileges 819  n.  1 

Licensee  repudiating  his  license  is  liable  as  an  infringer  and  cannot  set  up 

the  license  in  defence 819  n.  5 

Colgate  r.  Compagnie  Fraufaise  (1885),  23  Fed.  Rep.  82.    Corporation  cannot 

answer  under  oath       1119  n.  2 

Collar  Co.  v.  Van  Deusen  (1874),  23  Wall.  530.     Right  of  principal  inventor 

to  inseparable  ancillary  inventions  of  employees 394  n.  1 

Identity  of  original  and  re-issue  shown  by  comparing  specifications    .  681  n.  1 

Conclusiveness  of  decision  of  Commissioner  on  re-issues 714  n.  1 

Combined  PatenU  Can  Co.  v.  Lloyd  (1882),  21  O.  G.  713.    Re-issue  may  en- 
large Claims 656  ».  3 

Commissioner  v.  Whitely  (1866),  4  Wall.  522.    Effect  on  inventor  of  errors  and 

delays  in  the  Patent  Office       • 451  n.  4 

Conklin,  Ex  parte  (1874),  1  Mac  Arthur,  375.    Re-issue  allowable  only  where 

error  arose  from  inadvertence,  accident,  or  mistake 685  n.  1 

Conover  v.  Roach  (1857),  4  Fisher,  12.    Nature  of  inventive  act       ...    78  n.  1 

"Equivalent"  defined 246  n.  1 

Double  use 260  ».  1 

Expert  witnesses     . 1012  n.  4 

Consolidated  Fruit  Jar  Co.  v.  Bellaire  Stamping  Co.  (1886),  27  Fed.  Rep.  377. 

Effect  of  abandonment  to  the  public 346  n.  1 

Converse  v   Cannon  (1873),  9  O.  G.  105.    Relation  of  improver  to  original 

inventor 30  n.  1 

Cook  p.  Ernest  (1872),  2  O.  G.  89.  Utility  is  actoal,  not  comparatii^  .  .  342  n.  1 
Coon  ».  Wilson  (1885),  113  U.  S.  268.    Re-issue  not  allowed  unless  defect 

arose  from  inadvertence,  accident^  or  mistake 685  n.  1 

Com  Planter  Patent  (1874),  23  Wall.  181.    Claim  for  combination  most  dis- 
tinguish old  and  new 525  n.  2 

New  and  old  how  distinguished  in  the  Claim 513  ».  1 

Coming  p.  Burden  (1853),  15  How.  252.    Invention  is  means,  not  end  .    .    90  «.  1 

Function  not  patentable ;    ,  14Q  ».  1 

Effect  or  result  not  patentable 147  n.  1 

"Art,"  "process,"  defined 159  n.l 

Patent  liberally  constraed 736  n.  1 

Effect  of  defendant's  patent 1198  n.  2 

Cornish  V.  Keene  (1835),  1  Web.  501.    Prior  use 22  «.  2 

Secret  use  not  prior  use 820  «.  3 

Prior  patent 331  ».  1 

Cottier  r.  Stimson  (1884),  10  Sawyer,  212.  Circulation  of  prior  publication  827  «.  1 
Coupe  V.  Wetherhead  (1883),  23  O.  G.  1927.  Automatism  of  a  machine  .  175  n.  1 
Cowing  r.  RumHey  (1870),  4  Fisher,  275.    Remedies  at  law  and  in  equity 

distinguished 1050 «.  1 

Cox  V.  Griggs  (1861),  2  Fisher,  174.    Priority  of  publication 42  «.  7 

Measure  of  reasonable  diligence  in  reducing  to  practice 387  a.  1 

Orandall  r.  Parker  Carriage  Goods  Co.  (1884),  20  Fed.  Rep.  851.    Duty  of 
courts  to  sustain  re-issue  when  honest  and  correct  in  its  Claims     .    .    .  684  ».  6 
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Craudall  0.  Watten  (1881),  20  Blatch.  97.    Analogous  lue 259  11. 

Crane  «.  Price  (1842),  1  Web.  893.    PatenUbility  of  an  art 160  ir. 

Nature  of  patent  privilege 11  a. 

Instantaneous  inventive  act 83  ». 

o.  Whitehead  (1875),  7  O.  G.  219.    Reduction  to  practice  bj-  prior  inventor. 

391  f>. 
Creamer  v.  Bowers  (1888),  85  Fed.  Rep.  206.    Interest  on  damages  .    •     1066  n. 
Crompton  «.  Belknap  Mills  (1869),  3  Fisher,  536.    Efifect  of  omitting  applica- 
tion oath 458  «. 

Combination  equivalents 254  «. 

9.  Knowiee  (1881),  7  Fed.  Rep.  199.    Inventor  presumed  to  be  familiar 

with  the  sute  of  the  art 112  ». 

Equivalent  known  at  date  of  patent 256  n. 

Crossley  v.  Beverly  (18:30),  1  Web.  112.    Nature  of  patent  privilege    .    .    11 ». 

«.  Potter  (1853),  Macroiy,  240.    Patentability  of  an  art 160  a. 

Curtis  V.  Piatt  (1863),  L.  R.  3  Ch.  134.    Means  and  end      .    .    .    87  n.  1 ;  90  ». 

Many  distinct  patentable  means  to  same  end  .    •    •    • 117  ». 

Equivaleuts  in  improvements 257  a. 

Darcy  v.  Allin  (1602),  Nov,  173.    Illegal  Monopolies 9  a. 

Patents  to  importers • 68  a. 

Davis  V,  Palmer  (1827),  2  Brock.  298.    Diversity  in  shape 238  a. 

Day  V,  Hartshorn  (1855),  3  Fisher,  32.    Effect  of  verdict  and  judgment  on 

subsequent  cases 1182  a. 

V.  Stellman  (1859),  1  Fisher,  487.    Parol  evidence  to  aid  court  m  con- 
struing patent 732  a. 

,       Dawson  v.  FoUen  (1808),  2  Wash.  811.    Inventor  must  have  been  **the  origi- 
nal*'as  against  all  the  world    58  n. 

Dederick  v.  Cassell  (1881),  20  O.  G.  1233.    Inventive  skill  in  combinations  155  a. 
DeFlores  «.  Raynolds  (1878),  14  Blatch.  605.    Sale  to  patentee  or  his  agent 

not  infringement,  though  evidence  of  it     . 905  a. 

Densmore  «.  Scofield  (1880),  102  U.  S.  875.    Property  in  patent  privilege     61  n. 
«.  Schofield  (1868),  4  Fisher,  148.    Joinder  of  inventions  in  the  courts  470  a. 
Derby,  ExparU  (1884),  26  O.  G.  1208.    Abandonment  by  describing  and  not 

claiming 352  a. 

Detmold  «.  Reeves  (1851),  1  Fisher,  127.  Reduction  to  practice  necessary  125  a. 
Property  in  scientific  and  philosophical  truths  common  to  all  •  •  .  137  a. 
Construction  cannot  change  or  extend  language  of  patent      .    •    •    .  737  a. 

Principle  not  patentable 134  a. 

Detroit  Lubricator  Clo.  v.  Lnnkenheimer  (1886),  30  Fed.  Rep.  190.    Consent 

of  inventor  to  public  use 357  a, 

Dieckerhoif.  EmparU  (1877),  12  O.  G.  429.    Identity  of  original  and  re-issue 
proved  in  the  Patent  Office  by  extrinsic  evidence  if  there  are  no  drawings  or 

model 683  a. 

Dobson  r.  Hartford  Carpet  Co.  (1886),  114  U.  S.  439.    Computation  of  profiu 

on  a  design •     U^  "• 

Dollond's  Case  (1766),  2  H.  Bl.  470.    Secret  use  not  prior  use      ....  890  a. 

1  Web.  43.    Secret  use  no  bar  to  patent 17  a. 

Dorsey  Revolving  Harvester  Rake  Co.  r.  Bradley  Mfg.  Ck).  (1874),  12  Blatch. 

202.    License  to  use  may  be  restricted •    •    •    .  812  a. 

License  transferable  or  not,  as  parties  choose 823  a. 

License  to  make  and   sell  with    restrictions  carries  right  to  use  with 

restrictions 813  a. 

Patentee  may  restrict  use  of  articles  by  his  grantee's  rendees  to  certain 

territory 824  a. 

Donbleday  v.  Sherman  (1870),  4  Fisher,  253.    Penalty  for  contempt     .     1219  a. 
Doyle  V.  Spanlding  (1884),  19  Fed.  Rep.  744.    Foreign  use  not  prior  use  .  320  a. 
Draper  «.  Hudson  (1873),  3  O.  G.  864.     Acconnt  incident  to  discovery  or 
injunction,  and  not  ordered  without  them •••.     1091  a.  8 
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Draper  v.  Potomska  Biills  (1878),  13  O.  6.  276.     Redaction  to  imctioe 

necesearj 126  n.  1 

Drawings  not  sufficient  redaction 126  n.  2 

Dryfoos  v,  Friedman  (1884),  18  Fed.  Rep.  824.    Identity  of  designs     .    .  806  ».  1 
Duke  0.  Graham  (1884),  19  Fed.  Rep.  647.    Joriadiction  of  Federal  coarU 

OTer  cases  involving  the  title  to  a  patent 857  n.  1 

Dunbar  v.  White  (1881),  4  Woods,  116.    Re-issue  of  patent  for  composition 

may  cover  ingredients '. 677  ii.  1 

Donbam  v,  Indianapolis  k  St.  Louis  R.  R.  Co  (1876),  7  Bissell,  223.    Relation 

and  acooantability  of  co-owners 796  n.  1 

Eames  v,  Cooke  (1860),  2  Fisher,  146.    Identity  of  machine  and  its  ases  .  178  n.  1 
Earle  9.  Sawyer  (1825),  4  Ifason,  1.    Nature  of  inventive  skill  reqaired    .    78  n.  8 

requisites  to  patentability 72  n.  1 

Earth  Closet  Co.  o.  Fenner  (1871),  5  Fisher,  15.    Court  at  liberty  to  grant  or 

refuse  preliminary  injunction 1172  n.  2 

Edgebury  v.  Stephens  (1691),  1  Web.  35.    Importer  and  inventor    42  a.  2,  57  a.  1, 

68n.l 
Edison,  Ex  parte  (1875),  7  0. 6  423.    Record  title  binding  on  Patent  Office  450  n.  1 
Egbert  v.  Lippman  (1881),  104  U.  S.  338.    Public  use  is  a  use  without  restric- 
tions, whether  in  public  or  not 356  a.  1 

Electric  R.  R.  Signal  Co.  v.  Hall  Railway  Signal  Co.  (1885),  114  U.  S.  87.    In- 
vention is  a  means,  not  an  end 90  n.  1 

Eliaabeth  o.  Pavement  Co.  (1878),  97  U.  S.  126.    Abandonment  may  result  at 

any  time  from  acts  of  inventor 351  a.  1 

Experimental  use,  though  in  public  and  producing  profit,  not  public  use  355  n.  8 
Profits  may  accrue  from  infringements,  though  whole  business  unprofitable 

1149  a.  8 
Ely  V.  Monson  &  Brimfield  Hfg.  Co.  (1860),  4  Fisher,  64.    Expert  evidence 

may  aid  court  in  construing  patent 1014  a.  4 

Emerson  v.  Hogg  (1845),  2  Blatch.  1.    Joinder  of  improvements      .    .    .  478  a.  1 

Court  to  construe  patent,  and  jury  to  apply  it 732  a.  1 

V.  Howe  (1881),  8  Fed.  Rep.  327.    Essential  attributes  of  manufacture  188  a.  1 
Eppinger  «.  Richey  (1877),  14  Blatch.  307.    Utility  as  indicative  of  inventive 

skiU 344  a.  1 

Evans  v.  Eaton  (1818),  3  Wheat.  454.    Special  acts  granting  patents    .    .    47  a.  1 
(1818),  3  Wash.  443.    Identity  of  machines,  and  its  tests      .    .    .    .  178  a.  1 

Relation  of  improvement  to  original 213  a.  1 

Description  of  improvement 502  a.  2 

(1816),  Peters  C.  C.  822.    Combination-patent  not  infringed  by  use  of 

part 923  a.  4 

«.  Hettick  (1818),  3  Wash.  408.    Description  of  improvement   .    .    .  502  a.  2 
«.  Weiss  (1809),  2  Wash.  342.   Infringement  by  use  of  thmgs  made  before 

patent 907  a.  1 

Bwart,  Exparte  (1880),  17  O.  6.  448.    Joinder  of  generic  and  specific  Claims 

536  a.  6 
Farmer  «.  Brush  (1880),  17  O.  G.  160.    Conception  completed     .    .    .    .  380  a.  1 
Diligence  in  reduction  connects  it  with  prior  conception  as  one  inventive 

act 386  a.  1 

Effect  of  delay  of  prior  inventor  in  applying  for  patent 390  a.  1 

Feather  v.  Queen  (1865),  6  B.  &  S.  257.    Patent  privilege  a  conditional  grant, 

not  a  contract • 15  a.  2 

Fischer  «.  Hayes  (1881),  20  O.  G.  601.    Commitment  for  contempt       .     1219  a.  7 
Ftower  v.  City  of  Detroit  (1888),  127  U.  S.  563.    Re-issue  confined  to  matters 

attempted  to  be  described  and  claimed  in  the  original    .....  663  a.  1 
a.  Raynor  (1881),  5  Fed.  Rep.  793.    Conclusiveness  of  decision  of  Com- 
missioner on  re-issues • 714  a.  6 

Foote  V.  Silsby  (1851),  2  Blateh.  260.  Distinction  between  art  and  apparatus  167  a.  I 
Use  with  new  force  ..•.* 265  a.  1 
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Foote  V.  SiUby  (1849),  1  Blatch.  446.  Requisites  of  notice  of  prior  publication  1003  «.  8 
Forbes  v.  Barstow  Stove  Co.  (1864),  2  Clifford,  379.    Jury  to  decide  as  to  suffi- 
ciency of  Description 503  «.  1 

Court  to  decide  as  to  sufficiency  of  Claim    ..•••.•••.  509  n.  1 
Revocation  of  surrender,  and  withdrawal  of  re-issue  application    .    .  707  n.  S 

Foes  «.  Herbert  (1856).  2  Fisher,  31.    "^Equivalent  '*  defined 248  ».  1 

Identity  of  machines  and  its  tests 178  n.  1 

Infringement  of  machine  patent 926  n.  1 

Foster  v.  Crossin  (1885),  28  Fed.  Rep.  400.    Identity  of  designs  .    .    .    .  308  ».  1 
V.  Moore  (1852),  1  Curtis,  279.    Equivalent  a  matter  of  judgment,  not  of 

inventive  skill 253  n.  1 

Acquiescence  showa  validity  only  when  of  considerable  duration  and 

extent 1188  n.  4 

Francis  v.  Mellor  (1871),  1  O.  6. 48.    Patent  construed  as  an  entirety  .    .  742  n.  3 
French  r.  Rogers  (1851),  1  Fisher,  133.    Patent  amendable  to  perfect  the  dis- 
closure of  the  invention  42  «.  10 

Variations  in  form  between  original  and  re-issue 668  n.  1 

Successive  re-issues  allowable 693  a.  3 

Frevert  v.  Gahr  (1873),  3  0.  G.  660.    Effect  of  patent  issued  without  notice  to 

caveator 444  a.  2 

Frick,  Ex  parte  (1872),  1  O.  G.  574.    Effect  of  patent  issued  to  one  contestant 

during  an  interference 603  n.  8 

Fnnck,  Ex  parte  (1878),  14  0.  G.  158.    Claim  to  distinguish  old  and  new  513  a.  1 
Fuller  V,  Tentzer  (1876),  94  U.  S.  288.    Invention  a  means,  not  an  end    .    90  n.  1 

Effect  or  result  not  patentable •    .  147  «».  1 

Furbush  v,  Bradford  (1858),  1  Fisher,  817.    Matters  considered  by  the  court  in 

granting  or  refusing  injunctions • 1208  n.  1 

p.  Cook  (1857),  2  Fisher,  668.     Simultaneous  co-operation  of  combination 

elements 155  a.  5 

Superiority  of  result  indicates  difference  in  means 117  n.  2 

Gage  V.  Herring  (1882),  107  U.  S.  680.    Void  Claims  in  re-issue  do  not  affect 

valid  ones 684  «.  5 

Galloway  o.  Bleaden  (1889),  1  Web.  521.    Experiments  not  prior  use   •    •  818  a.  3 
Gamewell  Fire  Alarm  Tel.  Co.  «.  Brooklyn  (1882),  14  Fed.  Rep.  255.    Assign- 
ment and  license  distinguished 763  a.  3 

Gardner  «.  Herz  (1886),  118  U.  S.  180.    Variation  in  materials    .    .    .    .  243  a.  1 
Gardiner  v.  Howe  (1865),  2  Clifford,  462.    Territorial  limits  of  patent  privi- 

lege 46*.  3 

Infringement  by  use  on  American  ships 909  a.  2 

Garretson  «.  Clark  (1884),  111  U.  S.  120.    Plaintiff  must  prove  amount  of  de- 
fendant's profits      . 114311.4 

Gayler  o.  Wilder  (1850),   10  How.  477.      Rights  embraced  in  the  patent 

privilege 61  a.  1 

Lost  arts * 322  n.  1 

Monopoly  indivisible 755  a.  1 

Transfer  of  invention  without  the  monopoly 755  n.  2 

Assignment,  grant,  and  license  distinguished  . 759  a.  1 

Geiger  v.  Cook  (1842),  2  Watts  &  Serg.  266.     ** Improvement*'  defined   .  210  a.  1 

Gibson  V.  Brand  (1842),  1  Web.  631.    Patentability  of  an  art 160  a.  1 

o.  Campbell  (1841),  1  Web.  627.     Disclosure  the  consideration  for  the 

patent 15  a.  2 

V,  Cook  (1850),  2  Blatch.  144.    Record  of  title  in  the  Patent  Office     .  784  n.  2 
Gilbert  &  Barker  Mfg.  Co.  o.  Walworth  Mfg.  (^.  (1876),  9  0.  G.  746.     Variar 

tion  in  location 242  a.  1 

Gili  V,  Wells  (1874),  22  Wall.  1.    Knowledge  of  equivalent  at  date  of  patent  256  a.  I 

Scope  of  re-is8ue  of  combination-patent 670  a.  2 

Re-issue  of  combination-patent  may  cover  sub-combinations  ....  671  a.  1 
Glue  Co.  v.  Upton  (1877),  97  U.  S.  8.    Essential  attributes  of  manufacture  188  a.  1 
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Godfrey  v.  Eames  (18»3),  1  Wall.  317.    Withdrawal  and  sabstitution  of  ap- 
plication   580  n.  4 

Goldsmith  r.  American  Paper  Collar  Co.  (1880),  18  Blatcb.  82.    Plaintiff  can- 
not sue  in  name  of  attorney  or  delegate 944  n.  4 

Goodyear  v.  Berry  (1868),  3  Fisher,  439.    Identity  of  compositions  .     .    .  195  n.  1 

Evidence  of  fraud  in  re-issue 715  n.  2 

V.  Beverly  Rubber  Co.  (1859),  1  Clifford,  348.     Patented  article  lawfully 

sold  released  from  the  monopoly 82  (  n.  2,  3 

Vendee  of  patented  article  may  sell  it  and  his  vendee  may  use  it .  827  ».  4 
9.  Congress  Rubber  Co.  (1856),  3  BUtch.  449.     Licensee  enjoined  if  he 

breaks  conditions  of  license 819  n.  3 

«.  Day  (1852),  2  Wall.  Jr.  288.    Conception  without  reduction  .    .    .    80  ».  1 

Abandoned  experiments 80  n.  1 

r.  Hills  (1866),  3  Fisher,  134.    Abandonment  of  application  .    .    .    .  575  n.  1 
9.  Honsmger  (1867),  2  Bissell,  1.    Duty  of  licensor  to  prosecute  infringers 

819  n.  2 
V,  HuUihen  (1867),  3  Fisher,  251.    Executor  need  not  qualify  in  district  of 

suit \    .    .    .  942  f>.  3 

9,  Phelps  (1853),  8  Blatch.  91.    Officers  of  corporation  liable  to  injunction 

for  its  infringements 012  n.  3 

9.  Railroad  (1853),  1  Fisher,  626.    Art  and  product  distinguished  .    .  167  ».  1 

Clearness  of  Description  necessary 490  n.  4 

Description  of  composition 500  n.  6 

Goodyear  Dental  Vulcanite  Co.  v.  Davis  (1880),  102  U.  S.  222.    Combination 

equivalents 254  n.  1 

9.  Gardiner  (1870),  4  Fisher,  224.    Effect  of  defendants  patent  1198  n.  2 

9.  Smith  (1874),  Holmes,  354.    Variation  in  materials 243  ».  1 

V.  Van  Antwerp  (1876),  2  Bann.  &  A.  252.     Profits  and  damages  distin- 
guished   1050  A.  1 

9,  Willis  (1874),  7  O.  G.  41.    Effect  of  judgments  of  Circuit  courts    1181  n.  3 
Gorham  Mfg.  Co.  o.  White  (1871),  14  Wall.  511.    Design  a  means  of  beauty, 

not  utility 200  ».  1 

Identity  of  designs 201  n.  1 

Nature  of  design 204  n.  1 

Embodiment  of  design  in  drawings 908  n.  1 

(Gottfried  r.  Phillip  Best  Brewing  Co.  (1879),  17  O.G.  675.     "Equivalent'* 

defined 246  ii.  1 

Double  use 260  ».  1 

Identity  of  machines • 290  n.  I 

Prior  publication  must  describe  same  invention   . 329  n.  1 

Joint  invention  by  community  of  mental  effort 398  n.  1 

Experiments  not  prior  use 318  n,  3 

Gould's  Mfg.  Co.  V.  Cowing  (1882),  105  U.  S.  253.    Measure  of  profits  where 

the  invention  gives  the  infringing  article  its  market  value    ....     1142  n.  1 
Graham  r.  Johnston  (1884),  21  Fed.  Rep.  40.     Power  of  Congress  over  the 

creationof  the  patent  privilege 46  n.  1 

Power  of  Congress  to  create  monopoly  in  inventions  already  in  use    46  n.  2 
9.  Mason  (1872),  5  Fisher,  290.    Rule  of  damages  at  law  .    .  '.    .     1051  n.  1 
Losses  of  infringers  not  deducted  from  profits  on  sales    .    .    .    1139  ».  18 
Gramme  Electrical  Co.  v.  Amoux  &  Hockhausen  Electric  Co.  (1888),  17  Fed. 

Rep.  838.    Term  of  patent  limited  by  foreign  patents 623  n.  4 

Grant  v.  Raymond  (1832),  6  Peters,  218.  Amendment  of  patent  .  .  .  .  21  n.  1 
Patent  pnvilege  intended  to  secure  the  disclosure  of  inventions  .  .  .  89  a.  1 
Power  of  Secretary  of  State  in  issuing  patents  under  the  Act  of  1793  .    49  n.  2 

Amendment  by  re-issue  before  1832 653  n.  1 

Gray  «.  James  (1817),  Peters,  C  C.  394.    Identity  of  substance  ....  236  n.  1 

Ambiguity  in  the  description 493  ».  2 

Greeley,  ExparU  (1873),  Holmes,  284.    Variations  in  shape 238  ».  1 
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QfMD  «.  French  (1879),  i  Bairn.  &  A.  169.    Laehw  foifeits  the  ifght  to  an  in- 

junction 1194  •.  I 

Beaaonable  delay  not  laches 1194  n,  9 

Greenwood  «.  Bracher  (1880),  1  Fed.  Bep.  866.    Defeated  patentee  in  an  inter- 
ference may  deny  patentability  of  invention 984  ».  7 

Grover  &  Baker  Sewing  Mach.  Co.  o.  W^illiams  (I860),  2  Fisher,  183.    Validity 

shown  by  judgments  or  acquiescence 1174  «.  1 

Acquiescence  implies  interests  antagonistic  to  the  patent    ....    1185  r.  3 

Acquiescence  shown  by  taking  licenses 1187  a.  % 

Acquiescence  in  original  shows  validity  of  re-issue    .    .    .    .    .    .    1187  n.  5 

Haaoz  ExparU  (1873),  4  O. G.  610.     Equivocal  words  like  '* equivalent*'  in 

the  Claim 516  n.  5 

Hahn£a;parfe(1875),  8  0.G.  597.    Functional  Claims 518  «.! 

Hailes  «.  Albany  Stove  Co.  (1887),  133  U.  S.  582,    Descriptton  not  amendable 

by  disclaimer •  649  n.  1 

(1883),  16  Fed.  Rep.  240.     Description  incidentally  amendable  by  dis- 
claimer   649  ».  2 

«.  Van  Wormer  (1873),  20  Wall.  353.    Aggregation  not  patentable     .  154  «.  1 

New  result  indicates  new  combination 156  ».  1 

Combination  of  old  elements 155  si.  4 

(1870),  7  Blatch.  443.    Co-operation  of  elements  in  a  combination  155  •.  1 
Hall  V,  Johnson  (1883),  23  O.  G.  2411.      Suggestions  of  others  to  the  in- 
ventor   ....8411. 1 

Co-operation  of  elements  in  a  combination 155  n,  1 

9.  Wiles  (1851),  2  Blatch.  194.    Disclaimer  needed  only  when  the  excess 

is  a  material  part «...  643  «.  1 

Hammerschlag  v.  Scamoni  (1881),  7  Fed.  Rep.  584.     Structural  law  of  a 

machine    . 175 ».  1 

Hammond  v,  Pratt  (1879),  16  O.  G.  1285.    Power  of  parties  to  concede  priority 

by  agreement 363».l 

Hapgood  V.  Hewitt  (1882),  11  Bissell,  184.    Employee's  right  to  his  patents 

414  •.2 
Harmar  v.  Playne  (1 809),  14  Vesey ,  130.  Contract  theory  of  patent  privilege  15  ».  1 
Harmet  v.  Reese  (1882),  21  O.  G.  1875.    Effect  of  delay  by  prior  inventor  in 

applying  for  a  patent •  390  «.  2 

Harrison  «.  Railway  Co.  (1860),  6  Jar.  n.  a.  993.    Analogous  use     •    •    .  260  »  1 
V.  Taylor  (1859),  4  H.  &  N.  815.    Inspection  the  test  of  design      •    .  202  ».  1 

Combination  of  designs •  205  ».  1 

Embodiment  of  designs  in  drawings 208  «.  1 

Harwood  v.  Railway  Co.  (1865),  11  H.  L.  654.    Use  with  new  object   .    .  266  a.  1 
Haselden  r.  Ogden  (1868),  3  Fisher,  378.     Infringement  by  making,  sale, 

or  use 897  »•  1 

Hatchman  Ex  parte  (1884),  3  Mackay,  288.     Re-issue  cannot  include  Claima 

once  rejected  by  the  Patent  Office  with  the  concurrence  of  the  patentee  .  689  ».  S 
Hawley  v.  Mitchell  (1871),  1  0.  G.  306.     License  to  use  specific  machine  en- 
dures under  an  extension 816  «.  5 

Hayden  v.  Oriental  Mills  (1883),  15  Fed.  Rep.  605.    State  sUtntes  of  Limita- 
tion applv  to  patent  cases 980  ».  1 

«.  Suffolk  Mfg.  Co.  (1862),  4  Fisher,  86.    Credibility  of  witnesses  .     1011  ii.l 
Abandonment  of  invention  indicates  that  it  is  not  complete .    •   1026  ».  27 

Identity  an  element  in  prior  use •    •    •    •     1026  ».  5 

Hayes  V.  Dayton  (1880),  8  Fed.  Rep.  702.    Huiafariousness   ....     1108  a.  2 

Test  of  multifariousness 1106  n.  3 

Joinder  of  causes  of  action  in  equity 11C8  n,  4 

Heald  v.  Rice  (1882),  104  U.  S.  737.     Identity  of  original  and  re-iaaoe  afaown 

by  comparing  them .     665  •.  1 

Heath  v.  Unwin  (1852),  2  Web.  236.     Knowledge  of  equivalent  at  date  of 
patent 266».l 


INDEX.  793 

BdtoMMM  an  to  MOtloot. 

CASES,   EXTRACTS  YKOU  —  continued, 

Hecker  v.  Rumford  Chemical  Works  <1876),  9  0. 6. 1069.     Property  in  secret 

inventions 24  ».  3 

Heginbotham  Exparte  (1875),  8  0.  G.  Sd7.    Necessity  of  application-oath  454  n.  1 
Hendrie  0.  Sayles  (1878),  98  U.  S.  546.    Assignment  of  extension    .    .    .  412  n.  8 
Henry  v.  Francestown  Soapstone  Stove  Ck>.  (I880),  17  0.  G.  568.    Abandon- 
ment by  sale .  359  n.  1 

Abandonment  by  unrestricted  sale 359  n.  8 

(1876),  9  O.  G.  408.    Experimental  nse  not  public  use 355  n.  3 

Htrring  v.  Gage  (1878),  15  Blatch.  1S4.    Items  of  cost  allowable  in  computing 

profits  on  sales 1139  n.  7 

Profits  not  measured  by  the  advantage  of  using  the  patented  inven- 
tion over  others 1145  n.  4 

«.  Gas  Consumers'  Association  (1878),  9  Fed.  Rep.  556.    Infringement  by 

co-owners      ; 797  n.  1,  913  n.  1 

«.  Nelson  (1877),  12  O.  G.  753.    Variations  in  form  between  original  and 

re-issue 608  ».  2 

Re-issue  of  combination  patent  may  cover  sub-combinations    .    .  671  n.  1 
Hibbard  0.  Richmond  (1880),  17  O.  G.  1155.    Determination  of  rights  of  rival 

inventors  by  the  Patent  Office 586  n.  1 

Hicks  0.  Kelsey  (1873),  18  Wall.  670.    Variation  of  matenaU      .    .    .    .  243  ».  1 
Hiirs  Patent,  'in  rt  (1863),  1  Moore  P.  C.  C.  v.  s.  258.     Nature  of  patent 

privilege 11  a.  3 

Hill  V.  Biddle  (1886),  27  Fed.  Rep.  560.    Utility  as  evidence  of  novelty  and 

inven'ive  skill 113  n.  2 

9.  Thompson  (1818),  1  Web.  238.    Use  of  less  than  all  elements  of  a  com- 
bination   282  ».  1 

V.  Whitcomb  (1874),  5  O.  G.  430.    Licensee  cannot  sue  in  his  own  name  941  n.  3 
Hitchcock  0.  Tremaine  (1872),  5  Fisher,  310.    Expenses  of  general  business  as 

an  item  of  cost  in  infringement  cases 1139  n.  17 

Hockholzer  v.  Eager  (1878),  2   Sawyer,  361.      Acquiescence   as  proof  of 

validity '. 1185  ii.l 

Hodge  V.  Hudson  River  R.  R.  Co.  (1868),  6  Blatch.  85.    Express  license  ex- 
pires with  the  term  of  the  patent 816  n.  3 

Hoe  0.  CoUrell  (1880),  18  O.  G.  59.    Inventive  skill  in  combinations    .    .  155  n.  4 
Hoffmann  0.  Young  (1880),  2  Fed.  Rep.  74.    Aggregation  and  combination  dis- 
tinguished  154  ft.  1 

Simultaneous  co-operation  of  the  elements  in  a  combmation  .    .    .    .  155  ii.  5 
Hogg  V.  Emerson  (1850),  11  How.  587.    Rule  of  joindei-  of  inventions  in  the 

courts 470  n  1 

Intent  not  to  infringe  may  mitigate  damages,  but  is  no  defence      .    .  901  n.  8 
Holdsworth  «.  McCrea  (1867),  L.  R.  2  H.  L.  380.    Inspection  the  test  of  design 

202ft.l 
HoUlster  «.  Benedict  Mfg.  0>.  (1884),  118  U.  S.  59.    Nature  of  mechanical 

Bkill 78  n.  2 

Holt,  Ex  parte  (1884),  29  0.  G.  171.    PatenUbility  of  matter  described,  but 

not  claimed  in  former  patent 465  n.  3 

Purpose  of  Description  and  Claim 482  n.  2 

Hopkins  r.  Le  Roy  (1880),  18  0.  G.  859.    Preliminary  statement  amendable  597  n.  4 
Homblower  v.  Boulton  (1709),  8  T.  R.  95.     Public  disadvantages  of  patent 

privilege 14  n.  4 

Patentability  of  an  art 161  n.  1 

Homiball's  patent.  In  re  (1855),  2  Web.  201.   Validating  patents  void  for  prior 

use 17  A.  3 

Horton  t.  Mabon  (1862),  12  C.  B.  n.  s.  437.    Idea  of  means  the  esAcnoe  of  tlie 

invention 77fi.  1 

Hotchkifts  «.  Greenwood  (1850),  11  How.  248.    Variation  of  materials  .    .  243  n.  1 

Househill  Co.  v.  Neilson  (1843),  1  Web.  673.    Nature  of  patent  privilege     11  n.  3 

Abandonment  by  public  use  ..•.••...••    •     71 ».  1, 848  a.  1 
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HoiiMhiUCav,Nel]ion  (1843),  iWebu  673.  AccidenUlimpereeiTediiiventkMis79«.l 

Utility  AS  evidenoe  of  novelty .  116  «.  1,  344  m>.  8 

Um  with  new  foioe 265  u.  1 

LottarU 331flk3 

Howe  V.  Underwood  (1854),  1  Fisher,  160.  Experiments  not  prior  use  .  818  «.  3 
r.  WUliAms  ( 1863),  2  Fisher,  395.  Trial  by  juiy  in  equity  cues  .  1135  n.  7 
«.  Wooldredge  ( 1866),  12  Allen,  18.    Effect  of  assignnient  and  license  upon 

the  monopoly 763  ».  2 

Patented  article  lawfully  sold  released  from  the  monopoly  ...  824  «.  3 
Howes  V.  Nute  (1870),  4  Clifford,  173.    Description  construed  with  other  parts 

of  the  specification 488  n,  1 

Howland,  Ex  parte  (1877),  12  O.  6.  889.     Joinder  of  generic  and  speciOc  in- 
ventions     471flkl 

Habel  «.  Dick  (1886),  28  Fed.  Rep.  132.    Effect  of  delay  of  prior  inventor  in 

applying  for  a  patent 390  n.  1 

Huddart  r.  Grinubaw  (1803),  1  Web.  85.    Nature  of  patent  privilege   •    .    11  ».3 

Existence  and  patentability  of  many  means  for  same  end 117  a.  1 

Hull  r.  Commissioner  (1875),  7  O.  G.  559.    Power  of  (Commissioner  to  withhold 

patent 583«.l 

Hunt,  Ez  parte  (1878),  13  O.  G.  771.    Power  of  Commissioner  to  withhold 

patent 58311.1 

Httssey  «.  Bradley  (1863)  2  FL»ber,  362.    Identity  of  original  and  re>is8ue  proved 
in  the  Patent  Office  by  extrinsic  evidence  if  there  are  no  drawings  or 

model 683flkl 

Re-issue  may  restore  matter  disclaimed  by  mistake  • 689  ».  1 

Right  to  re-issue  not  lost  by  lapse  of  time 692  n.  1 

Hyatt  V.  lugalls  (1883),  49  Sup.  Ct.  (N.  T.)  375.    Jurisdiction  of  Federal  courts 

where  title  to  patent  involved 857  ».  1 

Jurisdiction  of  State  courts  where  monopoly  collaterally  involved   .     .  865  a.  3 
Imhaeuser  v,  Buerk  (1879),  101  U.  S.  647.    Combination  of  old  elements  .    155  a. 4 

Knowledge  of  equivalent  at  date  of  patent 256  a.  1 

Imlay  «.  Norwich  &  Worcester  B.  R.  0>.  (1858),  1  Fisher,  340.    Variations  in 

capacity 240  a.  1 

Jurisdiction  in  equity  when  patent  expires  pending  suit    ....     1093  a.  2 
Innis  «.  Oil  City  Boiler  Works  (1885),  22  Fed.  Rep.  780.    Abandonment  by 

unrestricted  sale 359  a.  4 

Isaacs  V.  Abrams  (1878),  14  O.  G.  861.  Variation  of  materials  .  .  .  .  243  a.  1 
V.  (Cooper  (1821),  4  Wash.  259.    Description  of  improvement     .    .    .  502  a.  1 

Preliminar)' injunction  denied  if  patent  defective Il99a.l 

Jacobs  9.  Commissioners  of  Hamilton  Co.  (1862),  4  Fisher,  81.    Infringement 

by  contractor 919  a.  1 

James  v.  Campbell  (1881),  104  U.  S.  356.    Art  and  apparatus  distinguished  167  a.  1 

Effect  of  former  patent  to  same  inventor 337  a.  1 

Re-issue  of  machine-patent  cannot  cover  process 675  a.  8 

Re-issue  of  patent  for  an  art  may  cover  product 675  a.  3 

United  States  no   right  to  practice   an  invention   without  consent  of 

patentee 910  a.  1,  2 

United  States  suable  in  Court  of  Claims  for  use  of  invention  .    .    .      1258  a.  1 
Jenkins  v,  Greenwald  (1857),  2  Fisher,  37.    Past  infringement  as  evidence  of 

intent  to  infringe  m  the  future 1191  a.  6 

V.  Walker  (1872),  Holmes,  120.    Description  of  composition  .    .    .     .  500  a.  2 

Jennings  v.  Kibbe  (1882),  20  Blateh.  363.    Test  of  design 203  a.  1 

Johnsen  «.  Beard  (1875),  2  Bann.  &  A.  50.    Decision  of  Commissioner  final  as 

to  fraud  in  re-issue 715  a.  1 

Johnson  V.  Root  (1858),  1  Fisher,  851.    Equivalent  defined 246  a.  1 

Claims  construed  by  entire  description  and  extrinsic  records    .     .  745  a.  2 
f>.  Willimantic  Linen  (3o.  (1866),  33  Conn.  436.    No  implied  warranty  of 
validity  in  an  assignment  by  an  assignee 1232  a.  8 
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Jones  V.  Pearce  (1832),  1  Web.  12S.    ExperimentB  not  prior  use   ....  318  n.  3 
«.  Sewall  (1873),  3  Clifford,  563.    Public  use  with  consent  of  inventor   367  n.  1 

Relation  of  public  use  to  abandonment 965  n,  5 

Jordan  v,  Dobson  (1870),  4  Fisher,  232.    Re-issue  not  allowed  unless  defect 

arose  from  inadvertence,  accident,  or  mistake 685  n.  1 

Jurisdiction  of  Commissioner  over  re-issues  how  far  conclusive    .  7U  n.  1 
9,  Overseers  (1831),  4  Ham.  (O.)  294.    Right  of  public  to  inventions  under 

natural  law    .    .    .    b 25 ».  1 

Power  of  State  over  patented  inventions 46  n.  4 

Judson  V,  Bradford  (1878),  16  O  G.  171.    License  fee  not  a  measure  of  damages 

when  duration  of  use  differs 1058  n.  3 

9.  Cope  (1860).  1  Bond,  327.    Utility  as  evidence  of  novelty    116  n.  1,  344  n.  2 
V.  Moore  (1859),  1  Fisher,  544.    Suggestions  from  words  and  experiments 

of  others 84fi.l 

Suggestions  consistent  with  inventive  skill 84  ».  1 

Description  intelligible  to  those  skilled  in  the  art 492  n.  2 

Jape  V.  Pratt  (1837),  1  Web.  145.  Right  of  patentee  to  all  applications  of  his  prin- 
ciple   30n.2 

Patentability  of  a  *' principle  reduced  to  practice '* 130  n.  2 

Patent  extended  to  cover  ail  modes  of  embodiment    .......  130  n.  2 

Patentability  of  a  principle  as  an  idea  of  means 139  n.  2 

K»y  V.  Marshall  (1835),  2  Web.  36     Use  with  new  object 266  n.  1 

Kells  0.  McKenzie  (1881),  20  O.  6. 1663.    Jurisdiction  of  Commissioner  over 

re-issues  how  far  conclusive 714  n.  1 

Kendall  v.  Winsor  (1858),  21  How.  322.    Patent  pnvilege  intended  to  secure 

disclosure  of  inventions 38fi.l 

Duty  of  inventor  to  disclose  his  inventions  .    *    • 42  ».  1 

Effect  of  delay  by  prior  inventor  in  applying  for  a  patent 390  n.  1 

Kent,  Ex  parte  (1880),  17  O.  G.  686.    Right  of  patentee  to  all  species  of  his 

genus 30f».2 

Joinder  of  generic  and  specific  inventions 471  n.  4 

Kerosene  Lamp  Heater  Co.  «.  Fisher  (1880),  1  Fed.  Rep.  91.    Proceedings 

before  master  in  taking  account       1155  n.  2 

V.  Littell  (1878),  3  Bann.  Ac  A.  312.    Variations  in  form  between  re-issue 

and  original 668  a.  2 

Ketchum  Harvester  Co.  o.  Johnson  Harvester  Co.  (1881),  8  Fed.  Rep.  586. 

Making  for  sale  or  use  abroad  an  infringement 909  n.  3 

Keystone  Bridge  Co.  v.  Phoenix  Iron  Co.  (1877),  95  U.  S.  274.    CUim  measures 

monopoly 505  ».  8 

Courts  cannot  aid  defective  Claim 505  n.  8 

Kirby  o.  Beardsley  (1867),  3  Fisher,  265.    Right  of  the  inventor  to  benefit  of 

the  doubt  as  to  existence  of  inventive  skill 109  n.  2 

Difllculty  of  distinguishing  inventive  from  mechanical  skill     .    .    59  n.  1 
V,  Dodge  &  Stevenson  Mfg.  Co.  (1872),  10  Blatch.  307.    Patentability  of 

an  improvement 210  n.  2 

'    Kirby  Bung  Mfg.  Co.  v.  White  (1880),  1  Fed.  Rep.  604.    Judgment  and  ac- 
quiescence as  proof  of  validity 1185  ».  1 

Knight  V.  Baltimore  &  Ohio  R.  R.  Co.  (1840),  3  Fisher,  1.    Re-issue  confined 

to  matters  attempted  to  be  described  and  claimed  in  the  original    .    .    .  663  fi.  1 
Kook,  Ex  parte  (1879),  16  O.  G.  543.    Distinction  between  generic  and  specific 

inventions 471  n.  4 

La  Baw  v.  Hawkins  (1874),  1  Bann.  &  A.  428.    Variation  in  form  between 

original  and  re-issue 668  n.  3 

Re-issue  so  construed  as  to  sustain  it  if  possible    ........  684  n.  2 

Decision  of  Commissioner  as  to  fraud  in  re-issue  final 715  n.  L 

Lamensude*s  patent,  In  re  (1850),  2  Web.  164.    Patent  to  importer  .    .    .    68  n.  1 
Latta  V.  Shawk  (1859),  1  Fisher,  465.    Identity  of  machine  and  its  tests    .  178  n.  1 
Lauder  v.  Crowell  (1879),  16  O.  G.  405.    Date  of  conception  of  foreign  inven- 
tion in  the  United  SUtes 882«i.l 
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Lee  9.  Blandy  (1800),  2  Fisher,  9»,    Patent  infringed  if  either  of  its  Claims 

violated 881n.4 

Patent  for  combination  infringed  by  uie  of  elements  or  subcombina- 
tions   9S3  n.  Z 

Leggett  V.  Avery  (1879),  101  U.  S*  2d6.    Re-issue  cannot  cover  Claims  onoe 

rejected  with  acquiescence  of  |>atentee 689  «.  7 

Le  Roy  v,  Tatham  (1852),  14  How.  156.    Patent  covers  all  modes  of  embodi- 
ment   134  It.  3 

Principle  being  an  abstraction  is  not  patentable 134  a  8 

Definitions  of ''principle" 136  «.  1,  137  a.  1 

Refiult  or  e£fect  not  patentable 147  a.  1 

Liardet  v.  Johnson  (1778),  1  Web;  53.    Nature  of  patent  privilege     .    .    •    11 ».  3 

Strict  construction  of  letters-patent 14  a.  4 

Lightiier  v.  Brooks  (1864),  2  Clifford,  287.     Employer  not  liable  for  infringing 

acts  of  contractor    • 911  a.  3 

Dlliendahl  v.  Detwiller  (1883),  18  Fed.  Rep.  176.    Averments  of  bill  in  equity 

joining  several  causes  of  action 1108  n.  5 

Lindsay  v.  Stein  (1882),  20  Blatch.  370.    Date  of  new  application  after  former 

one  abandoned 580  a.  3 

Little  V,  Lillie  (1876),  10  O.  6.  543.    Conclusiveness  of  application  oath    .  457  a.  1 

History  of  interference  proceedings 587  n.  2 

Livmgston  o.  Jones  (1861),  2  Fisher,  207.    Remedy  at  law  adequate  when 

damages  alone  required 1087  n,  1 

V.  Van  Ingen  (1812),  9  Johnson,  507.    Power  of  States  to  grant  patents  45  n.  1 

Patents  not  granted  to  importers 46ii.l 

Patents  granted  to  inventors  only 57  a.  2 

Locomotive  Engine  Safety  Truck  Co.  ol  Erie  R.  R.  Co.  (1872),  3  O.  G.  93. 

Local  jurisdiction  in  equity     • 1097 1».  2 

V,  Penn.  R.  R.  Co.  (1880),  2  Fed.  Rep.  677.    Profits  measured  by  the  advan- 
tage of  using  the  patented  invention  over  all  open  inventions  .    .     1145  a.  2 
Loutrell  v.  Mellor  (1871),  1  O.  6.  48.    Identity  of  compositions    .     .    .    .  196  n.  1 
Lowell  tr.  Lewis  (1817),  1  Mason,  182.    Description  must  clearly  distinguish 

between  old  and  new 490  «.  2 

Description  intelligible  to  those  skilled  in  the  art 492  a.  2 

Lull  V.  Clark  (1884),  22  Blatch.  207.    Objections  to  evidence  not  presented  to 

court  pending  the  accounting 1157  f».  12 

Lyman  v.  Maypole  ( 1 884),  19  Fed.  Rep.  735.  Experimental  use  not  public  use  355  n.  2 
Magic  Ruffle  Co.  v.  Douglass  (1863),  2  Fisher,  330.    Public  benefit  from  inven- 
tor's disclosure .•.43«.4 

Inventive  act  instantaneous 83fl.l 

V.  Elm  City  Co.  (1875),  8  0. 6. 773.    Option  of  licensor  to  sue  for  infringe- 
ment or  on  contract 1250  n.  1 

Mahn  v,  Harwood  (1884),  112  U.  S.  354.     Re-issue  not  granted  to  enlarge 

Claims 656n.2 

Patentee  must  re-issue  at  once  if  his  Claims  are  too  narrow    ....  600  n.  2 

Delay  over  two  years  in  re-issue  unreasonable 690  n.  5 

Whether  delay  in  re-issue  unreasonable  ascertained  by  court  or  Patent  Office 

by  inspecting  the  patent  and  the  re-issue  application 690  n.  8 

Reasonable  time  for  re-iftnue  how  measured 691  n.  6 

Decision  of  Commissioner  on  re-issues  how  far  conclusive 714  a.  8 

Maier  «.  Brown  (1883),  17  Fed.  Rep.  736.    Profits  due  to  the  patented  invention 

must  be  separated  from  all  others •     1140  m.! 

Mallett  V,  Cogger  (1879)  16  O.  G.  45.    Abandonment  of  invention  by  the  ear- 
liest inventor  and  its  effect .  389  a.  1 

Manning  tr.  Cape  Ann  Isinglass  &  Glue  Co.  (1879),  4  Bann.  &  A.  612.    Aban- 
donment by  public  use 354  a.  2 

Public  use  as  conferring?  knowledge  on  the  public 356  a.  I 

BCanufactnring  Co.  v.  T^dd  (1880),  102  U.  S.  408.    Re-issue  to  include  only  the 
inventk>n  originally  patented 961  ■.! 
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Many  v.  Siser  (1849),  1  Fiflher,  17.    Utility  as  eyidence  of  novelty  116  ».  1, 844  n.  2 
relation  of  defendant's  profits  to  plaintiflTs  damages  at  law    .    •    .     1062  n.  1 
Marsh  «.  Dodge  &  Stevenson  Mfg.  Co.  (1878),  6  Fisher,  662.    Change  of  loca- 
tion    242  n.l 

V.  Seymour  (1877).  97  U.  S.  848.  Re-issue  enlarging  Claims  .  .  .  656  ».  3 
Marshall,  £x  parte  (1888),  25  O.  G.  882.  Combination  defined  .  .  .  .  153  n.  1 
Marston  «.  SweU  (1880),  82  N.  T.  526.    Licensee  liable  for  royalties  while  he 

receives  the  benefit  until  the  patent  is  repealed  or  adjudged  invalid   .      1252  n.  7 
Masuiy  v.  Anderson  (1878),  11  Blatch.  162.    Claim  measures  monopoly     505  ii.  1 
Matthews  v.  Flower  (IS^)i  ^  ^^'  ^P*  S^*    Former  pateut  to  same  inven- 
tor   837fi.l 

Two  patents  to  same  inventor  for  same  invention 465  ».  8 

«.  Machine  Co.  (1882),  105  U.  S.  54.    Ke-issue  of  combination-patent  to 

cover  elements 672  n.  5 

May  9.  Omnty  of  Fond  dn  Lac  (1886),  27  Fed.  Rep.  691.    Necessity  of  invention 

or  discovery 78  n.  1 

Maynadier  v.  Tenney  (1877),  2  Bann.  &  A.  615.    Changes  in  elements  of  com- 
bination     282  A.  1 

McClintock,  Ex  parte  (1880),  17  O.  G.  267.    Re-issue  of  generic  patent  cannot 

claim  different  species  from  original 678  n.  1 

McClurg  V.  Kingsland  (1843),  1  How.  202.    Retrospective  acts  creating  patent 

privilege 46  ».  2 

McComb  V.  Brodie  (1872),  2  O.  G.  117.    Reduction  to  practice  necessary     125  n.  1 

Principle,  idea  or  abstraction  not  patenteble 184  n,  1 

Principle  reduced  to  practice  patenteble •    •      140  n.  1 

Damages  measured  by  loss  of  plaintifTs  sales   .    • 1061 «.  2 

McCormick  v,  Manny  (1855),  6  McLean,  589.  Combination-patent  not  infringed 

by  use  of  part 928  n,  4 

9.  Seymour  ^854),  8  Blatch.  209.     License  fee  the  measure  of  damages 

1059  ft.  1 

Ascertainment  of  profite 1063  a.  7 

(1851),  2  Blatch.  240.    Ascerteinment  of  profite 1068  n,  7 

McCrea  v.  Holdsworth  (1865),  5  B.  &  S:  495.  Test  of  design  ....  203  n.  1 
McDougall,  ExparU  (1880),  18  0.  G.  180.  Joinder  of  subprocesses  .  473  n.  2 
McKay  v.  Dibert  (1881),  5  Fed.  Rep.  587.     Product  may  be  protected  by  its 

patent  though  the  machine-patent  has  expired 908  n.  2 

9.  Wooster  (1873),  8  O.  G.  441.    Patented  article  sold  by  grantee  released 

from  the  monopoly 824  n.  5 

McKesson  v.  Carnriclc  (1881),  21  O.  G.  187.    Duration  of  the  co-operation  of 

combination  elemente 155  n.  5 

McLaughlin  v.  People's  R.  R.  0>.  (1884),  21  Fed.  Rep.  574.    Laches  forfeits 

right  to  injunction 1194  n.  6 

McMillin  V.  Barclay  (1871),  5  Fisher,  189.    Public  use  by  the  inventor  himself 

is  an  abandonment 856  n.  2 

Estoppel  of  plaintiff  in  equity  by  inaction 1114  n.  4 

McMurray,  Ex  parte  (1875),  8  O.  G.  943.  Claim  for  improvement  .  .  534  ».  2 
McTammany,  Jr.  r.  Needham  (1880),  18  0.  G.  1050.    Measure  of  reasonable 

diligence  in  reducing  to  practice 887  ii.  2 

Merchant  v.  Lewis  (1857),  1  Bond,  172.    Costo  taxed  when  verdict  gives  nomi- 
nal damages 1080  ii.  4 

Merrill  v.  Yeomans  (1876),  94  U.  S.  568.    Description  of  improvement  .      502  n.  1 

Mers  V.  Conover  (1876),  11  O.  G.  1111.    Measure  of  profite 21 ».  8 

Merserole  «.  Union  Paper  Collar  Co.  (1869),  8  Fisher,  483.    Stete  court  has  ju- 
risdiction though  monopoly  collaterally  attacked 865  ii.  8 

Meyer  v.  Bailey  (1875),  2  Bann.  &  A.  73.     Assignment  and  grant  distin- 
guished     768  n.  1 

9.  Maxheimer  (1881),  20  O.  G.  1162.    Scope  of  amended  patent .    .      42  n.  11 
Middletown  Tool  Co.  v.  Judd  (1867),  3  Fisher,  141.    Inventive  act  instanta- 
neoua • 83  n.  1 
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Miller  v.  Brass  Co.  (1881),  104  U.  S.  350.    Be-issae  not  to  enlaige  Cluiiis  «56  «.  9 

Right  to  re-issue  lost  by  unreasonable  delay 690  ■.  2,  3 

Unreasonable  delay  in  enlaiging  Claims  renders  re-issue  invalid    690  ».  4 
«.  Liggett  &  Myera  Tobacco  Co.  (1881),  7  Fed.  Rep.  91.    Actual  parties  in 

interest  control  the  suit 938  a.  5 

V.  Smith  (1880),  18  O.  6. 1047.    Infringement  of  patent  for  design       9S9  a.  1 
HiUigan  &  Uiggiiis  Glue  Co.  v.  Upton  (1874),  4  Clifford,  237.    Process  and 

product  separately  patentable 184  a.  1 

Novelty  of  manufacture Ig4  a.  1 

Identity  between  original  and  re-issue  Claims  shown  by  comparing  them, 

excluding  parol  evidence 665  a.  1 

Decision  of  Commissioner  on  re-issue  how  far  conclusive  ....      714  a.  3 
^  Millward  v.  Barnes  (1877),  11  O.  G.  1060.    Race  of  diligence  between  rival 

inventors 884  a.  1 

Mitchell  V.  Hawley  (1872),  16  Wall.  544.    License  to  use  specific  machine  en- 
dures under  extension 816  a.  5 

Transfer  of  exclusive  right  to  make  and  sell  not  a  mere  license       814  a.  2 
Vendee  of  patented  article  can  use  it  without  limit  as  to  time    .      826  a.  1 

Vendee  of  patented  article  can  repair  it 827  a.  2 

Vendee  of  patented  article  cannot  rebuild  it 827  a.  1 

V,  Reynolds  (1713),  1  P.  Williams,  18L    Monopoly  m  inventions    .    .  32  a.  1 
9.  Tilghman  (1873),  19  Wall.  287.    Patentability  of  an  art     .    .    .      163  a.  1 

Very  dangerous  mventions  not  useful •    •    •      310  a.  2 

Moffitt  0.  Gaar  (1850),  1  Bond,  315.   Application  to  conform  to  legal  requi:sites  451  a.  3 

Re-issue  the  basis  of  all  subsequent  rights  and  suits 696  a.  4 

Monce  v.  Adams  (1872),  1  O.  G.  1.    Effect  of  delay  of  prior  inventor  in  apply- 
ing for  a  patent 390  a.  1 

Moody  9.  Fiske  (1820),  2  Mason,  112.    Combination-patent  infringed  by  use  of 

elements  and  subcombinations 923  a.  3 

Moore  v.  Marsh  (1868),  7  Wall.  515.    Assignees  must  sue  jointly  for  infringe- 
ment when 940  a.  4 

Morgan's  patent,  In  re  (1843),  1  Web.  737.    Nature  of  patent  privilege      .  11  a.  3 
Morgan  v.  Seaward  (1836),  1  Web.  170.    Nature  of  patent  privilege  .    .    .  11  a.  3 

Disclosure  the  consideration  for  the  monopoly 15  a.  2 

Substance  and  form  in  inventions 229  a.  1 

Utilitv,  degree  of,  immaterial 341  a.  1 

(1837),  1  Web.  187.    Utility  necessary 338a.l 

Sales  as  a  mode  of  abandonment 359  a.  1 

Morley  Sewing  Mach.  Co.  v,  Lancaster  (1885),  23  Fed.  Rep.  334.    Equivalents 

in  improvements 258  a.  2 

Morris  v.  Bransom  (1776),  Buller  N.  P.  76.    Improvement  patentable    .      210  a.  2 
V.  Lowell  Mfg.  Co.  (1866),  3  Fisher,  67.    Injunction  issued  whatever  its 

consequences 1201  a.  2 

Morton  o.  New  York  Eye  Infirmary  (1862),  6  Blateh.  116.    Unpatentable  dis- 
coveries     66  a.  2 

Reduction  to  practice  necessary 125  a.  2 

Principle,  force,  or  discovery  not  patenteble 134  n.  1, 138  a.  1 

Motte  V.  Bennett  (1849),  2  Fisher,  642.    Injunction  necessary  to  prevent  futare 

infringemente 1088  a.  1 

Discretion  of  court  in   granting   or   refusing   injunctions   not  without 

limite 1172  a.  3 

Injunction  granted  if  right  is  clear 1173  a.  1 

Mowry  v.  Whitney  (1871),  14  Wall.  620.    Measure  of  profits    ....        21  a.  3 

Description  addressed  to  those  skilled  in  the  art 488  a.  1 

Description  intelligible  to  those  skilled  in  the  art 492  a.  8 

14  Wall.  434.    Repeal  in  the  interest  of  the  public 725  a.  1 

Cases  in  which  repeal  is  proper 726  a.  1 

Repeal  proper  when  patent  obtained  by  fraud 727  n.  1 

Repeal  procured  by  bill  in  equity 729  a.  1 
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Mantz  V,  Foster  (1844),  2  Web.  96.    Use  with  new  object 266  n.  1 

Murphy  v.  Eastham  (1872),  2  O.  G.  61.    Claim  for  one  form  of  the  invention 

covers  all  forms .      514  n.  1 

Murray,  £x parte  (1873),  3  O.  G.  659.    Joinder  of  inventions  ....      471  n.  2 

Joinder  of  product  with  procesn  or  machine 473  n.  4 

Nagel,  Exparte  (1880),  17  O.  G.  198.   Cases  where  interference  is  declared  591  n.  1 
Nathan  v.  Elevated  R.  R.  Co.  (1880),  2  Fed.  Rep.  225.    Duration  of  perpetual 

injunction 1221  n.  1 

National  Car  Brake  Shoe  Co.  v.  Terre  Haute  CJar  &  Mfg.  Co.  (1884),  19  Fed. 

Rep.  514.    Evidence  of  established  licenoe-fee 1057  n.  8 

National  Mfg.  Co.  v,  Meyers  (1881),  7  Fed.  Rep.  355.    Joinder  of  defences  in 

answer 1115  n.  8 

Neilson  v.  Harford  (1841),  1  Web.  331.     Contract  theor}*  of  patent  privi- 
lege   15  ft.  1 

Nevins  v.  Johnson  (1853),  8  Blatch.  80.    Law  and  equity  jurisdiction  concur- 
rent   ' 1084  n.  1 

New  Process  Fermentation  Co.  v.  Koch  (1884),  21  Fed.  Rep.  580.    Circulars 

not  prior  publication    .    .    .    .    , 326  n,  2 

Patent  for  apparatus  may  cover  process  also 172  n.  2 

V,  Maus  (1884),  20  Fed.  Rep.  725.    Chemical  process,  not  its  result,  pat^ 

entable 149  n.  1 

Art  patentable 163  n.  1- 

New  combination  of  arts 170  n.  1 

New  York  v.  Ransom  (1859),  23  How.  487.    Plaintiff  to  prove  damages    1071  «.  1 
New  York  Belting  &  Packing  Ck>.  v.  Sibley  (1883),  15  Fed.  Rep.  386.  Patentee 

bound  by  the  patent  as  he  accepts  it  from  the  Patent  Office   ....      689  n.  5 
New  York  Pharmical  Association  v.  Tilden  (1882),  14  Fed.  Rep.  740.    Notice 

in  lieu  of  stamping 628  n.  4 

Nichols  V.  Newell  (1853),  1  Fisher,  647.  Stamping  in  expectation  of  patent  630  n.  3 
Nicholson  r.  Bennett  (1879),  16  O.  G.  631.  Judgment  of  Patent  Office  between 

interfering  patents 54  n.  1 

Niles  Tool  Works  o.  Betts  Mach.  Ck>.  (1886),  27  Fed.  Rep.  301.    New  result 

evidences  new  combination 156  n.  1 

Northwestern  Fire  Extinguisher  Co.  v.  Phila.  Fire  Extinguisher  Co.  (1874),  6 

O.  G.  34.    Written  description  not  reduction 126  ».  2 

Rejected  application  as  evidence 1015  n.  9 

Odell  r.  Stout  (1884),  22  Fed.  Rep.  159.    Re-issue  may  enlarge  the  CUim  but 

not  the  invention 656  n.  3 

Effect  of  decisions  of  Commissioner 714  n.  3 

Decisions  of  Commissioner  on  re-issues  bow  far  conclusive     .    .    .      714  n.  8 
Odiorne  v.  Winkley  (1814),  2  Gallison,  51.    Rights  of  inventors  of  separable 

ancillar}'  means  to  their  inventions 395  n.  1 

Tests  of  identity  of  machines 178  n,  1 

Oliphant  v.  Salem  Flouring  Mills  Co.  (1878),  5  Sawyer,  128.    Stamping  on 

patented  articles 630  n.  8 

O'Reilly  v.  Morse  (1858),  15  How.  62.     Inventor  may  avail  himself  of  sugges- 
tions, books,  etc 84  n.  1 

Suggestions  of  others  not  inconsistent  with  inventive  skill      .     .    .    .  84  ».  1 

Invention  a  means  not  an  end 90  n.  1 

**  Principle  »*  defined 185  ».  1 

Principle  as  a  property  of  matter  not  patentable  • 138  n.  1 

Patentability  of  an  art 163  n.  1 

Correctness  of  Description • 490  ».  1 

Claim  for  all  modes  of  effecting  result  void 515  n.  6 

Unreasonable  delay  in  disclaiming      .    .    .    . ' 646  n.  3 

Disclaimer  pending  suit ....••.      651  n.  1 

Orr  V.  Littlefield  (1845),  1  W.  &  M.  13.     Validity  shown  on  motion  for  injunc 

tion  by  judgments  or  acquiescence 1174  n.  I 

Acquiescence  as  proof  of  validity 1185  n,  1 
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Pacific  Bank  v,  Robinson  (1881),  20  O.  G.  1814.    Power  of  equily  to  oompd 

tranflfer  of  patent  for  benefit  of  creditors 805  a.  1 

Packard  v.  Sandford  (1879),  16  O.  G.  1183.    Race  of  diligence  between  rival 

Inventors 385 ».  1 

Effect  of  delay  of  prior  inventor  in  applying 390  ».  1 

PiRge  V.  Ferry  (1867),  1  Fisher,  298.    Duty  of  patentee  to  disclose  invention  42  «.  8 

Patent  as  a  contract 481 «.  1 

Description  of  machine 498  n.  2 

Patent  constmed  in  view  of  the  nature  of  the  actual  invention  •      739  i».  .1 
No  infringement  if  invention  be  imperfectly  described    ...      891  ts.  3 

Requisites  of  verdict 1076  n.  1 

«.  Hoknee  Burglar  Alarm  Telegraph  Co.  (1880),  17  Blatch.  484.    Right  of 

Patent  Office  employee  to  patent 363  «.  4 

2  Fed.  Rep.  330.    Judgment  not  controlling  unless  same  points  in  con- 
troversy  1179  n.  3 

Palmer,  Eas  parte  (1881),  21  O.  G.  1111.  Prior  publication  to  describe  same  in- 
vention     329i».l 

9,  State  (1883),  39  Ohio  St  236.    Police  power  of  Stete  over  sale  of  pat^ 

ented  inventions 46  n.  4 

Plurk  «.  LiUle  (1813),  3  Wash.  196.    Ambiguity  of  Description     ...      493  ».  2 
Parker  v,  0>rbin  (1848),  4  McLean,  462.    Vindictive  damages  allowable    1053  ».  6 
V.  Haworth  (1848),  4  McLean,  372.    Nature  of  patent  privilege  .    .    .  11 «.  1 
«.  Hulme  (1849),  1  Fisher,  44.     Advantage   of  having  court  oonstroe 

patents 733  «.  1 

Structural  law  of  machine 175  ».  1 

Measure  of  actual  damages 1053  n.  2 

9.  Stiles  (1849),  5  Mc  Lean,  44.    Patent  as  prtma /acie  evidence      .    1016  ».  2 
Identity  between  patented  and  infringing  inventions  must  be  proved 

1011 «.  4 
Parker  &  Whipple  Co.  v.  Tale  Clock  Co.  (1887),  123  U.  S.  87.    Re-issue  con- 
fined to  matters  attempted  to  be  described  and  claimed  in  original .    .      663  n,  I 
Parks  V.  Booth  (1880),  102  U.  S.  96.    Proper  description  necessary    .    .      483  n.  1 
Patterson  v.  Ommon wealth  (1875),  11  Bush,  311.  Power  of  State  over  patented 

inventions 46».4 

V.  Gas  Light  &  Coke  Co.  (1877)  L.  R.  3  App.  239.    Novelty  essential  to 

patentability 315 «.  1 

Peabody  v.  Norfolk  (1868),  98  Mass.  452.    Equity  will  protect  unpatented  m- 

vention  against  fraudulent  disclosure 873  n.  1 

Pearl  V.  Ocean  Mills  (1877),  2  Bann.  &  A.  469.   Inventive  and  mechanical  skill 

distinguished 85  «.  1,  122  «.  1 

Re-issue  of  combination-patent  may  cover  subcombinations     .    .    .      671  a.  1 
Peck  V.  Collins  (1881),  103  U.  S.  660.     Re-issue  the  basis  of  all  subsequent 

rights  and  suits 696  n.  4 

Entire  patent  avoided  by  surrender  if  re-issue  refused  for  non-patentability 

or  want  of  priority 697  «.  3 

Peek  V.  Frame  (1871),  5  Fisher,  211.    Effect  of  disclaimer  on  costs  in  actions 

at  law 1080  n.  1 

Penn  v.  Bibby  (1866),  L.  R.  2  Ch.  Ap.  127.    Analogous  use     ....      259  ».  1 
Penna.  R.  R.  Co.  v.  Locomotive  Truck  Co,  (1884),  110  U.  S.  490.    Analogous 

use 259  A.  1 

Pennock,  Ex  parte  (1874),  1  MacArthur,  631.    Utility  of  result  as  evidence  of 

novelty  and  inventive  skill  in  the  means       121 «.  1 

V.  Dialogue  (1829),  2  Peters,  1.     True  and  first  inventor 58  «.  3 

Effect  of  public  use  by  rival  inventor 857  n,  3 

People  V,  Russell  (1883),  49  Mich.  617.    Power  of  State  to  impose  license  on 

pedlers  of  patented  inventions 46  «.  4 

Perkins  v.  Nashua  Card  &  Glazed  Paper  Co.  (1880),  2  Fed.  Rep.  451.    Prior 

use  in  public 820  n.  1 

Public  use  is  use  in  ordinary  way  without  restrictions   .....      356  «.  1 
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Perrigo  r.  Spaulding  (1876),  13  BUtch.  389.    Implied  license  to  vendee  from 

recovery  of  royalties  agaiii«t  unlawful  vendor 830  n.  1 

Peny  v.  Corning  (1870),  7  Blatch.  195.    Assignment  unrecorded  valid  inter 

partei 784  n.  5 

Pettibone  v.  Derringer  (1818),  4  Wash.  215.    Patent  construed  as  an  entire 

instrument 742 ».  8 

Philada.  &  Trenton  R.  R.  Co.  v.  Stimpson  (1840),  14  Peters,  448.    Evidence 

of  conception 380  n.  2 

Patent  evidence  that  all  pre-requisities  fulfilled 451  n.  5 

Declarations  of  inventor  evidence  of  inventive  act 1026  n.  30 

Philp  V.  Nock  (1873),  17  Wall.  460.    Relation  of  defendant's  profits  to  plain- 
tiffs damages  at  law 1062  n.  2 

Profits  to  be  separated  from  others  not  due  to  the  invention    .    .    .    1062  n.  9 
Pickering  v.  McCulloagh  (1881),  104  U.  S.  810.    Co-operation  of  elements  in  a 

combination 155  n.  1 

Pierson  v.  Eagle  Screw  Co.  (1844),  3  Stoiy,  402.    Public  use  with  consent  of 

inventor 357  n.  2 

Piper  V,  Drown  (1870),  Holmes,  20.    Relation  between  process  and  appa* 

ratus 172  n.  1 

(1873),  3  O.  G.  97.    Profits  do  not  include  remote  and  contingent  benefits 

1146  n.  4 
Pitts  V,  Hall  (1854),  3  Blatch.  201.     Co-owners  not  co-partners  bnt  co- 
tenants  795  n.  1 

(1851),  2  Blatch.  229.    Inventor  defined 57  n.  2 

Suggestions  of  others  not  inconsistent  with  inventive  skill      .   84  n.  1 
Ascertainment  of  profits  as  a  measure  of  damages     .    .    .  1063  n.  10 
0.  Wemple  (1855),  2  Fisher,  10.    Patentee's  power  to  suppress  his  inven- 
tion      31  n.  1;  43  n.  8 

Claim  measures  monopoly      .    • 505  ii.  1 

New  means  patentable  though  old  means  eziste   ....      117  n.  1 
V,  Whitman  (1843),  2  Story,  609.    Unrecorded  assignment  valid  inter 

parUi 784  n.  5 

Planing  Mach.  Ck>.  v.  Keith  (1879),  101  U.  S.  479.    Abandonment  of  applica- 
tion  575  fi.  3 

Plimpton  v.  Malcolmson  (1876),  L.  R.  3  Ch.  531.    Prior  publication  must  com- 
municate invention  to  the  public 380  n.  1 

Priority  shown  by  use,  publication,  or  patent 316  n.  1 

Persons  sl^illed  in  the  art 488  ii.  1 

«.  Spiller  (1877),  L.  R.  6  Ch.  412.    Cireulation  of  prior  publication       827  n.  1 
Poppenhusen  v.  Falke  (1862),  6  Blateh.  46.    Defecte  sometimes  undisooverable 

until  patent  judicially  interpreted 691 ».  5 

V.  New  York  Gutte  Percha  CJomb  Ck>.  (1858),  2  Fisher,  62.    Making  for 

experiment  infringement  if  maker  profits  by  it  .     .    .    .      898  n.  2 

Infringement  by  corporation  through  agente 912  n.  1 

Patent  as /^rtMa/ocie  evidence 1016  ft.  2 

Damsges  implied  from  infringement 1052  n.  1 

2  Fisher,  74.  Injunction  issued  whenever  plaintifTs  right  dear  1201 «.  1 
Porter*s  patent.  In  re  (1855),  2  Web.  201.  Nature  of  patent  privilege  .  11  n.  8 
Potter  V.  Crowell  (1866),  3  Fisher,  112.    Past  infringemento  as  evidence  of 

intent  to  infringe  in  the  future 1191  n.  6 

Injunction  not  granted  when  further  infringement  impossible  .    1205  n.  1 
V.  Dixon  (1868),  5  Blateh.  160.    Multiplicity  of  interferences     .    .      612  ft.  1 
V.  Holland  (1858),  1  Fisher,  827.    Effect  of  disclaimer  by  owners  of  sec- 
tional interesto .      647  ft.  3 

Effect  of  reissue  on  grantees 698  ft.  5 

Re-issue  good  m  one  section  of  the  country,  and  original  in 

others 698 ».  6 

Ptower  of  patentee  to  affect  ri^^  of  assignees  by  re-issne       701  ft.  4 
TOL.  ui.  —  51 
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Potter  9.  Holland  (1858),  1  Fisher,  327.    Assignee  defined 782  «.  1 

Assignment,  grant,  and  license  distinguished 783  «.  1 

1  Fisher,  382.    Patent  as /^rtmayaeie  evidence 1018  n.  2 

«.  ICack  (1888),  8  Fisher,  428.  Suspension  of  perpetual  injunction  1221  ».  2 
«.  Muller  (1804),  2  Fi»ber,  485.  Acquiescence  as  proof  of  yaliditjr  .  1185  n,  1 
«.  Stewart  (1S81),  18  Blatch.  581.    Variations  in  form  between  original 

and  re-issue 888  ».  3 

V.  Whitney  (1868),  8  Fisher,  77.    Effect  on  motion  for  injunction  of  Judg- 
ments on  questions  of  fact 1179  n.  1 

Acquiescence  to  show  validity  must  be  of  some  duration .    .    .    1186  n.  1 
Preliminary  injunction  denied  if  difficult  questions  raised     .    .    1199  n.  4 
I  Powder  0>.  «.  Powder  Worlcs  (1878),  98  U.  S.  128.    Re-issue  confined  to 

I  matter  which  the  original  attempted  to  describe  and  claim     ....      883  n.  1 

i  Pullman  Car  Co.  v,  B.  &  O.  R.  R«  Co.  (1881),  19  O.  G.  224.    Injunction  denied 

!  except  in  case  of  irreparable  injury 1193  n,  1 

i  Railroad  Co.  v.  Mellon  (1881),  104  U.  S.  112.    Nature  and  office  of  Qaim     505  a.  1 

Railway  Co.  v.  Sayles  (1878),  97  U.  S.  554.    Amendment  of  application    561  n.  12 
Ransom  v.  Bfayor  of  New  Tork  (1856),  1  Fisher,  252.    Nature  of  inventive 

act 59  11.  1 ;  78  n.  1 

Accidental  unperceived  inventions 79  n.  1 

Diligence  of  earliest  conceiver  necessary  from  date  of  conception     .      386  n.  2 

Patent  construed  as  an  entire  instrument 742  ».  3 

Read  v.  Miller  (1867),  3  Fisher,  310.    SUte  sUtutes  of  limitation  do  not  apply 

to  patent  cases 980  n.  1 

Reckendorfer  v.  Faber  (1875),  92  U.  S.  347.    Burden  of  proof  as  to  the 

patentability  of  the  invention 1018  «.  1 

(1874),  5  O.  G.  697.    Aggregation  and  combination  distinguished  .      154  «.  1 

Reed  «.  Cutter  (1841),  1  Story,  590.    First  inventor 58  «.  3 

Diligence  in  reduction 883  «.  1 

Reeves  v.  Keystone  Bridge  Co.  (1872),  5  Fisher,  458.     Requisites  of  prior 

publication 325  n.  1 

Drawings  and  sketches  not  reduction 380  n,  2 

Evidence  of  complete  conception 380  n.  2 

Date  of  prior  publication  must  be  proved 1028  fi.  5 

Renwick   v.  Pond  (1872),  10  Blatch.   39.     Combination  Clnm   not   func- 
tional     528  ».  2 

Reutgen  v.  Kanowrs  (1804),  1  Wash.  168.     Inventor  must  be  original  as 

against  all  the  world 58«.4 

Rex  V,  Arkwright  (1785),  1  Web.  64.    Nature  of  patent  privilege     .    .    .   11 ».  3 

V.  Metcalf  (1817),  1  Web.  141.    Strict  construction  of  patent      .    .    .  18  «.  3 

V,  Mussary  (1738),  1  Web.  41.    Strict  construction  of  patent      .    .    .   14  «.  3 

V.  Wheeler  (1819),  2  B.  &  Aid.  345.    PatenUbility  of  art ...    .      160  ».  1 

Rice  V.  Winchester  (1878),  3  O.  G.  348.    Effect  of  delay  by  prior  inventor  in 

applying  for  patent 390  «.  2 

Rich  V.  Close  (1870),  4  Fisher,  279.    Use  of  less  than  all  elementa  of  combina- 
tion   282  «.  1 

Claims,  when  clear,  control  construction  of  patent 745  «.  1 

Roberts,  Ex  parte  (1887),  40  O.  G.  573.    Patent  for  single  unitary  invention 

a  bar 464ii.  1 

Roberts  v.  Dtckev  (1871),  4  Fisher,  532.    Utility  as  evidence  of  inventive 

skill    * U6i».l;  12111. 1 

Patentability  of  an  art 163  «.  1 

V.  Harnden  (1865),  2  aifford,  500.    Combination  equivalents     .    .      282  ».  1 

Useof  all  elements  in  a  combination 282  n.l 

V.  Schuyler  (1875),  12  Blatch.  444.    Verdict  not  set  aside  unless  palpably 

erroneous 1073  n.  4 

0.  Ward  (1849),  4  McLean,  565.    Principle  of  machine  defined  .    .      173  ».  1 
Utilitj' actual  not  comparative      .«•••••....      342ii.l 
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Robinsoii,  £x  parte  (1870),  4  Fisher,  186.    Power  of  State  over  patented  in- 

ventiona 46  n.  4 

Roosevelt  v. 'Western  Electric  Co.  (1884),  20  Fed.  Rep.  724.    Vendee  of 
patented  article  has  no  right  to  ase  other  inventions  unless  inseparable 

in  use    .     .     .     .  ^  .     . 825  n.  1 

Root  V.  L.  S.  &  M.  S.  R.  R.  Co.  (1882),  105  U.  S.  189.    Equity  will  not  grant 

an  account  except  as  incidental  to  other  relief 1091  n.  5 

Rosenwasser  «.  Berry  (1885),  22  Fed.  Rep.  841.     Necessity  of  inventive 

skiU 78  n.  1 

Rowe  V.  Blanchard  (1864),  18  Wis.  441.    Utility  defined 839  n.  1 

Rowell  V.  Lindsay  (1881),  6  Fed.  Rep.  290.    Use  of  less  than  all  elements  in  a 

combination      .    .    .< 282  n.  1 

Combination  patent  not  infringed  if  one  element  omitted    ....      922  n.  4 
Royer  v.  Schults  Belting  Co.  (1886),  28  Fed.  Rep.  850.    Essential  elements  of 

combination ...*....      282 ».  1 

Rubber  Co.  v.  Goodyear  (1869),  9  Wall.  788.    Profits  how  computed     .    1063  n.  5 
Rude  V.  Westcott  (1889),  130  U.  S.  152.    Evidence  that  plaintiff  enjoys  the 

monopoly  by  granting  licenses 1057  n.  1 

Rumpff  V,  Kohler  (1882),  23  0. 6. 1831.    Prior  patent  or  publication      .      327  n.  1 

Russell  9.  Dodge  (1876),  93  U.  S.  460.    Re-issue  cannot  cover  new  matter    668  n.  10 

Jurisdiction  of  Commissioner  over  re-issues  how  far  conclusive  .    .      714  n.  1 

Ryan  v.  Goodwin  (1839),  3  Sumner,  514.    Combination  of  old  elements      155  n.  4 

Public  use  with  consent  of  inventor 357  n.  1 

Sands  v.  Wardwell  (1869),  3  Clifford,  277.    Combination  equivalents    .      282  n.  1 
Sanford  v.  Messer  (1872),  5  Fisher,  411.    License  is  any  transfer  not  carrying 

the  monopoly 806  n.  2 

Licensee  cannot  sue  in  his  own  name 938  n.  7 

Sawyer  v.  Edison  (1853),  25  O.  G.  597.    Reduction  to  practice      ...      125  n.  1 
Sayfes  «.  Chicago  &  Northwestern  R.  R.  Co.  (1865),  1  Bissell,  468.    Measure 

of  reasonable  diligence  in  reducing  to  practice 387  «.  5 

V.  L.  S.  &  M.  S.  R.  R.  Co.  (1879),  9  Fed.  Rep.  515.    Federal  statute  of 

limitations  runs  from  what  time 980  n.  3 

V.  Louisville  City  R.  R.  Co.  (1881),  9  Fed.  Rep.  512.    Original  and  exten- 

sion  are  two  separate  terms 980  n.  3 

V.  Richmond,  Fredericksburg  &  Potomac  R.  R.  Co.  (1879),  8  Hughes,  172. 

State  statutes  of  limitations  apply  to  patent  cases 980  n.  1 

Infringer  not  a  trustee  de  ton  tort 1091  n.  2 

Saxe  9.  Hammond  (1875),  7  O.  G.  781.    Combination  patent  infringed  by 

making  or  selling  one  part  to  be  united  to  the  rest  by  the  vendee    .      924  n.  1 
Schillinger  v.  Gnnther  (1879),  17  Blatch.  66.    Effect  of  fraudulent  excessive 

Claim 644  n.l 

Description  incidentally  amended  by  disclaimer 649  n.  2 

Schwarzel  v.  Holenshade  (1866),  3  Fisher,  116.    Increase  of  damages  by  the 

court 1069  n.  4 

Searis  v,  Worden  (1882),  21  O.  G.  1955.    Effect  of  judgment  of  Circuit 

court 1181  n.  8 

Seibert,  Ex  parte  (1879),  16  O.  G.  262.    Re-issue  cannot  cover  subsequent 

inventions 661  n.  2 

Selden  v.  Stockwell  Self-Lighting  Gas  Burner  Co.  (1881),  19  Blatch.  544. 

*'  Assignee,"  in  our  statutes,  means  assignee  to  any  degree    406  n.  1;  767  n.  8 
Sewall  V.  Jones  (1875),  91  U.  S.  171.    Patentability  of  principle  reduced  to 

practice 130  ii.  1 ;  143  «.  1 

Patent  covers  all  modes  of  reducing  to  practice 130  ii.  1 

Seymour  v.  Marsh  (1872),  2  0.  G.  675.    Mechanical  perfection  not  necessary  to 

reduction 129  n.  1 

9.  McCormick  (1853),  16  How.  480.    License  fee  the  measure  of  dam- 
ages      1059  ».  1 

Relation  of  profits  to  damages 1068  n.  2 
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Seymoar  v,  Osborne  (1870>»  11  Wall.  516.    AmeDdment  of  {Mttnti  •    .    .  tl  ».  9 
Identity  of  machines  an  affected  by  changes  of  parts,  &c.    .    •    •    .      179  n.  1 

Prior  publication  must  describe  a  practical  inTention tS9  ».  9 

Identity  of  original  and  re -issue   abown  by  oomparing  specifications 

ttl».  3 

Jurisdiction  of  Comnussioner  over  re4BSae8  how  far  condnsive   .    .      714 1».  1 

Sharp's  Patent,  Jn  re  (3840),  1  Web.  Ml.    Abase  of  amending  power .    .   16  ».  6 

Shaw  9.  Cooper  (1888),  7  Peters,  S92.    Abandonment  to  the  public  .    .      852  a.  1 

Shaw  Belief  Valve  Co.  v.  New  Bedford  (1884),  19  Fed.  Bep.  753.    Right  of 

executor  to  patents  and  inventions  of  decedents 404  n.  % 

Sickels  «.  Borden  (1866),  3  Blateh.  585.    Infringement  of  machine-patent     996  ».  1 
V.  Young  (1865),  8  Blateh.  898.    Preliminary  injunction  denied  in  case  of 

doubt 1199  n.  1 

Silsbj  «.  Foote  (1862),  14  How.  218.     Claim  for  combinatioB  applied  by 

jury 626  «.  9 

Form  of  notice  under  general  issue     .    .    •    •    • 1000  a.  9 

Requisites  of  notice  of  prior  publication  .    •    • 1003  a.  9 

Simpson  v.  Davis  (1882),  20  Blateh.  413.    Combination  of  old  designs  .      905  a.  1 
Singer  v.  Walmsley  (1860),  1  Fisher,  558.    Limits  of  power  exercised  by  Con- 
gress as  to  classes  of  patentable  inventions .  59».  5 

Description  construed  with  rest  of  specification •    •      489  n.  1 

Unreasonable  delay  in  disclaiming 646  a.  2 

Singer  Mfg.  Co.  v.  Union  Button  Hole  &  Embroidery  Ck>.  (1873),  4  O.  G.  553. 

Injunction  a  substitute  for  specific  performance 1928  n.  4 

Slawson  v,  Grand  St  P.  P.  &  F.  R.  R.  Co.  (1880),  4  Fed.  Rep.  531.    New 

result  as  evidence  of  new  combination 166  ».  1 

Slessinger  v,  Buclcingham  (1883),  17  Fed.  Rep.  454.    Effect  of  sworn  answer 

as  evidence 1119  ».  1 

Smith  V.  Barter  (1875),  7  O.  6. 1.    Right  of  eariiest  oonceiver  to  patent  if  he 

was  diligent  reducer 870  ».  1 

V.  Davidson  (1857),  19  C.  S.  697.    Nature  of  patent  privilege    .    .    .  11 ».  3 

Simultaneous  inventors 99  ».  3 

9.  Elliott  (1872),  1  O.  G.  881.  Nature  of  mechanical  skiU  .  .  •  .  78  ».  9 
V.  Frazer  (1872),  2  O.  G.  175.  Requisites  of  notice  of  prior  use .  .  1004  a.  4 
V.  Goodyear  DenUl  Vulcanite  Co.  (1876),  98  U.  S.  486.    Change  of  ma^ 

terials 243flkl 

Utility  as  evidence  of  inventive  skill 344  a.  1 

V.  Merriam  (1881),  19  O.  G.  601.    Abuse  of  re-issues 49  a.  11 

Scope  of  re-issues 56  a.  3 

Jurisdiction  of  Commissioner  on  re-issue  how  far  final     .    .    .      714  a.  7 
V,  Nichols  (1872),  2  O.  G.  649.    Utility  as  evidence  of  novelty  121  a.  1 ;  344  a.  2 
V.  Pearce  (1840),  2  McLean,  176.    Principle  of  machine  defined      .      173  a.  I 
Smith  &  Griggs  Mfg.  Co.  v.  Sprague  (1887),  123  U.  S.  249.    Experimental 

use  not  public  use  though  resulting  in  profit 855  a.  4 

Snyder,  Ex  parte  (1882),  22  O.  G.  1975.    Scope  of  amendments  to  applica- 
tion     561 ».  7 

Soames  Patent,  In  re  ( 1843),  1  Web.  729.    Requisites  of  prior  publication     325  ».  1 

Slight  inventive  skill  required 85  a.  1 

Spaeth  V.  Barney  (1885),  22  Fed.  Rep.  828.    Re-issue  prima  fade  valid     684  a.  1 
Jurisdiction  of  Commissioner  over  re-issues,  how  far  conclusive  .    .      714  a.  1 
Spaulding  v.  Page  (1871),  4  Fisher,  641.    Damages  vary  with  plaintiff's  mode 

of  enjoying  the  invention 1054  a.  1 

Implied  license  to  vendee  from  recovery  of  royalties  against  unlawful 

vendor 890  a.  1 

License  implied  from  payment  of  license  fdes  as  damages  .  •  •  •  1065  a.  1 
License  not  implied  from  payment  of  damages  if  plaintiff  preaervea  close 

monopoly 1065  a  2 

Spent  Madder  Case  (1851),  6  Exch.  607.    Use  with  new  object    .    .    .    .  966  a.  1 
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Spngue  0.  Smith  &  Griggs  Mfg.  Co.  (1882),  12  Fed.  Bep.  721.    EzperimeDtal 

use  not  public  use 366  n.  2 

Spring  r.  Domestic  Sewing  liach.  Co.  (1882),  18  Fed.  Rep.  446.    DismiBsal  in 

equity  for  want  of  jurisdiction 1005  n.  1 

Stainthorp  «.  Humiston  (1864),  4  Fisher,  107.    Identity  of  machines  and  iu 

tests 179 11. 1 

Stanley  Rule  &  Level  0>.  v.  Bailey  (1878),  14  Blstch.  610.    Jurisdiction  of 

Federal  courts  over  infringement  soita  by  licensee  against  licensor     .    .  862  ».  8 
Stanley  Works  s.  Sargent  (1871),  8  Blatch.  844.    Utility  as  evidence  of  novelty 

and  inventive  skill 117  n.  2,  344  ».  1 

SUrr  V,  Farmer  (1883),  23  0.  G.  2325.    Application  shows  reduction  to  prac- 
tice   46911.1 

State  9.  Telephone  Co.  (1889),  36  Ohio  St.  296.    Power  of  States  over  sale  of 

patented  inventions 46«.4 

Stead's  Patent,  In  re  (1846),  2  Web.  143.  Validating  patent  void  for  prior  use  17  m.  3 
Stead  0.  Williams  (1843),  2  Web.  126.    Prior  use  not  secret  use  .    .    .    .  320  ».  2 

(1844),  2  Web.  137.    Kequisites  of  prior  publication 326  fi.  1 

(Circulation  of  prior  publication 827  n.  1 

Steam  Gkuge  &  Lanteni  Co.  o«  St.  Louis  R.  S.  Mfg.  Co.  (1885),  25  Fed.  Rep. 

491.    Device  embodying  principle  patentable,  not  the  principle  itself     .  143  n.  1 
Steam  Cutter  Co.  v.  Sheldon  (1872),  10  Blatch.  L    License  may  cover  either  or 

all  the  rights  to  make,  use,  or  sell 810  n.  1 

License  to  make  may  cover  right  to  sell 811  n.  2 

License  to  use  implied  from  sale  but  limited  to  the  invention  sold  .    .  812  a.  X 
Steam  Stone  Cutter  Co.  v.  Sheldons  (1884),  21  Fed.  Rep.  875.    License  implied 

to  user  from  payment  of  damages  by  seller 1065  «.  3 

Infringement  a  single  wrong  though  composed  of  many  tortious  acts  906  n.  1 
V.  Windsor  Mfg.  Co.  (1879),  17  Blatch.  24.    License  implied  to  purchaser 

from  recovery  of  royalties  against  unlawful  seller 880  n.  1 

Theory  of  profits  in  equity 1137  n.  1 

Stelger  «.  Heidelberger  (1880),  4  Fed.  Rep.  455.    Infringement  by  salesmen 

on  commission 920  «.  8 

Steiner  o.  Heald  (1861),  6  Exch.  WT.    Use  with  new  object 266 1».  1 

Stephenson  v.  Brooklyn  B.  R.  Co.  (1886),  114  U.  S.  149.    PatenUbility  of 

combination 155  n.  1 

Stevens  v.  Gladding  (1864),  17  How.  447.    Sale  of  letters-patent  on  execution 

impossible 808  «.  5 

9.  Keathig  (1847),  2  Web.  181.    Construction  of  patent  under  contract 

theory 16  ».  2 

Substance  produced  by  new  means  is  a  new  snbstanee    .    .    •    .  187  a.  1 

Chemical  equivalents 254  n.  1 

9.  Pritchard  (1876)«  10  O.  G.  505.    Joinder  of  combinations,  snboombina- 

tions,  and  elements     • 472  n.  I 

Variations  in  form  between  re-issue  and  original 668  n.  1 

Re-issue  cannot  cover  new  matter 668  n.  10 

9.  Putnam  (1880),  18  O.  G.  520.    O>noeption  complete  when  idea  ready 

for  reduction 879 •.I 

Stimpson  r.  Rogers,  Smith,  &  Co.  (1859),  4  Blatch.  333.    Executor  as  trustee 

for  heirs  of  inventor 405  n.  1 

Stitt  9.  Eastern  R.  R.  Ck>.  (1884),  22  Fed.  Rep.  649.    Prior  knowledge  or  use 

of  the  invention 226  a.  1 

Identity  an  element  in  prior  use 1020  n.  5 

Stover  9.  Clark  (1877),  12  0.  G.  188.    Evidence  of  priority  in  interference  pro- 
ceedings     600  n.  6 

Stone  0.  Greaves  (1880),  17  O.  G.  897.    Power  of  (Commissioner  to  grant  or 

withhold  patent 61  n.  3 

Stuts  VI  Armstrong  (1884),  20  Fed.  Rep.  843.    Co-operation  of  elements  in 

combination .  ]55fi.  1 

Delay  unreasonable  if  over  two  years 690  n.  5 
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Suffolk  Co.  «.  UaydeQ  (1865),  3  Wall.  815.    Abandonment  by  deseribing  and 

not  claiming S52  «.  1 

Relation  of  defendant's  profits  to  plaintiff's  damages  at  law    .    .    .     10G2  n.  S 
Swift  9.  Whisen  (1867),  3  Fisher,  343.    Re-issue  may  enlarge  Claims    .    .  656  n.  3 
Jurisdiction  of  the  Commissioner  over  re-issues  how  far  conclusive     .  714  n.  1 
Tappan  v.  National  Bank  Note  Co.  (1861),  2  Fisher,  195.    Validity  provable 

on  motion  for  injunction  by  judgment 1174  «.  1 

Acquiescence  impossible  without  assertion  of  right 1185  ■.  8 

Titham  V.  Le  Roy  (1852),  2  Blatch.  474.    Nature  of  mechanical  skiU    .    .    78«.8 

Identity  of  machines  aud  its  tests 178  «.  1 

Taeie  v.  Huntingdon  (1859),  23  How.  2.    Counsel  fees  not  allowed  as  damages 

106711.1 

Tennant*8  Case  (1802),  1  Web.  125.    Prior  use  avoids  patent 17n.% 

Thatcher  Heating  Co.  v.  Carbon  Stove  Co.  (1878),  4  Bann.  &  A.  68.    Aver- 
ment of  infringement  in  bill  in  equity    110611. 5 

Theberath  v.  Harness  Trimming  Co.  (1883),  23  O.  G.  1121.    Design  refers  to 

beauty  not  utility 200  a.  1 

Thomas  v.  Reese  (1880),  17  O.  G.  195.    Date  of  conception  of  foreign  invention 

in  the  United  States 382a.l 

V.  Shoe  liach.  Mfg.  Co.  (1878),  16  O.  G.  541.    Identity  of  origmal  and  re- 
issue shown  by  comparing  them    .    •    • 667  n,  8 

Re-issue  cannot  cover  new  matter 668  a.  10 

Re-issue  construed  to  sustain  it  if  possible 684  «.S 

Decision  of  Commissioner  final  as  to  fraud  in  re-issne     ....  715  ».  1 
Thompson  v.  Boisselier  (1885),  114  U.  S.  1.    Discovery  an  essential  element 

in  the  inventive  act 96fi.l 

V.  Mendelsohn  (1871),  5  Fisher,  187.    Local  jurisdiction  in  equity  and  at 

law  over  suits  for  infringement 934  «.  9 

Thomson  v.  Wooster  (1885),  114  U.  S.  104.  Decrees  pro  con/etto  1130  «.  1.  2, 3, 7 
Tilghman  o.  Proctor  (1881),  102  U.  S.  707.  Patentability  of  an  art  .  .  .  163  ».  1 
Tomkinson  v.  Willetts  Mfg.  Co.  (1884),  23  Fed.  Rep.  895.    Identity  of  designs 

306«.l 
Tomlinson  9.  Battel  (1857),  4  Abb.  Pr.  266.    Jurisdiction  of  Federal  courts 

when  monopoly  directly  in  issue 858  n.  1 

Traitel,  fs/Miree  (1883),  25  O.  G.  783.    Nature  of  design 20411.1 

Treadwell  v.  Bladen  (1827),  4  Wash.  703.    Identity  of  substance  in  inven- 
tions      23511.1 

Troy  Iron  &  Nail  Factory  v.  Coming  (1869),  8  Fisher,  497.    Exceptions  to 

report  of  master  on  accounting 1158  n.  S 

Tuck  9.  Bramhill  (1868),  3  Fisher,  400.    Disclaimer  pending  suit .    .    .    .  651 ».  1 
Tucker  v.  Spaulding  (1872),  13  Wall.  453.    Identity  a  question  for  the  jury  1075  n.  1 
V,  Tucker  Mfg.  Co.  (1876),  4  Clifford,  397.    Object  of  specification  .    .  481  n.  S 
Tumbull  VI  Weir  Plow  Co.  (1880),  9  Bissell,  334.    Effect  of  assignment  of  all 

rights  under  the  patent 775  «.  1 

Turner  v.  Winter  (1787),  1  Web.  77.    Nature  of  patent  privilege      .    .    .    11 «,  S 

Right  of  inventor  to  letters-patent 14  a.  5 

Strict  construction  of  letters-patent 14  «.  4, 16  «.  S 

Turrell  v.  Cammerrer  (1868),  8  Fisher,  462.    Averment  of  infringement  in  bill 

in  equity 1106  «•  9 

Turrill  v.  Illinois  Central  R.  R.  Co.  (1883),  20  Fed.  Rep.  912.    Profits  not 
measured  by  the  advantage  of  using  the  patented  invention  over  subsequently 

patented  inventions 1145  «.  4 

Tuttle  0.  Loomis  (1885),  24  Fed.  Rep.  789.    Re-issue  allowable  whenever  defect 

discovered 691  a.  1 

Tyler  v,  Boston  (1868),  7  Wall.  327.    Description  of  composition .    .    .    .  500ii.  S 
V.  Galloway  (1882),  22  0.  G.  1294.    Shareholders  liable  for  infringement 

by  company     .    .    .    .    • 912  a.  6 

Tyne,  Ex  parte  (1880),  17  0.  G.  56.    Joinder  of  product  with  prooees  or  machine 

473  Ik  4 
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Underwood,  £x  parte  (1872),  1  O.  G.  649.    Conformity  of  langoage  of  re-iflsne 

spedficiition  to  the  original 706  «•  1 

Union  MeUliic  Cartridge  Co.  v.  United  States  Cartridge  Co.  (1884),  112  U.  S. 

684.    Incidental  amendroenta  of  Description  by  disclaimer 649  a.  1 

Union  Paper  Bag  Mach.  Co.  v.  Crane  (1874),  1  Bann.  &  A.  494.    EfiFect  of 

judgments  in  Patent  Office 613  ».  8 

V.  Murphy  (1877).  97  U.  S.  120.    Test  of  identity  of  machines   .    .    .  178  fi.  1 
V.  Pultz  &  Walkley  Co.  (1878),  15  O.  G.  423.    Inventor's  knowledge  of 

prior  abandoned  experiments 84  ».  1 

Invention  by  successful  experiment 381  n.  1 

Inventor  may  start  from  the  unsuccessful  experiments  of  others    .  381  n.  1 
Union  Paper  Collar  Co.  v.  White  (1875),  11  Phila.  479.    Use  with  new  object 

266  A.  1 
Union  Sugar  Refinery  v.  Matthiesson  (1865),  8  Clifford,  689.    Combination  of 

old  elements 166  ».  4 

Classes  of  patentable  machines 176  a.  1 

Tests  of  identity  of  machines 178  a.  1 

(1868),  8  Clifford,  146.    Evidence  not  received  in  equity  after  hearing  1128  a.  12 
Exceptions  to  report  of  master  on  the  accounting  .    .         .    .     1158  a.  2 
United  Nickel  Co.  v.  Anthes  (1872),  1  O.  G.  578.    Suggestions  from  experi- 

'     ments  of  others 84a.1 

V.  Worthington  (1882),  18  Fed.  Rep.  392.    Officers  of  corporation  not  liable 

for  damages  for  its  infringements 912  a.  4 

United  States  v.  Gunning  (1883),  21  Blatch.  516.    Repeal  in  the  interest  of  the 

public 725  A.  1 

United  States  &  Foreign  Salamander  Felting  Co.  v.  Haven  (1875),  9  O.  G.  253. 

Re-issue  cannot  cover  subsequent  inventions 661  a.  2 

Re-issue  cannot  cover  new  matter 668  a.  10 

United  States  Rifle  &  Cartridge  Co.  v.  Whitney  Arms  Co.  (1877),  14  Blatch. 

94.    Delay  as  evidence  of  abandonment  to  the  public 351  a.  2 

(1886),  118  U.  S.  22.    Abandonment  after  application 353  a.  1 

Unwin  v.  Heath  (1854),  5  H.  L.  505.    Knowledge  of  equivalence  at  date  of 

patent 256a.1 

Van  Martor  9.  Miller  (1879),  15  Blatch.  562.    Patent  construed  in  view  of  the 

actual  invention 739 «.  3 

Vaughn  v.  Central  Pacific  R.  R.  Co.  (1877),  4  Sawyer,  280.    Profits  not  capable 

of  computation  are  not  recoverable 1146  a.  1 

Wade  9.  Metcalf  (1883),  16  Fed.  Rep.  130.    Implied  license  in  favor  of  employee 

and  its  duration 8.32  n.  4 

Implied  license  in  favor  of  firm  to  use  inventions  of  its  members     .      .833  a.  1 
Walker  v.  Hawxharst  (1867),  5  BUteh.  494.    Stamping  with  intent  to  deceive 

630  A.  2 
WaUace  v.  Holmes,  Booth,  &  Haydens  (1871),  1 0.  G.  117.   Combination-patent 

infringed  by  making  or  sale  of  one  part  to  be  united  with  the  rest     .    .  924  a.  1 
Walton  9,  Bateman  (1842),  1  Web.  613.    Nature  of  patent  privilege     .    .    11  a.  3 

Patents  to  importers 68  a.  1 

Essentials  of  prior  use 817  »,  x 

9,  Potter  (1841),  1  Web.  585.  Disclosure  the  consideration  of  the  monopoly 

15  a.  2 

Embodiment  of  another^s  idea 112  a.  1 

Existence  and  patentability  of  several  distinct  means  to  same  end  117  a.  1 

Substance  and  fonn  in  inventions 229  a.  1 

Washburn  &  Moen  Mfg.  Co.  v.  Fuchs  (1883),  16  Fed.  Rep.  661.    Scope  of  re- 
issue of  combination-patent    670  a.  8 

V.  Griesche  (1883),  5  McCrary,  246.    Assignee  of  several  patents  owns  the 

right  separately  from  each  other  and  cannot  combine  them     .    .    .  777  a.  8 

•.  Haish  (1880),  19  O.  G.  178.    Necessity  of  inventive  skill  .     .     .    .  116  a.  1 

Utility  as  evidence  of  novelty  and  inventive  skill     .  116  a.  1, 844  a.  1 

(1879),  9  Bissell,  141.    Stamping  by  infringers 629  a.  1 
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Waterbuiy  Bnas  Co.  9.  Miller  (1871),  5  Fiaher,  48.    Use  of  leas  than  aU  ele- 
ments in  a  oombinatiou 982  a.  1 

Meaning  of  "  sabstantially  as  described  **  in  the  Claim   ....  750  n,  4 
9,  N.  Y.  &  Brooklyn  Brass  Co.  (1858),  3  Fisher,  43.    Differsnoe  of  reaah 

shows  difTerence  of  means 117  n.  8 

Wayne  v.  Holmes  (1866),  2  Fisher  20.    Experiments  not  prior  nse  .    .    .  818  a.  8 
Webster  Loom  Co.  «.  Higgins  (1882),  106  U.  S.  580.    New  result  eTidence  of 

new  combination 156  a.  1 

Diversities  of  capacity 240  a.  1 

Welling  9.  Rubber  Coated  H.  T.  Co.  (1875),  2  Bann.  &  A.  1.    Be-issne  may 

enlarge  Gaims *    .    .    .    .  656  a.  3 

Wells  9.  Gill  (1872),  2  O.G.  590.    Effect  of  Terdict  and  judgment  on  subse- 
quent cases 1182  a.  5 

«.  Jacques  (1874),  1  Bann.  &  A.  60.    Re-issue  may  enlarge  Claims     .  656  a.  3 
Jurisdiction  of  (>>mmis9ioner  over  re-issues,  how  far  conclusive    .  714  a.  1 
Western  Electric  Mfg.  Co.  v.  Odell  (1883),  18  Fed.  Rep.  321.    Novelty  and 

inventive  skill  in  designs 200  a.  2 

Weston  V.  White  (1876),  13  Blatch.  447.    Continuity  of  applications    .    .  580  a.  5 
Wetherell  v.  Passaic  Zinc  Co.  (1872),  2  O.  6.  47i.    License  to  use  specific 

machines  endures  under  extension 816  a.  5 

Wheeler  v.  Clipper  Mower  and  Reaper  Co.  (1872),  10  Blatch.  181.    Utility  in 

connection  with  other  devices  sufficient 341  a.  2 

Re-issue  may  cover  practicable  form  when  that  in  the   original  was 

impracticable 671  a.  2 

Re-issue  of  combination-patent  may  cover  subcombinations   .    .    .    .  671  a.  2 

Re-issue  of  combination-patent  may  cover  elements 672  a.  1 

Wheeler  v.  McCormick  (1873),  11  Blatch.  334.    Each  division  of  a  re-issue 

may  describe  the  entire  invention 695  a.  8 

White  9.  Allen  (1863),  2  Clifford,  224.    Reduction  to  practical  art  or  instrument 

necessary 126  a.  1 

Diligence  in  reduction 883  a.  1 

Diligence  required  in  earliest  conceiver  from  date  of  conception  .  386  a.  2 
«.  Dunbar  (1886),  119  U.  S.  47.    Right  to  re-issue  not  affected  by  acts  of 

third  parties 690  a.l 

«.  Lee  (1882),  14  Fed.  Rep.  789.    Licensee  liable  for  royalties  though 

patent  invalid 1252  a.  7 

(1880),  8  Fed.  Rep.  222.    Forfeiture  of  license  by  breach  of  condition 

822  a.  3 
Failure  to  pay  money,  of  itself  no  forfeiture  of  license  .    .    .  822  a.  5 

Forfeiture  of  license  liberates  both  parties 822  a.  8 

Whitcly  V,  Swayne  (1865),  4  Fisher,  117.    Jurisdiction  of  Commissioner  over 

re-issues,  how  far  conclusive 714  a.  1 

Whitney  «.  Emmett  (1831),  Baldwin,  803.    Nature  of  patent  privilege      20  a.  1,  2 

Necessity  of  reduction  to  practice 125  a.  2 

Patentability  of  an  art 163  a.  1 

Novelty 222  a.  1 

Universal  novelty  necessary 223  a.  1 

Experimental  use  not  public  use 355  a.  3 

Description  construed  with  other  parts  of  the  specification  .    .    .  489  a.  1 

Ambiguity  in  description 493  a.  2 

V.  Mowry  (1868),  4  Fisher  141.    ProfiU  when  the  invention  gives  the  in- 
fringing article  its  market  value 1142  a.  1 

Whittemore  v.  Cutter  (1813),  1  Gallison,  478.  Result  or  effect  not  patenUble  147  a.  1 

Invention  is  a  means,  not  an  end 90  a.  1 

Principle  of  machine  defined 173  a.  1 

Vindictive  damages  not  allowed 1053  a.  6 

Measure  of  damaqres  for  making  only 1064  a.  2 

1  (Sallison,  429.    Ambiguity  in  description 493a,2 
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Wicks  9.  Stevens  (1876),  3  Woods,  810.    Be-iasna  cumotoorar  Claimi  aban* 

doned  in  Patent  Office 689i».7 

Wilbur  V.  Beecher  (I860),  2  Blatcb.  13S.  Belaaon  of  profits  to  damages  1068  n.  2 
Wilder  v.  Kent  (1883),  15  Fed.  Kep.  217.    Sheriffs  sale  of  patentee's  assets 

releases  them  from  the  monopoly 824  a.  7 

9.  McCormick  (1846),  2  filatch.  81.    Patent  as  evidence  that  all  prerequi- 
sites were  fulfilled 61  »•  8 

Williams,   Ex  parU  (1872),  1  O.  6.  226.     Deiicription  disparaging  other 

inventions 487  n.  X 

9,  Leonard  (1872),  6  Fisher,  88L    Salaries  of  infringers  not  allowed  as 

expenses  in  infringing  sales 1139  a.  14 

9.  Rome,  Watertown,  &  Ogdensbnrgh  R.  R.  (>o.  (1879),  16  O.  6. 653.    New 

result  indicates  new  combination 166  a.  1 

Wilson  V.  CkMn  ( 1880),  6  Fed.  Rep.  611.    "  Specification ' '  defined   665  n.  2,  760  a.  4 

Re-issues  under  act  of  1870  and  Rev.  Stat. 667  a.  1 

Re-issue  proper,  when  patent  valid,  for  one  purpose  but  not  for  another 

660  a.  5 
9,  Simpson  (1860),  9  How.  109.    Vendee  of  patented  article  may  repair  or 

replace  parts  while  identity  of  whole  remains 827  a.  8 

V.  Tindal  (1841),  1  Web.  730.    Equity  jurisdiction  in  actions  for  infringe- 
ment   932  n.  3 

Winans  v.  Denmead  (1863),  16  How.  330.    Diversities  of  shape  .    .    .  238  n.  1,  2 

Claim  for  one  form  of  the  invention  covers  all  forms 614  n.  1 

Patent  construed  in  view  of  the  nature  of  the  invention  •    .    •    •  739  a.  8 
V.  N.  Y.  &  Harlem  R.  R.  Co.  (1866),  4  Fisher,  L    Abandoned  experiments 

80  a.  1 

Conception  without  reduction 80  n.  1 

Wing  V.  Anthony  (1882),  106  U.  S.  142.    Re-issoe  of  machine  patent  cannot 

cover  the  process 676  a.  8 

Wintermute   9,  Redlngton  (1866),   1    Fisher,  239.     Reduction   to   practice 

necessary •    •    •    .  125  n.  S 

Principle  reduced  to  practice  patentable 130  a.  1 

Patent  covers  all  modes  of  reducing  to  practice 130  a.  1 

Principle  as  truth  of  nature  not  patentable 138  a.  1 

Principle  as  idea  of  means  patentable 189  n.  2 

Application  of  principle  patentable • 143  a.  1 

Executors  not  trustees  but  agents  by  law    .    .    •    • 801  n.  8 

Whth*s  Patent,  In  re  (1879),  L.  R.  12  Ch.  603.  Patent  to  importer  •  .  68  a.  1 
Wise  9.  Allen  (1869),  9  Wall.  737.  Requisites  of  notice  of  prior  use  •  1004  a.  4 
Wollensak  v.  Reiher  (1886),  116  U.  S.  96.    Re-issoe  cannot  enlarge  a  clearly 

defective  CUim  after  unreasonable  delay     •    • 690  a.  2 

(1884),  22  Fed.  Rep.  661.    Duty  of  patentee  to  examine  his  patent  and 

correct  narrow  Claims  at  once 690  a.  2 

Wood  9,  M.  S.  &  N.  I.  R.  R.  Ck>.  (1868),  2  Bissell,  62.    License  to  use  specific 

machine  endures  under  extension 816  a.  6 

9.  Packer  (1883),  17  Fed.  Rep.  660.    Co-operation  of  elements  in  com- 
bination   I66ii.l 

V.  Underbill  (1847),  5  How.  1.    Sofikiency  of  Description  a  question  of 

fact  for  the  jury 503  a.  S 

Court  may  hold  patent  void  If  Description  insoflicient  on  its  face .  603  a.  8 
9.  Zimmer  (1816),  1  Holt  N.  P.  C.  60.    Abandonment  by  sale    .    .    •  369  a.  1 
Wood-Paper  Patent  (1873),  23  Wall.  566.    Manufacture  must  be  new  in 

itself 184  A.  1 

Woodman  v,  Stirapson  (1866),  8  Fisher,  98.    Difllcolty  of  distinguishing  be- 
tween inventive  and  mechanical  skill 59a.l 

Woodruff;   Ex  parte  (1880),  17  O.  Q.  453.    Unnecessarr  multiplication  of 

CUims 521  a.  1 

Wooster  v.  Blake  (1881),  22  O.  G.  1132.    Discovery  an  essential  element  of  the 

inventive  act  •.•..••••• ..••96a.l 
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Wooiter  «.  Calhoun  (1978),  11  Blatch.  216.    Mannfactore  must  be  new  In 

iteelf • 184fi.l 

Worden  v,  Fuher  (1888),  U  Fed«  Rep.  605.    Joint  inrention  bjr  commiinity  of 

menUl  effort       888ii«l 

Worawick  M%.  0>.  «.  Steiger  (1883),  17  Fed.  Rep.  850.    Prior  nee  of  same 

complete  invention •••••  318  n.  1 

Wyeth  9.  Stone  (1840),  1  Stoiy,  873.  Temporary  use  as  a  favor  not  public  use  366  «.  8 

Rule  of  joinder  of  inventions  in  the  courts .  470  a.  1 

Form  of  Description 495  a.  1 

Tale  &  Greenleaf  lifg.  Co.  v.  North  (1867),  3  Fisher,  S79.    "Combination" 

defined 153i».l 

Tale  Lock  Mfg.  Co.  v.  Scoville  Mfg.  Co.  (1880),  18  Blatch.  248.    Re-issue  con- 
fined to  matter  attempted  to  be  described  and  claimed  in  the  original     .  663  a.  1 
Toung,  Ex  parte  (1835),  33  O.  G.  1390.    Rule  of  joinder  of  inventions  in  the 

Patent  Ofiice 471 «.  1 

Tuengling  v,  Johnson  (1877),  1  Hughes,  607.    Judgments  in  the  Patent  Office 

are /^rtmayacte  correct    •••... •••..     1183  a.  2 

CATALOGUES  as  evidence  of  prior  use 1026  a.  18 

CAVEAT 438-448 

purpose  of 56, 438 

nature  and  effect  of 56,439 

when  needed 426 

who  may  file 440 

inventor  of  design  cannot  file 440  a.  1 

form  and  contents  of 441 

secrecy  of     ••.•... 442 

duration  of  .    . 443 

proceedings  on,  when  subsequent  application  filed      .........     444 

cannot  be  withdrawn      •«...• 443 

amendments  to 445 

copies  of 445 

as  evidence,  as  estoppel 446, 1015 

does  not  show  whether  invention  complete  or  not  ••«...     446, 1026  ».  IS 

not  assignable 447 

does  not  bind  caveator  as  to  description  of  the  invention     ..••...     448 

belongs  to  the  history,  not  the  description,  of  an  invention 489  a.  1 

CAVEAT  i:ifPrOA  appUed  to  assignees 789 

licensees      •••..••......     815 

CAVEATOR,  notice  of  subsequent  applications  to 444 

entitled  to  notice  only  of  applications  filed  during  life  of  caveat  .....    444 
patent  granted  without  notice  to,  invalid  against  him      •    •%....    444,  967  n.  4 

CESTUI  QUE  TRUST  when  plaintiff  in  equity 10B9 

CHAMPERTY  not  upheld  in  equity 1103  a.  5 

CHANCE  PRODUCTION  not  perceived  or  capable  of  reproduction  by  inventor 

not  a  true  invention      • 79  a.  1 

CHARGE  of  court  to  jury,  requisites  of 1074 

CHEAPNESS  as  evidence  of  inventive  skill 113  a.  S 

increase  of,  not  proof  of  want  of  identity 240  a.  1 

CHEMICAL  PROCESSES,  idenUty  of 286  a.  1,  288  a.  I 

CHILDREN  acting  under  their  parents  not  infringers 920  a.  4 

CIRCUIT  COURT,  bound  by  equity  rules  of  Supreme  Court 1129 

effect  of  judgments  on  subsequent  cases •••. 1181 

judgnments  not  binding  on  Supreme  Court 1180  n,  1 

CITT  suable  for  infringing  acts  of  its  ofiicers,  departments,  boards,  &c.     ...     911 

CLAIM 504-539 

purpose  of 482,504 

requisites  of 504 

essential  to  specification 504 

patent     ••• • 482ii.l 
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tt«fln«nMt  an  to  Metfom. 

CLAIU'-' eoiUinved. 

cancellation  of  all,  abandons  application 579  n.  1 

life  of  patent  and  measure  of  monopoly 505,  972 

each  in  effect  an  independent  patent 604  n.  2,  985 

patentee  bound  by 651 

effect  of  failure  to  cover  described  matter  by 352 

as  an  abandonment  to  the  public  of  matter  not  claimed 606, 1030 

omission  of  described  matter  from,  not  ipso  facto  abandonment 506 

sometimes  admits  it  to  be  old     ....     506 
sometimes  simply  excludes  it  from  the 

patent 506 

withdrawn  to  avoid  rejection  or  inconsistency  with  other  CUumB  may  be  set  up 

on  new  application 561  n.  6 

contents  and  scope  of,  strictly  regulated 507 

need  not  cover  all  inventions  of  the  inventor 508 

for  entire  invention  covers  the  whole  invention  as  described 508  n.  2 

valid  for  what  it  claims  though  not  claiming  entire  invention 537  n.  1 

may  be  limited  to  the  arrangement  described 515  n,  10 

must  claim  a  practically  operative  means       506 

for  principle  improper 500  ».  1,  515,  519  n.  2 

how  construed 748 

force  or  natural  property  improper 609  ».  1,  515,  519  n.  2 

function  void 518 

Claim  for  arrangement  of  combination  not 526  n,  2 

how  construed 748 

participial  improper 518  n.  2 

for  '*80  forming,**  "means  of  doing,'*  ''operating  of,**  "imparting  motion 

to,*'  &c.,  are  functional '  518,  519  n.  4 

for  mechanical  process  when  functional  and  void 518  n.  5 

may  set  forth  the  functions  of  a  properly  claimed  invention 518 

functional  construed  to  cover  the  means  if  possible 518 

for  effect  or  result  void,  how  construed 519,  748 

for  all  modes  of  effecting  a  result  void 515,  519  n.  2 

for  device  of  uniform  operation  improper  if  the  operation  is  only  occasional  and 

accidental 508  n.  8 

for  device  useful  only  with  things  mentioned  in  the  Description  is  valid    .  523  n.  2 

must  be  for  concrete  invention,  not  an. abstraction 509 

must  be  complete  within  itself,  able  to  stand  or  fall  alone   .    510,  516  n.  1,  538  n.  3 

confined  to  a  single  and  distinct  invention 510 

cannot  cover  principal  and  subordinate  inventions 510 

a  whole  and  its  parts 510 

must  show  the  class  to  which  the  invention  belongs 511 

need  not  state  in  terms  whether  the  invention  is  an  *'  art,**  etc.       .    •    .    511 

must  precisely  define  the  invention  claimed 512 

how  compared  with  the  invention 643 

for  each  essentially  distinct  form  of  the  invention  necessary   .    •    .      512  n.  1 
must  include  all  essential  features  of  the  invention    ••••....    512 

though  narrow  may  still  protect  the  whole  invention 516 

must  be  limited  to  the  actual  patentable  character  of  the  invention  508  n.  3, 516 
for  specific  arrangement  of  parts  covers  them  only  when  so  arranged     512  «.  3 

must  exclude  all  non-essential  features 512,  516 

for  new  use  must  exclude  the  invention  used 512 

must  distinguish  the  invention  used  from  all  former  ones 5l3 

between  new  and  old 618 

for  old  matter  fatally  defective 613 

covering  old  matter  curable  by  disclaimer 513  n.  2 

must  set  forth  the  invention  in  its  most  perfect  concrete  form 614 

cover  all  forms  of  the  invention  unless  they  are  disclaimed 511 

qualities  of  the  invention 514  n,  4 
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CLAIM  —  eoniinued, 

miut  cover  all  coloimble  variations 614  ».  1 

modes  of  making ••••••••      514  ».  S 

for  additional  forms  of  the  invention  improper •    •      514  ».  1 

cannot  embrace  subsequent  discoveries 516  n.  5 

having  the  same  qualities  514  n.  1 

relation  of,  to  Description 615 

distinct  from  Description 515  n,  1 

must  be  more  than  a  mere  reference  to  the  Description  •    .     515  ».  1,  516  n.  2 

correspond  with  Description 515 

covers  all  modes  of  use  set  forth  in  the  Description 523  a.  2 

based  on  insufficient  Description  is  void 515  n.  2 

must  be  for  matter  properly  and  sufficiently  described 508  «.  3 

confined  to  matter  so  described  that  those  skilled  in  the  art  could  prac- 
tise it 515  «.  2 

cannot  cover  matter  described  as  auxiliary 515 

for  undescribed  matter  void 515 

may  cover  both  the  parts  and  the  whole 515 

does  not  cover  parts  where  the  Description  sets  forth  only  the  whole     743  a.  8 

construed  by  Description 750  a.  8 

as  attempting  to  cover  the  whole  described  invention  .    .      512  a.  1 

cannot  aid  or  impair  the  Description 515  n.  1 

not  enlarged  by  the  Description 505  n.  3,  515  a.  1,  523  a.  1 

controls  when  inconsistent  with  Description     .....      515  n.  1,  523  a.  1 

contradicting  Description,  both  may  be  void 515  a.  1 

form  of 516 

no  particular,  required 516 

must  assert  not  imply  • 516  a.  2 

various  forms  of  instanced 512  a.  1-4 

not  affected  by  casual  misuse  of  words 516  n.  2 

ungrammatical  valid « 516 

must.clearl}'  define  the  invention,  ambiguity  fatal 516 

ambiguity  in,  how  shown 1097 

a  question  for  the  court 1037 

no  useless  or  equivocal  words  or  unnecessary  synonymes  in 516 

not  to  use  the  word  '*  equivalent " 516 

when  the  words  *' means,"  "mechanism,**  "connections,**  may  be  used  in 

516  A.  2,  4 

technical  phrases  in 517 

*' as  specified'* 517  a.  8 

"  in  the  manner  .  .  .  mentioned  *'  defined 517  a.  2 

''substantially  as  described**  defined 517 

*' substantially  as  and  for  the  purpose  set  forth*'  defined     ....    617 

alternative  improper  when • 520 

use  of  disjunctive  conjunction  in 520 

multiplication  of,  improper  when 521 

needless  repetition  creates  ambiguity 521 

not  like  counts  in  a  declaration  but  conclusions  from  the  Description  .    .    521 
for  same  invention  in  different  aspects  or  uses  allowable    ......    521 

inseparable  part  of  matter  covered  by  another  Claim     .     521  a.  3,  522  a.  1 

Joinder  of.  for  different  inventions 522 

construed  bv  the  court  as  matter  of  law     .    • 503  a.  1,  732  a.  2 

must  stand  or  fall  as  a  whole 516  n.  1,  538  a.  3 

all  parts  of  the  application  considered 523 

not  interpreted  to  cover  the  same  matter  as  another  Claim      .    .    .      521  a.  8 

not  aided  by  construction  when  defective 505  a.  1 

not  enlarsred  by  construction  when  too  narrow 737  a.  3,  738,  743 

not  expanded  by  omitting  one  part  formerly  claimed     ......  670  a.  2 

Toid  if  incurably  defective       • 537, 972 
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•Mtonettont. 

CLAIM.  ^ctmtinuBcL 

void,  when  defects  avoid  it 587 

may  be  disclaimed  wtten  void  mnless  delay  b  nnreasonable      537  n.  4,  642  n.  1 
patentee  can  recover  on,  though  no  disclaimer  is  filed,  if  the  patent  has 

nearly  expired -. 651  n.  2 

valid  not  affected  by  void 537,  972 

good  when  void  disclaimed 650 

correct,  doty  of  Patent  Office  to  secure 538 

examiner  not  obliged  to  suggest  proper 559 

when  rejected,  appeal  or  bill  in  equity,  not  re-issue,  is  the  remedy    .    .      689  n.  7 
proposal  by  applicant  to  limit  not  binding  on  him  unless  accepted  by  Commis- 
sioner     689  n.  4 

as  allowed  by  the  Patent  Office  determines  the  scope  of  the  patented  inven- 
tion   538 

Bostained  by  courts  though  improperly  allowed  by  the  Patent  Office  .    .      538  n.  2 

and  Description  how  written 539 

excessive  as  compared  with  the  actual  invention  is  void 537  n.  2 

if  wilful  is  a  fraud  on  the  public  and  avoids  the  patent 642,  971 

presumption  against  from  the  issue  of  the  patent 646 

is  a  mixed  question  of  law  and  fact 1036 

ascertainment  of  excess 643 

when  claiming  features  discarded  in  practice 643  n.  2 

what  a  foreign  patent  to  the  same  patentee  formally  dis- 
claims     643 

effects  of,  on  patent 640,  642 

a  bar  to  recovery  for  infringement 651 

not  a  defence  unless  disclaimer  unreasonably  delayed 651 

with  fraudulent  intent,  effect  of 644 

burden  of  proof  as  to  fraud  m 644  n.  1 

when  curable  and  when  void 643 

cannot  be  cured  by  the  courts 642  n.  1 

amendment  of 971 

necessary  whenever  defect  discovered 642 

causes  no  public  injury 641 

not  allowed  unless  as  amended  it  would  cover  a  patentable  invention    645 

part  may  be  useful  though  not  distinguishable 645  ».  1 

allowed  only  when  excess  inserted  by  inadvertence,  accident,  or  mis- 
take, and  without  fraud 644,  658 

by  disclaimer 537  n.  3,  640 

delay  in,  eff^  of 646 

for  combination,  requisites  of 524,  525 

for  elements  does  not  corer  the  oombinatioii 524 

must  separate  the  new  and  old 525 

concedes  all  imclaimed  matters  to  be  old 525  ».  3 

confined  to  its  essential  elements 525  n.  4 

having  certain  motion  covers  only  the  means  by  which  the  motion  is  pro- 
duced        525  n.  1 

stating  parts  not  entering  mto  it  should  disclaim  them 525 

not  to  embrace  connecting  mechanism 625 

must  be  limited  to  the  arrangement  of  old  devices  by  which  the  combina- 
tion is  produced 525 

of  old  elements  confined  to  the  exact  combination 525  ».  1 

alternative,  when  valid 525  n.  1 

stated  in  any  intelligible  form 526 

sufiicient  if  claiming  such  a  union  of  the  elemento  as  will  produce  a  given 

effect 526 

must  embrace  enough  to  produce  a  result  though  it  be  not  the  result 

aimed  at 526  n.  1 

iwid  if  combination  inoperative 526  n.  1 
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BfltoRieM  tte  to  Metfanf. 
CLAIM  —  eoiUiiwed, 

for  combinAtion,  ** substantially  as  described"  in S2S 

"means,"  ** mechanism,"  etc,  in  .    • •    •    •      526  m.  S 

*<  or  other  part"  in 62Sfi.  3 

covers  only  the  combination  claimed 527 

exact  combination 627  a.  2 

of  old  elements,  does  not  protect  any  combination  in  which  one  element 

is  new ' 527  a.  2 

soch  as  will  produce  a  given  result  covers  only  the  combination  described 

527  a.  2 

limited  to  the  specific  avangement  named 627  a.  2 

covers  neither  the  elements,  subcombinations,  nor  the  co-operative  law   .    527 

makes  essential  all  included  elements 527 

covers  devices  described  as  only  useful  in  the  combination     .    .    .      527  «.  3 

excludes  from  it  all  omitted  elements 527 

joined  with  Claims  f|>r  elements  and  subcombinations  when 528 

■    cannot  be  joined  with  Claims  for  different  combinations  of  the  same 

elements 528  a.  2 

for  an  art,  requisites  of 529 

proper  when  the  effect  is  produced  by  a  new  use  of  natural  forces    .      529  a.  3 

chemical  action 529  a.  3 

improper  if  the  real  invention  is  the  apparatus  used 611  a.  3 

where  the  Description  sets  forth  a  machine 629 

when  the  process  is  merely  mechanical  ....      529  a.  1,  530  a.  3 
when  applied  to  all  substances  known  or  unknown  .    .    .      529  a.  4 

joined  with  Claims  for  sub-processes  when 529 

does  not  cover  sub-processes  or  the  materials  used 629  a.  6 

the  product 629  a.  5 

if  made  In  another  manner 631 

covers  all  ways  of  practising  the  art 529 

cannot  also  claim  the  product 529  a.  6 

in  combination  covers  only  that  combination 529 

for  a  machine,  its  requisites 530 

improper  where  Description  sets  forth  an  art 529 

must  not  claim  a  '*  principle,"  a  '*  mode  of  action,"  or  an  "  idea  "  .      630  a.  1 

as '* a  means  of  doing"  improper 580  n.l 

must  not  claim  its  function 530 

joined  with  Claims  for  its  subordinate  parts 680 

requisites  of  Claim  for  parts  of  a  machine 630  n.  2 

Claim  for  parts  of  a  machine  in  connection  with  the  other  parts  covers  them 

only  in  that  connection 630  a.  2 

having  certain  capabilities  covers  it  only  when  it  has  them    .    .    .      630  a.  2 
several,  for  a  machine  accomplishing  several  purposes,  proper    •    .      630  n.  4 

for  a  manufacture,  its  requisites 531 

covers  it  onlv  as  described 531 

not  to  set  forth  the  process 681  a.  1 

as  an  '*  attachment "  covers  it,  to  whatever  it  is  attached  ....      514  a.  1 

may  claim  it  as  the  result  of  a  certain  process 631  a.  3 

resulting  from  the  use  of  certain  substances  does  not  cover  it  when  result- 
ing fVom  the  use  of  substances  afterward  discovered 631 

joinder  of  with  Claim  for  means  of  making  it 531 

for  a  composition,  its  requisites    •    .    .    .     • ••.••.    539 

of  chemical  ingredients  covers  only  equivalents 614  a.  1 

joinder  of  with  Claim  for  less  than  all  the  ingredients 532 

for  a  design,  its  requisites 538 

joinder  of 533 

for  an  Improvement,  its  requisites 534 

must  distinguish  new  and  old 534 

Claim  for  group  of  improvements  void  if  any  ars  old 534 
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BdiMMiow  tre  to  feetlona. 
CLAIM — continued, 

for  the  whole  invention '* as  improved*' when  void 534 

construction  of •    &84 

joinder  of 634 

for  a  generic  invention,  its  scope 535 

does  not  cover  functions  or  effects 585  ».  2,  536  ».  1 

when  required 536 

requires  generic  Description •..*....    536 

for  a  specific  invention,  when  required 536 

joinder  of  with  Claim  for  generic  invention 471  n.  4,  536 

(See  also  Abandonment,  Action  at  Law,  AMsiGinTY,  Amendment,  Appli- 
cation FOR  Patent,  Akt,  Combination,  Composition,  Construction, 
Defences,  Description,  Design,  Disclaimer,  Elements,  Estoppel, 
Function,  Generic  Invention,  Identity,  Improvement,  Infringement, 
Interferences,  Invention,  Joinder  of  Inventions,  Letters-Patent, 
Machine,  Manufacturf,  New  Matter,  Patent.  Patent  Office,  Paten- 
tee, Re-issue,  Specification,  Subcombinations.) 

CLASS  OF  OBJECTS,  Description  of,  improper  unless  each  object  will  answer  the 
purpose 496  n.  1;  497  n.  2;  50011. 1 

CLERICAL  ERRORS  in  letters-patent 637-639 

(See  Letters-Patent.) 

CLOUD  on  title  of  true  inventor,  unlawful  rival  patent  is 426 

assignee  removable  In  equity 1228 

(X)-6RANTEES,  righto  and  obligations 799 

(X)LLOCATION  of  elemento  not  combination 154  n.  1 

COLLUSIVE  suit,  what  is 1182  ».  3 

not  allowed 1103,  1222  n.  4» 

decree  in,  annulled  by  court 1103,  1222 

COMBINATION  defined 163,  156  n.  2,  277 

essential  qualities  of 277,  281 

an  entirety 155  n.  2 

essence  and  existence  depend  on  what 155  n.  2 

a  new  means,  essentially  distinct  from  ito  elements 155 

belongs  to  the  same  class  of  mventions  as  ito  elemento 166  n.  2 

when  a  new  invention 282  n.  2 

not  patentable  unless  the  result  of  inventive  skill      ......      156  n.  2 

nature  of  inventive  act  in 155  n.  8 

not  an  aggregation,  its  difference 154 

and  aggregation  distinguished  by  nature  of  resnlto 156 

must  produce  new  result 156  n.  1 

producing  new  result  must  be  new 156 

general  resume  of  doctrine  and  rules  of 156  n.  2 

elements  of,  defined • ,    .    278 

how  related  to  ito  elements 155 

a  distinct  unit  from  any  of  ito  elemento 153, 155 

a  separate  invention  from  its  elemento 165,  465  n.  2 

eiemento  may  be  new  or  old 155,  156  i>.  2 

of  previously  patented  elemento  is  patentoble 465 

of  old  elemento  when  an  invention 155 

not  formed  by  co-operation  of  machine  and  product 176  n.  1 

identity  of  elemento .  278,  279  n.  1 

co-operative  law  defined * 280 

elemento  may  co-act  succepsively  or  simultaneously 155 

on  each  other  or  the  common  object   ....      155  n.  1 
variations  in  cooperative  law,  instonces  and  application  of  the  rule       282  n.  2 
inventor  not  obliged  to  undersUnd  the  scientific  causes  of  the  co-operation 
of  the  elemento 526 

subcombinations,  relations  of  to  the  principal  combination 670  n.  2 
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COICBIK  ATION  —  eontinued., 

reUtioo  of  two  or  more  to  each  other ••.      282  u.  2 

comparison  of  actual • 282 

patented 878  «.  1 

identi^of 277-282,922 

is  identity  of  elements  and  co-operative  Uw 156  «.  2 

identity  of  elements  alone  is  not 882  «.  2 

vse  of  new  element  in,  makes  a  new 882  «.  1 

•qoivalents  in 879  «.  1,  882  n.  1 

combination  of  equivalents  is  the  same  combination   ....      882  n.  1 

governed  by  peculiar  rules       2M 

rules  the  same  whether  the  elements  are  old  or  new  .    •    .      2&4  «.  1 

chemical  and  mechamcal,  rules  of 193  ».  1 

variation  of  elements,  instances  and  application  of  the  rule     .    .    .     282  n,  1 

diversities  of  shape 238  «.  2 

proportions 241 «.  1 

arrangement 242 «.  1 

use 267,288,28811.2 

identity  of  subcombinations 879 

improvements  in 217 

howeflfected 811 «.  1 

by  clumging  elements  or  mode  of  ooH>pemtion 217  m.  2 

substantial  change  in  elements  is  not  a  mere  improvement    .    .      817  n.  2 

Description  of,  in  patent 496 

Claim  for 524.  S25 

does  not  cover  its  elements 465  a.  2 

cannot  cover  elements  already  patented 462 

elements  not  claimed  are  regarded  as  old 928 

>  claimed  thereby  become  essential  ......     278  n.  1,  928  «.  1 

not  withdrawn  by  discUimer      ....    643  ».  8,  645  ».  1 

not  declared  unessential  by  the  courts     ....      928  a.  1 

regarded  as  materia]*  by  the  inventor  so  held  against  his  trans- 
ferees  982  ».  1 

covers  the  exact  union  of  the  exact  elements 156  «.  8 

joinder  of  subcombinations  and  elements 478 

what  acts  infringe 888i».8,988 

use  of  less  than  all  elements  not 888  «.  1,  928 

defences  must  apply  to  entire  oombiomtio& 1026  n.  3 

anticipated  when 282ii.8 

not  by  prior  use  of  elements 318  m.  1 

of  arts,  idenUty  of 887,288 

of  old  arts  is  a  new  art 168  «.  1 

omission  of  essential  steps  makes  a  new  art 170  ».  1 

alteration  in  essential  steps  makes  a  new  art 170  n,  1 

machines,  how  distinguished  from  combinations  of  manufactures 185 

identity  of 891,898 

introduction  of  new  elements  an  essential  change  in    ...    .      179  «.  1 

manufactures,  identity  of 898,  899 

how  affected  by  changes  of  elements 189 

result  a  test 185 

ingredients,  identity  of 199 

old  designs,  patentable  when 805 

(See  also  Aggregation,  Art,  Claim,  Composttioiv,  DsscRiprtoir,  Dbsigh, 
Disclaimer,  Double  Use,  Elements,  Eqvtvalemts,  iDENTrrT,  Improte- 
MEirr,  Infrikgemsnt,  Joinder  of  Inventions,  Machine,  BLanutacturb, 
Patent,  Patent  Office,  Re-issue,  Subcombinationb,  SuB-PBoosaSy 
Unity  of  Inventions,  Use.) 

COMMISSION,  infringing  vendor  selling  on,  liable  for  profiU  ...••..  lUl 

(See  also  Infrihgbmsrt.) 
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GOMMISSIONEB  OF  PATENTS,  powers  and  dnUes  of 61, 4S4 

Secretary  has  authority  over 424 

cannot  revise  his  judgments  of  priority 604  n.  8 

•xaminers,  were  agents  of  before  1881 51  n.  4 

and  examiners-in-chief  related  to  him  as  one  ooiut  to  another    604  n.  8 

power  to  make  rules  for  Patent  Office 422 

of  evidence  for  cases  pending  in  the  Patent  Office  .    .    .    601 

cannot  control  the  persons  of  witnesses 601 ».  1 

to  determine  necessity  for  and  sufficiency  of  the  drawings,  model,  speci- 
mens, &c 540 

decides  petitions,  motions,  and  appeals,  on  matters  of  form    .    .    .      566  n.  1 

on  appeal  as  to  matter  of  form  , 567 

to  act  judicially  .    •    • 51  n.  8 

on  appeal  from  examiner-in-chief  ..'.........    572 

jurisdiction  of,  bow  far  iinal .    714 

decision,  on  a  question  of  law  never  final 617  ».  8 

courts  may  always  review    ....      967  n.  4 

within  his  jurisdiction  is  final 1032  n.  2 

on  sufficiency  of  formal  requisites  final 451  n.  5 

that  delay  in  application  was  unavoidable  is  final 578 

on  appeal  refusing  to  dissolve  interference  is  binding  till  reversed     608  «.  1 

on  application  for  extension  is  final 967  a.  6 

binds  his  successor  unless  new  facts  are  offered 572 

that  invention  is  abandoned  to  the  public  by  abandonment  of  appli- 
cation is  not  final 678 

on  abandonment  or  other  matter  of  defence  in  the  courts  never 

final 353  n.  8;  61711.8 

decision  that  re-issue  applicant  in  good  faith  and  the  re-issne  free  from  fraud, 

how  far  final 686  n.  1 

may  withhold  patent  when      • 588 

as  his  judgment  dictates 51  n.  8 

must  notice  an  objection  to  patentability  however  it  may  be  brought  to  his 

notice 569  n.  1 ;  610  ».  8 

mandamus  to  issue  patent  lies  when 588 

suable  only  in  District  of  Columbia 571 ».  1 

(See  also  Appeals,  Application  for  PATKirr,  Examinbrs,  ExTBHSioir,  Iii- 
jUNCTioNs,  Imtebfkrbncbs,  Judgmemts,  Mandamus,  Patent  Opncl^ 
Bbhearino,  Re-issues,  Sbchetary.) 

COMMON  CARRIER,  licensed  to  carry  on  business  with  one  person  may  be 

compelled  to  deal  with  all 806  n.  8 

infringement  by •    •    918 

(See  also  Infringement,  Injunction.) 

COMPLETENESS  in  Description  defined 491 

COMPOSITION,  defined 192 

essential  attributes  of 195 

a  true  combination 193 

distinct  from  its  elements  and  mode  of  intermixture 194 

relation  to  other  combinations 800-304 

character  of,  how  determined 194 

analysis  of 801 

intermixture  of  ingredients  in 192 

no  special  substanee  or  mode  of  intennixture  essential  to 194 

a  unit,  its  unity  how  destroyed 196 

identity  of,  how  determined 195,  800-304 

possessing  same  properties  not  necessarily  identical 195 

depends  on  identity  of  incn^dients,  of  combination,  and  of  properties  .    .    195 

lost  by  addition  or  omimion  of  ingredients 196  n.  2 

not  affected  by  changes  in  shape,  materials,  &c 195  n.  8;  238  n,  2 

changes  of  proportions  in,  when  destructive  to 241  n.  1 

TOL.  III.  —  62 
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identical,  however  produced I97 

though  made  in  a  new  way ...........      197  n.  1 

natural  and  now  made  artificially 197 

equivalents  in 193  ».  1, 802 

governed  by  special  rule SM  n.  1 

improvement  in,  how  made 196 

removal  of  defects  in,  is 196  «.  8 

reducible  to  practice  in  many  forms,  all  covered  by  patent 199 

not  patentable  until  reduced  to  practice 198 

Description  of,  in  patent 500 

Claim  for 532 

covers  only  equivalent  ingredients 514  ».  i 

requires  neither  model  or  drawing 549 

joinder  of,  with  ingredients,  process,  or  apparatus 476 

infringement  of  patent  for,  what  acts  are ' 1928 

(See  also  Applicatiok  for  Patent,  Claim,  Combination,  Dbscbiption, 
Equivalents,  Identity,  Infringement,  Ingredient,  Joinder,  Pro- 
portions.) 

CONCEIVER,  not  reducer,  the  true  inventor 875  «.  I 

earliest,  may  be  later  reducer  and  vice  versa 373 

(See  also  Conception,  Date,  Delay,  Diligence,  Interferences,  Invention, 
Inventor,  Patent,  Priority,  Race  of  Diligence^  Ebdugbr,  Rival 
Inventors.) 

CONCEPTION  of  an  invention 37G--382 

defined 876 

not  reduced  to  practice  not  an  invention 875  a.  8 

how  differs  from  embodied  conception 87  n.  8 

generates  an  idea  of  means 877 

suggestion  of  an  end  to  be  sensed  is  not 80  ».  2 

generates  an  idea  of  practically  operative  means 378 

ready  for  communication  to  the  public 879 

complete  when  ready  for  reduction 379 

necessarily  complete  before  reduction 80  n.  1 

experiment  is  not 379  n.  1 

date  of  is  the  date  of  complete  conception 380 

ma}'  be  shown  on  the  question  of  priority 834  «.  2 

may  be  contemporaneous  with  or  precede  reduction  when 381 

resulting  from  experiments,  date  of 881 

of  foreign  invention,  date  of  in  the  United  States ^    .    382 

joint  invention,  date  of  ... 400 

prior,  the  test  of  priority  between  two  who  united  in  reducing  ....      800  «.  4 

how  proved 380 

(See  also  Concetver  and  titles  there  cited;  Discovery,  Embodiment,  End, 
Foreign  Inventions,  Idea,  Inventor's  Act,  Joint  Invention,  Reduc- 
tion to  Practice.) 
CONFUSION  OF  ACCOUNTS  is  not  confusion  of  goods  and  evidence  must 

separate  the  infringing  and  non-infringing     .    .    .    •    1156  n.  2 
GOODS,  doctrine  of  not  applied  to  confusion  of  accounts    1150  «.  3 

CONGRESS  has  no  power  to  grant  patents  except  to  inventors 368 

power  of,  over  patents  to  inventors  unrestricted 46 

to  create  patent  privilege  by  retrospective  acts 46  ».  2 

special  acts 46 

CONSIDERATION  expressed  in  assignment  not  conclusive 1229  n.  8 

of  assignment  fails    if   assignee   gets   no  title,  and  money  paid  recover- 
able   1229, 12.'» 

assignment  of  invalid  patent  not ....    * 1280, 1239 

failure  of  a  defence  to  licensee  when  sued  for  license  fees  for  use  of  in- 
vention       1251 
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CONSTRUCTION,  as  part  of  the  inventiTe  act,  defined •    •    •      96' 

how  evidenced 100 

of  letters-patent • 781-761 

meaaoreB  the  monopoly 419, 731,  1019 

by  court  for  jury  not  neoeaaary  m  actions  on  contracts  unless  requested  732  n.  2 

as  matter  of  law 4L9,  732 

advantages  of 738 

^ven  by  one  court  usnaUy  followed  in  others 1179  n,  1, 1181 

parol  evidence  where  admissible  in 732 

expert  evidence  may  aid  m 1014, 1019 

by  Supreme  Court  is  final 783  n.  2 

consists  in  applying  words  to  subject-matter    .........  736  n.  8 

governed  by  general  and  special  rules '.    .     784 

liberal  in  favor  of  patentee 735 

to  support  intention  of  parties 735  n.  4 

where  considered  liberal 736 

cannot  depart  from  or  cure  defects  in  language 737 

must  tend  to  clear  definition  of  invention 738 

not  alternative 788 

to  render  Claim  elastic  or  ambiguous 738 

enlarge  Claims 737  ti.  3 

to  be  consistent  with  real  nature  of  invention  if  possible 739 

actual  character  of  the  invention  may  be  shown 739 

name  given  to  invention  how  construed 742  n,  4 

should  be  the  same  that  persons  skilled  in  the  art  would  give     .    .    .  786  n.  1 

adopted  bj'  patentee  sustained  if  possible 739  ii.  3,  741  n.  1 

general  words  limited  by  nature  of  invention 743  n.  2 

nature  of  invention  shown  b}'  state  of  art  at  date  of  its  creation   .    .     740 

by  proceedings  in  Patent  Office  ....     741 

entire  patent  construed  together 742 

Description  construed  with  other  parts  of  specification 489 

Claims  govern  when  clear 742 

Description  if  ambiguous 743  n.  8 

process  not  inferred  by  court  from  Description  of  the  product  743  n.  3 
explained  or  restricted,  but  not  enlarged,  by  other  parts  of  the  patent 

or  extrinsic  evidence 743 

construed  by  other  parts  of  application 523 

aid  of  parol  evidence  when 1037 

so  as  not  to  render  other  Claims  meaningless 742  n.  5 

so  as  not  to  make  two  Claims  identical 742  n.  5 

so  as  not  to  divide  entirety  Claims  or  consolidate  separate  Claims    749 
two  patents  or  Claims  not  construed  as  one      ......  749  n.  8 

for  combinations,  improvements,  joint  inventions,  etc 747 

make  all  claimed  elements  material 747  t».  1 

for  principle,  function,  effect 748 

on  questions  of  joinder  always  liberal 746  ».  1 

by  the  drawings  and  model 742 

later  not  construed  to  cover  earlier  if  avoidable 461  n.  1 

arrangement  of  words  unimportant 744 

vrords  mean  what  the  applicant  intended  by  them 744 

vary  in  meaning  with  context  and  subject-matter  .......     744 

have  their  usual  meaning  till  the  contrary  appears 744 

take  the  meaning  they  had  at  the  date  of  the  invention  .    •    ...    .     744 

general  limited,  and  special  extended,  when  necessary 744 

interpreted  by  correspondence  with  Patent  Ofiice 741,  744 

ambiguous  rejected  as  surplusage 744 

general  rules  of,  how  applied  in  practice 745 

pioneer  patent  broadly  construed 746 

re-issue  construed  by  original 746 
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of  lettere-pateut,  where  granted  or  oonflrmed  hy  special  act  of  OongnM    •    .     746 

foreign  phraMs, ''subBtantially  as  described,"  ''generic" 750 

"specification,"  "manufacture" 750 

speciai  words  bow  interpreted 751 

tonus  of  degrees,  "in  any  convenient  manner,"  "suitable  materials," 

"making,"  "selling,"  "use,"  "jointly" 761 

by  acquiesccLce 741 «.  3,  4 

requires  more  than  a  year 1186  «.  5,  1199  «.  2 

(See  also  Ambiguity,  Claim,  Dbscriftiom,  DiacLAncsB,  Drawihgs,  Imjuxo- 

TIOSIS,    LkTTKRS-PATBNT,   PaTKMT,  RB-I88UB8y    SUPBSMB  COUST.) 

CONTEMPT  OF  COURT  a  criminal  offence 1219 

no  appeal  from  judgment  of 1219  n.  9 

(See  also  Injuircnoiia.) 

(X)NTRACT,  patent,  a 481 

theory  of  patent  introduced  in  1800  a.  d 15 

under  American  law 20 

of  inventor  and  public  set  forth  in  the  specification 481 

oonceming  patents,  State  power  over 46  «.  4 

rights  of  inventor  and  his  transferees  protected  by  law 849,  850,  851 

relations  of  parties  interested  in  patented  inventions  governed  l^  the  ordinary 

law  of  contracts 1224 

cannot  vary  the  existence  or  scope  of  the  monopoly 864 

binding  on  all  parties  though  signed  only  by  one  representing  the  rest 

768».  2,  1228«.  8 

rights  arising  under  assignments  or  grants 850, 1227 

to  sell  the  invention,  and  all  patents  present  or  future,  carries  existing  foreign 

patents  and  future  domestic  ones 778  «.  2 

to  assign  on  a  future  contingency  gives  complete  right  when  contingency 

happens 7^  «.  6 

to  sell  letters-patent  not  recordable 785 

for  sale  of  invention  before  patent  not  a  contract  for  goods  under  the  Statute  of 

Frauds 768  n.  2 

to  assign,  though  oral,  passes  equitable  title 768  «.  2 

and  allow  assignee  to  take  patent  in  his  own  name  naay  be  oral      .    .  768  «.  2 

to  hold  patent  in  trust  for  another  may  be  oral 768  n.  2 

to  assign,  gives  promisee  power  to  license 768  «.  2 

specifically  enforced  when 768  n.  2,  769  n.  6,  1228 

when  enforced  against  assignee 1284 

protected  by  injunction  where  specific  performance  impossible  .  786  ».  8,  1228 

extension,  when  enforceable  in  equity 770 

not  interpreted  in  equity  unless  trust  relations  exist 1228  «.  4 

future  inventions  not  a  true  assignment 771 

specifically  enforced 771 

to  sell  a  patented  invention  is  not  an  assignment  but  may  be  enforced  in 

equity,  and  meanwhile  may  operate  as  a  license 768 

rights  arising  under  licenses 851 

implied  can  be  specifically  enforced 1244  n.  1 

rescinded  in  equity  if  vendee  fails  to  fulfil 779  n.  9 

in  a  suit  on,  the  corjt  need  not  construe  the  patent  for  the  jury  unless  so 

requested 732  «.  2 

(See  also  Admixibtrator,  Aorbembiit,  Assigneb,  AssioifMSHT,  AsaiOHOB, 
Consideration,  Contractor,  Co-owners,  Employee,  Employer,  Equi- 
table Interests,  Executors,  Extension,  Licenses,  Licensee,  Licen- 
sor, Monet  Paid,  Notes,  Partners,  Purchase  Monet,  Reoord,  Rescis- 
sion, Royalties,  Sales,  Specific  Performance,  States  of  Union, 
Tttlb,  Transfer.) 

CONTRACTOR,  infringing,  is  liable  if  his  employer  is  not 911 «.  5 

infringement  by,  public  interest  does  not  warrant 919 
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injunction  against  ref osed  wliere  public  intereit  demands 919  ».  2 

for  public  corporation,  wtien  liable  for  infringement 911 

(See  also  Imfbutobmbht,  Injunotioit.) 

CO-OPERATINQ  INVENTORS 892-895 

defined    .    . 866, 392 

oonceivers  of  separable  and  united  ideas  are 895 

inseparable  ideas  are  not 894 

suggestors  as  to  mode  of  reduction  are  not 898 

CO-OPERATIVE  LAW  defined 280 

CO-OWNERS  of  letters-patent 795-799 

may  be  any  number  of 795  n.  1 

how  co-ownership  created 795 

relations  between •    .    .     795 

not  co-partners 795 

have  distinct  interests  in  the  invention 795 

monopoly  resides  indivisible  in  all 796 

each  controls  his  own  right,  and  can  grant  or  license  under  it  766  n.  8, 796  ft.  1, 796 

license  or  assignment  by  one  is  good  against  all 796  n.  1 

not  accountable  to  each  other  for  use  of  Invention 796  n.  1 

reciprocal  rights  and  duties  of     . 796 

rights  of  against  each  other 1258 

may  subdivide  the  patent  at  pleasure •  798  n.  1 

liability  to  account  to  each  other  for  profits 796 

barred  by  estoppel  against  a  co-owner,  who  has  already  assigned  an  invalid 
patent  for  the  same  invention,  and  must  look  to  him  for  recompense      .  787  n.  2 

issue  of  patent  to  one  enures  to  benefit  of  all 795  ».  1 

not  estopped  to  deny  validity  as  against  each  other 797  ft.  1, 1254 

when  plaintifib  in  equity 1098  ft.  7 

damages  recovered  by,  how  distributed • 798 

when  liable  for  infringement 797, 1258 

measure  of  liability 918 

when  co-ownership  a  defence,  evidence  of 1044 

partnership  contracts  between,  obligations  of 1254 

void  if  patent  invalid,  when 1254 

entitled  to  share  of  license  fees  on  licenses  granted  by  co-owners  who  are 

partners 1254 

entitled  to  share  in  proceeds  of  transfer  when 798  a.  1 

agreement  of  to  account,  not  within  the  Statute  of  Frauds 798  a.  1 

effect  of 798  A.  1 

when  estopped  from  asserting  their  separate  titles  against  each  other     •    .    .  1258 

contracts  between,  rights  as  to  third  parties • 798 

implied  contracts  between 1258 

(See  also  Action  im  Equitt,  Action  at  Law,  AssiOKMSirr,  Co-Grasttibs,  Dis- 
claimer, ESTOPPBL,  iKPRINOEMXarr,  JOUrr-PATBMTBBa,  PABTNBR8,  PLAIN- 
TIFFS, Re-issuks.) 

COPIES  of  patents,  etc.,  as  evidence •    •    .    .  1015 

of  recorded  patents  how  made,  as  evidence,  etc 627 

of  specifications  only  do  not  show  that  the  invention  was  patented    .    .     1027  ft.  5 

from  Patent  Ofllce,  errors  in  how  corrected 627  a.  4 

prima  facie  evidence  that  originals  are  genuine  ....  1040 
(See  also  Action  at  Law,  Application  fob  Patent,  Assionmbnt,  Eyibbncb, 

Filb-Wbapper,  Rboobd.) 

COPVRIGHT  compared  with  patent  privilege 96a.1 

CORRECTNESS  OF  DESCRIPTION,  defined 490 

CORPORATION  may  be  assignee  of  letters-patent 767 

notice  to  stockholder  not  notiea  ta • 786  a.  4 

Infriiigeraent  by.... • ,     911,  912 
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infringement  by,  not  liable  for  profits  of  its  predeceawr  in  the  enterprise  1153 

whether  its  officers  and  stuckholdera  liable  for 91S 

officers  and  stockholders  may  be  enjoined 91% 

retiring  officers  estopped  from  suing  for  Infringements  oommiUed  under 

their  management 981 «.  6 

may  sue  where 934 

in  the  district  where  its  rights  are  violated  though  it  is  created  by  another 

SUte 984  n.  1 

local  jurisdiction  over  domestic  and  foreign 935,  939 

service  of  process  on 935,  936 

want  of  due  organization  or  corporate  capacity  pleadable  in  abatement     956  n.  1 

not  a  defence     •    •    .      975  ».  1 

must  sue  in  equity  in  its  own  name 1101 

when  defendant  in  equity 1104 

sued  where  in  equity 1096 

discovery  b}',  not  under  oath 1167 

(See  Action  ik  Equity,  Action  at  Law,  Defendant,  Infringement,  Injijnc- 
TioN,  Jurisdiction,  Plaintiff,  States  of  the  Union,  Stockholders.) 

COSTS  in  actions  at  law,  items  allowable 1080 

effect  of  disclaimer  on 651, 1080 

allowed  though  only  nominal  damages  given 1080 

in  equity,  rules  governing  allowance  of 1163 

(See  also  Action  in  EQumr,  Action  at  Law,  Counsel  Fees,  Dibclaimeb, 

Docket  Fees,  Expenses  of  Suit.) 

COUNSEL  FEES  not  allowed  as  damages  at  law 1067 

may  be  covered  by  an  increase  of  damages  by  the  court  ........  1067 

not  profits 1158 

(See  also  Costs,  and  titles  there  cited.  Damages.) 

COUNTY,  whether  liable  for  infringement 911  n.  4 

COURTS,  recent  decisions  subversive  of  patent  privilege 60  «.  S 

power  to  repeal  letters-patent 418 

trial  at  law  by,  without  jury 1077 

questions  of  law  for 1076 

to  interpret  the  patent 73i 

may  refuse  to  receive  evidence  to  aid  in 1014 

to  decide  sufficiencv  of  Claim  as  matter  of  law   .    • 503  «.  1 

ambiguity  of  Claim  usually  a  question  for 1037 

take  judicial  notice  of  want  of  inventive  skill  when 1088 

may  declare  patent  void  if  Description  insufficient  on  its  face 603 

COURT  OF  CJLAIMS,  jurisdiction  of 1858 

sole  jurisdiction  over  suits  against  the  United  States  for  the  unauthorized 

use  of  the  patented  invention «    .    .    .    .  910  n.  5 

no  jurisdiction  of  infringement  suits 1858  n.  3 

measure  of  damages  against  United  States  in  cases  in 1858  n.  3 

statute  of  limitations  a  defence  in 1858  «.  3 

(See  also  Eminent  Domain,  Infringemext.) 

COURTS,  Federal  and  State,  citizenship  inmiaterial  where  subject-matter  deter- 
mines jurisdiction 855  n,  8 

jurisdiction  of  in  patent  cases 853,  854-866 

Federal,  have  only  the  jurisdiction  conferred  by  statute 854 

jurisdiction  where  parties  are  citizens  of  different  States 854 

exclusive  jurisdiction  over  all  cases  arising  under  the  Patent  Law     .    855 
jurisdiction  conferred  on  in  patent  cases  to  secure  uniformity     .     .    .  855  n.  8 

not  affected  by  State  laws 861  n.  1 

over  patent  cases  not  affected  by  amount  involved 855  «.  8 

patent  cases  are  oases  affecting  the  existence  or  preservation  of  the 
monopoly  .....•••••••-••« 856 
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cases  affecting  merely  the  invention  or  contnust  rights  are  not  patent 

cades 856 

cases  attacking  or  defending  tlie  patent  collaterally  are  not  patent 

cases 856  n.  1 

cases  of  contract  or  tort  to  the  patented  article  are  not  patent  cases  .  864 
bill  to  subject  a  patent  to  execution  is  not  a  patent  case  ....  856  n.  2 
tases  involving  the  existence,  validity  of  scope  of  the  patent  or  the 

title  of  the  patentee  are  patent  cases 857 

case  involving  the  scope  of  an  assignment  is  a  patent  case  .    .    .  857  n.  1 
cases  not  patent  cases  unless  they  put  in  issue  and  decide  between  the 
parties  the  existence,  validity,  or  scope  of  the  patent  or  the  title  of 

the  patentee 858 

controversies  collateral  to  cases  not  involving  the  existence,  validity, 
or  scope  of  the  monopoly  or  the  title  of  the  patentee  are  not  patent 

cases 858 

cases  to  annul  interfering  patents  are  patent  cases 860 

cases  to  repeal  patents  are  patent  cases      . 859 

patent  cases  may  collaterally  involve  questions  of  contract,  etc.     .    .    862 

cases  of  infringement  are  patent  cases 857  n.  1,  861 

between  liceosor  and  licensee  are  patent  cases 

861  n.  1,862 

jurisdiction  once  acquired,  complete  relief  given 862 

where  royalties  and  infringement  both  in  issue      .    .  802  n.  4 

not  affected  by  consent  of  parties 863 

vested  in  Circuit  courts 866 

question  of  always  considered  by  court 866  n.  8 

sustained  by  Supreme  Court  though  on  narrow  grounds  if  not  excepted 

to  at  outset 855  n.  2 

will  remand  cases  erroneously  brought  from  State  courts 866  n.  8 

State,  have  jurisdiction  whenever  the  statutes  do  not  give  exclusive  jurisdiction 

to  the  Federal  courts 854 

have  no  jurisdiction  over  patent  cases ,    855 

though  parties  conseht 868 

though  parties  able  to  testify  under  State  laws      ....      863  ».  1 
may  punish  for  contempt  for  interfering  with  a  receiver  by  infringing  on 

his  rights 865 ».  3 

may  entertain  cases  arising  out  of  contract  or  tort  to  the  patented  article 
though  the  existence,  validity  or  scope  of  the  patent  or  the  title  to  the 

patentee  are  collaterally  involved 865 

have  jurisdiction  over  actions  of  slander  or  libel  against  the  patented  in> 

vention 889 

cannot  enjoin  a  suit  for  infringement  in  the  Federal  courts    ....  861  n.  1 
decisions  of,  cannot  affect  questions  under  the  Patent  Law  when  raised  in 

the  Federal  courts 861  n.  1 

(See  also  Action  in  Equity,  Action  at  Law,  Assignment,  Circuit  Courts, 
Construction,  Contracts,  Contempt,  Creditor's  Bill,  Equity  Juris- 
diction, Federal  Courts,  Infringement,  Judgments,  Jurisdiction, 
Licenses,  Probate  Court,  Repeal,  Rescission,  Royalties,  Specific 
Perfokmance,  State  Courts,  Supreme  Court,  United  States,  Un- 
patented Invention,  Warranty.) 

CREDITOB'S  RIGHTS  how  enforced  against  a  patented  invention  «    .    .      766,  805 

CREDITOR'S  BILL  to  subject  patents  to  payment  of  debts 805 

cannot  reach  unpatented  inventions  or  experiments    • 805  n.  1 

within  jurisdiction  of  State  courts 856  n.  2 

want  of  novelty  or  utility  no  defence  to 805  n.  1 

(See  also  Assignment,  Bankbuptcy,  Insolybnt,  Judicial  Sale,  Rbcexybb, 
Tkustee.) 
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CROSS  BILLS,  in  equitr,  nquUites  of,  prooednra  on 1181 

bill  claiming  tet^fl  not •    .    .    .    .     1191 «.  8 

(See  also  Actioh  in  Equitt.) 
CUSTOM  HOUSE  AGENTS,  acta  not  infringements 918  m.  1 


DAMAGES  in  actions  at  law 1049-1071 

implied  from  infringement 953 

at  law  and  recovery  in  equity  distinguished 1050 

not  synonymous  with  profits 1136  n.  I 

and  profits,  liberality  in  doctrine  of  under  American  law SI 

assessed  irrespective  of  character  and  financial  condition  of  parties   .    .     1052  a.  9 

remote  and  consequential  not  allowable 1053  «.  3 

not  punitive  if  defendant  acts  in  good  faith  under  later  patent     .    .    .   1041  n.  18 

nominal,  when  awarded 1068 

implied  from  infringement 1058 

only,  unless  actual  proved 1068  n.  1,  2,  1071  n.  1 

when  plaintiff  acts  fraudulently 1073  ii.l 

where  patent  partly  infringed,  or  for  mere  making,  or  defendant  mis- 
led by  plaintiff 1068f».],9 

unless  articles  stamped  of  defendant  knew  he  was  infringing  .    .    .    688 

payment  of  raises  no  future  license 1065  s.  8 

amount  of 1058  «.  3 

actual,  how  measured  and  proved 1053 

not  sustained  b}'  plaintiff  who  takes  no  advantage  of  the  invention     .    .  1054 

must  be  proved 953  u.  8 

burden  of  proof  rests  on  plaintiff 1071 

plaintiff's  evidence  liberally  construed,  when 1071 

license  fee,  when  the  measure  of 1055  «i.  1,  1056-1059 

not  unliquidated  if  license  fee  exists 1059  n.  1 

where  plaintiff  preser\*e8  close  monopoly 1060-1064 

uses  the  invention  and  sells  the  product    ....  1061, 1062 
makes  and  sells  the  invention  itself      .....   1061,  1063 
through  loss  of  sales,  reduction  of  prices,  goods  made  and  not  sold  1061, 1068 
through  disparagement  of  plaintiff's  invention  from  defendant's  publi- 
cations      106111.2 

confined  to  use  of  plaintiff^  s  exact  invention 1068 

measured  by  duration  of  use  after  patent  granted 1068  «.  8 

where  the  infringement  varies  in  character  from  the  mode  in  which  the 

plaintiff  enjoys  his  monopoly 1064 

from  sales  where  the  plaintiff  uses  in  his  own  business  only 1064 

use  where  the  plaintiff  makes  and  sells 1064 

for  making  only,  not  measured  by  the  profit  of  selling       ....    1068  ».  14 

not  measured  by  amount  of  injunction  bond 1062  «.  14 

lessened  by  payment  for  use  shown  by  receipts,  etc 1062  n.  15 

defendant's  profits,  when  a  guide  to 1062 

measured  by  profits  on  sales,  when 1063 

value  of  infringement  at  date  of  infringement   •    •    •     1062  «.  8 
from  infringement  of  improvement,  how  measured  ......     1062  «.  7 

of  patent  hotel  register  how  measured 1061  a.  2 

by  co-owner,  measure  of 913 

not  awarded  unless  invention  of  some  utility 1062  n.  11 

recoverable  by  licensor  against  licensee  in  action  for  breach  of  contract 

are  measured  by  same  rule  as  if  suit  was  for  infringement      ....  1250 
for  infringement  of  original  and  improvement  owned  by  same  party  must 

be  sought  in  same  suit 955  a.  2 

payment  of  for  infringing  sale  gives  vendee  a  right  to  use,  when    .    •    .  1065 

Interest  on,  when  allowed • 1066 

treble  in  discretion  of  court 053  a.  3 
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actual,  increase  of,  by  eonit 1069 

where  defendant's  gain  exceeds  plaintiffs  loss 1091  n.  6 

to  cover  counsel  fees       • 1067 

cannot  be  decreased  by  the  court 1069  n.  5 

excessive  when 1068  n.  4 

cannot  exceed  amoani  claimed  in  declaration 953  n.  fi 

verdict  for  set  aside,  when 1068,  1076,  1078 

curable  bj  remittUur,  when 1068,  1078 

recovered  by  co-owners,  executors,  etc 1070 

distribution  of,  among  joint  plaintiffs 1070 

in  equity,  history  of  right  to,  rule  of,  interest  on 1154 

awarded  in  suit  for  injunction 1088  n.  1 

averment  of,  in  bill  in  equity 1106 

may  be  increased  by  the  court 1154 

(See  also  Action  in  Equity,  Action  at  Law,  Assionek,  Absionwent,  As- 
sumpsit, Burden  op  Proof,  Ck>NTRACT,  Counsel  Fees,  Courts.  Equitt 
Jurisdiction,  Evidence,  Expenses  of  Suit,  Infringement,  Intkrest, 
Jury,  License,  Licensee,  Master,  New  Triai^  Profits,  Release, 
Stamping,  Verdict,  Warranty.) 

DATE  OF  CONCEPTION,  is  the  date  of  complete  conception 880 

when  invention  reached  through  experiments     .    .     881 

of  joint  invention 400 

a  foreign  invention  in  the  United  States  882, 1024  n.  7 

how  proved 380 

date  of  application  prima  facie  the  true    ....     380 

of  inventive  act,  evidence  of 132  ».  3, 1024, 1026, 1028 

date  of  patent  ^n^ma/acie  the  true 372 

is  date  of  reduction  to  practice 282 

between  rivals,  is  date  of  conception       132,  375 

in  reference  to  legal  novelty 132 

of  letters^patent 621 

is  date  of  patent  privilege ,     428 

(Sea  also  Abandoned  Experiment,  Action  at  Law,  Afpucation  fob 
Patent,  Concbiver,  Conception,  Co-operating  Inventors,  Defences, 
Delay,  Diligence,  Discovery,  Estoppel,  Evidence,  Foreign  Inven- 
tions, Idea,  Inteevbebngbs,  Intention,  Inventive  Act,  Inykntob, 
Joint  Invention,  Letters-Patent,  Priority,  Race  of  Diligence, 
Rival  Inventors.) 

DEATH  OF  PARTIES  IN  EQUITY,  effect  of 1165 

DECEASED  INVENTOR,  rights  of  vest  in  his  heirs  or  devisees 403 

representatives  to  patent ......  403-407 

(See  also  Action  in  Equity,  Action  at  Law,  Administrator,  Administra- 
tion, Application  fob  Patent,  Assignment,  Bill  of  Revivor,  Cestuis 
QUE  Trust,  Devises,  Executors,  Extension,  Heirs,  Infringement, 
Injunction,  Letters-Patent,  License,  Parties,  Patent,  Plaintiff, 
Probate  Court,  Title,  Transfer.) 

DECEIT  IN  PROCURING  ASSIGNMENT,  what  is,  proof  of 1231 

extravagant  recommendations  not ,  1231 

remedy  of  assignee  for 1231 

by  assignee,  assignments  rescinded  when 1286 

(See  also  Assignee,  Assignment,  Assignor,  Equity,  Fbaud,  Honey  Paid, 
Notes,  Rescission,  Warranty.) 

DECREES  in  equity 1130-1132 

by  consent  as  an  estoppel 984  n,  3 

(See  also  Action  in  Equity,  Collusive  Suit,  Injunctions,  JuDaMBBxa.) 

DEFECTS,  mode  of  removing  from  existing  aits  is  a  new  art 167  n.  3 
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in  letten-patent  not  carable  by  strained  interpratatioa      .    •    •    •    •    737 

amendment  of 68S-715 

(See  alto  Ambioititt,  Axendmbjit,  Claim,  Covbtructiok,  Descriftiox,  Dts- 

OLAOIBR,    EbBOBS     CuEBIGAL,     LXTTBBS-PaTBHT,     RB-I88UX8,    SCBSTAirCB 
▲BD  FOBM.) 

DEFENCES,  strangen  cannot  show  that  tlie  plaintiffs  patent  infringes  an  eartier 

patent       896  «.  1 

to  actions  at  law  or  in  equity  ••••• 958-965 

favored  in  eqaity 1114 

to  assignor's  action  for  purchase  money 1237-1243 

to  licensor's  action  for  royalties 1251, 1252 

(See  also  Action  in  Equity,  Action  a.t  Law,  Assioneb,  Assionxent,  Cov- 

BIDBRATION,    DECEIT,   DEFENDANT,   DbLAT,  EsTOPPBL,    LaCRES,    LIGBN8B, 

Licensee,  Notes,  Royalties.) 

DEFENDANT  submitting  to  jorindiction  waives  the  defect 934, 1096 

patent  of,  admissible  in  evidence 1027  n.  2 

prima  facie  evidence  of  novelty  and  utility     ....    1041 «.  18 

validity  of,  not  in  issue •    .    •   1041 «.  19 

not  to  be  compared  with  prior  patents,  but  with  the  plaintiCTs 

only 1041  A.  19 

disclaimers  in,  estop  him 1041 

issued  pending  prior  application  of   plaintiff  is  no  defence 

1041 «.  19 

effect  of  suppression  of  evidence  by 1026 

concealing  his  invention  presumed  to  infringe    .     1041, 1042)  1191 ».  3 

estopped  from  urging  certain  defences 984 

infringing  both  original  and  improvement  cannot  set  up  former 

against  latter 984  ».  5,  1027  «.  2 

cannot  deny  utility  if  he  used  the  invention   •    .     064,  984, 1029, 

1062  «.  15 
advertised  the  invention    •    •    .  984  «.  5 

good  fiiith  of,  no  defence 1052  n.  2 

when  allowed  to  take  license 1065  «.  \ 

in  equity,  who  may  be 1104 

where  sued 1096, 1097 

bill  must  show  relation  of  to  infringement       .    ,    •    .    •       1106 

minjoind^r  of • 1104 

nonjoinder  of,  how  cured 1105 

examined  as  to  profits,  and  books  inspected 1143 

(See  also  Action  in  Equity,  Action  at  Law,  Admissions,  Burden  op  Pboop, 
Defences,  Estoppel,  Infringement,  Injunction,  Judgments,  Laches, 
License,  Patent,  Pendente  Lite,  Purchase  Money,  Stamping.) 

DEGREE,  changes  in  not  proof  of  want  of  identity 240  a.  2 

DELAY  in  applying  for  patent,  effect  of ^  351 «.  2 

not  iptojfacto  abandonment  to  the  public 351  a.  2,  389,  390 

does  not  make  the  invention  a  lost  art 888,  390 

effect  of  on  rights  of  prior  inventor 388-^90 

rival  inventors 346  a.  1 

may  estop  the  first  inventor  from  claiming  the  patent  as  against  a  later  rival 

390 

after  application,  not  abandonment  if  unavoidable 353  n,  2 

in  Patent  Office  cannot  prejudice  inventor 451 ».  4 

in  disclaiming  forfeits  the  right 646 

in  re-issue,  if  unreasonable,  shows  original  abandonment 690-6$^ 

in  suing  when  laches 1194 

"unavoidable"  defined 578 a. 2 

never  unreasonable 578 
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(See  also  Abahdombd  iNYBMTioir,  Abandonmb:«t  to  the  Pubuc,  Action  izr 
Equitt,  Application  for  Patent,  Attormbys,  Diligbncb,  Disclaimer, 
Estoppel,  Forfeitukb  of  Application,  Injunction,  Lachbs,  New  Tri- 
als, Rb-issues,  Rival  Inybntorb,  Unrbasonablb  Delay.) 

DElf  URRER  does  not  admit  that  invention  is  patenUble       1110  n.  2 

(See  also  Action  in  Equity,  Action  at  Law,  Patentabiuty.) 

DEPOSITIONS  IN  EQUITY,  how  Ulcen 1128 

objections  to  evidence  on  when  referred  to  court    • 1127 

(See  also  Actions  in  Equity.) 
DESCRIBE,  if  the  applicant  cannot  describe  he  cannot  have  invented    ....    665 

DESCRIBING  AND  NOT  CLAIMING,  when  abandonment 852 

not  ^pto  facto  abandonment 506 

(See  also  Abandonmbnt  to  the  Public,  Claim,  Re-issues.) 

DESCRIPTION  AND  CLAIM,  both  essential  to  patent 4S2  «.  1 

distinct 515  n.  I 

how  written 539 

must  correspond 515 

inconsistent.  Claim  controls   ......  515  n.  1 

contradictory,  both  may  be  void     ....  515  n.  1 

not  aided  or  impaired  by  the  Claim 515  n.  1 

cannot  enlarge  the  Claim 515  n.  1 

purpose  of 482,  483 

want  of,  not  supplied  by  drawings 523  n.  1 

requirements  of,  under  act  of  1798 •    •    •     654 

must  set  forth  a  new  mvention  in  fact 491  n.  1 

of  result  is  not  description  of  means 484  n.  2,  495  n.  6 

in  words  does  not  show  that  the  invention  was  practical     •    .    •    126 

of  invention  in  former  patent  no  bar  to  a  later  one 465 

of  the  invention  must  render  it  accessible  to  public 483 

incurably  defective  makes  patent  void 483 

must  fully  disclose  the  attributes  of  the  invention *    .    .    •    484 

explain  the  mode  of  making  the  invention  and  its  practical  use      .    484 

may  omit  well  known  or  formal  parts 491 

concealing  anything  to  advantage  of  inventor  makes  patent  void 485 

must  sufficiently  set  out  state  of  art 484 

must  show  the  best  mode  of  making  the  invention 485 

of  using  the  invention 486 

sufficient  if  disclosing  one  mode  of  use .    486 

must  not  eulogize  the  invention  or  disparage  others 487 

sufficient  if  sufficient  for  persons  skilled  in  the  art 488,  401 

competent  mechanic  can  make  the  invention  from  it  .  .  .  485  n.  2 
of  chemical  process  not  addressed  to  those  ignorant  of  chemistry  497  n.  1,  500  n.  J 
defects  in,  immaterial  if  those  skilled  in  the  art  could  remedy  them  by  their 

own  knowledge 490  ».  5 

insufficient  if  workmen  must  try  further  experiments 485  n.  2 

sufficient  if  sufficient  when  construed  by  other  parts  of  the  specification      .    •    489 

illustrated  by  the  drawings  and  model  •••.... 484 

imperfect,  not  aided  by  imperfect  drawings 489  n.  1 

caveat 489  n.  1 

must  be  correct,  complete,  and  intelligible 490 

possible,  if  inventive  act  really  performed 490  ft.  3,  665 

correctness  of,  defined 484  n.  1,  490 

deflniteness  varies  with  nature  of  invention 484  n.  2,  490  n.  4 

•   absolute  precision  impossible 490 

incorrectness  not  excused  by  difficulty  of  stating  it 490 

may  suffice  for  product  where  it  would  not  for  machine     ....      499  n.  3 
to  describe  a  dass,  as  such,  improper  unless  each  thing  in  the  class  will 
answer    .«.• 495n.9 
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examples  of  immateriAl  defects  in • 499 

oompletenest  of,  defined 491 

must  be  complete  as  to  each  invention  ooTerad  bj  the  patent 484 

must  separate  the  new  from  the  old         484  m.  5 

must  mchide  ever^lhmg  necessary  to  show  the  invention  and  its  mode  of 

use 484  m.  2 

enfilcient  if  complete  enough  for  those  skilled  in  the  art 491 

need  not  set  out  the  scientific  principle 495  «.  6 

mere  adjuncts,  functions,  or  nnneeessarr  elements  .      484  a.  4 
all  that  is  necessary  to  the  best  effect  if  a  good  effect  can 

be  obtained  as  descnbed 491  a.  1 

excessive  may  be  sufficient  when 491 

intelligibility  of,  defined 49S 

unintelligible  though  inventor  can  understand  it  ...•••    .      49S  a.  9 

sufficient  if  intelligible  to  those  skilled  in  the  art 499 

ambiguous  and  fraudulent  distinguished 970 

ambiguity  fatal  though  not  fraudulent 493,  970 

how  proved 103$ 

defective  or  insufficient  without  inadvertence,  accident,  or  mistake  iB  void  and 

not  amendable 658 

defects  In,  not  curable  by  disclaimer • 849 

ouce  sufficient  cannot  be  made  insufficient  by  later  discoveries  ....      488  a.  S 
sufficiency  of,  admitted  by  claiming  the  invention  as  described,  in  an  inter- 
ference  614 

false  suggestion  is  fatal 494 

form  of 495 

how  written 539 

not  to  be  argumentative 487  a.  1 

ordinary  meaning  of  words  in,  governed  by  general  statements  .    .      495  a.  2 

old  and  new,  how  distinguished 495 

of  a  combination • 496 

an  art 497 

a  machine 498 

manufacture •    •    .    .    499 

product  by  describing  its  mode  of  production  .    •    •    •    .      496  a.  6 

composition,  ingredients,  etc 500 

design 501 

an  improvement 502 

a  genus  should  include  one  species 495  a.  11 

sufficiency  a  question  for  jury 503 

determined  by  judgment  of  those  skilled  in  the  art    ....    503 

if  insufficient  on  its  face  the  court  may  hold  the  patent  void 503 

written  not  evidence  of  prior  use 318  a.  2 

(See  also  Ambiguity,  Applicatioit  for  Patsht,  Claim,  Disglaimsr,  Draw* 
IH08,  False  Suggestions,  Frauduleitt  Coxcbalmemt,  Rs-isauBs,  Skilled 
IN  THE  Art,  Spbcificatioxi.) 

DESIGN  defined 200 

must  affect  the  physical  substance 200 

an  appearance  imparted  to  a  substance      •....••. 203 

analysis  of 305 

not  a  mere  increase  In  beauty  unless  the  physical  substance  affected ....    200 

distinct  from  the  substance  in  which  it  inheres 200  a.  1 

same  article  may  be  both  a  design  and  a  manufacture 183  a.  1 

prior  patent  for,  no  bar  to  patent  for  same  thing  as  a  manufkctara  .      335  a.  2 

abandoned  by  public  use  of  the  article  exhibiting  it 360  a.  2 

resides  in  the  appearance,  not  the  utility 200 

producing  utility  is  a  manufacture  not  a  design 200  a.  2 

and  beauty  may  be  both  a  design  and  a  manufacture  200  a.  2 
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DESIGN— c<Mrtiiw«<l.  u       u.  v.v 

is  the  appe*nmce  given  to  the  substance,  not  the  means  by  which  the  appear 

ance  is  produced ^,      i 

distinct  from  the  device  producing  it fu  *  i 

consists  in  form,  not  in  color  or  material *'*  ^ 

configuration  or  ornamentation *^ 

two  may  be  exhibited  by  the  same  substance on^'/orU      i 

not  patentable  unless  new **^*-^»?rr*-; 

utility  in,  defined • onn!!  i 

patentable  though  not  more  beautiful  than  others Sttl 

a  true  combiuation     I •.... 

elements  of *    o^.- 

distinct  from  lU  component  parts *"| 

essence  of .  \    *  u     v.  oim 

distinct  from  the  impression  made  by  it  on  the  mmd  of  the  observer      •    •    •    ?« 

tested  only  by  the  impression  made  on  the  mind  through  the  eye rm 

may  be  simple  or  a  combination 

aggregations  of,  not  invention om      2 

combmation  of,  whether  patenUble  doubted 477  »1 

no  genus  and  species  in A^ 

essential  attributes  of g-_ 

a  unit,  its  unity  how  destroyed *"1 

remains  though  substance  varied • 

doctrine  of  double  use  applies  to i^RnS^MQ 

Identity  of,  how  determined ^mi*  Tinii'.  ft 

decided  from  inspection ^***'*'^^i      , 

who  competent  to  examine  and  judge Mg 

not  patenUble  till  reduced  to  practice *^ 

reducible  to  practice  in  many  forms,  all  covered  by  patent »» 

by  mere  drawing  when *^ 

governed  by  usual  patent  regulations on!  *'  ? 

how  to  be  described  in  patent ^"*  'V* 

joinder  of *^ 

Description  of ^* 

Claim  for W3 

application  for,  when  manufacture  is  the  true  invention,  how  treated  in  the 

Patent  Office 565  «.  3 

drawings  of,  for  the  Patent  Office W3 

model  of M5 

infringement  of  patent  for W9 

profits  recoverable  for  making  and  selling  the  article  in  which  the  design 

appears 1188  a.  2 

(See  also  Afpearamcb,  Claim,  Combination,  Description,  Drawinob,  Idkn- 

TITY,  INFRINGKMKNT,  REDUCTION  TO  PrACTICB.) 

DESTRUCTION  of  infringing  articles  not  ordered 1180  n.l 

DEVISEE  of  deceased  inventor,  rights  of 403-406 

remedy  of  on  death  of  plaintiff  pending  suit 1165 

(See  also  Deceased  Inventor  and  titles  thereto  appended.) 

DILIGENCE  in  reducing  to  practice 888-^1 

not  required  of  sole  inventor • ••    383 

of  no  importance  unless  later  coocelvar  waa  flnt  redoeer 388 

necessary  to  first  conceiver 375 

not  necessary  to  later  conceiver •••• 384 

no  "  race  of  diligence  " ^^ 

required  of  earliest  conceiver  from  the  date  of  his  conception 385 

connects  later  reduction  with  prior  conception  as  one  continuous  inventive 

act 8831^1,886 

reasonable  diligence  only  required • 887 

measure  of  diligence •••••••• 387 
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in  applying  for  a  patent  by  earliest  inventor 388-390 

want  of,  may  estop  prior  inventor  from  fti^iming  t^e  patent  as  against  a 

later  rival  .    i , 390 

(See  also  Datb  of  Ck)acB]>Tiov,  and  titles  thereto  appended.) 
DIRECTION  for  working,  not  invention 78  ».  2 

DISCLAIMER 640-668 

object  and  character  of u 

under  English  law,  after  verdict  under  SUt.  5  &  6  W.  IV.  .    '.    '.    '    \    \  16  ».  $ 

right  to  amend  patents  issued  before  1837  by Oil  »."  1 

twofold  purpose  of ^    Jmq 

distinction  between , !    !    !    640 

a  mode  of  amending  a  defective  patent [    040 

saving  an  otherwise  lost  suit !    640 

as  a  mode  of  abandonment      •••...., i080 

statutes  regulatiug !!'.*.!!!      640  641 

to  amend  a  defective  patent,  origin  and  nature  of !    .    .641 

Its  relation  to  a  re-issue •.!!!!    641 

does  not  admit  that  the  patent  Is  void *.*.*.'  640  a.  1 

amends  only  an  excessive  Claim '    .*    .*     642,  649 

may  relinquish  one  claimed  method ;      642  a.  1 

may  cure  a  misjoinder  of  improvements 642  a.  1 

may  narrow  a  broad  Claim  or  cancel  a  void  one 642  a.  1 

may  eliminate  new  Claim  from  re-issue  ......     642  a.  1 ;  1032  n.  16 

cannot  revive  original  patent  by  withdrawing  all  changes  made'by  re- 
issue, but  new  re-issue  is  necessary 642  a.  1 

cannot  remove  an  element  from  a  combination      .    .    .    ,    643  a.  2;  64b  a.  1 

cannot  be  us^  to  explain  matter  not  disclaimed 650  a.  4 

cannot  correct  a  mistake  as  to  tlie  effect  produced 643  a.  S 

when  Claim  excessive ,.    043 

how  excess  ascertained 043 

disclaimer  of  old  matter  covered  by  the  Claim 613  a.  8 

excessive  Claim,  when  void,  when  curable 643 

available  only  when  defect  arose  without  fraud     , 644 

the  amended  Claim  would  cover  a  patentable  in- 
vention   645 

in  favor  of  one  who  has  produced  a  patentable  in- 
vention   643 

the  part  remaining  would  be  distinguishable  from 

that  withdrawn 645  a.  1 

Bast  be  filed  without  unreasonable  delay 646 

unreasonable  deUy  defined 646 

a  question  for  the  court  ...    * 646 

when  delay  begins 646 

no  delay  till  excess  known  to  patentee 646  a.  3 

a  patentee  may  assume  that  Claims  are  not  excessive  till  the  contrary 

appears 646  a.  3 

proof  of  filing  within  reasonable  time 1036 

not  after  patent  expires     . 646 

after  patent  adjudged  invalid '  .    .    .    .      646  a.  8 

not  necessary  if  patent  declared  invalid  when  about  to  expire     •    .      971  a.  4 

by  whom  made 647 

not  by  owner,  of  undivided  interest 647 

patentee  after  parting  with  his  entire  interest     ....    647 

by  owner  of  sectional  interest 647 

effect  of,  confined  to  territory  owned  by  disclaimant   ...    647 

by  attorney  not  binding  on  owner 647  a.  8 

must  state  the  interest  of  disclaimant 648  a.  1 

mode  of 648 
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DISCLAIMER—  eontuMed, 

may  relate  to  one  figure  of  a  drawing  onlj •    •    •    •      648  n.  1 

becomes  part  of  original  specification 048 

Description  not  amendable  by,  except  incidentally 649|  650  n,  4 

only  immediate  purpose  is  to  cure  excessive  Claims 649 

cannot  enlarge  scope  of  patent 649  ».  1;  660  n.  2 

may  remove  matter  first  set  up  in  re-issue 649  n.  2 

may  cure  errors  of  fact 644  n.  1 

has  no  effect  on  matter  not  disclaimed 650 

leaves  patent  as  if  originally  issued  in  amended  form 650 

of  species  does  not  affect  Claim  for  genus 650 

of  void  Claims  leaves  valid  Claims  unchanged 650 

of  device  except  where  used  for  certain  purpose  leaves  disclaimant  free 

to  claim  it  for  that  purpose 650 

matter  disclaimed  ceases  to  be  part  of  the  invention  patented      •    .      650  a.  1 
after  filing,  all  questious  relate  to  the  patent  as  amended  •    •    •    •      971  n.  5 

not  rendered  nugatory  by  subsequent  interpretation 650  n.  4 

estoppel  by • 1021 

as  evidence ...••• 1015 

to  save  an  otherwise  lost  suit,  origin  and  history  of    ••.•••••    .    651 

before  suit  saves  the  costs 651  n.  1 

pending  suit  when  allowable 651,  1181  ii.  3;  1162  ».  5 

not  essential  to  recovery 651  n.  1,  2 

as  to  Claims  not  sued  on,  unnecessary 651  ii.  2 

if  impossible  because  patent  about  to  expire,  recovery  had  on  valid 

Claims 651  fi.  2 

effect  of  on  costs 1080 

a  nullity  unless  the  Claim  were  excessive 652 

if  a  nullity  does  not  affect  costs • 652 

proceedings  in  suit  not  recommenced  .•.•••..    651  n.  2;  971  n.  5 

supplemental  bill  not  required 1122  «.  10 

narrows  the  issue,  not  broadens  it.... 1135  n.  5 

in  a  pending  application  must  explain  not  contradict  the  Claim    •    •    .      513  m.  2 

of  contested  matter  b}'  applicant  in  interference 608 

imposed  by  mistake  in  Patent  Office,  effect  of 689  n.  6 

in  the  Patent  Office  by  an  attorney  without  authority,  effect  of      ...      689  ».  6 
(See  also  Action  at  Law,  Amendmeht,  Atpucatioh  fob  Patent,  Assignee, 
Attorneys,  Claim,  Combination,  Costs,  Delay,  Description,  Estopfel, 
Interferences,  Letters-Patent,  Re  issues.) 
DISCLOSURE  of  the  invention  in  the  patent  is  the  consideration  of  the  grant      .    663 

DISCOVERIES  of  otners  how  monopolized  by  practical  inventor 27 

DISCOVERY,  essential  to  inventive  act 96  n.  1 

as  part  of  inventive  act,  defined 96 

relates  either  to  force,  object,  or  mode  of  application 97 

seven  forms  of... 98 

when  performed ,« •..    Ill 

absent 112 

how  evidenced .••      99 

by  intrinsic  novelty  of  the  thing  discovered Ill,  113 

by  prior  unsuccessful  efforts  of  others 122 

the  same  inventor  ••...••    123 

by  oath  of  inventor  if  legal  novelty  exists 123 

without  construction  is  not  invention     .•.••••••.•     96, 100  ».  1 

no  patent  till  construction  and  reduction  complete  (see  also  Inven- 
tive Act) ••••..      125  n.  1 

prayer  for  in  bill  in  equity 1107 

not  obtainable  at  law ••...    1167  n.  2 

when  ordered  of  the  number  of  articles  made  under  a  Uoense    •    •    .    •    1250  n.  3 
Vlll  for  after  patent  expires      .    .    .    ; 1092  n.  2 
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BtiMiMiimtoi 
DISCRETION  of  court,  what  b 1I» 

DISJUNCnYE^aseofiiiCluiii 190 

DISSOLUTION  of  pnliminary  tnjiiiictioii 1213 

DIVERSITIES,  whioh  BiAj  afiBct  either  form  or  sobBtancs i97 

of  shape  .,.. 838 

Bixe    •    • 839 

capacity 210 

proportiona 841 

arrangement 842 

materials    .••...•.... 243 

parts 245 

use 250 

in  form,  however  great,  do  not  affect  identity 244 

of  use,  ifour  possible 204 

when  new  inventions 8G9 

(See  also  Capacity,  Combuiation,  Dbokbb,  Double  Use,  EQUivALEMTa,  Fobm, 
Idbmtitt,  Inprimobment,  Ihvkmtiom,  Matekiax^s,  PBOPOBTioESy  Shape, 
Size,  SuBSTAMCfE  amd  Fobm,  Use.) 

DOCKET-FEES,  taxation  of 1163 

DOUBLE  USE,  doctrine  of 250-271 

earljr  misconceptions  of 271  n.  1 

various  statements  and  applications  of    •    ....    .     259  ».  1 

simple  in  itself 271 

assumes  the  identity  of  the  invention  used 260 

Is  analogous  use 259  a.  1 

new  use  of  patented  invention  not ^.    .    .    .    463 

may  or  may  not  be  an  improvement  on  the  old 259  ».  1 

"  specific  treatment  of  specific  object "  not 104  a.  1 

applies  to  designs 259  a.  1 

practical  discussion  of    ... 259  a.  1 

useof  force  applied  with  new  object  not    •    • 266 

mode  of  application  with  new  force  or  object  not  .    .      265,  266 

in  combination  not 267 

out  of  combination  not  .•..,. 268 

(See  also  Ahalooous  Use,  Combihatiox,  Diveb8Itie8,  Fobce,  Idesttitt,  Use.) 

DRAWINGS  for  Patent  Office 540-544 

when  required  ••... 540 

necessity  for  and  sufficiency  of  determined  by  Commissioner 540 

must  correspond  with  specification • 541 

cannot  supply  place  of  written  Description 528  n,  1 

must  be  clear  and  full  enough  to  supply  place  of  model 542 

must  show  every  feature  claimed 541  a.  1 

may  show  the  invention  where  the  specification  fails  to  do  it 541  a.  2 

imperfect  may  create  fatal  ambiguity •    .    •    •    541 

need  not  be  working  drawings  nor  on  an  operative  scale 543 

what  degree  of  artistic  perfection  required 544 

connected  with  the  specification  by  references 541 

requisites  of  in  each  class  of  inventions 543 

signature  of .... • 544 

cannot  be  amended  in  the  Office 561  •.  8 

withdrawable  after  filing 553 

not  evidence  that  the  invention  was  reduced  to  practice 126 

of  prior  use • ^I^ 

(See  also  AxBiourrr,  Appuoation  fob  Pateitp,  Copiaa,  PATBirr  OrncE,  Re- 
duction TO  PrAOTICB,  RB-IS8UE8.) 

DUDLEY'S  PATENT,  scope  of ««•! 
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EARTH,  may  be  the  apparatus  of  an  art 107 

new  use  of,  is  new  art .••••••••  167  ».  S 

ECONOMY,  difference  in  does  not  show  absence  of  infringement 89-4 

EFFECT,  defined 147 

not  an  invention 88-80,  147 

not  the  result  of  an  inventive  act     ••.«• 148 

not  capable  of  being  monopolized      •• 149 

dependent  on  no  special  means • 149 

distinguished  from  function •• 233 

Claim  for  void,  how  construed     •    • 619 

(See  also  AFFucAnoir  fob  Patbmt,  Claim,  Cosstruction,  End,  Idba,  Idbntity, 
IvPBU^OBMBNT,  Imybntivb  Act,  Lbttbrs-Patbmt,  Mbaits,  Besult.  ) 

ELDON,  Lord  Chancellor,  introduces  contract  theory  of  patent  privilege  in  1800        15 

ELEMENTS  OF  COMBINATION,  defined,  identity  of 278 

distinct  from  the  combination  as  inventions 465  n.  2 

nnesaential  part  not  an  element  unless  so  claimed 525  n.  4 

useless  parts  are  not 486  n.  2 

product  while  being  produced  is  not 278  n,  1 

patentable  though  the  combination  is  already  patented 465 

Description  of 496 

Claim  for,  makes  them  essential  whether  actually  so  or  not  278  ».  1, 527, 670  fi.  2,  4 

nnclaimed  conceded  to  be  old    • 525  «.  2 

once  claimed  cannot  be  disclaimed      ........      643  n.  2,  645  n.  1 

not  covered  by  Claim  for  the  combination 627 

may  be  joined  with  Claims  for  the  combination  and  subcombination     472,  528 

in  re-isene  of  combination-patent ••.    672 

use  of  less  than  all  not  infringement • 282  ».  1 

(See  also  Applicatiok  fob  Patbitt,  Claim,  CoMsiKATioir,  Co-ofbrativb  Law, 
Dbscription,  DiscLAiMEB,  DouBLB  UsB,  Equivalbbtb,  Idbntitt,  Infroigb- 

MBNT,  JOUIDBB,  Bb-ISSUBS,  SUBOOMBIMATlOIfS.) 

EICBODIMENT,  all  forms  of  belong  to  the  inventor 180 

(See  also  Reduction  to  Pkacticb.) 

EMINENT  DOMAIN,  title  by  to  patented  inventions 910 

EMPLOYEE  relation  to  employer  as  bearing  on  rights  to  and  in  patented  inventions  414 

assignment  to  employer  of  his  right  to  patent 414 

how  shown 414 

right  to  patent  how  affected  by  contracts  with  employer  .......  414  n.  2 

ancillary  inventions  belong  to  employer,  the  principal  inventor,  when  .    .    •    394 
of  corporations,  whether  liable  for  its  infringing  acts 912 

EMPLOYER,  no  right  to  inventions  of  employee  except  under  contract  lor  a  grant, 

assignment,  or  license 832 

rights  of  to  inventions  under  contract  with  empbyee 769  a.  6 

innocent,  not  liable  for  infringing  acts  of  contractor .  911 «.  3 

(See  also  Assigbob,  Assiobmbnt,  Comtbact,  Co-opbbatuio  brvBHTOBa,  Estofw 

PEL,  LlCBMSB.) 

END  OR  EFFECT,  defined,  not  an  invention 147 

distinguished  from  function 232 

proposed  by  the  inventor  is  the  satisfaction  of  a  want •    .      88 

idea  of,  the  inventor's  first  conception  «•• ,.    231 

often  accomplished  by  different  means  •• •••••    117 

diversity  of  proves  diversity  of  means ,.    117 

in  character  of  may  show  diversity  of  means     .•••••    •  120f».l 

improvement  in,  not  evidence  of  new  means 117  n,  2 

novelty  of,  how  evidenced 118 

shown  by  its  comparative  utility  ...•• 121 

shows  inventive  skill  when 119  «.  l 

TOL.  III.  —  63 
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new  when     ••.... .118 

when  a  want  is  for  the  first  time  filled     ..•••.•••.•.119 
is  supplied  by  new  form  of  satisfaction     ..•••••    120 
(See  also  Effect,  and  titles  there  cited.) 

ENGLISH  patent  when  complete 623  a-S 

published 1027ik7 

specification  as  evidence •• 600  u,  9 

EQUITABLE  interests,  existence  and  nature  of  determined  hy  local  law    .    .    .  1098 

title  as  good  in  equity  as  a  legal  one 1098  «.  2 

owner  cannot  sue  at  law  but  in  equity 938 

must  resort  to  equity  for  relief  unless  he  can  sue  at  law  in  the  name  of 

the  legal  owner 1089 

rights  of  defendant  protected  in  equity  against  plaintiff's  legal  title  .    .    .    •  1090 
(See  also  Equity,  and  titles  there  cited,  Equity  Jubibdiction,  Titlk.) 

EQUITY,  iU  distinctions  from  law  not  abolished  by  statute 1084, 108S 

will  compel  one  having  record  title  to  convey  to  true  owner     •    •    .    .     1228  n.  6 
will  not  aid  a  party  who  has  broken  the  contract    ..••..••     1228  ».  3 

licensor  who  has  violated  the  license 1249 

interpret  contracts  unless  trust  relations  exist    •••••.     1228  m.  4 

power  of  to  transfer  patents  in  the  interest  of  creditors 766 

remedy  of  rejected  applicant  in  tx parte  cases (71 

defeated  party  in  interference  cases 604  n.  4 

not  afforded  to  an  inventor  who  seeks  to  obtain  a  patent  contrary  to  his 

agreement  with  others 571  n.  2 

to  obtain  patent,  not  a  substitute  for  mandamus 583  a.  3 

authorizes  but  does  not  compel  the  Patent  Ofllce  to  issue 

a  patent 583f».8 

where  brought,  procedure  on 571 

is  part  of  the  application        •    .  577  ».  2 

effect  of  delay  in... 577  n.  2 

delay  in  is '*  inaction  ** .  577  a.  2 

judgment  on  conclusive  only  on  the  parties  ....  571  n.  8 
will  lie  only  in  the  Circuit  Court  of  the   District  of 
Columbia 571 

(See  also  AcnoK  ih  Equity,  Applicatiok  fob  Patbht,  Assiqkbe,  Asbionmkht, 
Assignor,  Cloud  oh  Titlb,  Consideration,  Contract,  Injunctions, 
License,  Licensee,  Rescission,  Specific  Pxrfoemancb.) 

EQUITY  JURISDICTION,  general  rules  of 1094 

in  patent  cases  anciently  denied  ...••••••...••.  932  «.  1 

origin  of  and  necessity  for 932 

in  England • 1081 

the  United  States 1082 

before  the  Act  of  1819 032 1».  5,  1082, 1063 

effect  of  Act  of  1819 1083, 1084  a.  2 

formerly  exercised  only  in  aid  of  suits  at  law 1081,  1062 

complete  without  the  aid  of  a  court  of  law 1065 

not  dependent  on  statutes .••••.  1081 

not  concurrent  with  law,  errors  on  this  point ••..  1084 

remedies  sometimes  concurrent  with  law     •.•••••••     1094  ».  1 

not  conferrable  by  waiver  or  consent •••..  1095 

existing  for  one  purpose,  retained  for  all 1085, 1086 

none  where  adequate  remedy  exists  at  law 1084, 1086 

adequate  remedy  exists  at  law  when ••...  1087 

no  adequate  remedy  exists  at  law  when 1088-1093 

unless  the  legal  remedy  is  equally  efiicacious  and  att^nable  .  .  •  1066  n.  1 
none  where  license  fee  a  complete  remedy 1067,  1068 

damages  alone  required 1067 
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none  where  suit  is  for  breach  of  oontnct     • •    .    •     1087  n.  5 

royalties 1087  n.l 

unless  discovery  needed     ....     1251  n.  1 

assignee  of  rights  of  action  sues •    •     1092  n.  1 

complete  whenever  any  equitable  relief  needed 1085,  1087 

when  future  infringement  to  be  prevented 1U88 

an  injunction  needed 1088 

suit  begun  after  patent  expires 1092 

rightsof  equitable  owners  to  be  vindicated 108V 

plaintiff  has  not  legal  tide 1089 

defence  rests  on  equitable  £px>undB 1090 

discovery  necessary 1090 

in  aid  of  suit  for  royalties     •    .    .    •    •     1087  n,  1 

after  patent  expires 1092  a.  3 

defendant*s  gain  exceeds  plaintiff's  loss 1091 

title  doubtful  through  many  assignments 1098  ».  2 

over  actions  by  licensors 1087 

heirs  or  devisees  or  by  licensee  against  infringing  licensor  1089 

for  slander  or  libel  against  the  patent 889 

once  vesting  retained  though  patent  expires  pending  suit 1098 

retained  if  existing  when  suit  began 1086  fi.  2 

none  where  suit  commenced  too  near  the  expiration  of  the  patent  to  obtain 

an  injunction  unless  other  equitable  relief  needed 1093 

none  where  no  relief  can  be  given  • 1094  fi.  1 

local  how  differs  from  that  at  law 1097 

how  far  dependent  on  locality 1096, 1097 

none  where  judgment  could  not  be  enforced 1097 

over  residents  in  the  district 1097 

defect  in  may  be  waived 1097  n.  2. 

(See  also  Courts,  Crkditob*s  Bill,  Damages,  Defendant,  Equitt  and  titles 
there  cited,  Jubisdictiom,  Ligbnbb,  Licensee,  Repeal.) 

EQUIVALENTS,  doctrine  of 245-258 

different  meanings  of  the  word 246 

are  "obvious  and  customary  interchanges" .246n.  2 

basis  of  the  doctrine .    •    .    •  107  n.  1 

doctrine  of,  applicable  to  all  inventions 258 

characteristics  of  an 247 

must  be  capable  of  being  substituted  for  part  of  an  existing  invention     •    248 
must  perform  the  same  functions  in  the  invention    ........    248 

must  have  been  known  as  performing  the  same  functions  at  the  date  of 

the  patent 247  «.  8 

must  not  change  the  result 248  n.  1 

resides  in  use  and  effect,  not  in  nature 249 

may  be  entirely  unlike  in  name  and  character 249  n.  1 

not  necessarily  an  equivalent  in  other  inventions      ..••....     250 

may  perform  additional  functions 251 

one  thing  may  be  an  equivalent  for  two,  or  vice  vena 252 

combination  may  be  an  equivalent  for  its  elements,  and  vice  vena    •     252  n.  1 

must  not  change  idea  of  means 247  n.  1,  258 

substitution  of  not  the  result  of  inventive  skill     •    • 253  n.  1 

in  combinations,  peculiarities  of 254 

rule  of 279  n.  1,  282  n.  1 

must  perform  same  functions  in  same  way 254 

how  differ  in  chemical  and  mechanical  combinations  .     198  «.  1,  254,  n.  1 
of  old  elements  governed  by  same  rule  as  in  combinations  of  new 

elements • 254  n.  1 

in  simple  inventions,  rule  of   .    . 255 

manufactures 296 
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EQUIVALENTS  ^eoniiimed, 

in  compo8ition8 ••••..    909 

governed  hj  special  rales <    .    •    .  S54  ii.  1 

improyements d57  ».  1,  258  ».  i 

matt  have  been  known  as  sueh  when  patent  granted 8B6,  488  m.  2 

are  such  where  a  skilful  workman  wouid  have  known  one  from  the  ether  .  247  n.  8 

a  question  of  feet  for  the  jury 246  a.  1 

all  covered  by  patent 257 

.  Claim 616  a.  5 

use  of  may  be  infringement 894 

word  ** equivalent'*  not  to  be  need  in  the  Claim 516 

.     (See  also  Combutatiom,  Divbrsitibb^  Idbmtitt.) 

ERASURES  and  interlineations  in  the  specification,  how  marked 589 

ERRORS  CLERICAL,  in  letters-patent  (see  LmrBBa-PATSKT) 637-689 

effect  of,  amendment  of 626 

as  to  effect  produced  not  curable  by  disclaimer 643  n.  2 

ESTOPPEL  at  law  and  in  equity,  doctrine  of,  acts  of 981 

when  a  defence  in  actions  at  law 981 

a  defence  favored  in  equity 1114 

as  a  defence,  evidence  under lOM 

of  defendant  to  set  up  certain  defences 984 

against  one  defendant  does  not  bind  the  others 984 

binds  defendant  not  to  deny  utility  when 964 

prevents  denial  of  existence  of  corporation  through  which  title  is  derived   981  a.  12 

by  not  stamping  patented  articles 981 

prevents  one  falsely  stamping  from  denying  patent 631 

by  conduct,  disclaimer,  admissions,  other  patents,  transfers,  etc 1021 

not  by  admissions  recalled  before  acted  on 981  n.  6 

mistaken  statement  in  application  that  the  invention  is  covered  by  for- 
eign patents 981  a.  6 

caveat  as .    .    , 446 

by  representation  of  identity  between  domestic  and  foreign  invention    .    .  628  n.  1 

not  by  preliminary  statement  in  interference 595  a.  8 

by  sileuce 981  a.  2 

by  neglect  to  sue  infringers 981 

against  evidence  otherwise  admissible 1021 

by  permitting  known  rival  to  obtain  patent 981  a.  6,  984  a.  2 

of  prior  inventor  by  public  use  of  rival  inventor 357  a.  3 

in  Ulvot  of  later  inventor  by  delay  in  applying  for  a  patent    390 

doctrine  of  applied  in  the  Patent  Office 614 

Patent  Office  not  estopped  to  deny  its  own  grant 451  a.  5 

of  assignor  to  deny  validity  of  assigned  patent 787 

of  lioen9ee  to  deny  validity  of  patent 820 

as  between  employer  and  employee • 414  a.  3 

by  contract  limited  to  exact  subject-matter 984  a.  9 

(See  also.  ABAimoNMEMT,  Acquiesckmcb,  Actiok  ni  Equttt,  Acnos  at  Law, 
Admissions,  Assiombb,  Dbfbncbb,  Dbfendast,  DiacLAiMBR,  Equity, 
Injunction,  Judgments,  Laohb8,  Licbnbb,  Licxhske,  Patuit  Officb, 
Re-Isbubs,  Rival  Inventors,  Utility.) 

EVIDENCE  direct  and  circumstantial,  comparative  value  of 1024  a.  10 

negative,  important  when •••••..  1026 

caveat  as 446 

rules  of  in  Patent  Office,  same  as  in  courts    .    •    .    • 422  a.  4 

do  not  goTem  uncontested  cases 558  a.  2 

in  interference  proceedings,  how  and  when  teken 899 

in  actions  in  equity 1127 

admissible  at  law  only  under  a  notice  is  inadmissible  in  equity  unless 
notice  is  given  in  the  aoxswer     •••.••.. 1127 


index;  887 

tntofMttoM. 
EVIDENCE  —  ooiatfiiie<2L 

in  actions  in  equity,  when  objeetionf  are  too  lata 1116  n.  4 

not  properly  taken  not  available  in  argument 1128 

notion  to  suppress 601  n.  4,  1128 

taken  under  a  bill  since  dismisied  mav  stand  for  future  use  •    .    .     1160  ii.  2 

in  actions  at  law 1007-1072 

order  of  introduction 1072 

(See  also  Action  m  Equity,  Action  at  Law,  ADMiasioMa,  Adybbtisuio,  Afh- 
DAVIT,  Answer,  Appuoation  for  Patrnt,  Bukdkn  op  Proof,  Courts^ 
Damaobs,  DBFosrrioNs,  Excbptions,  Expert,  File  Wrapper,  Injunc- 
tion, Intbrferbnces,  Judgments,  Judicial  Notice,  Jury,  New  Trials, 
Notice,  Objections,  Patent,  Patent  Opfigb,  Profbrt,  Profits,  Sub- 
poena, Suppress,  Testimony,  Witnesses.) 

EXAMINER  in  equity,  cannot  rule  on  the  evidence 1127  ».  5 

report  of  recommitted  for  further  evidence 1128 

(See  also  Accounting,  Action  in  Equity,  Oontession,  Damages,  Excep- 
tions, Master,  Profits.) 

EXAMINERS  in  Patent  Office,  duties  of 424 

mere  agents  of  Commissioner  before  1861 51  n.  4 

judicial  officers  since  1861 51 ».  4 

must  follow  decisions  of  Commissioner  on  questions  of  law  or  fact  as  well  as 

the  rules  of  the  courts 558,  567  n,  8 

when  bound  by  oonclustons  of  their  predecessors 558 

inteiriews  of  applicants  with  • 573 

-in-chief,  on  appeal  to  recommend  matters  not  embrsced  therein 568 

of  interferences  have  exclusive  jurisdiction  over  the  issues  when  declared    504  n.  8 

have  no  jurisdiction  over  patentability 598  f».  8,  606  ».  1 

public  use 606  a.  1 

(See  also  Appeals,  Application  for  Patent,  Commissioner,  Examination, 

Interferences,  Patent  Office,  References.) 

KXAMINATIQN.ofapplicatlons  in  the  Patent  Office 53 

(See  Application  for  Patent.) 
EXCELLENCE,  or  oonvenienoe,  increase  in  does  not  show  an  inventive  act    •  940  a.  1 

EXCEPTIONS  to  charge  of  court  (see  Action  AT  Law) 1074 

to  evidence  in  equity  when  taken  (see  Action  in  Equity)     .    .  1128 
EXECUTION,  patented  invention  not  taken  on  (see  Judicial  Sales)  ....    766 

XX£(nJTOR  of  deceased  inventor,  right  to  patent 408-407 

in  whom  patent  vests  is  the  one  appointed  at  domicil  of  deceased    800  ».  2 
of  domicil  owns  patent  for  entire  United  States     .    .    .  404  a.  2,  800  ».  2 

official  character  of  not  passed  on  by  Federal  courts 800  a.  3 

may  sue  anywhere  without  local  State  administration 800  a.  3,  943 

title  of  to  patents  derived  from  Patent  Law,  not  local  law   .    .    .    .    404  a.  1,  800 

not  limited  by  State  laws  .    .    .  .    .    .  404  «.  1,  800  a.  8 

acts  as  owner  in  prosecuting  applications  or  suits,  or  in  making  contracts  or 

leases,  but  must  stcoount  in  equity  to  the  heira 802 

patent  grantable  to 867,  800  a.  2 

to  prosecute  application  pending  at  death  of  inventor 407 

to  apply  for  patent 448,  800  a.  2 

may  withdraw  application  pending  at  inventor*B  death  and  file  a  new  one 

without  prejudice  to  third  parties 800  a.  2 

must  procure  and  assign  extension  if  decedent  so  agreed 770 

issue  of  patent  to 610 

takes  patent  in  trust  for  heirs 403  a.  1,  406 

rights  of  deceased  patentee  vest  in 800 

titleof  identical  with  that  of  decedent , 802 

rather  an  agent  of  Patent  Law  than  a  true  trustee 801 

cesiuiM  que  trust  of  not  named  in  the  patent •    .    •    .  406  a.  1 

not  named  as  trustee  in  the  patent 801  a.  2 
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EXECUTOR  —  eontinued. 

patent  in  hia  hands  is  not  personalty  of  th«  estate,  Imt  a  finmchise  In  trust 

405  «.  1, 801 

not  accountable  to  personal  representatives  of  inventor 801 

property  in  the  patent  managed  by,  though  heirs  or  devisees  the  true  owners     808 

authority'  of  over  patents  held  in  trust 408 

of  executor  not  entitled  to  patent     •••. 404  ».  9 

transfer  of  letters-patent  by 800-80S 

may  transfer  decedent's  patents 765 

though  co-executors  do  not  join  765  n,  0, 802  «.  1 
may  assign  right  of  action  for  past  infringements,  or  sue  on  it  himself  •    .  948  «.  1 

of  deceased  licensee  may  sell  the  patented  articles  on  hand 916  «.  7 

denial  of  right  to  sue,  nonjoinder  of,  etc.,  must  be  pleaded  in  abatement  .  956  «.  1 
action  against  deceased  infringer  survives  against  his  executor    ....  948  ».  4 
selling  infringing  inventions  found  in  the  assets  does  not  render  the  estate 
liable  for  infringement 905 

(See  also  Action  in  £quitt,  Action  at  Law,  Administrator,  Administra- 
tion, Appucation  fok  Patent,  Assignment,  Bill  of  Revivor,  Ceb- 
Tuis  QUE  Trust,  Deceased  Inventors,  Devisee,  Extension,  Heirs, 
Infringement,  Patentee,  Prorate  Court,  Title,  Transfer.) 

EXPENSES  of  suit  not  allowed  as  damages  at  law 1067 

protecting  vendees  not  allowed  in  estimating  profits 1139 

EXPERIMENTAL  USE,  what  is,  cases  of 855  n.  8 

not  a  public  use  working  abandonment • 955 

not  public  use  though  use  be  in  public 855 

profit  results 855 

(See  also  Arandonmsnt,  and  titles  there  cited.) 

EXPERIMENTS  not  inventions 80  a.  1,  9 

unsuccessful,  instances  and  proof  of 818  ».  8 

of  others  not  incompatible  with  exercise  of  inventive  skill 84 

show  inventive  skill  in  the  one  that  succeeds 199 

not  evidence  of  prior  use 318 

(See  also  Abandoned  Experiments,  Conception,  Inybntioh,  Inventive  Act, 
Inventive  Skill,  Prior  Use,  Suggestions,  Unbuccebsful  Expbrimbnts.) 

EXPERT  evidence  may  aid  in  determining  identity 892  «.  1 

as  to  identity  between  patented  and  infringing  inventions     •    •    •   1041  a.  10 

witnesses,  classes  of,  scientific  and  mechanical 1013 

value  and  effect  of  ,in  patent  cases 1019 

when  admissible,  weight  of 1013  «.  2, 1014 

(See  also  Action  at  Law,  Construction,  Evidence,  Wttnebses.) 

EXTENSION  OF  LETTERS-PATENt       421,  835-845 

origin  and  history  of 835 

under  English  law ...•..•..      18 

American  law 29 

intended  for  the  benefit  of  the  inventor,  not  of  his  assignees 779,  838 

not  a£fected  by  assignment  or  re-issue  of  original 836 

granted  to  assignees  only  when  inventor  has  received  or  b  to  receive  some 

reasonable  benefit  fW>m  it 836 

of  joint-patent  not  granted  unless  all  the  joint  inventors  desire  it      ....    836 

obtainable  by  executor  of  deceased  patentee 406,  836 

granted  only  when  the  inventor  has  not  been  already  duly  compensated  lor  the 

benefit  conferred  on  the  public 837 

value  of  the  invention  to  the  public,  how  shown 837,  841 

I  want  of  due  compensation  to  inventor,  how  shown 887,  841 

denied  if  failure  of  inventor  to  receive  due  compensation  arose  finom  hb  own 

neglect     .     .     .    \ 837,841 

must  be  confined  to  original  invention 888 

presumed  to  be  for  the  same  invention  as  the  original 888  a.  1 
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Befeiraneet  u«  to  motkioM, 
EXTENSION  OF  LETTERS-PATENT  —  am^tnuerf. 

not  granted  on  an  unimportant  part  of  the  invention 838  ».  8 

rests  on  the  last  re-issue  granted  with  consent  of  inventor 838 

cannot  perform  the  functions  of  a  re-issue 838 

though  the  original  is  limited  by  a  foreign  patent 838 

of  foreign  patent  does  not  extend  the  American 838  n,  6 

patent  may  be  re-issued  after       692,  838 

of  invalid  patent  improper      • ••••.    839 

on  application  for,  original  patent  presumed  valid 839 

validity  of  original  may  be  examined 839 

increases  weight  of  patent  as  evidence 1016|  1041 

in  face  of  opposition  strengthens  the  presumption  of  validity   .    .    .  839,  1026  n.  2 

of  defective  patent  proper  when  defect  amendable 839  m.  2 

procedure  in  cases  in  which  the  Patent  Office  had  original  jurisdiction  •    •    .     840 

referred  to  the  Patent  Office  by  Congress  under  the  act  of 

1861 841 

on  hearings  as  to,  the  usual  rules  of  evidence  apply 841  n.  8 

denied  where  the  same  invention  is  covered  by  a  prior  patent  to  the  same 

patentee 840  ».  3 

granted  though  Commissioner  doubts  the  patentability  of  the  invention  or  the 

priority  of  the  inventor 840  ft.  3 

decision  of  Patent  Office  on  application  for,  final 842 

after,  the  patent  is  still  open  to  all  defences  in  suits  for  infringement    .    .    .    842 

cannot  be  collaterally  attacked  for  fraud 842 

effect  of  on  rights  of  assignees,  grantees,  licensees,  etc 843 

vests  absolute  title  in  the  grantee • 840  ft.  4 

owner  of  bound  by  acts  of  owners  of  original,  when    . 843 

by  special  act  governed  b}'  general  law 845 

under  special  act  of  Congress  cannot  affect  prior  vested  rights 845 

pending  suit  in  equity  requires  suppleroentid  bill 1122 

may  be  transferred,  contracted  for,  etc 412  ft.  1,  770,  843,  844 

before  or  after  its  grant 779 

contract  to  aaisign  a  future,  valid  and  enforceable  in  equity      .    .    .  770, 1228  ».  5 

bound  in  hands  of  executor  by  contracts  of  decedent 770 

assignment  of,  form  and  effect     .....•• 412,  779 

when  covered  by  assignment  of  original • 412 

what  words  do  not  cover 779 

(See  also  Assioxmkmt,  Liceksb,  Patent,  Term,  Title,  Tbassfeb.) 

FALSE  SUGGESTION  in  Description  fatal 494 

FEDERAL  AND  STATE  COURTS,  jurisdicUon  of 853-866 

FEDERAL  COURTS,  jurisdiction  over  contract  actions 1256 

none  over  licenses 1044  «.  2 

possess  all  ordinary  equity  powers 1094  ».  1 

(See  also  Circuit  Coubts,  Courts,  Equity,  Jubisdictxom,  State  Courts^ 
SuFRXME  Court.) 

FEES  OF  PATENT  OFFICE  on  application,  how  payable 554 

none  for  re-issue  to  correct  Office  mistakes    •    .    .    . 638 

final,  payment  of 585 

non-payment  may  forfeit  application 584 

non-payment  does  not  render  patent  void 554  «.  1 

(See  also  Appucatiom  for  Patent,  Caveat,  Forfeiture,  Patejtt  Office.) 

FEIGNED  ISSUES  (see  Actioks  in  Egumr)       112^1126 

FIELD  OF  INVENTION  constantly  narrowing 88  ft.  2 

FILE- WRAPPER,  and  contenU  as  evidence 1015,  1019  ft.  4 

of  prior  use  .    •  -  •    •    .  •    .    1026  n.  18 

absence  of  papers  from,  no  evidence  that  such  pfipers  do  not  exist  •    •     1032  ft.  6 

(See  also  Action  at  Law.) 
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BafeRBoet  an  to  I 

FORCE,  employed  in  an  Invention  sometimeB  called  a  "  principle  " 135 

of  nature  not  an  invention lJS-138 

not  generated  by  the  inventive  act 9S 

cannot  be  claimed 616,  619  a.  2 

cliange  in  naturd  condition  of,  liiajr  be  an  invention 9S  a.  1 

mode  of  controlling  may  beanart ...leSa.  1 

use  of  new  is  a  new  art • 164  a.  1 

applied,  defined      .    .    • 101 

essence  of 102 

is  an  invention • 101  a.  1 

(See  also  Amimals,  Appucation  op  Prihciplb,  Art,  Claim,  Coxposmoa, 
Design,  Discovkby,  Doublk  Usb,  Idea,  Identity,  Impbovbment,  Iv- 

YKMTOR,    InVBKTIVS    AcT,    MeANS,    PRINCIPLE,    FBOCBaa,    REDUCTION    TO 

Practice,  Use.) 

FOREIGN  INVENTIONS,  date  of  in  this  country 000 

their  conception  in  this  country 38i 

priority  of ' 003  a.  6 

INVENTOR,  may  show  when  his  inventions  became  known  in  the  United 

States 560a.l 

bound  by  acts  of  his  attorney  though  ignorant  of  our  language      •    .  689  ».  6 

PATENT,  no  bar  to  domestic 461 

use  under,  when  a  bar 360  a.  3 

does  not  aiffect  validity  of  American  patent     .    .    .    #    .      083  ».  1,  985  a.  4 

effect  of  on  term  of  American  patent 688 

of  no  effect  unless  issued  to  same  patentee  or  his  agent     .    .    .  978  a.  4, 1043 

date  of 623  a.  2 

takes  effect  when 683 

effect  of  assignment  of 778 

to  be  disclosed  in  application-oath 456 

PATENTEE,  may  Uke  out  American  patent 363a.3 

seeking  American  patent,  how  far  bound  by  his  foreign  patent       •    .  461  a.  3 
(See  also  Alien,  Appucation  vub  Patent,  Canadian  Patent,  Catbat,  Con- 
ception, Date,  Engush  Patent,  Impobtxb,  IvyKHTOBy  License,  Patent, 
Pbiob  Use,  Prioritt,  Term.) 

FOREIGN  USE,  not  knowledge  in  the  United  States 226 

not  prior  use • 320 

WORDS,  how  construed  in  patents 750 

FORFEITURE  OF  APPLICATION  (see  Application  for  Patent)     ...     584 
FORFEITURE  OF  ASSIGNEE'S  INTEREST,  when  decreed 788  a.  2 

FORM,  sometimes  synonymous  with  "shape/*  sometimes  with  embodiment   .  838  a.  2 

matter  of,  defined,  instances 566 

diversities  of,  do  not  affect  identity  however  great 244 

(See  also  Diversities,  Identity,  Infringement.) 

FRAUD,  threat  of  suit  is  not 1247  a.  2 

in  sale  of  patent-rights,  power  of  States  to  prevent    ........    46  a.  4 

not  a  defence  to  a  suit  for  infringement 967 

in  procuring  patent  not  raised  oollaterally 715,  717 

equity  will  not  relieve  one  g^lty  of 1114  a.  5 

burden  of  proof  on  him  who  alleges •••  644  a.  1 

FRAUDULENT  CONCEALMENT  or  redundancy  in  Description  fatal     ...    484 

<'FREE  FROM  DEFECT,'*  meaning  of 751  a.  5 

FUNCTION  defined 144 

distinct  from  means,  end,  effect,  etc 145, 232 

the  measure  of  means ..••.•...     234 

not  an  invention 146 

the  secondary  idea  in  the  inventive  act 283 

of  one  specific  instrument  not  an  art 150  a.  2 
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tn  toMCtloiis* 

FUNCTION  —continued. 

difference  in,  shows  difference  of  machine S90  ».  1 

CUum  for,  void 518 

of  machine,  Claim  for,  when  proper 539  n.  1,  530 

Claim  for,  construed  to  cover  means  if  possible 518 

(See  also  Apparatus,  Art,  Claim,  CoMSTKUcrioif,  Idka,  iDEimrr,  Ivfriiigb- 
XXKT,  Ihyentiox,  Ixvs2itivb  Act,  Machikk,  Meaks,  Patekt.) 

GAZETTE  OFFICIAL,  origin  and  character  of 55 

GENERIC,  meaning  of  **  generic,"  "genus,"  etc 471 11.4,760 

invention,  defined,  illustrations  of 535 

not  patentable  after  species  patented 462  n.  1,  585  «••  3 

may  be  claimed  by  inventor  of  a  species  unless  before  invented     .    .  585  w.  8 

patent  for  covers  the  species 535 

must  describe  one  or  more  species 485  n.  11,  535  n.  3" 

(See  also  Appucatioh  for  Pate!it,  Claim,  Design,  Idemtitt,  Improvexeht, 
Inpringsmkmt,  Joikdbe,  Patksit,  BB-I88UE8,  Specific  Imventiok, 
Umity.) 

GENUS  AND  SPECIES,  disUnct  inventions 471  n.  4,  536 

not  in  designs 477 1».  1 

GRANT  OF  LETTERS-PATENT 422-632 

defined,  distinguished  from  assignment  and  license 763,  791, 793 

of  letters-patent,  governed  by  statute  and  Patent  Office  rules 422 

of  sectional  interest  leaves  the  grantor  the  mere  owner  of  the  remaining  sec- 
tional interest  and  no  further  assignment  is  possible 765 

illegal  unless  prerequisites  fulfilled 423 

form  of,  signature,  record,  etc 794 

of  "all  patentee*s  right*' carries  an  exclusive  right 792  n.  2 

exclusive  right  not  void  as  in  restraint  of  trade 793  n.  3 

upon  condition,  or  for  specific  period,  or  for  a  limited  mode  of  enjoyment,  valid 

if  excluding  all  other  rights 798 

implied  warranty  in 794 

of  **all  our  right"  implies  that  a  patent  exists,  and  if  there  is  none  the  price  is 

not  recoverable • 794  it.  8 

not  affected  b}*  subsequent  assignments 794  n.  2 

reserving  special  rights 793  ii.  8 

and  assignment,  contract  rights  under  are  of  the  same  nature 1226 

protected  by  law 849,  850 

as  evidence .  1015 

(See  also  Assiohmbkt,  Consideration,  Contract,  Co-owners,  Grantee, 
Grantor,  License,  Licensees,  Rescission,  Specific  Performance, 
Title,  Warranty.) 

GRANTEES  and  assignees  not  synonymous 760  n.  2 

estopped  to  deny  title  of  grantor  while  enjoying  benefits  of  grant  .    .    .      794  n.  3 

not  parties  to  surrender  and  re-issue 698 

transfer  by,  of  their  *<  right  to  use  and  sell "  carries  their  whole  interest      791  n.  2 

do  not  unite  rights  by  appointing  common  attorney 799  a.  1 

may  restrict  their  individual  powers  by  vesting  their  rights  in  a  common  agent 

to  act  for  all 799  n.  1 

rights  and  obligations  of  joint-grantees 799 

when  plaintiffs  in  equity 1098, 1099 

must  sue  in  their  own  names 1101 

infringement  by 914 

cannot  make  articles  outside  their  own  territory  for  use  outside  it      .    .      798  n.  3 

cannot  sell  for  use  outside  their  own  territory 824  n.  5 

'  vendees  of  may  use  the  articles  anywhere  when 793 

not  enjoined  from  selling  in  their  own  territory  though  their  vendees  use  else- 
where  1191  n.  8, 1204  ».  8 
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(See  also  Action  ih  Equitt,  Actioh  at  Law,  Assioiisb,  Co-oRAarBBs,  Dis* 

CLAIMER,     GhAMT,    GSAJnOB,    IffFHUfOKMUfT,     MoXBT     PAID,    PUBCHA8B 
MOHBY,   Rb-I88UB8|   VbNDBB.) 

GRANTORS,  iofringement  by 914 

tamnot  uae  or  sell  for  use  in  gruitee*s  territory 793  «.  3 

and  grantees,  contract  relations  of,  governed  by  ordinary  law  of  contracts      •  1294 

breach  of  contract  between,  may  also  be  an  infringement 1285 

(See  also  Assiomob,  Ghahtor,  Ghamtbb,  and  titles  there  cited.) 
GUILDS,  English,  described 8 

HANSEATIC  LEAGUE,  described 8 

HEARING  final,  hearing  before  a  master  is  not U88  %,  1 

HEIRS  of  deceased  inventor,  rights  of 403-407 

Congress  can  grant  patent  to,  after  forfeiture  by  delay 405  n.  1 

holding  under  special  act  after  rejection  of  application  of  inventor  are  not  sub- 
ject to  assignment  he  may  have  made 77S 

and  devisees,  when  plaintiA  ih  equity 1099 

(See  also  Dbcbasbd  Imventob,  Exbcut«>b,  and  titles  there  cited.) 
HUSBAND,  righto  of  in  wife's  patent  governed  by  local  law •    8$t 

IDEA  of  end,  the  primary  idea  of  the  inventor 231,  233 

not  part  of  the  invention ••• 88 

of  function,  the  secondary  idea  of  the  inventor 382,  238 

of  means,  the  tertiary  and  final  idea  of  the  inventor 233 

the  essence  of  the  invention 87 

includes  whatever  is  necessary  to  perform  the  function 238 

ideas  of  force,  object,  and  mode  of  application 91 

generated  by  inventive  act • 87-90,  377 

without  generating  the  ideas  of  force,  object,  or  mode  of  appli- 
cation   92 

vnembodied  not  an  invention 140  n.  2 

patentable 125 

same  art  or  article  may  embody  two  or  more 390  «.  1,  380  ».  2 

to  be  fully  set  out  in  specification 484  «.  3 

(See  also  Cohcbtvbb,  Conception,  Co-opbratino  Inybntobs,  Datb,  Dbscrif- 
TioN,  Dibcovbry,  Epfbot,  End,  Identity,  Impkoybmbnt,  Inprinobmbnt, 
Invention,  Invbntitb  Act,  Inventive  Skill,  Mbanb,  Principle,  Riyal 
Inventors.) 

IDENTITY,  a  question  of  fact 273 

in  fact  is  identit}' at  law 972  ».  1,  892  a.  1 

a  subject  of  great  difficulty  in  practice 314 

is  identity  in  effect,  in  function,  and  in  meaHs    •    • •    •    288 

requires  identity  in  function • 274 

not  proved  by  identity  in  function •    .      274  a.  1 

is  identity  of  means,  not  of  theory 229  ».  1 

intention 229fi.l 

embodiment  •••••. 130,  230 

name 229  ».  1 

form 229 

is  independent  of  variations  in  matter  of  fonn 841,276 

how  determined 107 

requires  identity  offeree,  object,  and  mode  of  application    ...••..    276 

of  fbrces,  objects,  and  modes  of  application,  how  determined 107 

oonsistent  with  diversities  of  shape,  sise,  capacity,  proportions,  arrangement, 

and  materials 237 

of  parts 24^268 

nae 259-271 
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IDENTITY  —  continued. 

of  combinatioiM 277-282 

arts 284-288 

machinw 289-292 

tests  of 178  n.l 

manufactures    ....••• 29d-299 

compositions 800-804 

designs 305,806 

improvements • 307-313 

essential  to  prior  use •    •    .      318  ».  1 

how  proved 1026 

value  of  different  species  of  evidence  concerning 1026 

Claims  compared,  ii  inventions  patented 505  n.  1, 1041  n.  6 

between  patented  and  infringing  inventions 1041,  1191 

defendant's  patent  prima  fcuue  proof  that  there  is  no  identity     .    .     1198  n.  2 

expert  evidence  admissible 892  n.  1 

of  two  patented  inventions  presumed  against 896 

(See  also  Action  at  Law,  Application  por  Patkht,  Art,  Claim,  Combi- 
nation, Composition,  Design,  Diversities,  Double  Use,  Elements, 
Equivalents,  Idea,  Improvement,  Inpkinobment,  Ingredient,  Inteb- 
PERBNCBS,  Invention,  Inventive  Act,  Machine,  Manufacture,  Means, 
Novelty,  Patent,  Prior  Use,  Priority,  Rbductk^n  to  Practigb,  Bb- 
issues,  Substance  and  Form,  Unity,  Use.) 

IMPO&TER,  on  same  footing  with  inventor  under  English  law      .    .    .    .  42  n.  2,  68 

less  favored  as  to  extensions,  etc 68  n.  1 

not  an  inventor  in  the  United  States 57  n.  1,  68 

entitled  to  patent  privilege  in  the  United  States    •    .    .    .   46  n.  1,  57  ».  1,  68 

IMPROVEMENT  defined 210,  307  n.  1 

Implies  an  origmal 211 

always  related  to  and  dependent  on  original 211  n.  1 

a  distinct  invention  from  its  original 218  «•  1,  894  n.  10,  896  «.  1 

essence  of  an 218 

a  variation  in  the  idea  of  means  not  destroying  its  identity 210,  218 

a  chan  f^  »n  not  q/*  the  force,  object,  or  mode  of  application 214 

not  a  mere  change  in  reducing  to  practice 212 

how  distinguished  from  change  of  form  and  from  independent  inventions  .    .    215 

may  be  improved  upon 218 

may  be  an  original  as  to  some  subsequent  improvement 211  n.  1 

a  unit,  its  unity  how  destroyed 218 

how  created • 311 

in  simple  inventions  and  its  combinations • 217 

may  consist  in  change  of  shape  only 217  n.  1 

may  change  structure  and  not  capacity 217  «.  i 

indicated  by  cheapness 217  n.  1 

patentability  of  denied  by  Lord  Coke 69  n.  1,  210  n,  2 

involving  inventive  skill  patentable 210 

not  patentable  till  reduced  to  practice 219 

reducible  to  practice  in  many  forms,  all  covered  by  patent 220 

scope  of,  how  determined 930 

analysis  and  classification  of • 307-312 

of  two  classes 309 

identity  of,  how  determined 307-318 

tests  of  drawn  from  its  essential  nature,  its  mode  of  operation,  and 
its  effects • 216 

rule  of  equivalents  in •    •    .    .    .     257  n.  1,  268  «.  2 

patent  for  cannot  cover  patented  original 462 

Description  of.«. •••    502 

Claim  for •    534 

joinder  of.    •.••••••••• ••••    478 
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drawings  of  for  Patent  OfBot §tt 

infringement  of  patent  for • 9S0 

by  owner  of  original  .    .     180  «.  1,  8M  ».  10,  886  s.  1,  9^0 

not  available  to  its  inventor  without  consent  of  owner  of  original SO 

inventor  ol^  obtains  thereby  no  rights  in  the  original 818  a.  1 

may  be  an  infringement •••• 894 

(See  also  Apfugation  roa  Patsht,  Cx^im,  Gombimatioh,  DKacBipnoK,  Idba, 

IdBMTITY,   ImfBIMGSMKMT,    JoUTDBB,   ReDUCTIOX  to  P&ACTIGB,  RB-U8tJB8» 
StATK  of  THB  AbT,  UlllTT*) 

INADVERTENCE  deaned 658 

INDUSTRY  not  inventive  skill 78 

INFANT  may  obtain  patent '. 863  «.  8 

be  assignee  of  patent  • •••••      767  a.  1 

power  to  transfer  his  patents  governed  by  local  law 765 

most  assign  by  guardian 765  «.  7 

INFRINGEMENT 880-880 

and  novelty  not  same  questions  though  identity  in  each  determined  by  same 

tests 893,  1041 

defined 890,946 

a  wrong  against  the  use  of,  not  the  property  in,  the  invention 48 

when  breach  of  contract  is • 1235 

when  patented  invention  taken  by  eminent  domain  it  is  not 910 

few  instances  in  proportion  to  the  number  of  patents 48  a.  1 

a  mixed  question  of  law  and  fact 890  a.  1 

invention  unlawfully  used  must  be  identical  with  that  protected  by  the  patent    891 

identity  how  determined 883,  894 

measured  by  Claims  of  patent  not  by  actual  invention  •    ...    891 

theory  of  patentee  as  to  his  invention  unimportant 881 

measured  by  valid  Claims  though  other  Claims  void      •    •     891  a.  4 

no  notice  taken  of  matter  not  claimed 891 

answering  same  purpose  but  not  covered 

by  the  patent 881 «.  1 

irhen   patent  confined  to  one  form   other  forms  are  not  in- 
fringements       891  ».  3,  884  ».  5 

invention  not  to  be  used  as  pointed  out  in  the  patent  Is  not  an 

infringement 891  a.  1 

where  the  defendant's  invention,  if  prior,  would  not  anticipate,  it 

cannot  infringe 891  ».  8 

must  be  identity  in  means,  not  merely  in  purpose,  function,  or 

effect 888 

identity  exists  where  the  patented  invention  is  embraced  in  the 

faifringing  art  or  article 898,  894  a.  10 

none  where  effects,  functions,  or  means  differ 894 

material  parts  are  omitted 894  a.  8 

klentity  may  exist  in  spite  of  differeneee  in  shape,  size,  capacity, 

arrangement,  materials,  equivalents,  or  uses 884 

identity  may  exist  in  spite  of  differences  in  economy,  number,  or 

as  original  and  improvement 884 

identity  may  exist  where  the  patented  device  is  used  in  connection 

with  others 884  a.  10 

identity  may  exist  where  the  inftinging  invention  becomes  identi- 
cal by  using  it  and  was  so  intended 885 

two  patented  inventions  presumed  not  to  be  identical    .    •    •    .    886 

may  be  identical 886 

by  adopting  the  principle  of  the  patented  invention 888  n,  8 

thongh  the  infringing  invention  is,  as  a  whole,  a  new  invention   .    .    .      883  a.  3 
where  owners  of  original  and  improvement  use  them  contrary  to  their  agree- 
ments     884  a,  18 
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none  by  a  license  to  nee  improyements  on  the  patented  myention  •    •    •      891  ft.  1 

where  the  invention  la  not  fully  diacloeed  in  the  patent 891 

described  ia  Inopentive 891ii.  3;  894«.  10 

of  two  patents,  taken  as  one,  not  possible 891  n.  i 

natnre  of  act  of 897 

committed  by  any  act  which  promotes  the  unlawful  making,  use,  or  sale  of 

the  patented  invention 897,  910 

committed  by  any  direct  participation  in  the  profits  of  an  infringing 

enterprise 897,  910,  911  a.  S 

by  landlord  renting  or  tenant  hiring  when 897 

by  seveia],  some  making,  some  selling,  is  joint  and  several  .  .  .  897  n.  6 
must  aCFect  the  pecuniary  interests  of  the  owner  of  the  patent  ....  898 
making  for  experiment  or  curiosity  or  exhibition  or  without  intent  to  use 

or  sell  is  not,  unless  beneficially  used  by  infringer 898,  908 

making  for  use,  if  successful,  is 898  ».  8 

or  sale,  though  never  used,  is       903 

possessing,  exposing  for  sale,  advertising,  etc.,  Is  not 899 

use  of  part  not  distinctly  covered  by  the  patent  is  not 900 

making  or  selling  part  with  intent  that  others  shall  complete  it  is     .    .  900, 

901  a.  4,  903 
snch  parts  of  a  patented  machine  as  express  its  struc- 
tural law i 900 

disclaimed  part  is  not 900  a.  1 

for  sale  abroad  is 908 

different  article  with  intent  that  by  use  it  shall  become  the 

patented  invention  is     • •    •    •    •    •    903 

parts  to  be  united  by  the  user  is 908 

by  agents  and  workmen  though  they  are  paid  by  the  piece  Is  .    .    908 

parts  with  no  intent  to  nnite  them  is  not .    •    908 

same  article  as  embodiment  of  different  idea  is  not 903 

unlicensed  repairing  is 908 

replacing  of  parts  is.    .•••.••.• 903 

not  unless  covered  by  the  patent 903 

maker  and  seller  not  q)io  facto  liable  for  use  by  vendee      •    •    •    903 

unlawful  using  Is 904 

using  for  experiment  not  for  profit  is  not 904 

use  unlawful  in  spite  of  formal  changes  in  the  article  or  in  its  mode 

of  use,  purposes,  or  adjuncts 904 

though  new  uses  added 904 

whether  or  not  made  by  user 904 

partial  use  with  intent  that  others  shall  complete  it  is      .....    904 

use  involving  a  patented  process  is 904  n.  1 

use  by  vendee  in  a  way  forbidden  to  his  vendor  is  not     .    .    .      904  n.  1 
use  by  vendee  of  product  from  known  infringers  of  the  process  is  not 

unless  the  sale  is  colorable 904  n.  2 

use  by  vendee  of  later  enjoined  inventor  Is 904  a.  1 

use  through  agents  who  furnish  the  product  finished  Is    .    *    •    .    .    904 

use  by  lessees  in  complicity  with  lessors  is 904  «.  S 

making  and  selling  do  not  infringe  a  patent  for  the  use 903 

unlawful  sale  is 905 

sale  and  use  distinct 1000  n.  2 

any  transfer  for  value,  however  disguised,  is  a  sale 905 

sale  takes  place  in  the  territory  of  delivery 1097  a.  2 

sale,  unless  collusive  with  vendees  who  use,  does  not  infringe  a  patent 

for  the  use 905 

sale  of  article  which  can  be  used  only  to  infringe  is     ....     906  a.  2 
sale  of  one  device  with  intent  that  in  use  it  shall  become  the  patented 
device  la 905 
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unlAwful  sale,  sale  of  parts  to  be  united  with  other  puts  is    ••    ...    90S 
sale,  by  whomsoever  the  device  was  made,  is     ..••••      905  «.  1 
sale  by  agents  without  anthority  is  not  infringement  by  principal     •    905 
by  sheriff,  on  process,  of  the  materials  of  the  invention  is  not     •    905 
by  executors  of  inventions  found  in  the  assets  is  not  infringe- 
ment by  the  estate ....905 

to  one  who  has  license  to  use  is  not  when     ••••••      905  a.  1 

patentee  or  his  agent  is  not  though  it  may  be  evidence  of 

other  sales 905,  lOlS  a.  1 

of  parts  covered  by  different  patent  is  not 905 

without  intent  that  they  shall  be  united  is  not  ....    905 

motive  for  immaterial    .    • 901, 921 

though  public  benefited  by  it 901 ».  8 

acts  done  with  intent  to  infringe  may  violate  the  patent  though  in  themselves 

they  do  not 901 

intent  how  proved,  when  presumed    ••...• 1191 

must  be  clearly  proved  as  well  as  the  act  in  such  cases     .    .      905  a.  8 

though  infringer  insane 901,  9S1 

ignorant  of  the  patent 901,921 

if  the  articles  were  duly  stamped    .    .    902 

defendant  denying  stamping  must 

set  it  up  in  his  answer     .     631  «.  8 

unless  patentee  misled  the  infringer  981  n.  1 

neglected  his  legal  duty 

to  prevent  it     .      981 ».  2 

to  Qse  under  a  claim  of  ownership  is 901  a.  5 

deliberate  if  infringer  knew  of  the  patent  though  in  his  own  Judgment  acting 

rightfully  under  his  own  patent 901  a.  5 

a  single  tort  and  a  single  cause  of  action  though  embracing  many  acts  of 

making,  use,  and  sale 906 

acts  of  different  persons  are  distiiu^  wrongs 906  a.  2 

where  one  makes  and  another  sells,  is  joint  and  several 906  a.  2 

possible  only  while  patent  is  in  force 978 

acts  committed  before  the  patent  issues  are  uot 907 

after  complete  specification  filed  are,  under  English  law  .    907 
reproducing  device  used  before  invention  of  patented  device  is  not        900  ».  1 

use  of  device  innocently  made  before  patent  issues  is  not 907 

which  was  in  use  before  patent  is  not 007  a.  2 

acts  committed  before  the  grant  of  a  re-issue  are  not 907 

nse  of  device  which  would  not  infringe  the  original  does  not  infringe  the 

re-issue 907 ».  4 

acts  committed  after  the  patent  expires  are  not 908,  1193  a.  2 

when  may  be 908, 978, 1002 

one  of  a  group  of  patents  may  be  infringed  though  the  others  have  expired 

925  a.1 
nse  of  a  device,  after  its  patent  expires,  may  involve  the  use  of  other 

devices  still  covered  by  their  patents  and  so  infringe 908 

use  or  sale,  after  patent  expires,  of  articles  made  up  for  that  purpose,  while 

patent  was  in  force,  are 908 

possible  only  in  the  United  States 909 

use  in  England  of  articles  purchased  abroad  is 909  a.  1 

use  in  the  United  States  of  articles  lawfully  purchased  of  the  patentee 

abroad  is  not 909  a.  1 

making  or  sale  of  articles  in  the  United  States  for  use  abroad  or  on  foreign 

vessels  is 909 

acts  done  on  American  vessels  are •    .    .    .    •    909 

foreign  vessels  in  American  ports  are  not  .......    909 

who  may  commit  acts  of ••...••••.  910-921 
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United  States  cannot  commit 1268 

claims  for  against  the  United  States  most  be  urged  in  the  Court  of 

Claims 910m.  6 

officers  and  employees  of  the  United  States 910 

where  the  government  obtains  the  entire  benefit  of  the  infringement     910 

public  corporations,  their  officers  and  agents 911 

municipal  corporations  taking  the  benefit  of  the  acts  of  its  departments, 

over  whom  it  has  no  control,  liable  for 911  n.  2 

municipal  corporations  not  liable  for  acts  of  contractors  .....    911 
municipal  corporations  not  made  liable  by  any  agreement  to  that  effect 

between  contractor  and  patentee 911 

tuNcorporations,  acting  as  agents  of  municipal  corporations,  as  Boards 

of  Education,  etc 911 

counties  and  other  statutory  organizations  and  their  contractors  or  agents 

911 

private  corporations  their  officers  and  stockholdera 912 

by  corporations  through  acts  of  other  corporations  .    • 912 

by  corporation  does  not  create  a  *^  debt "  for  which  its  officers  may  be 

liable 912«.4 

oo^wners  and  their  licensees 797,913,979,1044 

using  an  infringing  device      • 918 

assignors,  grantors,  grantees,  etc 914 

vendee  of  grantee  selling  outside  grantee's  territory 914  n.  2 

licensees 915-917,979,1044 

licensee  acting  within  the  scope  of  his  license  cannot  infringe  .    .    .    915 

acting  under  express  license • 916 

any  departure  from  license  is 916 

violation  of  restrictions  in  license  is 812 

licensee  to  sell  may  infringe  by  selling  to  those  who  have  no  right  to 

use •    •    .  916n.2 

licensee  practising  his  own  invention 916  n.  8 

non-payment  of  royalties  not  ....    .^ 916  n.  1, 1250 

licensee  practising  the  invention  after  license  expires  .    .    .     915, 916  «i.  5 

is  rescinded     .  915,  1249  n.  4 

when  license  invalid  or  never  took  effect 916 

licensee  acting  through  agents 916 

assignee  of  express  licensee 916 

licensee's  infringement  a  breach  of  contract 916  n.  1 

licensee  under  implied  license 917 

common  carriere , 918 

transporting  in  collusion  with  infringing  sellen 905 

custom-house  agents,  acts  of  not 918  n.  1 

contractors 919 

not  justified  by  public  interest 919 

agents,  salesmen,  children,  workmen,  partners,  etc. 920 

sale  through  agents  is 905 

involuntary  act  of  workman  is  not 977 

private  individuals , •    •    •    .    921 

of  combination- patent  what  acts  are 922 

of  useless  combination  impossible 922 

use  of  different  elements,  or  fewer  elements,  or  different  (grouping  of  same 
elements,  or  of  elements  selected  from  several  combinations,  is  not  .    .    922 

substitution  of  elements  newly  discovered 256  n.  2,  922  n.  4 

adding  elements  or  usinfi:  for  new  purposes 922 

different  combination  not.  though  suggested  by  the  one  patented    .     .    .    922 

use  of  unclaimed  elements  and  sub-combinations  not 923 

use  of  any  claimed  element  is 923  n.  4 

use  of  any  element  invented  by  the  patentee 922  ft.  4 
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making  or  sale  of  one  element  with  intent  that  it  shall  be  naited  with  the 

others • • 924 

patent  for  element  infringed  by  its  use  in  combination 993 

of  patent  for  an  art,  what  acts  are.*. 925 

is  a  continuing  infringement      •••••• 925  n.  2 

use  of  less  than  all  the  steps  not     •. , 925 

use  of  apparatus  after  patent  for  it  expires 925f».l 

sale  of  mi^erials  to  be  used  in  the  art     ••••••••...  925  «,  2 

use  of  product  made  by  infringing  ait  is  not 911 11. 8 

of  patent  for  a  machine,  what  acts  are 926 

sale  of  product  is  not • 923 

of  patent  for  a  manufacture,  what  acts  are 927 

for  a  composition,  what  acts  are 92S 

for  a  design,  what  acts  are     ••... 929 

may  also  infringe  patent  for  the  manufacture 929 

for  an  improvement,  what  acts  are 980 

charge  of,  is  a  libel 886 11. 1 

remedies  for 69 

not  complete • 1186  i^l 

patentee  may  resort  to  what  means  to  discover 1218 

actions  for,  jurisdiction  of  Federal  courts  over 861 

exclusive  though  defendant  pleads  license  .    •    881 ».  1,  863 

preventive  remedy 1088 

remedy  in  assumpsit,  waiving  tort .••  983  n.  1 

executor  may  bring 406 

no  suit  against  licensee  till  license  lepudiaied  or  reecinded  in  equity    .  916  a.  3 

averment  of  infringement  in  bill  in  equity .    .    ^    .  1106 

damages  implied  from  infringement 953, 105S 

vaxy  with  acts  performed  and  plaintifTs  mode  of  enjoyment .  906  a.  2 

evidence  as  to 1041-1048 

inferential  admissible 1127  n.  2 

one  act  of  infringement  not  presumed  from  another    ....     1071  a.  1 

accidental  infringement  to  be  clearly  proved 1041 

questions  decided  by  the  judgment 861 

articles  not  ordered  to  be  destroyed 1100  a.  1 

rights  of  action  for,  assignable  with  patent  but  require  distinct  words  of  con- 
veyance  781 

transferred  by  assignment  of  expired  patent    ....     781,  790 

(See  also  Account,  Accounting,  Action  ih  Equity,  Actioh  at  Law,  Aoekct, 
Art,  Assignkb,  Assionor,  Ctty,  Combination,  Common  Cabribr,  Compo- 
sition, Contractor,  Co-owners,  Corporation,  Courts,  Damages,  Db- 
8I6N8,  DrvKRSiTiEs,  Double  Use,  Equitt  Jurisdiction,  Equivalrnts, 
Identity,  Lmprovement,  Infringer,  Injunction,  Inventioh,  Ligrnse, 
Machtne,  Making,  Manufacture,  Patent,  Possession,  Profits,  Si-an- 
DER,  Stamping,  Stockholders,  Workmen.) 

INFRINGER,  in  law  a  tortrfeaaor,  in  equity  treated  like  a  trustee  ....  1060, 1187 

not  really  a  trustee  <f«  w«  <or< 1091,1187 

when  to  be  treated  as  a  licensee 1058-1059 

defences  sufficient  though  patent  be  not  held  void 717 

services  of,  not  allowed  as  cost  of  srticles  sold 11*9 

forbidden  to  stamp  patented  articles ^^ 

repeal  of  patent  not  necessary  to 717 

(See  also  Infringement  and  titles  thereto  cited,RKPXAL»  Trubtbb.) 

INGREDIENTS,  defined IW 

when  identical • 195,  809 

Description  of 500 

Joinder  of  with  composition     •• ....•••...478 
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purpose  of  to  prevent  infringement  and  aeve  multiplicity  of  suite  .    .    .     1168  ».  2 

value  of  to  patentee    •    •    .    • 1168 

when  necessary     •••••••••••• 1088 

not  granted  at  law • 1168  n.l 

not  granted  where  other  relief  adequate    • 1168 

principlesof  not  changed  by  Act  of  1819 1171 «.  8 

will  not  issue  before  grant  of  patent 907  f».  2, 1088  n.  1 

unless  plaintiff  has  a  patent      ...••...•«..     1210  n.  2 

granted  to  protect  invention  after  patent  applied  f or  • 882  n.  1 

contra 1088  n.l 

uncopyrigbted  production      • 882  n.  1 

will  not  issue  when  defendant  can  no  longer  infringe  .    , 1088 

to  prevent  use  of  articles  used  before  patentgranted  907  n,  2, 1191  n.  8, 

1197  f».  2 

assignee  entitled  to    ...    • 762  w.  2 

wilt  not  issue  to  prevent  payment  of  profits  to  plaintiff  after  accounting     .    .  1153 
granted  to  restram  assignor  from  selling  or  using  when  specific  performance 

impossible 1228 

not  granted  to  prevent  licensor  from  suing  for  license  fees 1252 

granted  to  protect  exclusive  licensee 1255  n.  8 

granted  to  prevent  licensor  from  publicly  revoking  license  when  .    .    .  1244  n.  2,  8 

destroying  value  of  license     ....  1244  «.  2,  8 
not  granted  to  prevent  licensee  from  selling  if  question  of  royalties  alone  in- 
volved  • 1252 

Issued  against  the  party  benefited  by  a  contract  though  the  other  party  be  not 

bound '. 1244  II.S 

not  granted  to  prevent  the  patentee  from  notifying  the  public  of  his  rights 

or  that  the  complainant  has  been  enjoined  • 888  f».  9 

not  barred  by  failure  to  stamp 628  n.  3 

prayer  for  in  bill  in  equity 1107 

preliminary  or  perpetual 1169 

prailminary,  object  of     ••.•...••...• 1169 

does  not  impair  right  of  trial  by  jniy 1169  ».  1 

resU  in  discretion  of  court     .  ' 1170, 1172,  1192, 1210  n.  5 

discretion  governed  by  established  principles .  1170 

not  mere  whim  or  prejudice  .    • 1172 

granted  whenever  rights  need  protection     .    • 1170  n.  1 

not  granted  unless  protection  needed • 1171 

even  when  needed  not  granted  without  great  caution 1171  n.  i 

not  granted  when  right  doubtful  or  wrong  uncertiiin 1171 

not  granted  except  to  prevent  prospective  injury,  and  when  no  other  ade- 

qnate  remedy  exists 1171 

not  granted  to  punish  infringers  for  past  wrongs,  or  to  compel  settlements, 

or  to  prevent  contracts 1171 

granted  only  nut  if  defendant  ready  to  stop  infringing  and  patent  of 

doubtful  validity 1171  n.  4 

confined  to  its  intended  purpose 1171 

court  has  widest  liberty  in  granting  or  refusing 1172 

grant  or  refusal  not  subject  to  appeal 1172 

court  must  do  exact  justice  in  granting  or  refusing,  under  guidance  of 

equitable  principles • 1172 

not  granted  if  inequitable  or  inexpedient 1178, 1199 

various  instances  of  refusal  on  different  grounds 1199  and  notes 

granted  only  when  patent  valid,  title  in  plaintiff,  and  danger  of  infringe- 
ment by  defendant 1178 

not  granted  on  an  unproved  theory 1178  n,  1 

on  motion  for,  court  will  not  go  into  an  extended  bearing,  but  rely  on  ob- 

yions  facts , 1173,  laio 

VOL.  III.  —  64 
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on  motion  for,  court  will  examine  onljr  far  enoogfa  to  see  wliat  protection 

is  needed.    . 1173 a. S 

OTidence  on,  special  kinds  required •    .  1178 

Talidltj  provable  by  prior  judgments,  public  acquiescence,  or 

defendant's  admissions 1174 

prior  judgments  the  higliest  evidence  of  validity    .    .  117i,  1184 
if  novelty  and  infringement  clear,  but  no  judgments,  court 

may  enjoin ••.••.     1174  n.  8 

weight  of  prior  judgments,  bow  determined 1175 

varied 1175 

prior  judgments  of  highest  court  conclusive  when  parties, 

issues,  and  evidence  the  same       1175 

prior  judgments  of  lower  courts  with  different  parties,  issues, 

or  evidence,  of  little  weight 1175 

prior  judgments  between  same  parties,  effect  of     ....  1176 

who  are  same  parties 1176 

judgments  are  evidence  against  persons  intimately  con- 
nected in  the  litigation  with  the  parties    .    .    .     1176  n,  3 
judgments  evidence  against  parties,  privies,  abettors  of 

prior  suit,  co-grantees,  assignees,  etc 1176 

injunctions  granted  on  such  judgments  .    .    •    •     1176  n.  8 
prior  judgments  between  different  parties,  effect  of     .    .    .  1179 

of  little  weight 1175ii.l 

prior  judgments  not  conclusive  unless  covering  the  same 

issues  on  the  same  Claims  of  the  same  patent   .    .  1177 

judgments  on  same  issues,  effect  of 1177 

when  issues  are  the  same 1177 

judgments  sustaining  the  patent  against  all  defences, 

effect  of 1177 

prior  judgments  not  conclusive  unless  rendered  on  the  same 

or  equivalent  evidence 1178 

judgments  on  questions  of  inventive  skill,  legality,  and 

scope  of  the  patent,  etc.,  always  the  same    ....  1179 
judgments  on  questions  of  priority',  novelty,  utility,  aban- 
donment, sufficiency  of  Description,  good  faith  of  in- 
ventor, and   infringement,  vary  with  the   evidence 

presented 1179 

judgments  may  be  met  with  new  opposing  evidence 

when  .    .    .' 1178 

prior  judgments  of  Supreme  Court,  effect  of 1180 

Grcuit  Courts,  effect  of 1181 

on  verdicts,  hearings,  motions  for  in- 
junctions, by  consent,  by  collusion, 

effect  of 1183 

efftet  of  former  judgments  lessened 
by  pending  writ  of  error,  bill  of 
exceptions,  or  appeal  .  .  •  •  1183 
answer  denying  that  former  judg^ 
ment  was  rendered  without  full 
consideration  Is  not  scandalous  1181 «.  4 

prior  judgments  in  the  Patent  Office,  effect  of 1183 

injunction  issued  on  an  interference  judgment      .    .    .    618 
injunction  issued  against  defeated  party  in  interftrence  if 
he  stands  on  his  own  patent  •••••..     1198  a.  3 

special  act  of  extension  conclusive 1188  n.  0 

public  acquiescence  in  the  patent,  effect  of    •    •    •    .  1174, 1185 

acquiescence  defined      ...• 1IS5 

exists  when 1185 
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on  motion  for,  weight  of  public  acqoiescence  as  evidence  measured  by 

degree  and  duration •.....•.  1186 

acquiescence,  how  manifested 1187 

weight  of,  as  compared  with  judgments  .    •    •    .    .    .1188 

judgments  of  weight  only  on  points  adjudged   .    .1188 

acquiescence  of  weight  on  any  question  of  validity   1188 

admissions  of  defendant  as  evidence  of  validity      .    •  1174, 1189 

defendant  when  estopped  to  deny  validity 1189 

compromising  suits,  taking  licenses,  asserting  rights  un- 
der the  patent,  etc.,  are  such  admissions  .....  1189 

title  of  plainUff 1190 

injunction  denied  if  a  former  judgment  left  title  in  doubt,  or 
the  bill  vaguely  stated  possession,  or  the  evidence  conflicted 

1179  n.  a 

intended  infringement  by  defendant 1191 

previously  decided  points  as  to  infringement  regarded  as 

settled 1191  A.  2 

injunction  g^nted  though  no  wrong  yet  committed    .     1191  n.  6 

irreparable  injuiy  must  be  threatened  to  the  plaintiff 1193 

none  where  patent  about  to  expire  •• 1193 

remedy  at  law  adequate     .    •    • •    .  1193 

license  fee  tendered 1193  fi.  8 

granted  where  defendant  insolvent,  though  damages  a  compensation 

1193  «.  2 
though  past  infringement  released    •••••..     1196  ».  1 

plaintiff  must  have  been  diligent  in  asserting  his  rights 1194 

none  granted  where  laches  in  plaintiff,  or  he  has  acquiesced  unreason- 
ably in  the  infringement      •.••••••••••..  1194 

plaintiff  must  have  kept  faith  with  the  public 1195 

none  where  plaintiff  never  used  nor  permitted  the  use  of  the  invention 

31 ».  1,  1195  n.  5,  1201  f».  4 

none  where  it  would  work  injustice 1195  n.  3 

plaintiff  must  have  kept  faith  with  the  defendant 1195 

none  where  plaintiff  has  misled  the  defendant,  or  violated  his  own 

contract  with  him 1195, 1208 

Done  where  defendant  has  entered  into  contracts  understanding  that  a 

license  fee  was  to  be  paid    •    • 1195 

must  be  sought  for  proper  purposes    • 1196 

none  where  to  be  used  as  coercion  in  other  matters 1196 

of  other  parties 1196 

may  be  granted  against  maker  in  one  court  and  user  in  another    1182  n.  4 

where  defendant  in  good  faith,  when  denied 1197 

denied  where  defendant  has  in  good  faith  invested  lai^  sums,  and 

plaintiff  can  be  otherwise  protected 1197 

denied  if  defendant  in  good  faith  claims  a  perfect  defence   ....  1197 

granted  though  defendant  liad  no  evil  intent 1197 

refused  where  defendant  acts  under  different  patent    «...•.  1198 

granted  notwithstanding  defendant's  patent  when 1198  n.  3 

though  defendant  owns  or  is  applying  for  other  patents     1198  n.  1 
refused  pending  contest  in  Patent  Office    .••••••.     1198  n.  3 

denied  where  equity  doubtful  on  the  evidence 1199 

denied  where  validity  uncertain,  judgments  conflicting,  patent  open 
to  various  meanings,  difficult  questions  raised,  patent  recent,  or  re- 
issue apparently  too  broad ••••..•..  1199 

denied,  and  bond  and  account  ordered  if  judgments  conflict     •     1199  n.  3 
denied  if  title  in  litigation  in  local  courts  •••».•••     1109  n.  4 

granted  or  refused  on  re-iflftues  when    •    .    •    • 1109  n.  6 

though  Claims  of  re-issue  expanded     ••••••     1199  n.  6 
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denied  where  patent  h«  expired  and  legal  defenoe  exists    •    •     1199  «.  4 
granted  to  prevent  sale  of  patented  articlee  after  patent  expires  when 

1193 1I.S 

oonseqnenoes  to  parties  eonsideied     •«..• 1900 

business  interests  of  both  parties  kept  in  view   •.•••...  1200 
oonseqnenoes  to  defendant  disregarded  if  plaintiff  clearly  entitled  to 

injunction , .      ...     1200  a.  3, 1201 

granted  more  easily  against  seller  than  maker  •    •    .   1200  a.  1, 1201  a.  3 

refused  against  mere  user  when 1200  «.  1 

not  refused  in  order  to  allow  defendant  to  eomplete  a  contract     1201 «.  3 
refused  against  contractor  on  public  works  when    .•«...  910  a.  2 
where  public  requires  it  and  plaintiff  otherwise  protected  1200  a.  4 
If  consequences  more  disastrous  to  defendant  or  the  public  tlian 

useful  to  plaintiff 1200 

gimnted  though  it  may  injure  third  parties 1201  a.  2 

plaintiff  infringes  other  patents 1201, 1208 

others  join  with  defendant  in  infringing      •    •    .    •  1201 

defendant  thereby  will  break  contracts 1201 

owns  Uie  infringing  articles    •    •    .    •    •  1201 
refused  if  on  the  same  proof  it  would  be  denied  on  final  hearing      •    1201  a.  4 

if  another  is  in  force 1200  a.  2 

bond  and  account  in  lieu  of  ••••...•• 1202 

substituted  for,  when 1202  a.  1 

not  in  lieu  of  in  clear  cases 1179  a.  2 

ordered  when  defendant  has  large  interests  at  stake  and  Is  In  good 

faith 1202 

patent  is  about  to  expire    •••••••...  1202 

defendant  is  a  mere  vendee 1202 

plaintiff  never  uses  the  invention    • •  1202  I 

grants  licenses 1202  { 

guilty  of  Uu:hes 1202  f 

priority  is  doubtful  and  honestly  contested  •    .     1202  a.  2  J 

law  of  the  case  uncertain  .    •    • 1202 «.  2  { 

injunction  would  affect  rights  under  other  patents      .  1202 

pending  writ  of  error  in  Supreme  Court  •    •    •     1202  a.  2 

may  Issue  against  public  corporations     ••••••••••..  1203 

city 1203 

private  corporations— their  officen  and  stockholden  912, 

1203 

former  partners  of  plaintiff 1309 

Infringing  co-ownen  •••••• 1204 

assignees,  if  infringen    •    •    •    •    • 1204 

grantees,  if  infringen     •••••..•...  1204 

licensees  exceeding  license 1204 

agents  of  infringen 1204 

salesmen 1204 

not  issned  against  a  licensee  who  ignorantly  exceeds  his  license  and  stops 

on  notice 1204 

licensee  of  co-owner    .•••• 1204 

partner  of  licensee ••••••..  1204 

remote  contributore  to  the  wrong 1201 

not  issued  if  no  further  infringement  is  possible 1205  a.  1 

issued  if  defendant  can  repeat  the  Infringement  though  he  has  now 

ceased 120S 

not  granted  against  representatives  of  deceased  infringer  unless  they  also 

infringe • 1206 

motion  for,  form  of ••••••• 1206 

in  aid  of  suit  at  law   •••••••••t ••  120C 
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motion  for,  in  aid  of  suit  in  equity     •••••••••••••  1906 

ftvermenta  and  prayer  of  motion • 1206 

in  Federal  ooorts,  not  granted  witliont  notice  to  defendant     •    •    .    .    .  1207 
preceded  by  restraining  order  when      ..••••••.•.  1207 

notioe  of  motion  to  defendant  ..|. •••  1207 

appearance  of  defendant     ..••••••••.•.••  1207 

answer  of  defendant,  effect  of 1207 

eridence  admissible  on  motion  for 1200 

how  prodnced • 1209 

matters  considered  by  the  court  on  mo^n  for .    •    •    • 1208 

hearing  on  motion  for,  procedure  • • 1209 

eoB  parte  hearing 1210 

contested  hearing •• 1210 

court  may  send  issue  to  Jury  or  master 1210  n.  5 

gnmted  in  spite  of  non-joinder  of  parties     ..•.•••••    1210  a.  5 
whether  profits  or  damages  recoverable     ...•••••..  1211 

though  some  Claims  not  infringed 1211 

plaintiff  misled  the  defendant  unless  it  amounts  to  fraud  or 

estoppel 1206 

excessive  Claims  not  sued  on  are  not  disclaimed  .    •    •      651  a.  2 
if  defects  are  cured  by  discUimer  and  the  right  is  clear    .    .    •    1210  a.  1 

when  defence  of  prior  use  fails •    •    .    1210  a.  8 

denied  if  patent  defective  on  its  face 1210  a.  2 

may  be  issued  unconditionally  or  on  terms •    •    •    .  1211 

ibrm  and  seope  of    •    • 1211 

may  be  fitted  to  each  case • 1211 

may  issue  alone  or  with  other  orders  for  relief      • 1211 

may  confine  the  prohibition  to  future  additions 1211  n.  2 

how  limited  when  granted  after  patent  expires 1211 

when  ordered  by  consent  no  other  question  decided •    .    •  1211 

bond  of  indemnity  when  required  of  plaintiff 1211 

duration  of  effect 1212 

effect  outside  local  jurisdiction  of  court 1212 

modifications  of  by  court  ....•• •••  1212 

suspension  of • ••••••  1212 

revival  of  when  patent  re-issued ••••••..  1212 

dissolution  of 1213 

application  for,  evidence  on ••••.  1218 

reasons  for • ••••••  1218 

contempt  of,  unless  obeyed  till  rescinded     •    •    •    •    • 1214 

construction  of  for  court,  not  psrties •    •    •    .    •  1214 

defendant  may  ask  the  court  for  explanations  of  its  scope    •    •    .    •  1214 

not  excused  by  good  faith ••••  1214 

advice  of  counsel 1214 

good  faith  may  affect  penalty • 1214 

what  acts  are     .••.••••••• 1215 

whoM  acU  are 1215, 1216 

assignees  of  defendant 1204 

principal  through  agents •  1215, 1216 

injunction  against  making •    .    •    •    .  1215 

using •    •    .  1215 

selling 1215 

by  doing  or  conspiring  to  do  the  forbidden  act    .    1215  a.  1 
not  by  acts  of  assignee  of  defendant  pending  suit  before 

injunction  unless  he  was  made  a  party   .    .    .    1216  a.  8 
by  public  boards  disobejring  injunction  against  dty     .1216 

by  servants  when  master  enjoined 1216 

by  ofiScers  when  corporation  enjoined 1216 
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contempt  of,  attachment  for,  motion  lor,  form  of  application  •    •    •    •    .  1217 

liearing  on 1217 

evidence  on.    •••••.    ..••«.....  1217 

isauea  open  on •••••••••  1217 

defendant  cannot  attack  patent  when    •    • 1217 

if  new  questions  aa  to  validity  or  infringement,  new  pleading 

and  evidence  necessary 1217 

procedure  on     •    •    .    • • 1217 

evidence  on       • 1218  a.  1 

knowledge  of  injunction  equivalent  to  notice    •    1218  a.  1 

how  defendant  may  discover ••••••  1218 

violation  procured  by  plaintiff  not  contempt  •••••.  1218 

order  for  when  granted 1218 

against  whom     • 1218  a.  I 

only  in  clear  cases 1218 

penalty  for • 1219 

bow  ascertained  and  applied  by  court 1219 

subsequent  control  of  court  over 1219 

no  appeal  from  unless  questions  of  law  involved  ....     1219  a. 9 

effect  of  reversal  on 1219  a.9 

perpetual,  when  granted ••• 1220 

after  patent  expires •«.• 1220 

extension       •• ••• 1220 

scope  of 1220 

in  favor  of  assignee ••......  1220 

right  to  not  dependent  on  right  to  damages  or  profits    • 1220 

duration  of • 1221 

suspension  of,  grounds  for    .•••• 1221 

not  superseded  by  appeal •••  1221 

when  issued  by  consent,  no  other  question  decided 1222 

effect  of 1222 

proceedings  on  when  consent  disputed 1222 

not  dissolved  bv  conditional  license 1222 

» 

dismissed  if  collusive •••• 1222 

contempt  of 1223 

attachment  for 1223 

dissolution  of 1223 

object  of 1169 

(See  also  Action  in  Equity,  Bond  and  Account,  Contkbctt,  Couktb,  Disso- 
lution, Equity  Jubibdiction,  Estoppel,  Infbingemxnt,  Judgments, 
Jurisdiction,  Laches,  Restraining  Order.) 

INJURIES  to  patented  articles  are  simple  torts  remediable  at  law  ....      884  a.  1 

INOPERATIVENESS  defined 660 

INSANE  PERSON,  infringement  by 921 

INSOLVENT,  patents  of  how  reached  by  creditors 766 

INSPECTION  of  defendant's  invention  ordered  in  equity     .    .     1041  s.  7 ;  1127  a.  9 

INSTRUMENT  defined 157 

INTELLIGIBILITY  of  Description  defined 492 

INTENT  to  infringe  may  qualify  acts  otherwise  innocent 901,924 

INTEREST  in  the  patent,  interest  in  proceeds  of  suit  is  not 937  a.  9 

on  damages  and  profits  when  allowable     •    . •    •  1066, 1152 

when  allowed  on  license  fees 1059  a.  1 

capital  in  estimating  profits 1139 

INTERFERENCES 586-616 

general  sketch  of 54 

the  only  contested  cases  in  the  Patent  Ofilce      •    •    •    • •    588 
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purpose  of • 586, 587 

history  of ••• 587 

deal  with  applications  rather  than  applicants 587  n.  1 

patentee  has  no  advantage  over  applicant  unless  he  can  show  priority   .      588  n.  4 

priority  the  sole  question  in 587  n.  1 

title  not  in  question  in    ..•••.    • 587  m.  1 

when  declared 426 

decision  of  Commissioner  as  to  necessity  for  is  final 591  n.  1 

instituted  only  between  pending  applications  or  between  them  and  unexpired 

patents 588 

instituted  in  nine  cases  .....•••• ••••.    591 

*'  unexpired  patent  **  defined 590  ft.  4 

instituted.whenever  the  Claims  of  a  pending  application  conflict  with  those  of 

another  application  or  an  unexpired  patent 588  a.  4 

not  instituted  with  unexpired  patent  until  the  applicant  has  been  twice  rejected 

thereon 588  n.  4 

instituted  only  between  conflicting  applications  or  an  application  and  a  con- 
flicting patent 589 

instituted  though  applicant  has  foreign  patents  older  than  rival  patent  .    .  588  n.  4 
not  instituted  between  expired  or  Conflicting  patents  or  abandoned  or  forfeited 

applications •• 588 

what  applications  are  said  to  conflict 589 

primary  examiner  must  decide  whether  applications  conflict     •    .  592  n.  1,  594  f».  1 
instituted  when  applications  are  identical,  or  equivalent,  or  one  embraces  the 

other 589 

instituted  without  reference  to  the  names  of  the  conflicting  inventions    •    .    .    589 
not  instituted  with  improper  divisional  applications    ••••••..  589  n.  6 

where  record  proves  priority    .•.•••••••.  590  n.  1 

when  priority  presumed    .    .    •    .    • 590,  691 

instituted  nunc  pro  tune  where  one  of  the  applicants  improperly  obtains  a 

patent 'SOO  «.  4,  591  n.  1 

instituted  only  when  later  applicant  claims  priority  under  oath 590 

instituted  between  one  application  and  two  or  more  patents 591  n.  1 

sole  inventor  and  his  own  joint  patent 591  n.  1 

may  cover  what  applications  and  patents • 594  n.  7 

proceedings  in 592-616 

completion  of  specifications  required  when  conflict  discovered     «...    592 
notice  to  rival  claimants  of  the  existence  of  conflicting  Claims    ....    592 

duties  of  claimants  on  receipt  of  notice 592 

adverse  parties  may  inspect  files  and  conflicting  specifleations    .    •    .  592  n,  1 

conflicting  applications  first  examined  on  their  merits 593 

questions  of  patentability  settled  when 610  n.  1 

no  interference  declared  unless  applicant  found  to  be  a  trae  inventor      593 
jurisdiction  as  to  patentability  or  public  use  not  vested  in  examiner  of 

interferences 606  ».  1 

declaration  of  interference 594 

no  formal  pleadings  in 594  n,  1 

issues,  definition  of 594 

.  scope  of,  notice  of  to  applicants 594 

jurisdiction  of  examiner  of  interferences  over,  is  oonclosiw  t    •    •  594  n.  8 

preliminary  statement,  filing  of 595 

requisites  of 695 

disclaimer  is  not 595  n.  4 

need  not  fix  exact  date  of  invention •    •   •  605  n.  8 

when  conclusive  as  to  dates •••••..    595 

extension  of  time  for  filing 595 

not  returned  to  applicant  after  filing 595 

amendment  of 595,  597 
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pralimiiuiry  sUtamcnt,  defects  in  when  traired    •••..•••.    80T 

neceeuurj 6M«.l 

effect  of  failure  to  file 696 

Judgment  rendered  in  fUlnre  to  file •    5S6 

what  dates  presumed  for  inventive  act  on  failure  to  file 596 

when  conclusive    ••••••••••....••      607,  600 

examination  of  and  action  on  ••••••••• 698 

priority  how  determined  hj •    •    •    508 

tridenoe  in  how  taken  and  when 80B,  601 

general  rules  of  applied •..•«...    600 

rules  of  are  those  in  force  in  the  courts  of  the  District  of  Columbia  601 ».  1 

special  rules  of... •••••••••    601 

power  of  Commissioner  to  make  rules  of   •• ...OOl 

must  conform  to  preliminary  statement     • •    •    •    600 

what  admissible • 600 

burden  of  proof •••• ....OOO 

must  affirmatively  establish  priority    ••..•••••••    600 

of  priority  need  not  remove  every  reasonable  doubt 600 

weight  of  between  applicant  and  patentee  must  be  such  as  would  defeat 
the  patent  in  the  courts   •.•••...••••..  600  a.  8 

preliminary  statement  as.****. ••    600 

caveats  and  other  records  as    .............    .    601 

husband  and  wife  not  competent  witnesses  for  or  against  each  other  In  601  ».l 

as  to  date  of  forei(pi  invention 600 

examiner  of  interferences  decides  all  questions  of    •    ....    .  600  a.  1 

technical  objections  to  disregarded 601 

objections  to  how  cured  .    • • 601  a.  4 

motions  to  suppress 601  a.  4 

arguments  of  contestants 60S 

DO  hearing  after  argument     .*•.••• 603 

must  result  in  judgment  or  dissolution    ••••*. 608 

judgment  of  priority,  who  entitled  to 608 

does  not  affect  a  defeated  patentee 608 

rendered  on  evidence,  or  ooneession,  or  written  abandonment  •    •    .    608 

requisites  of  concession 608 

effect  of  concession .•.••••.•    614 

where  neither  party  proves  priority     •*• ...608 

rendered  though  patent  already  wrongfully  issued  to  one  contestant .    608 

conclusive  unless  appealed  from  •• 604 

appeal  from •...•604 

to  whom  taken,  on  what  issues .604 

procedure  on. ••...••    604 

no  appeal  from  Commissioner's  judgment  on  appeal 604 

Secretar}' cannot  revise  Commissioner's  decision.    •    •    .    .  604  a.  8 

not  final  except  in  Patent  Office 604a.4 

bill  in  equity,  will  lie  after  appeal  decided 604 

does  not  stay  other  proceedings 604a.4 

dissolution  of 606,  606».8 

grounds  for 605,  608ft.  2 

appeal  from      ...••.»•••.* 606 

suspension  of *...•• 606 

addition  of  new  parties  pending 606,619 

motions,  practice,  stay  of  proceedings 607 

amendment  of  application  by  disclaiming  the  contested  matter  ....    606 
contestant  may  withdraw  from  the  contest  and  take  a  patent  for  his 

undisputed  matter 606, 609 

contestant  may  withdraw  undisputed  matter  by  amendment  and  con- 
test  the  rest* • 609 
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nmanded  to  ezAminer  if  non-patentability  disooTerad  by  other  officers    •    610 

effect  of  discovery  of  non-patentability      .    •    • 610 

hearing  re-opened  as  to  novelty,  how  and  when 610  n.  2 

new  trials,  grounds  and  rules  of 611,  615 

any  number  allowable 612 

second  not  declared  after  judgment  in  same  issues 611 

when  distinct  from  each  other 612 

consolidation  of     •..••••..••.•••• 612 

estoppel  in •    • 614 

Judgment  in,  effect  of 64  a  1,  611-613, 1183  a.  8 

not  binding  on  courts 363  n.  2, 618 

except  as  to  priority 613  a.  3, 1183  a.  3 

as  to  patentability 084 

defeated  applicant  may  deny  patentability 084 

is  evidence  as  to  priority 1024 

does  not  entitle  the  victor  to  a  patent 613  a.  2 

no  bar  to  an  interference  with  other  parties 612 

affects  only  the  appUcants 688 

parties  to ••••••••..    616 

assignees  may  institute • 616 

(See  also  Appkals,  Appucatiost  fob  Patbitt,  Claim,  ComcisaioiiBB,  Con- 

OBVBR,  CONCEFTIOH,  DaTB,  DESCRIPTION,  DnJOKMCB,  DiSCLAIMBR,  ExAM- 

niEBs,  ExAMiHATioH,  FoBEioN  Invbntors,  Idba,  Idbhtitt,  Imjumotion, 

InVEMTIOII,   iNVEKTiyB    ACT,    IXTEMTOR,    JoiHT    IhvBMTION,    JuDOMXHTS, 

Patent,  Patent  Office,  Priority,  Race  of  DnJOBNCB,  Reduction  to 
Practice,  Repeal,  Rival  Inventors.) 

INTERFERING  PATENTS, defined 723a.3 

INTERPRETATION  of  letters-patent  (see  Constbuction) 410,  731-751 

•*IN  THE  MANNER  .  .  .  MENTIONED,'' meamng  of  in  Clahn   .    .    .    .  517  a.  2 

INVALIDITY,  defined 660 

INVENT,  right  to  necessary  and  universal  under  natural  Uw   •    • 28 

restricted  by  patent  privilege 28 

INVENTION,  relation  to  monopoly 763-756 

fundamental  theory  of 108 

its  essential  attributes  fixed  and  unchangeable 74 

Patent  Law  must  conform  to  nature  of 74 

true  nature  of  difficult  to  apprehend 73 

but  lately  understood • 75 

defined,  ito  essential  attributes 50,  68, 160 

not  every  new  thing  is 78  n.  1 

mnst  be  the  product  of  inventive  skill   ....•• 68,  78, 100 

essential  attributes  indicated  by  nature  of  inventive  act 76 

patentable  may  or  may  not  be  a  vendible  substance 160 

may  be  an  art  or  an  instrument 133, 157 

must  produce  physical  effects •    • 166 

not  a  principle,  a  function,  or  an  effect 133,  146 

instances  of  what  is  and  what  is  not 78  n.  2 

three  groups  of, — a  force  applied,  a  mode  of  application,  a  specific  treatment 

of  a  specific  object 101,  262 

essence  of.  ascertained  by  relegating  it  to  its  proper  group 106 

whether  an  art  or  an  insitrument,  is  a  means  not  an  end 00  a.  2 

narrows  as  the  field  of  means  narrows 88a.2 

nature  of  indicated  by  the  want  it  satisfies 88  a.  2 

substance  of  includes  whatever  is  needed  to  perform  its  ftanction 235 

form  of  includes  whatever  is  not  needed  to  perform  its  function 235 

does  not  cover  ideas  not  perceived  by  inventor 70a.l 

none  made  unless  inventor  comprehends  it  and  can  reproduce  it 70 
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abstract  and  ooncrote  diatingnuhed ,    •    •    .    .  87.».  8 

unity  of 92  a.  1,151 

basis  of  the  doctrine  of 92  m.  1 

principal  and  subordinate  are  distinct  units     .    • 1G2 

maj,  as  a  concrete  art  or  instrument,  express  different  ideas  of  means 

81i».  3;  360i».2;  m 
include  joint  and  several  inventions  .    .    401 

conception  of S7G-^8S 

perceiving  a  want  and  experimenting  to  relieve  it  is  not .    .      877  a.  3 

idea  that  something  could  be  done  is  not •      377  a.  2 

not  complete  till  reduced  to  practice 126 

reduced  to  practice  only  when  actually  practised      .    .    '. 127 

though  capable  of  improvement 129 

inseparable,  when 471  n.  1 

and  subordinate  of  employee  belong  to  employer  when  ....    394 
simultaneous,  probable  frequency  of......,..,,..29«.2 

identity  of  two  or  more • 589 

equivalence,  specific  difference,  generic  difference 589 

dependent  on  identity  of  force,  object  and  mode  of  application   .    .      107,  276 
forces,  objects,  and  modes  of  application  when  identical  .....    107 
all  inventions  ara  either  identical,  or  diverse,  or  related  as  original  and 

improvement • 273 

exists  when ••..    299 

a  question  of  fact • 272 

exists  in  law  when  it  does  in  fiu^t 272  m.  1 

a  question  of  grave  difficulty     .•••• ••••    314 

is  in  idea  or  substance,  not  in  form 299 

is  identity  of  effect,  function,  and  means 236 

exists  when  same  means  produces  same  effect 236  a.  1 

absent  if  one  could  not  be  substituted  for  the  other 286  a.  1 

if  principle  and  result  differ     •    • •    .       286  ».  1 

if  not  identical  in  function 274 

exists  when  same  functions  performed  in  same  way  ......      286  a.  1 

absent  when  same  functions  performed  in  different  way    ....      236  a.  1 

consistent  with  diversity  of  form .    275 

of  shape,  size,  capacity,  proportions,  arrange- 
ment, and  materials 237 

of  use 259  a.  1 

of  embodiment 237  a.  1 

exists  if  apparent  when  examined  from  inventor's  point  of  view     •    .    .    230 

of  patented  inventions  determined  by  the  Claims 505  a.  1 

not  involved  in  the  question  of  double  use 260 

secret,  is  the  property  of  the  inventor 24 

however  used,  belongs  to  inventor   ••..•••••••••     81,  259  a.  1 

right  to,  dates  from  its  discovery 769  a.  1 

unpatented,  property  in  protected  by  law  ....•••• 847 

wrongs  and  remedies  (see  Vtstatestwd  IiTTKMTioira)      ....      867-'888 

public  interest  promoted  by  encouraging • 36 

rights  of  public  under  natural  law 25 

immediate  disclosure,  important  to  public 38 

promoted  by  patent  privilege    • 89 

by  patentee  necessary 42 

publication  under  American  law 42  a.  5 

the  chief  merit  under  English  law 42 

after  patent,  property  in  protected  by  law 848 

property  in,  consists  of  the  exclusive  right  to  use 43  a.  2 

nature  and  scope  of 406  a.  3 

monopoly  created  by  letters-patent 415 
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not  iMtentablei  however  valnable,  nnleu  covered  bj  the  law 66 

unless  new  and  usefnl 221 

before  1886  unless  new  to  the  whole  world 223 

since  1836  ]>atentable  if  new  in  Uoited  States 226 

if  patented,  or  published  anjrwhere 226 

to  same  inventor  already 460 

patentable  though  dependent  on  or  collateral  to  a  previously  patented  inven- 
tion   466 

aocomplishing  a  new  result  must  be  new   .    •    • 117 

new  use  of  may  be • 81 ».  3;  259  ».  1 

re-organization  of  old  one  may  be..*. 84i».  1 

utility  of 338-844 

absent  when  immoral  or  very  dangerous 340 

impracticable 459  ».  1 

it  will  not  answer  its  purpose 80  n.  2 

not  patentable  if  abaodoued  to  public 25  n.  2,  71,  345 

once  abandoned  can  never  be  recalled 345  n,  1 

not  abandoned  while  application  lies  unfiled  in  the  hands  of  attorney  unknown 

to  inventor 551  n.  3 

certain  classes  only  patentable 59,  67,  69 

classes  of  under  acts  of  1790  and  1793 69  n.  2 

patentable  classes 158 

classification  of  in  Patent  Office 53,  469  ».  2,  555 

what  may  be  covered  by  a  patent  (see  Appuoatiox  fob  a  Patbrt). 

to  be  treated  as  an  art  if  possible 172 

when  simple  or  consisting  of  parts,  radical  differences  in  patents  f or  •    .    .    .    464 

disclosure  of,  in  patent  before  1836  • 60  n.  1 

best  form  of  in  patent 514 

all  forms  covered  by  patent 514 

joinder  of  in  same  patent 468-479,  522 

dependency  of  on  each  other  how  determined 471 

joint  and  sole,  patents  for,  true  rule  of 402  ».  3 

priority  shown  by  use,  publication,  or  patent     .    •    • 316 

date  of  on  question  of  priority 334  n.  1 

novelty  a  question  of  priority 315 

is  prima  fade  proved  by  priority  of  publication    ........   42  ».  6 

abandoned  and  forgotten  is  not  prior  use 323 

future,  not  assignable  but  contracted  for  with  right  to  specific  performance    .    771 

increase  in  number  under  patent  system  of  United  States 63,  64 

(See  also  ABAinx>NMBNT,  ABSTKAcnoir,  Aoobeoatiob,  Apfucatiob  of  Pbih- 
ciPLB,  Abt,  Chancb,  Creapnbss,  Claim,  Collocation,  Combination, 
Composition,  Concbiveb,  Conception,   Date,    Descbiption,  Design, 

DiaCOVEBT,    DlVEBSITIES,    DoUBLE    UsB,    EFFECT,    EMBODIMENT,     EnD^ 

Equivalents,  Fobcb,  Fobeign  Inventions,  Function,  Genbbic  Inven- 
tion, Idea,  loENTrrr,  Impbovembnt,  Inventive  Act,  Inventive  Skill, 
Inventob,  Joindrb,  Joint  Inventions,  Machine,  Manufactubb,  Mo- 
nopoly, Novelty,  Packing,  Patent,  Patentability,  Patented  Inven- 
tions, Pbinciplb,  Pbiobity,  Reduction  to  Pbacticb,  Results,  Skcbbt 
Invention,  Unpatented  Inventions,  Use,  Utility.) 

INVENTIONS,  agreement  to  assign  not  an  assignment 771, 

INYENTiyE  ACT,  nature  and  elements  of 108 

how  performed .' 959 

two  parts  of,  — mental  or  conception,  physical  or  reduction 77 

mental  part  defined 86 

employs  creative  not  imitative  faculties 78 

not  an  act  of  intellectual  creation  (Story,  J.)  •    •    •    •    •    •    •    .  78  ».  8 

eonsists  of  discovery  and  construction 96 

generates  a  new  idea •• •  78 
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geneimtet  a  new  idoa  of  niMns,  Dot  end ••••     87 

diBooTers  a  new  union  of  Uie  force,  Uie  object,  and  the  mode  of  appUca- 

tion 9$ 

does  not  generate  either  the  force,  the  object,  or  the  mode  of  application    M-M 
disooTerj  may  relate  to  either  or  all  the  ftcton,— the  force,  object,  or 

mode  of  application 106 

order  of,  end  the  primary  idea S31 

function  the  second  idea 231 

means  the  final  idea 8SS 

seven  forms  of 98 

both  conception  and  perception  necessary   ...........     79 

not  complete  till  inventor  can  communicate  his  idea  to  others     •    ...    490 
intention  to  create  not  necessary    ...••.••••...•     79 

produces  a  complete  practical  idea  ....•..•••..••     80 

is  more  than  mere  recognition  of  existing  needs 80 

full  value  of  the  idea  need  not  be  perceived •    •    .    .    •     81 

scientific  principles  of  invention  need  not  be  perceived  ..•••..     83 

may  be  instantaneous  or  prolonged 81 

accidental  or  intentional ••.....     88 

instigated  by  suggestions  of  others,  books,  etc 81 

physical  part,  or  reduction,  necessary 77  ••  S^  I2S 

continuous,  —  begins  with  conception,  ends  with  reduction 878 

shows  the  nature  of  an  invention 76 

when  performed,  tests  of llO-lSt 

how  proved ...••••••    600 

when  sole,  when  joint,  proof  of. • 1088 

general  review  of  the  evidence  of 1S4 

date  of,  as  to  prior  use 182,  821 «.  1 

may  be  shown •••••. 872 

evidence  of 182, 1024 

averment  of  in  bill  In  equity 1106 

(See  also  AeAinMincD  ExPKBiMKSTa,  Co-opbbatiko  iMTBiiTOBa,  Diuokncb, 
ExPBRiMBHTs,  Imtbrfsrbmcbs,  iKYKiiTtoK  and  tltlcs  there  cited,  Judo- 
MBNT,  Mkans,  Mods  of  Appuoatioh,  Rxuucsb,  Rival  IirvKirroBS, 
SuooEaTiova.) 

INVENTIVE  SKILL,  defined 78ii.2 

a  question  of  fact  for  the  jury 100, 1022 

is  creative  skill 68 

neither  industry,  judgment,  nor  reflection  are 78 

and  mechanical  skill  contrasted 85i».l 

and  mechanical  skill  difficult  to  distingnish 109  a.  2 

and  novelty  distinct 112  a.  1 

relation  of  to  novelty  and  utility 70 

shown  b}'  utility , 844 

degree  of,  immaterial 59  «.  1,  88  a.  2, 85 

may  exist  though  the  advance  is  slight 122  a.  1 

involved  sometimes  in  small  discoveries •..78a.2 

instances  of  its  exercise • 78a.2 

exists  though  invention  suggested  by  defects  in  other  devices  .    •    •    •    .  84  a.  1 
exercised  in  re-oigani»ng  old  inventions  based  on  wrong  prindples  •    •    .  84  a.  1 

evidence  in  proof  or  denial  of •••.••...  1022 

must  affirmatively  appear 70  a.  4 

burden  of  proof,  how  satisfied ...•••....  1022 

court  will  take  judicial  notice  of  want  of.... 1022 

presumed  from  the  patent  unless  contniy  proved  ...••••...  1022 
evidenced  by  the  invention,  not  by  the  assertions  ol  the  inventor     ....    109 

shown  by  result ..SSn-lt  118-121 

by  prior  unsuccessful  efforts  of  othen .122 
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shown  when  result  reached  by  many  steps 123  n,  1 

by  prior  attempts  of  same  inventor ••.    123 

by  oath  of  inventor  if  legal  novelty  exists 128 

not  by  increase  in  simplicityi  cheapness,  excellence,  or  convenience    2'10  ».  1 
(See  also  Ikvemtioh  and  titles  there  cited,  Invrntivb  Act  and  titles  there  cited, 
Invkktor,  Judicial  Notice,  Mkchakical.  Skill.) 

INVENTOR,  defined 57,  68 

creates  the  means,  not  merely  perceives  the  end 88 

Gonceiver  not  mere  reducer  is 876  n.  1 

entitled  to  benefit  of  doubt  on  question  of  inventive  skill 109  «.  8 

need  not  comprehend  the  scientific  principles  of  the  invention 82 

must  comprehend  scientific  principles  if  his  invention  consists  of  them  •    •   82  ii.  1 
may  avail  himself  of  the  suggestions  or  experiments  of  others      .    .    •    .   84  n.  1 

may  gather  ideas  from  books  or  prior  patents' 84  ii.  1 

presumed  to  know  all  prior  inventions  identical  with  his 112  n .  1 

matters  &miliar  in  the  art 99  ».  1, 112 

not  concluded  by  the  reasons  given  .in  the  specification  for  the  operation  of  his 

invention ..••.. 485  n.  8 

may  prove  his  inventive  act,  how     •• ^  1028 

rights  in  his  undisclosed  invention  under  natural  law  ..«.••...     24 

necessity  of  encouraging  in  some  mode 86 

stimulated  by  patent  privilege .      87 

patent  privilege  a  proper  reward  for     .    • ,    .      85 

entitled  to  reward  from  public 84 

right  to  patent  under  later  English  law •         ...      14 

right  of  is  the  right  to  exclusive  practice  of  the  invention 61  n.  8 

alone  entitled  to  patent 57,  67,  362,  863 

obligations  of  public  to,  under  contract  theory  of  patent  privilege     ....      48 

entitled  to  patent  as  soon  as  invention  complete •    .    .    •    •    408 

first  and  original,  alone  entitled  to  patent 58 

entitled  to  patent  thoii^h  one  already*  issued  to  his  rival •      586  n.  I 

flzBt  inventor,  defined • 68 

was  earliest  applicant,  under  Englbh  law    ••• 87  L 

is  earliest  conceiver,  under  American  law    •    .    .    •    • 872 

as  against  all  the  world  before  1836 58 

in  the  United  States  since  1836 58 

first  applicant  regarded  as,  till  contrary  shown     •••••••      600  ».  8 

cannot  concede  priority  to  others  •    .    •    • •    •    868 

original  inventor,  defined 58 

rightful  inventor  is  the  earliest  reducer  if  also  the  earlier  or  a  contemporaneous 

conceiver •    •    .    .    .      374, 375 

may  employ  others  to  reduce  to  practice • ••    131 

entitled  to  inseparable  ancillary  inventions  of  employees 894 

not  entitled  to  separable  ancillary  inventions  of  employees  .......    395 

right  to  complete  protection  upon  proper  disclosure  of  his  invention  to  the 

public 43 

right  to  a  perfect  patent 653 

entitled  to  all  the  benefits  of  his  invention 81  a.  2,  3 

remedies  Uberally  applied  when  his  rights  are  violated    .    • •    846 

obligations  of,  under  contract  theory  of  patent  privilege •      42 

bound  to  good  faith  and  reasonable  diligence  in  disclosing  his  invention    •    •    644 
must  disclose  to  the  public  the  best  form  of  his  invention    •    .     •    «    .    .    •    514 

cannot  have  invented  what  he  cannot  describe   .    •    • 490  n,  8,  665 

duty  to  put  his  invention  into  practical  use    ...••• 43  a.  2 

not  entitled  to  injunction  unless  he  uses  his  invention 81  n.  1 

must  apply  for  patent,  if  living • 449 

may  prosecute  his  own  application  before  the  Patent  Office 425 

not  prejudiced  by  delays  and  errors  in  the  Patent  Office       •    •    •    .    •      451  n.  4 
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need  not  claim  all  his  inventions •••*.•    508 

may  assume  that  persons  who  examine  his  patent  will  be  skilled  in  the  ait  488  a.  2 

may  assign  his  right  to  obtain  a  patent 288  n.  1 

assignee  of,  may  obtain  a  patent , 368 

may  dispose  of  his  right  to  obtain  a  patent  by  his  will 403 

deceased,  patent  grantable  to  representatives  of 867 

rights  and  duties  of  executors  of 408-107 

sole  may  have  an  interference  with  a  joint  patent  in  which  he  is  one  of  the 

/  patentees 591  a.  1 

INVENTORS,  producing  same  invention,  three  classes  of 366 

rival,  co-operating,  and  joint,  defined  ••••.••.••••..    366 

respective  rights  of .    .    • 366 

simultaneous,  rights  of  destroyed  by  monopoly  of  patentee 89 

rival,  effect  of  delay  in  applying  for  a  patent  on     .    • 346  «.  1,  390 

domestic  and  foreign,  priority  between 38S 

co-operatuig  (see  Co-opkratuo  iNvufTORs) 392-395 

joint  (see  Joikt  Ihvsktors) 396-102 

(See  also  Ihykhtioh,  iKVEHnvs  Act,  Ikventive  Skill,  and  titles  cited 

under  them.) 

ISSUES,  when  the  same IIH 


JOINDER,  of  causes  of  Action  in  equity 1106 

of  Inventions,  in  same  patent 468-479,  522 

theoretically  incorrect  but  permitted 468 

application  of  doctrine  difficult • 479 

no  inflexible  rule  of 469  a.  2 

rules  of  courts  and  Patent  Office  differ 469 

rules  in  the  courts 470 

Patent  Office 471 

rules  refer  only  to  complete  inventions .>    .    .    .      471 «.  2 

what  inventions  are  capable  of 669  a.  1 

not  when  invented  by  different  persons 470  a.  1 

not  when  of  different  classes  unless  inseparable 469  a.  2 

not  when  independent  m  nature  and  use 470 

when  capable  of  common  use 470 

if  mutually  dependent 471 

generic  and  specific 471  a.  4 

combinations,  sub-combinations,  elements,  etc.    .••«.•••.    472 

aggregations  cannot  be  joined   ••••.. 472  a.  2 

arts,  apparatus,  product ••• 473 

machines,  processes,  products 474 

manufactures,  processes,  apparatus • 475 

compositions,  ingredients,  process,  apparatus 476 

designs • 477 

improvements 478 

Patent  Office  to  determine  when  allowable  .    .    .    '.    .  469  a.  2,  471  a.  1, 479 

doubt  resolved  in  favor  of  applicant    .    • •    •    .    •      469  a.  2 

misjoinder  curable  by  disclaimer • 642  a.  I 

in  re-issues • 669 

(See  also  Application  for  Patent,  Claim,  Dbscriftion,  Dibclaimxb, 
Inyemtion,  Lbtters-Patbkt,  Patent,  RE-isau£a) 

JOINT  INFRINGERS,  living  in  different  districts,  local  jurisdiction  over  ...    986 

JOINT  INVENTION,  forms  of 897-499 

by  community  of  mental  effort ••..      897,  398 

by  community  of  experiment ..*..••      397,  399 

date  of  conception  of ....400 
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may  be  united  with  several  invention  in  the  same  art  or  device    •    •    .    .    .    401 

requires  joint  patent,  sole  patent  void •    .    402,  1032 

sole  patent  for,  not  curable  by  re-issue 660 

evidence  as  to •    .    .    .    .  1032 

JOINT  INVENTORS 396-402 

defined 866,  396 

one  cannot  abandon  the  invention  to  the  public 847  n.  1,  402  n.  3 

(See  also  Joust  Imybhtion.) 

JOINT  OWNERS  OF  LETTERS-PATENT  (see  CcM>wir]EB8)     ....      795-799 
JOINT  PATENTEES,  are  not  partners 402  n.  2 

estopped  to  claim  that  the  invention  was  sole .  1021 

may  file  sole  application  and  have  an  interference  with  the  joint  patent       691  ii.  1 
(See  also  Action  at  Law,  Assigmmkmt,  Co-owners,  Estoppel,  Infkinok- 

MENT,  Monopoly,  Partners,  Patent,  Patented  Inventions,  Patentee, 

Rb-issites,  Title.) 

JOINTLY,  meaning  of 751  n.  5 

JUDGMENT  not  inventive  skill 78 

JUDGMENTS,  when  conclusive 1175 

between  same  parties  on  same  issues,  effect  of 1177, 1184 

not  res  adjudicata  unless  it  appears  that  parties  and  issues  were  the  same    1177  n.  3 

between  same  parties,  effect  of 1176 

binding  on  whom 1048  n.  1 

conclusive  on  actual  as  well  as  nominal  parties    •    .    • 1176 

between  parties,   privies,  contributors  to  expense  of  suit,  subsequent 

owners,  co-grantees,  etc 1176  ».  2 

of  priority  binding  only  on  parties  and  privies 1179  n.  2 

against  principal  not  binding  personally  on  agent     .    .    .  1176  ».  3,  1216  ».  3 
binding  on  defendant  who  assigns  pending  suit  unless  he  withdraws  from 

the  record 1215  n.  1 

against  senior  patentee  does  not  affect  junior  unless  inventions  identical 

1177  «.  3 

against  vendor  no  protection  to  vendee 983  n.  1 

between  different  parties,  effect  of 1179, 1184 

when  interpreting  the  patent 1017 

on  questions  of  inventive  skill,  legality  of  patent,  scope  of  Claims,  etc., 

always  the  same  whoever  be  the  parties 1179 

on  questions  of  priority,  novelty,  utility,  abandonment,  sufficiency  of  De- 
scription, infringement,  and  good  faith  of  inventor,  when  open  to  con- 
tradiction     1179 

in  assumpsit  against  licensee  a  bar  to  suit  for  infringement     .    .    .    1250  n.  1 

in  test  case  may  bind  the  parties  in  all  the  other  cases 1176 

on  same  issues  only  are  precedents I177 

conclusive  only  on  the  issues  decided 1177 

judgment  for  and  payment  of  nominal  damages  for  one  act  no  bar  to  suit 

for  another 983  a.  1 

judgment  on  the  original,  effect  of  on  re-issue 1179  n,  1 

judgment  sustaining  one  patent  or  Claim  may  support  another  when   1177  m.  4 
judgment  leaves  all  questions  open  when  what  it  does  decide  is  nncertain 

1177  n.  3 
judgment  sustaining  several  patents  is  of  less  weight  than  if  but  one  were 

in  issue 1177 ».  4 

on  same  evidence,  alone  concluRive 1178 

if  on  same  issues,  are  followed 1178 

judgment  as  to  infringement  not  conclusive  in  other  cases     .    .    .     1179  11.  2 

concurrence  of  adds  to  weight  in  other  cases  . 1181 

conflicting,  effect  of 1184 

in  patent  cases,  effect  of •    •    • 983 
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against  the  patent,  effect  of ••••  1181 

sustaining  patents  do  not  ratif jr  their  defects 1174  a.  1 

effect  of  as  estoppel •.•••.••..•.  1017 

as  to  validi^  not  oonclosive  unless  direct  and  affirmative  •    •    •    •    1177  «.  1 
prima  fade  evidence  on  all  points  decided  ...••••..    1179  a.  1 

as  evidence  of  validity 1174-1184, 1188 

when  of  little  weight  as  evidence  •••• 1175 

weight  of  affected  by  changes  in  the  law 1177  a.  3 

interlocutory,  effect  of 983 

in  motions  for  injunctions,  effect  of  on  subsequent  cases    ...•••  1183 
by  consent,  effect  of  on  subsequent  cases  ..••.....•••.  1189 

without  collusion  are  of  great  weight 1177  a.  2 

collusive,  effect  of  on  subsequent  cases ••....  1189 

proforwMf  effect  of  on  subsequent  cases 1182  a.  9 

on  hearings,  effect  of  on  subsequent  casea      .«••••...•..  1182 

on  verdict,  effect  of  on  subsequent  cases 1189 

when  bill  of  exceptions  filed 1189 

not  binding  in  court  of  equity 1182  a.  5 

of  Supreme  Court,  effect  of  on  subsequent  cases 1180 

of  Circuit  Courts,  effect  of  on  subsequent  cases 1181 

not  reviewed  in  co-ordinate  courts 1181  a.  3 

of  State  courU  in  patent  cases,  effect  of 1017  a.  9,  1184  a.  9 

not  ret  adjudieata  on  questions  of  title 983  a.  9 

of  Probate  courts,  effect  of 1184  a.  9 

in  the  Patent  Office,  effect  of  on  subsequent  cases 1183 

not  conclusive 1017  a.  9 

not  effective  till  put  in  proper  official  form 679  a.  3 

in  interferences,  effect  of • 611-613 

not  binding  on  courts 368  a.  9 

does  not  estop  defeated  party  to  deny  patentability 984  a.  7 

at  law  enforceable  an3rwhere 1097 

in  equity'  enforceable  only  within  local  jurisdiction  of  court 1097 

(See  also  Action  in  Equity,  Action  at  Law,  Cibocit  Coubts,  Collusive  Sctt, 

COMMISSIONBB,  CoURTS,  DbGRBB,  EsTOPPBL,  INJUNCTION,  InTBRKERXNCKS, 

Jurisdiction,  Patent  OrncE,  Probate  Court,  Re-usues,  State  Courts, 
Supreme  Court,  Yebdict. 
JUDICIAL  COMITY,  how  far  operative  on  different  questions      ....  1179, 1181 

JUDICIAL  NOTICE,  courts  take  when 1009 

of  want  of  inventive  skill 1029 

that  invention  not  legally  patentable    .    .    .    .  969  a.  3,  968,  102&,  1033, 1115  a.  9 

by  Patent  Office,  of  matters  of  public  notoriety •    •    •  558  a.  9 

JUDICIAL  SALES  of  letters-patent 706,  808-805 

difficulty  of  subjecting  letters-patent  to 803 

made  by  court  or  agent  thereof  invalid 804 

owner  must  assign  in  some  form 804 

effected  by  compelling  owner  to  assign  or  appointing  a  truhtee  for  that  purpose    805 
(See  also  Assignment,  Bankruptct.  Creditor's  Bill,  Ivsoltent,  Patented 
Invention,  Pbobatb  Court,  Receiver.) 

JURISDICTION,  rules  of,  not  changed  by  Patent  Law 934  a.  1 

over  actions  for  infringement • 99 

at  law  or  in  equity,  in  what  courts 933,  934 

in  common  law  courts  by  Stat.  Jac.  1  . 931 

of  Federal  and  State  courts  in  patent  cases 62  a.  9,  853-866 

objection  to  on  ground  of  subject  matter  not  removed  by  waiver,  laches,  or 

consent      .•... 863, 866 

over  plaintiff,  obtained  how 934 

none  till  all  plaintiffs  are  in  oonrt •••••    1003  a.  3 
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oTer  defendants,  obtained  how ••••••    984 

local,  not  confern;d  by  existence  or  attachment  of  property 934  ».  4 

over  domestic  and  foreign  corporations    •    .    .    • •      936, 936 

where  circuit  embraces  several  districts  • 936 

oyer  joint  infringers 936 

in  suits  for  mfringement  under  act  of  1887 934  n.  8 

want  of,  how  pleaded 956  n,  1 

objection  to  must  be  taken  before  pleadings  doee  and  tha  eyidenoe  is  published 

866  ».  4 
(See  also  Action  in  EQurrr,  AonoN  at  Law,  Ck>MMU8ioxiERS,  Courts,  Equttt, 
Equity  Jurisdictiiom,  Federal  Courts,  Intrufbrriicss,  Judgments, 
Mandamus,  Patent  Office.  Probate  Court,  Re-issues,  Repeal,  Rescis- 
sion, Slander,  State  Courts,  Supreme  Court.) 

JURT,  judgment  of  in  patent  cases  not  as  reliable  as  that  of  a  judge  .    .    .    1189  n.  1 

trial  by  in  equity 1134-1126 

questions  of  fact  for r    .      988  ».  1,  IU76 

inventive  skill 1023 

legal  patentability >    .  1025 

prior  use      .................    1026  ».  3 

equivalence 246  ».  1 

prior  patent 1027  ».  3 

abandonment 347  ».  1,  350 

identity  of  two  patents,  when 1014  ».  4, 1019 

what  patent  applies  to 738  n.  1 

fraudulent  speci6cation  .••••... 1034 

excessive  Claim 1036 

utility  in  cases  between  assignor  and  assignee 1339  a.  7 

cannot  g^ve  actual  damages  when  only  nominal  are  proper 1068 

(See  also  Action  in  Equitt,  Action  at  Law,  Charge,  Judgments,  Terdict.) 

KNOWLEDGE,  matter  of  public,  not  patentable 113  n.  1 

KNOWLEDGE  AND  USE,  defined 236 

KNOWLEDGE,  alone  does  not  show  priority 816  n.  1 

or  use  to  defeat  novelty  must  be  complete  and  practical  ........    227 

without  use  may  defeat  novelty 226 

KNOWN  OR  USED,  means  accessible  to  the  public 236 


LACHES,  a  defence  favored  in  equity 1114 

of  plaintiff  may  forfeit  right  of  action  in  equity 1114, 1194 

to  recover  for  past  infringements 1114 

of  plaintiff  may  furnish  reason  for  denying  injunction     ........  1194 

no  absolute  bar  to  an  injunction 1114  ».  3 

in  equity  what  is,  and  is  not 1114 

delay  in  suing  is,  when • 1194 

unavoidable  delay  is  not 1114 

delay  after  one  suit  is  brought,  or  pending  suit,  is  not    981, 1114  n.  4, 1194  n.  7 

involuntar}*  acts  or  omissions  are  not 1194 

of  assignor  binds  assignee 1194 

(See  also  Abahdonment,  Acquiescence,  Action  in  Equity,  Action  at  Law, 
Appucation  for  Patent,  Attorn ets,  Conckiter,  Date,  Drlat,  Diu- 

GENCE,DlSCLAIMER,  ESTOPPEL,  INJUNCTION,  InvENTIVB  ACT,  LICENSE,   RE- 
ISSUES, Rival  Inventors,  Unreasonable  Delay.) 

LAW  AND  EQUITT  JURISDICTION,  not  concurrent 1084 

LAW,  Commissioner's  judgment  on  question  of,  is  never  final 617  ii.  3 

LEGAL  OWNER,  cannot  soe  equitable  owner  for  infringeaent 987  «.  3 

TOL.  III.  —  66 
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LEGAL  REPRESEKTATTVE,  k  the  executor  or  administrator 404  s.  8 

LESSOR  OF  INFRINGER,  not  enjoined 1204 

LETTERS-PATENT,  defined T     1 «.  1 

grant  of,  a  matter  of  right  not  favor  nnder  later  English  law 14 

object  of,  twofold • • 496 

to  create  and  define  the  patent  privilege 415 

iesne  of,  governed  by  statutes  and  Patent  Office  rules 422 

grantable  by  special  act  of  Congress 429 

Patent  Ofiice  created  to  secure  correct  and  lawful 416 

to^whom  iKSued     •>•••••••••••• 619 

subject-matter  of 45tM79 

application  for  (see  Appligatiok  vor  Patkht). 

protest  against  issue  of  .    • • 618 

grant  of 422-632 

when  complete  .•••••••.•••••.••«....    620 

take  effect,  as  a  grant,  when   .    • • 621 

form  of 60, 620 

before  1836 60  ».  1 

contents,  signatures,  etc 620 

illegal,  if  statutory  prerequisites  not  fulfilled 428 

need  not  recite  that  prerequisites  fulfilled 451  n,  6, 620  ».  1 

grant  of,  a  judgment  that  all  prerequisites  are  fulfilled      ...     51 ».  8, 617 

not  invalidated  by  omission  of  application  oath 458 

must  accurately  disclose  and  define  the  invention 415 

term  of  under  early  English  law 18 

date  of 621 

not  antedated • 621 

relates  back  to  date  of  application .    •    • 621  ii.  2 

patent-privilege  created  at  date  of  issue  of  .    .    • 428 

delivery  of 621 

Kow  and  to  whom  delivered 585 

no  delivery  necessary  to  validly 627  ».  1 

feoording  of .    • 627 

open  to  public  after  record 627 

are  public  records,  and  knowledge  of  them  by  all  is  presumed 

112  A.  1,62711.2 

copies  of,  as  evidence ••••••....627 

amendment  of • 633-715 

avoided  for  slightest  causes  under  earlier  English  law  *.    •    .    •    .    14  «•  3,  4 

not  amendable  under  early  English  law 16 

amendment  under  later  English  law,  Stat.  5  &  6  W.  lY. 16 

leads  to  abuses     • •      16 

amendable  by  Patent  Office  in  the  United  States 417 

defects  in,  classes  of,  modes  of  amendment 686 

clerical  errors  In. 637-680 

defined 637 

errors  of  substance  not      •    .    •    • 638 

how  corrected 637 

corrections  relate  to  what  date 639 

not  to  affect  Intervening  rights •    689 

right  to  correct  lost  by  delay 639 

language  as  construed  by  the  courts  binds  the  patentee  however  It 

departs  firom  his  invention ....•••    833 

frequent  divergence  from  actual  invention  possible 633 

divergence  from  actual  invention  formerly  incurable •    633 

now  curable 634 

covering  more  than  actual  invention  formerly  held  fraudulent      .    •    633 
power  to  amend  to  correspond  to  the  invention  is  not  the  power  to 
^amend  the  invention  or  change  the  patentee •    •    635 
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cannot  change  scope  of  monopoly    , .      685  n.  1 

by  disclaimer • ,.       640-652 

byre-issne 653-715 

constmction  of 731-751 

interpreted  by  oonrts 419 

strictly  construed  under  early  English  law 16 

repeal  of 716-730 

by  courts  not  Patent  Office .    418 

transfer  of 480,  752-834 

assignment  of 762-794 

extension  of 421,  835-845 

under  later  English  law 18 

avoided  on  proof  of  prior  use  under  early  English  law 17 

validated  in  spite  of  prior  use  under  later  English  law 17 

number  and  increase  of  in  United  States  since  1836 68 

(See  also  Action  in  Equity,  Actioit  at  Law,  Alien,  Amendment,  Appuga- 
TiON  FOR  Patent,  Assignment,  Constbuction,  Contract,  Co-owners, 
Copies,  Creditor's  Biu.,  Date,  Defects,  Description,  Disclaimer, 
Drawings,  English  Patent,  Errors  Clerical,  Executors,  Extension, 
Foreign  Patent,  Identity,  Inpringemk.nt,  Iaterferences,  Joinder, 
Judicial  Sale,  License,  Model,  Monopoly,  Patent,  Patent  Office, 
Patented  Inventions,  Patentee,  Prior  Patent,  Record,  Re-issues, 
Repeal,  Signatures,  Slander,  Term,  Ttflb,  Transfer.) 

LIBEL  against  a  patented  invention  (see  Slander) 886-889 

LICENSE 806-834 

what  is ' 806-809 

anything  less  than  assignment  or  grant  is 806 

distinguished  from  assignment  and  grant 763,  791,  792,  806, 1224  n.  1 

may  operate  throughout  entire  United  States 763 

transfers  invention  not  monopoly 807 

may  cover  the  three  rights  to  make,  use,  or  sell 763 

does  not  affect  the  monopoly  except  by  estoppel 763,  806 

merely  waives  the  monopoly  as  against  the  licensee 806  ».  2 

any  transfer  which  does  not  carry  the  monopoly  is 806 

character  indicated  in  words  of  grants  or  by  reservations,  or  covenants,  or 

implied  from  the  tenor  of  the  license  . 808 

any  transfer  of  less  than  the  entire  interest  in  the  patented  invention  or  an 

undivided  part  of  it  is ,    .    808 

transfer  not  conferring  exclusive  right  to  practise  the  invention  is  ....  763 
transfer  of  exclusive  right  to  make,  use,  and  sell,  is  an  assignment  ....  814 
transfer  of  exclusive  right  to  make  or  jue  or  sell,  or  any  two  of  these,  is  a 

license 763,  808 

transfer  of  exclusive  right  to  use  is  a  license 792  «.  2 

transfer  of  non-exclusive  right  to  make  and  use  and  sell  is  a  mere  license  .  .  763 
transfer  of  exclusive  right  to  make  and  use  and  sell  in  a  particular  form  or  for 

a  particular  purpose  is  a  license 808 

transfer  of  exclusive  right  to  make  and  sell  may  cany  the  right  to  use  and 

then  is  an  assignment 808 

transfer  with  covenanU  impl3nng  rights  in  the  alienor  is  a  license     ....    808 

leaving  any  exclusive  right  in  transferor  is  a  license 763 

reserving  to  the  grantor  a  right  to  make  or  sell  is  a  license  ....  808 
reserving  right  to  use  w  an  assignment  with  license  back  to  assignor  808 
binding  alienor  to  protect  alienee  from  infringements  is  a  license  .    .    808 

agreement  not  to  sue  may  be i    .    .      808  n.  2 

compromise  of  suit  may  be 809 

of  rival  patentees  for  self-defence  is  a  mutual    .    .    .    .   806  n.  2,  809 
admission  by  defendant  that  he  has  infringed  and  by  plaintiff  that  the 
defendant  has  satisfied  him  for  it,  is  not 809  fi.  4 
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contract  to  sell  or  license  in  the  f  ature  may  be  « 768^  809 

insufficient  assiicnment  or  grant  may  be         809 

contract  of  workman  to  give  emplo^-er  the  benefit  of  his  inventions  ia    •      806 1».  2 

rests  on  common  law 935  «.  4 

governed  by  State  law 806 

Federal  courts  may  decide  whether  a  license  exists       .....      806  ».  8 

subject  to  the  general  incidents  of  contracts .    806 

contracts  arising  from  protected  by  law S49,  851 

a  personal  contract  and  usual  remedy  is  at  law 1S44 

equity  will  not  interpret  nor  prevent  results  of  mistakes  in     •    •    .    liM4  a.  8 

bj  whom  granted 815 

granted  by  sole  owner,  co-owner,  or  grantee    • 815 

invalid,  unless  licensor  an  owner  of  the  patent     ...» 915 

/   if  licensor  had  assigned  all  his  interest 815  ».  5 

carries  no  rights  exceeding  those  of  licensor 815 

by  one  co-owner,  valid  against  the  others   .    •    •    .    • 815 

cannot  be  exclusive 819 

may  be  granted  by  promisee  under  parol  contract  to  assign   .    .    .      768  a.  8 
by  parties  admitted  by  the  patentee  to  be  licensors  is  a  defence  for  acts 
performed  before  notice  to  the  contrary  is  given    ......      981  a.  6 

rule  of  cafftat  emptor  applies  to 815 

subject  to  all  prior  conveyances 815 

does  not  diminish  licensor's  power  to  assign 765 

how  affected  by  licensor's  subsequent  assignment 782 

not  avoided,  if  irrevocable,  by  any  subsequent  transfer  of  licensor  ...    817 

exclusive,  form  and  effect  of 814,  1946  a.  2 

non-exclusive,  form  and  effect  of 814 

exclusive,  invaded  by  licensor  how 1246 

upon  condition,  effect  of  breach 915 

may  be  express  or  implied 809 

express,  may  be  written  or  oral,  and  m  any  form .    .■   .    809 

to  sell  as  agent  may  be  oral 808  n.  2 

written,  merges  all  prior  parol  agreements  and  oral  evidenea  is  inad- 
missible to  vary  it  ...... 818 

fai  possession  of  defendant  presumed  antbentio 1044 

in  hands  of  licensee  throws  burden  of  proof  eo  one  who 

alleges  it  was  an  escrow 809  a.  4 

may  be  granted  before  the  issue  of  patent 806  a.  2 

under  expired  patent  not  fraudulent 806  a.  8 

may  transfer  either  the  right  to  make,  or  to  use,  or  to  sell 810 

under  one  patent  or  Claim  no  protection  against  another    ....      916  a.  2 

to  make,  effect  of 811 

article  covered  by  several  patents  avails  as  to  all 811 

does  not  carry  the  right  to  use  or  sell  unless  necessary  to  the 

enjoyment  of  the  license 811 

under  foreign  patent  does  not  authorize  the  sale  in  the  United 

States 811a.  3 

by  optional  contract  to  purchase  does  not  permit  the  making  of 

infringing  articles W6  a.  7 

to  nse,  scope  of,  depends  on  nature  of  invention 812 

covers  only  the  invention  specified 812 

unless  restricted  in  terms,  gives  right  to  use  to  any  extent  and 

an3rwhere,  during  the  term 812 

express  restrictions  binding  on  licensee 812 

examples  of  restrictions  in 812  ».  1-8 

violation  of  express  restriotions  is  infringement 812 

on  certain  conditions  warrants  the  nse  onlv  under  such  conditions 

812  a.  5 
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ezpressy  to  uie  to  a  certain  extent,  or  in  certain  wajB,  or  for  certain  pnrpoees, 

forbids  all  other  ums 812 

an  art,  carries  the  right  to  do  anything  the  patent  prescribes    .    .    812 
a  certain  number,  carries  the  right  to  keep  the  number  complete  .    812 

once  only,  makes  other  uses  infringements 812  n.  6 

in  a  certain  shop,  place,  or  business,  prohibits  use  elsewhere    .    .    812 
at  a  certain  shop,  if  the  license  be  personal,  does  not  permit  use 

elsewhere 812  ».  8 

in  one  place,  not  forfeited  by  wrongful  use  in  another     .    .      812  ».  3 
at  specified  place,  not  extended  to  other  places  by  demand  of 
royalties  for  such  unlicensed  use  by  licensor's  agent     .      812  n.  3 

at  certain  place,  not  transferable 812  ».  3 

an  instrument,  gives  no  right  to  make  and  sell  unless  the  use 

necessitates  it .....••••..    812 

carries  right  to  repair  while  identity  remains 812 

and  sell,  exclusive  of  all  others,  carries  right  to  make     •    •      812  ».  6 
and  make,  exclusive  of  others,  carries  right  to  sell      .    .    .      812  ».  6 
though  not  transferable  does  not  forbid  executor  of  licensee  to  sell 
articles  on  hand  at  his  death     ..•••••••.      916  n.  7 

to  sell  usually  coupled  with  license  to  make     •.    ••    • 813 

may  be  restricted  as  to  time,  place,  or  quantity •    813 

for  certain  uses  only,  is  valid 813 

and  make,  may  be  restricted  as  to  one  right  and  not  the  other  •    .    813 

the  product  and  use  the  art,  effect  of 813 

of  a  machine  anywhere  is  conferred  by  a  license  to 

use  it 813  A.1 

and  make,  carries  the  right  to  use      ...••....      813  ».  8 
and  use,  carries  the  right  to  make  if  necessary  to  the  enjoyment  of 

the  license •    •    .    .    •    818 

if  exclusive,  will  be  protected  against  third  parties  by  injunction 

1266  n.  8 

expires  with  original  term  of  patent 816 

license  to  use,  or  make  and  use,  patented  articles,  not  specified  in  article 

or  number,  expires  with*  patent 816 

license  to  use,  or  make  and  use  a  specific  article  anthorizes  the  use  till 

the  article  is  used  up,  though  patent  extended     •    • 816 

may  run  during  extension •    •    .    1261 ».  1 

but  not  unless  so  expressed 816 

license  to  use  an  art  continues  under  extension  when 816 

license  under  original  patent  waived  by  taking  new  one  under  exten- 
sion   816 

license  under  extension  admits  that  a  former  license  did  not  cover  the 

extension 816  n.  2 

license  to  nse  to  certain  person  ceases  at  his  death  ....  812  n.  6,  816 
license  to  certain  person  authorizes  his  executor  to  sell  the  articles 

among  his  assets 816  n.  11 

record  not  required 785,  817 

net  constructive  notice    ..•••••... 817 

•cope  of ,  measured  by  that  of  patent  .    ••... 818 

construction  of    . •••.•..••.    818 

by  the  Claim  to  which  it  is  limited •      818  ii.  4 

by  itself,  not  by  the  moral  conditions  outside  it 818  a.  1 

by  conduct  of  the  parties  under  it 818 

several,  constituting  one  contract,  construed  together 818 

granted  before  patent,  construed  by  the  patent  as  g^ranted   ....    818 

reciprocal  rights  and  duties  of  parties  under 819 

licensee  entitled  to  the  licensed  privileges  and  to  protection  tberoin 
from  others,  if  he  fulfils  his  oontnMst  •••. •    819 


870  INDEX. 

Bflflbrauw  An  to  i 
LICENSE  »  etmHnued. 

licenaor  breaks  the  oontimct  by  enjoining  licensee 819  «•  S 

by  licensing  others  gratuitously  or  per- 
mitting infringements  819 

licensor  cannot  contract  with  other  parties  against  the  interests  of  Ills 

licensees •    • 819  n.  8 

licensee  claiming  a  redaction  of  royalties  to  compare  with  later  licen- 
sees must  assume  their  burdens •    •    •    .    .      819 ».  9 

licensor  not  enjoined  from  suing  for  license  fees  because  he  charges 

mora  than  he  agreed^  the  remedy  being  at  law  .  .  •  .  •  819  ».  i 
exclusive  license  does  not  warrant  against  infringements  .  .  819  a.  S 
licensor  fulfils  his  agreement  to  prosecute  infringers  if  he  stops  them 

in  any  way 819  a.  i,  1246  m.  S 

licensor  not  bound  to  protect  licensee  against  those  who  claim  under 

adverse  patents 819  ».  i,  1946 

licensor  not  estopped  to  deny  validity  of  the  patent  when  sued  by 
licensee  for  not  prosecuting  infringers  or  for  licensing  others     819  a.  % 

1S46 
licensor's  covenant  to  sue  infringers  does  not  prevent  licensee  from 

suing  in  his  name   .*• ....•      938  a.  4 

license  at  option  of  licensee  does  not  protect  him  unless  he  exercises 
his  option       ......•.....•..••      916  a.  S 

surrender  by  one  co-licensee  does  not  bind  othen    ••••...    819 

Tiolation  of  by  licensee,  is  infringement •    •    .   822  a.  4, 916 

license  binds  licensee  though  he  did  not  read  it      •    •    •    .    •      819  a.  I 
licensee  must  fulfil  his  contract  or  he  is  liable  for  the  breach  and  as  an 

infringer 819 

violating  the  license  may  be  sued  on  the  contract  or  for  in- 
fringement    • •..••      819  a.  4 

examples  of  violation  by  licensee 819  a.  1 

estoppel  of  licensee  •••••. • 820 

licensee  estopped  to  deny  validity  of  patent  by  express  covenants     .    820 

covenant  not  to  deny  validity  enforceable 820  a.  4 

cannot  estop  himself  to  deny  that  he  infringes    819  a.  1»  916  a.  1, 979 

a.  8,  984,  ;250  a.  3 
estopped  to  deny  validity  while  he  enjoys  the  benefit    ....    820 
vendee  of  licensee  may  deny  validity    .••••....      820  a.  1 
assignor  taking  license  from  his  assignee  Is  estopped  to  deny  validity 

820  a.  1 
licensee  stamping  articles  with  the  patent  mark  cannot  deny  that  the 

patent  is  valid  as  to  them 820 

licensee  not  estopped  after  licensor  repudiates 820  a.  2 

no  estoppel  under  expired  license 820 

offer  to  take  license  works  no  estoppel 820 

r(>yalties,  the  consideration  for  the  license   .    •    * 821 

licensee  liable  for  till  evicted  •••• 821 

failure  to  pay  is  not  infringement  though  equity  may  rescind  the 

license 821 

demand  for  to  be  made  by  licensor  •    .    .    • 821 

defendant  claiming  license  ordered  to  pay  overdue  fees    .    .    •      821  a.  4 

oral  conditional  release  no  defence  to  suit  for  fees 821  a.  4 

consideration  for,  failure  of,  effects  of 1224  a.  1 

if  patent  invalid  an  exclusive  license  with  agreement  to  assign  Is 
without  consideration  .•.•••/..•••■••      814  a.  1 

revocable  for  cause  if  not  irrevocable 819 

unconditional  for  term  of  patent  is  irrevocable 819 

if  paid  for  by  gross  sum  in  advance  is  irrevocable 821 

forfeiture  by  breach  of  condition    • • 822 

but  not  unless  so  stipulated   ••••• 822 
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optional  with  licensor  when     • •••      819  n,  6 

for  abandonment  of  license  or  direct  hoatiUty  to  Uoenaor 822 

abandonment  of  exclusive  license  by  licensee  aathorizes  licensor  to 

license  others 1246  n,  1 

not  forfeited  for  infringement  outside  the  license 822 

not  forfeited  by  mere  non-payment  of  fees     •    .    .  822,  979  n.  8, 1249  n,  8 
licensee  failing  to  pay  royalties  still  owns  the  license  as  against 

subsequent  alienees 822  ».  5 

not  forfeited  at  will  of  licensor,  but  must  be  rescinded  in  equity    .    .    822 

xeecission  at  suit  of  licensor  in  equity      .    •    •    • 822, 1249 

not  rescinded  by  licensor's  prohibition 1245  ».  2 

by  mere  notice  to  licensee 1249  n.  8 

by  mere  breach  without  suit 12*49 

notice  of  licensor  to  licensee  that  he  claims  forfeiture  ....  822  n.  8 
rescinded  when  licensee  wrongfully  assigns  or  neglects  to  make  and 

sell V 1249 

licensor  not  aided  when  he  has  broken  his  own  contract  •    .    .      822  ».  6 

after  rescission  both  parties  stand  on  their  original  rights     •    .      819  n,  6 

licensee  may  defend  like  any  other  infringer 

979  n.  a,  1044  n,  10, 1260  n.  3 

repudiation  by  licensee,  when 820 

notice  to  licensor  neoessaiy      • 820  n.  2 

effect  of  repudiation 820 

revokes  the  license  ipto/aciOf  not  a  mere  ground  for  revocation  .  .^  822 
license  repudiated,  rescinded,  or  abandoned  no  longer  protects  licensee'  OIo 
repudiating  licensee  cannot  set  up  license  in  his  defence  •    .  819  ».  5,  822 

cannot  claim  estoppel  against  licensor  ....    822 
purchaser  with  notice  from  repudiating  licensee  is  an  infringer       819  ii.  5 

lescission  at  suit  of  licensee  when 1245 

rescinded  for  fraudulent  representations  of  licensor  as  to  salability  of 

the  invention 819  n.  2 

transferable  only  when  such  intention  appears ^3 

generally, personal  and  not  transferable     ........      823  n.  1 

license  to  use,  or  make  and  use,  is  personal  and  not  transferable  823  n.  1 
license  cannot  be  apportioned  to  others  by  licensee  .  •  .  .  823  «.  1 
license  on  lyinual  royalties  follows  same  rule  of  transfer  as  a  lease  823  n,  6 
license  to  licensee  ''  and  his  assigns  "  not  always  transferable  .  .  .  823 
license  to  use  "in  his  own  business*'  or  "at  his  shop"  not  trans- 
ferable   823 

Ucense  to  use  to  a  certain  amount  on  payment  of  gross  sum  \b  prima 

facie  transferable 823 

license  to  use  in  a  certain  way  does  not  vest  in  licensee's  executor  ex- 
cept to  settle  his  estate •      823  n.  1 

license  to  use  is  subject  to  a  judgment  in  favor  of  licensor   •    .      828  n.  1 

unauthorized  transfer  how  ratified  by  licensor 828 

license  to  partnership  not  affected  by  change  of  members  or  by  disso- 
lution when   • 823 

license  to  persons  named  as  partners  vests  in  them  personally,  not  in 

a  receiver  of  the  firm 823  n.  5 

judgment  in  suit  by  former  partner  against  the  firm,  as  surety  for 

its  royalties,  binds  the  firm 823  n.  6 

license  to  partnership  does  not  vest  in  a  corporation  composed  of  the 

same  persons 828  ii.  5 

license  to  a  corporation  may  vest  in  a  receiver  and  interference  with 

him  be  a  CO' tempt  of  court ••••      823  fi.  5 

transferees  of  license  take  it  subject  to  all  burdens      • 823 

implied,  to  use  or  sell  when •    •    •    .    .  1044 

not  from  mere  ownership  of  the  invention   •.•••••••      824  n.  1 
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implied,  in  favor  of  yendM,  purchasing  patented  aitide  at  lawful  aale  .      834, 917 

only  when  sale  ia  lawtul  and  unconditional 834 

where  sale  made,  without  restriction,  hy  patentee,  assignee,  grantee, 
unlimited  licensee,  sheriff  levying  on  assets  of  patentee  or  of  another 

person  with  patentee's  consent 824 

when  sale  made  under  foreclosure  to  which  patentee  is  a  party       834  a.  7 
not  in  favor  of  purchaser  from  a  licensee  who  he  knows  has  forfeited 

his  license 824  a.  6 

not  where  vendor  had  no  right  to  sell 828 

covers  only  the  article  sold  or  other  articles  necessary  to  ito  use    .    .  885, 

917  ft.  4 
carries  the  right  to  use  under  other  patente  of  licensor  if  not  otherwise 

available 1191  a.  8, 1204  ».  4 

applies  where  the  parte  or  materials  of  the  article  are  the  patented 

invention 825 

does  not  apply  when  the  parts  or  materials  of  the  patented  article  are 

sold 825 

gives  vendee  the  right  to  use  the  article  at  any  time,  anjrwhere,  and 

for  any  purpose,  unless  sale  was  restricted 826 

vendees  of  grantee  may  use  anywhere 793 

unless  restricted  by  the  grant,  or  in  territory  of  prior  grantees  826  ».  2 
Tendee  of  patentee  in  a  foreign  country  may  use  anywhere  .    .      836  a.  2 

license  of  vendee  continues  till  article  used  up 824,826 

article  not  used  up  while  ite  identity  remains 824 

may  be  repaired  to  any  extent •    •    .    •    826 

cannot  be  rebuilt  or  replaced  by  new 827 

sold  as  article  of  traffic 827 

vandee^s  rigbte  under  this  license  rest  on  common  law,  not  on  Federal 

stetutes 828 

are  not  affected  by  prior  agreemente  of  vendor  of  which  he  had 

no  notice 828 

are  not  affected  by  subsequent  acte  of  vendor 838 

acU  of  Congrees 828 

In  favor  of  vendee  purchasing  patented  article  at  unlawful  sale       .    .    .    839 
arises  if  either  vendor  or  vendee  acquire  an  interest  in  the 

patented  invention 829 

if  vendor  compensates  owner  of  the  patent  for  the  sale, 
provided  he  enjoys  the  monopoly  by  licensing  or  by 
making  and  selling,  not  if  he  maintains  an  exclusive 

use 830,  917,  1065 

if  vendor  actually  pays,  or  satisfies  the  owner,  not  merely 
when  a  judgment  is  rendered  or  nominal  damsges  given 

830,834 
in  fiiTor  of  owner  of  an  article  who  had  permission  from  the  patentee  to 

use  it  before  the  patent  issued 831,  917, 1191  n,  8 

owner  of  article  who  had  permission  to  use  under  original  may  use 

under  re-issue  or  extension ••...    917 

license  not  implied  from  long  unlawful  use 824  a.  1 

unlawful  use  under  defective  patent  834, 917  a.  3 
capture  of  the  invention  by  American  ship 

824  a.  1 
sending  persons  to  buy  of  suspected  infringer 

824  a.  1 
license  implied  from  submission  of  the  invention  to  the  use  of  the 

United  States 824  a.  1 

In  favor  of  emplo^'er  to  use  inventions  of  employee  when  .    414  n.  1,  832,  917 

when  employer  is  a  corporation,  public  or  private  .    •    • 832 

when  employee  receives  an  express  license 917  n.  1 
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implied,  in  favor  of  the  employer,  gives  employer  the  right  to  practise  the  art 

during  the  life  of  the  patent,  or  use  the  article  till  it  ia  used  up     .    832 

not  transferable  by  sale  of  article  to  others 832 

in  favor  of  oorpoiation  or  copartnership  to  all  the  inventions  of  its 

members 833,  917  n.  5 

arising  by  estoppel 917,  981 

circumstances  may  work  an  estoppel 834 

patentee  estopped  by  acquiescence  in  nse  of  licensee   •    •    •    •    •    .    917 
patentee  not  estopped  by  acquiescing  in  wrongful  use      .    .    .    .    •    834 
mere  judgment  against  infringer  without  satisfaction  no  estoppel .    .    834 
scope  of,  ascertained  from  the  circumstances  which  imply  it 

809,  834,  915  ».  1,  917 

as  a  defence,  proof  of 1044 

as  evidence 1015 

a  continuing  contract,  instance  of 1249  n.  2 

taken  to  avoid  suit,  not  under  duress  or  fraud 806  n,  3 

any  one  may  contract  at  risk  of  obtaining 1255  ».  3 

to  common  carrier  to  act  for  one  customer  no  hindrance  to  a  decree  that  he 

shall  act  for  all  who  offer 806  ».  3 

defendant  allowed  to  take  when 1065  ».  1 

(See  also  Action  at  Law,  AssioicMBirr,  Considbkation,  Contract,  Co- 
owners,  Courts,  Dkpbncbs,  Employes,  Emplotbr,  Equity  Jurisdic- 
tion, Estoppel,  Grant,  Infrikgbmknt,  License-pkb,  Licbnsbb,  Licensor, 
Monet  Paid,  Plaintiff,  Purchase  Money,  Re-issues,  Rescibsion, 
Royalties,  Sales,  State  Courts,  Transfer,  Yendke,  Warranty.) 

LICENSE-FEE,  when  the  measure  of  damages 1056-1059, 1157  n.  7 

established,  evidence  of 1057 

at  date  of  infringement  is  the  measure 1059  ».  1 

not  a  measure,  when  invention  is  used  only  in  part,  or  in  a  different  way,  or 

for  a  different  period 1058 

provable  by  parol 1057 

(See  also  Action  in  Equity,  Action  at  Law,  Damages,  License  and  titles 

there  cited.  Profits.) 

LICENSEE,  rights  against  licensor 1243 

remedies  against  licensor 1243 

remedy  of  a  specific  performance  when 1244 

remedy  when  licensor  refuses  to  supply  the  article  for  sale  as  agreed  .    .  1244 

refuses  to  reduce  royalties  as  agreed 1244 

wrongfully  licenses  others 1244 

revokes  the  license  and  makes  it  pub- 
licly known 1244 

remedy  of  rescission  of  license,  when 1245 

remedy  for  escaping  obligations  of  license  by  repudiating  it 1245 

against  licensor  for  fraud  or  breach  of  contract 1245, 1246 

when  licensor  refuses  to  sue  infringers  as  agreed 1246 

violates  exclusive  license 1246 

remedy  to  recover  back  money  paid 1247 

to  recover  money  paid  by  fraud  or  mistake 1247 

for  use  of  invention,  when 1251 

for  royalties  when  patent  declared  invalid  .    •  1247 
cannot  recover  money  if  he  has  received  an  equal  benefit     ....  1247 

liabilities  of,  for  royalties  when  he  has  enjoyed  the  license 1251 

becomes  liable  for  the  fees  by  accepting  the  license 1251  n.  2 

cannot  deny  validity  of  the  patent  while  enjoying  the  license  ....  984 
bound  by  a  covenant  not  to  dispute  validity,  while  license  is  in  force  1251  n.  8 
bound  by  his  own  contract  though  patent  held  invalid  in  a  suit  between 

third  parties 1251  n.  8 

liable  for  fees  for  nse  of  the  hivention  until  license  repudiated  or  rescinded  1251 
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Ucenaee  may  show  npaduition  in  defence  to  claim  for  fees     •    .    .    1851  %,  8 
licensee  may  defend  suit  for  fees  for  use  of  Invention  by  showing  failure 

of  consideration,  want  of  title,  judgment  of  invalidity,  or  eviction   .    .  12S1 
licensee  to  use  cannot  enjoin  licensor  from  suing  for  the  fees  on  ground  of 

prior  patent 1251  a.  8 

licensee  to  nae  cannot  set  ap  snbeeqnent  patent  in  defence  to  suit  for  fees 

1851  a.  6 
licensee  to  use  taking  licenae  with  knowledge  of  advene  titles  cannot  set 

them  ap  in  defence  to  suit  for  fees 1251  a.  4 

licensee,  being  rival  patentee,  and  taking  license  to  quiet  disputes  cannot 

deny  licensor's  title 1351  a.  5 

licensee  cannot  defend  on  ground  that  other  licensees  pay  lower  rales   1251  a.  8 

licensee  liable  to  pay  fees  for  use  b^-  his  vendee 1251  a.  1 

licensee  sued  for  breach  of  contract  as  to  mode  of  nae  may  defend  on 

ground  that  patent  is  void 1250 

licensee  to  use  under  implied  license  cannot  deny  utility  ....    1251  a.  9 

cannot  set  up  that  be  has  been  sued 

as  infringer 1251  a.  10 

licensee  under  implied  license  to  use  may  show  in  defence  to  suit  for  the 
price  that  the  article  infringes  prior  patenta  and  set  off  a  lioenae-fee  paid 

under  such  patents 1251 

royalties  on  sales  to  be  paid  as  long  as  licensee  receives  the  benefit     1252  a.  5 
licensee  liable  for  royalties  though  he  has  assigned  the  license    ....  1258 

on  articles  sold  after  license  was  terminated 

lor  breach  of  condition 1252  a.  8 

licensee  not  liable  for  ro3ralties  on  sales  till  price  received 1258 

licensee  sued  for  royalties  on  sales  may  show  his  liability  to  superior  title 

1252  a.  7 

cannot  show  that  other  parties  ctami  the  patent 1252  a.  7 

that  patent  invalid  or  licensor  no  title,  unless  patent 

repealed  or  licensee  evicted 1258 

estopped  only  as  to  acts  done  while  patent  in  force    .    .    .    1258  a.  5 
licensee  sued  for  royalties  on  sales  refusing  to  show  his  accounts  is  pre-        * 

sumed  to  have  sold  as  much  as  at  last  accounting 1252  a.  4 

Iteensee  not  enjoined  from  selling  if  license  fees  alone  in  controversy  .    .  1252 

when  an  infringer 1044 

infringes  by  using  any  invention  not  identical  with  the  one  licensed    .    .    797 
acting  within  his  license  does  not  mfringe  by  breach  of  other  parts  of  the 

contract 915 

infringement  not  justified  by  licensor's  breach  of  contract .    •    .    •    1250  a.  3 

licensee  of  co-owner  cannot  use  infringing  inventions 797 

licensee  not  estopped  by  license  when  treated  as  an  infringer  for  acts  done 

under  it 984  a.  4 

licensee  sued  in  equity  for  infringement  may  avail  himself  of  any  defence 

1114  a.  2 
licensee  has  remedy  against  licensor,  who  wrongfully  enjoins  him  as  an 

infringer 1845 

assignee  of  licensee  an  infringer  when 916 

not  a  party  to  a  surrender  and  re-issue G98 

if  exclusive  may  be  protected  by  injunction  in  State  court 865  a.  2 

cannot  be  plaintiff  in  action  at  law  for  infringement 938 

may  sue  at  law  in  name  of  licensor,  when  .    •    ■ 938 

executor  of.  cannot  sue  in  name  of  licensor 938 

when  plaintiff  in  equity 1098,1099 

not  a  necessary  party  in  equity .».     1100  a.  2 

can  sue  only  in  equity  for  infringement  by  licensor 1069 

can  sue  in  equity  in  his  own  name  when 1101 

must  join  licensor  as  co-plaintiff  when 1098 
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boand  by  covenant  to  aid  in  suppressing  infringements 1260  n,  S 

when  partners,  obligations  to  each  other 1256 

joint,  each  surety  for  the  others  for  license  fees 1256 

rights  of  each  as  surety  for  the  others 1256 

(See  also  Action  vx  Equity,    Assignee,    License  and    titles   there   cited, 

Licensor.) 

LICENSOR,  contract  relations  with  licensee  goTemed  by  ordinary  law  of  con- 
tracts     1224 

specific  performance  of  his  contract  with  licensee  enforced 12-U 

rights  of  against  licensee •    •    •    .  1248 

remedies  of  against  licensee 1249-1252 

rescission  of  license  decreed  when  . 1249 

licensor  publicly  revoking  license  may  be  enjoined      •    •    .    •    1249  n.  4 

not  aided  in  equity  when  he  has  broken  his  contract  •    .    •  1249 

remedv  for  breach  of  contract 1250 

m 

breach  of  contract  may  also  be  infringement 1226 

licensee  may  be  sued  on  the  contract  or  for  infringement      1087  n.  1, 1250 
licensor  may  enjoin  licensee  as  an  infringer  or  sue  him  for  royalties 

1087  n.  1 

remedy  to  recover  license  fees  for  use  of  inventor 1251 

under  implied  contract  in  assumpsit      1251  n,  9 
licensors  right  to  license  fees  for  use  differs  from  that  to  royalties  on 

sales 1251 

licensor  cannot  recover  license  fees  for  the  use  of  an  invention  which 

infringes  prior  patents 1251  n,  10 

licensor  may  show  state  of  art  to  prove  his  own  priority  if  his  patent 

is  attacked \    •    •    1251  w.  9 

remedy  to  recover  royalties  on  sales 1252 

licensor  not  enjoined  from  suing  for  royalties 1252 

when  plaintiff  in  equity       •••• ..••.  1008 

cannot  sue  in  equity  for  royalties  ...••• 1087  n,  1 

may  claim  indemnity  against  costs  where  licensee  sues  in  his  name      .    .    938 
(See  also  License  and  Licenbeb,  and  titles  there  cited.) 

LOCAL  JURISDICTION  in  equity 1096, 1097 

LOCATION,  changes  in  not  always  patentable 242  w.  1 

LOSSES  of  defendants  not  deducted  from  profits  of  infringement  ......  1139 

LOST  ART,  defined 822,  346,  890 

abandoned  and  forgotten  invention  is  a  lost  art 328 

not  prior  use .••• 322 

how  shown .  1026 

(See  also  Abandoned  Intention,  Abandonment,  Action  at  Law,  Invention, 

Laches,  Novelty,  Pbiob  Ubb.) 

LOTTERIES,  State  laws  against  cannot  be  violated  under  color  of  patent  .    •    4Sn.i 


MACHINE,  defined 178 

essential  attributes  of     • 178 

essence  is  its  organism  under  its  principle  or  structural  law      ....      175  n.  1 
distinguished  from  other  inventions  by  its  subjection  to  a  structural  law    •    •    176 

shape,  size,  materials, etc.,  when  not  essential 178 

principle,  the  essential  characteristic  of 179  n.  1 

defined 173 

structural  law  defined •••    173 

tnodut  operandi  defined . .    173 

distinction  between  its  "  operation  "  and  its  "  mode  of  operation  "         174  n.  1 

'^modeof  operation*' not  separately  patentable 174  n.  1 

"operation"  may  be  a  separately  patentable  art  •    •    .    •     529  n.  1,  530  ».  8 
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any  oombiiuttioii  of  mecliaiuc«l  dements  is ITS  n.  1 

distinct  from  its  force  and  product   ••••• 177 

art 174 

a  unit,  its  unity  how  destroyed 179 

distinct  from  its  integral  parts 177 

not  necessar}-  that  its  parts  be  invented  by  same  inventor      .    .    •      177  a.  1 

simple  or  combination • • 179 

simple,  analysis  of 889 

combinations  in  machines  and  mannfactunes,  distinction  between  .....    185 
co-operation  of  machine  and  product  not  a  true  combination  .    .     .      176  n,  1 

not  patentable  till  reduced  to  practice 180 

not  roduced  to  practice  by  drawings,  descriptions,  or  models,  but  only  by 

an  operative  machine • 180 

actual  use  in  public,  and  mechanical  perfection  not  necessary     ....    180 

reducible  in  many  forms;  all  covered  by  patent  •    •    • 181 

identity,  teste  of 178  a.  1 

1  of  simple  machines,  how  determined 289,  290 

of  combination-machines,  how  determined 291,  292 

identical  while  organism  remains  unchanged 179  a.  1 

when  identical  in  principle  or  mode  of  operation  •  •  178  a.  1 
when  performing  same  function  in  same  way  •  •  .  178  a.  1 
though  diverse  in  shape,  aiae,  arrangement,  speed,  materials, 

economy,  etc 178  a.  1 

changes  in  when  not  essential 178 

mode  of  using  not  essential 179  ».  1 

different  if  they  differ  in  moe^ttf  operaikli 290  a.  2 

function. 290  ».  1 

result 290  a.  1 

if  one  is  operative,  the  other  not 605  a.  4 

increased  utility  indicates  change  of  structural  law 178 

introduction  of  new  element  in  combination  is  an  essential  change  .      179  a.  1 

improvements  in,  how  effected     •••• 311  a.  1 

joinder  of,  with  process  or  product  when   •    •    •    • 474 

machine  and  product  separately  patentable  •• 466 

Description  of * 498 

machine  can  be  accurately  described  by  drawings  and  model      ....    682 

Claim  for,  requisites  of • 590 

machine  must  be  claimed  as  such,  not  as  a  **  modu$  tperandi  "  ....    511 

drawings  of  for  Patent  Ofiioe,  requisites  of 513 

infringeroentof  patent  for,  what  acts  are 926 

(See  also  Apparatus,  Abt,  Claim,  Cohbhtatiox,  Dssckiption,  Drawings, 
Function,  Idkmtitt,  Improvkmekt,  IllpRI^*oEME^T,  Joiin>ER,  Manvfao- 
TURB,  MiiDite^,  Modus  Opkbandi,  Pbinciplb,  Pbocxss,  Beductiov  to 

PrACTICB,   RB-I880K8.) 

MACHINERY,  to  do  by,  what  was  done  by  hand,  not  an  invention    ...      164  a.  3 
MAKER  AND  SELLER,  when  liable  for  damages  for  use  by  vendee    ....  1064 

MAKING,  damages  for  are  nominal 1064 

MANAGING  AGENT  of  corporation,  defined 935  •.4 

MANDAMUS  to  compel  Commissioner  to  issue  patent 583 

will  lie  where  patent  is  allowed  but  Commissioner  refuses  to  issue  it      .      571  •«  1 
conclusive  only  on  the  public  as  represented  by  the  Commissioner,  not  on  other 

applicante      • 583  a.4 

bill  in  equity  to  obtain  patent  not  a  substitute  for  •    •    • 583  a.  3 

(See  also  Appucation  for  Patent,  Commissioner,  Jurisdiction,  Patent 

Office.) 

MANSELL'S  PATENT,  scope  of 68  a.  1 

MANUFACTURE,  defined 182 
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when  patentable 998  f».  1 

under  StaL  Jac.  I.,  defined 27  n.  1 

indudes  what  under  English  law      •    •    .    • 69  n.  1 

meaning  of  under  English  law , 69 

in  patent 750 

A  comprehensive  class  of  inventione 188 

may  be  wide  or  narrow  in  scope 191 

essential  attributes  of .••••• 188 

a  means  not  an  end 188 

generally  a  mere  mode  of  application 294 

distinguished  from  machine 182 

has  no  modus  operandi  or  structuTBl  law 182 

operates  in  obedience  to  exterior  intelligence    .    «^ 182 

same  article  may  be  both  maniifactore  and  design 188  n.  1 

distinct  from  its  component  parts  and  from  the  means  producing  it   ...    .    184 

novelty  of • 184 

not  new  unless  produced  by  an  inventive  act  distinct  from  that  which 

created  its  process  or  machine 184  ».  1 

not  new  because  produced  by  new  means 184 

in  a  new  way  or  more  cheaply  .....;    187 

more  effective 188 

may  be  new  though  the  machine  or  process  is  old •      184  n.  1 

may  be  old  though  the  machine  or  process  is  new 184  n.  1 

new  when  produced  in  a  new  way ;  cases  asserting  this  criticised    .      187  ».  1 

may  be  a  new  form  of  an  old  article 187  n.  1 

to  perceive  new  qualities  in  an  old  manufacture  is  not  to  create  a  new  one 

187  f».  1 

reduction  to  practice  essential  to  patentability 190 

reducible  in  many  forms  all  covered  by  patent 191 

may  be  simple  or  a  combination 185 

simple,  analjrsis  of 298 

combination,  analysis  of 298 

manufactures  composed  of  parts  not  always  combinations  ....      293  «.  1 

distinction  between  combination  and  aggregation  in 185 

distinction  between  combination  machines  and  combination  mano&ctnres    185 

combinations  may  be  composed  of  old  manufactures 186 

result  a  test  of  combination 186 

A  unit,  its  unity  how  destroyed 189 

identity  of  simple  manufacture  how  determined 298-297 

combination  manufacture  how  determined 298, 299 

changes  in  when  essential 188 

size  or  form  not  essential 188  n.  1 

identical*  however  produced - 187 

though  put  to  different  uses ••• 295 

equiralents  used ••..    296 

combination,  effect  of  change  in  elements 189 

joinder  of  with  process  and  apparatus .    475 

Description  of 499 

Claim  for 531 

drawings  for  the  Patent  Office 543 

infringement  of  patent  for,  what  acts  are 927 

(See  also  Art,  Claim,  Combination,  Composition,  Description,  Idbntitt, 
Imfbovxment,  Infrinoembnt,  Joutdbr,  M achinr.  Product,  Reduction 
to  Practice,  Re>-ib8ue8,  Result.) 

MANUFACTURERS*  PROFIT  as  an  item  in  estimating  profits     ....  1189  n,  15 

MARKET  VALUE,  not'*  markeubillty"  or  *<8alability** 1142  n.  2 

MARELETINO,  cost  of  when  allowed  in  estimating  profits 1189 
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ICARRIED  WOMAN,  may  olitain  patent 36 

power  of,  to  transfer  her  patent  governed  by  local  law 868  «.  3,  765 

may  be  assignee  of  letters-patent 767  «.  1 

under  New  York  law  may  sue  alone 944  «.  8 

^ST£R,  duty  of  in  Uking  account 11S5-1159 

fees  of,  how  allowed  and  paid 1163 

recommittal  of  report  on  accounting 1159 

(See  also  Account,  Accxnintuio,  Action  ih  Equttt,  Book,  Burdkv  of  Proof, 
Com  FUSION,  Daxagbs,  Exceptions,  Objections,  Puofits,  Tsstimont.) 

MATERIAL,  change  of,  a  phrase  of  two  meanings 243  n.  1 

affects  identity  when 243 

is  invention  when 248 

use  of  for  new  purpose  may  be  an  invention 243  a.  1 

new  use  of  may  be  double  use 266  a.  1 

diversities  of  may  be  matter  of  form  or  of  substance 243 

do  not  show  absence  of  infringement 894 

cost  of  allowed  in  estimating  profits 1189 

(See  also  Divbhsities,  Double  Use,  Idbntitt,  Infrdtobxent,  Use.) 

MATTER,  property  of,  not  an  invention 136>138 

of  common  knowledge  not  patentable 112  a.  1 

MEANS,  invention  a,  not  an  end 87-90 

created  by  inventive  act,  nature  and  development  of 108 

not  end  the  subject  of  the  patent ,...*...  377  a.  1 

many  may  accomplish  same  end 117 

identity  of  not  proved  by  identity  of  end 117 

disproved  by  diversity  of  end 117 

different  for  same  end  are  different  inventions 90  n.  1 

'*  means,"  **  mechanism  *'  and  similar  words  when  proper  in  a  Claim    .    .  616  a.  4 

in  a  Claim  for  a  combination 526  n.  2 

(See  also  Claim,  Cohbination,  Concsxyer,  Coxcbption,  Description,  Dis- 
covery, Effect,  End,  Function,  Idea,  Identity,  Ibcprovbmbnt,  In- 
fringement, Invention,  Inventive  Act,  Novelty,  Patent,  Principlb.) 

BCECHANICAL  process.  Claim  for  when  proper    .'....      529  «.  1, 530  a.  3 

BfECHANICAL  SKILL,  not  inventive  skill,  how  distinct 78 

standard  of  constantly  raised 78  a.  3 

to  be  estimated  as  it  existed  at  date  of  alleged  invention 78  a.  3 

(See  also  Inybntivb  Act,  Inventive  Skill,  and  titles  there  cited.) 

MEDICINE,  patent  for  does  not  authorize  patentee  to  administer  it  without  the 

usual  State  license 46  a.  4 

MISJOINDER  of  plaintiffs  or  defendants  (see  Actions  nr  Equitt,  Actions  at 

Law) 

MISTAKE  defined 658 

MODE  OF  APPLICATION,  defined 94  «.  1, 101 

an  essential  element  in  all  inventions 262  a.  1 

is  an  invention 101  n.  2 

not  generated  by  the  inventive  act  when 94 

essence  of 103 

distinct  from  apparatus  employed 94  a.  1 

(See  also  Double  Use,  Force  Applied,  Idea,  Identity,  Intention,  Inybn- 
tivb Act.) 

MODEL  FOR  PATENT  OFFICE 645-548 

when  required 540 

not  filed  until  ordered  by  Commissioner 545 

filing,  not  filing  application  nor  shows  that  one  is  filed    ........    548 

its  general  requisites 546 

must  correspond  with  specification  and  drawings •••.546a.l 
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MODEL  FOR  PATENT  OFFICE  — continued. 

sofBdency  determined  by  Commissioner  ...•••••••••  546  ».  2 

neither  aids  nor  impairs  speciiication  and  drawing  .    •    .    • M8 

does  not  show  redaction  to  practice •    126 

prior  use  .    . •    •    •    • 318 

its  final  disposition 547, 550 

withdrawable  after  filing 558 

if  lost  may  be  established  by  parol 681  n.  10 

(See  also  Action  at  Law,  Apflication  fob  Patent,  Claim,  CoMSTKUcrioif, 
Dbscription,  Drawings,  Identity,  Machine,  Patent  Office,  Reduc- 
tion TO  Practice,  Re-issues.) 

MODUS  OPERANDI,  of  machine  defined 173 

difference  in  shows  difference  in  machine 290  n.  2 

(See  also  Machine,  and  titles  there  dted.) 

MONET  PAID,  for  defective  title  when  recoverable 1229 

for  a  void  patent  when  recoverable 1230 

for  an  assignment  recoverable  when  wrong  patent  assigned 1230 

for  assignment  procured  by  deceit  of  assignor  when  recoverable 1231 

by  licensee  when  recoverable 1247 

not  recoverable  if  patent  afterward  held  invalid 1247  n.  8 

under  threat  of  suit  is  not  obtained  by  fraud  or  intimidation    ....    1247  n.  2 

recoverable  though  patent  afterwards  declared  invalid 

124711.3 
(See  also  Assignee,  Consideration,  Licensee.) 

MONOPOLIES,  origin  of 1 

early  English 8-5 

under  Elizabeth 6 

resistance  to  under  Elizabeth 6 

James  1 7 

statute  (21  Jac.  I.)  against 7 

since  James  I g 

dasses  of,  legal  and  illegal 9 

when  valid  at  common  law 9 

illegal  defined 9  n.  1 

several  can  be  created  by  one  patent 468 

(See  also  Monopoly  and  titles  there  cited,  Statutes  against  Monopolies.) 

MONOPOLY  defined 1 

a  derogation  of  common  right 12 

each  distinct  and  separate  from  all  others 468 

indivisible  except  in  area 4$0  755  807 

whether  patent  privilege  is,  discussed 11-44 

patent  privilege  a  true , 82 

in  inventions  justified  by  public  policy 83 

relation  of  to  invention ^.  758-756 

but  one  in  same  invention 4^0 

prohibitor}'^  poivers  under,  governed  by  Patent  Law 761 

In  an  invention  created  by  letters-patent 415,  753 

existence  and  scope  of  unalterably  fixed  by  law 864 

defined  and  measured  by  letters-patent 415 

the  Claim 505 

governed  by  the  construction  given  by  the  courts  to  the  patent    419 
unchangeable  in  scope  by  amendment  after  grant      .    .    .  635  n.  1 

nature  and  scope  of  property  in 408  w.  3 

exists  only  in  the  owner  of  the  entire  interest  in  the  invention 

or  an  undivided  part  thereof 758 

originally  exists  in  the  patentee 758 

transferable 765,  756 

passes  with  transfer  of  exclusiye  rights 807 
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in  an  inTention  tnuiafeimble  in   connection  with  the   entire  interaik  in  a 

patented  invention  or  an  undivided  part  thereof  .    .    •    758 
indivisible  and  transferable  only  in  all  the  three  righti  in 

the  invention 807 

not  transferable  with  the  separate  rights  to  make,  nae,  or  sdl  758 

to  territorial  grantee 758 

may  be  enjoyed  by  granting  licenses  or  preserving  a  dose  mono- 
poly      1065 

close  monopoly  may  consist  in  nsing  the  invention  and  selling 
its  product  or  in  making  and  selling  the  invention  itself  .    .  1060 

(See  also  Assio^rxsnT,  Co-owmeks,  Grant,  Iitvxrtiox,  I>'yKNTOB,  Lcttbbs- 

PaTBKT,  LlGEICSB,   PaTKKT,   PaTBHT    PbIVILBOE,  PATESTSD  IirVSKTIOXB, 
PaTKNTSB,   RjEPKAL,   T&A2l8F£n.) 

MORTGAGE  of  future  invention  will  cover  it  though  protected  by  several  patents 

76011.1 

MULTIFARIOUSNESS  (see  AcnoH  zir  Equitt) 1106 


NATURE,  force  of,  new  use  of  is  new  process 167  n.  % 

NEW  MATTKR,  defined,  rule  of  properly  applicable  to  re-issnes 561 ».  3 

requires  a  new  application  .4 561 

NEW  TRIALS,  gronnds  ol 1076, 1078 

in  equity 1133^1135 

in  the  Patent  Office 615 

NON-JOINDER  of  plaintiffs  and  defendants  (see  AcnoH  vx  Equttt,  Actioh 
AT  Law). 

NONSUIT,  net  allowable,  equivalent  procedure 1073 

NOTE,  given  for  void  patent  not  collectible  and  its  collection  enjoined    .    .    1839  «.  1 
given  for  invalid  patent  good  in  hands  of  bona  fide  holder  though  procured  by 

fraud 1»« 

buyer  of  with  knowledge  that  it  was  given  for  a  patent  not  chargeable  with 

notice  of  the  fraud 1^3 

given  for  patent  right  collectible  if  patent  valid,  though  the  invention  has  no 

pecuniary  value 1889 

void,  if  sale  procured  by  fraud 1840  n,  1 

collectible,  though  the  payee  afterward  obtains  a  patent 

for  part  of  the  invention 1888  n.  8 

State  power  over 46«.  4 

validity  of  statutes  regulating 1248 

not  complying  with  State  statutes  open  to  all  defences  1248 
stating  that  "  it  is  given  for  a  patent  right "  is  still  governed  by  the  law  mer- 
chant     124811.7 

non-negotiable,  want  of  consideration  a  good  defence 1848  «.  4 

given  for  patented  article  need  not  give  the  notice  required  by  State  laws  when 

given  for  the  patent  itself ^248  n.  4 

given  for  riprht  to  sell  a  valueless  device  is  void 1268  «.  6 

license  fees  to  use  an  invention  which  infringea  a  prior  patent  is 

void 1851  a.  10 

(See  also  Assionbb,  Asbighor,  Cohsideratton,  Oowtract.  Ooubts,  Licbxs^ 
Patekt,  Patented  Isvehtiokb,  States  of  the  Uwiok,  Stats  Coubts, 

WARRAJfTT.) 

NOTICE  of  special  matters,  rule  of,  a  rule  of  evidence,  not  of  pleading  ....    991 

not  a  plea • ^ 

special  plea  may  be  substituted  for 987,  989,  999  a.  8 

given  in  the  answer  in  equity  ...•• • 1000 


INDEX.  881 

BafsNiioM  iM  to  Metkna. 
NOTIGB  —  coiUumed. 

ofprioriue  on  in  formation  and  belief  not  sufficient 1116  ».  4 

by  persons  q/"  a  place  not  notice  of  use  a<  a  place    .    .    .    .    1116  a.  4 
(See  also  Abandonmbxt,  Action  im  Equity,  Action  at  Law,  Pbiob  Patknt, 
Pbios  Publication,  Phiok  Usb,  Public  Vut,  Statk  of  the  Abt.) 

NOVELTY,  defined 222, 

must  formerly  have  been  absolute  and  universal 223 

under  English  law • 70 

is  novelty  "  within  the  realm  " 224 

under  our  law  since  1836  is  novelty  within  the  United  States 225 

and  inventive  skill  distinguished     .    •' 112  n.  I 

how  related 70,  112  a.  1, 113 

and  utility  as  evidence  of  inventive  skill  in  England 70  i».  4 

"intrinsic novelty"  defined 118 

"legal  novelty'*  defined 113,963 

intrinsic  novelty  shows  discovery     •    .    .    .    • 113 

not  essential  to  patentability 123 

how  evidenced    •••.• 114-116 

by  utility 116,  344,  1026 

success  with  the  public 116  n.  1 

novelty  in  mode  of  operation 116 

in  the  end  accomplished 117 

novelty  of  end  evidenced  bj'  its  comparative  utility   .    121 

legal  novelty,  essential  to  patentability 70,  123,  221 

does  not  show  intrinsic  novelty  or  an  inventive  act 124 

defence  of  want  of 963 

involves  two  points,  identity  and  priority 226 

resides  In  the  invention  not  in  the  mode  of  producing  it 222  ».  1 

between  identical  inventions  determined  by  priority 315 

patent  prima  fade  evidence  of 1016 

negatived  by  prior  knowledge  or  use 226 

only  by  practical  and  complete  knowledge 227 

defendant  must  prove  want  of  beyond  reasonable  doubt 1026  n,  2 

extension  after  hearing  is  strong  evidence  of 1026  n.  2 

and  infringement  not  the  same  question  though  each  involves  identity  892,  1041 
(See  also  Action  at  Law,  Application  for  Patent,  Combination,  Concep- 
tion, Date,  Discovery,  Double  Use,  Foreign  Inventions,  Idea, 
Identity,  Invention,  Inventive  Act,  Letterb-Patent,  LoaT  Art, 
Patent,  Patent  Office,  Prior  Patent,  Pbiob  Publication,  Pbiob  Ube, 
Pbiubity,  State  of  the  Art.) 

OATH,  to  application  for  patent  (see  Application  fob  Patent). 

is  prima  facie  evidence  of  priority 568  ».  1 

if  wilfully  false  is  not  curable  b}'  re-issue 660 

OBJECT,  not  generated  by  the  inventive  act 93 

direction  of  force  on  a  new  object  is  a  new  art 164  n.  2 

mode  of  using  the  new  susceptibilities  of,  is  an  invention 184  n.  3 

OBJECTIONS  to  evidence  in  equity,  when  made 1128 

on  the  accounting  how  made  and  determined     .    •    .  1157 

OFFICERS  OF  CORPORATIONS  whether  liable  for  its  infHngements.    ...    912 

OLD  AND  NEW,  distinguished  by  the  Claim 506,  513 

•*  ON  OR  ABOUT '»  such  a  date,  means  that  exact  date 005  n.  8 

OPERATION,  defined 157 

OPTION  attempt  to  exercise  where  there  is  none  does  not  affect  general  remedies 
for  breach  of  contract 1251  n.  11 

"ORIGINAL  INVENTOR,"  two  meanings  of 58  n.  2 

OYER  of  patent  or  other  public  record  not  demandable •    .     950  n.  8 

VOL.  111.  —  60 
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PACKING,  new  mode  of,  11U17  or  may  not  be  an  invention  .    •    •    •78fi.2,238ii.S 

when  not  an  invention 78  ».  8, 166  «.  1 

PABOL  EVIDENCE,  admiBsibilitjr  of  in  patent  cases 1015, 1019  n.  2 

PARTIES,  change  of  in  equity  necessitates  supplemental  bill  when 1122 

to  judgments,  who  are  (see  Jvdombmis) 1176 

identity  of,  a  question  for  the  court  in  subsequent  suit     1176 

PARTNERS,  infringement  by 920m.l 

right  of  firm  to  use  inventions  of*. •••      414  n.  1 

rights  of  to  patents  how  affected  by  contracts  with  firm 414  a.  2 

PARTNERSHIP,  agreement  for  between^  inventor  and  capitalist  how  far  en- 
forceable   .* 12S8 

patent  may  be  part  of  capital  stock  and  dealt  with  as  an  asset ....     1254  a.  1 

PARTS,  diversities  of  may  be  matter  of  form  or  of  substance 245 

difference  in  number  of  does  not  show  absence  of  infringement 894 

PARTY,  making  adverse  a  witness  waives  nothing  .    • 1127 

PATENT,  a  contract  between  inventor  and  public ••..481 

never  allowed  on  the  ground  that  it  can  do  no  harm    .••••••      558  n.  2 

right  to  accrues  when  invention  completed    ..••• 40S 

no  legal  title  to  until  patent  issues '   •    .    .      428  a.  1 

can  cover  several  monopolies 468 

grant  of  is  an  e«/>arte  judgment 1183  a.  2 

not  complete  till  recorded 627  a.  1 

when  a  public  document 1027 

^  a  public  record  giving  notice  to  all  the  world     • 381 1».  1,  1197  n.  1 

all  persons  bound  to  take  notice  thereof 901  a.  2 

delay  in  applying  for  not  abandonment 846,  389,  390 

diligence  of  earliest  rival  inventor  in  applying  for 388-390 

when  surreptitiously  obtained  .    • 960  a.  1 

obtained  after  refusal  to  arbitrate  under  act  of  1798  not  necessarily  obtained  on 

false  suggestion 1041  a.  21 

to  wrong  inventor  a  cloud  on  title  of  true  inventor 426 

right  to  not  affected  by  death  of  Inventor 403 

application  for  pending  at  death  of  inventor  to  be  prosecuted  by  his 

executor 407 

application  to  be  made  by  executor  of  deceased  inventor   •    •    •    .      407  a.  1 
patent  in  hands  of  executor  not  personalty  but  a  franchise  held  in  trust  405  a.  1 

right  to  apply  for  assignable • 408 

assignment  of  governed  by  Patent  Law 408 

right  to,  antignable  at  any  stage  of  inventive  act 409 

has  no  owners  except  patentees,  assignees,  or  grantees 758  a.  1 

unlawful,  a  public  injury  requiring  its  repeal 719 

not  collaterally  attacked  for  informality 967 

fraud 715,717,967 

legal  prerequisites  to,  effect  of  omission 967 

patent  is  evidence  that  prerequisites  fulfilled 617, 1032 

silence  of  patent  ^»  to  prerequisites  does  not  show  their  omission     •    .    .  1032 

technical  objections  to,  strictly  construed 1032  a.  18 

effect  of  false  oath  or  suggestion,  of  want  of  signatures,  of  departure  from 

application,  of  issue  without  notice  to  caveator,  etc 967 

void  if  necessary  official  signatures  wanting 967  a.  4, 1032 

proper  seal  is  absent 967  a.  4 

oath  wilfully  false  in  material  point 1032 

not  void  when  oath  omitted 1032 

invalid  if  issued  on  an  application  sworn  to  in  blank  and  then  filled  out  by  the 

attorney 660  a.  1 

for  unpatentable  matter 728 

Description  incurably  defective 483 

if  essential  element  undescribed    •••••••••      490  a.  2 
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invalid  if  Description  ambiguous >•    493 

Claim  excessive 648 

for  simple  invention  is  either  wholly  valid  or  wholly  invalid 464 

for  invention  consisting  of  parts  may  be  valid  in  part  only 464 

valid  and  operative  as  to  one  invention  may  not  be  so  as  to  others  intended  to 

be  covered 660 

valid  if  invention  useful  for  other  purposes  than  those  described  .    .    .      486  w.  3 

validity  cannot  be  deuied  by  defendant  when 1189 

validity  not  dependent  on  that  of  foreign  patent 623  n.  1 

judgments  sustaining,  as  evidence  of  validity 1174-1184,  1188 

acquiescence  of  public  in  the  monopoly  as  evidence  of  validity     .    .    .   1185-1188 

invaliditj'  as  a  defence  to  assignor's  action  for  purchase  money 1239 

to  licensor's  action  for  royalties 1251,  1262 

subject-matter  of  (see  Apfucatios  for  Patkkt). 

two  for  same  invention  not  lawful 870|  460  m.  1 

former  patent  describing  but  not  claiming  no  bar 465 

\         patent  for  parts  of  previously  patented  whole  valid •    465 

whole  composed  of  previously  patented  parts  valid  ....  465 
combination  of  previously  patented  elements  cannot  claim  them  462 
improvement  cannot  cover  a  previously  patented  original  .  .  462 
an  invention  already  covered  by  a  defective  patent  to  the  same 

inventor  is  invalid 464 

an  invention  dependent  on  or  collateral  to  a  previously  patented 

invention  is  valid 466 

an  invention  covered  by  a  foreign  patent  or  a  rival  domestic 

patent 46|. 

same  invention  to  the  same  patentee,  suit  must  be  brought  on 

the  earlier  patent 987  n.  1 

later  patent  construed  not  to  cover  earlier,  if  possible 461  n.  1 

cannot  cover  what  it  does  not  attempt  to  properly  describe  and  claim    .    .    .    663 

its  language  does  not  cover  .    • 633 

meaning  of,  is  a  question  of  law 732 

covers  only  what  the  court  construes  it  to  cover 731,1019,1041 

liberally  construed  and  sustained,  if  possible 735 

protects  the  entire  idea  of  means  in  every  form  . 514 

patent  for  generic  invention  covers  the  species 535 

covers  all  uses  of  the  invention 514 

forms  of  the  invention 514 

inventions  inseparable  from  the  one  claimed     .    .    .      669  n.  1 
patent  for  combination  makes  all  claimed  elements  essential  .    .      670  n.  2,  5 

use  does  not  cover  making  or  selling 751 

application  of  to  facts  is  for  the  jury 782  n.  1 

date  of,  how  shown 1048 

term  of,  history  of  the  law  as  to  (see  Term) 622 

should  be  stated  in  the  letters-patent 622  fi.  1 

fixed  by  statute  not  by  the  words  of  the  grant 622,  1043 

all  persons  chargeable  with  notice  of 806  ».  8 

how  ascertained 1043 

expires  when 625 

not  affected  by  terms  of  defendants  domestic  patents 625 

measured  by  that  of  foreign  patent  when 622,  623 

foreign  patent  must  be  to  same  inventor 1043 

limited  by  what  term  of  foreign  patent 624 

how  affected  by  surrender  or  extension  of  the  Ihniting  foreign  patent    624 

how  measured  when  limited  by  foreign  patent 623,  624 

when  not  limited  by  foreign  patent .•.•«..    625 

design  patent 625 

substituted  patent 625  a.  2 


884  iNDix 

PATENT — continued. 

appJicatioa  for  (see  Appuoation  for  Patent)    •    • 496 

allowance  of  (see  APFUCATii»M  fob  Patsmt) 5Si 

withheld  by  Commiiisioner  when 583 

for  interference  after  final  fee  paid 612 

'*  perfect "  defined 660  a.  2 

Claim  the  life  of 505 

value  to  patentee  depends  on  completeness  of  Claims 656 

clerical  errors  in,  effect  of,  amendment  of 696 

error  in  name  of  patentee,  effect  of      . 696 

void  and  unamendable  if  specification  misrepresents  or  conceals  with  intent  to 

deceive 685 

to  one  person  for  one  invention  cannot  be  amended  to  become  a  patent  to  another 

person  or  for  a  different  invention 635 

identity  of  patent  must  be  preserved  through  all  amendments 635 

new  necessary  if  invention  to  be  changed 635 

diverse  effects  of,  after  sectional  owner  has  disclaimed  a  part 647 

defects  in  not  ratified  by  judgments  sustaining 1174  n.  1 

when  conflicting  with  other  patents 588,  723  a.  8 

conflicting  patents  not  in  jurisdiction  of  Patent  Office 588 

not  affected  by  judgment  against  it  in  interference 588  a.  5 

expired,  not  within  jurisdiction  of  Patent  Office 588 

averment  of  in  bill  in  equity 1106 

infringement  of  several  patents  sued  for  in  one  action 1106 

rights  of  action  not  extinguished  by  expiration  of  patent 978 

joint  and  sole  for  joint  and  sole  inventions,  true  doctrine  of 409  n,  3 

.  joint,  must  issue-  for  joint  invention 409 

joint,  for  sole  invention  void • 409  a.  3 

as  evidence 1015 

whether  domestic  or  foreign 1015, 1019  n.  9 

weight  of  increased  by  re-issue  or  extension     . 1016, 1041 

firima/dcie  proof  of  its  own  validity 496,  1016 

inventive  skill 1092  n.  8 

reduction 600  n.  6 

but  not  conclusive 196 

that  invention  was  made  before  application  filed  .    1029  n.  3 

patentee  is  a  true  inventor 1093 

the  prior  inventor 1094 

against  all  later  appli- 
cants .....    596 
that  the  invention  is  legally  patentable  ....  1095, 1083 

new 1026, 1041 ».  18 

different  from  all  prior  ones  .    .    1097, 

1198  a.  9 
not  covered  by  prior  patent     .    .  1097 

useful 1029,  lOUa.18 

not  abandoned  to  the  public     •    .  1030 

that  all  prerequisites  fulfilled  .    .    .    423  n.  9,  451 «.  5^  617 

the  specification  is  not  fraudulent  ......  1034 

Description  is  not  ambiguous 1035 

Claims  are  not  ambiguous 1087 

excessive 1036 

patent  ifl  still  in  force 1038,  1039 

legal  title  is  in  the  patentee 1040 

It  not  evidence  of  prior  use 318 

as  evidence  of  prior  patent  takes  effect  when  specification  published    .    .  1027 

conclusive  proof  that  all  formal  requirements  complied  with  .     .    .    617, 1032 

not  evidence  that  disclaimer  was  filed  within  a  reasonable  time  ....  1038 

of  the  fact  of  infringement 1016, 1018  ».  4,  lOU 
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patentof  defendant  is /TTtma/aae  evidence  of  its  Talidity 1016 

admiseible  to  show  his  own  good  faith  and  the  sub- 
stantial difference  of  his  invention 1041 

<See  also  Action  in  Equity,  Action  at  Law,  Adminutratob,  Administra- 
tion, ANNuii,  Application  for  Patent,  Absigmment,  Bankrttptct, 
CiiAiM,  Combination,  Conorbss,  Construction,  Contract,  Co-owners, 
Crbditor's  Biix,  Date,  Deceased  Inventors,  Defects,  Description, 
Disclaimer,  Drawings,  Equity,  Equity  Jurisdiction,  Errors  Clerical, 
Estoppel,  Evidence,  Executors,  Foreign  Patent,  Heirs,  Idea,  Iden- 
tity, Infringement,  Injunction,  Interferences,  Invention,  Inven- 
tor, Joinder,  Joint  Patent,  Judgments,  Judicial  Sale,  Letters- 
Patent,  License,  Monopoly,  Notes,  Patent  Office,  Patent  Privilege, 
Patented  Inventions,  Prior  Patent,  Record,  Re-i^sues,  Repeal,  Rival 
Inventors,  Signatures,  Specification,  Term,  Title,  Transfer.) 
PATENT  ACTS,  epitome  of 48  n.  1 

PATENT  ATTORNEYS  AND  SOLICITORS  (see  Attorneys)  ...   425,  431-437 

PATENT  ENGLISH,  when  issued 332  n.  1 

under  great  seal  proves  itself 102G  ».  2 

PATENT  LAW,  common  law  and  equity  the  foundation  of  •    •    •    .  10  ».  3,  725  n.  1 

a  division  of  the  law  of  contracts 41 

deals  with  the  patent  privilege  only  as  a  contract,  not  as  a  reward  or  stimulus      41 

based  on  fundamental  principles 41 

these  principles  stated • I    ,     44 

must  conform  to  the  essential  nature  of  an  invention 74 

developed  concurrently  with  the  perception  of  the  essential  nature  of  an 

invention 73  n.  1 

developed  by  the  development  of  scientific  knowledge  .    .    .    .    .    .   73  n.  1 

PATENT  OFFICE,  why  instituted 416 

created  to  secure  correct  and  lawful  letters-patent 416 

duty  of  to  see  that  Claims  are  correct 538 

the  friend,  not  the  antagonist,  of  inventors  and  must  aid  them  to  secure  their  in- 
ventions     •.«•      556  n.  2 

authority  of  rests  on  statutes    .    • 451 

organization  of 51 

functions  of 52 

practice  and  procedure  in  how  regulated 427 

rules  of  practice  in 422 

power  of  Commissioner  to  make     • 422 

legal  obligation  of .     51 ».  2,  422 

usually  follow  courts  on  same  questions 422  n.  4 

rules  of  evidence  same  as  in  courts • 422  n.  4 

do  not  apply  to  uncontested  cases     • 558  n.  2 

proceedings  in  presumed  to  be  regular 424  n.  5 

cannot  dispense  with  statutory  requirements 423  n.  2,  451 

has  no  jurisdiction  over  questions  of  title •    .    450 

cannot  notice  mere  equitable  interests  in  a  possible  patent 769  ft.  3 

cannot  decide  claims  of  heirs  and  devisees 404 

accepts  judgments  of  local  probate  courts 404  n.  1 

has  no  jurisdiction  over  patents  once  abandoned  or  forfeited  applications    .    .    588 

power  of  to  amend  defective  letten-patent 417 

no  power  to  repeal  letters-patent  ••• 418 

applications  In,  fees  how  payable 554 

mode  of  examining  applications 53 

classification  of  inventions  and  applications 469  n.  2,  555 

pfroceedings  on  uncontested  application 555-585 

begin  with  filing  of  application 550 

not  stayed  by  bill  in  equity  to  obtain  a  patent     .    .     .      604  n.  4 
effect  of  change  in  jurisdiction  of  officers  on  pending  cases 578 
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no  preflumption  that  contestantB  could  oYeioome  objections  in     •    •      689  »•  4 
oorrespondence  concerning  applications  most  designate  them  hf  date  and 

number 5SS 

evidence  of  priority  always  admissible 612  «.  1 

affidavits  of  third  persons  may  be  received 6C0  «.  9 

Commissioner  may  act  on  his  personal  knowledge  of  public  nse      •      660  a.  S 

interviews  of  applicants  with  examiners 573 

doctrine  of  estoppel  applied  in...., •   614 

not  estopped  to  deny  ralidity  of  its  own  grant 451  n.  5 

motions  when  and  where  made,  procedure  on •    .    573 

motion  denied  not  repeated  without  leave •    •      573  ».  S 

appeals  from  decisions  on 573 

motion  decided  without  appeal  not  renewable  on  same  facta     •      573  a.  2 

new  trials,  grounds  and  rules  of 615 

appeals  in  uncontested  cases •...•..•      566-572 

delays  and  errors  in  do  not  affect  inventor     •    • 451  n,  4,  578 

do  not  work  abandonment 353 

judgments  of,  their  effect    .    •    .    • 451  n.  5 

ret  adjudicata  applied  in 613  ».  1 

decision  that  attorney  has  power  to  amend  is  final 561  n.  9 

judgments  affect  only  applicants,  not  patentees 588 

subsequent  cases  in  court  how 1183 

not  conclusive  in  courts 1017  n.  2 

Supreme  Court 1180  n.  1 

records  raise  no  presumption  that  they  show  all  that  was  done  ....      458  n.  2 

correspondence  with,  as  evidence 1015, 1019  a.  4 

filee  of  third  parties,  as  evidence 1015 

clerks  may  testify  what  documents  are  on  file 1015  n.  10 

adjodication  between  rival  inventors 54 

interference  the  only  contested  case  in  .    . 586 

publication  of  inventions  by 55 

employees  of  cannot  obtain  patents 363 

(See  also  Abandonment,  Action  at  Law,  Application  for  Patent  and 
titles  there  cited,  Attornetb,  Commissioner,  Copies,  Deiat,  Disclaimer, 
Errors  Clerical,  Estoffei^  Examiners,  Examination,  Extension, 
Fees,  File-Wrapper,  Forfeiture,  Injunction,  Interferences,  Inven- 
tion, Inventor,  Joinder,  Judgments,  Jurisdiction,  Laches,  Letters- 
Patent,  Models,  Monopoly,  New  Matter,  New  Trials,  Novelty, 
Patent,  Patent  Privilege,  Patentees,  Record,  Re-issues,  Rival  In- 
ventors, Testimony,  Title.) 

PATENT  prior  (see  Prior  Patent). 

PATENT  PRIVILEGE,  nature  of,  a  fundamental  question •    .     12 

disputed  by  courts  and  writers 11 

asserted  by  some  to  be  not  a  monopoly  •  11  a.  1 
vacillations  in  American  courts  as  to  .  .  28  n.  1 
permanent  and  correct  theory  of  indispensable      23 

the  tme  legal  monopoly 11,  32 

a  monopoly  restricting  the  public  right  in  favor  of  a  class 27 

the  natural  right  to  a  disclosed  invention 26 

invent  the  same  thing    ....      28 

simultaneously  invent  and  enjoy  •     29 

improve  on  existing  inventions    .      30 

appropriating  to  the  practical  inventor  the  actual  discoveries  of  others  27 

enabling  the  patentee  to  suppress  the  invention 31 

a  true  monopoly,  effect  of  this  theory  on  early  English  law 14 

later  English  law 16 

legislatures  and  courts  ....      12 
departoxe  from  this  theory  on  later  English  law  16-19 
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a  true  monopoly,  effect  of  departure  from  thb  theoiy  on  American  legislation       2S 

courts  .    .      21 

not  a  monopoly,  effect  of  this  theory  on  legislatures  and  courts 13 

though  a  monopoly,  still  justiHed  by  public  policy 33 

differs  from  an  illegal,  monopoly  how 32 

a  true  and  lawful  monopoly,  resting  in  contract  between  the  inventor  and  the 

public 15^  44 

a  reward,  a  stimulus,  and  a  contract  for  the  disclosure  of  the  invention  to  the 

public 40 

A  proper  reward  for  an  inventor « 35 

encourages  inventions 37 

promotes  early  disclosure  of  inventions     •• 39 

as  a  contract,  alone  recognized  by  Patent  Law 41 

contract  theory  when  introduced 15 

difference  in  effect  between  contract  theory  and  reward  theory  .    •    .    20  n.  3 

effect  of  contract  theory  on  English  decisions 15 

contract  theory  in  American  law 20 

how  construed  as  a  contract 40 

'  cause  of  errors  in  construction  of 40  n.  3 

contract  obligations  of  the  inventor 42 

of  the  public 43 

is  property 61 ».  3,  762,  884 

is  violated  by  any  unlawful  act  which  disturbs  its  enjoyment 884 

rights  included  in 81 

created  at  date  of  issue  of  letters-patent 428 

rests  on  positive  law 35 

rights  and  remedies  concerning,  rest  on  the  Constitution  and  statutes  46  n.  2, 61  n.  3, 

66  ».  1,  2,  423 

rights  under,  governed  by  common  law 61  n.  8,  66  f».  1 

in  the  United  States  conferred  by  Federal  (government 4ft 

constitutional  power  of  Federal  Government  over 43 

may  be  conferred  by  the  individual  States !    !    !    !      45 

granted  by  the  United  States  is  limited  to  its  territory  and  vessels    .    .'    .   46  w.  3 

granted  by  a  State  limited  to  its  territory 45 

under  Federal  grant  not  subject  to  State  Laws [    [     43 

created  by  special  acts  or  general  laws , \      47 

created  by  special  act  is  independent  of  all  others !    !    !    !    !      47 

may  restrict  common  rights 46  n.  2 

may  operate  retrospectively 46  w!  2 

may  cover  inventions  already  in  use 46  n.  2 

grantable  only  to  inventors 46,  67,  67,  362,  363 

for  Uiehr  own  inventions 43 

cannot  be  granted  by  agreement  of  parties  to  any  one  not  an  inventor     .    363 

grantable  only  to  first  and  original  inventor 53 

the  earliest  of  rival  inventors 37O 

the  earliest  reducer  unless  a  prior  conoeiver  was  diligent  in 

reduction 374,375 

grantable  to  representatives  of  deceased  inventors 337 

grantable  only  when  inventive  act  complete 334 

for  certain  classes  of  inventions 60  67  69 

granted  but  once  for  the  same  invention *  •   '  68 

without  examination  under  English  law .'    !   40  ».  1 

as  of  course  in  this  country  before  1836 .*   40  •!  2 

power  of  Commissioner  to  grant  or  withhold 61  nl  3 

value  of  before  1836 *    ,      49 

since  1836 !    !    !    !      50 

how  affected  by  recent  decisions  of  courts      ••••••••60is.2 

created  and  defined  by  the  letters-patent ••••••••416 
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measured  by  the  Claim • SOS 

scope  of  determined  by  the  constniction  given  to  the  patent  by  the  courts  .    .    731 

assignability  of 61 ».  8 

extension  of  under  American  law 2S 

affects  the  interests  of  three  classes  of  persons 716 

violated  by  slander  or  libel  and  by  infringement 885 

•lander  or  libel  against  (see  Slakder) 886-889 

remedies  for  infringement  of 68 

compared  with  copyrights 86  •.  1 

(See  also  Assiokment,  Congress,  CoNSTRUcnoir,  Cortract,  Co-owkerr^ 
Emimbiit  Domaw,  Equity,  Extemsion,  Importer,  Ikfrixgemert,  Ihjuko- 
TioN,  Invention,  Inventor,  Letters-Patent,  License,  Monopoly, 
Patent,  Patent  Office,  Patented  Inventions,  Patentee,  States  op 
the  Union,  Title,  Unpatented  Inventions.) 

PATENT-RIGHTS,  States  cannot  regulate  the  sale  of 46  ■.  4 

PATENT  SYSTEM  of  the  United  SUtes,  history  of 48 

condition  before  1836 48 

changes  in  by  act  of  1836 50 

influence  of  on  inventors •    .    •    .    •     68, 64 

PATENTABLE  INVENTIONS,  essential  attributes  of 78 

classification  of  under  English  law 69i».l 

PATENTABILITY,  requisites  to 861 

courts  take  judicial  notice  of  want  of 968  •■  8 

cannot  be  decided  on  demurrer  except  in  clear  cases 1110  a.  8 

PATENTED  ARTICLES,  object  of  stamping,  effect  of  failure  to  stamp      ...    908 

PATENTED  INVENTION,  is  the  invention  claimed  in  the  patent    ....  505,  781 

nature  of  determined  by  construction  given  to  the  patent 1085 

presumed  to  differ  fVom  all  prior  inventions 896, 1041 

not  to  infringe  prior  patents 896, 1041 

enjoyment  of  by  its  owner  unrestricted  by  law • 761 

severable  trom  the  right  to  use  it 884  a.  1 

property  in,  protected  by  law 848 

not  like  any  other  property 795  a.  1,  796 

analogous  to  a  right  of  common  of  pasture 796  «.  8 

twofold,  the  invention  and  the  monopoly 751 

property  in  the  invention  distinct  from  and  independent  of  that  in 

the  monopoly 758 

property  in  the  monopoly  dependent  on  that  in  the  invention   .    .    .    758 
property  in  the  invention  originates  in  the  inventive  act  and  consists 

in  the  right  to  practise  the  invention 758 

property  in  the  monopoly  is  created  by  the  patent  and  consists  in  the 

right  to  prevent  others  from  practising  the  invention 758 

is  transferable  like  other  property 758 

only  under  Federal  statutes 803 

except  as  restricted  by  its  own  nature 761 

property  in  the  invention  and  in  the  monopoly  both  transferable  .    .    758 
property  in  the  invention  transferable  in  whole  or  in  part,  for  any 

time  or  place 764 

property  in  the  monopoly  transferable  onlj'  within  certain  limits .    •    755 
property  in  the  monopoly  may  vest  in  several  owner;     .....    755 

not  divisible  except  in  area  of  exercise     .    755 
transfer  of  invention  does  not  affect  monopoly  except  by  restricting 

its  exeroise 754 

property  in,  is  personal  property  and  could  be  transferred  by  parol 

but  for  the  Statute  of  Frauds 768  «.  2 

oral  contract  for  before  patent  good  under  the  Statute  of  Frauds  768  a.  8 
liable  for  debts  of  owner 803 
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cannot  be  reached  by  local  procees 803 

not  liable  to  execution 766,  803 

not  exempt  from  attachment  by  its  intrinsic  nature 803  n.  3 

subjected  to  claims  of  creditors  only  by  some  form  of  assignment  in 

equity  .    .    .    .    , 804 

not  subject  to  sale  by  probate  or  bankrupt  courts  or  trustees     •      766,  804 

reached  by  creditor's  bill 805  n,  1 

not  an  asset  of  a  decedent's  estate 801 

injuries  to  remediable  by  law 884  ».  1 

(See  also  Abahdonmekt,  Assiommkht,  Bankruptcy,  Claim,  Combination, 
Construction,  Co-owners,  Creditor's  Bill,  Description,  Foreign  In- 
tentions, Identity,  Infringement,  Invention,  Inventive  Act,  Inven- 
tive Skill,  Inventor,  Judicial  Sale,  Letters-Patent,  License,  Means, 
Money  Paid,  Monopoly,  Notks,  Patent,  Patent  Privilege,  Patentee, 
Principle,  Sales,  Slander,  Stamping,  States  op  the  Union,  Title, 
Transfer,  Unpatented  Inventions,  Utiuty,  Vendee.) 

PATENTEES,  classes  of 369 

must  be  earliest  conceiver  if  diligent  in  reduction   .    • 370  n.  1 

may  be  an  alien,  an  infant,  or  a  married  woman'    •    • •    363 

employee  of  the  Patent  Office  may  not  be. 363 

l^al  title  to  patented  invention  vests  in  at  grant  of  patent  • 765  n.  1 

rights  of  depend  on  legal  construction  of  his  patent    •    •    ^    •    •    .    .      633,  731 
opinions  of  as  to  his  rights  do  not  bind  him  .••••••••..  731  n.  2 

chargeable  with  notice  of  what  his  patent  contains 690  n.  3 

bound  hy  his  actual  invention  not  by  its  description  in  the  patent     .    .    .  484  n.  2 

bound  by  his  Claim  of  the  invention • 505 

discards  all  unclaimed  matter  from  bis  patent 690  n.  2 

estopped  to  claim  that  the  same  matter  is  covered  by  a  prior  patent  ....  1021 

if  fraudulent  cannot  deny  the  validity  of  the  patent 984 

is  in  bad  faith  unless  he  amends  a  faulty  Description  or  an  excessive  Claim 

without  unreasonable  delay 688  n.  1 

presumed  to  own  patent  till  transfer  proved  .•••.•.....  939  n,  I 

may  withhold  the  invention  entirely  from  use 81 

not  all  his  rights  and  remedies  rest  on  the  Constitution  and  Statutes     .    .  725  •.  1 

wrongs  against,  are  violations  of  his  rights  in  the  monopoly 884 

entitled  to  have  unlawful  rival  patent  repealed 718 

junior  cannot  sue  to  obtain  a  decision  that  his  patent  doea  not  interfere  with  a 

prior  one 723  n.  3 

when  plaintiff  in  equity 1098,  1099 

suppressing  his  invention  not  entitled  to  an  injunction 31  n.  1 

joint,  not  partners 402  n.  2 

(See  also  Acquiescence,  Action  in  Equity,  Action  at  Law,  Adminibtratob, 
AuBN,  Apfucant,  Application  for  Patent,  Assignment,  Claim,  Con- 
ceiver, Conception,  Congress,  Construction,  Co-owners,  Deceased 
Inventors,  Disclaimer,  Estoppel,  Executors,  Extension,  Foreign 
Patentees,  Heirs,  Importer,  Infant,  Infringement,  Injunction,  Inter- 
ferences, Invention,  Inventive  Act.  Inventor,  Joint  Patentees, 
Judgments,  Letters-Patent,  License,  Married  Women,  Monopoly, 
Partners,  Patent,  Patent-Privilege,  Patented  Inventions,  Record, 
Re-issues,  Repeal,  Rival  Inventors,  Title,  Transfer.) 

PAVEMENT  is  a  manufacture 183  n.  1 

PEDDLERS  of  patented  articles,  State  may  require  license  of 46  n.  4 

PENDENCY  of  former  snit,  how  pleaded 956 

snit  in  one  district  in  equity  no  bar  to  suit  in  another     .    .    1097  n.  2 

at  law  no  bar  to  suit  in  another    .    .    .      983  n.  4 
a  ground  of  staying  decree  in  another  .    1131  •.  9 

(See  also  Action  at  Law.) 
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PENDENTE  LITE,  tranefen,  do  not  affect  the  suit     ...••.     781,  94).  IIOS 

defendant  to  be  notified  of 790  a.  2,  MS 

(See  alao  AasiONMXirr.) 

^PERFECT/*  meaning  of 761 «.  6 

PERFECT  PATENT,  defined 060*. 2 

PERJURY,  false  swearing  to  motion  for  injunction  is  .......    •    1206  a.  S 

PETITION  FOR  PATENT,  ito  requisites 453 

PIRATICAL  USE,  not  public  use 367  a.  2,  3 

PLAINTIFFS,  in  actions  at  law  for  infringement 937-943 

not  presumed  to  be  able  to  sell  all  that  defendant  did  sell    .......  1063 

make  all  the  profit  defendant  did    ......  1062 

not  permitted  to  deny  existence  of  their  corporate  assignor 787  a.  1 

in  equity,  who  are *.       1098,  1099 

joinder  of  legal  and  equitable  owners  as 1099 

must  sue  in  their  own  names 1101 

added  pending  suit  •...••.....••....  1100 

nonjoinder,  misjoinder,  of 1102 

may  be  enjoined  from  suing  defendant's  vendees  pending  suit     .    .    •    1211  a.  5 
(See  also  AcnoM  uc  Eqititt,  Action  at  Law,  LijuifCTiON.) 

PLAN  or  theory,  of  action  or  construction  not  an  invention 166 

protected  by  copyright  not  by  patent 166  a.  1 

PLEA  in  equity,  grounds  and  requisites  of,  procedure  on 1112,  1113 

not  to  anticipate  the  answer • 1112 

PLEADINGS  not  evidence 1015  a.  11 

POLICE  POWER  of  the  States  not  curtailed  by  Patent  Law 46  a.  4 

POSSESSION  of  infringing  device  may  be  evidence  of  infringeftient  1041  a.  12, 1042 
POWER  OF  ATTORNEY,  creaUng  patent  attorneys,  form  of 432 

not  revocable  when  parts  of  a  contract  ....•.•.•...  438  a.  1 
PRACTICE  IN  EQUITY,  rules  of 1120 

Patent  Ofiice,  how  regulated '..... 427 

PREREQUISITES  TO  PATENT,  defects  in  when  fatal 967 

must  be  fulfilled  or  grant  of  patent  illegal 423 

Patent  Ofiice  cannot  dispense  with 423  a.  2 

Commissioner  to  judge  of 423 

when  formal,  Commissioner's  decision  on  is  final 451  a.  5 

patent  evidence  of  fulfilment  of  .    . .    51  a.  8,  423  a.  2, 617 

of  application  must  be  performed 451 

want  of,  how  taken  advantage  of 451  a.  5 

(See  also  AcnoK  at  Law,  Afplioation  for  Patent,  Lettrba-Patent, 

Pateitt,  Patsht  Office.) 

PRINCIPLE,  misuse  of  the  word 184 

various  instances  of  its  misuse •«    184  a.  3 

not  an  invention   ^    .    .    .    . 184 

not  patentable • 125, 134 

cannot  be  claimed •    •   509  a.  1,  515 

uses  of  the  word  explained .....•••..    143 

used  in  two  senses      .• •• 134 

in  one  sense  is  the  force  employed ...••••    135 

in  another  sense  is  the  idea  of  means ••..    139 

how  these  differ  • ••.••.••    139 

as  a  force,  its  synonymea 185  a.  1 

essential  to  every  invention       ••• 185 

not  the  result  of  inventive  skill •186 

not  capable  of  being  monopolized ••••    187 

not  a  practical  and  operative  means 188 

as  the  idea  of  means,  its  synonymes 139 

the  essence  of  the  invention  .• •• 141 
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SB  the  idea  of  means,  not  an  opeimtive  inyention     •••••■••••    140 
the  sabject-matter  of  the  patent     •...••••••.•••    134 

protected  by  the  patent ••....    141 

application  of,  meanings  of  the  phrase 142,  146 

how  far  protected  by  patent 143 

unapplied,  not  an  invention     .    .    •    .    • 140 

of  a  machine,  defined 173 

to  be  fully  described  in  the  specification 484  n.  1,  2 

(See  also  Aftugatiok  vob  Patent,  Applxcatios  op  Pbikciplx,  Art,  Cl^xm, 

CONBTRUCTIOir,  DESCRIPTION,  FORCK,  IdBA,  IdENTITT,  IMPROVEMENT,  In- 
FRUfOBMEKT,   INVENTION,   INVENTIVE  ACT,   INVENTIVE  SkILL)  MaOHIMI^ 

HsANs,  Mode  of  Appucation,  Patent.) 

PRIOR  PATENT,  defined,  defence  of 963 

its  essential  requisites 331-337 

stands  on  same  gp'onnd  with  prior  publication    ••••.....      331  n.  1 

must  be  a  public  document • 332 

must  be  accessible  to  the^  public  •••• ••••    333 

secret  patent  is  not • 333 

date  of  relative  to  the  invention  in  question  ..••.•.••...    334 

date  of  conclusive  on  issue  of  novelty 1027 

does  not  show  a  use  earlier  tlian  the  patent 1028  ».  18 

must  cover  the  same  invention     ...» 336 

a  complete  practical  invention     ••••!...•••.    336 

for  result  no  bar  to  patent  for  means     .    .    • 336  ».  1 

later  re-issue  of  older  patent  is  not  a  prior  patent    •*•••..•      336  ».  3 

must  fully  communicate  the  invention  to  the  public 336 

must  have  been  a  sufficient  disclosure  when  issued      •....••      336  n.  1 

a  bar,  to  whomsoever  issued    •■ •    • 337 

previous  foreign  patent  to  same  inventor  a  bar  when 337  a.  2 

evidence  of  .    . 1027 

(See  also  Action  at  Law,  Foreign  Patents,  Letters-Patent,  Patent, 
Prior  Publication,  Prior  Use  and  titles  thereto  cited.) 

PRIOR  PUBLICATION,  as  a  defence 963,1028 

its  essentia]  requisites 826-330 

must  have  been  printed  for  general  use 326 

written  but  unpublished  description  is  not 326  «.  1 

picture  without  printed  text  is  not 326  ».  1 

business  circulars  or  catalogues  are  not 326  n.  2 

application  for  patent,  or  provisional  specification  is  not 326  n.  3 

English  provisional  specification  is  not 332  a.  2 

must  have  been  put  into  circulation 327 

date  of  publication ••• • 328 

how  proved '   .    ,    .  1028 

must  describe  the  same  invention •    .    •    329 

a  complete  practical  invention ,    ,    329 

must  fully  communicate  the  invention  to  the  public 830 

sufficiency  of,  a  question  for  the  jury 330  a.  2 

must  have  been  sufficient  when  published .    •      830  n.  1 

need  not  describe  method  of  producing  the  invention 830  n.  2 

requisites  of,  how  proved •    .  1028 

when  provable  by  parol 1028 

(See  also  Action  at  Law,  Catalogues,  Prior  Patent,  Prior  Use 

and  titles  thereto  cited.) 

PRIOR  USE,  defined,  defence  of  ... 968 

defeats  patent «... 824  n.  1 

its  bearing  on  the  question  of  novelty .     821  a.  1,  324  a.  9 

inventive  skill 821  a.  1, 824  ».  I 
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PRIOR  USE  ^etmHnmed, 

difference  between  Englbh  and  American  rale  of..    ••.,.,..      92 

unless  secret,  rendered  patent  void  under  early  Eni^iah  law  •    •    •    .    •     17 

on  single  ship  however  public  or  long-continued  does  not  prsTent  ralida- 
tion  of  patent  under  English  law     ....•• 17  a.  I 

under  our  AcU  of  1790,  1793,  1886     .    .    .    .' 82  n,  S 

its  essential  requisites , 817-328 

not  shuwn  by  mere  knowledge  without  use    .    •    • 816  a.  1 

must  disclose  the  character  of  the  invention  .    • 817  a.  1 

invention  used  must  have  been  complete  and  practically  available    ....    318 

"  prophetic  intimation  *'  is  not 318  n.  1 

sketches,  drawings,  models,  applications  for  patents,  patents,  and  experiments 

are  not 318 

accidental  operations,  not  pereeived,  are  not  •.••.•....      818  «.  1 

not  unless  invention  used  was  identical 318  «.  1,  4 

what  would  infringe,  if  later,  anticipates  if  earlier 1026  a.  3 

use  as  embodying  one  idea  not  prior  use  as  another  idea      •    •    •    •    .      819  a.  2 
use  of  all  elements  not  prior  use  of  the  combination     ....•••      818  a.  1 

prior  iuvention  must  have  been  practically  employed 819 

mere  prior  invention  is  not 819  a.  2 

mere  making  is  not ••.••....     .      319  a.  2 

single  instance  sufficient •.. 319 

though  for  a  different  purpose      ......•• 319  a,  4 

evidenced  by  sale 819  a.  2,  320  a,  3 

complete  without  sale     •• • ••      319  a.  2 

though  not  patented 819  a.  4 

though  subsequently  abandoned 319  a.  3 

name  of  inventor  and  date  of  invention  may  be  unknown    •...••.  1004 

means  use  in  public,  not  by  the  public  • 320 

secret  use  not 320 

foreign  use  not ..••••......    320,  1026 

was  under  Act  of  1798 820  a.  4 

knowledge  of  use  abroad  not 320  a.  4 

not  shown  by  foreign  patents 320  a.  4,  1026  a.  22 

must  make  the  invention  known  at  date  of  patentee's  inventive  act  ....    8S1 

not  shown  by  *'  lost  art " 321 

abandoned  and  forgotten  invention  is  not      • 323 

must  be  prior  to  what  date .••...•.•      321  a.  1 

relative  date  of  to  that  of  patentee's  invention   .    .  ' 328  a.  1 

test  of 324 

must  be  affirmatively  proved  .    • 816  a.  1 

evidence  under  the  defence  of ••..•••.  1026 

naturally  contradictory • 1011 

(See  also  Abandoned  Experiments,  Abandoned  iNvsNTiONa,  Action  at  Law, 
Apflication  for  Patent,  Burden  op  Pboop,  Oombihation,  Date,  De- 
fences, Double  Use,  Experiments,  Foreign  Use,  Identitt,  Inter- 
ferences, Invention,  Inventivb  Act,  Inventor,  Judgments,  Lost 
Art,  Notice,  Novelty,  Prior  Patent,  Prior  Publication,  Reduction 
TO  Practice,  Secret,  State  op  the  Art.) 

PRIORITY  determines  novelty  between  identical  inventions 815 

PRIORITY  determined  by  priority  of  conception  followed  by  diligence  in  reduction  383 

date  of  conception  may  be  shown 834  a.  2 

as  between  domestic  and  foreign  inventors 382 

the  i^ole  question  in  interference  proceedings 687  a.  1 

burden  of  proof  is  on  later  patentee • 870  a.  1 

evidence  on ••.. 600 

application  oath  prima  facie  evidence  of 558  a.  1 

shown  by  use,  publication,  or  patent     ••••••••••••..    316 

shown/^majfacM  by  prior  publication     ..••>. 42  a.  6 
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PRIORTTT  —  continued, 

concession  of,  its  requisites •••••,••••.•.    603 

binds  whom ••    614 

(See  also  Action  at  Law,  Coxceiver,  Conception,  Date,  Intbbfebences, 

Invektion,    Inventitb    Act,    Invbntob,    Rbducbr,    Kepbal,    BivaIi 

Investoks.) 

PRIVATE  WRITINGS  as  evidence 1015 

PRIVIES  TO  JUDGMENTS,  who  are .    .3176 

PROBATE  COURTS,  no  power  over  letters-patent 804 

e£fect  of  judgment  of 1184  n.  S 

and  State  insolvent  courts,  power  of  to  compel  assignment  of  patent  for  benefit 

of  creditors  rests  on  local  law SOS 

(See  also   Administration,  Assignment,    Bankbuftct,   Cbeditokb'   Bill, 

Judicial  Sales.) 

PROCEDURE  IN  EQUITY,  rules  of 1189 

Patent  Office,  how  regulated • •    427 

PRCXn^SS  defined,  synon^-raes  of 168 

distinguished  from  the  mere  function  of  its  apparatus 172  ».  2 

joinder  of  with  machine •    •    474 

and  product  separately  patentable 466 

may  be  joined  with  apparatus  or  product  when 473 

mechanical.  Claim  for,  when  void    •• 518  n.  5 

"  similar  substances  "  in,  defined 285  n.  1 

(See  also  Art,  and  titles  thereto  appended.) 

PROCESS  CIVIL,  service  of  in  actions  at  law  for  infringement 934 

on  domestic  and  foreign  corporations 935 

defects  in,  how  pleaded • 956  n.  1 

waiver  of • 934 

(See  also  Action  at  Law,  Jurisdiction.) 

PRODUCT  defined,  when  an  invention 147 

and  process  distinct  inventions • •      167  n,  1 

separately  patentable    • 466 

may  be  joined  when      • 473,  475,  476 

joined  with  machine  when 474-476 

and  machine  separately  patentable  ••••..••.••....    466 

Claim  for 531 

when  protected  by  Claim  for  process  or  machine •    •    .    .    531 

process  or  machine  not  embraced  in  same  Claim  with  product     •    •      510  n,  1 
(See  also  Manufacture,  and  titles  thereto  cited.) 

PROFERT  being  made  of  recorded  paper  it  becomes  part  of  the  pleadings  and 

demurrable      . 950  n.  3 

of  patent  in  bill  in  equity 1106 

PROFITS  not  synonymous  with  damages 1136  ».  1 

at  law  described 1062  n.  7 

how  different  from  profits  in  equity 1062  ft.  1, 1136 

of  defendant,  evidence  of  admissible  at  law  to  show  plaintiff's  loss    ....  1062 

immaterial  when  damages  measured  by  license  fee 1059 

as  a  measure  of  damages,  state  of  the  cases  on 1061  n.  1 

not  a  true  measure  of  plaintiff's  loss 1062 

profits  on  product  may  be  a  measure  of  damages 1061  n.  3 

sales  may  be  a  measure  of  damages 1061  n.  4 

show  plaintifTs  loss  how 1063 

no  presumption  that  plaintiff  would  have  made 1063 

whether  recoverable  at  law  when  they  exceed  plaintiff's  loss 1091 

of  plaintiff,  when  a  measure  of  damages 1062  n.  15 

are  pecuniary  gains  actually  received  from  the  infringement 1146 

none  from  a  void  patent •    .    •    .    1138  n.  1 
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PB0FIT3  —  eoutinued. 

embrace  actiud  not  poMiUe  beneflta ••••••  108S,  1063 

do  not  include  remote  benefits      •••..... 1146 

may  exist  though  the  business  as  a  whole  be  unprofitable     •    .    •    •    .    1149  «.  3 
may  be  derived  from  an  improyement  though  the  whole  device  is  unprofitable 

1149  fi.  2 
from  infringing  use  are  those  in  excess  of  what  the  Infringer  might  have  made 

by  using  other  open  inventions • 1145 

from  infringing  use  are  what  the  defendant  did  make  irrespective  of  what  he 

might  have  made  by  using  others •    .     1009  «.  7 

none  made  by  vendees  of  infringer  if  his  price  equal  to  plaintiff's 1151 

not  unliquidated  damages  when ••••..  1153 

how  shown  and  computed    • 106S,  1063 

inferential  evidence  of 1068 

not  presumed  to  be  as  much  as  plaintiff  made .  106S  «.  14 

not  measured  by  royalties 1062  ».  2 

shown  by  license  fees  afterwards  paid  by  defendant      .......  1062 

not  to  be  conjectured    .    .    .    • 1143 

mode  of  computation  determined  by  form  of  infringement  •    •    .    •    .    .1138 

computed  from  and  to  what  date    • 1152 

how  computed  where  the  infringer  uses  or  makes  and  uses  the  invention     1144 
profits  from  use  of  the  invention  to  be  separated  from  others     .  1062,  1063 

how  computed  when  arising  from  infringing  sales •  1063,  1139 

data  of 1143 

items  of  cost  and  yield 1063,  1139 

burden  of  proof  as  to 1143 

how  computed  when  the  patented  invention  is  embraced  in  the  article 

sold  and  gives  it  all  its  market  value 1142 

increases  the  number  or  amount  of  sales 1141 

adds  to  the  profits  of  each  sale 1140 

in  equity,  described 1062  n.  7, 1138 

theory  of 1137 

how  different  from  profits  at  law 1062  ».  1,  1136 

rule  of,  places  a  premium  on  neglect  of  invention  by  inventor     •    •    .   43  «.  5 

presumed  from  infringement      .••••• 1138  n,  1 

are  money  had  and  received,  not  damages 1152  ».  3 

how  computed 1138 

items  of  cost  and  yield 1062,1063,1139 

from  commissions,  repairs,  use  by  vendees,  etc. 1151 

accruing  pending  suit  recoverable  onlj'  where  the  infringement  commenced 

before  suit 1152  ».l 

interest  on  when  allowed       1066, 1152 

cannot  be  increatied  by  the  court 1152 

averment  of  in  bill  in  equity      ••• 1106 

plaintiff  must  prove 1150 

payable  to  sole  plaintiff  though  others  interested 1153 

defendant  not  enjoined  from  paying  to  plaintiff  after  the  accounting   •    .  1153 

assignable  after  accounting 1103 

(See  also  Action  ux  Equtty  and  titles  there  cited.) 

PROPERTY  in  a  patent  two-fold 406  ».  3 

PROPORTION,  diversities  of  may  be  matter  of  form  or  of  substance 241 

chnnges  in  without  change  in  mode  of  operation  do  not  affect  identity    .      841  n.  1 

changes  of  in  chemical  combinations,  etc 241 «.  1 

PUBLIC  has  a  right  to  repeal  of  unlawful  patents 719 

inventions  under  natural  law 25 

interest  of  does  not  warrant  infringement  by  afi^entB  or  oontractora    •    ...    919 

injunction  refused  when  it  would  injure 1200 

(See    also    Infrikokmsmt,    Ihjunction,    Momopolt,     Patbiit    Pbivilbqb, 

Rbpbal.) 
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PUBLIC  USE  or  sale  m  a  defence 1080 

a  form  of  abandoum  nt 9fl6 

abandonment  to  public  presumed  from 848 

presumption  not  rebuttable  ......      854  n.  2 

abandonment  by,  history  of  the  doctrine 354 

after  application  not  abandonment * 854  n.  1 

not  abandonment  unless  more  than  two  years  before  first  application     •      854  n.  2 

mere  making  is  not    .    • 855 

experimental  use  is  not 355 

must  give  the  public  a  knowledge  of  the  invention 356 

may  exist  though  the  invention  is  concealed  in  another  device      .    .    .      856  n.  1 

single  instance  is  abandonment 356  n.  1 

nae  by  inventor  alone  may  be . 356 

though  he  uses  but  once 856  n.  2 

temporary  use  by  others  as  a  favor  is  not 356 

use  under  control  of  inventor  is  not 356 

consent  of  inventor,  whether  necessary 357 

acquiescence  of  the  inventor  not  presumed 358  n.  8 

inventor  acquiesces  if  he  knows  and  does  not  forbid 358 

''withconseut  of  inventor,^  history  of  the  doctrine 357  n.  1 

conclu9ions  from  acts  of  Congress,  etc.       .      357  n.  2 

departures  frt)m  the  doctrine 857  n,  2 

piratical  or  fraudulent  use  not 857  ».  2, 8 

use  under  rival  inventor  not 357  n.  2,  8 

bearing  of  use  under  rival  inventor  on  questions  of  abandonment  and 

estoppel 357n.  3,  390 

must  be  of  the  same  exact  invention     .    •    •    .    • 360 

use  of  defective  whole  may  abandon  its  parts     •    • 854  n.  2 

not  shown  by  issue  of  prior  patent    ..•• 360  n.  3 

question  of  how  tried  in  Patent  Office    •    •    • 560  n.  2 

(See  also  Abaxdokmemt,  and  titles  there  cited.) 

PUBLICATION  of  inventions  by  Patent  Office    .    • 55 

prior  (see  Pbiok  Publication) 825-330 

PURCHASE  MONET,  assignor's  action  for,  assignee's  defences  to   .    •    .  1237-1242 

PURCHASER  of  patented  article,  right  to  use .  824-830 

(See  LicsMSK.) 


RACX  OF  DILIGENCE,  none  between  rival  inventors .    884 

REASONING  PROCESSES,  not  inventive  skill 78  ».  2 

REBUTTER  OF  PLAINTIFF,  cannot  strengthen  his  evidence  on  issue  of  infringe- 
ment       1127  n.  2 

RECEIVER,  patents  do  not  vest  in,  cannot  convey  legal  title  to     •    .    .    766,  804  n.  1 

may  convey  the  equitable  title  to  a  patent 804  n,  1 

not  assiguee  of  license  of  partners  of  insolvent  firm 979  n.  2 

under  Pennsylvania  law  cannot  sue  on  letters-patent 944  n.  3 

acting  under  orders,  protected  by  the  court  from  interference 828  n.  5 

(See  also  Assignment,  Crbditoks*  Bill,  Judicial  Sale,  Licemss.) 

RECOLLECTIONS  OF  WITNESSES,  weight  of  as  evidence 1026 

RECOMMITTAL  of  master's  report  on  the  accounting 1159 

RECORD  of  patent  is  notice  to  all  the  world ^    .   627  n.  2.  784 

actual  notice  equivalent  to • 784  n.  8 

record  of  unrecordable  instrument  not  constructive  notice     ....   627  n.  2,  785 

when  actual  notice 785 

Patent  Office  governed  by  record  title 784  f.  4 

copies 627 

of  private  companies  as  evidence •    .    •  1015  ».  11 
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RECORD  —  continued, 

(See  alao  Action  at  Law,  Appucatio*  wor  Patbnt,  Lbttbbs-Patbkt,  Patsmt, 
Patent  Office,  TtTLB.) 

REDUCER,  earlleet  entitled  to  patent  unless  an  earlier  conceiver  was  diligent  in 

reduction • 374,  S79 

later  may  be  earliest  conceiver,  and  vice  verta 173 

(See  also  Pbioeitt,  and  titles  then  cited.) 

REDUCTION  TO  PRACTICE,  necessary 125 

may  follow  or  accompany  conception 381 

defined 126 

not  shown  by  an  application  for  a  patent  •    .    • 126 

by  description  written  or  pictorial 126 

by  model 126 

by  the  issue  of  a  patent 126 

not  accomplished  while  experimental    ..•••.... 127 

must  prove  that  the  invention  is  successful 127 

practical  use  in  business  not  alwa3's  necessaiy •    •    •    128 

mechanical  perfection  not  necessary  to .    •    • 129 

does  not  affect  the  idea  of  means • 190 

involves  only  mechanical  skill     • 131 

may  be  made  by  employees 131 

^  completes  the  inventive  act 132 

^    date  of  is  date  of  inventive  act 132 

how  shown 1022  «.  8,  4, 1026 

when  sufficiently  shown •    •    •    •    128 

patent  7>rtmaybe»6  evidence  of  ....... 593  n.  2 

shown  by  actual  use     . 1024  n.  6 

best  mode  of  to  be  disclosed  in  specification 485 

diligence  in 383-391 

by  one  inventor  not  inferred  from  that  of  another  .......••  593  ».  2 

by  prior  inventor  necessary •••    391 

(See  also  Action  at  Law,  Appucation  for  Patent,  Abt,  CoicposrnoN,  (Con- 
ception, Date,  Delay,  Design,  Diversities,  Embodimentb,  Improve- 
ments, Interff.rences,  Invention,  Inventive  Act,  Inykntor,  Machine, 
Manufacture,  Means,  Novelty,  Pbinciplb,  Priob  Uas,  Prioritt, 
Rival  Inventors.) 

REFERENCES,  what  and  how  cited  on  rejection  of  application 559 

how  answered  by  applicant .*   .    •    560 

REHEARING  in  Equity  to  let  in  new  defences  or  new  evidence     ....  1133-1135 

for  new  evidence  requires  supplemental  bill 1122 

Patent  Office,  rules  and  grounds  of 615 

RE-ISSUE,  amendment  of  letter»>patent  by 653-715 

origin  of  as  a  mode  of  amending  letters-patent 653 

junder  English  law  prior  to  Act  of  1835      •    • 653  n.  3 

our  law  prior  to  Act  of  1832 .653 

Act  of  1832 654 

defects  amendable  by 654 

Act  of  1886 655,656 

variation  between  Act  of  1836  and  Act  of  1832 666 

different  views  of.. 656 

Act  of  1870  and  Revised  Statutes 657 

Acts  of  1836  and  1870  compared 6S7  n.  1 

conditions  of  always  the  same  under  our  statutes    •    .    • «    658 

not  allowable  except  under  the  statutory  conditions •    .    660 

not  a  matter  of  equity  regulation 656  ».  2 

courts  cannot  prescribe  what  a  re-is^ue  may  contain,  though  they  make  rales  of 
evidence  by  which  the  question  of  identity  is  determined 664 
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invalid  if  any  requisite  wanting • 659  tk  1 

motive  for,  of  no  importance    .    •    .    . 703 

object  and  character  of  .     . 56 

ia  a  new  contract  between  public  and  inventor 696  fib  1 

is  a  continuation  of  the  original  and  governed  hy  the  law  in  force  when  the 

original  was  granted 703 

not  a  new  patent .•••••. 464 

the  only  remedy  for  defective  patents  ••••••.••••..•    464 

why  preferable  to  new  patent 653 

or  new  patent,  at  option  of  inventor,  may  be  had  for  matter  described  and 

not  claimed  .     .    .    •    • 656  n.  3 

its  relation  to  a  disclaimer 641 

disclaimer  cannot  enlarge  a  patent  as  a  re-issne  can   . 650  n.  2 

promotes  public  interest 653  n.  3 

invaluable  to  inventors • 653  n.  2 

increases  weight  of  patent  as  evidence 1016|  1041 

treated  ss  an  honest  effort  to  secure  a  right 684 

effect  of  laches  upon  right  to * 656  n.  2 

origin  of  the  difficulties  in  the  law  of 635  n.  1 

fundamental  propositions  of  the  law  of 659 

sole  purpose  to  so  amend  an  imperfect  patent  that  it  may  protect  the  invention 

which  the  original  patent  attempted  to  secure 660 

patent  to  be  amended  mnst  be  an  imperfect  existing  patent 659 

improper  when  patent  perfect    .     .    .    .    • 660 

perfect  patent  defined 660  n.  2 

patent  not  perfect  though  valid  and  operative  as  to  some  inventions  .    660 
patent  not  imperfect  from  failure  to  describe  or  claim  matter  outside 

the  invention  for  which  it  was  granted 661 

improper  where  original  does  not  describe  the  inventioni  and  a  new  patent 

then  needed 665  n.  1 

.  cannot  amend  a  patent  void  ab  initio 660 

cannot  cure  a  joint  patent  issued  to  a  sole  inventor  or  vice  versa  .  .  .  660 
improper  where  original  was  issued  on  an  application  sworn  to  in  blank 

and  filled  out  by  attorneys 660  n.  1 

cannot  cure  a  voluntary  false  oath      .    .    •    • 660 

of  expired  patent  not  allowed 660  n,  1 

proper  when  the  patent  is  invalid  or  inoperative  because  the  Description  or 

Claim  is  defective  or  insufficient  or  the  Claim  is  excessive     •      656,  660 

**  invalidity,*'  "  inoperativeness,**  defined 660 

Description  or  Claim  "  defective/' when 656 

insufficient  when 656 

proper  when  original  inoperative  from  ambignity  ......  660  n.  5 

defects  causing  invalidity  or  inoperativeness  enumerated     ....    660 

proper  when  the  patent  is  invalid  or  inoperative  as  to  the  invention  intended 

to  be  secured  though  valid  and  operative  as  to  others 660 

improper  when  original  is  valid  and  operative  for  any  purpose   .    .    .  660  n.  2 

not  void  though  it  reproduces  the  original 660  n.  2 

reproducing  the  original  admits  that  it  was  not  invalid  or  inoperative  693  n.  3 
is  intended  to  amend  defects  of  statement,  not  of  subject-matter  ....  662 
cannot  remedy  mistakes  of  judgment  as  to  nature  of  invention  662  n.  %  663  n.  1 

of  choice  or  judgment  as  to  what  a  patent  shall  cover 

662,  663  ».  1,  664  n.  5 

may  amend  both  Description  and  Claim 656  n.  4 

may  cure  an  imperfect  Description  or  an  excessive  Claim  .....  656  n.  2 

may  amend  a  defect  in  the  statement  of  the  term 662  n.  2 

alone  can  cure  error  as  to  effect  produced 643  n.  2 

proper  when  specification  imperfect  though  models  and  drawings  are  perfect 

660  A*  6 
TOL.  in. — 67 
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can  amend  models  and  drawings  of  machine-patents  only  by  each  other  668  a.  1 
can  embrace  only  what  the  inventor  had  fully  invented  and  attempted  to 

secure  by  the  original 659,  661 

cannot  include  new  matter  which  the  inventor  did  not  at  first  intend  to  protect 

635  tt.  1,661 

new  matter  defined 668  a.  10 

new  matter  may  be  an  improvement  or  a  subsequent  invention     .    .   668 

new  matter  is  matter  not  mentioned  in  the  original 665  a.  1 

cannot  expand  the  invention  nor  include  prior  devices  • 693  a.  2 

cannot  cover  improvements 661,  663  a.  1 

cannot  include  distinct  species  of  the  original  or  ideas  subsequently  reduced 

to  practice 661 

cannot  cover  what  the  original  alludes  to  as  a  mere  possibility  .  .  .  667  a.  3 
cannot  embrace  devices  used  with,  but  not  part  of  the  original  invention  661  a.  1 
cannot  claim  matter  which  the  records  of  the  Patent  Office  show  that  the 

patentee  was  not  the  first  to  disclose 661  a.  1 

cannot  cover  what  the  state  of  the  art,  at  the  date  of  the  original,  shows  to 

be  new 661  a.  1 

cannot  introduce  a  different  principle  though  it  was  known  to  the  patentee 

when  the  original  was  granted 661  ••  1 

cannot  cover  matter  whose  right  to  protection  has  expired  by  the  limitation 

fixed  by  a  prior  patent .  662  n,  2 

courts  will  not  explore  history  of  the  art  to  see  what  the  inventor  might 

have  covered  by  the  original 667  a.  8 

confined  to  subject-matter  which  the  patentee  endeavored  to  describe  and  claim 

in  the  original  patent 663 

cannot  cover  even  the  actual  invention  unless  the  original  attempted  to 

describe  and  claim  it 663  a.  1 

statements  that  *'  re-issue  may  cover  all  the  original  might  have  claimed,'* 
and  that  '^  it  cannot  cover  anything  which  the  original  did  not 

claim,*'  alike  erroneous 664 

can  cover  in  some  cases  what  original  did  not  claim 664 

cannot  always  cover  what  the  original  might  have  claimed  ....    664 
cannot  cover  all  the  original  could  have  claimed,  but  only  what  the  original 

attempted  to  claim 663  a.  1 

improper  to  embrace  matters  described  but  not  attempted  to  be  claimed  in 

the  original 465 

cannot  cover  all  that  was  "  suggested  *'  in  the  original  unless  the  attempt 

were  there  made  to  claim  it 663  a.  1 

cannot  cover  what  is  merely  claimed  but  not  described  in  the  original  667  a.  3 
cannot  cover  matter  which  the  patent  or  contemporary  records  show  could 

not  have  been  claimed  in  original 665  a.  4 

cannot  claim  matters  inconsistent  with  Description,  drawings,  and  model 

of  original  even  though  original  claimed  them 665  a.  1 

cannot  cover  matters  which  the  courts  have  held  not  described  in  original  667 
cannot  cover  separate  parts  of  an  invention  which  the  original  treated  as  an 

indivisible  whole 669  a.  1 

may  cover  all  the  inventions  which  the  original  attempted  to  describe  and 

claim,  if  the  rules  of  joinder  x)ermit • 669 

sustained  when  courts  can  see  that  the  patentee  only  seeks  to  cover  the 

real  invention 661  a.  1 

may  claim  whatever  the  original  patent  itself  shows  that  it  attempted  to 

protect 665  a.  1 

may  cover  matter  necessarily  implied  from  the  Description  and  Claims  of 

the  original 667 

may  cover  matter  not  within  the  judicial  interpretation  of  the  original 

Claims 667  a.  5 

may  cover  all  inventions  inseparably  connected  with  the  one  claimed  in 

the  original 669  a.  1 
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may  cover  matter  which  as  previonaly  deecribed  was  impracticable  667, 671  n.  2 
identity  of  subject-matter  with  that  of  original  presumed  till  the  contrary 

appears .     664  n.  2,  681,  684 

identity  depends  on  the  things  described,  not  on  the  descriptions   668  n.  3 

identity  determined  by  what  the  original  did  set  forth,  not  by  what  it 
might  have  set  forth 681 

Identity  with  original  primarily  a  question  of  interpretation!  not  of 
evidence 684  n.  8 

identity  ascertained  by  comparing  specifications  ...••...    681 

identity  exists  if  the  re-issue  specifications  are  consistent  with  the 
original       •    .    •    .      681 ».  5 

identity  determined  by  taking  specifications,  drawings,  and  models  all 
into  consideration •    .    .    •    681 

identity  shown  by  model  or  proof  of  lost  model  or  by  files  of  re-issue 
application ••.•••    681 

identity  cannot  be  shown  by  extrinsic  evidence      •    • 681 

or  by  parol  proof •  .    665  n.  4 

mode  of  determining  what  matters  in  the  original  patent  the  inventor  did 

endeavor  to  describe  and  claim ^ 664 

courts  and  Patent  Office  fo|low  the  same  rules  in  ascertaining  what  the 
original  attempted  to  describe  and  claim 664  n,  1 

history  of  the  rules  for  determining  what  the  original  did  attempt  to 
describe  and  claim 664  n.  2 

various  statements  of  the  mode  of  determining  whether  a  re-issue  ex- 
ceeds the  invention  attempted  to  be  described  and  claimed  in  the 
original 664 

attempt  to  describe  and  claim  in  the  original  appears  how   •    •    .    .    665 

what  the  original  attempted  to  describe  and  claim  is  ascertained  from 
the  original  specification  itself  compared  with  the  actual  invention 
and  the  re-issue  specification 664,  665 

re-issne  can  cover  nothing  which  is  not  found  in  the  original  specifica- 
tion, drawings,  or  model 665  n,  2 

attempt  of  original  to  describe  and  claim  may  appear  either  in  the 
specification,  drawings,  or  model 666 

how  the  specification,  drawings,  or  model  of  the  original  may  show 
the  attempt  to  describe  and  claim 667 

impossible  that  original  Description  and  Claim  should  not  give  some 
idea  of  what  is  attempted  to  be  described  and  claimed 665 

description  in  the  original  taken  as  it  is  not  as  it  might  have  been  665  ».  1 

in  comparing  original  and  re-Issue  both  are  construed  b}'  the  state  of 
the  art  at  the  date  of  the  application   ..•.•..••      667  n.  2 

re-issue  whose  only  Claims  are  not  in  the  original  is  void     •    •      664  a.  5 

presumption  that  the  original  intended  to  claim  all  that  could  properly 
have  been  claimed  under  its  description      .    .    • 669 

original  model  may  be  inspected  by  the  court 666  a,  1 

re-issue  cannot  claim  a  feature  shown  in  the  original  by  the  model 
alone,  without  any  proof  of  an  attempt  to  claim  it    •    •    •    .      666  n.  2 

lost  model  how  proved ••*••      666,  668 

may  amend  the  patent  to  any  extent  necessary  to  secure  the  invention  at^ 

tempted  to  be  described  and  claimed  in  the  original   •    .    .    •    •      659,  693 
variations  between  the  Descriptions  and  Claims  of  original  and  re-issue, 
how  far  consistent  with  identity  of  subject-matter  ........    668 

re-issue  may  vary  from  original  in  language,  in  general  description,  in 
statements  of  mode  of  making  and  use,  in  number  and  scope  of  ' 
Claims,  etc 668,  698 

may  amend  language  to  any  extent  necessary  to  set  forth  the  inven- 
tion     635  f».  1 

may  make  definite  what  was  before  matter  of  inference  •    •    .      668  n.  1 
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numerouft  examples  of  allowable  rariations  ••.•••  668  «.  1-10 
may  make  any  correction  which  equity  would  decree  ....  668  a.  9 
may  enlarge  or  narrow  Claims  ..•••••.  .•.•..668 
cannot  amend  Description  or  narrow  Claims  withont  limit  at  option  of 

patentee 688  a.  1 

generally  objected  to  on  gronnd  that  Claims  enlarged  •  •  •  .  .  98S 
may  enlai^ge  Claims  when  original  is  inoperative  from  nanownen  of 

Claims • 660  a.  6 

to  enlarge  Claims  stands  on  same  ground  of  right  as  one  for  any  other 

purpose 690«.l 

of  little  value  to  inventors  if  confined  to  amendment  of  Description  or 

narrowing  of  Claims ••••••656 

may  enlarge  the  Claim  but  not  the  invention 656  a.  3 

where  no  adverse  rights  are  affected     •      656  a.  3 
cannot  enlarge  the  Claim    .••.....•••••      656  n.  2 

re-issue  expressly  enlarging  Claims  Is  void  ••••••      664  «.  5 

against  public  and  interreniog  patentees   .    •    •    •    •      656  n.  2 

Claim  enlarged  by  omitting  part  formerly  claimed   •    •    •      670  a.  2 

of  generic  patent  may  cover  all  included  species 673 

cannot  claim  different  species  from  the  one  claimed  in  the  original  673 

of  specific  patent  cannot  cover  the  genus  when 678 

of  combination-patent  cannot  cover  a  combination  of  less  than  all  the 
elements,  or  of  different  elements,  or  of  the  same  elements 

differently  combined     •••••• 670 

may  not  cover  the  same  combination  with  added  elements    •    670, 

672  a.5 
may  claim  as  a  combination  what  the  original  claimed  as  an 

article 670  a.  6 

cannot  cover  subcombinations  after  unreasonable  delay     •    .  690  n.  2 

may  cover  subcombinations  when •    •    •    670  a.  2,  671 

may  omit  non-essentials  or  substitute  equivalents     •    •    •    •    •    670 

may  cover  elements  when • .672 

though  the  combination  was  impracticable  672  a.  2 
but  only  as  described  in  the  original  •  •  •  672 
but  not  when  disclaimed  in  the  original .    •    672 

of  patent  for  an  art,  confined  to  same  art.*.** 674 

may  cover  apparatus  and  product  when  ••••••    674,  675  a.  3 

cannot  cover  the  product  however  produced     •••••.  674  a.  3 

of  patent  for  a  machine  confined  to  same  machine  •••«•••  675 
identity  with  original  determined  by  drawing  and  model  •  •  •  682 
confined  to  matters  shown  in  original  drawing  or  model  •  .  •  664 
may  cover  modes  of  making  or  using  it  if  the  original  described 

them •     •    •  675  a.  2 

may  cover  the  process  and  product  when •    •    675 

of  patent  for  a  manufacture,  confined  to  same  manufacture  •  •  •  676 
may  vary  from  original  in  its  description  of  the  machine  to  which 

the  manufacture  is  attached •••••  676  n.  8 

may  cover  the  process  and  apparatus  when  ..••••••    676 

if  original  confined  to  manufacture  resulting  from  a  certain  pro- 
cess, re-issue  cannot  cover  it  as  made  otherwise     •    •    •    •    •    676 

of  patent  for  a  composition  confined  to  same  composition  *  •  .  677 
may  cover  ingredients,  process,  or  apparatus  when  •    •    •    •    •    677 

cannot  cover  mode  of  packing •    •    •    •    •  677  a.  2 

of  patent  for  a  design  confined  to  same  design    ••••••..    678 

may  cover  elements  and  subcombinations  when    ••••••    678 

cannot  cover  the  same  article  as  a  manufacture    •    •    •    •    •        678 

of  patent  for  an  improvement  confined  to  the  exact  improvement .  •  679 
may  cover  process  and  apparatus  when  •    .    •    •    •    i    •    •    •    679 
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not  allowed  unless  the  defect  siroee  through  inadvertence,  accident,  or  mistake 

and  without  fraud 658,659,685 

courts  can  treat  re- issues  as  void  if  absence  of  inadvertence,  accident,  or 
mistake  is  evident  from  the  face  of  the  patent  or  the  facts  proved    •    .    658 

"inadvertence,"  <' accident,**  "mistake**  defined 658 

inadvertence,  etc.,  relates  to  the  application,  not  the  invention  .    .    .  685  n.  A 

does  not  include  errors  of  choice  or  judgment     .    .  685  n.  4 

mistake,  character  of  immaterial 685  n.  4 

is  not  misunderstanding 685  n.  4 

absence  of  inadvertence,  accident,  or  mistake  how  shown 658 

re-issue  h  prima  facie  evidence  of  inadvertence,  etc. 685  n.  4 

cannot  amend  defects  arising  through  fraud 686 

intentional  defects  not  amendable  though  arising  without  fraud  .    .  ^.    .    687 
whether  defect  was  intentional  or  not  is  determined  either  from  the  patent, 
or  the  records  of  the  Patent  Office,  or  the  acts  or  omissions  of  the 

inventor  before  or  after  the  issue  of  the  original       687 

re-issue  cannot  restore  matter  intentionally  excluded  nor  reject  matter 

intentionally  inserted 687 

cannot  reject  matter  before  claimed  as  essential    .    .    i    .    .    .    668 

adhered  to  on  interference 689  n.  4 

may  exclude  from  a  domestic  patent  devices  covered  by  expired 

foreign  patents 662  n.  2 

cannot  embrace  matter  expressly  or  impliedly  excluded  from  the 

invention  in  the  original  patent 680 

cannot  enlarge  Claims  to  cover  matter  intentionally  excluded  •  688 
cannot  cover  matter  abandoned  before  the  original  issued  .  .  708  n.  4 
cannot  cover  matter  actually  used  before  the  excluding  application 

was  filed 691  n.  8 

cannot  cover  forms,  uses,  causes,  etc.,  once  impliedly  disclaimed     680 

cannot  cover  matter  once  expressly  disclaimed    .    .    .    668,  680,  689 

intentional  exclusion  not  shown  by  mistaken  disclaimer  .  689  n.  1 

re-issue  may  restore  matter  disclaimed  by  mistake  .    .    .  689  n.  1 

cannot  cover  matter  disclaimed,  or  rejected  by  the  examiner  with 

the  acquiescence  of  the  patentee,  or  withdrawn  to  save  the 

application  or  escape  an  interference 689 

re-issue  may  restore  matter  disclaimed  through  a  mistake  in 

the  Patent  Office,  when 689  n.  6 

re-issue  may  restore  matter  disclaimed  in  the  Patent  Office 

by  an  attorney  without  authority,  when 689  n.  6 

reissue  may  cover  matter  which  the  applicant  proposed  to 
withdraw  when  the  proposal  was  not  accepted  by  the  Office 

689  a.  4 
re-iasne  cannot  avert  the  conftequences  of  an  improper  rejection 
in  the  Patent  Office,  but  parties  most  appeal  or  sue  in 

equity 689 

acquiescence  in  the  rejection  of  a  Claim  is  an  intentional 

exclusion  of  it • 689 

re-issue  cannot  cover  a  product  where  the  original  was  con- 
fined to  the  process  by  amendment  in  the  Patent  Office 

i:ejecting  the  Claim  for  a  product 689  ».  4 

re-issue  may  restore  a  Claim  rejected  in  the  Patent  Office  with 
the  acquiescence  of  the  patentee  if  it  has  since  been 

allowed  to  another  applicant 689  n.  3 

disclaimers  in  a  re-issne  bind  the  patentee  in  suits  on  that 
re-issue,  but  do  not  estop  him  from  claiming  the  same 
matter  in  a  new  re-issne  unless  it  was  exclnded  from 

the  original 689  a.  5 

i«-JS8ne  may  omit  disclaimers  found  in  the  original  when  689  ».  1 
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cannot  oover  matter  intentionally  ezdnded  from  the  original  Clainu  690 
preeumption  of  intentional  exclusion  from  failure  to  Claim  is 

prima  facie  only 690  a.  2 

intentional  exclusion  shown  bv  failure  to  claim  clearly  de- 
scribed matter  unless  the  amendment  is  made  without 

unreasonable  delay ••••.    690 

delay  in  applying  for  re-issue,  if  apparent  on  its  face, 

raises  a  question  of  law  as  to  its  validity  .    •    .    1114  a.  8 
what  is  notice  to  a  patentee  that  his  mventlon  is  not 

covered  by  his  Claims   •••••• 691 

patentee  bound  to  examine  his  patent  when  granted  and 

see  if  his  Claims  are  too  narrow 690  a.  2 

patentee  presumed  to  know  what,  if  diligent,  he  could 

have  known 691  a.  1 

knowledge  of  the  defect  by  the  patentee  may  appear  on 

the  face  of  the  patent 1030  a.  13 

re-issues  to  enlarge  Claims  clearly  defective  and  re-issues 
to  enlarge  Claims  defective  only  under  certain  interpre- 
tations stand  on  different  grounds 690  a.  2 

intentional  exclusion  not  shown  by  failure  to  claim  imper- 
fectly described  matter  unless  the  re-issue  is  unreason- 
ably delayed  after  the  patentee  knows  of  the  defect  •    691 
defects  in  original  not  always  apparent  on  face  of  patent 

690  a.  1 
inoperativeness  of  a  patent  as  to  some  inventions  may  not 

be  discovered  till  long  after  the  patent  issues  •  .  660  a.  5 
often  doubtful  whether  the  Claims  cover  the  invention  or 

not 690  a.  1,  3 

Intentional  exclusion  shown  by  unreasonable  delay  in  amend- 
ing    691 

nnreasonable  delay  in  amending  shows  that  there  was  no  in- 
advertence, etc 690  a.  2 

diligence  required  in  amending  Description  or  narrowing 

Claims 688  n.  1 

delay  in  discovering  the  defect  may  be  unreasonable  as 
well  as  delay  in  acting  on  tlie  discovery  .    •    •    •  691  a.  1 

no  fixed  rule  for  unreasonable  delay 690  a.  5 

special  rules  and  examples  of  unreasonable  delay  690  a.  1-8 
less  than  two  years'  delay  may  be  unreasonable  •  .  690  a.  6 
two  years'  delay  unreasonable  unless  explained  •  •  690  a.  6 
unreasonable  delay  how  ascertained    .••••..    690 

delay  may  be  explained •    .691  a.  6 

unreasonable  delay  not  excused  by  ignorance  of  law  690  a.  8 
question  of  delay  how  affected  by  ignorance  of  lan- 
guage       ••••••••■•  690  a.  3 

mere  delay  in  re-issue  does  not  show  intentional  exclusion  692 
original  Claims  may  be  reproduced  without  reference  to 

delay 688«.l 

right  to  re-issue  not  affected  by  matters  occurring  after 

issue  of  original 690  a.  1 

facts  occurring  after  issue  of  original  are  evidence  of 

other  facts  existing  at  date  of  original  ....  690  a.  1 
right  to  re-issue  not  lost  by  lapse  of  time  •  •  .  •  .  692 
re-issue  allowable  after  extension  whether  in  due  course 

or  by  special  act 692 

right  to  re-issue  how  affected  by  unreasonable  delay  ,  690 
abandonment  by  unreasonable  delay  in  re-issue  •  •  .  352 
delay  in  re-issue  enures  to  benefit  of  public  ....  690  a.  7 
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RE-ISSUE — conHnued. 

intervening  rights  affect  right  to  re-issue  how •  690  ».  7 

conduct  of  third  parties  affects  right  to  re-issue  how    •    .     •    ■     .  690  ».  1 
conduct  of  patentee  toward  third  parties  affects  right  to  re-issue  how 

710  A.  2 
cases  bearing  on  the  questions  of  intervening  rights,  unreasonable 
delaj,  insertion  of  new  matter,  etc.,  cited  and  discussed    •    •  690  n.  1 

construed  to  sustain  it,  if  possible 684 

Dot.  to  extend  beyond  matter  attempted  to  be  described  and  claimed 

in  the  original 663,  714  n.  8 

re-issue  invalid  unless  it  can  be  so  construed GG3 

by  the  original 684  n.  3,  746 

by  the  state  of  the  art  when  the  original  was  granted    ....  684  n.  6 

excessive  Claims  restricted  by  interpretation '.    .    •    684 

Talid  ;M^ma/aae 714, 1032  n,  18 

validity  of  re-issue  shown  by  acquiescence  in  original  • ' 1187 

re-issue  granted  after  a  severe  contest  has  a  strong  presumption  in  its  favor 

684  n.l 

invalid,  when,  evidence  of • •     •>  1032 

evidence  as  to  divergence  from  original •••••••  1032 

evident  invalidity  available  on  demurrer • 1110 

number  of,  not  limited  by  law •••    ••    693 

several  successive  re-issues  allowable • 698 

each  presumed  to  have  been  necessary  to  cure  defects 693  n.  4 

each  stands  by  itself  free  from  the  defects  of  the  others 693 

re-issue  cannot  be  changed  into  the  original  by  disclaiming  the  new 

features 693  n.  3 

one  re-issue  being  void  a  second  one  may  reproduce  the  original    .    .  693  n.  8 

In  divisions,  allowable • 694 

proper  when  inventions  are  separable 694  n.  1 

combination-patent  may  re-issue  in  divisions  for  each  element  and  sub- 
combination       694  n.  2 

all  divisions  must  issue  to  same  patentee  and  for  parts  embraced  in  the 

original  invention •    •    #    695 

one  division  may  contain  the  original  Claims  and  another  the  new  ones 

694  n.  1 

each  division  must  cover  a  patentable  invention 695 

may  describe  the  whole  invention  but  must  claim  only  its 

own  part 695 

is  a  separate  patent  and  unaffected  by  faults  in  others     •    .    695* 
all  divisions  rest  on  same  original  and  suffer  its  incurable  defects    .    •    •    695 
supersedes  the  original  and  requires  its  surrender  to  the  government     •,    •    •    696 
surrender,  how  accomplished  .     ••••••••.•••..'..    696 

ne^  not  be  in  writing 696  n.  2 

destroys,  when  accepted,  all  existing  rights  of  action    .  696  n.  8,  699,  713,  973 

subsequent  rights  of  action  rest  on  re-issue 696 

no  damages  for  infringements  prior  to  re-issue  recoverable  ....    696 

suspends  at  once  all  rights  of  action 696  n.  8,  699,  956  n.  2 

history  of  doctrine  as  to  taking  effect  of ••...    697 

takes  effect  on  grant  of  re-issue    ..•.•...•••..    697 

re-issue  refused,  original  returned  to  patentee 697 

unless  refused  for  want  of  patentability  or  priority    .    .    .    .  697  n.  8 

re-issue  illegal,  the  original  is  still  in  force .  697  n.  1 

by  whom  made 698 

who  must  apply  for  re-issue     •    • 701 

inventor,  if  living,  mni<t  concur 700 

even  if  he  has  assigned  the  patent 700 

re-issue  to  patentee  bars  a  re-issue  to  an  unrecorded  assignee 

701 «.  8 
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inventor  may  be  oompelled  to  obtain  n-issne  for  aaugnee  br 

bill  in  equity .'  701 

inventor  cannot  obtain  re-issue  without  consent  of  assignees    701 

inventor  cannot  surrender  without  consent  of  assignees   .    .    701 

assignee's  consent  shown  by  abstract  of  title    .    .    .  701  a.  5 

grantees  and  licensees  not  parties  to  re-issue    .......    698 

executor  may  obtain  re-issue     ....• 406 

re-issue  to  administrator  presumed  regular    .....  701  n.  1 
surrender  by  person  other  than  the  owner  cannot  aifect   his 

rights 69811.2 

surrender  made  effective  by  ratification  as  well  as  original  consent 

of  owners • 698 

assignee  may  accept  or  reject 778  a.  1 

grantees  and  licensees  cannot  claim  under  re-issue  without 

renouncing  all  rights  under  original 698,  703 

parties  asserting  rights  under  re-issue  adopt  it  and  abandon 

the  original 698  •.  7,  701  a.  4 

assignees   have  the  same   rights  under  re-issue  as  under 

original 701  a.  4,  703 

re -issue  may  be  in  force  in  one  granted  territory  and  original  in 

another 698 

to  whom  granted 702 

to  an  assignee  of  any  degree      •••••••••••..      702  «.  1 

of  an  executor 702  a.  1 

grant  of  to  assignee  is  j^rimayacis  evidence  of  his  title 702 

to  assignee  cannot  cover  matter  disclaimed  by  the  assignor   •    •    .      689  a.  1 

application  for,  form  of 704 

oath 700 

contents  of    . 70S 

assignees  of  applicant  bound  by  his  oath 705  a.  1 

prima  facie  evidence  of  priority , 708 

specification,  drawings,  and  model 706 

specification  must  follow  language  of  original  unless  a  departure 

therefrom  is  necessary 706 

multiplication  of  Claims  in  . 668  a.  5 

broad  Claim  binds  patentee  though  it  does  not  secure  his  invention  706  a.  1 
drawings  cannot  vary  from  original  unless  the  variation  appears  in 

the  model 706 

joinder  of  inventions  in     ....    • 669 

true  date  of,  as  to  public  use 854  a.  1 

is  date  of  the  original • 708  a.  4 

fees  not  payable  if  error  arose  in  Patent  Office     ....••...    638 

must  be  based  on  single  original  patent • 704 

matter  described  in  two  patents  but  claimed  in  neither  must  be 

covered  by  re-issue  of  earlier 680 

filing  of  entitles  applicant  to  a  hearing 707 

hearing  on  re-issue  has  precedence  over  ordinaiy  applications  .    .    .    707 

expedited  when  patent  nearly  expired  •    .       707  a.  2 
examination  as  to  patentability,  identity  with  original,  fact  of  inadver- 
tence, etc • 708 

Patent  Office  same  power  over  as  over  original 708  a.  1 

on  examination  as  to  merits,  not  aided  by  fact  that  original  was 

granted 708 

dismissed  if  on  its  face  original  was  void 660  a.  1 

Claims  sustained  by  courts  may  be  revised  in  the  Patent  Office      708  a.  2 
patentability  determined  by  state  of  art  at  date  of  original  .    .      703,  708 

le-issue  void  for  want  of  novelty,  if  original  was 708  a.  8 

abandonment,  how  indicated •••    708 
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idsDtity  with  original,  how  shown 709 

how  shown  in  the  Patent  Office  when  no  drawings  or  model  •    .    688 

extrinsic  evidence  when  admissible 683 

when  nxxlel  lost  and  drawings  incorrect,  they  cannot  be 
changed  without  the  clearest  evidence     ....     681  n.  12 

Patent  Office  to  judge  of  inadvertence,  etc 668 

inadvertence,  etc.,  shown  how 710 

interferences 711 

appeals 712 

when  withheld  by  Ommissioner 713 

withdrawal  and  revocation  of  surrender .707 

date  and  term  of 718 

judgment  of  Commissioner  on,  when  final 714 

accepting  the  surrender  and  allowing  a  re-issne,  is  final 714 

as  to  date  of  the  invention  is  final 713  a.  1 

as  to  inadvertence,  etc.,  how  far  final 686  a.  1 

that  re-isAue  covers  patentable  subject  matter,  or  describes  and  claims  no 

new  matter,  or  defects  arose  from  inadvertence,  etc,  not  final     .    .    .    714 
on  good  faith  of  applicant  and  absence  of  firaud  in  allowing  re-issue,  how 

far  final 686  fk  1 

whether  defects  arose  from  fraud  always  an  open  question  in  courts  and 

Patent  Office 686 

re-issue  can  be  attacked  in  infringement  suits  for  fraudulent  specification 

or  fraud  in  defects  of  original 715 

jurisdiction  of  Commissiooer  over,  history  of  question 715  n.  1 

fraud  in  allowance  of,  question  not  raised  collaterally 715 

ground  for  proceeding  to  repeal,  how  shown .715 

re-issue  void,  if  applicant  attempts  frand 702 

knew  at  date  of  application  that  he  or  his  as- 
signor was  not  the  true  inventor  .    .      702  n.  2 
surrender  no  proof  that  original  entirely  void    ........    699 

rights  under  governed  by  same  law  as  under  original .    713 

governed  by  contracts  made  as  to  the  original 699  n.  2 

re-issue  does  not  affect  judgments,  payments,  or  any  closed  transactions 

based  on  the  original 699 

violation  of  rights  under,  not  authorized  by  acquiescence  before  surrender   699  ii.  5 

not  sanctioned  by  surrender 699 

amendable  by  re-issue  or  disclaimer 703 

when  changes  made  by  can  be  removed  by  disclaimer  .    •    642  n.  1 ;  649  n.  2 

void  Claims  do  not  prejudice  valid  ones 684 

extension  of 838 

as  evidence,  that  the  invention  was  made  as  described  in  the  original    .     1022  n.  3 
re-issued  patent  is  prima  fadt  evidence  of  priority  over  all  applicants 

later  than  its  original  application 590 

infringed,  sometimes  when  original  would  not  have  been 988 1».  8 

same  defences  to  as  to  original 985 

pending  suit  in  equity,  whether  new  or  supplemental  bill  required    .    .    .    •  1122 

suit  not  continued  in  order  to  obtain 718 1».  6 

(See  also  AcnoN  at  Law,  Application  for  Pateht,  Art,  Assionbb,  At- 
TORMETs,  Claim,  Combination,  Commissioner,  Composition,  Construc- 
tion, Dblat,  Description,  Design,  Disclaimer,  Estoppel,  Extension, 
Obnbric  Invention,  iDENrrrr,  Improvement,  Interferences,  Joinder, 
Joint  Patent,  Judgments,  Lachks,  Letters-Patent,  Machine,  Manu- 
FAOTURS,  Models,  New  Matter,  Patent,  Patent  Office,  Patentee.) 

REJECTION  OF  APPLICATION,  what  references  cited  by  examiner  and  how  .    559 

RELEASE  OF  CAUSE  OF  ACTION,  form  and  effect  of 982 

as  a  defence,  evidence  of 1047 

REMEDIES  for  wrongs  against  the  patent  privilege  liberally  applied     ....    846 
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BafiHtBoai  WB  to  Motioas. 
REMEDY  for  iniringemeiit,  originally  in  Star  Chamber,  later  lo  common  law 

courts 931 

bj  action  at  law  (see  AcTiov  AT  Law) 931-1060 

by  action  in  equity  (see  Actiojt  ur  Equity) 1081-1167 

cannot  be  complete 1136  a.  1 

REMITTITUB,  when  verdict  curable  by 1068,1078 

RENEWAL  OF  APPLICATION  AFTER  FORFEITURE 584 

RENT  PAID,  allowed  in  estimating  profiu 1139 

REPEAL  OF  LETTERS-PATENT 716-730 

by  courts,  not  Patent  Office 418 

jurisdiction  of  Federal  courts  over 899 

three  classes  of  persons  interested  In • 716 

not  necessary  in  the  interest  of  alleged  infringen 717 

necessary  in  the  interest  of  prior  inventors      •    •    •    • 718 

the  public 719 

two  modes  of  proceeding  for 7S0 

in  the  interest  of  prior  inventors 721-724 

under  AcU  of  1700,  1793,  1836 721 

1870 722 

Revised  Statutes 728 

who  may  sue  for 728 

repeal  by  collateral  suit  not  allowed 717 

plaintiff  must  be  a  patentee 722 

procedure 728 

interference  judgment  no  bar  to  suit  for  repeal     .    .    .    .      613  a.  3 

effect  of  delay  in  suing  for  repeal 723  n.  5 

no  repeal  after  extension  has  expired 728  a.  4 

^ole  issue  is  priority 724 

judgment,  scope  and  effect  of 724 

dismissal  of  suit  not  a  judgment  that  patents  do  not  interfere  1182  n.  1 

affects  only  parties  and  privies  to  the  suit 723 

the  right  of  the  defeated  party 974 

in  the  interest  of  the  public 725-730 

allowable  and  necessary 725 

in  three  cases,  —  prior  grant,  grant  procured  by  fraud,  grant  of  un- 

grantable  matter 726 

in  cases  of  prior  grant  covered  by  repeal  in  interest  of  prior 

inventor 726 

grant  procured  by  fraud  special  proceeding  required   727 

evidence  in  such  cases 715 

grant  of  ungrantable  matter 728 

procedure,  is  by  bill  in  equity 729 

not  instituted  in  interest  of  private  persons  when    ....    729 

instituted  in  name  of  United  States 729 

practice  in 730 

judgment,  effect  of,  costs 730 

extinguishes  all  rights  under  the  patent    .......    974 

private  suits  not  enjoined  pending  suit  for  repeal    .    .      730  a.  1 
suit  for  repeal  before  judgment  raises  no  presumption  against 

the  patent 730  a.  1 

'See  also  Action  at  Law,  A^vnul,  Courts,  Equity,  Fraud,  Intkrferexckb, 
JuDOMBNTs,  Lbttbrs-Patemt,  Patkht,  Patkmt  Pbivilxob,  Pbiority, 
Rival  Inventobs.) 

REQUESTS  TO  CHARGE 1074 

RES  ADJUDICATA  in  patent  cases,  doctrine  and  application 983, 1017 

doctrine  of  applied  in  the  Patent  Office 613  u.  1 

evidence  of  in  defence 1048 

(See  also  Acrion  at  Law,  Isjuhctioxs,  Judombmtb,  Patent  Office,  Rs-iest'Es.) 
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BallMmices  are  to  netloiis. 

RESCISSION  OF  ASSIGNMENT,  in  equity,  terms  of 1229 

when  patent  invalid,  terms  of .    .    • 1230 

procured  by  fraud,  terms  of 1231 

by  assignee  under  reservation  in  tlie  contract,  terms  of 12dl  n.  10 

OF  UCENSE,  when  decreed 1245 

at  suit  of  licensor,  when 1249 

(See  also  Assiokse,  Absignmsmt,  Equity,  License.) 

RESERVATION,  for  future  patent 506  n.  8 

of  right  to  patent  inventions  described  but  not  claimed    .      465  n.  8 

RESTRAINING  ORDER,  pending  motion  for  preliminary  injunction    ....  1207 

RESTRAINT  OF  TRADE,  grant  of  exclusive  right  not 793  ».  3 

RESULT,  defined,  when  an  invention 147 

Claim  for  void,  how  construed 519 

Claim  for  all  modes  of  effecting,  void 515,  519  n.  2 

difference  in  shows  difference  of  machine ....••      290  n.  1 

(See  also  Effect,  End,  Idea,  Makufactube,  Meams.) 

RETROSPECJIYE  LEGISLATION  covering  patent  privilege  not  unconstitu- 
tional       46».  8 

REWARD  THEORY  of  patent  privilege  under  American  law 20 

RIGHT  to  make  distinct  from  that  to  use 811  n.  1 

RIGHTS  included  in  patent  privilege 61 

separable  and  separately  transferable 61 

of  inventor  and  bis  transferees  protected  by  law .    849 

RIGHT  OF  ACTION,  for  past  infringements  vests  in  executor  and  he  may  assign 

or  sue  thereon 948  n.  1 

assignment  of,  form  and  effect 790 

is  not  a  sale  of  unliquidated  damages •     .      948  n.  1 

assignable  only  with  the  patent 948 

requires  distinct  words  of  conveyance 781 

assignment  of  expired  patent  transfers  rights  of  action 781,  790 

assignee  takes  subject  to  all  equities 790'i».  1 

(See  also  Action  at  Law,  Assiommeztt.) 
RIVAL  DOMESTIC  PATENT  no  bar 461 

RIVAL  INVENTORS 370-391 

defined • 366 

relations  of  toward  each  other 995  n.  1 

earliest  entitled  to  the  patent 370 

first  reducer /irimaybcte  entitled  to  patent ••....    58  n.  8 

first  conceiver,  if  diligent  in  reducing,  entitled  to  patent     •    •    •    •     58  n.  8,  375 

no  **  race  of  diligence**  between 384 

the  one  who  understands  the  invention  best  is  probably  the  true  inventor    379  n.  1 

adjudication  between  in  Patent  Office 54 

rights  of  how  determined  in  Patent  Office  . 586 

(See  also  Abandommemt,  Conceiver,  Conception,  Interfebences,  Inven- 
tion, Inventive  Act,  Letters-Patent,  Patents,  Pbiobitt,  Reduction 
TO  Practice.) 

ROYALTIES,  various  examples 821 1».  1 

on  sales  how  distinguished  from  license  fees  for  the  use  of  the  invention     .    .  1251 
agreement  to  pay  per  article  is  not  an  agreement  to  produce  an}'  number  of 

articles     .    . ' 821  n.  1 ;  1250  n.  2 

on  sales  when  due  and  payable 1252 

on  each  article  sold,  become  due  though  the  articles  are  unfinished  when  sold 

1252  «.  8 
due  from  licensee  if  satisfaction  has  been  made  for  unlawful  sales  .  .  830  ».  1 
licensee,  in  action  for  royalties  on  sales,  not  allowed  to  deny  validity  of  patent 

1252  91.5 
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KOTALTIES — etmtinutd, 

paid,  allowed  in  estimating  profits 1189 

efifect  of  failure  to  pay 821 

right  to,  insurable 881  a.  1 

(See  also  AssioirMiurr,  LiciuittEB,  Licknbs-fkb,  and  titles  there  cited.) 


SALARIES,  when  allowed  in  estimating  profits 1119 

BALE,  mode  of  presenting  not  invention 78  n.  2;  166  «.  I 

any  transfer  for  value,  however  disguised,  as  a  judgment,  exchange,  etc.,  is  a 

sale 905,  12S2 

without  restrictions  as  indicating  abandonment 369 

how  proved  on  an  action  for  royalties 1SS2 

unconditional  and  lawful  sale  of  patented  article  confers  full  ownership  on 

vendee  and  impliedly  warrants  title  of  vendor 824  n.  9 

lawful  sale  of  patented  article  without  restrictions  releases  it  from  the  monopoly  824 

to  patentee  is  evidence  of  sale  to  others 1042  a.  1 

of  patent-rights,  States  cannot  regulate 46  «.  4 

of  patented  articles,  States  can  regulate .*   .    .   46  «.  4 

(See  also  Abakdommbitt,  Actiom  m  Equitt,  Acnoif  at  Law,  AesiomisxT, 
Damages,  Licemsb,  Profitb,  Rotalties,  States  of  the  Umioh.) 

SALESMEN,  infringement  by 920 

may  be  enjoined  when  the  profit  is  distinct 1204  «.  9 

SAYINGS,  are  profits  in  equity 1149 

from  defendant's  inventions  allowed  in  estimating  profits    « 1189 

(See  also  Action  in  Equitt.) 

SECRECY,  caveats,  specifications,  etc,  kept  in  patent  OflSoe  in     ...    .      442,  563 

adverse  specifications  shown  to  interference  contestants  .......       592  a.  1 

SECRET,  a^davits  claiming  priority  against  an  existing  patent  are  .    •    .      560  «.  1 

INVENTION,  the  sole  property  of  the  inventor 24 

how  protected  by  law  (see  Unpatented  Inventions) 

867-883 

USE,  not  to  avoid  patent 17  ».  2 

not  prior  use 320 

SECRETARY  OF  THE  INTERIOR,  authority  of  over  Commissioner   ....    424 

SHAPE,  diversity  in  may  or  may  not  show  want  of  identity 238 

does  not  affect  identity  unless  it  changes  the  function  or 

mode  of  operation 238 1».  1 

producing  change  in  operation  is  different  invention  .      238  a.  2 

result  is  different  invention  .  .  238  a.  2 
increasing  utility  may  be  a  different  invention  .  .  .  288  a.  2 
may  be  matter  of  substance  in  machines  or  manufactures  238  a.  jt 

in  combinations,  effect  of 238  a.  2 

compositions,  effect  of 238  a.  2 

designs  is  matter  of  substance 988 

does  not  prove  absence  of  infringement 894 

(See  also  DiVBitaiTiEs,  Identity,  Inpbinoement.) 

SIGNATURES,  essential  to  patent 967  a.  4 

SIMPLICITY  OF  INVENTION  a  ground  of  merit 85  a.  2 

does  not  show  want  of  inventive  skill 113  a.  2 

increase  of,  not  proof  of  want  of  identity 240  a.  1 

SIZE,  diversity  in,  may  be  matter  of  form  or  of  substance 239 

is  not  difference  in  the  inventions 239  a.  1 

enlarging,  is  not  invention 78  a.  2 

does  not  show  absence  of  infringement 894 

(See  also  Diversitibs,  Identity,  iNFRiNGfBMBNT.) 


INDEX.  909 

lie  toMettoM. 

SKETCHES,  not  evidence  of  prior  use 818 

SKILLED  IN  THE  ABT,  who  are 488 

Description  addressed  to  persons  who  are 488 

means  skilled  as  the  art  existed  at  date  of  invention 488  n.  9 

presumed  to  know  only  known  equivalents .       488  i».  2 

understand  its  technical  terms 492 

(See  also  Action  at  Law,  Descrxptioh.) 

SLANDER  AGAINST  A  PATENTED  INVENTION 886-889 

nature  of  the  injury 886 

not  actionable  unless  special  damage  results 887 

by  denying  patentability 887 

title  of  patentee 888 

circulars  warning  the  public  against  an  infringer,  when  not  .     .    .       886  n.  1 

assertion  of  rights  in  good  faith  and  by  proper  modes  is  not 888 

agent  of  patentee  to  ascertain  fact  of  infringement,  not  guilty  of    .     1218  n.  1 

remedies  at  law  or  in  equity 889 

to  be  sought  in  State  courts 889 

(See  also  Uztpatbktbd  Inysntions.) 

« 

SLAVE,  invention  of,  patentable  neither  by  him  nor  his  master     ....      863  n.  3 

"SBIALT  PATENTS,"  scope  of 68fi.  1 

SOLE  PATENT  FOR  JOINT  INVENTION,  void,  evidence  as  to 1032 

SOLICITORS  OF  PATENTS  (see  Attorskyb) 426,  431-437 

SPECIFIC  INVENTION,  covered  by  patent  for  generic  (see  Gknbbio  Lnvbn- 
txon) 535 

SPECIFIC  PERFORMANCE,  of  assignment  of  right  to  patent 411 

of  contract  to  assign  when  decreed  in  equity      .  ' 1228 

refused 1228 

enforced  against  assignee 1234 

of  license  contract  decreed  against  licensor  when 1244 

of  implied  contract  decreed 1244  n.  1 

refused  when  it  would  compel  the  disclosure  of  an  inventor's  secret  .    .     1228  ».  8 

of  contract  for  personal  services  not  decreed 1228  n.  8 

enforced  indirectly  by  injunction  when .  1228 

(See  also  Assionek,  Assionmbitt,  Assignob,  Cloud  on  Title,  Contract, 
Courts,  Equtty,  Estoppbl,  Injunction,  Licenbb,  Licensee,  Patent, 
Patented  Inventions,  Rescission,  Statb  Coubts,  Title,  Transpbb.) 

SPECIFIC  TREATMENT  OF  SPECIFIC  OBJECT,  is  an  invention    .    .      101  n.  3 

defined 101 

essence  of 104 

recently  recognized  as  an  invention,  formerly  confounded  with  double  use     104  n.  1 
(See  also  Abt,  Doublb  Usb,  Force,  Idea,  Invention,  Inventiyb  Act, 

Means,  Process.) 

SPECIFICATION 480-539 

meaning  of  the  word 760  n.  6 

in  the  Act  of  1836 655,  656 

first  required  in  1712,  in  England 42 

purpose  of 481 

sets  forth  the  contract  between  inventor  and  public 481 

importance  of  as  basis  of  all  rights  under  the  patent 480 

must  conform  to  statutes  and  Patent  Ofllce  rules 480  n.  1 

parts  of,  —  Description,  Claim «...    482 

Description  and  Claim  not  distinct  under  Act  of  1793 654 

Claim  essential  to 504 

misrepresenting  or  concealing  the  invention  with  intent  to  deceive  the  public 

is  fraudulent  and  avoids  the  patent  ...........    686 

fraudulent  concealment  or  redmidancy  how  proved 1034 
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Befbnneet  an  to  wetloiif. 

SPECIFICATION  —  eonUmed. 

intentional  misreprMentation  or  concealment  without  intent  to  deceiye 

binds  the  patentee  to  the  invention  a8  described 685 

claiming  the  invention  as  a  combination  does  not  abandon  the  elements  689  a.  1 

erasures  and  interlineations  in 539 

how  signed  and  attested,  amendmenta  to 539 

not  withdrawable  after  filing 553 

copy  may  be  obtained  by  inventor  or  his  attorney 553 

as  evidence ldl5 

all  construed  together 489 

English,  when  a  publication 326  ii.  3 

provisional  not  a  publication  . 832  a.  2 

|See  also  Action  at  Law,  Application  fob  Patknt,  ClaiH,  Constructioh,    , 
Defects,  Description,  Disclaimer,    Drawings,    Fai>b   Suggestion, 
Fraudulent  Concealment,  Joinder,  Letters-Patent,  Models, Patent, 
Patent  Office,  Re-issues.) 

SPECIMENS  for  Patent  Office,  when  required 540.549 

necessity  for  decided  by  Commissioner 549  a.  1 

and  models  as  evidence  of  prior  use •    .  1026 

(See  also  Appucation  for  Patent,  Patent  Office.) 

SPECIAL  ACT,  granting  patent  independent  of  other  acts 47 

construed  by  general  law •     47 

(See  also  Acts  of  Congress,  Letters-Patent,  Patent.) 

SPECULATION  as  to  needs  or  results  not  invention 80  a.  1 

STAMPING  PATENTED  ARTICLES,  duty  and  purpose  of 902 

when  and  why  required 688 

rule  of  applies  in  equity  as  well  as  law 628  «.  3 

statute  regulating  it  to  be  strictly  construed 628  n.  1 

mode  of 628 

efifect  of  failure  in 628 

failure  in  no  bar  to  an  injunction 028  a.  3 

effect  of  failure,  in  suit  for  infringement  at  law •    .    981 

evidence  of  omission  of,  as  a  defence 1016 

by  infringers  prohibited 629 

STAMPING  UNPATENTED  ARTICLES,  when  forbidden 630 

statute  against  construed  strictly 631 

an  offence  though  never  offered  for  sale 630 

in  expectation  of  a  patent •    •    .    630 

under  an  expired  patent •...    630 

in  joke  or  derision  no  offence 630 

no  offence  unless  with  fraudulent  Intent •...    630 

with  intent  to  deceive  an  offence ..........630 

intent  to  deceive,  defined      •    •    . 630  a.  2 

who  liable  for 631  n.  3 

corporation  may  be  guilty  of 630  n.  2 

procedure  and  penalty  for 631 

person  guilty,  estopped  to  deny  validity 631 

(See  also  Action  at  Law,  Damages,  Estoppel,  Patented  Articles.) 

STATE  OF  THE  ART,  illustrations  of  its  meaning 88a.2 

evidence  of,  admissible  for  what  purpose 1020 

to  aid  in  construction  of  patent   ........    740 

admitted  without  notice 1006,  1116  i».  4, 5 

confined  to 1020 

how  shown 740,  1020, 1026  a.  3 

recited  in  bill  in  equity 1106  n.  2 

(See  also  Action  at  Law,  Inventor,  Notice.) 
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Reftf>B«e8.ftre  to  MoCloafl. 

STATES  OF  THE  UNION,  power  to  grant  letters-patent 45 

power  over  patent  privileges  granted  by  the  United  States 46 

have  no  power  over  the  monopoly  but  may  regulate  use  or  sale  of  patented 

art  or  article 46  n.  4, 1242 

•power  to  regulate  contracts  concerning  inventions 46  i».  4 

have  no  powe^  over  contracts  concerning  the  patent  privilege     .    •    .    46  n.  4 

have  no  power  to  restrict  sale  of  patent  privilege ]242 

power  to  authorize  involuntary  assignmoats  of  patents      ....       766  n.  1 
power  to  require  notes  for  patent  rights  to  follow  certain  forms  .    .    .    46  n.  4 

disclose  their  consideration      .  1242 
power  to  change  the  usual  legal  character  of  mercantile  paper  when  given 

for  patent  rights 1242 

have  no  power  over  the  rights  of  executors  under  the  Patent  Law     .     .       404  n,  1 

to  exempt  counties  from  suits  for  infringement      .    .    .       911  n.  4 

""  to  discriminate  against  patented  inventions  as  such  .    .    .    46  n.  4 

have  power  to  regulate  pedlers  of  a  patented  invention 46  n.  4 

sale  of  dangerous  articles 46  n.  4 

establish  a  maximum  charge  for  use  of  an  invention  .    .     1242  n.  4 

police  power  not  curtailed  by  Congress 46  n.  4 

laws  of,  govern  licences 806 

(See  also  Notes,  Licemsk,  Patent  Pbivileoe,  Patented  Inventions.) 

STATE  AND  FEDERAL  COURTS,  jurisdiction  discussed 863-866 

cases  not  removable  from  Federal  jurisdiction  by  a  State  statute  providing  a 

tribunal  to  decide  them 861  n,  1 

(See  also  Courts,  Federal  Courts,  State  Courts.) 
8TATE  COURTS,  jurisdiction  of,  over  suits  for  libel  against  inventors      .     1257  n.  6 

on  contracts  relating  to  inventions     1257 

no  jurisdiction  to  determine  patentability  or  infringement 1256 

effect  of  judgments  on  subsequent  cases 1184  n.  2 

(See  also  Courts,  Federal  Courts,  Jurisdiction.) 

STATUTE  OF  FRAUDS,  contract  for  sale  of  invenUon  before  patent  not  a  con- 
tract for  goods  under 768  n.  8 

STATUTE  AGAINST  MONOPOLIES,  passage  of 7 

quoted 10  n.  1 

its  relation  to  common  law 10 

modem  Patent  Law 10 

effect  of  on  legal  monopolies •    •    .      10 

is  a  negative  statute  excluding  all  inventions  except  those  named     .    •    •   66  n.  1 

*'  within  the  realm,"  meaning  and  effect  of 70  i».  1 

'*  which  others  .  .  .  did  not  use,"  meaning  of 71  n.  1 

"  generally  inconvenient,"  meaning  of 70  n.  8 

(See  also  Monopolies,  Patent  Law,  Patent  PitiyiLBGB.) 

STATUTE  5  &  6  WILL.  lY.  conferring  power  to  amend  letters-patent     .    .   16  n.  4 
validating  patents  void  for  prior  use 17  n.  3 

STATUTE  OF  LIMITATIONS,  Federal  and  State,  effect  on  patent  causes    .    .    980 

not  retrospective 980 

must  be  specially  pleaded 992 

defence  of,  evidence  under 1045 

(See  also  Action  at  Law.) 

8TIPUI.ATI0NS  OF  COUNSEL,  effect  of 1129 

STOCKHOLDERS  OF  CORPORATION,  whether  liable  for  its  infringements    .    912 

STRUCTURAL  LAW  OF  A  MACHINE,  defined 173 

SUBCOMBINATIONS,  essential  character  of 279 

relation  to  principal  combination 670  n.  2 

patentability  of 670  n.  2 

of  previously  patented  combination  patentable •    •    .    •      465  fi.  2 

joinder  of  with  combination  and  elements 472,  528 

(See  also  Combination  and  titles  there  cited.) 
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BcAranoM  mm  to  ttotloiii. 
SUBJECT-MATTER,  of  application  for  patent  (aee  Appuoatiok  fob  Fatsbt). 

SUBPOENA  DUCES  TECUM,  to  defendant  on  aecountiog Uf7  «.  3 

8UBPR0CESSES,  joinder  of  with  principal  procoM 5S9 

SUBSTANCE  AND  FORM,  how  dIsUngttisbed 229,  835ii.l 

matter  of,  defined,  instances  of •••    S66 

"  SUBSTANTIALLY  as  and  for  the  purpose  set  forth,'*  meaning  of  in  Claim  .    .    617 

as  described,"  meaning  of  in  Claim 517, 750 

SUGGESTIONS  .OF  OTHERS,  not  incompatible  with  exercise  of  inrentiTe  skill     U 

do  not  impair  merit  of  true  inventor ••      383  m  1 

as  to  inseparable  ideas  of  means  arc  not  co-operative  invention 394 

separable  and  united  ideas  are  co-operative  invention  .••••••    395 

•■  to  reduction  belong  to  the  inventor ••••      131t  393 

not  part  of  inventive  act •.•••383 

not  coH)perative  invention     • ••393 

(See  also  Imykhtivb  Skill.) 

"SUITABLE  MATERIALS,*' meaning  of 751 

SUPERSEDEAS,  appeal  to  Supreme  Court  when  a 1161 

SUPPLEMENTAL  BILL,  grounds  and  requisites  of,  procedure  on 1122 

SUPPRESS  evidence  in  equity,  motion  to 1128 

SUPPRESSION  OF  TRUTH,  raises  every  presumption  against  the  party  1041  n.  U,  1012 
SUPREME  COURT  of  the  United  States,  no  original  jurisdiction  over  questions  of 

fact  in  patent  cases 866  n.  2 

no  jurisdiction  to  enforce  contract  for  patent  unless  amount  over  $2000       866  i»#  2 
may  reverse  decree  when  based  on  evidence  improperly  admitted     •    •     1116  n,  i 

effect  of  judgments  on  subsequent  cases 1180 

construction  of  letters-patent  by  is  final 733  «.  2 

(See  also  Acnon  in  Equitt,  Action  at  Law,  Courts,  Judovbnts,  Jubisdictiox.) 

SUPREME  COURT  of  the  District  of  (Jolumbia,  has  same  power  in  patent  cases 

as  the  Circuit  courts 866s.l 

appeal  from  Commissioner  to ....••■.570 

decisions  of  how  far  conclusive ; 570 

(See  also  Appeals,  Application  fob  Patent.) 

SURRENDER  AND  RE-ISSUE  (see  Rb-ibsub) 606-699 

SURREPTITIOUS  use  not  public  use  or  abandonment     .••••••..    358 

"SURREPTITIOUSLY,**  meaning  of 960  «.l 

changes  in  meaning  of  in  Acts  of  Congress ...995 

SUSPENSION,  of  preliminary  injunction 1212 

of  suit  pending  other  suits 1156  n,  5 

TECHNICAL  PHRASES  in  Claim 617 

TERM  OF  PATENT 622-626 

under  early  English  law • 18 

measure  of ....•••••••••••••.    978 

how  fixed •    •    •    .  1043 

error  in  stating  cured  by  re-issue •••••••      662  m.  2 

(See  also  Application  fob  Patent,  Fobeion  Patent,  Lettebs-Pateni^ 

Patent,  Rb-ibsub.) 

TESTIMONY,  may  be  taken  abroad  by  order  of  Commissioner 601  n.  3 

failure  to  appear  to  take,  after  due  notice,  waives  all  technical  irregularities  601  ik  2 
notice  to  take  not  reasonable  if  party  must  travel  day  and  night  to  readi  the 
place ••••.•••••••••.  601 «.  2 

THEORY,  not  patentable 125 

scientific  theory  of  the  invention  not  to  be  set  forth  in  specification  484  «.  2,  485  «.  3 

THEORIES  and  abstractions  to  be  kept  out  of  specification 485 
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TITLE  TO  PATENT,  legal  created  by  iraue  of  patent 428  a.  1 

does  not  exist  till  patent  issnes      .    .     769  n.  4,  9;J9  n.  1 

vests  in  patentee  when  patent  issues 765  n.  1 

not  complete  till  patent  recorded 627  n.  1 

perfect  without  delivery  of  patent 627  n.  1 

shown  by  patent  or  its  assignment  duly  recorded      .    786 
transferable  only  by  written  assignment     .    .    .  768  «i.  2 

conferred  by  an  assignment  in  trust 786  n.  7 

vests  in  assignee  when 769  n.  4 

if  patent  issues  to  him  ....  769  n.  4 
vests  on  issue  of  patent  in  the  latest  assignee  of  record 

though  issued  to  assignor 769  n.  4 

Allure  of,  remedy  of  assignee 1229 

equity  will  compel  assignor  to  cure,  if  possible  .  1229 
as  defence  to  assignor's  suit  for  price    ....  1238 

by  estoppel 787 

patent /Mt'maycicte  evidence  of 1016 

application  evidence  of  applicant's  title  .    •    .    .  450  n.  1 

not  overthrown  on  soluble  doubts 778  n.  4 

equitable,  rests  on  contracts  or  unrecorded  transfers 786 

may  vest  in  different  person  from  legal 786 

arising  under  assignments,  relation  of  to  legal 786 

and  legal  meeting  in  same  person  prevail  over  an  equitable  of  equal  equity  786 

legal  when  held  in  trust  for  equitable 769  ft.  6^  786 

equity  will  compel  transfer  to  equitable  owner  ......     1228  n.  5 

of  record,  Patent  Office  bound  by 450,  784  ».  4 

when  conclusive  on  subsequent  parties 784 

outstanding  rival  patent  a  cloud  on 718 

averment  of  in  bill  in  equity  ; 1106 

defect  of,  raised  by  demurrer 1110 

cannot  be  tried  in  interference  proceedings 587  n.  1 

(See  also  Action  in  Equity,  Action  at  Law,  Assignee,  Assionmrnt,  Cloud 
ON  Title,  Co-orantbbb,  Contract,  Co-ownerb,  Employee,  Employer, 
Equitable  Interests,  Grant,  Grantee,  Grantor,  License,  Licensee, 
Licensor,  Partners,  Patent,  Patent  Privilege, Patented  Inventions, 
Patentee,  Receiver,  Rescission,  Specific  Performance,  States  op 
THE  Union,  Transfer.) 

TOOLS,  value  of  use  of,  allowed  in  estimating  pro6ts 1139 

TRADE,  restraint  of,  contract  not  to  make  articles  during  the  life  of  a  patent  is  not 

1255  11.  3 

TRADEMARK  may  be  assigned  with  patent 780 1».  1 

TRANSFER  of  Letters-Patent 420,752-834 

allowable 752 

vnrsetricted  except  by  their  own  nature 7^1 

governed  by  statute 761  n  8 

by  any  co-owner,  of  his  share,  allowed 765  n.  3,  795-799 

-by  executors  of  deceased  patentee 765,800-803 

right  to,  vests  in  assignee  of  any  degree 765  n.  2 

pendente  litey  effect  ot ^ 1103 

rights  created  by,  governed  by  the  law  of  contracts 761 

two  classes  of  transfers 756 

one  class  transfers  both  invention  and  monopoly 756 

other  class  transfers  invention,  affecting  monopoly  only  by  estoppel    .    .    757 
transfer  of  both  invention  and  monopoly  must  convey  entire  interest 
in  the  patented  invention  or  an  undivided  portion  thereof  for  the 
whole  United  States  or  some  specific  territory  therein  .....    758 
transfers  covering  both  invention  and  monopoly  are  of  two  classes,  one 
for  whole  United  States,  the  other  for  certain  territoiy  only  .    .    .    769 
VOL.  III. — 58 
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TRANSFER  —  eontinued. 

forms  of ,  —  assign  menty  gTinty  and  lioense 760 

transfer  of  right  to  luake  and  sell  carries  the  r^ht  to  use  and  is  an  assign- 
ment   763*.  4 

transfer  bj  assignmeat  or  grant  not  prevented  bj  outstanding  licenses     •    765 
transfer,  whether  assignment  or  license,  ascertained  from  subject-matter, 
not  from  terms  or  conditions 761 

(See  also  Assignmbnt,  CoNTBACti  Licemsk,  Title  and  titles  there  cited.) 
TRIAL  BY  JURY,  in  eqnitj 1184-1126 

TRUSTEE  IN  INSOLVENCY,  no  right  to  insolvent's  patents      ...    766, 803-805 

de  sou  tort,  infringer  not 1091 

though  treated  as 1137 

TRUSTEES  must  act  joinUy 788a.3 

UNIT,  every  invention  a ........ 151 

UNITY  OF  INVENTIONS,  basis  of  the  doctrine 92«.l 

UNITED  STATES,  patento  usually  granted  only  by 45 

patent  system  of,  its  history 48 

no  right  to  use  patented  invention  without  the  inventor's  consent  except  where 

taking  it  by  eminent  domain 910 

must  compensate  the  patentee  like  any  other  user  • 910 

has  a  right  to  use  inventions  of  its  agents  and  officers  ....«.'  1258  n.  1 
using  an  invention,  presumed  to  use  under  an  implied  contract  to  pay  .    .    .  1258 

contracts  with  inventors,  express  and  implied 1858  a.  1 

may  be  sued  in  the  Court  of  Claims  for  use  of  the  patented  invention  .  .  .  1258 
Court  of  Claims  has  sole  jurisdiction  over  suits  against  the  United  States  fov 

the  unauthorized  use  of  the  invention 910  «.  5 

cannot  authorize  others  to  use  patented  inventions  without  consent  of  patentee  910 

cannot  sue  for  infringement 1098 

not  liable  in  damages  for  the  unlawful  issue  of  a  patent  to  a  rhral  inwator  1258 1».  3 
(See  also  Coubts.  Infrimgemekt,  Patkivt  System,  States  op  the  Umioh.) 

UNPATENTED  INVENTION,  property  in  protected  by  law 847 

wrongs  and  remedies  relating  to • 867-883 

rights  of  inventor  in,  not  violated  by  acts  of  rival  inventors      ..••••    883 

wrongful  appropriation  of  b  a  tort  at  common  law,  not  under  the  Patent  Law     907 

property  of  inventor  in,  depends  on  preservation  of  his  secret  ...•••    887 

Inventor's  secret  protected  though  the  invention  is  not  patentable   •    .    •    873 

discovery  of  secret  by  fraud  or  force  is  a  tort •    .    868 

remedies  for  fraudulent  or  forcible  discovery 889 

may  be  confidentially  disclosed  without  forfeiture  of  property  therein    .    .    •    870 
disclosure  by  confidential  depositaries  is  a  breach  of  trust  .•••••    871 

remedies  for  wrongful  disclosure  or  misuse    ..........   878 

abandoned  to  the  public  by  voluntary  unrestricted  diselosure  unless  protecteil 

by  statute    .    .         .  - 874 

protected  by  statute  during  two  years  of  disclosure  next  preceding  tha 

application • 875 

legal  status  of,  during,  these  two  years,  doubtful 876 

not  temporarily  abandoned  to  the  pabUc  ..••...••    877 

not  protected  by  Patent  Law 878 

protected  as  still  secret,  by  the  common  law  and  equity     .    .  879-888 
protected  by  injunction  after  application  filed  ......  882  m.  1 

(See  also  iKTEirnoir,  Monopoly.  Patbrt.  Patsmtbd  Isvemtion,  SLAKneir.) 

UNREASONABLE  DELAY,  m  disclaiming,  defined 646 

evidence  of     .......    .  1088 

in  re^issne,  effect  of 690 

how  proved 1080 

unavoidable  delay  is  not 1036 

(See  also  Delay,  Disclaimer,  Laches,  Reductioh  to  Practicb,  Rb-ibbubs.) 
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UNSUOCESSFUL  EXPERIMENTS,  insfauiGes  and  proof  of 818  n.  8 

USE,  does  not  inclade  makiDg  or  selling 751 

diveraity  in  may  be  divenity  of  form  or  of  substance .    259 

of  an  o^d  invention  may  be  a  new  invention 81 «.  3,  259  i».  1,  468 

distinguished  from  tlie  invention  used 2tf  i 

in  a  "  force  applied  '*      ......    263 

Sn  a  ^*  mode  of  application  '*     ....    263 

in  a  '*  specific  treatment  of  a  specific 

object" 263 

fonr  dirersities  of 264 

use  with  new  force  possible  only  to  a '*  mode  of  application  "     ....    2(J5 

when  double  use 266 

with  new  object  possible  either  to  a  '*  mode  of  application  **  or  a  "  force 

applied'' 266 

is  a  new  invention  when  inventive  skill  required  to 

devise  it 266  ».  1 

is  double  use,  various  applications  of  the  rule     .  266  n.  1 

in  combination  is  not  double  use 267 

out  of  nombination  is  not  double  use 268 

when  a  new  invention 269 

belongs  to  whatclass 270 

usually  an  art 270 

discoverer  of,  has  no  right  to  thing  used  on  that  account 259  ».  1 

difference  in,  does  not  show  absence  of  infringement 894 

prior  use 317-324 

<See  also  Diykrbitibs,  Double  Use,  Identity,  IitriuiiGBaiSMT,  Lxvemtion, 

Prior  Use.) 

T7SELESSNESS  OF  INVENTION,  when  a  defence  to  a  note  given  for  the  patent 

1230  ».  2,  1239 

UTILITT  of  inventions 338-344 

under  English  law 70 

defined 339,964 

essential  to  patentability 70,  221,  388 

absent  if  the  invention  is  immoral  or  dangerous 340 

in  connection  with  other  things  sufficient  . 34l 

degree  of,  immaterial 341 

exists  if  the  invention  can  be  made  useful 341  n.  2 

exists  though  the  invention  will  not  ser\'e  all  the  purposes  claimed  for  it   .  341  n.  2 

has  been  superseded  by  others 342 

actual  not  comparative  required 342 

how  ascertained 343 

shown  by  use  and  sale 343  n.  1 

is  evidence  of  inventive  skill 116  n.  1, 121  n.  1,  344,  1022 

novelty 116  n.  1,  121  n.  1,  344,  1026 

actual  and  comparative  as  evidence  of  novelty,  etc.,  distin- 
guished        *.    .    116  fi.  1,  344 

comparative,  as  evidence  of  novel^ 116 

of  end  ....    121 

actual,  as  evidence  of  inventive  skill 113 

patent  valid  thongh  it  overrates  the  ntility  of  the  invention 486  n.  3 

a  question  for  the  jury 338  n.  1, 1075 

how  proved • .  1029 

patent  jmma, /Vide  evidence  of 1016,12^19 

infringer  estopped  to  deny  when 964,  984,  1029,  1189  ft.  2 

want  of  when  a  defence  to  action  of  assignor  for  purchase  money      ....  1239 
(See  also  Action  at  Law,  Assiomor,  Invbxtion,  Ixvbmtivb  Skill,  Koveltt.) 

VALUE  pecuniary,  want  of,  no  defence  to  a  note  given  for  a  patented  invention    12^, 

1239 
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Reftranoat  an  to  flietioiif. 

VENDEE,  buying  with  an  option  to  pay  or  retarn  must  elect  within  a  reaaonaUe 

time 1S51 

suit  against  for  infringement  suspended  till  pending  suit  against  vendor  is 
finished 1165 ».  5 

VENDIBLE  SUBSTANCE,  not  the  only  class  of  inventions 160 

VENDOR,  may  be  made  party  to  a  bill  in  equity  against  vendee    ....    1105  a.  3 

VERDICT,  requisites  of,  when  set  aside 1076 

when  curable  bv  remiuitur 1068 

fur  defendant  when  court  will  order,  order  how  enforced      .'..•...  1073 

(See  also  Action  at  Law,  Damages.) 

WAGES,  allowed  in  estimating  profits 1139 

WAIVER,  not  by  making  adverse  party  a  witness lliE7 

WANT,  perception  of  is  not  invention 88 

satisfied  by  successive  inventions  gradually  narrowing  the  field    .    .    .     .  88  a.  S 

WARRANTY,  express,  in  assignment 783 

not  by  parol  in  connection  with  assignment 783  n.  4 

valueless  when  the  thing  warranted  does  not  exist 783  u.  4 

implied  from  assignment  when 774,  783 

grant 794 

not  implied  that  patent  is  valid 783  «.  4 

when  implied  that  the  invention  does  not  infringe  other  patents    ....  783  a.  4 

breach  of,  assignor  liable  for 788,  1332 

assignee's  remedy  for 1838 

(See  also  Assiomek,  Assioxmrnt,  Assignor,  (}oX8IDKbation,  GBAirr.) 

WASTE,  loss  by,  allowed  in  estimating  profits 3139 

WATER  TABBIES  CASE       83  a.  3 

«» WHAT  WOULD  INFRINGE  IF  LATER  WOULD  ANTICIPATE  IF  EAR- 
LIER" criticised      318  a.  1 

"WITHIN  THE  REALM  "meaning  of 70«.l 

includes  colonies   which  have  no  separate   patent 
system 320  a.  4 

WITNESSES,  ©•toppel  of 1021  a,  1 

competencv  of,  who  are  competent lOlO 

credibility"  of 1010,  1011 

recollection  of  as  to  obsolete  inventions  admissible 1086 

courts,  not  Commissioner,  to  contn>l 601  a.  1 

(See  also  Action  at  Law,  Estoppel,  Expbbt  Evidkxce.) 

WORKMEN,  infringement  by 020 

acting  voluntarily  infringe 921  a.  1 

having  no  option  do  not  infringe 920  a.  4 

(See  also  Agency,  Infkinoemrnt,  Injusctioh.) 

WRIT  OF  ERROR  in  actions  at  law,  grounds  of,  effect  of 1079 

WRITERS  ON  PATENT  LAW,  etc.,  Extracts  from : 

American  I-aw  Reg.  n.  s-  7.    Principle  defined 135  a.  1 

Patentability  of  discoveries,  laws  of  nature,  principles  and  principles 

reduced  to  practice 141  a.  1 

11.    Degree  of  reduction  necessary 126  a.  1 

Bentham  J.     Patent  a  fit  reward  for  inventor 35a.l 

Binhop  on  Written  I^w.    Judicial  construction  of  statutes 41  a.  1 

<:>)ke,  Inst.    *'  Manufacture  "  in  Stat.  Jac.  1 69  a.  1 

Improvement  not  patentable 210  a.  2 

Corj'ton  on  Patents.    Nature  of  patent  privilege 11»2,3 

Monopoly  of  patentee  against  other  inventors 29  a.  1 

Patent  privilege  as  a  contract 40a.l 
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Referanoes  arc  to  Mcttoim. 
WRITERS  ON  PATENT  LAW  —  continued. 

Rights  of  inventors  in  undisclosed  inventions 24  i».  2 

Daty  of  State  to  secure  disclosure  of  iuventJons 38  n.  1 

Necessity  of  encouraging  inventors     .    .   ^ 36  n.  1 

Legal  status  of  patentee  before  A.D.  1800 14  ».  2,  4 

Abuse  of  amending  power 16  n.  6,  7 

Form  of  pleading  at  law 986  n.  4 

Cnrtis  on  Patents.    Nature  of  patent  privilege 11  ft.  1 

Rights  of  inventors  in  their  undisclosed  inventions 24  n.  1 

Power  of  patentee  to  suppress  eli  equivalent  inventions 30  n.  2 

Policy  of  protecting  inventors 33  n.  1 

Right  of  inventor  to  a  reward 34  n.  1 

Construction  of  patent  privilege  as  a  contract 40  n.  2,  3 

Contract  of  patentee  to  disclose  the  invention 42  n.  8 

Defective  disclosure a 42  n.  9 

Novelty  and  utility  as  proof  of  a  sufficiency  of  inventive  skill    .     .     .    70  n.  4 

Utility  as  evidence  of  inventive  skill 344  n.  1 

Foote,  Elisha.    Effect  of  encouraging  inventors 36  n.  2 

Godson  on  Patents.    Nature  of  patent  privilege 11  n.  3 

Simultaneous  Inventions 29  n.  8 

Patentability  of  an  art 160  n.  1 

Form  of  pleading  at  law 986  n.  3 

Law*8  Digest    Original  inventor  as  against  all  the  world    .    .    .    .    .     .    58  n.  4 

Changes  in  Act  of  1836  as  to  prior  knowledge  and  use 58  n.  5 

Lund  on  Patents.    Right  of  patentee  to  monopolize  a  discovery    .    .    .     .    28  n.  2 

Relation  of  improver  to  original  inventor 30  n.  1 

Effect  of  secret  prior  use 17  n.  2 

Abuse  of  amending  power 16  n.  7 

Magna  Carta.    Illegal  Monopolies 9  n.  6 

Norman  on  Patents.    Natural  rights  of  inventors  to  their  inventions     .    .    24  n.  2 

Early  legal  construction  of  letters-patent 14  n.  3 

Parsons  on  Contracts.    Common  law  as  applied  to  patents 41  n.  2 

Phillips  on  Patents.    Nature  of  patent  privilege 11  n.  8 

Rights  restricted  by  patent  privilege 82  n.  2 

Right  of  inventor  to  a  reward 34  n.  1 

Patent  privilege  as  a  contract 40  n.  1 

Differences  in  England  and  America  as  to  priority  of  knowledge    .    .    22  n.  2 
Simonds  on  Patents.    Grant  of  English  patents  without  examination     .    .    49  n.  1 

Smith,  Chauncey.    Necessity  of  encouraging  inventors 86  n.  1 

Effect  of  patent  privilege  as  encouraging  inventors 37  n.  1 

Storrow,  J.  J.    Policy  of  protecting  inventors 33  ».  1 

Thacher,  J.  M.    Policy  of  protecting  inventors 33  n.  1 

Webster,  Patent  Cases.    Essential  distinction  between  means  and  end  .    .  117  n.  1 

Relation  of  novelty  to  inventive  skill 112  n.  1 

Utility  as  evidence  of  inventive  skill 344  n.  1 

Necessity  of  utility 338  «.  1 

Suggestions  of  employees 131  n.  1 

Double  Use 266  n.  1 

Prior  use  must  be  practical  use 319  n.  1 

Prior  use  not  secret  use 320  n.  1 

Lost  arts 322  n.  2 

Requisites  of  prior  publication 325  n.  1 

Prior  publication  must  describe  a  complete  practical  invention    .    .     .  329  n.  3 
Presumption  that  inventor  knows  all  prior  published  descriptions  of  the 

invention 112  n.  1 

Prior  patent 331  n.  1 

Abandonment  to  the  public 71  n.  3 

WRONGS  AND  REMEDIES,  general  division  of 852 
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